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Pleasefind belowand/orattachedanOffice comunicationconcerningthis appLicationor proceeding.

PTO.90C(Rev. I~3~
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UNITID STAnB Pam~TAND TARI~OJTI~

th151106$usisP~sdSfli*OSc

1/6/2006
ThPDPAgTY*E~.~T~SC0R&~P0NC~4CEADDa~5

JEFFREYP. KUSHA

SIDLEY AUS11N BROWN& WOODSLLP

15O1KStREErP4W

WASHI*3rON, DC20005

&PARTh REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CON1ROLNO 901007830

PATENT NO. 6,032,137
ART UNI 3900

Endosed Is a copyof the latest communication fmm the UnitedStates Patent
and Trademark Office In the above identified e parte ree~mlnaUon
proceeding (37 CFR 1.550(f)).

Where this copy Is supplied after the reply by requester, 37 CFR 1.535, or the.
time ftr filing a repilyhaspassed,no submissionon behalfof theexparte
reexaminationrequester will be acknowledged or consIdered (37 CFR1.550(g)).
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• ~ R~

Order Granting IDenying Request For 90/007,830 6032137 —

• ExParteReexarninatlon Examiner Art Unit
Michael O~Neil ~993

—The MAILINGDATE of this communication appears on the cover’ sheet with the con~spondenceadth~ss-

The request for ex paite reexaminationfiled 25 November2005 hasbeen considered and a determination
has, been made. An IdentifIcation of the claims, the references relied upon, and the rationale supporting the
determination are attached.

Attachments: a)[J P10-892, b)~P10-1449, CU Other: ____

1. ~ The request for ex paite reexamination is GRANTED.

RESPONSE liMES ARE SET AS FOLLOWS:

For Patent Owne(s Statement (Optional): iWO MONThS from the mailing date of this communication
(37 CFR 1.530(b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester~sReply (optional): iWO MONThS from ‘the date of service of any timely filed
Patent Owners Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.
If Patent Owner does not file a timelystatement under 37 CFR 1.530(b). then no reply by requester
is permitted.

• 2. [J The request for expa,le reexamination is DENIED.

This decision is not appealable (35 U.S.C. 303(c)). Requestermayseek review by petition to the
Commissioner under 37 CFR 1.181 wIthin ONE MONTH from the mailing date of this communication (37
CFR 1.515(c)). EXTENSION OF TIME TO FLE SUCH A PETITION UNDER 37 CFR 1.181 ARE
AVALABLE ONLY BY PET~ONTO SUSPEND OR WAIVE THE REGULATIONS UNDER
37 CFR 1.183.

In due course, a refund under 37 CFR 1.26 (c) will be made to requester.

a) 0 by Treasury check or,

b) 0 by credit to Deposit AccountNo. _____• or

c) [J by credit to a creditcard account, unless otherwise notified (35 U.S.C. 303(c)).

Michael O’Neill
CRU Examiner
Art Unit 3993

cc:R,Que~(~tI*dpath’ reQuester)
U.S. PMsisaidTssdss.,~i0es,
P101-471 (Rev. 04.01) OffIce Action In Expajle Reexamkiatlon Pailof PaperNo. 12282005
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Application/ControlNumber: 90/007,830 Page2

Art Unit: 3993

DECISION

A substantial new questionofpatentability affectingclaims 1-43ofUnited StatesPatent

Number 6,032,137is raised by therequestfor expariereexamination.

ServiceofPapers

After thefiling ofa requestfor reexaminationby a third party requester,anydocvment

filed by either the patentowneror thethird party requestermust be servedonthe other party(or

partieswheretwo or morethird partyrequesterproceedingsaremerged)in the reexamination

proceedingin the manner provided in 37 CFR 1.248. See37 CFP. 1.550(1).

WaiverofRight to File Patent OwnerStatement

In a reexaminationproceeding,PatentOwnermaywaivetheright under37 C.F.R. 1.530

tofile a Patent OwnerStatement. The documentneedsto containa statement thatPatentOwner

waivestheright under 37 C.F.R. 1.530tofile a Patent OwnerStatementandproofofservicein

themannerprovided by 37 C.F.R. 1.248,if therequestfix reexaminationwasmadeby a third

party requester,see37C.F.R 1.550(f). The PatentOwner mayconsider usingthe fbllowing

statementin a documentwaiving theright to file a PatentOwner Statement:

WAIVER OF RIGHTTOFILE PATENT OWNER STATEMENT

PatentOwner waivestheright under 37 C.F.R. 1.530to file a Patent Owner Statement.

ErlensionsofThne

Extensionsoftime under37 CFR 1.136(a) will not bepermitted in theseproceedings

becausetheprovisions of37 CFR 1.136apply only to ‘an appIicant~andnot to partiesin a
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Application/ControlNumber: 90/001,830 Page3
ArtUnit: 3993

reexaminationproceeding.Additionally, 35 U.S.C.305 requiresthatexparlereexamination

proceedings~wilbe conductedwith specialdispátch~(37 CFR1.550(a)):Extensionsoftime in

erpartereexaminationproceedingsareprovidedfor in 37CFR. 1.550(c).

Amendmentin Reexamination F~oceedings

Patentowneris notified that anyproposedamendmentto thespecificationand/orclaims

in this reexaminationproceedingmust complywith 37 CFR. 1.530(d)4j),mustbeformally

presentedpursuant to 37 CFR 1.52(a)and (b), andmustcontainany feesrequiredby 37 CFB.

1.20(c).

Submissions

In order to insure11tH considerationofanyamendments,affidavitsor declarationsor

other documentsas evidenceofpatentability,suchdocumentsmustbesubmittedin responseto

thefirst Office actionon themerits(which doesnot resultin acloseofprosecution).

Submissionsafter the secondOffice actiononthemerits,whichis intended tobe a final action,

will be governedby the requirementsof37CFR 1.116,after final rejectionandby 37CFR. 41.33

after appeal,which will be strictly enforced.

NotificationofConcwrentPPoceedings

The patent owner is remindedofthecontinuing responsibilityunder37 CFR 1.565(a),to

apprise the Office ofany litigation activity, or other prior or concurrentproceeding,involving

PatentNo. 6,032,137throughout the courseofthis reexaminationproceeding.Likewise, if

present,The third partyrequesteris also remindedofthe ability tosimilarly apprisethe Office of

anysuchactivity or proceedingthroughout thecourseofthis reexaminationproceeding. See

MPEP §~2207, 2282and2286.
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Applicition/ControlNumber:90/007,830 Page4

Art Unit: 3993

Requ&ct’s Indications

The requestindicates thatRequesterconsiders:

Claims I and 26 areunpatentableoverCampbelletaL, USPN5,373,550,(Campbell).

Claims42 and43 areunpatentableoverCampbell.

Claims2, 16, 18,27,29,36and 38-41arcunpatentableoverCampbell.

Claims3-8 and28 areunpatentableoverCampbellandadmittedpriorart (APA).

Claims10 and 33 areunpatentableoverCampbellandAPA.

Claims34 qnd 35 areunpatentableover Campbell,Owenset aL,USPN4,264,808,

(Owens)(“old art” viewedin anew light) andMinoli, Imiging in CorporateEnvironments

(Minoli).

Claims20 and 21 areunpatentableoverCampbellandMinolL

• Claims1,2, 1., 26,27and 29are unpatentableover ANSI/ABA X9.46-1995,version

0.13Draft (ANSI.1995)andANSI X9.46-1997(ANSI-1997).
Claims 9, 11-15,19 and30-32areunpatentableoverCampbell,OwensandMinoli.

Claims 17, fl-25 and 37 areunpatentableoverCampbellandMinoli.

SubstantialNewQuestion

Therearesubstantialnewquestionsofpatentability(SNQP)is basedonCampbell,

Minoli, ANSI/ABS X9.46-1995,v. 0.13,andANSI X9.46-1997.A discussionofthe specifics

nowfollows:

It isagreedthattheconsiderationofCampbellraisesan SNQP asto Claims I and26 of

the Ballardpatent(‘988 patentor Ballard). Aspointedout in the requeston pages5-7,Campbell

teachesin col. 5:23-28“(t]hat acontroller(42)mayreadsomedata accompanyingcheckimages,
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Application/ControlNumber: 90/007,830 - Page5
Art Unit: 3993

for example, it may identify that TCP/IPprotocol information accompanyingthoseimages. That

information mayinstruct the node (12)about the identity ofthe sending institution and the

intended receiving institution.” In cot. 3:43-58 Campbell teaches“the processingnode(12)

receivescheckimagesand performs certainprocessingprocedureson thoseimages,including at

least temporary storageofthe receivedcheck images.” Campbell teachestheprocessingnode

(12) “transmits frames ofdigital information representingcheck imagestothe network (38)after

thoseimageshave beenprocessedby the node(12).” 14 Campbell teaches“[a] nodecontroller

androuter (42) control therouting ofcheck images to their intended destinations,both in the

controller and to their ultimate destinationsoutsidethenetwork (38).” Campbell in col. 2:20-22

and 50-63teachesa communication network being a public switchedtelephonenetwork either

electrically or optically basedand/or digital or analog; and suitabledigital networks area packet

network anda frame relay network. In cot. 5:55-60 Campbell teaches“[t]he controller(42)may

also be configured to handleinformation encrypted by sendinginstitutions toprovide security for

the imagestransported by thenetwork (38). The controller (42)may haveits own encryption

and decryption equipment to provide a secureenvironment in the node(12).” In ccl. 5:26-27

Campbell teachesthis encrypted information includes check imagesand also information “about

the identity ofthe sendinginstitution. Thus, there is a substantial likelihood that a reasonable

examinerwould considertheseteachingsimportant in deciding whether or not theseclaims are

patentable. Accordingly, Campbell raisesan SNQP asto Claims I and26, which has not been

decidedin a previous examination ofthe Ballard patent.

It is agreedthat the considerationofCampbell raisesan SNQP asto Claims 42 and43 of

the Ballard patent. As pointed out in the requeston pages7-8, in addition to incorporating the
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Application/ControlNumber: 901007,830 Page6

Art Unit: 3993

abovestated.teachingsherein.Campbell ftwtherteachesdestination identifying dataidentifies

oneofthe banksinvolved in the underlyingtransactionrepresentedby thecheckandthis data

may be obtainedfrom the endorsementsonthe chedc,andthisdatacanbeobtainedby an

operator whoviewsthe imageofthe checkand manually entersthe destinationdata, thus

verifying the accuracyoftheendorsementfrom the image. SeeCampbell,col. 3:65-67. Thus,

thereis a substantiallikelihood that a reasonableexaminerwould considertheseteachings

important in decidingwhether or not theseclaims arcpatentable.Accordingly, Campbellraises

an SNQP as toClaims42 and 43, whichhasnOt beendecidedin a previous examinationofthe

Ballardpatent.

It is agreedthat the considerationofCampbellraisesanSNQP asto Claims2, 16, 18, 27,

29, 36 and38.41ofthe Ballard patent. In col. 2:64 - col. 3:12Campbellteachesascanner

means. In cot 2:46-49andFigure2 Campbell teachesa datacollectingsubsystem.In cot 7:15-

27 Campbell teachestagged,encrypted,compressedbitmapimages. In cot 2:27-49Campbell

teacheshaving pluralremoteandcentral locations. In cot. 3:10-31;cot. 4:56-58and cot. 2:61

Campbell teachesLANa andaWAN communicationarchitecture.In col. 2:25-33Campbell

teachesthatacollectionmayoccurata processingnode(12) that transmitscheck images

betweentwo or more banks. Thus, there is a substantiallikelihood that a reasonableexaminer

would considertheseteachingsimportantin decidingwhetheror not theseclaimsarepatentable.

Accordingly, Campbell raisesan SNQP asto Claims 2, 16, 18,27, 29, 36 and38-41which has

not beendecided in a previousexaminationofthe Ballard patent.

It is agreed that the considerationofa combination ofCampbelland APA raisesan

SNQP asto claims 3-8 and28 ofthe Ballard patent. As pointedout in therequeston page 10,
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Ballard in cot. 6:46-60teaches“[a)s is knowntopersonofordinaryskill in theart,theDAIs 200

couldalso.includeadditionaldevicesfor capturing other biometricdatafor additionalsecurity.

Thesedevicesinclude facial scans,fingerprints,voiceprints, iris scans,retinascansandhand

geometry.” This APA in combination with theteachingsofCampbellin cot. 7:15-27of

compressedtaggedimagesand in col. 6:57-60ofdigital storagemakea substantiallikelihood

that a reasonableexaminerwould considertheseteachingsimportantin decidingwhetheror not

theseclaims arcpatentable. Accordingly, Campbell in combination with APA raisean SNQP as

toClaims 3-8 and 28 which hasnot beendecidedin a previousexaminationofthe Ballard patent.

It is agreedthattheconsiderationof thecombinationofCampbell,Owensand Minoli

raisesan SNQP asto Claims34 and 35 oftheBallard patent. In figure 1 Campbellshows

transmitting within a remotesubsystem. In cot. 2:26-32Campbellteachestransmitting between

a remoteandcentralsubsystem. In col. 3:41-52Campbell teachestransmittingwithin a central

subsystem.In col. 3:20-43Campbellteachesconnectinga remotetoa central subsystem.In col.

3:32-52Campbell teachesconnectinga central to a remote subsystem.Thea, thereis a

substantial likelihood that a reasonableexaminerwould considertheseteachingsimportant in

decidingwhether or not theseclaims arepatentable. Accordingly,thecombinationofCampbell,

Owensand Minoli raises an SNQP asto Claims 34 and35 which hasnot beendecided in a

previous examinationofthe Ballard patent.

It is agreethat the considerationofthe combinationofCampbellandMinoli raisesan

SNQP asto Claims20 and 2lof theBallard patent. Campbell teachestemporaryandlong-term

archiving ofthe imagesat the checkprocessingnode(12). Minoli teachesseveral imagestorage

systems. Thus, thereis a substantial likelihood that a reasonableexaminerwould considerthese
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Application/ControlNumber:90/001,830 e 8
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teachingsimportantin decidingwhetheror not theseclaimsarepatentable.Accordingly, the

combinationofCampbellandMinoli raisesanSNQP asto Claims20 and 21 which hasnot been

decidedin a previous examinationoftheBallard patent.

It isagreedthat theconsiderationofANSI-1995andANSI-1997, collectively“ANSI”,

raiseanSNQP asto Claims 1,2,18,26,27and29 ofthe Ballard patent. As pointedoutin the

requeston pages16-19,ANSI teachesanelectronicdata interchangeprotocol for exchangeof

electronicdigitized imagesof financialdocumentsamongdifferent financialinstitutions

involved in a paymenttransaction. The exchangeoccursacrossdiversecomputingplatforms and

the original imaging applicationcapturesimagesofpaper transactiondata. ANSI teachesa

conceptoffunctional groupsthat arepackagedandinterchangedbetweenfinancial institutions.

Thesefunctionalgroups aredefinedas“items views”and“creationcomputer. The“item

views” include imagesofdocuments.The “creation compute?’ is a data elementwhich

“conveysthe systemnameoftheoriginato?shostcomputer that wasusedto createanddigitize

the imaging data.” SeeANSI-l995, page 105;ANSI-1997,page 105. Thus, both imagesof

documentsandassociatedidentificationinformation which identifiesthesourceofthedigitized

imagesaretransmitted through the system. ANSI teachesa systemthat processes,sends,verifie~

and storestransaction data andidentification information. As taught onpage 12 ofboth ANSI-

1995and ANSI-l997, “uponreceipt oftheinterchangeddata, theFlI-translatorwill parsethe

incomingdata for the receiving imaging application. Then, the receiving imaging application

may generateacknowledgementsor repliesto queryrequests,and becometheoriginating

imaging application for a new image interchange.” ANSI teachesa communication network

where data may be transmitted within andbetweenfinancial institutions. As taught in ANSI.
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Ap~p1icItioii/Coiiti~ófNumber:90/007,830 Page9
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1995,page 15-16,and ANSI-1997page 16,“packaged interchangedcontentisdelivered from

theoriginating imagingapplication’s financial image interchangetranslatorto the receiving

• imagingapplication’s financial imageinterchangetranslatorthroughacomputernetworkby

transrñittingthepackagedinterchangedataelectronically.” ANSI teachesencryptingdataprior

to transmission.Astaughtonpage57 ofbothANSI-1995and ANSI-1997,“encryption key

name... conveysthe nameofthekeyusedto encipherthecontentsofthisfunctionalgroup”

• (meaningtheimageandoriginatordata). “Th[is] nameis mutuallyknownto thesecurity

originatorandthe securityrecipient,is unique for this relationship,andallows a particularkey to

be specified.” Thus,thereisa substantiallikelihoodthatareasonableexaminerwouldconsider

theseteachingsimportantin decidingwhether or nottheseclaimsarepatentable.Accordingly,

ANSlraisesan’SNQPastoClaims1,2,18,26,27 and29whichhasnotbeendecidedma

previous examinationoftheBallardpatent.

it is agreedthat theconsiderationofthecombiMtionofCampbell,OwensandMinoli

raise an SNQPas to Claims 9-15, 19 and30-33oftheBallardpatent.As pointedout in the

requeston page11, for Claims 10 and33, and pages20-21,for Claims9, 11-15,19 and30-32,

Minoli teachesa “polling serve?’. This teachingcausesthe teachingsofOwenswith respe~to

its “polling serve?’(col. 12:12-16);the database(cot. 12: 18-21;thereportgenerator(cot. 14:12-

18); theCPU (cot. 12:27-36);the domain nameservicesprogram (cot. 21:1-17)andthememory

hierarchy (cot 12:23-27)to beviewed in a newlight with the teachingsofMinoli asto its

teachingsofa domain nameservicesprogram, seepages248-249,along with the “polling

server” teachingfound on pages33 and350 in Minoli. Minoli teachesusing WORM jukebox

andoptical storagejukebox to store checkimages,seepages30-31ofChapter 7. On page 33,
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Minoli teachesCD-ROM opticalstoragebeingfasterthanvideoservers.Owensdiscussesways

ofstoringdataintopredefinedfields, i.e. “machinepatternrecognitionunits” whichinclude“a

conventionalcharacterrecognitiontenderwhichreadsthedecompressedimageofadocument

(18) andascertainsthe monetaiyamountthereon.” SeeOwenscot 23:44-47.Owensteaches

mannerstocorrecterrors,“[w]hen datais missing,theassociatedimageis routedto oneOfthe

processors(396,398)fbr displayononeoftheCRi’s (150)whereanoperatorkeysin the

appropriatedataon an associatedkeyboard(152), SeeOwenscol. 23;47-52. Thus,thereisa

substantiallikelihoodthatareasonableexaminerwouldconsidertheseteachingsimportantin

decidingwhetherornot theseclaimsarepatentable.Accordingly, theCampbell,Owensand

Minoli combinationraiseanSNQPasto Claims9,11-15,19and3O-32~which hasnotbeen

decidedin a previousexaminationofthe Ballardpatent.

It is agreedthattheconsiderationofthecombinationofCampbell andMinoli raisean

SNQPastoClaims17,22-25and3loftheBsllardpatentAspointedoutintherequestonpage

22, Mlnoli tearJi~susing modemconnectionsandconnectingseveralnetworksin additionto the

hardwaretypically partofa communication network. SecMinoli pages31,263,268-271.Also,

• Minoli teachesdynamicassigning,seepages248-249.Likewise,Campbellteachesdynamic

assigning,cot. 3:30-39in additiontopolling, col. 3:30-39;and storing,cot 3:43-58. Thus,there

is asubstantiaLlikelihood that a reasonableexaminerwould considertheseteachingsimportant

in decidingwhetheror not theseclaimsarepatentable.Accordingly, theCampbell and Mmcli

combination raise anSNQP astoClaims 17,22-25and 37 which hasnot beendecidedin a

previousexaminationofthe Ballard patent.
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Issuesnotwithin Scopeof Reexamination

it is notedthat an issuenot within thescopeofreexaminationproceedingshasbeen

raised:patentowners’beliefofclaimcoverage. Theissuewill notbeconsideredin a

reexaminationproceeding. 37 CFR 1.552(c). While thisissueis notwithin thescopeof

reexamination,thepatenteeisadvisedthatit may be desirableto considerfiling areissue

applicationprovidedthatthepatenteebelievesoneor more claimsto bepartially or wholly

inoperativeorinvalid basedupontheissue.

• Conclusion

PcrMPEPç2258all “live” claimsarcreexaminedduringreexamination.
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Communications

Pleasemail anycommunicationsto:

Ann: Mail’Stop “Ex ParteReexamn”
CentralReexaminationUnit
Commissionerfor Patents

• P. 0.Box 1450
• Alexandria,VA 223131450

PleaseFAX any communicationsto:

• (571)273-9900
CentralReexaminationUnit

Pleasehand-deliveranycommunicationsto:

• CustomerServiceWindow
Attn: CentralReexaminationUnit

• • RandolphBuilding, Lobby Level
401 DulanyStreet
Alcxandria,VA 22314

• Any inquiry concerningthiscommunicationor eamliercommunicationsfromtheExaminer,oras
to thestatusofthisproceeding,shouldbedirectedto theCentralReexaminationUnit at

• telephonenumber(571)272-7705.

Signed:

• MichaelO’Neill
CRUExaminer

• GAU3993
(571)272-4442

~.o,,s,s,•,4L
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