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COWES. AND RRAR 

+HE ". MENT OF COMMERCE 
RK OFFICE PATENT AND T 

Ifl re application of . . .., 6 ' '  $ 1 : ,.. ."<.. '  . 

Inventors: Barnhard, &.-iL 
Serial No.: 390,623 riar 1 ? i993 
V.S.Filing Date: August-7, 1989 GOOUP 2303 
Examiner: Laura Brutman 
Art Unit: 2311 
For: Central Check 'clearing System 

PATENT. 

Paper 20 - .Ext 
41 South Hiah Street 
Columbus, 0kio 43215 
May 6, ,1993 

The Honorable Commissioner 
of Patents and Trademarks 

BOX AF 
Washington, D.C. 20231 

p 
A& 
BY AUTHORIZATION TO CHARGE DEPOSIT ACCOUNT 

Sir: . . 

1. Reauest for Extension of Time. ' 

shduld it be necessary to permit adequate 

consideration of the annexed Amendment After Final Action and 

Statement Pursuant to 37 C.F.R. §1.116(b) it is requested that 

an extension of time to file the response -to the official 

Communication hailed in this application on February 25, 1993 

be granted to, June 25, 1993. This is an extension of time of 

one month. 

By Express Hai l .  Rece ip t  N o .  980625371, Hay 6, 1993 
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2. It. is requested that the extension be granted. 

The extension has not been for delay but is requested so that 

full consideration may be given to applicant's rights. 

3. -tion ReQardins Deposit Account. 

The Commissioner is authorized to charge the $110.00 

fee due for a one month extension of time and/or any other fee 

incurred in the filing of the accompanying Amendment, to our 

Deposit Account No. 16-2326. A duplicate copy of this paper is 

provided. 

Respectfully submitted, 

G m :  LL.-.AL 
Edwin M. Baranowski 
Reg. No. 27,482 . . 
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PORTER, WRIGHT, 
MORRIS & ARTHUR 

-ATTORNEYS AT LAW 
LOWIN M. BhRhNOWsKl . 41-~OUTII HIGH STRE% COl.UMBUS, OHIO 43215-3406 . ' WTnm ARMLOWZONI; 

TBLECOPICR: (614) 227.2100 
PATBNTS AND lR*DBM*RII CINUM*TI. OHIO 

TELEX: 6503213584 CLWBUND. oxlo 
COLUIIOUJ. OHIO - 

mm". OHIO 
May 6; 1993 - 

(6M) 227.2188 NAYEL FLORm* - 
YIAIHINrnN, O C  

The Honorable Commissioner 
of Patents and Trademarks y-2.:. ... . . 

BOX AF d3k::,;a:.;. . ;*::,. ,!,j 
Washington, D.C. 20231 

I.;${ ; 9 pgs 
Re: Inventors: Barnhard, &,d- 

Serial No.: 390,623 c ~ h $ l ,  ;, -$ v: $1 . . !-' :!3013 . : , 
U.S. Filing Date: August 7, 1989 
Examiner: Laura Brutman 
Art Unit: .. 2 3 1 1  --.--. 
For: CENTRAL CHECK CLEARING SYSTEM" 

Sir: 

Transmitted herein for filing in the above-referenced 
patent application is an Amendment After Findl Action and 
Statement Pursuant to 37 C.F.R. §1.116(b) and accompanying 
Petition fur Extension of Time and Payment of Fee Under 37 
C.F.R. S1.136. 

Our postcard receipt, which we 'ask that you' acknowledge and 
return to us for our file, is also enclosed. 

By: 
Edwin M. Baranowski 
Reg. No. 27,482. 
PORTER, WRIGHT, MORRIS & ARTHUR 
41 South High Street 
Columbus, Ohio 43215 
PH: (614) 227-2188 

Enclosures 
cc: (w/encl.) John Liebersbach, Esq. 

By Express H a i l ,  Receipt No. 980625371. May 6.- 1993 
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Inventors: Barnhard. aLAL 
Serial No.: 390,623 
u.S.Piling Date: August 7, 1989 
Examiner: Laura Brutman ~~ ~ ~ 

art unit: 2311 
For: Central Check Clearing System 

2Azm.z 

Paper 20 - Ext 

41 south nigh street 
Columbus, Ohio 43215 
May 6, 1993 

The Honorable Commissioner 
of Patents and Trademarks 

Box AF 
Washington, D;C. 20231 

E T W N  FOR ULTEIYBU)K.QLTXBE 
-T OF FEE WQER 

TZATION TO CHARG 
-3- 
E DEPOSIT XW!E€ 

Sir: 

for Extea-. 1. &AIL.¶& 

should .it be n'ecessary ko perrntt adequate 

consideration of the annexed Amendment After Final action and 

Statement Pursuant to 37 C.F.R. §1.116(b) ii: is requasted that' 

an extension, ot time, to file the response. ,to the Official 

Communication mailed i n  this application on February 25, 1993 

be. granted to June 25, 1993. This is an extension oE time of ' 
. . 

one month. 

my Express nail ,  noecipt NO. 98~625311. uay 6 ,  1993 .:< 
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i 
. , 

2. ~t is requested that the extension be granted. 

The extension' has not been for delay'but is reguested.60 tliat 

full consideration may begiven to applicant's rights. 

3. -on Resardina Dewoeit AccounL 

The Commissioner is authorized to charge the $110.00 

fee due for a one month extankion of time and/or any other fee 

incurred in the filing of the accompanying Amendment, to our 

~&osit Account NO.' 1 6 - 2 3 2 6 .  A auplioate copy of this 'paper is 

provided. 

Respectfu3ly submitted, 
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-,.<: . - p,c.,,-, i>!I 
IN THE UNITED STATES DE OF COMMERCE 

PATENT AND T R A D m % 2 f C B  

I ~ R Y  1 0  tlt & 30 
In re application of, 

Inventors: ~arnhard. d 
Serial No.: 390,623 
U.S.Filing Date: August 7 ,  1989 
Examiner: Laura Brutman 
Art Unik: 2311 
For: Central Check clearing system 

I?mEw 

Paper 2 0  - Ext 
41 South High Street 
Columbus, Ohio 43215 
May 6 ,  1993 

- 
The Honorable Comiasioner 
of Patents and Trademarks 

BOX AF 
Washington, D.C. 20231 

lWX2?ION FOR FXCEBUQN OF T'E 
nNn 37 C.37.R. %L& 

o - o C H A R O E e R C C O U N T  

Sir: 

1 Beouest for !zxtwsion of X i m .  

Should it he necessary to ' permit adequate 

consideration of the annexed Amendment Aftex Final Action and 

Statement Pursuant to 3 7  C.F.R. $1.~~6(h) it is ,requested that 

an extension of time to file the response, . t o  the Ofeicial . . 

Communication mailed in this application on February 25, 1993. 

he granted tp  ~ u n i  25, 1993. This is an axtension Of time of 

one month. 

BY Express H.11, Receipt No. 986625371. Hay 6: 1993 ' 
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. . 

2. It is requested that the extension be granted. 

The extension has not been for delay but is requested so th'at 

full consideration may be given to applicant's rights. 

3. -on Reaardlllo De~o- . . 
The commissioner is authorized to charge 'ihe' $110.00 

fee due for a one month extension of time and/or any otlier Eae 

incurred 'in the filing of the accompanying Amendment, to our 

Deposit Account No. 1 6 - 1 3 2 6 .  A duplicate cdpy of this papet"is 

provided. 

Respectfully submitted. - 

Edwin M. Baranowski 
& 
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In re application of: PATENT 

Inventors: Barnhard, U 
serial NO.: 390,623 paper .NO. zo 
U.S. Filing Date: August 7, 1989 
Examiner: Laura Brutman 
Art Unit:' 2311 
For: Central Check Clearing System 

41 South High Street 

Attorney Docket No.:, 1260900-50349 . Columbus, Ohio 43215 

May 5, 1993 

The Honorable Assistant Secretary 
and Commissioner of Patents 
and Trademarks 

BOX AF 
Washington, D.C. ,20231 

1 

is a response to the final action mailed in this 

on F e r u  21, 1993. Entry b this amendment,, , 

reexamination and reconsideration ara requested. A Sta'tement 

Pursuant to 37 C.F.R. S1.l16(b) setting forth the reasons for 

entry of this Amendment is included at pages 13-14, m.' ,: 
. . 

I AMEND THE CLAIMS AS FOLLOWS: 

A. Amend Claims 7-12 as follows: 

7 .  A the1 physicalk [exchange ; ,.. 
a.humber of 

I By E l ~ r u v  Hail, Rscsipt  No. 980625371. Hay 6. 1993 
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pre-selected 

preselected s 

settlement of the exchansed i 

including: 

.(A) means within each 

institutions at 

other institutions; 
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institutions including 

(1) means f o r  re'al time bas i s ,  a s  

reported ,by each by t h e  means fo r  

sending .iriformation w i t h i {  each i n s t i t u t i o n :  

(-3) ( i )  t he  s e n d ~ n b  and r ece ip t  s t a t u s  .bP 

oE the instruments, 

ing been ( i )  sent  

bssed O F .  t he  valud of t he  instruments s en t  and 

i n s t i t u t i o n s , .  of /(a) the irrbunt owing from o r  

received hv t h a  

r e a l  time bas i s  E rm 

payable t o  e a c l  one of .c the :  pre-selected 

i i ~ s t i t u t i a n s ,  as monitored on a 

information reported by t h e  

ins t i t i t t ions .  w i t 4  respect  t o  each. o f  t h e  , bther  
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.-, 

{ 

institutions; and 

1 '  . '  
(3) means for sending 0 each institution the 

informatibn monitored wiih respect to instruments 

sent to an 'j 1, inst~umints: and 

:rrith' the ' cent ral . 

institutions ti/ the pre-selected sites with, 

institutions axe not 'among,, the number of 

pre-selected fina cial institutions, are completed. . ' 
I--_? 

9- \ , .  

'8, The mechanism of claim k further including a means at 
an institution [which sends instrumentsl by whlch ingtruments 
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are sorted by the site . locality of each other of the 

pre-selected institutions and in which the instruments socted 

by site are sent by site sort category to institutions at sitas 

within tha sitm sort categories. 

a . . 

The mechanism of claim & further' including a sorter at 

an institution whioh receives the instrumentsk which S.QZLCS 

sorts the instruments received according to categories of: 

(1) instruments drawn on the receiving institution; 

and 

Qi.B 
t (2) instruments drawn on institut'ions within .the 

site that 'are not among the number of pre-selected 

financial 'institutions. 
. . 

e cleared and ( 2 )  for 

.. 

- 5 - 
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. . 

information received by the pro unit with respect to 

that participant's relative - cre and debit obligations 

with wsnect Q other insti arising from the 

instruments that ern .*ant and reciivd [to be cleared]; 

i . . '  
B. a programed central proces ing unit including: 

means. for 

. . 

. . 

means foc 

ansit status of t h e '  

having been sent and 
. . 

system; and 

. . 

means for monitori as reported basis 

(1)' the actual Isending from and receipt by a 

participant of kh  value of instruments being cleared 4 
as  reported by tde participants, an!! ( 2 )  the sending 

from an8 re&eip# by a participant pf the' actual 

instruments bein cleared, saib means' for monitdrinq 

being operative y interconnected .(to the means for 

calculating whe f ehy debits and credits owing from one 
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a pre-determined time, until 

local settlements 

in the U x a U d e ~  

4 4 
'N. The system of claim l~ further including a sorter 

machine which separates the.instruments in pre-determined sort 

-_t~ l o c a ~  . . categories [on behalE of a participant] 

t o  w h ~ h  +he instruments are wa& . 
b 6 

The spstem of claim N f u r t h e r d i n g  [in which the 

sorter is1 a sorter machine operated by a receiving participant . . 
[and includes means1 for sorting [such] instruments 

. , 
welved hv the varticivant according to cates?,ries of: 

f 1 instruments drawn on that participant; end ' " 
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p,ij (2) instruments [received by the participant which 

are] Brawn on dlEEerent financial institutions in .the 

locality which are not participants in the 

clearinghouse. 

7 
. . . ..__I___-- 

11. EmJm& 
, .  -A( Q( 

Claims 7-12 have been amended to pnrticularly point out the 

invention' in view of the Examiner's rejection under 35 U.S.C. 

,5112. Thus, in Claim 7 the means (A) is included in each of 

the pre-selected institutions, clarifying that instruments are 

sent between institutions and that each institution has a means 

for sending and receiving instruments. The CPU is a master CPU 

Connected to each inatitution. Each institution may use a CPU 

in a terminal mode connected' to the master CPU, but it is the 

gingle master CPU that controls the mechanism. 

Claim 7 ,  in ( 8 ) ( 2 . ) ,  more specifically provides that 

instruments are sent and received "from one institution to 

another." The "cycling means' is a mechanism interrelated t o .  

the master CPU as provided .in.f(C). 

The ambiguity of Claim 13 is eliminated by striking the. 

redundant ''which sends instrumenta" from the definition of the 

institution. Likewise the sorter in Claim ,9, is particularly 

clarified to eliminate any inference the instruments sort . . 
themselves. 
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nlthough certain other items are not specifically addressed 

by the Examiner, Claims 10, 11 and 12 have also been clarified 

to better define the invention. 

Applicant further submits that the amended claims 

patentably distinguish the invention over the references of 

record, which were cited and applied. 

In general, the cited references relate to electronic funds 

transfer (EFT) and/or needs for improvement in payment ' and 

clearing systems for financial instruments. EFT is generally a 

paperless transactibn system, such as the conventional ,"wire 

transfer" in which funds are exchanged without the exchange'and 
. . 

clearing o f  a ' correeponding or simultaneous written 

instrument. Wire .transfers have always traveled time zones and 
. . 
geography because wire does not depend on paper instruments 

which require the physical movement and &change' of a document 

before funds are transferred. 

As fo the specific reEerences: 

The article "Electronic Payments volume Will . Gain at 

corporations" relates to electronic funds transfer -- a 

paperless electronic payment system which is distinct from the 

conventional paper check clearing system. The referenos' to , 

timed net settlements at pages 4-5  relates: to wire transfer -- . , 
systems .for the payment of funds. . The location in 

Examiner's'reference to "sorting by site locality (page 4 ) "  has 

not been identified in .this article. 
.; 
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Even so, the reference relates that 'very few" paYMentS 

were made and that other forms of on-line transfers were to too' 

expensive, and lacked an 'ability to provide invotce 

information. The transport OE physical' instruments, as set 

forth in the claims in a settlement system is not disclosed in 

a coherent system. At pages 7-8 the article refers to the 

factor that disbursement float favors paper transfers and again 

notes that the reconciliation of check postmark datek and ACH 

transfers is a probiem. The claimed system does not depend on 

check postmark dates, but rather. is a *real time" document 

exchange and settlement system. ' 

Reference U 

The article "Boycott of Automated Clearing System In London 

IS Said Close to Resolution ..." relates to an international ' . 

network for the setclement of wire transfers qnd the 

organizations CHAPS and SWIFT. These systems relate to 

paqerless .electronics . funds transfer. The apparent dispute 

relates to the timing b f  a closing ' and the problem involving. 

institutions which may' not be able to collect on a transfer, 

and the option of. a limited "window" to clear the transfer.for 

non-member hanks. . . 
In contrast to References 6 and U, the claimed system is an 

improved settlement mechanism in which- checks and instruments, 

for example, which are btherwise the suhje=t of Federal Reserve 
. .... 

Check Clearinghouse settlements, are physicilly transported to 
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. . 
. . 

predetermined locations. At the clearing of the participants 

checks of members and non-members are cleared in the system. bf. . 

the invention, with respect to members, and at a pre'determined 

time with respect to Federal Reserve settlements. The master 

^ . CPU monitors debits and credits sothat p,articipants can ' 

prepare funds for settlement. 

Again, the ACH system addressed by Reference U does not' 

involve a mechanism for the physical transport and transaction 

clearing of items that- are represented by tangible financial 
. . 

instruments. 

Reference S 

The article "Proposals for Long Term Improvements to the 
. . 

Check Collection System" relates to proposals ooncsrning the 

expedition of the collection and return system for checks. 

Applicant notes that the reference is dated February 4, 
. . 

1988 and was apparently written December 3, 1987. The present. 

application is 4 continuation-in-part of application Serial No. 

07/203,489 filed 'on June 7 ,  1988. Applicants, consider 

themselves able ti proffer an affidavit based on personal 

knowledge, under . 37 C.F.R. . Ejl. 131, showing reduction t o  

practice of the invention before the date of Reference 9. 
. . 

Applicants d o  not believe, however, that such. an affidavit is. 

necessary. because as Reference S relates to the physical 

transportation and sorting of instruments, transportation and 

sorting (which are 'known) is as . f a t  as the ~eference is 

applicable to the olaimed invention. 
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Reference S suggests that improvements are needed to check 

clearing systems, such as bar codes and imaging systems, hut 

does not sugskst the. coherent. system of the claims (M. -is 

illustrated at page 7 of Applicant's prior Amendment). The 

specified interrelationship of transportation, information 

entry and reporting, and the 6equence o f  clearing procedures 

according' to a predetermined 'control .end schedule with respect 

to other settlements, as. set forth in claims 7 and 10 i s  not 

disclosed or suggested by Reference S or the combination . o E  

Reference s with any'other cited reference. 

In independent ciaims 7 and lo, a combinati~n of overall 

elements in an operating mechanism is set forth in which a 

mechanism for the . physical exchange of instruments between 

locations is coordinated with the settlement transaction of the 

funds 'represented by the instruments. The settlement is' 

co-ordinated in a locality with a local settlement. In the 

mechanism, the physical transport, and the monitoring of. 

information about transport and value, on a real time basis, is 

provided and controlled by a masterCPU, which is accessible to: 

the participant institutions. Based on information reported to 

and calculated by the master CPU,. the institutions can monitor 

their needs for funds, and prepare for these fund needs at'the - 

settlement, as checks are sent and data transmitted. The 

settlement is separate and apart from .conventional ' local 

settlements. ' In the dependent claims, the. checks are ,sorted 

and at the receiving bank may be fine sorte.5 by participant and 

non-participant bank categories in preparation for- the , 
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settlement. This allows greater utilization of the receiver's 

sorter for a fine sort, and permits the expedited sending of 

instruments because the sender does not need to do the ffn'e 

sort that is otherwise necessary to sort instruments by bank 

category. In this manner, greater efficiency. in the use of 

capital intensive sorting equipment is achieved. 

111. Conclusion, 

For these reasons, the amendment to the application is 

considered to place'claims 7-12 in compliance with 35 U.S.C. ' 

S112. The withdrawal of the rejection and' the allowance of . 

this application is requested. ~pplicants note, in view oE the 

foregoing distinctions, that no prior art has been cited and/or 

applied in the prosecution hereof which is considered to 

disclose or suggest the claimea invention.' 

Reexamination, reconsideration and. allowance are therefore 

requested. 

STATEmmT P U R S U ~ T  TO 37 C.F.R. §?l.116(b) 

Applicant submits that the foregoing amendment Should be 

admitted because of the following good and sufficient reasons' . 
why they are necesiery and were not earlier per~itted: 

Although the principal effect of the amendment is to place 

the claims i n  better form to more pa-tticuiarly define the 

invention with the particularity required by 35 U.S.C. S11Z. it 
'.% 

is now evident that as the claims define the invention, the 
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claims,  as  now presented, d i s t i ngu i sh  the  invention over the 

p r i o r  a r t  references c i t e d  and applied by defining t h e  coherent 

mechanisms and systems di.scussed above. 

I f  t he  pr ioc  prosecution of t h i s  app i i ca t ion  is considered, 

i t  is apparent t h a t  t he  emphasis on the  issues.between Examiner 

and appl icants  re la ted  t o  the p a t e n t a b i l i t y  of sub jec t  mat te r  

under 3 5 '  U.S.C. 8101. . Applicant  had cons i s t en t ly  maintained 

t h a t  t h e  invention w a s  d i s t i ngu i shab le  over t he  oi'ted 

reference;  however, t h e  f i n a l  ac t ion  was .the f i r s t  tima t h a t  a  

' re jec t ion  under ~ 1 0 3 '  was made. 

A s  heretofore" explained, appl icants  ~ o n s i d e r  t h e  amendment 

t o  remove a l l  grounds of S .  112 r e j ec t ion ,  and i n  doing so 

c l a r i f i e s  t he  d e f i n i t i o n  of t h e i n v e n t i o n ,  such  t h a t  t h e  claims 

a r e  pa tentably  d is t inguished  over t he  c i t e d  reference.  No new 

search i s  required,  and because t h e  claims, as  amended, i r e  now 

i n  condi t ion  fo r  allowance, it is requested t h a t  t h e  amendment' 

be entered and t h i a  appl ioa t ion  allowed. 

Respectful ly submitted, 

Edwin M. Baranowski , 
Reg. NO. 27,482 
PORTER, WRIGHT, MORRIS & ARTHUR 
4 1  South High S t r e e t ,  Su i t e  2i300 
Columbus, Ohio 437.15. 
(614) 227-2188 . , 
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OF FILLKG BY EXPRESS'MRIL 

I hereby certify that this Amendment After Final 

Action and statement pursuant to 37 C.F.R. 51.116(b)accompanted 

by @'Petition for Extension of Time of Time and Payment of Fee 

Under 37' C.F.R. $1.136 by Authorization to. Charge Deposit 

Account . (2 copiss), in the helow captioned application are 

being deposited with the united States Postal Service (postage 

prepaid, Express Mail, Receipt No. 980625371) in an envelope 

addressed to The nonorable Commissioner. of Patents , and 

Trademarks. ~ttentidn: Box AF, Washington, D.C. 20231, on May 

6, 1993 and pursuani to the provisions of 37 C.F.R. 1.10, it i a  

requested that May 6, 1993 be the filing date accoraed to.thes.2 

documents. 

ab M. U d  
Edwin M. Baranowski 
Porter, Wright, Morris ti Arthur 
41 South High Street 
Columbus, Ohio 43215 
(614) 227-2188 

In re application of: 

Inventors: Barnbard, U 
Serial NO.: 390,623 
U.S. Filing Dats: August 7. 
Examiner: Laura- Brutman 
A r t  Tlnit? 2311 

19 09 

System 
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SENT BY :PWhVI ; 5 -  6-93 : 5:53PM :PWhlA$Cenrral' Service* 
.- 

703 308 3718i1122122 
-. 

CFRTIFTCATE T F , S K f ~  

In addition to having been filed by Express Mail ~ e c e i ~ t  

280625371 on' May 6 .  '1993, I hereby certify that a copy by 

facsimile of this Amendment After Final Action and Statement 

Pursuant to 3 7  C.P.R. ~l.ll~(b) ia. being traysmitted to FAX 
, . 

#703/308-3718, 3719, 3720 ot ,3721 to The Honorable ~ssistent 

Secretary and Commissioner of Petents and Trademarks, 

ATTENTION: Examiner Laura Brutman, Group 2300 (~rt unit 23111, 

Washington, D.C. 20231. 

Edwin M. Baranowski 
Potter, Wright, Morris P Arthur 
41 South High Street 
Columbus, Ohio 43215 
(614) 227-2188 
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