Polaris IP, LLC v. Google Inc. et al Doc. 275 Att. 2

EXHIBIT 1

Dockets.Justia.com


http://dockets.justia.com/docket/court-txedce/case_no-2:2007cv00371/case_id-104957/
http://docs.justia.com/cases/federal/district-courts/texas/txedce/2:2007cv00371/104957/275/2.html
http://dockets.justia.com/

2768

ﬁmeﬂdgeng
TOWNSEND arld TOWNSEND and CREW LLP Attomey Dosket No. 17111-002300L1S
“fwo Embarcadero Center, 8% Floor Client Ref No.

San Francisce, California 94111-3834
(415) 576-0200

In re application oft Amy Rice, et al.
Application No,: 09/054,233
Filed: April 2,1998

Group Art Unit; 2762

Date: &}&W i, 0’?0”0.

I hershry certify that this is being deposited with the United States
Postal Service as first elags mail in an eavelope addressed to: ©

Agssigtant Commissioner for Patents
Washmgtun 2023 1

For: AUTOMATIC MESSAGE INTERPRETATION AND . Py

ROUTING SYSTEM f“ -

Sigied: [

THE ASSISTANT CONMMISSIONER FOR PATENTS Ty

Washington, D.C. 20231 { Beleal. C““““"‘d" &

B e O

Sir: 5 %

Transmitted herewith is an amendment in the above-identified xpplication. . %

[ Enclosed is 8 petition to extend time to respond, @ ‘
Stnall entity status of this epplication under 37 CFR 1.9 and 1.27 has been esmhblished by a verified statement previously
submitted.

[} A verified statement to establish small catity status under 37 CFR 1.9 and 1,27 is cnclosed.

If any cxtension of time is needed, then this rasponse should b: considered a petition therafor.

The filing fee has been calenlaled as shown belaw:

(Cal. 1) (Col. 2) {Col.3) SMALL BNTITY OTHER THAN
) SMALL ENTITY
CLAIMS
REMAINING HIGHESTNO. | PRESENT RATE ADDIT. RATE ADDIT.
APTER - PREVIQUSLY [ BXTRA FEE OR FEE
AMENDMENT PAID FOR
TOTAL s MINUS 20 = 0 %8900~ | 5000 « 51800 =
INDEP. 4 MINUS w3 = 0 x539.00= | 5000 X578.00=
{ ] FIRST PRESENTATION OF MULTIPLE DEP. CLATM +$130.00= ] +5260.00 =
TOTAL $0.00 Ok TOTAL
ADDIT.
FEE

» If the entry in Col. | is less than the entty m Col. 2, write "0" in Col. 3.

* If the “Highest Number Praviously Paid For” [N THIS SPACE is ess than 20, write “20" in this space.

hiad If the “Highest Number Previously Paid For” 1N THIS SPACE is less than 3, then write “3" in fhiz space. The "“Highest
Number Previously Paid For” (Total or Independent) is the highest rumber found from the equivalcat box in Col. 1 of & prior
amendment or the number of claims origitally filed.

[X] Nofeeisdus.
Plense charge Deposit Account No. 20-1430 as fellpws:

{1 Claims fec 5
[X]  Any sdditional fees associated with this paper or dufing the pendency of this application.

WQ ___exira copies of this sheet are enclosed.

SEND and CREW LLP

. Atlomeys for Applicant }
SF 1125842 vi /
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By:
Eﬂ/l L. Cmmm'uzc—t
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re application of: Examiner: M. Pendst
Amy Rice, et al. Art Unif: 2762
Application No.: 09/054,233 AMENDMENT

Filed: April 2, 1998

For: AUTOMATIC MESSAGE
INTERPRETATION AND ROUTIN
SYSTEM :

Assistant Commissioner for Patents
Washington, D.C. 20231

¢

Sir: -
" Inresponse to the Office Action mailed July 11, 2000, please amend the above--
identified application as follows:

IN THE CLAIMS:

Please amend claims 1, i8, 19, 31, and 41 as follows:

~ h W b W by

1. A methed for automatically [interpreting] processing a non-interactive electronic
message using a comiputer, comprising the steps of: '
(a) receiving the electronic message from a source;
(b) intcrpreting the electronic message using a tule base and case bqse imowledge enpine;
and

(c) classifying the electronic message as at least one of (i) being able to be responded fo

automaticaily; and (i) requiring assistance from & human operator.
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95’%8’ A method for automatically [interpreting] processing an clectronic mail (E-mail)
message, comprising the steps of:
(2) receiving the E-mail from a source over an electronic data communications channel;
{b) interpreting the E~-mail using 2 rule base and case base lnowledge engine; and
(c) classifying the E-ﬁml as at least one of (i) being able to be responded fo automatically;
aﬁd (ii) requiring assistance frarm a human opérator; whereln,
when the classification indicates that the E-mail can be responded to automatically, the
method further includes the steps of:
(d) retrieving one or tMore predeterniined responses from a repository;
(=) formulating an E-mail response from the predetermincd response; and
() transmitting the E-mail response to the souree over the data communications channel.

2l .
£90 A method for automatically [interprating] processing 2 non-interactive electronic

message using a compuigr, comprising the steps of:
(a) receiving the electromic message from.a source;
(b) interpreting the electronic message using u rule base and case base knowledge engine;
and ‘
(¢) retrieving one or Mote predetermined responses corresponding to the interpretation of

the electronic message from a repository for aniematic delivery to the source.

\¥= IR N - SR TG > I

l.{ BT, A system for automatically [interpreting} processing anoq—interactive electronic
message received from u source, the system comprising:

a server for transmitting and receiving electronic messages over a communications
channel;

an inbox storage device for storing incoming clecironic messages;

a knowledge engine including a rule base and a case base, the case base having a plurality
of stored cases representing past received electronic messages;

a pre-processor for receiving the clectronic message =nd interpreting the electronic

message using the rule base;

BR 000621
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a searching device for searching the clectronic message and the case base to Tetrieve a
stored case from the case base which most closely matches the electronic message;
a classifier for classifying the electronic message into at least one of (i) being able to he

responded to automatically; and (ii) requiring assistance from a human operator,

e

o O 80 1 h o e W N =

5“!44/ A method for automatically [interpreting] processing a nan-interactive electronic
message using 2 computer, cormprising the steps of:

(8} receiving the eleotronic message from a source;

(b) interpreting the electronic message using a rule base and case base knowledge engine;

{¢) tetrieving one or more predetermined responses from a repository, the predetermined
r'ezpohses heing proposed for delivery to the source;

(d) forwarding the electronic méssage and the predetermined response to a human
operator; anci

() delivering the predetermined response to the source when the human operator deems

the response appropriate.

13

20

IMARKS

Claims 1-66 were pending. Upon entry of this Amendment, claims 1-66 remain
pending, '

In the Office Action, the Examiner rejected claims 54-57 under 35 USC §112,
first paragraph, as “containing subject matter which was not described in the specification in
suchra way as to enable one skilled in the art ... to make and/or use the invention” The
Examiner also rejected claims 1-66 under 35 USC §101 as being directed to nonstatutory
subject matter, and rejected claims 1-13, 15-29 and 31-66 under 35 USC §102(b) as being
anticipated by Microsoft Outlook 57, Version 8.0 (heteinafter "Outlook™), Reconsideration in

view of the foregoing amendments 2nd the following remarks is respectfully requested.

The §112 Rejections .
’ Claims 54-37 were rejected under 35 USC §112 as “containing subject matter

which was not described in the specification in such & way as to enable one skilled in the art ..,

to make and/or use the invention.”

#
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Applicant respectfuliy iraverses this rejection. The steps recited in claim 54 —

 "receiving the electronic message from the source in a first data format” and “converting the

electronic message From the first data format to an electronic message having a second data
format” — are described in the specification in various locations, such as p. 17, lines 10-23.

As one example, the specification describes converting a facsiimile message into an ASCII data
format electronic message “using, for example, a character recognition process.” (p. 17, lines
14-16). As anotker example, the spéciﬁcation describes converting voice data to a digital text
format electronic message. (p. 17, lines £7-23). Applicant respectfully submits that systems
and ruethods for character recognition and for converting voice data i¢: digital text (as well as
for numerous other conversions of data from a first format to a second format) are well known
in the art. A detailed description of such systems is therefors not necessary to enable one
skilled in the att to make and/or use the claimed invention after reading the application as filed,
Therzfore, withdrawal of the §112 rejection of claim 54 is respectiully requested. Further,
Applicant respectfully submits that claims 55-37 are also supported at least by the above
referenced passage of the specification (p. 17, lines 10-23) and respectfully requests

withdrawal of the §112 rejection of those claims. ‘

The §101 Rejections

Claims 1-66 were rejected under 35 TISC §101 as being directed to nonstatutory

subject matter. The Exmni.r;er stated that “[t]he claimed invention merely reiates & computer
program, cansisting of an algovithm and a data structure” and that “statutory processes must be
limited to a practical appiication.” Applicant respectfully traverses such a characierization.

In regard to the rejection of clzim 1, “ft]he Examiner intcrprets that
‘interpreting @ ... message’ is not a practical application.” Applicant has amended claim 1 to
recite A mcthod. for automatically processing s non-interactive electronic message using a
compuyter ...." to further clarify the scope of the claims, Claims 18, 19, and 41 have bzen
similarly amended. ‘

The claimed method of claim 1 includes steps to process an electranic message
including “receiving the electronic message,” “interpreting the electronic message,” and
“classifying the clectronic message as at 1east one of (i) being able to be responded to

automatically; and (i) requiring assistenice from a human operator,” 1t is respectfully

BR 000623
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submitted that, at least, classifying an electronic message in the manner recited in claim 1 isa
practical application that satisfies the requirements of §101. Withdrawal of the §101 rejection
of claimy 1 is therefore respectfully roquested,

In regard to the rejection of claims 2-66 under §101, the Examiner stated only
that these claims “are rejected for the same reasons as claim 1.” Applicant respectfully submits
that the Examiner has not established a prima facie case that elaims 2-66 are not directed to
nonstatutory subject matter. Becaust each claim recites somewhat different subject matter, the
question of whether the subject matier of any one claim i statutory cannot be answered on the
basis of another claim. For example, clrim 31 recites a “system for sutomatically intefpreﬁng
anon-inferactive electronic message ... comprising: a server ; an inbox storage device ...; a
knowledge engine ...;”" etc. Applicant respectfully submits that claim 31 rccite's physical -
suctures — not “an algorithm and a data structure” — and therefore, the reason given with
tegatd to claim ! does not provide'a_proper basis for rejection of claim 31. For these reasons,
withdrawal of the §101 rejection of claims 2-66 or statement of grounds for rejecting each of

the claims is respectfully requested.

The §102(b) Rejeclions
Claims 1-13, 15-29, and 31-66 stand rejected under 35 USC. §102(b} as being*

anticipated by Qutlook. Applicant respectfully traverses the rejection of elaim 1, because the

Outlook reference fails to disclose or suggest each element of claim 1

With regard to claim 1, the Examiner stated that Outlook’s "*Rules Wizard
explicitly teaches interpreting the message and classifying the message for automated response,
including filing in a designaied foidef ... Microsoft further teaches antomated processing of
e-mails ...."” Even if such a statement were taken as trae, that would not affect the patentability
of claim 1. Applicant respectfully submits that the Examiner has not stated & prima facie case
of anticipation because the Examinsr has not asserted, in rejecting claim 1, that Outlook

performs the claimed step of “interprating the electronic message using a rule base and case

.base knowledge engine.”

For the purposes of this response, Applicant assumes that the Examiner is
agserting that Outlook performs the claimed inferpreting step; however, Applicant would

travetse any such assertion, since Outlook clearly does not disclose or sugpest each step of

- BR 000624
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claim 1. For example, Outlook does not disclose or suggest the useofa case base kmowledge
engine. Therefore, elatm 1 is allow#ble over the reference. Furthermore, claims 2-13, 15-17
and 54-60 are also allowable as they depend from allowable claim I, and withdrawal of the
§102(b) rejection as to those clainis is respectfully requested.

With regard to claim 18, the Examiner stated that “Microsoft teaches the use of
a Rule Wizard to generete a hierarchy of “rules’ the equivalent of Applicant’s “rule base’
limitation. [sic] Microsoft also teaches the use of folders to hold e-mail messages, the
equivalent of Applicant's “case base' limitation.” Applicant respectfully submits that Outlook
does not tedch the “case base™ element of the claimed invention.

’ The term “‘case base” has a meaning that is well-defined in the art and Outlook
does not have any features that fall within such meaning, A case base reasoning system is
described in the present specification as one which “compares an incoming set of facts (a
‘Problem”) with a stored set of cxérnplar cases {a case base).” (p. 3, lines 19-20; see also p. 11,
lines 12-15). The specification describes in detail an example of a case base knowledge enﬁne
for interpreting electronic messages. (p. 12, line 7-p. 13, line 31). In that example, an
incoming message (2 “prosented model”) is compared to each of a set of stored case models,
and a score for each stored case model is calculated based on whether a piece of text, a '
combination of text, and/or a pattetn of text of the presented case model matches or does not
maich the stored case model, {p. 12,1ine 25-p. 13, Iine 5% 1In the example, “[o]nce a hest
stored'case model his been identified, the automatic messape reader 30 infers that the same or
similar action that was taken on the E-mail of the stored case model shouid be taken on the E-
mail message 11 which produced the presented case model.” (p. 13, lines 27-30).

It 1s respectfully submitted that the “use of folders to hold e-mail messages” as
taught by Outlook is not equivalent to a case base knowledge engine. Outlook does not teach
comparing a set of facts correspanding to an incoming message to each of a stared set of
exemplar cases. Folders afc used only to hald messages affer they have been classified.
Because Outlook does not diselose or suggest a case base knowledge engine or its equivalent,
Outlook cantiot be said 1o anticipate claim 18 and therefore Applicant respectfully requests that
the §102(b) rejection as to claim 18 be withdrawn.

BR 000625
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With regard to claim 19, the Examner stateci that this claim was “rejected for -
the same reasons as claim 3. Applicant respectfiilly notes that, like claims 1 and 18, claim 19
recifes “a rule base and case base knowledge engine.” As previcusly explained, Outlook does
1ot teash this element. Therefore, it is respectfully submitted that Outlock daes not anticipate
claim 19 and thus claim 19 is allowable over Outiook. Claims 20-30 and 61-63 depend from
allowable claim 19 and are therefore also allowable.

With regard to claim 31, the Exeminer stated thal “Microsoft teaches the usc of
an “‘inbox’ the eguivalent of [sic) Applicant’s ‘inbox’ limitation™ and that “Jajll other
limitations have already been addressed in this office action.” Applicant respectfully noteg
that, like the claims discussed above, claim 31 recites “a Imo\;vledgc engine including 2 rule
base and 4 case base.” As previously explained, Outlook does not teach a corresponding
element; therefore, Applicant respectfully submits that Outlook does not anticipate claim 31,
Further, because claims 32-40 and 64-66 denend from claim 31 and therefore Include all of its
limitations, Applicant respectfully submits that Outlouk does not anticipate any of those claims
as well. Withdrawal of the §102(b) rejection as to claims 3140 and 64-66 is therefore
respectfully requested. '

With regard to elaim 41, the Examiner stated that this claim was “rejected for,
the same reasons as claim 3.” Applicant respectfully notes that, like the claims discussed
above, claim 41 recites “a rule base and case base knowledge engine‘.” As previously
explained, Outlook does not teach a corresponding clement; therefore, Applicant respectfully
submits that Outlook dues not anticipate claim 41. Further, because claims 42-53 depend from
claim 41 and therefore include afl of its limitations, Applicant respectfully sobmits alsa that
Outlook does not anticipate any of those claims. Withdrawal of the §102(b) rejection as to
claims 41-53 is therefors respectfully requesied.

CONCLUSION

In view of the foregoing, Applicants believe all claims now pending in this
Application are in condition for allowance. The issuance of a formal Notice of Allowance at
an eerly date is respectfully requested.
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If the Examinet believes a telephone conference would expedite prosecution of
this application, please telephone the undersigned at 415-576-0200.

Respectfully submilted,
Date Philip H. Alhert =

Reg. No. 35,819

TOWNSEND and TOWNSB;IND end CREW LLP
Two Embarcadero Center, 8" Floor

San Francisco, California 94111-3834

Tel: (415) 576-0200

Fax: (415) 576-0300
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