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Note regarding citations.
Citations to exhibits are in the form “Ex. __, [page number].”

Citations to U.S. patent No. 6,978,253 (“253”) are in the form “[column number]:[line

numbers]”

Thesteps of claim 1 of the ‘253 pateare idenfied by usingletters [a] through [e] as

follows:

1. A method of doing business over a global communications network
comprising the steps:

[a] communicating to a buyer via the global communications network, a
description of a product;

[b] accepting a fist request from the buyer to buy the product for a price
to be determined within a price range;

[c] accepting a second request from the buyer to allow the price to be
determined based upon a performance of the buyer while participating in-a Price
Determning-Activity (PDA);

[d] receiving data from the buyer over the global communications
network, said data representing the performance of the buyer during the PDA,

[e] and determining the price of the product based at least partially upon
the data receivk said price being within the price range and scaled to the
performance of the buyer.



Plaintiff Performance Pricing, Inc. presents the following opening aaimstruction brief.

“Price -Determining-Activity”

Phrase Plaintiff's proposal Defendantsproposal
“Price- Alternative 1: “any activity or combination of | “Inherently
Determining activities, other than offering or accepting a pricentertaining activity,
Activity” and that is used to determine the price paid for the| such as a game, puzzle
“PDA” product or service” or quiz, that is used tg

set the product’s price,
Alternative 2: “any form of compiion or but otherwise is
entertainment activity or combination of such | collateral to its sale”
activities, other than offering or accepting a price,
that is used to determine the price paid for the
product or service”

The partiesproposals raise two principal disputes that are addressed below. A third,
relativelyminor,issue is whethes PDA is limited to a single activity or insteadludesa
“combination of activities.” The claim language uses the indefinite articlee’g™ & Price
DeterminingActivity”) , which means “one or more” such activitidBaldwin Graphic Sys., Inc. v.
Siebert, InG.512 F.3d 1338, 1342 (Fed. Cir. 2008). Moreover, in describingAein the
invention, the specificatioexplicitly states: “The activity may be ... any other activity or
combination of activities.” 2:23-35. Accordingly, “combination of activities” should bbegba

the construction.

A. Issue 1:*competition or entertainment activity” or “any activity” versus
“inherently entertaining activity”

The specification states that the PBry bean entertaining and/or competitive activity or
“any activity,” and the Board of PateAppeals expressly declared thiae term PDA
encompassed “any activityfi the claimsas allowed Defendantsproposal, however, would
eliminate “competitive” activies altogether, would restrict P@Aan “entertainingactivity, and

would further restrict it to one that is “ignently entertaining.”



1. Claim language.

“The appropriate starting point for claim construction is always with the |gegoiahe
asserted claim itself. In general, words used in a claim are accorded their ordinary and gustomar
meaning.” Cat Tech LIC v. TubeMaster, Inc528 F.3d 871, 884 (Fed. Cir. 2008) (internal quotes
and cites omitted).

Nothing aboutheclaim language “Price Determining Activity” supp®alimitation of
“inherently entertaining.” There is no context where the words “price” oefdehing” have the
meaning “inherently entertaining.” Accordingtipelimitation “inherently entertainingiay be
insertedonly if it is found in a special definition or clear disavowal in the intrinsic record.
Innova/Pure Water, Inc. v. Safariatér Filtration Sys 381 F.3d 1111, 1120 (Fed. Cir. 2004)
(“subject to any clear and unmistakable disavowal of claim scope, the [claim] term . . . takes the
full breadth of its ordinary meaning”).

2. Soecification.
The specificatiorsupports Plaintiff’'s proposal and precludes Defendants’ for four reasons.

(1) In describing PDAs, the specificatiopverstates that they are limited to activitibst

are “inherently entertaining.” The Defendants cite to lists of examples of games as PDAs. But
such liss are always preceded by the word “mag/g(Abstract, 4:3-11; 5:23-28), which means
thatthe listed features are permissive andrequired limitationsin re Johnston435 F.3d 1381,
1384 (Fed. Cir. 2006) (“this additional content did not narrow ¢bees of the claim because these
limitations are stated in the permissive form ‘mayKgo Corp. v. Unilever United States, Inc.
334 F. Supp. 2d 527, 545 (D. Del. 2004) (“the specification, through the use of the term ‘may,’
offers these two formulations as examples only.... This permissive ‘may’ lgagloes not
restrict the claimed invention”).

Moreover, such lists do not conclude with “or other inherently entertaining iastiyit

rather, the lists conclude with “any otheractivity.” Abstract 4:3-11; 5:22-28.The phrase “or



any other’suggests very broad scope.
(2) Most significantly, the specification expressly states thaPA in theinvention

includesactivitiesthat arenot inherently entertaining:

e “The present invention relates ... m@articularly to systems and methods
wherein various forms afompetition and/or entertainmeante used to determine
transaction prices between buyers and sellers.” 1{@mphasis added)

e The “present invention comprises [a method where] [v]ariouagaf electronic
competition and/or entertainmemte used as intermediary activities between said
buyers and sellers to ultimately determine a contract price.”-Z01%ee also
1:5759 (“a competitivegntertaining collateral priedetermining activity PDA)");
2:4-8 (“competitive/entertaining activities.”).

By stating that the invention comprises PDAs thatagi@m ofcompetition “and/or”
entertainment, the specification declares that the PDA may be:

(i) competition that is0t entertainment,

(if) compdition that is entertainmendy

(ii) entertainment that is not competition.
Thus, the specification explicitly states that the invention includes activities thadtare
entertainment

These passages could support a limitation that the PDA must be a form of competiti
entertainment, but that is a far cry from Defendants’ limitation. Finstpit just
“entertainment.” Second, when a PDA is entertaining, there is no requiremeanbthat
inherently entertaining. A ready example is @uiz” (which Defendants admit is a PDA). Most
people taking quizzes do not find them “entertaining,” but rather find #memetyproducing,
frustrating, orchallenging. Thusyhile a quiz that may be entertainitagsomeit is not
“inherently” entertaning.

(3) The specification includes examples of PDAs that are not inherently enteytaOne
example is the quiz discussed above. Another is “a simulated investment in a statk’ mar

7:54-65. Picking stocks can have entertainment value, omitimstead be frustrating and taxing.



It is not “inherently” entertaining.

(4) The specification mentions tikencept of “inhereneéntertainmeritin only one place.

In detailing embodiments of what the invention “may” be, it describes PDAs wieleier may
face an opponent and, if so, the opponent may be a person rather than a computer, and, if so, the
opponents “may even be people who are not buyers, but are merely players, pagicigat
PDA merely for the inherent entertainment value thete®64-67. Thus “inherent” appears only
in a phrase identifying an optional feature (among many), of a particular type (among sdveral)
what one of the preferred embodimemgy even be.” The claim language may not be restricted
by limitations found in specification embodiments, particularly those identified with the
permissive “may.”Verizon Servs. Corp. v. Vonage Holdings Co503 F.3d 1295, 1303 (Fed.
Cir. 2007) (“This court has cautioned against limiting the claimed invention to eferr
embodments or specific examples in the specification.” (internal quotes omitted)).

3. Prosecution history:.

The prosecution histogiso undermines Defendants’ “inherently entertaining” limitation.

In the applicant’s appeal briefs to the BPAI, the applicant argued to distingor art
because “Competition and/or entertainment qualities are inherent in the Appellant's recitation of
the use of a PDA, in Claim 1.” Exh. 6 [P230-261]. This directly undernideésndants’

“inherently entertaining” limitatn for three reasons

First, thispassage explicitly states that a PDA may Haweenpetition and/or entertainment
gualities, i.e.that a PDA may be competition thanigt entertaining

Second, the patente&gldhotasserthat the PCA must be “inhereyiticompetitive and/or
entertaining. Rather, the patentee argues that competition and/or entertainment are inlherent in (
must be found in) the recitation in the specification.

Third, andperhapsnost significantlythe BPAI expressly rejected the patentestgunent

and issued the patent withclaim scope where a PDA"Eny other activity or combination of



activities.” Exh.7 [P317]. The Board reasoned:

“We find nothing in claim 1 that limits the claim to only ‘competitive or
entertainment basedctivity. Rather, the claim merely recites ‘a Price
DeterminingActivity (PDA).” Nothing in the claim requires that the PDA be read
as competitive or entertainmepdsed.” Exh. 7 [P317].

A patentee’s prosecuti@rgumentsbout claim interpretatioare generallypinding, even
if the examiner does not rely upon those argumétwyvever, when the PTO expressly states an
interpretation, and the patentee does not thereafter dispute that interprdtat®hOs’
interpretations deemed to have been adopbgdhe patentee. “Whether the patentee chooses to
dispute the examiner's view of matters is relevant to claim interpretation, for there a court may

need toascertain exactly what subject matter was actually examined and allowed by the PTO

Patent examinain would serve little purpose unletbe scope of the exclusive patent right

correlated with the matter allowed by the PTQorPharm Inc. v. Ranbaxy Pharms., |nig36

F.3d 1322, 1330 (Fed. Cir. 2003) (internal citations omitted, emphasis)added
Accordingly,aPDAis not limited to “inherently entertaining” activities. should be
construed as either “any other activity” as the PTO ruled, or “any form gbetitron or

entertainment activity as the patentee asserted in the specification andqortose history.

B. Issue2: “other than proposing or accepting a price”versus “collateral to its
sale”

Both sides agree that the construction of “pdegerminingactivity” must include the
conceptof a“collateral” activity because the specification repeatedly uses the phrase “collateral

activity” as a substitute fd?PDA. For example:

e The Abstract states thdte invention “allow[s] buyers to reduce the price of the
selected product/service basedtba buyers performancéuring a collateral
adivity .... The ultimate price is within the agreed upon range, but is determined
based upon the buyers performadaeng the collateral activity Abstract.

e The summary of invention states: “The ultimate price (within the range) is
determined based upon the buyer's performance rating, or score, which the buyer
receives from participating inallateral activity’ 2:23-25.




First, when used in this contextdllateral means “situated or running side by side”
something elser “coinciding in tendency or effect but extrinsic to another consideration.
The AmerHeritage Dict 362 (4™ ed.2000) (Exh. 9 [P 22635])Situated orrunning side by side;
parallel” or “coinciding in tendency or effect; concomitant or accompanyiRghdom House
Webster’s Dict138 (4" ed. 2001) (Exh. 11 [P 22766 APAccompanying; auxiliary” or “Situated
or running side by side; parallel'{yebster's Third New IntdrDict. 444 ((4th ed. 2001) (Exh. 10
[P 22742]) (*1. A:accompanying as a secondary fact, activity, or agencysutetrinsic to a
main consideration: similar but subordinai. Indirect. C. serving to support or reinforce. ... 3.
Placed or regarded as side by side: parallel, coordinate, or correspengasition, order, time,
or significance”)

The key question, therefore, is what is tha&n activity to which the PDA is collateral?
The claim language and specification establishPiaintiff's proposal (“other than offering or
accepting a price”) is correct and Defendants’ proposal (“collateral to it§ satest.

First, because the collateral activity is a price determining activity, it logically follows that
it must be secondary to a maiativity that determinegrice i.e. secondary talirectly proposing a
price or accepting an offer of a pricBecaise a direcprice-determining activitys proposingor
accepting a pricet follows that acollateral pricedetermining activity isn activityother than
proposingor accepting a price.

By contrast, Defendants’ proposal of “collateraitsosalé makes nosense. The PDA is
not parallel to and separate from the “sale.” Rather, the PDA is a component of the sale (along
with other components such as an agreed upon price range, submitting payment information, etc.)
Moreover, the PDA is nagomething tht accompanies (and is separate frartgale” with the two
coincidingin their effectdo produce some third resulRather, the PDA accompaniep@posed
base price or price range and both of those coincide to produce a rgsudt{gvhich, in turn,is

a component of the “sale”)The PDA is collateral to direct price setting actiatyd, therefords



something other than proposing or accepting a price.

Secondthe structure of claim 18 further supports Plaintiff's constructiba.PDA could
simply be proposing or agreeing to a price, then any competitive auction would be a PDA and any
of the prior art Internet auction sites would meet the limitations of claim 18. TheréfRDA
couldsimply be proposing or agreeing to a price, then claim 18 would make no sense because it
would not describe an invention.

Third, the specificatiorsupports Plaintiff's proposallt distinguishs the invention from
“e-commerce business wherein the seller offers a specified product at a specified price,” and
from sites such as “Onsale.com and eBay.com [which] use auction inotelg ‘buyers then
bid on” products. 1:41-44Thespecification explains thaone ofthese alloweda buyer to
determine price “deggnding on the buyer's performance during the tmld activity? 1:57-62.

That is, the specification contrasts acts of proposing or accepting a phca ‘aollateral
activity,” which strongly suggests that for a PDA to be “collatema#ans that it ian activity
other than proposing or acceptingréce.

Il. “price being . . . scaled to the performance of the buyer”

Phrase Plaintiff's proposal Defendants’ proposal
“price being... | “price being adjusted to a standar| “price being assigned from a
scaled to the (defined by a ratio, tabley other | predetermined set of graduated prices and
performance of | algaithm) according to the corresponding performance levels, i
the buyer” performance of the buyer, such thatvhich a lower price always corresponds to

achieving a better performance | a better performance in the PDA and a
level results in a lower price than | higher price always corresponds to a
would otherwise apply” worse performance in the PDA”

Plaintiff's proposal is consistent with the intrinsic record and ordinary mgani
Defendants’ proposal seeks to add limitations not fonrie claim language anslcontrary to

the intrinsic record. There are two areas of dispute, which are addressed in turn.



A. Issue 1:“standard (defined by aratio, table, or other algorithm)” versus
“predetermined set of graduated pricesand corresponding performance levels

The crux of thisssue is whether the standard for scaling the pacebe a formula (for
example, price inversely proportional to the buyer’s score: [base pricejet[bcore]), or whether
the standardnust consist of gpredetermined sétof prices and corresponding performance levels
(i.e.a tableor list).

1. Claim language.

Because the term “scaled” is not a term of art with “a specially defined meaning in the
field ... the ordinaryand customary meaning attributed to this term'involves little more than
the application of the widely accepted meaning of commonly understood wo@it. Tech LLC
v. TubeMaster, In¢528 F.3d 871, 884 (Fed. Cir. 2008) (quotirigllips, 415 F.3d at 1314)).

The term “scaled” appeans the context o process for “determining the price ... based
at least partially upon thgperformance] data.’9:43-45. In this contextscaled” haghe “widely
accepted meanifigof adjusted to a standard, particularby using aproportion or ratio.The Am.
Heritage Dictionary of the English Langua@B53 (4th ed. 2000) (Exh. 9 [P 22650]) (“2. To
make in accord with a particular proportion or scale; 3. To alter according to a dtantgr
degrees; adjust in calculated amount®/gbster’'s Third New Int’l Dictionar2023 (2002) (Exh.
10 [P 22753B) (“to measure by or as if by a scale ... to pattern, make, regulate, set, or estimate
according to some proportion, rate, standard, or control: increase or reduce gdooadiixed
ration”); Random House Webster’s Dictiond@¥1 (4th ed. 2001) (Exh. 11 [P 22766Bhé
proportion that a represention bears to what it represents ... to adjust to a standasloeine
Dictionary.com Unabridgedv 1.1) (Exh. 14 [P 2272B][“to adjust in amount according to a fixed
scale or proportion”).

Significantly, echof the definitions quoted abovwdentifiesa primary method afcaling
as using “proportion,”“rate,” or “ratio.” For examplewhena model $ scaledl:32, the model's

dimensions are not found by looking themimia table; they are based on calculatingte of



1 unit of the model for every 32 units of theginal. Thus, the ordinary meaning of “scaled” does
not require a table of performance levels and prit@s¢ludes adjusting to a standard using
formula most commonly a ratio or proportion.

The claim catext andcertaindependentlaims furtherestablish thatscaled camotbe
limited toa predetermined set of prices and performance levels.

First, the claim states that determination of price may include factors other than the
performance data: “determining the price ... based at p@asally upon the data.” 9:43-48n
such a case, price determination would have to account for one or more additional fakttors a
could not be assigned based on a set of prices@nesponding performance levels. The
determinabn would need a formula or algorithm that includes the additfactbrs.

Seconddependent claim&lentify two adcedfactorsthat precludgrice determination
based on a predetermined sepotes angerformance scoresClaims 13 and 22add that ‘the
price is determined at least partially upon results of an autti®de explain below in analyzing
the term “auction,” thathe auction is something other than a PDA.) Thus, for these gbaices
determinatiormustmake use oé ratio or otler algorithm that considers both auction results and
buyer’s performancelt is impossible to do this using ordyset of performance levels and
corresponding prices. An example would be price = [auction price] x [standard Jtargdr/
score].

Similarly, clains 10and 28add the limitation of “determining the price based at least
partially upon a competition between the buyer and [another] participant usingAtie PO
determine pric@artially bythe buyer'sperformance and partiallyy a competivr's performance
requires an algorithm that includes both. This cannot be done typtedetermined sétof prices
andbuyerperformance levels. mexampleof such a formulavould be Price = [base pricr]

[other participantsore] /[buyerscord. Thus, if the base price were $10, Buyer scored 2000, and

another participant scored 1000, then the price for Buyer would be $5 ($10 x 1000 / 2000).



Thus, Defendantgroposed “predetermined sdithitation is precluded by the express
language othe dependdrclaims And because the independent claims must be broader than the
dependent claimshis also precludes importing the limitatiorio theindependentlaims.

2. $ecification.

For four reasonshe specification reinforces that scaling of price to performance is not
limited to a “set of prices” and may instead be based on an algorithm such asoapadiportion.

First, the specification refers to the mechanism for determining price based on
performance as “a price determining algorithm assedieith a PDA.” 8:11. And it says that
such an algorithm “may involve considerations of the number of players or buyers invalded, a
the skill level of those playerg8:11-13),i.e.it is not limited to a set of prices and corresponding
performance levelsSimilarly, the specificationdescribes @ embodiment that makes useaof
“predetermined algorithmto determine the price based on performance. 6:14.

Secondthe specification describes embodiments where the scaling of price to performance
is basd on percentage and not a set table. 8468The decrease in price can be in dollar amount
or percentage points”); 7:62-65 (“The difference ... in percentage ... points ... may then be used
to determine the price”)Similarly, it describe embodiments where pratermination requires
comparing the buyer’s score to either a base score or to the sem@tuér. 7:59-62 feing
compared to a raw score or the score of other players and/or buyers to deteemmeethe is
entitled to pay for the specifiedquuct or service’ This cannot be accomplished usingea
table that includes onlyhe buyer’s performance arrésulting prices

Third, the specification states that the actual prmaybe a scaled set of prices (e.g.
$1000.00, $1100.00, $1200.@4¢.).” 2:35-37. Thus, when the patentee referred to a “set of
prices,” the patentee used the permissive term “may,” which means a set is one way of scaling, but
is not the only way.

Fourth, most signficantly, at no point does the specificasi@te that (i) “scaled” does not

10



encompass its core meaning of adjusting based on a proportion or ratiothait (§¢aled”
requiresor is limited tq a set of prices and performance levels
3. Prosecution history.

“This court has emphasized ... that in order to disavow claim scope during prosecution a
patent applicant must clearly and unambiguously express surrender of subject mabda v.
Cordis Corp, 536 F.3d 1311, 1321 (Fed. Cir. 2008) (internal cites omitted). The prosecution
history contains ndisavowal that scaling of price to performance is limited to a “set of prices”
that itmay not be based orratio or other algorithm. Two portions are relevant.

(1) The limitation “scaled to the performance of the buyer” was added by amendment.
Exh. 3 [P105]. As support for the amendment, the applicant cited to “original spémifiagt
e.g., page 3, line 22; and page 14, lin€s Exh. 3 [P96], which corresponds in the issued patent
to 2:35-37 and 7:42-44Significantly, be applicantdentified theséwo passageas examples
(“e.g.”) which means that other examples of scaling in the specificatigrby percentage or
comparison) are not excluded. Moreover, the second of the cited examples scales dny using
algorithmthat produces lower jes for better performance rather than a predetermined set of
prices and scores. 7:42 (“The scores then used to determine the price of the product or
service at issue, in accordance with gopnag algorithm.”).

What is of crucial importance, however, is not the specific content of thesplesamlot
even Defendants contend that the prosecution history means that the claimgedddithe exact
details ofthetwo examples. Rather, the decisive question is what feature from the exardples di
theapplicant identify as distinguishing prior art? Significantly, the applicamaliday“the

amendment distinguish@sior art that scaled byeans of algorithm or ratio.Rather, he

applicant statgthat the claims are “patentable over the cited referebeeause none of the

references disclose determining a price scaled to a bpgeiftsnanceduring a PDA.” Exh. 3

[P96]. Thus, therucial feature identified by the applicant was that price was “stalidu:
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buyer’s performancé(i.e. “scaled” with its ordinary meaning)ot that the claims were limited to
scaling by means of a predetermined set of prices and scores.

(2) Inan appeal to the BPAI, the patentee used the scaled limitation to distinguish prior art:

“Thus, the price of the product is determined based upon the performance of the
buyer during the PDA. That is, the performance has a direct effect on the
determination of the price of the product. Furthermore, the price is scaled to the
performance of the buyer during the PDA, such that the better the buyer performs
during the PDA, the lower the price will typically be of the product being
purchased.” Exh. 84243, seealsoExh.5 [P181].

Once again the patentee asserts that the significance of “sisatkdtbetter performance regsi
in lower price for example,a ratio formula with price inverse tbe buyer’s scorepotthata
predeterminedet of prices and performance levislsised for scaling.

The claim language, specification, and prosecution history preclude Defendaptsair
and support Plaintiff's.

B. Issue2: “than would otherwise apply” versus “always”

Defendants include as a limitation that “a lower pabgayscorresponds to a better
performance,” rather than that “a better performance level results in agae&than would
otherwise apply.” The distinction is significargcause, in all cases, a scaled price will be lower
than it would have been without the better performance level. Brtd determination is
partially (i.e. not exclusively) basedn buyerperformance, then those other price determining
factors may push up the price such thaketter performancstill yields a higher absolw price

Forexample, assume a system that sets price partially based on the buyer’s performance
and partiallyon a competitor’'s performancéssume it usede algorithm[price] = [base price]

X ([B2 score] / [B1 score]where Bl is the Buyer and B2 is the competitor. Assume that during
the first iteration, with a base price$f0, Buyer 1 scas 200 and Buyer 2 scores 10he price
would be $5 ($10 x 100 / 200). Assume that in the next iteration, Buyer 1 improves its score to
300. Even though Buyer 1 has a better performance than before, if Buyer 2 also snigrevere

to 300,the price will goupto $10 ($10 x 300 / 300)However, that price is lowéhan it
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otherwise would have beeiif Buyer 1 had the same score as be{@f®) the price would have
been $15 ($10 x 300/ 200). Thus, by improvingégformanceBuyer 1getsa better pric€$10)
relative to thepricethat otherwise would have applied ($15).

The claim language, specification, and prosecution history confirm that Defendant
“always” limitation is improper.

First, as discussed above, the claim language expressly includes that¢hmay be
determined only “partially” by scaling to the buyer’s performance in the.PRA4. Dependent
claims 10 and 2&clude “determining the price based at least partially upon a competition
between the buyer and [another] participant.” As shown in the example #ieseclaims are
incompatible with Defendants’ “always” limitatipbutfully consistent with “than otherwise
would apply.” Similarly, dependent claisnl3 and 22dd a limitation of determining price “at
least partially” upon an auction. If the effects of the auction push the price upetiten
performance will result in a lowgrice than would otherwise apply, hbe price may be higher
due tothe countervailing effects of the auction.

Secondthe specification does not reguan “always” limitation. In fact, the specification
includes an example whepeice is determined partially by tiperformance score and patrtially by
other factors such that tle¢act same score cassult in a higher price: “Thus, upon execution of
a PDA in one case, a score of 100,000 may entitle the buyer to a $500.00 price, whereas the sam
PDA may entitle a different buyer to a price of only $525.00 for the same product.24.: 148ad
it includes an example where a relatively better score ganesult in a higher pricdgecause the
buyer’s score is “compared to ... the score of other players and/or buyers to determine the price he
is entitled to pay.” 7:59-62.

In a particularly telling example, the specification statdse buyer may be etied to a
further discount of the auction or reverse auction price, which discount may be fjitba&téuyer

performs well at the PDA."4:38-43. In this embodiment, the buyer doesahwaiysget a lower
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absolute pricdor better performanc¢éecause price paid is also a functarthe auction price.

But the buyer does receiaediscount off of the auction price basedbetterperformance- i.e.it

is lower than it otherwise would be.

Third, the prosecution history contains no disavowal that would justify Defendants’

limitation. In fact, the patentee said that ptegngscaled to the performance of the buyygves

a result “such that the better the buyer performs during the PDA, the lower the priceivalllyy

be,”i.e. not “will always be.” Exh. 6 [P243 Exh.5 [P18].

[II.  “accepting”

Phrase

Plairtiff's proposal

Defendants’ proposal

“accepting a first request fron
the buyer to buy the product”

“receiving with consent or approva
a request from the buyer to buy th¢

product or service”

“aceepting from the
2 buyer a selection of the
product to buy”

“accepting a second request
from the buyer to allow the
price to be determinéd

“receiving with consent or approva
a second request from the buyer tg
allow the price to be determiried

“accepting a request

» from the buyer that the
price of the selected
product be determined”

“accepting acknowledgement
from the buyer representing &
intent of the buyer to buy the

first product”

“receiving with consent or approva

ran acknowledgment from the buye
representing an intent of the buyer
buy the first product or service”

“accepting from the
rbuyer a selection of the
tdirst product to buy”

A. Issue 1: “receiving with consent or approval” vs. “accepting”

Defendarg have declinedo offer any constructio of the word “accepting.”

1. Claim language.

In the claimsthe context for “accepting” is something that occurs to a “request from the

buyer” to buy, or to an “acknoetigemenfrom the buyer representing an intent ... to buy.” In

this context, the ordinary meaning of “accepting” is “receiving with consergproaal.”

Webster’s Third New Int’l Dictionarg0-11 (4th ed. 2001) (Exh. 10 [P 22736-2273%} receive

with consent (something given or offered); assent to the receipfToig)Am. Heritge Dictionary

of the English Languag0 (4th ed. 2000) (Exh. 9 [P 22629]Yo receive (something offered),
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esp. with gladness or approvalRandom House Webster’s Dictiondry4th ed. 2001) (Exh. 11
[P 22764])(“To receive willingly or with approval”).
2. Secification.

The specification reinforces that “accepting” means more than just “receiving,” but
connotes receiving with approval. The specification explained that the invention wasrebt
allowing someone to participate in a PDA as a meaigsving them the option to buy or not buy
after seeing the results of the PDA, rather, the claimed method would @igating contractual
obligation on the buyer before the buyer knows the results of the PDA.

First, the inventor explained that the invention was an improvement on “systems [that]

typically do not bind the player to a contraatit merely provide an offer to the player/buyer to

enter into a contract on the specified terms.” 268 The inventor explained that “[t]he present
invention comprises” a system where “Sellers offer a product or service within a specified price

range and buyers enter into a conttadbuy the product or service within that price range.” 2:15-

23.
Secondthe concept of a contractual obligation was furdraphasized in many of the

describecembodiments:

e “The present invention thus may be used independently of other business models, or in
combination therewith, to form binding contracts,” 4:36-43;

e “by beginning the PDA, he or she has entered into a binding contract,” 5:18-22;

e ‘“facilitate the creation of a binding contract upon the buyer,” 7:37-39.

Because express or implied assent is a prerequisite to a binding coméréatcepting”
stepsshould be construess more than receivingutratheras reeiving with approval, so as to
“facilitate the creation of a binding contract upon the buyé.”

B. Issue 2 Defendants’ additional” selection of the product limitation.

Defendants seek to add as a limitation to claittmat the buyer communicataselection

of a product. Th intrinsic evidence precludes that limitation.
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1. Claim language.

A system could be designed that calls upon the buysaiéat a PDAselect a price range
select a produgcselect none of these, or select any cominatf these. e patentlaims
include various combinations of these three types of selection. Defendants, hovagpase pr
constructions that would import selection of a product atitof the claimseven where the claim
language itself does not caimt— or even precludesthat limitation

First, in claim 1, step [a] requires communicating “a description of a product” to the buyer
The word “a” mans one or moreBaldwin Graphic Sys., Inc. v. Siebert, Ing12 F.3d 1338,
1342 (Fed. Cir. 2008). Accordingly, this step may be satisfied by communicatindeasivduct
description, and, in such a case, no product selection would be made by alihiyer.
unambiguous claim language precludes Defendants’ proposal to add “selection of a @®duct”
limitation.

Secondunlike claim 1, claim 18equires presentation of a plurality of products to the
buyer. In such aystem selection by the buyer would have to take place. Nevertheless, even in

claim 18 selection by the buyerstaclaim limitation It is improper to add an unclaimed step

even if it is one that would necessarily occlnteractive Gift Express, Inc. v. Compuserve,Inc
256 F.3d 1323, 1343-44 (Fed. Cir. 2001) (even though the process would logically require an
intervening step of “IMM sends the request reproduction code to the ICM” that step is “not
claimed”);Charles E. Hill & Assoc. v. Amazon.cpa®05 U.S. Dist. LEXIS 45414, 44-45 (E.D.
Tex. Oct. 7, 2005) (Ward, D.Jhdcause “the claims do not explicitly require the stefilhe
court is not persuaded to engraft another step into the sequence”).

Third, Defendantsconstruction would turn step [b] of claim 1 on its he&lep [b] entails
acceptance of aéquest from the buyer to buy the product for a price to be determined within a
price range.” As discussed above “the product” may be the only product presetitath(w

selection by the buyer provided fofJhe step thus concerns acceptance of a price range from the
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buyer @nd product selection is either not done or is done imnalaimedstep) Defendants’
proposakurns step [bjnto acceptance of a product selectidrhat has it backwards.
Similarly, although product selection will take place in a system using the method of claim

18, that product selection need notetgiface in step [bwhich is where Defendants seek to

import it. It could, for example, take place immediately ptaostep [b].
Fourth, step [b]in claim 18concerns acceptingcknowledgement from the buyer Jan
intent of the buyer to buyd product at a price determined by a PDAe core concepin this

stepof the buyes acknowledgment of an intent to bisytterly missingrom Defendants’

construction. In its placBefendants insed new limitation of getting from the buyer “a selection
of the first product.” Defendants’ construction wotlids delete important claim language and
add a limitation not found in the claim.

Fifth, when the patentee desired to include “selected by the buyer” as a claim limitation,
the buyer explicitly includd thattanguage This is shown in claims 16, 19, and 24 which add the
limitation of aPDA “selected by the buyer.lt is improper to import the “setted by the buyer”
limitation into claims that do not contain this languagengen Inc. v. Hoechst Marion Roussel
314 F.3d 1313, 1326 (Fed. Cir. 2003) (“when a patent claim does not contain a certain limitation
and another claim does, that limitation cannot be read into the former”).

2. $ecification.

Nothing in the specification alters the analysis of the claim language above. In particular,
the embodimentplainly show (i) product selection, (ii) price range selection, and (iii) selecting a
PDA as hree different steps and do not require that product selection be combined with the other
steps.

Forexample Figure 1 showsvhat is labeled “typical” embodiment that includes the step

of product selection. However this embodim@oés not includa buyer’s request to buy the

product for a price to be deteined within a price rangeas found in stefb] of claim 1 This is
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inconsistent with Defendants’ construction for claim 1, which would import productisel@to
step [b]’'s acceptance of a buyer’s request to buy in a price range.

Similarly, Figure 1 also eXjzitly separates thetep of a buyer’s selection of a product
from the step of the buyer selecting a PDHis is inconsistent with Defendants’ construction of
claim 18, which would import product selection into a step whose claim language is focased on
buyer'sacknowledgment tase a PB.

The separation of product selection from bibih acceptance of a price raragel PDA
selectionis further illustrated ithe embodiment of Figure 2, whefree system includes“goods
offered database” that may beparate and distinatoim the “prie@ acceptance database,” and
from the “price determining mechanism” database.

3. Rosecution history:.

The prosecution history further undermines Defendants’ propoggdlicAtion claim 1
originally included a limitatiorof aPDA “selected by the buyer.Exh. 2 |P37. During
prosecution, the patenteemovedhis limitationand explained‘The amendment was made to
eliminate the requirement that the PDA is selected by the bulggh’ 3 [P99.

This gives rise to twaorollaryinferences.First, this further demonstrates that when the
patentee desired to limit a claim with “sektby the buyer,” the patentee would include such
express languagesecond, the patentee expressly stated that the absence of “selected by the
buyer” languagés intended to signdhat such a limitation isot found in the claim. Accordingly,
because the claims do ramintain an express “product selected by the buyer” limitation, that

limitation is notfoundin the claims.
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V. “first” and “second” / ordering of steps

Phrase Plaintiff's proposal Defendants’ proposa
“first” and “Theterms ‘first’ and ‘second’ are used to distinguish “the ‘first’ request
“second” one instance of the same thing from another. For | must precede and is

example, the phrase ‘second request’ means a requeseparate from the
other than the ‘first requestThe terms first’ and ‘second’ request

‘second’ do not refer to time sequence.”
ordering of | “The steps of claim 1 may be performed before, at th| “the steps of the

the steps same time as, or after any otherexcept that steps | asserted claims must
[b], [c], and [d] must occur before step [e]. be performed in order{
The steps of claim 18 must be performed in order.”

A. Governing legal standard.

Basic test“Unless the steps of a method actually recite an order, the steps are not
ordinarily construed to require oneAltiris, Inc. v. Symantec Corp318 F.3d 1363, 1370 (Fed.
Cir. 2003) (internal quotes omitted). The court Usesvo-part test for determining if the steps of
a methal claim that do not otherwise recite an order, must nonetheless be performed inrthe orde
in which they are writtenFirst, we look to the claim language to determine if, as a matter of logic

or grammar, theynust be performenh the order written. If not, we next look to the rest of the

specification to determine whether it directly or implicitbguiressuch a narrow constructior
not, the sequence in which such steps are written is not a requirerterfeinphasis aded).
The fulcrum of the t&, therefore, is whether the step “must be” performetle order
written; not whether it could be or may be performed in that order. If two steps could logeally b
performed in either order, ely are not construed to require a specific ordgwin, Inc. v. Don
Best Sports548 F. Supp. 2d 342, 349 (E.D. Tex. 2008) (Davis, DCainectel, LLC v. Cisco
Sys, 428 F. Supp. 2d 564, 573 (E.D. Tex. 2006) (Davis, D.J.).

Antecedent basisA step that uses antecedent basis and ré@ted or “the;’ refering to

an earlier objecis not requiredo be performed after the step that first introduces the object;
antecedent basmerely means that both steps make use afdheeobject. Interactive Gift

Express, Inc. v. Compuserve 256 F.3d 1323, 1328, 1343 (Fed. Cir. 2001) (holding that step
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one of a method claim can be performed after step four, even though step four reféhed t
catalog code” introduced in step one, because “there is no reason why step one[} occuanus
before step four(]”).

For example, the method claimAudtiris recited:

“[a] testingautomatically formutomation boot sequence data, said test including reading
a boot selection flag.

[b] setting_said boot selection flagnd

[c] booting normally, if saidesting automatially step indicates a normal boot sequence.”
Altiris, 318 F.3d at 137(®mphasis added)f antecedent basis alone were sufficient to compel
order, then the reference to “said boot selection flag” in step [b] would have cetinatehis step
occur after step [a]But the Federal Circuit helthat “the ‘setting’ step can occur before, after,
simultaneously with, or between any of the other stefuk.”It reasoned that “the claim language
... heither grammatically nor logically indicates that the ‘Bgttstep must occur in a particular
order.” Id. The use of antecedent basis meant only that the “tmuoeselection flag” must be
used in both steps. If it is “technologically possible” to perform the step$ar etder, then no
order is imposedAltiris, 318 F.3d at 137XkeeRespironics, Inc. v. Invacare Cor2008 U.S.

App. LEXIS 25270 (Fed. Cir. Dec. 16, 2008) (non-precedential) (“Thus, in a method claim, a ste
that recites ‘said’ or ‘the,’ referring to an earlier object, does not alwaysthéecperformed after
the step that first introduces the objekt.”

B. Claim language.

The parties agree that claim 18 has a required order, but dispute the order in clagm 1. W
examine each step of claim 1 to sei mhakes use of a result from a previous st€paim 1 is
reproduced above in the note regarding citat{pgsiv).

Step [a]Jcan occubefore,at the same time asr afterthe other steps. The system could be
designed such that step [a]'s presentation of one or more products osturalfernatively, he

system could be designed such that it accepts a buyer’s pricefsange or more produc(step
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[b]) and then presents to a buyer one or more available prqdtegiga]) that arevithin that price
range Stepda] and [b]must relate to the same product or products (“a/the product”), but they
may occur in either order.

That same system could similarly accept the buyer’s request to use a PDA (step [c]),
followed by presenting the buyer one or more products (steplfafha same systenstep [als
presentation of one or more products could take place after the system réwelwagersPDA
performance data (step [d@ndafter it determingthe pricein step [e]based on the PDA
performance and price rang8uch asysten would likely need to present products to the buyer
for selection before thdeterminegbrice isrevealedto the buyer, but pricéeterminationtself
(step [e]) could certainly precede the presentation of products (step [a]).

Step[b] can occubefore,at the same time aer afterstepqc] and [d] The system can
perform step [b]'sacceping of arequest to buy in a price range either before or after step [c]'s
acceptingarequest to use a PDAothrequests relate to determining the same price (“a price/the
price”), butaccepting the requestsay occur in either order. The words “first” and “second” in
steps [b] and [c] carry no ordering significance. “As we have previoudly thel use of the terms
‘first’ and ‘second’ is a common patelaw conwention to distinguish between repeated instances
of an element or limitation.’Free Motion Fitness, Inc. v. Cybex In8R3 F.3d 1343, 1348 (Fed.
Cir. 2005) (internal quotes omittedgimilarly, step [b]'sacceptance dd price range request
couldoccurbefore or after receiving thgerformance of the buyer in step [d]. However,phee
range in step [b] must l@Ecepted before step [e] because step [e] must make use of that range
whendetermining price Thereforestep[b] must acur before step [e]

Step ] can occuibefore,during or after stepd]. The system can receive the buyer’'s
performance data in step [d] befaneafterit accepts in step [c] the buyer’s request to use a PDA.
For examplethe PDA performance data (step [d]) could besmittecat the same time dke

buyer'srequest to use RDA and then followed by the systenalsceptancef thePDA request

21



(step [c]) However, tep [c]'s acceptance of a request to use a RidAtoccurbefore step [e],
which makes use of the PDA tietermire price. Therefore step [c] mustcur beforestep [e].

Sep[d] must occubefore stefe], becausetsep [e]'spricedeterminatiormakes uses of
thebuyer’s peformance dataeceived in stefd].

Thus, the only required ordigr claim 1 is thasteps [b], [c], and [d] occur befostep [e].

C. Specification

Defendants assert that a particular order is required based on specification statements
describing the embodiments of the invention. That is improper. “[T]he number of embodiments
disclosed in the specification is not determinative of the meaning of disputed claim terms. Nor are
claims ordinarily limited in scope to the preferred embodiment. These prseippdy with equal
force where, as is the case here, the limitation to be implooiedthe specification is an order of
method steps.’Altiris at 1371 (citations omitted) (“the district court ran afoul of our prohibition
against importing a limitation from the specification into the clainigere the order of steps used
by the sole, eferred embodiment’Baldwin Graphic Sys., Inc. v. Siebert, 812 F.3d 1338,

1346 (Fed. Cir. 2008) (specification statements must “unequivocally precluderamtifbrder of
steps”);Superspeed, L.L.C. v. IBM Cor2009 U.S. Dist. LEXIS 10124, 16-17 (E.D. Tex. Feb.

11, 2009) (“that the steps happen in a specific sequence in the preferred embodiment is not enough
to impose that limitation on the claim.”).

Defendants’ sole justification for their proposal is to ptorgpecification passages that
describe_examplesf the invention. Defendants principally point to Figure 1 and the text
describing that Figure. But the text makes clear that Figure 1 does not encompaksdbpe of
the invention; rather it “illustrat[e]s the steps involved iy@cal transaction.” 4:26-28. To be
“typical” is to be representativeut not theexclusive exampleMoreover,the textdescribing
Figure limposes no explicit requirement of an order. At one pointsgecificatiorappears to

suggest aequiredorder forpaymentAfter the buyer selects a PDA, the buyer may provide
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payment informationi. 5:4-5. Butthe specificationthen clarifies thatThis step, of coursanay

occur at any stage in the procdsst preferably occurs prior to allowing the buyepé#mticipate in

the PDA.” 5:13-15.
Moreover, the steps in Figure 1 prove that it is merely an example of the invengare F
1 includes the step of “Buyer Selects Price Deteimgi Activity.” But this isclearly not a
required step of the claimed inventions, becaiusdound only in dependent claims 16 and 19.
Moreover, Figure 1 makes no mention of a price range step, which is an expliait Glapn 1.
Thus Figure 1 illustrasoneversion of the invention; it does not define the scope of the invention.
The remaining passages cited by Defendants are also example$.7 §:3he following
example will illustrate...”); 8:1423 (“For example ...”). Wiile the specification may describe
embodiments with an order, nowhere “is there any statement that this order is mhjortaany
disclaimer of any other order of stepsttiris, 318 F.3d at 1371 (emphasis added). Accordingly,
no order is imposed in the specification.

V. “auction”

Phrase Plaintiff's proposal Defendants’ proposal
“auction” “process for selling a product or servic| “a public sale of property to
by taking bids and selling to the the highest bidder (as by
winning bidder; an auction is not a successive increased bids)|
PDA”

A. Issue 1:Defendants’ “highest bidder,” “public,” and “sale of property”
limitations.

Defendants seek to add three limitations on the term auction: “highest biddgr (as

successive increased bids),” “public,” and “sale of property.” None of these apapp®.
1. Claim language.
The term “auction” appears in the context of detenng priceof a productt least
partially upon “participation of the buyer in an auction” (claim 13) or “result @fuztion”

(claim22). The claim language contains no suggestion that the auction must have the
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charateristics of “highest bidder;’public,” or “sale of property,and, in fact, precludes those
limitations.

For exampleClaim 22 refers to determining prideased onresultsof an auction” rather
than “highest bid in an auction.” The broad word “tessiplainly encompasses auctions where
the winning bid is the lowest bié.g.competing bids from sellergp well as those where the
winner is the highest biddeBimilarly, the claimsstate that aauction is used to determine price
for a “product,” which the patent defines as “product or service,” and is not liritpddperty.”
9:25-27 (“the word ‘product’ in the appended claims is intended to include both products and
services”).

Moreover, he ordinary meaning of “auction” encompasses morejtista highest-bidder,
public, saleof-property auction “An auction is a process bfiying and selling goods or services
by offering them up for bid, taking bids, and then selling the item to the winning bidder.”
Wikipedig Exh. 15 P 2287]. The word “auction” encompasses the traditional English auction (a
highest bidder, open outcry auction), as well as the Dutch auction, sealgdidestuction,
Vickrey auction, reverse auction, and manthers.Id. atP 22889-91.

In arecent lawsuiconcerning an electronic auction patent, Defen@atgle adopted the

statements obne ofthe countrys leadingauction expe#g, Dr. PaulMilgrom, who explained

“There are many different types afictions. For example, auctions may be ascending, in
which a valid new bid must exceed the last entered bid, or descending, in which a valid
new bid must be less than the last entered bid, or neither. Bids may be open, meaning that
bidders are aware of @aother’s bids, or they may be sealed (assealed envelop&s

meaning bidders are not aware of each other’s bids. ... Auctions vary widely in their
formats and rules....” Exh. 16 at 8 {25.

Defendants selectively cite to the narrowest dictionary tiefns. But those same
dictionariestypically include broader definitions thate not limited téhighest bidder,” “publi¢’
or “sale ofproperty” Webster's Third New Int’| Dictionar§42 (4th ed. 2001) (“the act or
process of bidding”)Random House ®ster’s Dictionaryd5 (4th ed. 2001) (“To sell at

auction”). It is improper to choose a narrow dictionary definition when the context of the clai
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language shows that a breadlefinition is appropriatePhillips v. AWH Corp 415 F.3d. 1303,
1322 (Fed. Cir. 2005) (en banc) (“the authors of dictionaries or treatises mayysidgals to
communicate them most effectively to the public and may thus choose a meaning that is not
pertinent to the understanding of particular claim language”).

2. Specification and prosecution history.

The specification contains no suggestion that the combinati@®BfA and auction is
applicable only to a narrow subset of auctions. In discussing the background of thd,gher a
specification identified aucti@where the winning bidder was the lowest bidder (not merely the
“highest bidder”), where each bidder was unaware of the bids of other bidders (alyt me
“public” bidding), and where bidding was “for a product awvgee” (not merely “property”).
1:31-35(e.g “Priceline.com”). Similarly, in discussing embodiments of the invention, the
specification similarly includes examples of using PDAs with “reverse auction models” and with
“Priceline.com” where the bids of others are not disclosed. 4:34-36.

The prosecution history likewise does not disavow the ordinary meaning of auction. In a
typical passage, the patentee stated, “Using an auction as an additional factor in deterenining th
price of a product is not obvious over the cited art, because though auctions were knovantjn the
auctions were not used in combination with a PDA in which the price of a product waktecale
the performance of a buyer while participating in the PDBXh. 4 [P165]. The patentee thus
made no attempt to narrow the type of aurctio which the claim applied, or to distinguish
particular auctions known in the prior art. Instead, the patentee embracactdria ... known
in the art.” Id.

B. Issue 2:“an auction is not a PDA”

The claim language and prosecution history make clear that the auctiomhis PDHA.

When thepatenteesought imlepement claims to identify the PDA as a particular activity,

the patentee always used the formulation “the REjA certain activity].” Claims 17, 25, 29. But
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for the auction claims, ¢hprice is determined partially based on the results of a PDA and “the

price is determined at least partially upon participation of the buyer in anraticClaims 13, 22.

That is, a PDA and an auction aeparatefactors that achpartially determine price.
Furthermore,he patentee expressly statedhe prosecution histophat anauction was

“an additional factor” to the PDA and would be used “in combination with a PDA.” Exh. 4

[P165].
VI. “performance of the buyer”
Phrase Plaintiff's proposl Defendants’ proposal
“performance of | “the buyer’s actions or deeds in | “the buyer’s level of success (at tl
the buyer” the PriceDetermining Activity” Price DeterminingActivity)”

Plaintiff construes “performance” consistent with the intrinsic rembandordinary
meaning- as “actions or deeds.” Defendants, however, define “performance” as “level of
success™i.e. as the buyer’s score or rating for its performanadich slightly alters the
meaning of the claims. While a buyer’s level of succeasdirect reflection of the buyer’s
actions or deeds (“performance”) in the PDA, the actions and the resultingaseor@ identical
concepts.

A. Claim language.

The term “performance” appears in the context of the “performance of thedwyeg the
PDA,” or “while participating in the PDA.” In this context, the ordinary megrh
“performance” is “actions or deedsSeeWebster’s Third New Int’l Dictionary43 (4th ed. 2001)
(“a particular action or deed”Ekh. 10 [P 22753A} The Am. Heritage Dictionary of the English
Languagel306 (4th ed. 2000) (“something performed; an accomplishment”) (Exh. 9 [P 22643]
Dictionary.com Unabridgedv 1.1) (“a particular action, deed, or proceeding”) (Exh. 14 [P
22701).

Although the quality of a “performanceééterminests “level of successthe two

concepts are not identical. For example, observing a pianist’s performansdoefeserving a

26



pianist’s actions or deeds in playing the piano. It does not mean watching thes glanedtof
successWhile playing. Similarly,it makes péiect sense to refer to the “level of success of a
performance” because the “performance” (the actions or deeds) and the “level of success” are
separate concepts. fRaing toan “excellenperformance” refers to the qualivf the actions or
deeds

The context of the claim language reinforces this analysis for two reasons.

First, the claims read “performance of the bugeringthe PDA” and “performance of the

buyerwhile participating inthe PDA.” The actions or deeds t&lplace “during” and “while

participating in.” But devel of success is not known “during” or “while participating timé
performance; rather it is known upon completing the performarntaetfers to the outcome.

Secondthe claims state that the systéreceiv[es] data [over the Internet] representing the
performance of the buyer.” The claims include embodiments where the buyer’s performasace tak
place at its location (for example on a buyer’s local desktop), and then data@mépgethat
performare is transmitted over the Internet to the system, which then assigns @.scaievel
of performance). Claim 31; 4:10-11; 5:22-27. In these embodiments, it is the actions gfethe bu
in performing the PDA that are transmitted, not the level afesgie. score). Thus“data
representing the performance” includes embodiments where the data is not the level of success.

B. Specification.

In the specification, the patentee often distinguished a buyer’s perforifi@aetions in
performing the PDAfrom the buyer’s level of success or score resulting from that performance.
The specification discusses a buyer getting a lower price “if they can achieve a certain level of
performance at the specified activity.” 2:58. Here “performance” means theyer’s actions or
deeds at the PDA, and is clearly distinct from the level of performance. Similarly, the patentee
refers to the buyer’s level of success by using the phrase “the buyer’s performance rating, or

score.” 2:23-25.
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VIl.  “master controller”

Phrase Plaintiff's proposal Defendants’ proposal
“master controller” | “a device or subsystem that has overg “centralized server”
control of other devices or systems”

Both sides agree that a “master controller” may take the form of a centralized server
Defendants, however, propose limiting the definition of “master controller” to ordgn
centralized servers. This is contrary to the claim language and the specification.

A. Claim language.

The phrase “master controller” appears in claim 12 asesiung that perfornis]”’ the
steps of accepting requests from a buwayet receiving performance data over a global
communications network. In the computing field, the ordinary meaning of “cantrala device
or subsystem that controls other devicesubsystemsSee Oxford Dictionary of Computiig 4
(5™ ed. 2004) (Exh. 12 [P22760]) (“subsystem that governs the functions of attached devices”);
Microsoft Computer Dictionary28 (5“ ed. 2002)Exh. 13) [P22756] (“A disk controller, for
example, combls access to one or more disk drive¥VprdNet3.0, (Exh. 14 [P22667]]"a
mechanism that controls”)The word “master” used as an adjective means something that has
overall controlof other parts.SeeThe Am. Heritage® Dictionary of the English Languag&7-
1078 (4" ed. 2000 (Exh. 9 [P22636])“controlling all other parts of a mechanism”).

Accordingly, the ordinary meaning tife claim language in conteist“a device or
subsystem that has overall control of other devices or subsystéerhg.’thim language contains
no suggestion that a master controller must be a “server” or that ibmastcentralized” device,
as opposed to, for example, a subsystem distributed over two or three computerseint differ
locations.

B. Specification.

The pecification precludes Defendants’ proposal for three reasons.

First, the specification explicitly states that a “server” is only one example of a master
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controller, and that a “master controller” can take some other form.

“FIG. 2 is a block diagram shamg one embodimerf an_operation controller 2G&

used in accordance with the present invention._The operation controller may be a computer
serverwhich provides content to and manages a website implementing the concepts
described herein. The buyer and seller interfaces (202 and 204 respectivetgmpeige

a PC 216 (see FIG. 3) connected to the master operation controller.”2@53 patent

6:21-30.

This passage states that the depicted exampldysone embodimeritof the master operation
contoller. It further states that a master operationtroller ‘may be a computer server,” which
necessarily means that a master contraflay be something other tharcomputer server.
Secondthe only place the phra%eentralized server” appears is in a passage stating that
“[a] centralized server or controller may be implemented to manage all transactions214:18
Once again this pasgaincludes the permissive “mayyhich means that inhay notbe
centralized as wellMoreover by using the word¥,” this passage explicitly identifies a server as
onealternative Schumer v. Lab. Computer Sy308 F.3d 1304, 1311-1312 (Fed. Cir. 2002) (“We
have consistently interpreted the word ‘or’ to mean that the items setjuence are
alternatives.”).
Third, the specification explicitly states that the controller need noehtalized in a
single computer, but rather can be distributed over units housed in separate locations.
The specification incorporates by reference the contents of U.S. Pat. No. 5, 192207
patent). 1:35-37. The specification of the ‘207 patent, therefore, becomes a part of the

specification of the ‘253 patent. It states:

“While the above embodiment describes a single computer acting as central
controller200, those skillé in the art will realize that the functionalitgn be
distributed over a plurality of computerin one embodimententral controller
200 is configured in a distributed architecture, wherein the databases and
processors afgoused in separate units ocddiors.” 14:30-33 (emphasis added).

Thepatentee expresstgjected a limitation that a “central controller” must be

“centralized.”
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VIII.  “description of a product’/ “data representing a plurality of products”

Phrase Plaintiff's proposal Defendantsproposal
“description of a “information sufficient to identify a| “information sufficient to identify
product” product or service” a particular product”

“data representing a | “data sufficient to identity two or | “data sufficient to identify two or
plurality of products” | more products or seces” more particular products”

There is little difference between the parties’ proposals. Defendants’ rewrite the claim
slightly by inserting the word “particular,” a concept not found in the claim languRigéntiff’s

proposal is consistent with the ordinary meaning of the claim language anttitisc record

IX. “price range”
Phrase Plaintiff’'s proposal Defendants’ proposal
“price range” “upper and lower bounds within | “specified uppeand lower boundsg
which the price may vary” within which the price may vary”

The sole difference in the parties’ proposals is Defendants’ addition of the word
“specified” a concept not found in the claim languagdrtaintiff’'s proposal is consistent with the
ordinary meaning athe claimlanguage anthe intrinsic record

X. Conclusion.

Plaintiff's proposals should be adopted and Defendants’ proposals rejected.
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