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ABSTRACT

A business model / process is described for conducting business transactions over
the Intemet, allowing buyers to reduce the price of the selected product / service based on
the buyer's performance during a collateral activity. Sellers offer the product / service
within a specified price range, and buyers accept the offer, in exchange for the
opportunity to close the transaction at the lowest price offered by achieving a high score
during the collateral activity. The ultimate price is within the agreed upon range, but is
determined based upon the buyer's performance during the collateral activity. The activity
may be a video game, electronic board game, sports bet, card game, or any other activity,
and may be performed against the seller, a pre-programmed software opporient, a
computer opponent, another buyer competing for the same or a different product, a player

participating as a player only and not as a buyer, or anyone or anything else.
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SYSTEMS AND METHODS FOR TRANSACTING BUSINESS dVER A
GLOBAL COMMUNICATIONS NETWORK SUCH AS THE INTERNET

FIELD OF THE INVENTION

The present invention relates generally to systems and methods of doing business
over a global communications network such as the Internet, and more particularly to
systems and methods wherein various forms of competition and/or entertainment are used

to determine transaction prices between buyers and sellers.
BACKGROUND

Many businesses have recently begun expanding into e-commerce in an effort to
attract some of the seemingly endless source of potential buyers. In fact, many new
businesses actually offer their products and services solely via e-commerce. Some e-
commerce businesses provide traditional transaction methods, wherein the seller offers a
specified product at a specified price, and the buyer "buys" the product by performing a
required set of tasks acknowledging the formation of a binding buy-sell contract. This
occurs at Amazon,com, e.g., which began as an on-line book seller, but has recently

expanded into other fields such as music and videos.

Various other business models have also emerged, apparently in an effort to
attract a greater portion of the on-line market. For example, Priceline com uses a model
which allows the buyer to present a bid or offer price they wish to pay for a product or
service, and a seller then accepts the buyer's offer to enter into a binding contract,
typically as the result of a reverse auction process. See, e.g., U.S. Patent No. 5,794,207,

the contents of which are hereby incorporated herein by reference. VerticalNet.com uses
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a model which allows businesses to find information regarding manufacturers of specific

* products, after which time the business (buyer) then contacts the manufacturer directly to

purchase the products. Onsale.com and gBay.com use auction models allowing sellers to
submit their products to an electronic auction, which buyers then bid on electronically.
Onsale com has also announced an "at-cost” program, claiming to sell varicus computer
and other electronic products at wholesale cost. Other e-commerce companies simply use

their websites as an advertising activity to promote their products.

These various e-commerce business models all have certain advantag:es and
disadvantages, but as a fundamental principle of a free market economy such as in the
United SMtes, their common goal likely is to attract as many customers as possible, to
ultimately lead to more transactions and hence more profit for the companies employing
the models. As such, they all seem to focus in one way or another on factors typically
considered important by potential buyers - namely price and convenience. None of them,
however, allow a potential buyer to engage in a competitive / entertaining collateral
price-determining activity (PDA) which ultimately determines the price of the product or

service to be secured, depending on the buyer's performance during the collateral activity.

Offline sweepstakes systems are also known, which allow a game player to win
cash or other prizes or credits depending on the player's performance of a specified set of
tasks. A simple example involves a player scratching off one of a number of covered
areas on a card, to reveal a prize. However, such systems typically do not bind the player
to a contract, but merely provide an offer to the player / buyer to enter into @ contract on

the specified terms.
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Systems and methods are thus desirable to allow a potential buyer to-engage in
competitive / entertaining activities wherein the activities ultimately determine the price
of the product or service to be bought, depending on the buyer's performance while
participating in the PDA. Such systems and methods using a global communications
network such as the Intemet would provide buyers and sellers an alternative method of

conducting e-commerce.

SUMMARY OF THE INVENTION

The present invention comprises a business model used to determine the price of
goods and/or services to be provided from a seller or sellers to a buyer or buyers. Various
forms of electronic competition and/or entertainment are used as intermedicry activities
between said buyers and sellers to ultimately determine a contract price. Sellers offer a
product or service within a specified price range, and buyers enter into a contract to buy
the product or service within that price range. The ultimate price (within the range) is
determined based upon the buyer's performance rating, or score, which the buyer receives
from participating in a collateral activity. Thus, if a buyer performs poorly at the activity,
the price will be higher, whereas if the buyer does well, the price will be lower. The
activity may be a video game (including audio / visual games), electronic board game,
crossword puzzle or other word game, sports bet, card game, or any other activity or
combination of activities, and may be performed against the seller, a pre-programmed
software apponent, a computer opponent, another buyer competing for the same or a
different product, a player participating as a player only and not as a buyer, or anyone or
anything clse. The actual range may be a scaled set of prices .(e.g., $1000.00, $1100.00,
$1200.00, etc.), or it may be simply a single price, such as a discounted price, for which

3
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the buyer will either "win" the contract or "lose", and not be entitled to the product at the
specified price, or it may even include a lower boundary of $0.00, such that the product
or service might be attainable for free if the buyer can achieve a certain performance

level while participating in the PDA.

Sellers are able to attract buyers using the marketing incentive that buyers can
reduce the price of the offered product or service by performing well at the specified
activity. Sellers are willing to put forth the initial offer of a certain price range, in hopes
that the average price of the product over time will be a profitable price within the range,

based upon the average performance of potential buyers that is expected to accur.

Buyers, on the other hand, are willing to accept the possibility of paying the
highest price within the range, in exchange for the opportunity to pay the lowest price (or
any lower price} within the range if they can achieve a certain level of performance at the
specified activity. Buyers also receive a side benefit of the entertainment value of the

activity, during which they are attempting to lower the price of a product or service.

Thus, one aspect of the present invention involves a method of doing business

over a global communications network comprising the steps of; communicating to a

buyer via the global communications network, a description of a product; accepting a first '

request from the buyer to buy the product for a price to be determined within a price
range; accepting a second request from the buyer to allow the price to be determined
based upon a performance of the buyer while participating in a Price-Deterrnining-

Activity (PDA) selected by the buyer; receiving data from the buyer over the global

communications network, said data representing the performance of the buyer during the
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selected PDA; and determining the price of the product based at least partially upon the

data received, said price being within the price range.

Another aspect of the present invention involves a method of detenni:tling a price
of a product using a global communications network, comprising the steps:
communicating to a buyer via the global communications network, data representing a
plurality of products available, said plurality of products including a first product;
accepting acknowledgement from the buyer representing an intent of the buyer to buy the
first product at a price to be determined based upon a performance of the bu yer while
participating in a Price-Determining-Activity (PDA), said acknowledgement being
communicated over the global communications network; determining the pem%formance of
the buyer; and assigning a price to the product, said pﬁcc being dependent upon the

performance of the buyer.

Another aspect of the present invention involves a system for conducting e-
commerce over a global communications network, comprising: a computer server having
access to the global communications network, and being programmed to corrnunicate to
a buyer via the global communications network, data representing a plurality of products,
said plurality of products including a first product; and to accept acknowledgement from
the buyer representing an intent of the buyer to buy the first product at a price to be
determined dependent on a performance of the buyer while participating in & Price-
Determining-Activity (PDA), said acknowledgement being communicated over the
global communications network; and to determine the performance of the buyer based
upon data received over the global communications network; and to assign a price to the
product, said price being dependent upon the performance of the buyer.

5
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Methods are thus described wherein buyers participate in selected activities, the
outcomes of which are used to determine the ultimate price the buyer is to pay for a
selected product or service, Other objects and advantages of the present invention will be
apparent from the detailed description which follows, when read in conjunction with the

associated drawings.

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 is a flow-chart illustrating the steps involved in a typical transaction

performed in accordance with the concepts of the present invention.

FIG. 2 is a block diagram showing an embodiment of dn operation controller as

used in accordance with the present invention.

FIG. 3 is a block diagram showing one embodiment of a buyer or seller interface

in accordance with the present invention.
DETAILED DESCRIPTION OF THE INVENTION

The present invention describes business systems and business models / processes
for conducting business transactions wherein the buyer and seller agree to a price range at
which a transaction will take place. Sellers offer their product / service within a specified
price range, and buyers accept the offer, in exchange for the opportunity to ¢lose the
transaction at the lowest price offered by achieving a high score during a collateral
activity. The ultimate price is within the agreed upon range, but is determin¢d based upon
the buyer’s performance during the collateral PDA. The activity may be a video gzime,

electronic board game, sports bet, card game, or any other activity, and may be performed

6
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against the seller, a pre-programmed software opponent, a computer opponent, another
buyer competing for the same or a different product, a player participating a5 a player
only and not as a buyer, a predetermined achievement level, or anyone or anything else.

The activity may be conducted on-line, or off-line.

Application of the present invention is especially beneficial using a global
communications network such as the Internet, because the massive numbers of buyers
and sellers, combined with the ability to conduct transactions across time zones, makes
the Internet especially suitable for practicing the present invention. A centrallized server
or controller may be implemented to manage all transactions, allowing access through
various front-ends such as existing Internet portals or e-commerce sites. Such control
would allow for efficient management of quality control, buyer-seller qualification
screening, association of PDAs with corresponding products and services, and other

database and e-commerce customer service and data control issues.

Turning to FIG. 1, a flow-chart is shown illustrating the steps involved in a typical
transaction performed in accordance with the concepts of the present inventi;an. At step
110, the buyer selects a desired product or service to be purchased. The selection may
occur via a website managed by the seller or the seller's agent (e.g., a master controller),
using typical selection techniques such as point-and-click, pop-up menus, el¢. The
website may offer the products or services as common offerings always available, auction
items (e.g., like gBay.com), reverse auction items (e.g., like Priceline.com). or any other
way. The present invention thus may be used independently of other business models, or
in combination therewith, to form binding contracts. For example, using the auction or
reverse auction models, the buyer may be entitled to a further discount of the auction or

7
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reverse auction price, which discount may be greater if the buyer performs well at the
PDA, and not so great if the buyer performs poorly. The offerings of various products
and services, and the associated PDAs, may be presented via a seller's website, or a host

website acting as a front end to systems embodying the concepts described herein.

At step 120, the buyer sclects a PDA from a set of those available. The available
set of PDAs may be pre-set by the seller or seller's agent, and may be a subset of the
actual set of activities in a PDA database. The PDAs available may vary depending upon
many factors, such as the product / service being offered, the price range beijxg offered,
the quantity of products available, the demand for the product, etc. For exam:ple, a seller
may allow a buyer to choose from any PDA in the PDA database, for a particular item
that the seller wants to offload as a promotional item, and for which the seller is
unconcemed as to the probabilities of receiving a specified average price over time for
the prodﬁct. On the other hand, for a popular product that is capable of commanding a
full market price, the seller may wish to only allow certain PDAs to be associated with
the product, where those PDAs will typically result in a higher sale price than other
PDAs. The association of a.particular PDA with any given product or service, any given
seller, any given buyer or class of buyers, any given time period, any given source of
entry to the website implementing the present invention, or to any other database,
database entry, event, or other factor, or to any combination of the aforementioned, may

be managed and controlled using well-known database management software,

" After the buyer selects a PDA, the buyer may provide payment information, as
seen at step 130. The information may be input and processed using well-known e-
commerce financial software, taking advantage of integrated or independent encryption

8
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technology. Alternatively, the buyer may provide financial information via phone, regular
mail, e-mail, or any other means, and may gain access to the seller's offers via a password
or other secure identification method already associated with the buyer’s financial

information. This step, of course, may occur at any stage in the process, but preferably

occurs prior to allowing the buyer to participate in the PDA.

Once the buyer selects the PDA at step 120 (and preferably after the buyer
provides payment info at step 130), the PDA may begin, as seen at step 140. Actual start
of the PDA may require additional input from the buyer, indicating he or shé is ready to
begin, and/or that he or she agrees to and understands that by beginning the l"DA, heor
she has entered into a binding contract. The PDA may be a video game, electronic board
game, gambling game, sports bet, or any other activity, and may be single-player or
multi-player, and may comprise computer-executable code sent to the buyer over a global
cor.nmunications network such as the Internet. Various PDAs are described in more detail

herein.

When the PDA is complete as to the buyer (step 150) the actual price of the
product or service at issue is determined (step 160), and if the contract is binding, the
transaction may then be completed. If the contract is not binding, because e.g., the buyer

was given the opportunity of engaging the PDA on a "no commitment basis”, then at this

point the buyer is asked if he or she wants to close the transaction at the determined price.

The following example will illustrate in more detail a buyer-seller transaction
occurring using the flow-chart of FIG. 1. Buyer Bobby accesses the Internet using a

typical PC with browser software. Bobby sends a request though his browser to link to a
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website implementing the concepts described in FIG. 1. For this example, wé will call the
website www.pdaportal.com (No such website is known to exist at this time). Bobby
navigates the website, and finds that he can buy a Mark McGwire rookie card in mint

condition, if he is willing to pay anywhere between $500.00 to $3575.00. Ho decides to

check it out, and clicks on the Mark McGwire image to proceed (step 110).

He is then presented with a pull-down menu of five different "games” (PDAs) to
choose from, along with price determination rules explaining how each PDA will be used
to determine the ultimate price of the McGwire card. The "games" are: 1) a bridge game
where he would be dealer and North, and would be playing with three other individuals
who have selected bridge as their PDA for other products offered by
www.pdaportal.com; 2) a Mark McGwire trivia quiz of ten questions; 3) an dffer to
predict which major league baseball player will be the first to reach fifty horne-runs this
season; 4) a game of keno; and 5 a classic PacMan video arcade game. After browsing
through each option, and learning what type of performance would be necessary from
him to achieve a buying price of $500.00, he decides to go for the trivia quiz (step 120),
in which he is informed that he only needs to answer 9 of 10 multiple choice questions
correctly within a fifteen minute period to achieve the $500.00 price. Even ifhe only gets

5 out of 10 correct, he will get the card for $560.00, and he figures that isn't so bad.

He then sends his VISA card information to the pdaportal.com server (step 130),
and is informed that he may begin the "game" by selecting "START", or by returning
within 48 hours to pdaportal.com and entering code "MC9915432" into the "Active
request?” field. He decides to go for it now, and clicks on the "START" button. The game
begins (step 140). Bobby gets through the first 8 questions, and has them all right so far,

10
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but realizes he has only nine seconds remaining. He has no time to read the next two
questions, so he simply guesses "b" for both of them. The clock runs out, and the game is
over (step 150). Bobby is informed that the answer to number 9 was "c", but the answer
to number 10 was "b". He gets 9 answers correct, and according to the predetermined
algorithm as presented to him at the start of the game, his performance locks in the price
at $500.00! (Step 160). The shipping, customer service, and other e-commerce details are

handled by the www.pdaportal.com software, which is well-known in the art.

As previously mentioned, the transactions may be handled by a mast er operation
controller or content server for efficient processing and marketability. FIG. 2 is a block
diagram showing one embodiment of an operation controller 206 as used in accordance
with the present invention. The operation controller may be a computer server which
provides content to and manages a website implementing the concepts described herein.
The buyer and seller interfaces (202 and 204 respectively) may comprise a PC 216 (see
FIG. 3) connected to the master operation controller 206, and may each have browser
software installed. The connection may be via an electronic network interface 207 and
connection 208 to a modem or other communication device 210, which in turn is
connected to the content server 206 via any Internet connection 212 such as phone lines,
cable lines, ISDN, T-1, etc. The network interface 208 and connection 207 is shown for
simplicity to be the same for the buyer and seller interfaces 202 and 204, but this is not
required, and in most instances would not be the case. Connection to the master operation
controller 206 may be directly via an Intemet connection 212, and may occur via a

hyperlink from another website acting as a front-end to the master operation controller.

1
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The content server 206 has access to a database 214, which may be one physical
database, or multiple physical databases, as is well-known in the art. Various physical or
logical databases may include the following: a goods offered database 214a, a seller
database 214b, a buyer database 214c, a payment info database 214d, a price acceptance
database 214¢, a PDA database 214f (containing data regarding the available PDAs), a
price decisions database 214g, a seller account database 214h, a buyer account database
214i, a buyer history database 214j, and many others. The relationships between the
various databases 214 may be programmed using well-known programming ftechm'ques.
For example, relationships may be set up as previously described to associate specified
PDAs with specified products offered by specified sellers during specified time periods.
The databases may be organized and partitioned in any convenient manner, and the

format shown in FIG. 2 is merely an example.

Turning now to FIG. 3, a sample configuration of the Buyer Interface is shown.
(The same configuration may be used for a Seller Interface). As can be seen, the buyer
interface 202 may comprise a PC 216 connected to the master operation coritroller 206,

and may have browser software installed. The connection may be via an electronic

network connection 207 to a modem or other communication device 210, which in turn is

connected to the content server 206 via any Internet connection 212 such as phone lines,

cable lines, ISDN, T-1, etc. Connection to the master operation controller 206 may be
directly via an Internet connection 212, and may occur via a hyperlink from another

hosting website acting as a front-end to the master operation controller content. A

monitor 218 or other output display device may be attached to the buyer's PC, as is well-

known in the art. In an exemplary embodiment, a buyer interface 202 simply needs to

12
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have Internet access and browser software installed, to allow a buyer to navigate the

Internet and access a website hosting content which implements the methods described

herein. FIG. 3 is merely a simple example of such a configuration.

Turning now to the Price Determining Activities, or PDAs, the present invention
contemplates a wide variety of PDAS to be used as described herein. It is to be
understood, therefore, that various PDAs available, along with price determination rules
explaining how the PDAS are used to determine the ultimate price of a specified product
or service, may be pre~pmgran;med and/or programmable, as needed. Thus, upon
execution of a PDA in one case, a score of 100,000 may entitle the buyer to a $500.00
price, whereas the same PDA may entitle a different buyer to a price of only $525.00 for

the same product.

PDAs may be added, modified, and/or deleted. The availability of any given PDA
may also change and be set based upon any combination of the associated product or
'service offered, the identity of the seller, the time of the offer from the seller, the source
of entry into the PDA's host website (¢.g., special promotions may be offered to buyers

accessing the PDA website through a Yahoo! link), the skill level of the buyer

" participant, the number of players involved in the PDA, the changing popularity of the

PDA, and many other external factors. It is preferred that the price determination rules
explaining how a particular PDA is used to determine the price of a given product or
service, are communicated to the buyer prior to the buyer engaging the PDA.. This will

likely facilitate the creation of a binding contract upon the buyer.

13
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A classic example of a PDA is a video game, wherein at the end of the game, the
player has eamned a certain point total or score. The score is then used to detérmine the
price of the product or service at issue, in accordance with a mapping algorithm. Using
the Mark McGwire card example described earlier, a score of less than 100,000 points
may correspond to the $575.00 price; 100,000 to 199,999 may correspond to a $550.00
price; 200,000 to 299,999 may correspond to a $525.00 price; and a score of 300,000 or
more may correlate t§ the lowest price available, $500.00. The various scor ranges and
corresponding resulting prices may of course be adjusted by the seller or seller's agent as

needed.

Another example of a PDA involves a simulated investment in a stock market. A
buyer may submit his or her prediction on the value of a certain stock, mutual fund,
sample portfolio, index 'ﬁmd, either U.S. or foreign, at the close of a specified trading
day. Or a buyer may be given a set amount of simulated "money" to "im)&st" in various
public markets, his final portfolio value being compared to a raw score or the score of
other players and/or buyers to determine the price he is entitled to pay for the specified
product or service. The difference (either in percentage or raw points) between the
buyer's prediction, and the actual closing price or value, may then be used to determine

the price of the specified product or service.

Another example of a PDA involves sports wagering. A buyer may submit his or
her wager or prediction on the outcome of a sporting event, or a combination of sporting
events, or individual or team achievements during the course of a sporting event. "Odds"
may be posted which correspond to the price the buyer will be entitled to depending on

the accuracy of his or her wager.

14
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Other PDAs include electronic card games, such as bridge, cribbage, black jack,
poker, or other card games, craps, roulette, and electronic board games such as chess,
backgammon, checkers, or a proprietary game such as Trivial Pursuit, Monopoly, or
other game. It is to be understood that a price determining algorithm associated with a
PDA may involve considerations of the number of players or buyers involved, and the

skill level of those players.

For example, a particular seller may have nine widgets available for sale, for
which he desires to get an average of $100.00 each. He therefore configures his offer to
extend to the first nine buyers interested in the widget, with a single PDA of a simulated
horse race being the only PDA available. He configures the horse racing PDA to post
“odds” such that three horses with the best times will receive the widget for only $75.00;
numbers 4-6 will pay $100.00, and numbers 7-9 will pay $125.00, thus securing an

average price of $100.00 per product for the seller.

In the horse race example, as in any multi-player situation, the simulated horse
race may occur with all participants simultaneously, or it may occur at various times
depending on when each buyer is available to participate. In the former case;, participants
may be notified by e-mail, audio or visual indicator, or any other way as to the specific
start time of the multi-player PDA. For example, a player may sign-up for the race, and
await at his terminal for the trumpet noise, which he wpuld then acknowledge. The server
might actually sign-up twenty or more players, and send the trumpet noise to each one
until nine players have acknowledged. Once the server has received nine
acknowledgements, the ten second countdown could begin and the PDA would then
occur. As for the other players who did not get the trumpet call, they could remain on the

15

P 00034




10

15

20

’ . .

trumpet call wait list until the next trampet call. Various algorithms may be ¢mployed to
remove a player from a wait list after a predetermined amount of time has elapsed. In the
case of asynchronous racing, each player may engage the PDA which will be

programmed to have that player's designated horse compete against the remaining horses

which would be electronic opponents, as opposed to actual players.

Another application of the present invention involves a scenario whetein a buyer
may participate multiple times in the same or various PDAs, in an effort to accumulate
points that correspond to various price levels. For example, a Gateway 2000 computer
costs may retail for $3000.00. For each certain level or accumulation of certain amounts
of points, the buyer would be entitled to reduce the price of the computer. The decrease in
price can be in dollar amount or percentage points, and may or may not have a bottom
limit. The actual transaction price between a buyer and a seller would be determined by

the buyer, when he or she decides a price has been reached to his or her acceptable level.

The actual opponents of a buyer in a multi-player PDA may even be buyers for
other products or services, offered by other sellers. Or the opponent may be a pre-
programmed software opponent, as in the previous asynchronous horse racing example.
The opponent may even be an independent computer, as in the case when a luman buyer
competes against a computer opponent in a chess game. The opponent or opponents may
even be people who are not buyers, but are merely players, participating in the PDA

merely for the inherent entertainment value thereof,

The players and/or buyers may be required to pay a fee based on their

participation in the PDA. The fee may be based upon pay-per-play, or on a predetermined
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time-basis such as quarterly, annual, lifetime, etc. Trial participation may bz available,
allowing a buyer or player / non-buyer to try the PDA for free, up to a specified number
of times. Similarly, sellers may be required to pay a fee to list their products and services

for sale, or they may pay a percentage of their gross or net sales, or an amount based

upon number of participants, etc.

While certain embodiments are illustrated in the drawings and are described
herein, including preferred embodiments, it will be apparent to those skilled in the art that
the specific embodiments described herein may be modified without departing from the
inventive concepts described. For example, well-known e-commerce software for order

processing, order fulfillment, shipping, billing, customer service, security, general ledger,

_ and other applications may be integrated into an overall e-commerce application package

to provide a complete e-commerce solution for a business desiring to capitalize on the
concepts described herein. Additionally, software implementing the concepts and
methods described herein may generally be programmed to allow escape or exit at any
stage, so long as the appropriate request is provided by the buyer. Also, use of the word
"product” in the appended claims is intended to include both products and services.

Accordingly, the invention is not to be restricted except by the claims which follow.
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What is claimed is:

A Nethod of doing business over a global communications network

communicating i & buyer via the global communications network, a description .

of a product;

accepting a first request fom the buyer to buy the product for a price to be

determined within a price range;
accepting a second request froly the buyer to allow the price to be determined
based upon a performance of the buyer While participating in a Price-Detenmining-

Activity (PDA) selected by the buyer;

receiving data from the buyer over the\global communications network, said data

representing the pcrformanc;: of the buyer durin} the selected PDA; and

determining the price of the product based & least partially upon the data

received, said price being within the price range.

2. The method of claim 1, further comprising the step of accepting payment

information from the buyer over the global communications network.

3. The method of claim 1, further compdsiné the step of presenting to the
buyer over the global communications network, a plurality of PDAs to choose from, said

presentation of the plurality of PDAs occurring before accepting the second request from

20  thebuyer.
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4, The method of claim 3, further comprising the step of presenting price

determination rules to the buyer over the global communications network, said price

determination rules being associated with the plurality of PDAs.

s. The method of claim 4, wherein the PDA is a video game.

' g The méthod of claim 1, further comprising the step of associating the
7'-/ sclected PDA with the prodyct based at least partially upon a number of participants
required for execution of the se PDA.,

7. The method of claim 1, further comprising the step of sending price data

t to the buyer via the global communications network, said price data representing the

i 10  price.

n 8. The method of claim 1, further comprising the step of accepting offer data

g from the seller representing an offer from the seller to sell the product within the price

range.

. The methdq of claim 1, wherein the selected PDA requires participation of
'37 t least one person in additionNp the buyer.
* :
/d The method of claim 1, wherein the steps of accepting the first request

from the buyer, accepting the second request from the buyer, and receiving the

i)
B
]

petformance data from the buyer, are performed by a master controller,

(%

/Pf The method of claim 1, wherein the price is determined at least partially

20  upon participation of the buyer in an auction.
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)&’. Il{' The method of claim 1, wherein the global communications network is the

Internet.

ethod of determining a price of a product using a global

product;

accepting acknowledgemynt from the buyer representing an intent of the buyer to
buy the first product at a price to be\determined based upon a performance of the buyer
while participating in a Price-Determiging-Activity (PDA), said acknowledgement being

communicated over the global communitations network;
determining the performance of the Buyer; and

assigning a price to the product, said prike being dependent upon the: performance

of the buyer.
I\

)A.’ The method of claim ;{,ﬁmher comprising the step of receiving data over
the global communications network representing an election of the buyer to select the

PDA.
4

70
1¢  The method of claim ],3{ further comprising the step of accepting payment

information from the buyer over the global communications network.
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17.  Thg method of claim 16, wherein the PDA includes participation of a
second buyer, and er comprising the step of communicating to the buyer and to the

second buyer over the global communications network, price determination rules.

18.  The methodof claim 13 wherein the price is dependent at least partially

upon a bid selected by the buyer and received over the global communications network.

19. A system for conducting e-commerce over a global communications

network, comprising:

a computer server having accejs to the global communications network, and being
programmed fo:

a) communicate to a buyer via the glpbal communications network, data

representing a plurality of products, said plura|ity of products including a first product;

b) accept acknowledgement from the buydy representing an intent of the buyer to
buy the first product at a price to be determined dep¥ndent on a performance of the buyer
while participating in a Price-Determining-Activity (PRA), said acknowledgement being

communicated over the global communications network;

<) determine the performance of the buyer based upok data received over the

global communications network; and
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d) assign a pridg to the product, said price being dependent upon the performance
of the buyer.
& 20
,26. The system of claim}/, wherein the PDA comprises computer-executable

code sent to the buyer over the global communications network.
rid g
/2‘1./ The system of claim 2({ wherein the server is further programmed to

process payment information of the buyer communicated over the global communications

network.
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Application/Contro] Number: 09/342,866 Page 2

Art Unit: 2165

DETAILED ACTION

I. Claims 1-27 have been examined.

Drawings

3. This application has been filed with informal drawings which are acceptable for

-examination purposes only. Formal drawings will be required when the application is allowed

because of the reasons set forth on the PT0-948 Form enclosed.

Claim Rejections - 35 USC § 112
2. Claims 1, 13, and 19 are rejected under 35 U.S.C. 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly claim the subject matter which
applicant regards as the invention.

Claims 1 and 13 are directed to a method and state desired results, but fail to provide
information on the specific structure included to achieve them. Claims 1 and 13 state “based
upon a performance of the buyer while participating in a price-Determinating-Activity (PDA),”
in lines 7-9. Correction is required.

Claim 19 is directed to a system and states desired results, but fails to provide information
on the specific structure included to achieve them. Claim 19 states “dependent on a performance
of the buyer while participating in a price-Determinating-Activity (PDA),” in lines 7-9.

Correction is required.
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Art Unit: 2165

Claim Rejections - 35 USC § 102
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless --

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use
or on sale in this country, more than one year prior to the date of application for patent in the United States,

4, Claims 1-2, 11-16, 18-19, and 25-26 are rejected under 35 U.S.C. 102(b) as being
anticipated by Goldhaber et al. (U.S. Patent 5,855,008).

As per claims 1, 13 and 19, Goldhaber et al. discloses:
- a computer server having access to the global communications network (col. 4 lines
18-24; col. 8 lines 26-30; col. 9 lines 32-35);
- communicating to a buyer to buy the product for a price to be determined within a price
range (col. 9 lines 32-40; col. 10 lines 9-38; fig. 2 [50,52]);
- accepting a first request from the buyer to buy the product for a price 10 be determined
within a price range (col. 10 lines 9-38; fig. 2 [50,52]);
- accepting a second request from the buyer to allow the price to be determined based on a
performance of the buyer while participating in a Price-Determining-Activity (PDA) selected by
the buyer (col. 10 lines 39-57; fig. 3 [56, 58, 60]);
- receiving from the buyer over the global communications network, said data representing

the performance of the buyer during the selected PDA (col. 10 lines 46-57);
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- determining the price of the product based at least partially upon the data received, said

price being within the price range (col. 10 line 53 - col. 11 line 31);

As per claims 2 and 15, Goldhaber et al. discloses the step of accepting payment
information from the buyer over the global communications network (col. 38 lines 1 1-12).

As per claim 11, Goldhaber et al. discloses the price is determined at least partially upon
participation of the buyer in an auction (col. 4 lines 63-64).

As per claim 12, Goldhaber et al. discloses the global communication network is the
Internet (col. 4 lines 18-24).

As per claim 14, Goldhaber et al. discloses the step of receiving data over the global
communications network representing an election of the buyer to select the PDA (col. 10 lines

39-57; fig. 3 [56, 58, 60]).

As per claim 16, Goldhaber et al. discloses:
- the price to be determined is within a price range (col. 10 line 53 - col. 11 line 3 1); and
- communicating the price range to the buyer over the global communications network

(col. 9 lines 32-40; col. 10 lines 9-38; fig. 2).

As per claim 18, Goldhaber et al. discloses:
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- the price is dependent at least partially upon a bid selected by the buyer (col. 9 lines
32-40; col. 10 lines 9-67; col. 11 lines 1-31); and
- received over the global communications network (col. 4 lines 18-24; col. 9 lines 32-40;

col. 10 lines 9-67; col. 11 lines 1-31).

As per claim 25, Goldhaber et al. discloses the price is determined at least partially upon

participation of the buyer in an auction (col. 4 lines 63-64).

As per claim 26, Goldhaber et al. discloses the prices is determined at least partially

upon an offer received from the buyer (col. 10 line 46 - col. 11 line 31).

Claim Refections - 35 USC § 103
5. The following is & quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(=) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whale would have been obvious at the time the invention was made to a person
having ordinary skill in the ast to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

6. This application currently names joint inventors. In considering patentability of the
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various

claims was commonly owned at the time any inventions covered therein were made absent any
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out
the inventor and invention dates of each claim that was not commonly owned at the time a later
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c)

and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a).

7. Claims 3-10, 17 and 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Goldhaber et al. (U.S. Patent No. 5,855,008), and further in view of Rossides (U.S. Patent

No. 5,269,521).

As per claim 3, Goldhaber et al. does not disclose presenting to the buyer over the global
comununications network, a plurality of PDAs to choose from, said presentation of the plurality
of PDAs occurring before accepting the second request from the buyer. However, Rossides
discloses presenting to the buyer over the global communications network, a plurality of PDAs to
choose from, said presentation of the plurality of PDAs occurring before accepting the second
request from the buyer (col. 15 line 63 - col. 16 line 11). Therefore, it would have been obvious
to one skilled in the art at the time the invention was made to combine Goldhaber et al. and
Rossides to disclose presenting to the buyer over the global communications network, a plurality
of PDAs to choose from, said presentation of the plurality of PDAs occurring before accepting
the second request from the buyer, because this provides the user an obvious incentive to

participate in the activity.
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As per claim 4, Goldhaber et al. does not specifically disclose presentin g price
determination rules to the buyer over the global communications network, said price
determination rules being associated with the plurality of PDAs. However, Rossides discloses
presenting price determination rules to the buyer over the global communications network, said
price determination rules being associated with the plurality of PDAs (Abstract; col. 3 lines
36-47). Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to combine Goldhaber et al. and Rossides to disclose presenting price determination
rules to the buyer over the global communications network, said price determination rules being

associated with the plurality of PDAs, because this encourages the buyer to buy products.

As per claim 5, neither Goldhaber et al. nor Rossides disclose the PDA is a video game.
However, Official Notice is taken that it was old and well known in the art at the time the
invention was made that games, including video games, are used to encourage users (in this case,
buyers) to participate in selected activities to increase user participation and make selected
activities more appealing to users. Therefore, it would have been obvious to one skilled in the art
at the time the invention was made to combine old and well known art, Goldhaber et al. and

Rassides to disclose the PDA is a video game, because of the popularity of on-lire video games.

As per claim 6, Goldhaber et al. does not specifically disclose associating the selected

PDA with the product based at least partially upon a number of participants required for
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execution of the selected PDA. However, Rossides discloses associating the selected PDA with
the product based at least partially upon a number of participants required for execution of the
selected PDA (col. 24 lines 1-18). Therefore, it would have been obvious to one skilled in the art
at the time the invention was made to combine Goldhaber et al. and Rossides to disclose
associating the selected PDA with the product based at least partially upon a nurnber of
participants required for execution of the selected PDA, because this increases the probability
that sufficient buyers will participate in the price-determining activity to achieve satisfactory

results in the activity and make a sale.

As per claim 7, Goldhaber et al. does not specifically disclose sending the price data to
the buyer via the global communications network, said price data representing the price.
However, Ressides discloses sending the price data to the buyer via the glo‘bal communications
network, said price data representing the price (col. 16 lines 53-67). Therefore, it would have
been obvious fo one skilled in the art at the time the invention was made to combine Goldhaber
et al. and Rossides to disclose sending the price data to the buyer via the global communications
network, said price data representing the price, because this informs buyers of product prices

which buyers will require before finalizing the sale.

As per claim 8, Goldhaber et al. does not specifically disclose accepting offer data from

the seller representing an offer from the seller to sell the product within the price range.

P 00084



%

Application/Control Number: 09/342,866 Page 9

Art Unit: 2165

However, Rossides discloses accepting offer data from the seller representing an offer from the
seller to sell the product within the price range (col. 42 lines 53 - col. 43 line 9). Therefore, it
would have been obvious to one skilled in the art at the time the invention was made to combine
Goldhaber et al. and Rossides to disclose accepting offer data from the seller representing an
offer from the seller to sell the product within the price range, because this information is desired

by buyers to finalize the sale.

As per claim 9, Goldhaber et al. does not specifically disclose the selecied PDA requires
participation of at least one person in addition to the buyer. However, Rossides discloses the
selected PDA requires participation of at least one person in addition to the buyer (col. 24 lines
1-18; col. 42 lines 39-51). Therefore, it would have been obvious to one skilled in the art at the
time the invention was made to combine Goldhaber et al. and Rossides to disclose the selected
PDA requires participation of at least one person in addition to the buyer, because this informs

the buyer of requirements for making a purchase at reduced selling prices.

As per claim 10, Goldhaber et al, discloses the steps of:
- accepting the first request from the buyer (col. 9 lines 32-40; col. 10 lines 9-38; fig. 2);
- accepting the second request from the buyer (col. 10 lines 39-57; fig, 3); and

- receiving the performance data from the buyer (col. 10 lines 46-57).
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Goldhaber et al. does not specifically disclose the above actions in claim 10 are
performed by a master controller. However, Rossides disclose the above actions in claim 10 are
performed by a master controller (col. 16 lines 55-63), using a host computer. Therefore, it
would have been obvious to one skilled in the art at the time the invention was rnade to combine
Goldhaber et al. and Rossides to disclose the above actions in claim 10 are performed by a

master controller, because this provides necessary functionality to the system.

As per claim 17, Goldhaber et al. does not specifically disclose the PDA, includes
participation of a second buyer, nor the step of communicating to the buyer and to a second buyer
over the global communications network price determination rules. However, Rossides
discloses:

- the PDA includes participation of a second buyer (col. 24 lines 1-18); and

- the step of communicating to the buyer and to a second buyer over the global
communications network price determination rules (Abstract; col. 3 lines 36-47; col. 24 lines
1-18; col. 42 lines 39-51).

Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to combine Goldhaber et al. and Rossides to disclose the PDA includes participation
of a second buyer, and the step of communicating to the buyer and to a second buyer over the
global communications network price determination rules, because these are obvious

enhancements that would increase the utility of the invention.
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As per claim 22, Goldhaber et al. Does not disclose the price is detqrmined at least
partiaily upon an offer received from the buyer, nor determining the price based at least partially
upon a competition between the buyer and the at least one person using the selected PDA.
However, Rossides discloses:

- the price is determined at least partially upon an offer received from the buyer
(ABSTRACT).

- determining the price based at least partially upon a competition between the buyer and
the at least one person using the selected PDA (col. 3 lines 35-60).

Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to combine Goldhaber et al. and Rossides to disclose the price is determined at least
partially upon an offer received from the buyer, and determining the price based at least partially
upon a competition between the buyer and the at least one person using the selecied PDA,
because these are obvious characteristics/capabilities that provide desired functionality to the

invention.

8. Claims 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Goldhaber

et al. (U.S. Patent No. 5,855,008).

As per claim 20, Goldhaber et al. does not specifically disclose the PDA comprises

computer-executable code sent to the buyer over the global communications network. Official
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Notice is taken that it was old and well known in the art at the time the invention was made that
computer executable code (¢.g., game software) could be downloaded, uploaded, or executed on
a system remote from the user operating it. It would have been obvious to one skilled in the art
at the time the invention was made to combine old and well known art with Goldhaber et al. and
Rossides to disclose the PDA comprises computer-executable code sent to the buyer over the
global communications network, since this is one way that the user may be provided access to the

PDA software in order to participate in the PDA activity.

As per claim 21, Goldhaber et al. discloses the step of accepting payment information

from the buyer over the global communications network (col. 38 lines 11-12), i

9. Claims 24 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentalle over
Goldhaber et al. (U.S. Patent No. 5,855,008), and further in view of Kelly et al. (U.S. Patent

No. 5,816,918).

As per claim 24, Goldhaber et al. does not specifically disclose the at least one person is
a second buyer; accepting a second request from the second buy to buy the product for a second
price to be determined within the price range; nor determining said second price based at least
partially upon the competition. However, Kelly et al. discloses:

- the at least one person is a second buyer (col. 3 lines 30-46);
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- accepting a second request from the second buy to buy the product for a second price to

be determined within the price range (col. 3 lines 30-46); and
- determining said second price based at least partially upon the comi;etition (col. 3 lines
30-46).

It would have been obvious to one skilled in the art at the time the invention was made to
combine Goldhaber et al. and Kelly et al. to disclose the at least one person is a second buyer,
accepting a second request from the second buy to buy the product for a second price to be
determined within the price range, and determining said second price based at least partially upon
the competition, because this increases the functionality of the invention.

As per claim 27, Kelly et al. discloses determining the price based at least partially upon
a competition between the buyer and the second buyer using the selected PDA (col. 3 lines 30-
46).

As per claim 27, Goldhaber et al. does not specifically disclose determiring the price
based at least partially upon a competition between the buyer and the second buyer using the
selected PDA. However, Kelly et al. discloses determining the price based at least partially upon
a competition between the buyer and the second buyer using the selected PDA (col. 3 lines 30-
46). It would have been obvious to one skilled in the art at the time the invention was made to
combine Goldhaber et al. and Kelly et al. to disclose determining the price based at least
partially upon a competition between the buyer and the second buyer using the selected PDA,,

because this increases the functionality and desirability to customers of the invention.
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Conclusion
10.  The prior art made of record and not relied upon is considered pertinent to applicant's
disclosure includes:
- Walker et al. (U.S. Patent No. 5,794,207) discloses a method and apparatus for
effectuating bilateral buyer-driven commerce;
- Sheldon (WO 00/24484) discloses a method of playing a game and for providing
information services together with advertising interactively on a communications network;
- Zuiff et al. (WO 00/05668) discloses a method and apparaius for obtaining consumer
data in exchange for consumer incentives at a point-of-sale;
- Kuntz, Mary; “Point, click--and here’s the price: Yoyodyne uses prizes to get you to read
those online ads;” Business Week, pg. ENT8, number 3564, 09 February 1998.

- “Alottafun! To develop extensive Intemet site;” PR Newswire; 03 December 1998.

11.  Any inquiry concerning this communication or earlier communications from the examiner
should be directed to Forest Thompson whose telephone number is (703) 306-5449. The
examiner, can normally be reached Monday-Friday from 7:30 AM to 4:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Allen MacDonald, can be reached at (703) 305-9708.

The fax number for Formal or Official faxes to Technology Center 2700 is (703) 308-

9051 or 9052. Draft or Informal faxes for this Art Unit can be submitted to (703) 308-5357.
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Any inquiry of a general nature or relating to the status of this application should be

directed to the Group receptionist whose telephone number is (703) 305-3990.

February 8, 2001 /F(ﬂ

/ MILUN
SUPERVISORY PATENT EXAMINER
TECHNOLOGY CENTER 2100 .
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In re Application of: Wayne W, Lin Group Art Unit: 2165 .
] % A
Serial No.: 09/342,866 Examiner: Forest Thompson Jr. @%‘ '%
rd
o )
Filed: June 29, 1999 ?\{ s %
For: SYSTEMS AND METHODS FOR ’ ‘ '()
TRANSACTING BUSINESS OVER A
GLOBAL COMMUNICATIONS
NETWORK SUCH AS THE INTERNET

AMENDMENT AND RESPONSE

Box FEE AMENDMENT
Assistant Commissioner for Patents
Washington, DC 20231
Sir:

This communication is in response to the Office Action mailed February 12, 2001. Please
amend the above-capﬁor;ed application as follows,

CL S:

A.  Please cancel Cla;m’m; prejudice,

B.  Please replace Claims 1, 6, 9, 13, 17, 18, 19, 23, 24, and 27 with the corresponding
Claims attached hereto. A Marked-up Version of these Claims is also attached hereto,

C. Please add flie following new claims.

24 '’ method of Claim 1, wherein the PDA is selected by the buyer.
% }9’ \"1 The method of Claim 1, wherem the PDA isa v:deo game.
}0’ e method of Claim }3 wherem the PDA is selected by the buyer.

25 1%
A1, The method of Clmm}! wherem the PDA is a video game.

P 00093




Patent
244/031

4 }bThe method of Claim )é‘z(ﬁmher comprising the step of determining a price range
prior to determining the performance of the buyer, said price range having a lower limit
associated with a best performance, and an upper limit associated with a worst performance, and
wherein the price assigned to the product is within the price range.

33 gp\The method of Claim 37, wel'lb;mn the PDA is a video game.

34, ’531'he system of Claim ,la/ %wmn the server is further programmed to determine a
price range prior to determining the performance of the buyer, said price range having a lower
limit associated with a best performance, and an upper limit associated with a worst performance,
and wherein the server is further programmed to assign the price to the product within the price

range.

determining a performance of a buyer during/a Price Determining Activity (PDA); and

ﬂ 35. A method of assigning a price to a prodyét comprising the steps:
e

assigning a price to the product, said prigé/being scaled to the performance of the buyer.
bt comprising the step of determining a price range
yer; said price range having a lower limit

an upper limit associated with a worst performance, and

2
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41,  The method of Claim 35, further comprigthg the step of determining a target price

prior to determining the performance of the buyer, sgfd target price being selected by the buyer,
and wherein the price is not greater than the targgj/price.

42.  The method of Claim 35, comprising the step of selecting the PDA based

) [\ \ 44.  The method of €Aaim 35, further comprising the step of setting & difficulty level of
\_/ the PDA based at least in on an average target price for the product.
REMARKS
Claims 1-27 were previously presented. In the present amendment, clairas 1, 6,9, 13, 17,

18, 19, 23, 24, and 27 have been amended. Claim 16 has been cancelled. Claims ﬁ8~44 have been
added. Thus, after entry of the present amendment, claims 1-15, and 17-44 will be pending.

Turning to the Office Actioi:, the paragraph numbers below correspond directly to the
paragraph numbers set forth in the Office Action. :

3. Applicant filed formal drawings on Novemb?r 30, 2000, and respectfully requests the
Examiner to confirm the formal drawings have been received.

2. Applicant respectfully disagrees with the Examiner’s rejections. Regarding Claims 1
and 13, Applicant submits that 35 USC §112 does not require a method claim to affirmatively set
forth structure. Regarding Claim 19, Applicant has set forth the required structure ("a computer
server ... programmed to"), and submits that such structure satisfies the requirernents of 35 USC

§112. Accordingly, Applicant respectfully requests the rejections be withdrawn,
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4, The Examiner has ‘rejectcd Claims 1, 13, and 19, the only original independent
claims, over U.S. Patent No. 5,855,008 (Goldhaber). Applicant respectfully disagrees with the
Examiner’s rejections, because Goldhaber does not disclose determining a price which is scaled
10 a buyer’s performance during a PDA.

Applicant submits that original Claim 1, which recited that the price was determined
"based at Jeast partially upon the data" (representing the performance of the buyer), when read in
light of the specification, required that the price to be determined was "scaled to the performance
of the buyer”. (See Applicant's original specification at, e.g., page 3, line 22; and page 14, lines 1-
9.) Applicant submits that original Claim 13, which recited that the price assigned to the product
was "dependent upon the performance of the buyer", when read in light of the specification,
required that the price assigned was "scaled to the performance of the buyer”. (See Applicant's
original specification at, 'e.g., page 3, line 22; and page 14, lines 1-9.) Applicant submits that
original Claim 19, which recited that the server was programmed to assign a price to the product,
the price being "dependent upon the performance of the buyer”, when read in light of the
specification, required that the server was programmed to assign a price to the product, the price
being "scaled to the performance of the buyer”. (See Applicant's original specification at, e.g.,
page 3, line 22; and page 14, lines 1-9.)

Applicant has amended Claims 1, 13, and 19 to more clearly set forth this feature of
Applicant's invention, and Applicant does not intend these amendments to affect the scope of the
claims. Applicant submits that the amended claims, as clarified, remain patentable over the cited
references, because none of the references disclose determining a price scaled to a buyer's

performance during a PDA. Applicant thus respectfully requests the rejections be withdrawn.
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Regarding Claims 2, 11, 12, 14-16, 18, and 25-26, Claim 16 has been cancelled. Each of

Patent
244/031

the other of these claims is directly or indirectly dependent on one of the aforementioned
independent Claims 1, 13, or 19. Based on the arguments set forth for independert Claims 1, 13,
and 19, Applicant therefore requests the rejections be withdrawn.

6. Applicant respectfully requests the Examiner confirm that the application names
only a single inventor. '

7. Regarding Claims 3-10, 17, and 22-23, each of these claims is directly or
indirectly dependent on one of the aforementioned independent Claims 1, 13, or 19. Based on the
arguments regarding independent Claims 1, 13, and 19, as set forth in paragraph 4 of the
Remarks Section herein, Applicant submits that Goldhaber, either alone or in combination with
U.S. Patent No. 5,269,521 (Rossides), does not disclose Applicant's claimed invention, and
therefore requests the rejections be withdrawn.

8. Regarding Claims 20-21, each of these claims is directly or indirectly dependent
on independent Claim 19. Based on the arguments regarding independent Claim 19, as set forth
in paragraph 4 of the Remarks Section herein, Applicant therefore requests the rejections be
withdrawn.

9. Regarding Claims 24 and 27, each of these claims is directly or indirectly
dependent on one of the aforementioned independent Claims 1 or 13. Based on the arguments
regarding independe;xt Claims 1 and 13, as set forth in paragraph 4 of the Remarks Section
herein, Applicant submits that Goldhaber, either alone or in combination with U.S. Patent No.
5,816, 918 (Kelly), does not disclose Applicant’s claimed invention, and therefore requests the

rejections be withdrawn.
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Reasons For Amendments
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The amendment removing the phrase "selected by the buyer" was not made for a
reason related to patentability. The amendment was made to eliminate the requirement
that the PDA is sclected by the buyer.

The amendment removing the phrase "selected” was made to conform to the
above amendment.

The amendment adding "and scaled to the performance of the buyer" was made to
clarify that the price is determined as set forth in Applicant's original specification, at,
¢.g., the locations specified in paragraph 4 of the Remarks Section herein.

Claim 6

The amendments to Claim 6 were made to conform to the removal of the word
"selected” from Claim 1.

Claim 9

The amendment removing the phrase "selected” was made to conform to the
removal of the word "selected" from Claim 1. N

The amendment changing "person"” to "participant” was made to include a
situation in which the second participant is not a person. Support for this amendment is in
Applicant's original specification at, e.g., page 16, lines 15-18. The amendment was not

made for a reason related to patentability.
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Claim 13 |

The amendment changing "dependent upon” to "scaled to" was m:aﬁe to clarify
that the price is assigned to the product as set forth in Applicant's original specification,
at, e.g., the locations specified in paragraph 4 of the Remarks Section herzin.

Claim 17

Claim 17 was amended to depend from new Claim 32, which depends from Claim
13, because Claim 16 has been cancelled. ‘

The amendment changing "includes" to "is adapted to accommodate" was made to
clarify the scope of the claim, was not for a reason related to patentability.

The amendment changing "buyer” to "participant” was made to include a situation
in which the second participant is not a person. Support for this amendment is in
Applicant's original specification at, e.g., page 16, lines 15-18. The amendment was not
made for a reason related to patentability.

The amendment deleting the latter portion of the claim was not for a reason
related to patentability.

laim 1
The amendment to Claim 18 was not for a reason related to patentability.
laim 1

The amendment changing "depe;xdent upon™ to "scaled to” was made to clarify
that the server is programmed to assign the price to the product as set forth in Applicant's
original specification, at, e.g., the locations specified in paragraph 4 of the Remarks

Section herein.
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Claim 23
The amendment changing "person" to "participant” was made to include a
situation in which the second participant is not & person. Support for this amendment is in

Applicant's original specification at, e.g., page 16, lines 15-18. The amendment was not

made for a reason related to patentability.
The amendment removing the phrase "selected” was made to conform to the
|

amendment made to Claim 1 which also removed "selected”.
Claim 24
The amendment changing "person" to "participant” was made to include a

situation in which the second participant is not a person. Support for this amendment is in

Applicant's ongmal specification at, e.g., page 16, lines 15-18. The amendment was not
made for a reason related to patentability.
Claim 27

The amendment changing "buyer" to "participant” was made to include a situation
in which the second participant is not a person. Support for this amendment is in
Applicant's original specification at, e.g., page 16, lines 15-18. The amendment was not
made for a reason related to patentability.

The amendment removing the phrase “selected” was made to conform to the
claims form which Claim 27 depex;ds.

New Claims
No new matter has been added by these amendments. New Claims 28-44 are supported in

the original specification at, e.g., the following locations:
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Claims 28 and 30: Page 4, lines 15-22; and original Claim 1.
Claims 29, 31, 33. and 37: Page 3, lines 16-18.
Claims 32, 34, and 36: Page 3, lines 11-16; page 3, line 22, to page 4, line 13; and

Patent
244/031

original Claim 16.

Claim 35: Claim 35 is the only new independent Claim. Applicant has added Claim 35 to
capture what Applicant sn;bmits is a specific point of novelty in Applicant's invention. The Claim
is supported at, e.g., page 3, line 22; and page 14, lines 1-9.

Claims 38 and 39: Page 7, line 18, to page 8, line 2.

Claim 40: Page 3, line 22, through page 4, line 4.

Claims 41-44: Page 13, lines 4-21; page 15, lines 7-13.

If the Examiner has any questions regarding the foregoing, or if the Examiner would like
to discuss any minor defects regarding this application, the Examiner is invited to contact the
undersigned representative of Applicant at (949) 724-1849.

Respectfully submitted,

Dated: April 2, 2001 ' W

Neal M. Cohen
Reg. No. 41,683
Attorney for Applicant

2424 S.E. Bristol Street, Suite 300
Newport Beach, CA 92660-0757
TEL: (949) 7241849

FAX: (949) 724-8806

{Amended Claims follow]
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U.S. Patent Application Serial No. 09/342,866
Amended Claims: Version Without Markin,

"‘éxded) A method of doing business over a global communications network
comprising the steps:

communicating to a buyer via the global communications network, a description of a
product;

accepting a first request from the buyer to buy the product for a price to be determined
within a price range;

accepting a second request from the buyer to allow the price to be determined based upon
a perforfnancc of the buyer while participating in a Price-Determining-Activity (FDA);

receiving data from the buyer over the global communications network, said data
representing the performance of the buyer during the PDA; and

determining the price of the product based at least partially upon the data received, said

price being within the price range and scaled to the performance of the buyer.

6. (Amended) The method of claim 1, further comprising the step of associating the PDA
2/ with the product based at Jeast partially upon a number of participants required for execution of

the PDA.

9. (Amended) The method of claim 1, wherein the PDA requires participation of at least

one participant in addition to the buyer.
_d-

|
/B{A:%;nded) A method of determining a price of a product using a global
V\) communications network, comprising the steps: B
- communicating to a buyer via the global communications network, data representing a

plurality of products available, said plurality of products including a first product;

10
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accepting acknowledgement from the buyer representing an intent of the buyer to buy the
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| v\/ first product at a price to be determined based upon a performance of the buyer while

participating in a Price-Determining-Activity (PDA), said acknowledgement being
communicated over the global communications network;
determining the performance of the buyer; and

assigning a price to the product, said price being scaled to the performance of the buyer.

al

b

M. &:wnded) The method of claim}Zf%erein the PDA is adapted to accommodate
participation of a second participant. 3

W (‘A};lended) The method of claim 5 vlvherein the price is dependent at least partially
upon a bid scleocted by the buyer.

/1'9/. (Amended) A system for conducting e-commerce over a global communications
network, comprising:

a computer server having access to the global communications network, and being

b/uﬁ/g'rogmmmed to:
a) communicate to a buyer via the global communications network, data representing a

plurality of products, said plurality of products including a first product;

b) accept acknowledgement from the buyer representing an intent of the buyer to buy the
first product at a price to be determined dependent on a performance of the buyer while
participating in a Price-Determining-Activity (PDA), said acknowledgement being
communicated over the global communications network;

c) determine the performance of the buyer based upon data received over the global
communications network; and

d) assign a price to the product, said price being scaled to the performance: of the buyer.

———————

11
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)3{ (‘Amended) The method as in claim.9, further comprising the step of determining the

price based at least partially upon a competition between the buyer and the at least one
participant using the PDA.

;,lﬂ A (umended) The method as in claim 2§, wherein the at least one participant is a second
buyer, and further comprising the steps of accepting a second request from the second buyer to
buy the product for a second price to be determined within the price range, and determining said

second price based at least partially upon the competition.

~ Y
M. C&Umended) The method as in claim‘}fg;‘her comprising the step of determining the
,7 price based at least partially upon a competition between the buyer and the second participant

using the PDA,

12
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1. (Amended) A method of doing business over a global communications network
comprising the steps:

communicating to a buyer via the global communications network, a description of a
product;

accepting a first request from the buyer to buy the product for a price to be determined
within a price range;

accepting a second request from the buyer to allow the price to be determined based upon
a performance of the buyer while participating in a Price-Determining-Activity (PDA) [selected
by the buyer];

receiving data from the buyer over the global communications network, said data
representing the performance of the buyer during the [selected] PDA; and

determining the price of the product based at least partially upon the data received,'said
price being within the price range and scaled to the performance of the buyer.

6. (Amended) The method of claim 1 further comprising the step of associating the
[selected] PDA with the product based at least partially upon a number of participants required
for execution of the [selected] PDA.

9. (Amended) The method of claim 1, wherein the [selected] PDA requires participation
of at least one {person)] participant in addition to the buyer.

13. (Amended) A method of determining a price of a product using a global

communications network, comprising the steps:

13
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communicating to a buyer via the global communications network, data representing a
plurality of products available, said plurality of products including a ﬁrst product;

accepting acknowledgement from the buyer representing an intent of the buyer to buy the
first product at a price to be determined based upon a performance of the buyer while
participating in a Price-Determining-Activity (PDA), said acknowledgement being
communicated over the global communications network;

determining the performance of the buyer; and

assigning a price to the product, said price being [dependent upon] scaled to the
performaiice of the buyer.

17. (Amended) The method of claim [16] 32, wherein the PDA [includes] is adapted to
accommodate participation of a second [buyer] participant, [and further comprising the step of
communicating to the buyer and to the second buyer over the global communications network,
price determination rules).

18. (Amended) The method of claim 13 wherein the price is dependent at least partially
upon a bid selected by the buyer [and received over the global communications network]).

19. (Amended) A system for conducting e-commerce over a global communications
network, comprising;

a computer server having access to the global communications network, and being
programmed to:

a) communicate to a buyer via the global communications network, data representing a
plurality of products, said plurality of products including a first product;

b) accept acknowledgement from the buyer representing an intent of the bﬁyer to buy the
first product at a price to be determined dependent on a performance of the buyer while

14
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participating in a Price-Determining-Activity (PDA), said acknowledgement being
communicated over the global communications network;

c) determine the performance of the buyer based upon data received over the global
communications network; and

d) assxgn a price to the product, said price being [dependent upon] scaled to the
performance of the buyer,

23. (Amended) The method as in claim 9, further comprising the step of dletermining the
price based at least partially upon a competition between the buyer and the at least one [person]
participant using the [selected) PDA.

24. (Amended) The method as in claim 23, wherein the at least one [perscn] participant is
a second buyer, and further comprising the steps of accepting a second request from the second
buyer to buy the product for a second price to be determined within the price range, and
determining said second price based at least partially upon the competition.

27. (Amended) The method as in claim 17, further comprising the step of determining the
price based at least partially upon a competition between the buyer and the second [buyer]

participant using the [selected] PDA.

15
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Serial No.: 09/342,866

Filed:

For:

(1 a0

Group Art Unit: 2165

June 29, 1999

SYSTEMS AND METHODS FOR
TRANSACTING BUSINESS OVER A
GLOBAL COMMUNICATIONS
NETWORK SUCH AS THE INTERNET

AMENDMENT AND PONSE S

BOX FEE AMENDMENT
Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

Examiner: Forest Thompson ,Jr. ’9

Patent: 244/031
HGO-02-PUSA

E

Enclosed please find Applicant’s Amendment and Response to the Office Action mailed
February 12, 2001, for the patent application referenced above.

Applicant also hereby authorizes all fees required based on this Amendment and
Response, including fees for extension of time, and fees for extra claims, to be charged to

Deposit

Account 50-1105 of Applicant's undersigned representative.

Applicant believes the total extension fees due are ZERO. Applicant believes the total
extra claim fees due are $183.00 (See next page). Applicant believes there are no other fees
due. However, the Commissioner is authorized to charge any additional required fees, and to
credit any overpayment of fees, to Deposit Account 50-1105.

Dated: April 2, 2001

Neal M. Cohen
Reg. No. 41,683

Attorney for Applicant

2424 S.E. Bristol Street, Suite 300
Newport Beach, CA 92660-0757
TEL: (949) 7241849
FAX: (949) 724-8806

CERTIFICATE OF MAILING (37 C.F.R. 11.8(s))

Commissioner for Patents, Washington, D.C. 20231, on the dsse shown

lhuebyouﬁlylhuthlsm(mmmwhukmmmdummﬂhmmwhmn%mm

April 2.2001
Daie of Mail

Page ] of 2

Neal M. Cohen
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Patent: 2 31
HGO-02-PUSA
B!WL_E
re Application of: Wayne W, Lin Group Art Unit: 2165
Serial No.: 09/342,866 Examiner: Forest Thompson ,Jr. ‘9
Filed: . June29, 1999 3 2 ¢
i une . % C&/\
For: SYSTEMS AND METHODS FOR t-‘t‘l %(\
TRANSACTING BUSINESS OVER A %’ "20 o)
GLOBAL COMMUNICATIONS 5. -
NETWORK SUCH AS THE INTERNET v}%

TRANSMITTAL FOR DUPLICATE AMENDMENT AND RESPONSE

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

Enclosed please find the following documents for the above-referenced inatter:

Copy of AMENDMENT AND RESPONSE TRANSMITTAL previously mailed to the
PTO on April 2, 2001;

Copy of AMENDMENT AND RESPONSE previously mailed to the PTO on April 2,
2001; and

Copy of Postcard with the Patent Office's stamp indicating receipt of the above
documents on April 6, 2001.

These copies of the documents submitted on April 2, 2001, are being submitted again
today because the PAIR system as of today still does not indicate receipt of the documents
submitted on April 2, 2001.

Dated: May 10, 2001

Neal M. Cohen
Reg. No. 41,683
Attorney for Applicant

2424 S.E. Bristol Street, Suite 300
Newport Beach, CA 92660-0757
TEL: (949) 724-1849
FAX: (949) 724-8806

CERTIFICATE OF MAILING (37 C.F.R. §1.8a)

1 hereby certify that this paper (along with any refemred to as being. d with the United States Postal Service
onmmmmmmmmurmcmummnmwmmm Assi issioner for Patents,
Washington, D.C. 20231,

May 10, 2001
Date of Deposit Neal M. @hen
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Total number of claims not yet paid for:

Independent claims already paid for:
Current number of independent claims:
Total number of independent Claims not yet paid for:
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United States Patent and Trademark Office

"% j Address:  COMMISSIONER OF PATENTS AND TRADEMARKS
®rares o Washington, D.C. 20231

.

[ appucanonwo. | Funapare | FIRST NAMED INVENTOR |_arromnev oockerno. |
09/342,8
&6 06/29/9% LIN W 244/031
EXAMINER |
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2424 SE BRISTOL STREET ] \PE
SUITE 300 L T : e l
NEWFPORT BEACH CA 92660 2165
DATE MAILED:
07726701

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

PTO-90C (Rev.11/00) 1- File Copy
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= The MAILING DATE of this communication appears on the cover shest with the correspondence address -

Period for Reply
A SHORTENED STATUTORY PERIOD FOR REPLY IS SETTOEXPIRE 3
THE MAILING DATE OF THIS COMMUNICATION.
- Extensions of time may

MONTH(S) FROM

be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timuly filed
after SIX (6) MONTHS from the maifing date of this communication

-Imnpenodforreplyspodﬂedabovolslesslhanthldy(so)dayl.umﬁlywﬂhhmahtuuymlmmunoﬂhlny(so)dayswm
be cons/dered timefy.

- IFNQ period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this
communication,
- Failure to reply within the set or extended period for reply will, by statute, cause the spplication to becoma ABANDONED (35 U.8.C. § 133).
- Any repiy received by the Cffice later than three montha after the malling date of this communication, even If timely filed, may reduce ny
eamed patent term adjusiment. See 37 CFR 1.704(b).
Status

1)) Responsive to communication(s) filed on _ §/14/01

2a)[X) Thisactionis FINAL. 2b)[J This action is non-final,

3)0 since this application Is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quai@35 C.D. 11; 453 0.G. 213.

Disposition of Claims

4)X Claim(s) _1-15 angd 17-44

is/are pending in the applica

4a) Of the above, claim(s)

is/are withdrawn from considers

5)(J Claim(s) is/are allowed.

6) (X Claim(s) _1-15 and 17-44 Isfare rejected.

7Y Claim(s) is/are objected to.

8)3 Claims are subject to restriction and/or election requireer

Application Papers

8)[J The specification is objected to by the Examiner.
10)0 The drawing(s) filed on
11)[J The proposed drawing correction filed on
12)[0 The oath or declaration is objected to by the Examiner.

is/are objected to by the Examiner,
Is: al] approved b){Jdisapproved.

Priority under 35 U.S.C. § 119
13)00 Acknowledgement is made of a claim for foreign priority under 35 U.5.C. § 119(a)<{d).

a)d ANl b) [J Some* ¢) [None of:
1. [J Certified copies of the priority documents have been received.
2. O Certified copies of the priority documents have been received in Application No.

3. [0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

*See the attached detailed Office action for a list of the certified copies not received,
14)[ 1 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e).

Attachment(s)

15) [X] Notice of References Cited (PTO-892) 18) [ interview Summary (PTO-413) Paper Note)

8) [ Notics of Draftspersan's Patent Drawing Review (PTO-048) 19) [] Notios of Informal Petert Application (PTO-152)

17) [ 1nfarmation Orsclasure Statement(s) (PTC-1448) Paper Nofs). 20) ] Other-

. Patent and Trademark Office

0-326 (Rev. 9-00) Office Action Summary Fart of Paper No. 13
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DETAILED ACTION
Response to Amendment
1. The text of those sections of Title 35, U.S. Code not included in this action can be found

in a prior Office action (See Serial No. 09/342,866, Paper #11). The text of those sections of
Title 35, U.S. Code not otherwise provided in a prior Office action will be included in this action

where appropriate.

2. This action is responsive to the amendment filed 05/14/2001 (see Paper #12).

3. Claims 1, 6,9, 13, 17-19, 23-24, and 27 have been amended and claim 16 has been
deleted by applicant in Paper #12. Claims 28-44 have been added by applicant in Paper #12.

Claims 1-15 and 17-44 are pending.

4, Claims 1-15 and 17-44 have been examined.
Drawings
5. The corrected or substitute drawings were received on 12/08/00. These drawings are

considered acceptable by examiner.

Claim Rejections - 35 USC § 112
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6. Claims 1, 13, and 19 were rejected under 35 U.S.C. 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly claim the subject matter which
applicant regards as the invention in Paper #11, Based on applicant’s arguments, examiner

withdraws the rejection.

Claim Rejections - 35 USC § 103

7. Claims 1-2, 11-15, 18-19, 25-26, 28, 30, 35-36, 39, and 41 are rejected under 35
U.8.C. 103(a) as being unpatentable over Goldhaber et al. (U.S. Patent 5,855,008), and further
in view of Walker et al. (U.S. Patent No. 6,216,111 B1).

As per claims 1, 13 and 19, Goldhaber et al. discloses:
- a computer server having access to the global communications network (col. 4 lines
18-24; col. 8 lines 26-30; col. 9 lines 32-35);
. communicating to a buyer a description of a product (col. 9 lines 32-40; col. 10 lines
9-38; fig. 2 [50,52));
- accepting a first request from the buyer to buy the product for a price to be determined
within a price range (col. 10 lines 9-38; fig. 2 [50,52));
- accepting a second request from the buyer to allow the price to be determined based on a
performance of the buyer while participating in a Price-Determining-Activity (PDA) (col. 10

lines 39-57; fig. 3 [56, 58, 601);
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- receiving from the buyer over the global communications network, said data representing

the performance of the buyer during the PDA (col. 10 lines 46-57).

Goldhaber et al. does not specifically disclose determining the price of the product based
at least partially upon the data received, said price being within the price range and scaled to the
performance of the buyer. However, Walker et al. discloses the program is further adapted to
initiate a transfer of the value to the consumer in response to the consumer receiving the sales
presentation (col. 3 lines 6-8); and an automated sales presentation begins which informs the
customer that he will receive $2 for each question he answers correctly (col. 7 lines 21-23).
Therefore, it would have been obvious to one skilled in the art at the time the invention was
made to combine Goldhaber et al. and Walker et al. to disclose determining the price of the
product based at least partially upon the data received, said price being within the price range and

scaled to the performance of the buyer, because this provides incentive to the buyer to participate.

As per claims 2 and 15, Goldhaber et al. discloses the step of accepting payment
information from the buyer over the global communications network (col. 38 lines 11-12).

As per claim 11, Goldhaber et al. discloses the price is determined at least partially upon
participation of the buyer in an auction (col. 4 lines 63-64).

As per claim 12, Goldhaber et al. discloses the global communication network is the

Internet (col. 4 lines 18-24).
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As per claim 14, Goldhaber et al. discloses the step of receiving data over the global

communications network representing an election of the buyer to select the PDA (col. 10 lines

39-57; fig. 3 [56, 58, 60]).

As per claim 18, Goldhaber et al. discloses the price is dependent at least partially upon
a bid sclected by the buyer (col. 9 lines 32-40; col. 10 lines 9-67; col. 11 lines 1-31).

As per claim 25, Goldhaber et al. discloses the price is determined at least partially upon
participation of the buyer in an auction (col. 4 lines 63-64).

As per claim 26, Goldhaber et al. discloses the prices is determined at least partially
upon an offer received from the buyer (col. 10 line 46 - col. 11 line 31).

As per claim 28, Goldhaber et al. discloses the PDA is selected by the buyer.

As per claim 30, Goldhaber et al. discloses the PDA is selected by the buyer.

As per claim 35, discloses:

- determining a performance of a buyer during a Price Determining Activity (PDA) (col. 10

lines 39-57); and
- assigning a price to the product, said price being scaled to the performance of the buyer
(col. 10 lines 39-57), through providing a payment in the form of digital cash and/or a credit on

the consumer’s credit card.
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As per claim 36, Goldhaber et al. nor Watker et al. disclose the step of’ determining a
price range prior to determining the performance of the buyer. However, Official Notice is taken
that it was old and well known in the art at the time the invention was made thai sellers are in
business to be profitable and that pricing for goods is such that profitability is projected to occur
by the sellers. To accomplish this, sellers determine price ranges based on quantity and price for
an item for sell. It would have been obvious to one skilled in the art at the time the invention was
made to combine Goldhaber et al. and Walker et al. with old and well known art to disclose the
step of determining a price range prior to determining the performance of the buyer, because the
seller ultimately must make a profit based on selling price and expenses in order to remain in

business.

Claim 39 is written as a method and contains the same limitation as claim 11; therefore,
the same rejection is applied.

As per claim 41, Goldhaber et al. discloses the step of determining a target price prior to
determining the performance of the buyer, said target price being selected by the buyer, and

wherein the price is not greater than the target price (col. 10 lines 9-38; fig. 2 [50, 52))

8. Claims 3-10, 20-23, 29, 31, and 37 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Goldhaber et al. (U.S. Patent No. 5,855,008), and further in view of Walker

et al. (U.S. Patent No. 6,216,111 B1) and Rossides (U.S. Patent No. 5,269,521).
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As per claim 3, Goldhaber et al. does not disclose presenting to the buyer over the global
communications network, a plurality of PDAs to choose from, said presentatior: of the plurality
of PDAs occurring before accepting the second request from the buyer. However, Rossides
discloses presenting to the buyer over the global communications network, a plurality of PDAs to
choose from, said presentation of the plurality of PDAs occurring before accepting the second
request from the buyer (col. 15 line 63 - col. 16 line 11). Therefore, it would have been obvious
to one skilled in the art at the time the invention was made to combine Goldhaber et al., Walker
et al. and Rossides to disclose presenting to the buyer over the global communications network,
a plurality of PDAs to choose from, said presentation of the plurality of PDAs occurring before
accepting the second request from the buyer, because this provides the user an obvious incentive

to participate in the activity.

As per claim 4, Goldhaber et al. does not specifically disclose presenting price
determination rules to the buyer over the global communications network, said price
determination rules being associated with the plurality of PDAs. However, Rossides discloses
presenting price determination rules to the buyer over the global mmuﬂcaﬁons network, said
price determination rules being associated with the plurality of PDAs (Abstract; col. 3 lines
36-47). Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to combine Goldhaber et al., Walker et al. and Rossides to disclose presenting price

determination rules to the buyer over the global communications network, said price
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determination rules being associated with the plurality of PDAs, because this encourages the

buyer to buy products.

As per claim 5, neither Goldhaber et al. nor Rossides disclose the PDA is a video game.
However, Official Notice is taken that it was old and well known in the art at the time the
invention was made that games, including video games, are used to encourage users (in this case,
buyers) to participate in selected activities to increase user participation and make selected
activities more appealing to users. Therefore, it would have been obvious to one skilled in the art
at the time the invention was made to combine old and well known art, Goldhaber et al.,
Walker et al. and Rossides to disclose the PDA is a video game, because of the popularity with

game players of on-line video games.

As per claim 6, Goldhaber et al. does not specifically disclose associatirig the PDA with
the product based at least partially upon a number of participants required for execution of the
PDA. However, Rossides discloses associating the selected PDA with the product based at least
partially upon a number of participants required for execution of the PDA (col. 24 lines 1-18).
Therefore, it would have been obvious to one skilled in the art at the time the invention was
made to combine Goldhaber et al., Walker et al. and Rossides to disclose associating the PDA

with the product based at least partially upon a number of participants required for execution of
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the PDA, because this increases the probability that sufficient buyers will participate in the

price-determining activity to achieve satisfactory results in the activity and make a sale.

As per claim 7, Goldhaber et al. does not specifically disclose sending the price data to
the buyer via the global communications network, said price data representing the price.
However, Ross?des discloses sending the price data to the buyer via the global communications
network, said price data representing the price (col. 16 lines 53-67). Therefore, it would have
been obvious to one skilled in the art at the time the invention was made to combine Goldhaber
et al. and Rossides to disclose sending the price data to the buyer via the global communications
network, said price data representing the price, because this informs buyers of product prices

which buyers will require before finalizing the sale.

As per claim 8, Goldhaber et al. does not specifically disclose accepting offer data from
the seller representing an offer from the seller to sell the product within the price range.
However, Rossides discloses accepting offer data from the seller representing ar: offer from the
seller to sell the product within the price range (col. 42 lines 53 - col. 43 line 9). Therefore, it
would have been obvious to one skilled in the art at the time the invention was made to combine
Goldhaber et al., Walker et al. and Rossides to disclose accepting offer data from the seller
representing an offer from the seller to sell the product within the price range, because this

information is desired by buyers to finalize the sale.
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As per claim 9, Goldhaber et al. nor Walker et al. specifically disclose the PDA
requires participation of at least one participant in addition to the buyer. However, Rossides
discloses the selected PDA requires participation of at least one participant in addition to the
buyer (col. 24 lines 1-18; cof. 42 lines 39-51). Therefore, it would have been obvious to one
skilled in the art at the time the invention was made to combine Goldhaber et al., Walker et al.
and Rossides to disclose the PDA requires participation of at least one participant in addition to
the buyer, because this informs the buyer of requirements for making a purchase at reduced

selling prices.

As per claim 10, Goldhaber et al. discloses the steps of:

- accepting the first request from the buyer (col. 9 lines 32-40; col. 10 lines 9-38; fig. 2);
- accepting the second request from the buyer (col. 10 lines 39-57; fig. 3); and
- receiving the performance data from the buyer (col. 10 lines 46-57).

Goldhaber et al. does not specifically disclose the above actions in claim 10 are
performed by a master controller. However, Rossides disclose the above actions in claim 10 are
performed by a master controller (col. 16 lines 55-63), using a host computer. Also, Walker et
al. discloses the customer places a call ... to the central controller and answers qusstions, being
instantly rewarded (col. 8 lines 58-60). Therefore, it would have been obvious to one skilled in

the art at the time the invention was made to combine Goldhaber et al., Walker et al. and
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Reossides to disclose the above actions in claim 10 are performed by a master controller, because

* this provides necessary functionality, as well as customer satisfaction, for the system.

As per claim 20, Goldhaber et al., Walker et al. nor Rossides specifically disclose the
PDA comprises computer-executable code sent to the buyer over the global communications
network. Official Notice is taken that it was old and well known in the art at the time the
invention was made that computer executable code (e.g., game software) could be downloaded,
uploaded, or executed on a system remote from the user operating it. It would have been obvious
to one skilled in the art at the time the invention was made to combine old and well known art
with Goldhaber et al., Walker et al. and Rossides to disclose the PDA comprises
computer-executable code sent to the buyer over the global communications network, since this
is one way that the user may be provided access to the PDA software in order to participate in the

PDA activity.

As per claim 21, Goldhaber et al. discloses the step of accepting payment information

from the buyer over the global communications network (col. 38 lines 1 1-12).

As per claims 22 and 23, Goldhaber et al. does not disclose the price is determined at

least partially upon an offer received from the buyer, nor determining the price based at least
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partiaily upon a competition between the buyer and the at least one person using the selected
PDA. However, Rossides discloses:

- the price is determined at least partially upon an offer received from the buyer
(ABSTRACT).

- determining the price based at least partially upon a competition between the buyer and
the at least one participant using the selected PDA (col. 3 lines 35-60).

Therefore, it would have been obvious to one skilled in the art at the time: the invention
was made to combine Goldhaber et al., Walker et al. and Rossides to disclose the price is
determined at least partially upon an offer received from the buyer, and determining the price
based at least partially upon a competition between the buyer and the at least one person using
the selected PDA, because these are obvious characteristics/capabilities that provide desired

functionality to the invention.

Claim 29 is written as a method and contains the same limitation as claim 5; therefore,

the same rejection is applied.

Claim 31 is written as a method and contains the same limitation as claim 5; therefore,
the same rejection is applied.

Claim 37 is written as a method and contains the same limitation as claim 5; therefore,

the same rejection is applied.
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9. Claims 32, 34, 38, and 42-44 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Goldhaber et al. (U.S. Patent No. 5,855,008)), and further in view of Walker et al. (U.S.
Patent No. 6,216,111 B1) and Kelly et al. (U.S. Patent No. 5,816,918).

As per claim 32, Goldhaber et al. nor Walker et al. disclose the step of determining a
price range prior to determining the performance of the buyer. However, Kelly et al. discloses
the step of determining a price range prior to determining the performance of the buyer (col. 36
lines 22-55). Therefore, it would have been obvious to one skilled in the art at the time the
invention was made to combine Goldhaber et al., Walker et al. and Kelly et al. to disclose the
step of determining a price range prior to determining the performance of the buyer, because this
information is necessary for the user of the invention to determine profitability when using the

invention and evaluating buyer performance.

Claim 34 is written as a method and contains the same limitation as claim: 32; therefore,

the same rejection is applied.

As per claim 38, Goldhaber et al. nor Walker et al. disclose the step of setting a
difficulty level of the PDA based in part on an average target price for the product. However,
Kelly et al. disclose Once the required revenue R is determined for a particular prize, then the
average number of prize credits or tickets T that are known to be awarded per game is

determined (average ticket payout). It is possible for the game's manufacturer to adjust game
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difficulty so that, on average, a predetermined number of prize credits will be awarded for each
game played (col. 36 lines 35-41). Therefore, it would have been obvious to one skilled in the

art at the time the invention was made to combine Goldhaber et al., Walker et al. and Kelly et
al. to disclose the step of setting a difficulty level of the PDA based in part on en average target

price for the product, because this enhances/affects the profitability of the invention.

As per claim 42, Goldhaber et al. nor Walker et al. disclose the step of sclecting the
PDA based at least in part on a minimum price associated with the product. Kelly et al.
discloses provides a prize redemption system and method for use with one or more game
apparatuses. Players may win "prize credits" by playing the game apparatus, and may then
select a prize from a prize menu offered on the game apparatus. The selected prizes and specific
brizes may be redeemed using specific prize tickets or coupons (col. 2 line 62 - col. 3 line 1). It
would have been obvious to one skilled in the art at the time the invention was made to combine
Goldhaber et al., Walker et al. and Kelly et al. to disclose the step of selecting the PDA based
at least in part on a minimum price associated with the product, because this assists the user in

having the desired profitability when implementing the invention.

As per claim 43, Walker et al. discloses the step of selecting the PDA based at least in

part on & skill level of the buyer (col. 5 line 29 - col. 6 line 3; col. 8 lines 57-61).
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Claim 44 is written as a method and contains the same limitation as claim 38; therefore,

the same rejection is applied.

10.  Claims 24, 27, and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Goldhaber et al. (U S. Pate;nt No. 5,855,008)), and further in view of Walker et al. (U.S. Patent
No. 6,216,111 B1), Rossides (U.S. Patent No. 5,269,521), and Kelly et al. (U.S. Patent No.
5,816,918).

As per claim 24, neither Goldhaber et al. nor Walker et al. specifically disclose the at
least one participant is a second buyer; accepting a second request from the second buy to buy the
product for a second price to be determined within the price range; nor determining said second
price based at least partially upon the competition. However, Kelly et al. discloses:

- the at least one person is a second buyer (col, 3 lines 30-46);

- accepting a second request from the second buy to buy the product for a second price to
be determined within the price range (col. 3 lines 30-46); and

- determining said second price based at least partially upon the competition (col. 3 lines
30-46).

It would have been obvious to one skilled in the art at the time the invention was made to
combine Goldhaber et al., Walker et al. and Kelly et al. to disclose the at least one person is a

second buyer, accepting a second request from the second buy to buy the product for a second
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price to be determined within the price range, and determining said second price based at least

partially upon the competition, because this increases the functionality of the invention.

As per claim 27, neither Goldhaber et al. nor Walker et al. specifically disclose
determining the price based at least partiaily upon a competition bet;ween the buyver and the
second participant using the PDA. However, Kelly et al. discloses determining the price based
at least partially upon a competition between the buyer and the second participant using the PDA
(col. 3 lines 30-46). Therefore, it would have been obvious to one skilled in the art at the time
the invention was made to combine Goldhaber et al., Walker et al. and Kelly et al. to disclose
determining the price based at least partially upon a competition between the buyer and the
second participant using the PDA, because this provides an obvious and desirable feature to the

invention encourages buyer participation.

Claim 33 is written as a method and contains the same limitation as claim 5; therefore,

the same rejection is applied.

1. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over as applied to
claim 35 above, and further in view of Goldhaber et al. (U.S. Patent No. 5,855,008), and further
in view of Walker et al, (U.S. Patent No. 6,216,111 BI), and Rockoff, Todd E.; Groves,

Michael; “Design of an Internet-based system for remote Dutch auctions;” Internet Research:
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Electronic Networking Applications and Policy; vol. 5; n4; pp. 10-16; 1995 (hereafter referred to
as RockofT).

As per claim 40, Goldhaber et al. nor Walker et al. disclose the auction is a reverse
auction. However, Rockoff discloses the auctioneer begins at a high price and then descends by
steps until a bidder indicates his intention to buy at the price level reached ... the auction
continues in this fashion until either the current lot is exhausted or its reserve price has been
reached (pg. 11, Ist col.). Therefore, it would have been obvious to one skilled in the art at the
time the invention was made to combine Goldhaber et al., Walker et al., Kelly et al,, and

RockofT to disclose the auction is a reverse auction, because this is a well knowr auction format

for selling goods.

12.  Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Goldhaber et al.
(U.S. Patent No. 5,855,008)), and further in view of Walker et al. (U.S. Patent No. 6,216,111
B1), Kelly et al, (U.S. Patent No. 5,816,918), and Ressides (U.S. Patent No. 5,269,521).

As per claim 17, Goldhaber et al., Kelly et al., and Walker et al. do not specifically
disclose the PDA includes participation of a second buyer, nor the step of communicating to the
buyer and to a second buyer over the global communications network price deterrnination rules.
However, Rossides discloses the PDA is adapted to accommodate participation of a second

participant (col. 24 lines 1-18); and
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Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to combine Goldhaber et al., Kelly et al., Walker et al., and Rossides to disclose the
PDA includes participation of a second participant, because this is an obvious enhancement that

would increase the utility of the invention.

Response to Arguments
13.  Applicant's arguments with respect to claims 1-15 and 17-27 have been considered but

are moot in view of the new ground(s) of rejection.

Conclusion
14.  Applicant's amendment necessitated the new ground(s) of rejection presented in this
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a).
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO
MONTHS of the mailing date of this final action and the advisory action is not mailed until after
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event,
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this

final action.

15.  Any inquiry concerning this communication or earlier communications from the examiner
should be directed to Forest Thompson whose telephone number is (703) 306-5449. The
examiner can normally be reached Monday-Friday from 7:30 AM to 4:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Wynn Coggins, can be reached at (703) 308-1344.

The fax number for faxes to Technology Center 2700 is (703) 308-9051 or 9052.

Any inquiry of a general nature or relating to the status of this application should be

directed to the Group receptionist whose telephone number is (703) 305-3900.

July 24, 2001 /F@

. S

PATENT EXAMINER

TECHNOLOGY CENTER 2100
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11){J The proposed drawing correction filed on _' is: ) approved b)[J disapproved by the Examiner.
If approved, comrected drawings are required in reply to this Office action.
12)0] The oath or declaration is objected to by the Examiner.
Priority under 35 U.8.C, §§ 119 and 120
13)] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
akd At o) some* ¢){J None of:
1.0 Certified copies of the priority documents have been received.
2[J Certified copies of the priority documents have been recelved in Application No. .

3.L] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified coples not received.

14)[J Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application).

a) [J The translation of the foreign language provisional application has been received.
15)[] Acknowledgment is made of a ciaim for domestic priority under 35 U.S.C. §§ 120 anc/or 121.

Attachment(s)

1) [X] Notice of References Cited (PTO-852) 4) ] interview Summary (PT2-413) Paper No(s). .
2) (] Notice of Draftsperson's Patent Drawing Review (PT0-848) 5} ] Notice of informal Patent Application (PTO-152)
3)1] information Discicsure Statementis) (PTO-1448) Paper Ne(s) . 6)J other:

U Paierl and Trademak Offce
PTO-326 (Rev. 04-01) Offics Action Summary Part of Paper No. 22
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DETAILED ACTION
1. The text of those sections of Title 35, U.S. Code not included in this action can be found
in a prior Office action (See Serial No. 09/342,866, Paper #11). The text of those sections of
Title 35, U.S. Code not otherwise provided in a prior Office action will be included in this action
where appropriate.
2. In view of the appeal brief filed on 12/14/2001, PROSECUTION IS HEREBY
REOPENED. New grounds for rejection are set forth below.
To avoid abandonment of the application, appellant must exercise one of the following
two options:
{a) file areply under 37 CFR 1.111 (if this Office action is non-final) or a reply
under 37 CFR 1.113 (if this Office action is final); or,
(b) request reinstatement of the appeal.
If reinstatement of the appeal is requested, such request must be accompanied by a
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or
other evidence are permitted. See 37 CFR 1.193(b)(2).

3. Claims 1-15 and 17-44 are pending. Claims 1-15 and 17-44 have been examined.

Response to Amendment

Claim Rejections - 35 USC § 103
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4. Claims 1-2, 11-15, 18-19, 25-26, 28, 30, 35-36, 39, and 41 are rejected under 35
U.S.C. 103(a) as being unpatentable over Goldhaber et al. (U.S. Patent 5,855,008), and further
in view of Marino et al. (U.S. Patent No. 4,850,007).

As per claims 1, 13 and 19, Goldhaber et al. discloses:
- a computer server having access to the global communications network (col. 4 lines
18-24; col. 8 lines 26-30; col. 9 lines 32-35);
- communicating to a buyer a description of a product (col. 9 lines 32-40; col. 10 lines 9-38;
fig. 2 [50,52));
- accepting a first request from the buyer to buy the product for a price to be determined
within a price range (col. 10 lines 9-38; fig. 2 [50,52]);
- accepting a second request from the buyer to allow the pn'c;a to be determined based on a
performance of the buyer while participating in a Price-Determining-Activity (PDA) (col. 10 fines
39-57; fig. 3 [56, 58, 60));
- receiving from the buyer over the global communications network, said data representing
the performance of the buyer during the PDA (col. 10 lines 46-57).

Goldhaber et al, does not specifically disclose determining the price of the product based
at least partially upon the data received, said price being within the price range and scaled to the

performance of the buyer. However, Marino et al. discloses:
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- after the caller's options are determined and typically before signaling for the call is
commenced, a recorded-announcement of an aural or visual nature, or both, is connected to the
subscriber’s line, the announcement consisting of at least one advertisement (col. 1 lines 44-49);

- after the advertising announcement is completed, the toll call and/or directory assistance
call is processed as usual but at a reduced rate of charge or with automatic credit being given to
the customer’s account (col. 1 lines 54-58)

- billing may be a rate reduction per call or a monthly credit towards some toll service. It is
also possible that coupons good for the purchase of merchandise or services could be the form, in
whole or in part, in which the caller receives value for his cooperation (col. 2 lines 36-40);

- the local telephone station 11 is used by a local telephone customer, indicated
schematically, to whom the billing will be returned which shows his reduced telephone toll charge
rate or, alternatively, the lump sum credits he is receiving for listening to, or watching, advertising
messages from advertising message system 13 (col. 2 lines 62-67),

- particularly at the end of each advertisement, one might expect that the customer could be
asked to press, for example, the number 9 on his telephone keypad. Also, conteat in the ad may
be arranged hierarchically so that customer can press a button to hear more details of the ad for
which more credit can be given (col. 2 lines 22-29)

- if the subscriber test in advertising message system 13 determines that the calling party is
one who wishes a reduced rate of calling or credit in return for auditing or otherwise receiving

advertising, then an appropriate message is generated by the appropriate equipment in system 13
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and routed via one of the message trunks through switching systems 14 and 12.tc local telephone
station 11 (col. 3 lines 61-67);
- also at the conclusion of the message, the appropriate billing item is generated by the
billing portion of the advertising message system 13, and this reduced rate billing and/or credit is
accumulated and is sent with the customer's monthly bill to his home (col. 4 lines 16-20);
- The local central office, recognizing that the caller is interested in the subject service, will
play a recorded message as follows: "Choose one, two or three minutes of advertisement by
pressing keys 1, 2 or 3 on your telephone pad”. Once the caller presses the key, a recorded voice
announcement and/or television display will be sent to the calling party. A set of advertisements
is chosen to occupy the chosen announcement time period since most individual advertisements
will be much shorter than a minutes (col. 4 lines 50-60).

Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to modify Goldhaber to disclose determining the price of the product based at least
partially upon the data received, said price being within the price range and scaled to the

performance of the buyer, as disclosed by Marino et al., because this enhances the invention by

. providing reduced connection charges (i.e., costs) to the customer for telephone usage.

As per claims 2 and 15, Goldhaber et al. discloses the step of accepting payment

information from the buyer over the global communications network (col. 38 lines 11-12),
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As per claim 11, Goldhaber et al. discloses the price is determined at least partially upon
participation of the buyer in an auction (col. 4 lines 63-64).

As per claim 12, Goldhaber et al. discloses the global communication network is the
Internet (col. 4 lines 18-24).

As per claim 14, Goldhaber et al. discloses the step of receiving data over the global
communications network representing an election of the buyer to select the PDA (col. 10 lines
39-57; fig. 3 [56, 58, 60]).

As per claim 18, Goldhaber et al. discloses the price is dependent at least partially upon a
bid selected by the buyer (col. 9 lines 32-40; col. 10 lines 9-67; col. 11 lines 1-3 1.

As per claim 25, Goldhaber et al, discloses the price is determined at least partially upon
participation of the buyer in an auction (col. 4 lines 63-64).

As per claim 26, Goldhaber et al, discloses the prices is determined at least partially upon
an offer received from the buyer (col. 10 line 46 - col. 11 line 31).

As per claim 28, Goldhaber et al. discloses the PDA is selected by the buyer,

As per claim 30, Goldhaber et al, discioses the PDA is selected by the buyer.

As per claim 35, Goldhaber et al. discloses:

- determining a performance of a buyer during a Price Determining Activity (PDA) (col. 10

lines 39-57); and
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- assigning a price to the product, said price being scaled to the performance of the buyer
(col. 10 lines 39-57), through providing a payment in the form of digital cash and/or a credit on
the consumer’s credit card.

As per claim 36, Goldhaber et al. does not disclose the step of determining a price range
prior to determining the performance of the buyer. However, Marino et al. discloses The
above-described problems are solved according to the invention by providing an economical
telephone toll service in which a telephone subscriber selects the economical service by, for
example, sending an appropriate signal, and then dials his directory assistance call or other
telephone toll call. After the caller’s options are determined and typically before signaling for
the call is commenced, a recorded-announcement of an aural or visual nature, or both, is
connected to the subscriber's line, the announcement consisting of at least one advertisement.
The advertisements are selected from a databank according to some predetermired technique of
selection, which may include any number of factors or features to make the service attractive to
subscribers and of a nature to make the service also sufficiently rewarding to advertisers. After
the advertising announcement is completed, the toll call and/or directory assistance call is
processed as usual but at a reduced rate of charge or with automatic credit being given to the
customer's account (col. 1 lines 39-58). Therefore, it would have been obvious to one skilled in
the art at the time the invention was made to modify Goldhaber et al. 1o disclose the step of
determining a price range prior to determining the performance of the buyer, as disclosed by

Marino et al., because this enhances the invention to vsers by reducing operating costs.
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Claim 39 is written as a method and contains the same limitation as claim 11; therefore,
the same rejection is applied.

As per claim 41, Goldhaber et al. discloses the step of determining a target price prior to
determining the performance of the buyer, said target price being selected by the buyer, and

wherein the price is not greater than the target price (col. 10 lines 9-38; fig. 2 {50, 52])

5. Claims 3-4, 6-10, 20-23, 29, 31, and 37 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Goldhaber et al. (U.S. Patent No. 5,855,008), and further in view of Marino
et al. (U.S. Patent No. 4,850,007) and Rossides (U.S. Patent No. 5,269,521).

As per claim 3, neither Goldhaber et al. nor Marino et al. specifically disclose presenting
to the buyer over the global communications network, a plurality of PDAs to choose from, said
presentation of the plurality of PDAs occurring before accepting the second request from the
buyer. However, Marino et al. discloses 4fter the caller's options are determined and typically
before signaling for the call is commenced, a recorded-announcement of an aural or visual
nature, or both, is connected to the subscriber's line, the announcement consisting of at least one
advertisement. The advertisements are selected from a databank according to some
predetermined technique of selection, which may include any number of factors or features to
make the service attractive to subscribers and of a nature to make the service also sufficiently
rewarding to advertisers. After the advertising announcement is completed, the toll call and/or

directory assistance call is processed as usual but at a reduced rate of charge or with automatic
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credit being given to the customer's account (col. 1 lines 44-58). Additionally, Rossides
discloses presenting to the buyer over the global communications network, a plurality of PDAs to
choose from, said presentation of the plurality of PDAs occurring before accepting the second
request from the buyer (col. 15 line 63 - col. 16 line 11). Therefore, it would have been obvious
to one skilled in the art at the time the invention was made to modify the inventions of Goldhaber
et al. and Marino et al. to disclose presenting to the buyer over the global communications
network, a plurality of PDAs to choose from, said presentation of the plurality of PDAs occurring
before accepting the second request from the buyer, as disclosed by Rossides , because this
provides the user an obvious incentive to participate in the activity.

As per claim 4, Goldhaber et al. nor Marino et al. specifically disclose presenting price
determination rules to the buyer over the global communications network, said price
determination rules being associated with the plurality of PDAs. However, Rossides discloses
presenting price determination rules to the buyer over the global communications network, said
price determination rules being associated with the plurality of PDAs (Abstract; col. 3 lines
36-47). Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to modify the inventions of Goldhaber et al. and Marino et al. to disclose presenting
price determination rules to the buyer over the global communications network, said price
determination rules being associated with the plurality of PDAs, as disclosed by Rossides,

because this encourages the buyer to buy products.
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As per claim 6, Goldhaber et al. does not specifically disclose associating the PDA with
the product based at least partially upon a number of participants required for exccution of the
PDA. However, Rossides discloses associating the selected PDA with the product based at least
partially upon a number of participants required for execution of the PDA (col. 24 lines 1-18).
Therefore, it would have been obvious to one skilled in the art at the time the invention was made
to modify the disclosures of Goldhaber et al. and Marino et al. to disclose associating the PDA
with the product based at least partially upon a number of participants required for execution of
the PDA, as disclosed by Rossides, because this increases the probability that sufficient buyers
will participate in the price-determining activity to achieve satisfactory results in the activity and
make a sale.

As per claim 7, Goldhaber et al. nor Marino et a). specifically disclose sending the price
data to the buyer via the global communications network, said price data representing the price.
However, Rossides discloses sending the price data to the buyer via the global communications
network, said price data representing the price (col. 16 lines 53-67). Therefore, it would have
been obvious to one skilled in the art at the time the invention was made to modify the disclosures
of Goldhaber et al. and Marino et al. to disclose sending the price data to the buyer via the 1
global communications network, said price data representing the price, as disclosed by Rossides,

because this informs buyers of product prices which buyers will require before finalizing the sale.
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As per claim 8, Goldhaber et al. does not specifically disclose accepting offer data from
the seller representing an offer from the seller to sell the product within the price range.
However, Marino et al. discloses accepting offer data from the seller representing an offer from
the seller to sell the product within the price range (col. 1 lines 39-59). Additionally, Rossides
discloses accepting offer data from the seller representing an offer from the seller to sell the
product within the price range (col. 42 lines 53 - col. 43 line 9). Therefore, it would have been
obvious to one skilled in the art at the time the invention was made to modify the disclosures of
Goldhaber et al. and Marino et al, to disclose accepting offer data from the seller representing
an offer from the seller to sell the product within the price range, as disclosed by Rossides,

because this information is desired by buyers to finalize the sale.

As per claim 9, Goldhaber et al. nor Marino et al. specifically disclose the PDA requires
participation of at least one participant in addition to the buyer. However, Rossides discloses the
selected PDA requires participation of at least one participant in addition to the buyer (col. 24
lines 1-18; col. 42 lines 39-51). Therefore, it would have been obvious to one skilled in the art at
the time the invention was made to modify the disclosures of Goldhaber et al. and Marino et al.
to disclose the PDA requires participation of at least one participant in addition to the buyer, as
disclosed by Rossides, because this informs the buyer of requirements for making a purchase at

reduced selling prices.
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As per claim 10, Goldhaber et al. discloses the steps of:

- accepting the first request from the buyer (col. 9 lines 32-40; col. 10 lines 9-38; fig. 2);
- accepting the second request from the buyer (col. 10 lines 39-57; fig. 3); and
- receiving the performance data from the buyer (col. 10 lines 46-57).

Neither Goldhaber et al. nor Marino et al, specifically disclose the above actions in
claim 10 are performed by a master controller. However, Marino et al discloses The
above-described problems are solved according to the invention by
Pproviding an economical telephone 1ol service in which a telephone subscriber
selects the economical service by, for example, sending an appropriate signal,
and then dials his directory assistance call or other telephone toll call.

After the caller’s options are determined and typically before signaling for

the call is commenced, a recorded-announcement of an aural or visual nature, cr
both, is connected to the subscriber’s line, the announcement consisting of at
least one advertisement. The advertisements are selected from a databank
according to some predetermined technique of selection, which may include any
mumber of factors or features to make the service attractive to subscribers and
of a nature 1o make the service also sufficiently rewarding to advertisers.

After the advertising announcement is completed, the toll call and/or directory

assistance call is processed as usual but at a reduced rate of charge or with
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automatic credit being given to the customer’s account (col. 1 lines 39-58), which infers a master
controller. Additionally, Rossides discloses the above actions in claim 10 are performed by a
master controller (col. 16 lines 55-63), using a host computer. Therefore, it would have been
obvious to one skilled in the art at the time the invention was made to modify the disclosures of
Goldhaber et al. and Marino et al. to disclose the above actions in claim 10 are performed by a
master controller, as disclosed by Rossides, because this provides desirable functionality, as well

as customer satisfaction, for the system.

As per claim 20, Goldhaber et al., Marino et al. nor Rossides specifically disclose the
PDA comprises computer-executable code sent to the buyer over the global comrnunications
network. Official Notice is taken that it was old and well known in the art at the time the
invention was made that computer executable code (e.g., game software) could be downloaded,
uploaded, or executed on a system remote from the user operating it. Downloading executable
software from the Internet (e.g., software distributors) is old and well known in the computer
arts. Users of commercial software typically receive updates to their software from software
vendo_rs/distﬁbutors. The use of the Internet is not limited to any specific type of file transfer
activity. Also, connection to vendor/merchant sites on the Internet has typically included the
transfer of data files because of the Internet’s availability and cheap connectivity costs. It would
have been obvious to one skilled in the art at the time the invention was made to rodify the

disclosures of Goldhaber et al., Marino et al. and Rossides to disclose the PDA comprises
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computer-executable code sent to the buyer over the global communications network, as
disclosed by old and well known art, since this is an obvious and easy way that the user may be

provided access to the PDA software in order to participate in the PDA activity.

As per claim 21, Goldhaber et al. discloses the step of accepting payment information

from the buyer over the global communications network (col. 38 lines 11-12).

As per claims 22 and 23, neither Goldhaber et al. nor Marino et al. specifically disclose
the price is determined at least partially upon an offer received from the buyer, nor determining
the price based at least partially upon a competition between the buyer and the at least one person
using the selected PDA. However, Rossides discloses:

- the price is determined at least partially upon an offer received from the buyer
(ABSTRACT).

- determining the price based at least partially upon a competition between the buyer and
the at least one participant using the selected PDA (col. 3 lines 35-60).

Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to modify the inventions of Goldhaber et al, and Marino et al, to disclose the price is
determined at least partially upon an offer received from the buyer, and determining the price

based at least partially upon a competition between the buyer and the at least one person using the

P 00213




Application/Control Number; 09/342,866 Page 15

Art Unit: 2165

selected PDA, as disclosed by Rossides, because these are obvious characteristics/capabilities that

provide desired functionality to the invention.

Claim 29 is written as a method and contains the same limitation as claim S; therefore, the
same rejection is applied.

Claim 31 is written as a method and contains the same limitation as claim §; therefore, the
same rejection is applied.

Claim 37 is written as a method and contains the same limitation as claim 5; therefore, the

same rejection is applied.

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Goldhaber et al.
(U.S. Patent No. 5,855,008), and further in view of Marino et al. (U.S. Patent No. 4,850,007),
Rossides (U.S. Patent No. 5,269,521), and “Allotafun! To Develop Extensive Toy Internet Site;”

PR Newswire ; 03 December 1998 (hereafter referred to as Alottafun).

As per claim 5, Goldhaber et al., Marino et al., nor Rossides disclose the PDA is a
video game. However, Goldhaber et al. discloses This use of a consumer interface button—the
"CyberCoin"—~though reminiscent of the prior art "gems" in video game adventures, is
innovative and unique in that it transfers real value (col. S lines 38-40). Also, Alottafun

discloses children and adults of all ages visiting the “fun” site will have the opportunity to play
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various games and enter contests that will combine product promotion with product purchase
(pg. 1). Therefore, it would have been obvious to one skilled in the art at the time the invention
was made to modify Goldhaber et al., Marino et al. and Rossides to disclose the PDA is a
video game, as disclosed in Allotafun, because of the popularity with game players of on-line

games.

7. Claims 24, 27, 32-34, 38, and 42-44 are rejected under 35 U.S.C. 103(a) as being°
unpatentable over Goldhaber et al. (U.S. Patent No. 5,855,008)), and further in view of Marino
et al, (U.S. Patent No. 4,850,007), and Kelly et al. (U.S. Patent No. 5,816,918).

As per claim 24, neither Goldhaber et al. nor Marino et al. specifically disclose the at
least one participant is a second buyer; accepting a second request from the second buy to buy the
product for a second price to be determined within the price range; nor determining said second
price based at least partiaily upon the competition. However, Kelly et al. discloses:

- the at least one person is a second buyer (col. 3 lines 30-46);

- accepting a second request from the second buy to buy the product for a second price to
be determined within the pri.oe range (col. 3 lines 30-46); and

- determining said second price based at least partially upon the competition (col. 3 lines 30-

46).
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It would have been obvious to one skilled in the art at the time the invention was made to
modify the invention of Goldhaber et al. and Marino et al. to disclose the at least one person is
a second buyer, accepting a second request from the second buy to buy the product for a second
price to be determined within the price range, and determining seid second price based at least
partially upon the competition, as disclosed by Kelly et al., because this increases the desirable

functionality of the invention to the user.

As per claim 27, neither Goldhaber et al. nor Marino et al, specifically disclose
determining tﬁe price based at least partially upon a competition between the buyer and the
second participant using the PDA. However, Kelly et al. discloses determining the price based at
least partially upon a competition between the buyer and the second participant using the PDA
(col. 3 lines 30-46). Therefore, it would have been obvious to one skilled in the art at the time the
invention was made to modify the invention of Goldhaber et al, and Marino et al. to disclose
determining the price based at least partially upon a competition between the buyer and the
second participant using the PDA, as disclosed by Kelly et al., because this provides an obvious

and desirable feature to the invention encourages buyer participation.
As per claim 32, Goldhaber et al. nor Marino et al. disclose specifically the step of

determining a price range prior to determining the performance of the buyer. However, Kelly et

al. discloses the step of determining a price range prior to determining the perforraance of the

P 00216




Application/Control Number: 09/342,866 Page 18

Art Unit: 2165

buyer (col. 36 lines 22-55). Therefore, it would have been obvious to one skilled in the art at the
time the invention was made to modify the invention of Goldhaber et al. and Marino et al. to
disclose the step of determining a price range prior to determining the performance of the buyer,
as dis;:losed by Kelly et al., because this information is necessary for the user of the invention to
determine profitability when using the invention and evaluating buyer performance.

Claim 33 is written as a method and contains the same limitation as claim S; therefore, the
same rejection is applied.

Claim 34 is written as a method and containg the same limitation as claim 32; therefore,
the same rejection is applied.

As per claim 38, Goldhaber et al. nor Marino et al. disclose the step of setting a
difficulty level of the PDA based in part on an average target price for the product. However,
Kelly et al. disclose Once the required revenue R is determined for a particular prize, then the
average number of prize credits or tickets T that are known to be awarded per game is
determined (average ticket payout). It is possible for the game's manufacturer to adjust game
difficulty so that, on average, a predetermined mumber of prize credits will be awarded for each
game played (col. 36 lines 35-41). Therefore, it would have been obvious to one skilled in the art
at the time the invention was made to modify the invention of Goldhaber et al, and Marino et al,
to disclose the step of setting a difficulty level of the PDA based in part on an average target price
for the product, as disclosed by Kelly et al., because this desirably enhances/affects the

profitability of the invention.

P 00217




Application/Control Number: 09/342,866 Page 19

Art Unit: 2165

As per claim 42, Goldhaber et al. nor Marino et al. disclose the step of selecting the
PDA based at least in part on a minimum price associated with the product. Kelly et al. discloses
provides a prize redemption system and method for use with one or more game apparatuses.
Players may win "prize credits" by playing the game apparatus, and may then select a prize from
a prize menu offered on the game apparatus. The selected prizes and specific prizes may be
redeemed using specific prize tickets or coupons (col. 2 line 62 - col. 3 line 1). It would have
been obvious to one skilled in the art at the time the invention was made to modify the inventions
of Goldhaber et al. and Marino et al. to disclose the step of selecting the PDA based at least in
part on a minimum price associated with the product, as disclosed by Kelly et al., because this

assists the user in having the desired profitability when implementing the invention,

As per claim 43, Goldhaber et al. discloses the step of selecting the PDA based at least in

part on a skill level of the buyer (col. 12 lines 15-38).

Claim 44 is written as a method and contains the same limitation as claim 38; therefore,

the same rejection is applied.

8. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over as applied to
claim 35 above, and further in view of Goldhaber et al, (U.S. Patent No. 5,855,(08), and further

in view of Marino et al. (U.S. Patent No. 4,850,007), and Rockoff, Todd E.; Groves, Michael;
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“Design of an Internet-based system for remote Dutch auctions;” Internet Research: Electronic
Networking Applications and Policy; vol. 5; n4; pp. 10-16; 1995 (hereafter referred to as
RockofT).

As per claim 40, Goldhaber et al. nor Marino et al disclose the auction is a reverse
auction. However, RockofY discloses the auctioneer begins at a high price and then descends by
steps until a bidder indicates his intention to buy at the price level reached ... the auction
continues in this fashion until either the current lot is exhausted or its reserve price has been
reached (pg. 11, 1st col.). Therefore, it would have been obvious to one skilled in the art at the
time the invention was made to modify the disclosures of Goldhaber et al. and Marino et al. to
disclose the auction is a reverse auction, as disclosed by Rockoff, because this is a well known

auction format for selling goods.

9. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Goldhaber et al.
(U.S. Patent No. 5,855,008), and further in view of Marino et al. (U.S. Patent No. 4.850,007
B1), Kelly et al. (U.S. Patent No. 5,816,918), and Rossides (U.S. Patent No. 5,269,521).

As per claim 17, Goldhaber et al., Kelly et al., and Marino et al. do not specifically
disclose the PDA includes participation of a second buyer, nor the step of communicating to the
buyer and to a second buyer over the global communications network price determination rules.
However, Rossides discloses the PDA is adapted to accommodate participation of a second

participant (col. 24 lines 1-18); and
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. Therefore, it would have been obvious to one skilled in the art at the time: the invention
was made to modify the invention of Goldhaber et al., Kelly et al., and Marino et al. to disclose
the PDA includes participation of a second participant, as disclosed by Rossides, because this is

an obvious and desirable enhancement that would increase the utility of the invention to the user,

Response to Arguments
10.  Applicant's arguments with respect to claims 1-15 and 17-27 have been considered but are
moot in view of the new ground(s) of rejection,

Conclusion

11.  The prior art made of record and not relied upon is cox;sidercd pertinent to applicant's
disclosure includes:
- Shavit et al. (U.S. Patent No. 4,799,156) discloses a system for interactive on-line
electronic communications and processing of business transactions between a plurality of different
types of independent users including at least a plurality of sellers, and a plurality of buyers, as
well as financial institutions, and freight service providers;
- Eggleston et al. (U.S. Patent No. 6,061,660) discloses a method and system for providing
incentive programs over a computer network which is provided in which a host may provide
sponsoring companies with the capability to buy prepackaged or self-built incentive programs,
offer such incentive programs to consumers, provide sponsoring companies and retailers with the

capability to associate prizes with incentive programs, provide sponsoring companies, retailers
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and consumers with convenient fulfillment of prizes, and store and manipulate databases regarding
all of the foregoing,

- Von Kohorn (U.S. Patent No. 5,916,024) discloses a system and method for evaluating
responses to broadcast programs, such as television programs, which includes an instructional
signal modulated onto a signal transmitted concurrently with the television program, or

time-multiplexed with television signals.

12.  Any inquiry concerning this communication or earlier communications from the examiner
should be directed to Forest Thompson whose telephone number is (703) 306-5449. The

examiner can normally be reached Monday-Friday from 7:00 AM to 3:30 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor,

Wynn Coggins, can be reached at (703) 308-1344.

The fax numbers for the organization are as follows:
After Final: (703) 746-7238
Official: (703) 746-7239

Non-Official/Draft:  (703) 746-7240
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Any inquiry of a general nature or relating to the application or processing should be

directed to the receptionist whose telephone number is (703) 305-3900.

February 25, 2002 /FOT
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Any inquiry of a general nature or relating to the application or processing should be

directed to the receptionist whose telephone number is (703) 305-3900.

ﬁ -
February 22, 2002 /FO 8 PATENT EXAMINER
TECHNOLOGY CENTER 2100
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Substance of Interview including description of the general nature of what was agreed o If an agreement was
reached, or any other comments: See Continuation Sheet .

(A fuller description, if necessary, and a copy of the amendments which the examiner agresd would render the claims
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims
allowable is available, a summary thereof must be attached.)

B itis not necessary for applicant to provide a separate record of the substance of the interview(if box is
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MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office
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STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of interview requirements on
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Attachment to a signed Office action. Examiner's signatdre, if réquired

.8 Pateni and 11

rademink ORGE
PTO-413 (Rev. D3- H8) Interview Summary Paper No. 23,

P 00226




< S

Summary of Record of Interview Requirements

Manual of Examining P PEP), Saction 713,04, Sub of Interview Must be Made of Record
A comp m nulathn o P)t;unyhoe-b-m'n.mmmnu.ummpmelnwmmnmmwnnwwuﬂonmus\bomaﬁoatnwrcinlhe
di ther or not an agr with the was reached at (he intervisw.
Title 37 Code of Feceral Regulations (CFR) § 1.133 Interviews
Parsgraph (b) A
In every i whers K Is req d in view of en interview with an [ lota writien st of the or at the inlarview as
warraniing favorable action must ba fied by the applk An iew does not remove the Ry for reply to Office acion as specified in 6§ 1.111, 1.135. (38 U.S.C. 122)

37 CFR §1.2 Business W be transacted In writing.
All business with the Patent or Trademark Ofios should be transaciad In writing. The pp or their attomeys or agents st the Patani and
T Office is y. The action of the Patent and Trademark Office wil be based exclusively on the written record in the Office. No attention will be paid &
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Incomplete through the failure to record the substance of interviews.

Itis the responsibllity of the applicant or the atiomey or agent to make the substance of an Interview of record in the appiication file, unless
the examiner indicates he or she will do so. It is the examiner's responsibliity to sea that such a record is made and to correct material Inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Fonm for each Interview held where a matter of substancn has been discussed duiing the
Interview by checking the appropriate boxes and filling in the blanks. Discussions regarding anly procedural matiors, directed solely to restriction
requirements for which Interview recordation (s othenvise provided for In Section 812.01 of the Manual of Patent Exatnining Procadure, or pointing
out typographical errors or unreadabis script in Office actions or the like, are excluded from the Interview recordation procedures below. Whars the
substance of an Inisrview is completely recorded in an Examiners Amendment, no separate Interview Summary Record I8 required.
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“Contents” saction of the file wrapper. In a personal interview, a duplicate of the Form Is given to the applicant (or attarney or agent) at the
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An identification of the specific prior art discussed
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attachment of a copy of amendments or dlaims agread as being aliowable). Note: Agreement as (o alicwability is tantative and does
ot restrict further action by the examiner to the contrary.

- The signature of the examiner who conducted the Interview {if Form Is not an attachment to a signed Office action)

Itis desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case
uniess both applicant and examiner agree that the examiner will record same. Where the examiner agrees 1o record the substance of the interviow,
or when it is adequately recorded on the Form or in an attachment to the Form, the examiner shoukt check tihe appropriate box at the bottom of the
For;ln rewzud\ informs the applicant that the submission of a separata record of the substance of the interview as 8 supplement to the Form is not
req 5

It should be noted, however, that the Interview Summary Form wili not nomally be considered a complete and proper recordation of the
ht:x"ew unless llt Imdes. or Is supplernented by the applicant or the examiner 1o include, a8 of the applicable items required below conceming the
gubstance of the intarview.

A compléte and proper recordation of the substanca of any interview should include at least the following applicable items:
1) A brief description of the nature of any exhibit shown or any demonstration conducted,
2) an identification of the claims discussed,
3) an ldentification of the specific prior art discussed,
4) an identification of the principal propesed amendments of a substantve nature discussed, unless these iire already described on the
Interview Summary Form compleled by the Examiner,
5) a brief identification of the general thrust of the principal arguments pressntad to the examiner,
(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detalled description of the argumants s not -
required. The identification of the arguments Is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those anguments which he or she fesls ware or might be persuasive to the sxaminer.)
6) a general indication of any other pertinent matters discussed, and
7)if appropriate, the general results or cutcome of the interview uniess already described in the Interview Summary Form complated by
the examiner.

Examiners arg expected to carefully review the applicant's record of the substance of an Interview. If the record is not complete and
accurate, the examiner will give the applicant an extendabls ons month ime period to correct the record. ;

Examiner to Check for Accuraey
It the claims are allowable for other raasons of record, the examiner should send a letter setting forth the e>aminer’s version of the

statement atiributed to him or her. If the record ia compieta and accurats, the examines should place the indication, “interview Record OK® on the j
paper recarding the substance of the interview along with the date and the examiner's inltials. !
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Continuation Sheet (PTO-413) Application No. 09/342,866

Continuation of Substance of Interview including description of the general nature of what was agreed to if an
agreement was reached, or any other comments: Mr Cohen and examiner disagreed on the relevence of U.S. Patent
#4,850.007 (Marino et al.) in rejecting claim 1, specifically, the aspect of "accepling a second request from the buyer to
allow the price to be determined based upon a performance of the buyer while participating i a Price-determining-
Activity (PDA).” Mr Cohen believes the activity excludes the buyer simply listening fo advertisements to earn credit or
vafue towards purchase, but rather requires active participation by the buyer, e.g. as in an on-ine game, as presented,
Mr. Cohen says, in applicant's specification in the description of the PDA.. Examiner included relevant portions of
Marino in the last Office Action. Examiner will look at applicant's epecification in the next few days and get back to Mr.
Cohen with a decision of relevance as examiner sees it. Mr. Cohen Identified the following options open to him: if we
do not come to agreement (1): 1 = create a written record of why allowed: alllowed because not cover aspect of
Marino, if we can work out a situation where we agree on this; or, if we do not come to agreement (2 or 3): 2 = amend
claims to exclude Marino, possibly inciuding language that teaches "competitive” aspects not disclosed in Marino; or 3
= Continue prosecution, possibly with supplemental Appeal Brief. Mr. Cohen and examiner will discuss this further in
the next week or 2, as stated above.
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)
Serial No.: 09/342,866 —

Filed: June 29, 1999 ;
For: Systems And Methods For Transacting )
Business Over A Global Communications Network )
Such As The Internet )

APPELLANT’S REQUEST FOR REINSTATEMENT OF APPEAL

Assistant Commissioner for Patents
Washington, D.C. 20231

5  Dear Sir:

This Request is made in response to the Examiner's Office Action, dated March 1,
2002, wherein prosecution was re-opened in response to Appellant's original Appeal
Brief. This Request is for an appeal of all pending claims (Claims 1-15 and 17-44), in
view of the Examiner's new grounds for rejection. Appellant's Supplementsal Brief is

10 enclosed herewith and filed in triplicate, pursuant to 37 C.E.R. § 1.192.

Appellant hereby also petitions for a two-month extension of time to respond, in
accordance with 37 C.F.R. §1.136. Appellant believes the fees due are $200.00.
However, Appellant hereby authorizes all fees due based on this Response, including fees
for extension of time if any, to be charged to Deposit Account 50-1105 of Appellant's

15 undersigned representative.

Respectfully submitted,

T —
DATE: July 31, 2002 By £

V\’\ © Koy

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ¢,npZ

) Examiner: Forest Thompson, Jr.

009€ dNOYO

Neal M. Cohen

Attomey for Appellant
200,00

CERTIFICATE OF MAILING (37 C.F.R. §1.8a)

| hereby certify that this paper (along with any referred 1o as being hed or enclosed) is being deposited with the United States
Postal Service on the date shown below with sufficient postage as First Class Mail in an envelope ad : Assistant
Commissioner for Patents, Washington, D.C. 20231.

7/ Q[[ Lol ya
Date of Deposit Neal M. Cohen
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

) Group Art Unit: 3625

Q In re Application of: Wayne W. Lin )

Serial No.: 09/342,866
Filed: June 29, 1999

) Examiner: Forest Thompson, Jr.

)

For: SYSTEMS AND METHODS FOR g

TRANSACTING BUSINESS OVER A )

GLOBAL COMMUNICATIONS NETWORK )
)
)

SUCH AS THE INTERNET

APPELLANT'S SUPPLEMENTAL APPEAL BRIEF IN ACCORDANCE WITH
5 37 C.F.R. §1.193(b)(2)(ii)

Assistant Commissioner for Patents
Washington, D.C. 20231

Dear Sir:
10 Appellant hereby submits the attached Supplemental Appeal Brief in accordance with 37

C.F.R. §1.193(b)(2)(ii), in support of Appellant's Request For Reinstatement of Appeal.

009¢€ dNOHD
2002 8 0 90y
ad3AI303d

CERTIFICATE OF MAILING (37 CF.R. §1.8a)

| hereby centify that this paper (along with any referred 10 as being hed or enclosed) is being deposited with the United States Postal Service on the
date shown below with sufficient postage as First Class Mail inm an op to: Assl [» L for Patents, Washington, D.C.
20231,
Wytfimr, A
- Date of Deposit Neal M, Cohen
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L REAL PARTY IN INTEREST
The party named in the caption of the brief is the real party in interest.

II.__RELATED APPEALS AND INTERFERENCES

Appellant filed an Appeal Brief in the above-captioned matter on December 14, 2001.

5  (Appellant's Appeal Brief was originally filed on November 15, 2001, and a duplicate was filed on

December 14, 2001). The present Appeal Brief is a Supplemental Appeal Brief in response to the

Office Action mailed March 1, 2002.
I1. STATUS OF CLAIMS
Claim 16 has been cancelled. Claims 1-15 and 17-44 are pending. Appellant hereby appeals
10 from the rejection of all pending claims (1-15 and 17-44). Said claims are set forth in the Appendix
pursuant to 37 C.F.R. §1.192(c)(9).
IV. STATUS OF AMENDMENTS
There have been no amendments filed subsequent to final rejection.
V. SUMMARY OF INVENTION
15 A buyer's performance during a Price Determining Activity (PDA) is used to determine the
price of the product being purchased. (See, e.g., Original Specification at page 5, lines 3-12;
Abstract lines 1-3.) Specifically, the price of the product is scaled to the performance of the buyer
during the PDA. (See, e.g., Original Specification at page 3, line 22; page 14, lines 1-9.) Typically,
the better the buyer performs during the PDA, the lower the price will be of the product being
20  purchased. (See, e.g., Original Specification at page 3, lines 13-16.)
Each of the pending independent claims (1, 13, 19, and 35) recites that the price of the
product is "scaled to the performance of the buyer", either "while participating in" (Claims 1, 13,

and 19) or "during" (Claim 35) a Price-Determining-Activity (PDA).

-3-
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V1. ISSUES

A. Whether the Examiner properly relied on U.S. Patent No. 5,855,008 (Goldhaber et al)
and U.S. Patent No. 4,850,007 (Marino et al) as teaching certain limitations of Appellant's
independent Claim 1, namely "determining the price of [a] product [...] said price being [...]
scaled to the performance of [a] buyer [...] while participating in a Price-Determining-Activity
(PbA)", and then for subsequently rejecting Claim 1 and all claims dependent thereon?

B. Whether the Examiner properly relied on U.S. Patent No. 5,855,008 (Goldhaber et al)
and U.S. Patent No. 4,850,007 (Marino et al) as teaching certain limitations of Appellant's
independent Claim 13, namely "assigning a price to [a] product, said price being scaled to the
performance of [a] buyer {...] while participating in a Price-Determining-Activity (PDA)", and
then for subsequently rejecting Claim 13 and all claims dependent thereon?

C. Whether the Examiner properly relied on U.S. Patent No. 5,855,008 (Goldhaber et at)
and U.S. Patent No. 4,850,007 (Marino et al) as teaching certain limitations of Appellant's
independent Claim 19, namely a computer server programmed to "assign a price to [a] product,
said price being scaled to the performance of {a] buyer |[...] while participating in a Price-
Determining-Activity (PDA)", and then for subsequently rejecting Claim 19 and all claims
dependent thereon?

A D. Whether the Examiner properly relied on U.S. Patent No. 5,855,008 (Goldhaber et al)
and U.S. Patent No. 4,850,007 (Marino et al) as teaching certain limitations of Appellant’s
independent Claim 35, namely "assigning a price to [a) product, said price being scaled to the
performance of [a] buyer [...] during a Price Determining Activity (PDA)", and then for

subsequently rejecting Claim 35 and all claims dependent thereon?
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E. Whether claims which recite use of an auction to partially determine the price of a
product are separately patentable from the claims from which they depend?

F. Whether claims which recite use of a video game as the Price-Detertnining Activity
(PDA) are separately patentable from the claims from which they depend?
VI1I. GROUPING OF CLAIMS

For purposes of this appeal, and without making any admissions, Appellant submits that the
claims in each group of two or more claims which are rejected on a particular grounds stand or fall
together as set forth below, in reference to the particular new grounds for rejection set forth in the
Office Action mailed March 1, 2002 (herein the "Office Action"). In accordance with 37 C.F.R.
§1.192(c)(7), Appellant has set forth the reasons for these groupings in Appellant's Argument
section below.

Rejections in paragraph 4 of the Office Action:

Claims 1-2, 12-15, 18-19, 26, 28, 30, 35-36, and 41 stand or fall together, independent of
Claims 11, 25, and 39.

Claims 11, 25, and 39 stand or fall together, independent of Claims 1-2, .2-15, 18-19, 26,
28, 30, 35-36, and 41.

Rejections in paragraph S of the Office Action:

Claims 3-4, 6-10, and 20-23 stand or fall together, independent of Claims 29, 31, and 37.

Claims 29, 31, and 37 stand or fall together, independent of Claims 3-4, 6-10, and 20-23,

Rejections in paragraph 7 of the Office Action:

Claims 24, 27, 32, 34, 38, and 42-44 stand or fall together, independent of Claim 33.

Claim 33 stands or falls independent of Claims 24, 27, 32, 34, 38, and 42-44.
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VIll. ARGUMENT

A

The Examiner improperly relied on U.S, Patent No. 5.855,008 (Goldhaber et al) and U.S.
Patent No. 4,850,007 (Marino et al) as teaching certain limitations of Appellant's
independent Claim 1, namely "deteymining the price of fa} product |...] said price being
[.] scaled to the performance of [a] buyer |...] while participating in a Price-

Determining-Activity (PDA)", and then for subsequently rejecting Claim 1 and all claims
dependent thereon.

In the Office Action, the Examiner rejected independent Claim 1, and each claim
dependent thereon, as follows: Claims 1, 2, 11, 12, and 28 were rejected as unpatentable
over Goldhaber et al, and further in view of Marino et al (Office Action, Y4); Claims 3-4, 6-

10, 22-23, and 29 were rejected over Goldhaber et al, and further in view of Marino et al

and U.8S. Patent No. 5,269,521 (Rossides) (Office Action, §5); Claim 5 was rejected over
Goldhaber et al, and further in view of Marino et al, Rossides, and "Allotafun! To Develop
Extensive Toy Internet Site;" PR Newswire; 03 December 1998 (hereafter referred to as
Alottafun) (Office Action {6); Claim 24 was rejected as unpatentable over Goldhaber et al in
view of Marino et al, and U.S. Patent No. 5,816,918 (Kelly et al) (Office Action, 7).

Of the aforementioned claims, only Claim 1 is independent, and the others are
dependent thert;on. Claim I recites "determining the price of [a] product [...] said price being

[...] scaled to the performance of [a] buyer [...] while participating in a Price-Determining-

 Activity (PDA)." (See Appendix, Claim 1.)

The Examiner has relied on Marino et al as teaching or suggesting these limitations
(Office Action, Y4), and based on that reliance the Examiner then rejected Claim 1 and all
claims dependent thereon as stated above. Appellant respectfully disagrees with the
Examiner, because: 1) Marino et al is a non-analogous reference for the purpose of

determining the obviousness of Appellant's claims; and 2) Marino et al does not teach or

/Y
\!
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suggest "determining the price of [a] product [...] said price being [...] scaled to the
performance of [a] buyer ...] while participating in a Price-Determining- Activity (PDA).”

1. MARINO IS A NON-ANALOGOUS REFERENCE

"USPTO policy is to follow Graham v. John Deere in the consideration and
determination of obviousness under 35 U.S.C. 103." (MPEP 2141) The Graham standard of
patentability to be applied in obviousness type rejections includes determining the scope and
content of the prior art. In making the determination of the scope of the prior art, “The
Examiner must determine what is analogous prior art for the purpose of analyzing the
obviousness of the subject matter at issue. In order to rely on a reference as a basis for
rejection of an applicant’s invention, the reference must either be [a] in the field of
applicant’s [appellant's] endeavor or, if not, then be [b] reasonably pertinent to the pz;rﬁcular
problem with which the inventor was concerned.” (MPEP 2141.01(a) [case citations, and
internal quotes omitted).) Furthermore, [¢] the USPTO classification is some evidence of
“non-analogy” or “analogy” of references and cross-references. (MPEP 2141.01(a).)

(a) MARINO IS NOT IN THE SAME FIELD AS APPELLANT'S ENDEAVOR

Although there is no clear-cut formula in determining the same ficld part of the
analogous prior art inquiry, the determination may be made by answering the question, “Is
the Marino et al reference in the field of the appellant’s endeavor?” The answer is no.
Simply stated, the Marino et al reference is in the field of advertising, e.g., attention
brokerage, and the Appellant / inventor’s endeavor is in the field of a competitive or
entertainment-based price determining business model.

An advertisement is used to tell about or praise a product and/or service publicly. In

Marino et al an “announcement consisting of at least one advertisement” (Col. 1, lines 48-

-7-
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49) is generated, Marino et al does not teach or suggest a competitive or entertainment-based
price determining business model. Rather, Marino et al is concerned with generating
advertisements, and making the advertisement accessible for customers to receive. The
following portions of Marino et al, with emphasis added, clearly illustrate this point;
“Nevertheless, he can be very interested ... if the advertisement selection technique is
adapted to pick advertisements suited to his general interest.” (Col. 2, lines 9-12); “Among
the various bases for determining what advertising message will be connected ... foremost
are various fypes of demographic information ...” (Col. 4, lines 21-24); “In order that the
advertisements may be more focused to the interests of the caller ... a caller ... may let the
telephone company know ... which of several different categories of subjects he is
interested in ...” (Col. 5, lines 67-68 and Col. 6, lines 1-5).

Marino et al thus teaches generating advertisements and providing that information
to telephone service users. The information may be regarding a wide variety of subject
matter, including: 1) the general interest of the caller, 2) the demlogmphic: tocation of the
caller, or 3) the location that the caller is attempting to reach. In essence, information, in the
form of an advertisement, is used to tell about or praise a product and/or service. There is
absolutely no teaching or suggestion of a competitive or entertaining price determining
activity in Marino et al.

Furthermore, Marino et al teaches that it is beneficial that the caller is attentive to the

advertisement. That's the whole idea behind the Attention Brokerage industry. The following
portions of Marino et al, with emphasis added, clearly illustrate this point: “The
announcement period can be interactive so that the advertiser can be assured that the

calling party actually listens to his ad ..."” (Col. 2, lines 13-15); “One way of verifying that
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the caller is actually listening ...” (Col. 2, lines 18-19). In exchange for their attentiveness,
while receiving information, i.e., advertising, a customer is provided a form of payment.

The term attention brokerage implies that payment is made in exchange for a
customer’s attention. Marino et al uses a form of payment, e.g., “reduced rate billing and/or
credit,” (Col. 4, lines 18-19) to a customer in exchange for “listening to, or watching,
advertising messages from advertising system.” (Col. 3, lines 12-14) Marino et al does not
teach or suggest a competitive or entertainment-based price determining business model.
Rather, Marino et al is directed to the field of attention brokerage — that is, paying a
customer for the customer’s attention. The following portions of Marino et al, with emphasis
added, clearly illustrate this point: “After the advertisement is announcement is completed
...[a] call is processed ... at a reduced rate of charge or with automatic credit being given
the customer’s account.” (Col. 1, lines 54-58); “It is also possible that coupons good for the
purchase of merchandise or services could be in the form, in whole or in part, in which the
caller receives value for his cooperation.” (Col. 2, line 38-41); “In general ... the billing
will be returned which shows his reduced telephone toll charge rate or, alternatively, the
lump sum credits he is receiving for listening to, or watching, advertisiné messages ...”
(Col. 2, lines 62-68); “Request for either of these services may be an occasion to offer a
subscriber a reduced rate or a credit in return for listening to, watching, advertising
messages ...” (Col. 3, lines 12-15); “Also at the conclusion of the message, the appropriate
billing item is generated ... this reduced rate billing and/or credit is accumulated ...” (Col.
4, lines 16-19). Therefore, Marino et al teaches a payment to a subscriber for the subscriber’s

attention, i.e., attention brokerage.
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Appellant teaches a competitive or entertainment-based price determining activity.
(See, e.g., original application, page 1, lines 6-7; page 2, lines 14-16; page, 3, lines 2-4; page

3, lines 10-11; page 4, lines 13-14) Thus, the price of the product is determined during a

‘competitive or entertainment-based PDA. That is, the buyer also receives a side benefit of

the entertainment value of the activity or even motor skill enhancement via video game play
or similar activities. The Appellant’s invention does not pay the user for (he user’s attention
to an advertisement. Appellant's invention uses PDAs such as a video game, electronic board
game, gambling game, sports bet, etc. to encourage customers to engage in the activity of
buying products (see, ¢.g., original specification, page 9, lines 10-13). The PDA {activity) is
directly connected to the price of the product.

On the other hand, Marino et al offers a discounted phone service. Such a service is

generally associated with other utilities including gas, water, and electric in which the price

. for such service is non-negotiable. Marino et al states, “This new telephone toll service

differs from telephone shopping services in that the caller is not looking for the specific

information contained in the advertisement — indeed, he is looking for other information
or seeking to place a personal long-distance call.” (Col. 2, lines 4-8 [emphasis added])
Therefore, if Marino et al differs from telephone shopping services it surely differs from
Appellant’s interactive PDA-based shopping services.

Marino et al is in the field of attention brokerage, and Appellant’s invention is in the
field of a competitive or entertainment-based price determining model. No matter how
Marino el al is viewed, it simply does not disclose or suggest a scaling the price of a product

to a performance of the buyer during a PDA.
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Linking the price of a product to a performance during a PDA (Appellant's Claims) is
completely different from paying someone for their attention (Marino et al). In the former,
the price of the product is not fixed, and the seller hopes to clase the sale by allowing the
buyer to lower the price based upon the buyer's performance while participating in a PDA. In
the latter, the price of the product is fixed, and the seller hopes to close the deal by ensuring
the buyer listens to the seller's sales presentation, which is why the seller pays the buyer for
the buyer’s attention,

(b) MARINO IS NOT REASONABLY PERTINENT TO THE INVENTOR'S
PARTICULAR PROBLEM

Under the two-step test for determining whether a prior art reference is non-
analogous, if the reference is not within the field of the inventor’s endeavor it must be
determined whether the reference is “reasonably pertinent to the particular problem with
which the inventor was involved.” (MPEP 2141.01(a) citing Jn re Deminski, 796 F.2d 436,
230 USPQ 313 (Fed. Cir. 1986).) “If a reference disclosure has the same purpose as the
claimed invention, the reference relates to the same problem ... [I]f it is directed to a
different purpose, the inventor would accordingly have had less motivation or occasion to
consider it.” (In re Clay, 966 F.2d 656, 23 USPQ 2d 1058, 1060-61 (Fed. Cir. 1992).)

Marino et al seeks to solve the problem of how to recover sufficient revenues to
cover the cost of directory assis@ce calling, other information services, and long-distance
service, when faced with a demand to lower such costs (Col. 1, lines 11-25). Hence, in an era
of increasing deregulation, the phone companies seek a system that would enable the phone
companies to continue to make selected service available. “The above-described problems

are solved according to the invention by providing ... at least one advertisement ... After
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the advertising announcement is completed the toll call and/or directory assistance call is
processed as usual but at a reduced rate of charge or with automatic credit being given to the
customer’s account.” (Col. 1, lines 39- 58) In other words, Marino et al solves the problem
of telephone service deregulation by selling advertising space to an advertiser at a higher rate
than the phone company discounts the telephone service.

On the other hand, Appellant seeks to create an alternative e-commerce system and
method that encourages customers to engage in the buying of products. Appellant solves the
problem by providing systems and methods that “allow a potential buyer to engage in
competitive/entertaining activities wherein the activities ultimately determine the price of the
product or service to be bought, depending on the buyer’s performance while participating in
the PDA.” (Page 3, lines 1-6). Appellant uses PDAs such as a video game, electronic board
game, gambling game, sports bet, etc. to encourage customers to engage in the activity of
buying products (Page 9, lines 10-13).

Marino et al simply does seek to solve a probler.n reasonably pertinent to the
particular problem with which the Appellant was involved.

(c) USPTO CLASSIFICATION IS EVIDENCE THAT MARINO IS A NON-
ANALOGOUS REFERENCE

The USPTO classification system is some evidence of “non-analogy” or “analogy” of
references and cross-references. A cross reference in the official PTO search notes is some
evidence of analogy, particularly when “nearly identical classification of the application and
references ... are the result of the close similarity in structure and function of the invention

and the prior art.” (/n re Deminski, 796 F.2d 436, 230 USPQ 313 (Fed. Cir. 1986).)
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Marino el al is classified by the USPTO in U.S. class 379 (telephonic
communications) and subclasses 67 (audio message storage, retrieval, or synthesis), 112
(call traffic recording by computer or control processor), and 84 (at switching facility). On
the other hand, classification of Appellant’s application is listed under 705 (data processing:
financial, business practice, management, or cost/price determination). Class and subclass
terminology used in classifying Marino et al cannot be found anywhere within Appellant’s
application. Terminology such as telephone communications, audio messages storage, call
traffic recoding, and switching facility are completely foreign to the systems and methods of
the Appellant’s invention. As evidenced by the USPTO’s own classification system, Marino
et al is a pon-analogous reference for the purpose of determining the obviousness of

Appellant's claims.

Based on the arguments set forth herein, Appellant submits that Marino et al is
clearly a non-analogous reference, and therefore cannot be used to reject Appellant's claims.
(Furthermore, the Goldhaber reference which the Examiner also used to reject Appellant's
claims, is also non-analogous, for the same reasons Marino et al is non-analogous. That is,
Goldhaber, too, is clearly directed to the field of Attention Brokerage (se, e.g., the title of
Goldhaber is "Attention Brokerage").) Based on these arguments alone, Appellant submits

that the Examiner's rejections should be withdrawn.
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2. MARINO at ¢l DOES NOT TEACH OR SUGGEST "DETERMINING THE PRICE

" OF |A] PRODUCT |...) SAID PRICE BEING |...] SCALED TO THE

PERFORMANCE OF [A] BUYER [...] WHILE PARTICIPATING [N A PRICE-
DETERMINING-ACTIVITY (PDA)."

The Examiner's rejections should further be withdrawn, because sven if Marino et al
was not a non-analogous reference, it nonetheless docs; not teach or suggest the limitations of
Appellant's Claim 1, which requires "determining the price of [a] product [...] said price
being [...] scaled to the performance of [a] buyer [...] while participating in a price-
determining-activity (PDA).

A PDA is described in detail in Appellant's original specification as an activity which
is performed and which performance thereof is used to determine the price of the product.
(See, e.g., page 2, lines 13-16; page 3, lines 1-4; page 6, lines 19-22; page 9, lines 15-19;
Example on page 9, line 20, through page 11, line 7; and page 13, line 4, through page 17,
line 5.) Thus, the price of the product is determined based upon the performance of the buyer
during the PDA. That is, the performance has a direct effect on the deterraination of the price
of the product. Furthermore, the price is scaled to the performance of the buyer during the
PDA; such that the better the buyer performs during the PDA, the lower the price will
typically be of the product being purchased. (See, c.é., Original Specification at page 3, lines
13-22; page 14, lines 1-9.)

Marino et al does not teach or suggest such a connection between a PDA, a
performance during a PDA, and the price of the product. Rather, Marino et al is directed to
the field of attention brokerage - that is, paying a customer for the customer's attention.

Appellant's Claim 1, on the other hand, recites a direct lin.k between a Price-

Determining-Activity (PDA) and the price of the product, namely "determining the price of

-14-

P 00243




10

15

20

[a] product [...] said price being [...] scaled to the performance of [a] buyer [...] while
participating in a Price-Determining-Activity (PDA)."

Appellant’s arguments as set forth in paragraph VIIL.A of Appellant’s Brief filed
December 14, 2001 are hereby incorporated by reference and apply to Marino et al. In
addition to the aforementioned arguments, Marino et al lacks, i.e., does not teach, significant
inherent characteristics found in Appellant’s recitation of the use of a PDA, in Claim 1,
including: 1) uncertainty of actual final cost of the product or service; 2) enhanced cognitive
reasoning; 3) high motor skill participation of the user; and 4) competition and/or
entertainment qualities.

(a) MARINO DOES NOT TEACH UNCERTAINTY OF THE ACTUAL FINAL
COST OF A PRODUCT OR SERVICE

The final cost of an item is inherently uncertain in the Appellant's recitation ;)f the

use of a PDA, in Claim 1. The following portions of Appellant’s application, with emphasis

added, clearly illustrate this point: “Thus, if @ buyer performs poorly at the activity, the

price will be higher, whereas if the buyer does well, the price will be lower.” (Page 3, lines

13-16); “The actual range may be a scaled set of prices ... for which the buyer will either
“win” the contract or “lose” ... or ... the product or service might be attainable for free
..." (Page 3, lines 22-23 and Page 4, line 1-4); “Buyers, on tl;e other hand, are willing to
accept the possibility of paying the highest price ... in exchange for the opportunity to pay
the lower price ...” (Page 4, lines’ 10-13); “Sellers offer their product/service ... buyers
accept the offer, in exchange for the apportunity to close the transaction at the lowest

price offered ...” (Page 6, lines 16-19); “For example, ... the buyer may be entitled to a
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further discount ... which discount may be greater ... or not so great ...” (Page 7, lines 22-
23 and Page 8, lines 1-2).

The Appellant’s recitation of the use of a PDA, in Claim 1, thus teaches that the final
cost of an item is inherently uncertain, Buyers are willing to accept the possibility of paying
a price within an agreed upon range. The willingness of the buyer to engage in an activity
where the buyer faces an uncertainty in the final product price is inherent in PDAs as
described in Appellant’s application.

Marino el al, on the other hand, does not teach such inherent uncertainty in the final
price a customer will pay for a service. A customer, wanting to access telephone service,
knows exactly the predetermined fees for such service, The customer makes a definite and
certain choice, pressing a key, for the pricing fee they desire to obtain. The only uncertainty
associated with Marino et al is in the generation of an advertisement. The: following portions
of Marino et al, with emphasis added, clearly illustrate this point: “The advertisements are
selected from some predetermined technique ...” (Col. 1, lines 49-53); “These
announcement could also have been chosen on a randoni basis ...” (Col. 4, lines 61-64);
“Further, ... @ round-robin type of sequencing of appropriate advertisements ...” (Col. 5,
lines 10-22).

Thus, Marino el al does not teach such inherent uncertainty in the final price a
customer will pay for a service, and this too is a distinction between the attention brokerage
teachings of Marino, versus the e-commerce business model of Appellant's claims.

(b) MARINO DOES NOT TEACH ENHANCED COGNITIVE REASONING

Enhanced cognitive reasoning is inherent in the Appellant's recitation of the use of a

PDA, in Claim 1. The following portions of Appellant’s application, with emphasis added,
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clearly illustrate this point: “The “games” are: ... 2) a ... trivia quiz of ten questions; 3) an
offer to predict ...” (Page 10, lines 8-13); “He has no time to read the next two questions
...” (Page 11, lines 1-2); “A buyer may submit his or her prediction ...” (Page 14, lines 10-
11); “A buyer may submit his or her wager or prediction ...” (Page 14, lines 19-21); “Other
PDAs include ... electronic board games such as chess, backgammon, checkers ...” (Page
15, lines 1-6). |

The Appellant’s recitation of the use of a PDA, in Claim 1, thus teaches that
enhanced cognitive reas'oning is inherent. In a typical application, the us¢ of a PDA requires
a buyer to answer questions that involve memory access and retrieval. Furthermore, games
such as chess or backgammon require a certain level of pre-leamed skills coupled with
strategic game play. In addition, the ability to make predictions involves comparisons and an
understanding and use of the laws of probability.

Alternatively, Marino el al does not teach such inherent enhanced cognitive
reasoning such as that found in a PDA. The following portions of Marino et al, with
emphasis added, clearly illustrate this point: “In general ... for listening to, or watching,
advertising messages ..." (Col. 2, lines 62-68); “In point of fact, this message may be either
an aural or visual nature ...” (Col. 4, lines 1-4); “The local central office ... will play a
recorded message as follows: Choose one, two, or three minutes of advertisement by
pressing keys 1, 2, or 3 on your telephone pad.” (Col. 4, lines 50-54).

In Marino et al customers mindlessly listen or watch advertising messages. The
activity of simply listening or watching an advertisement is so devoid of any cognitive
reasoning that customers are asked to press a keypad button in order to alleviate boredom

and assure that the caller is actually listening. The caller could actually place down the

-17-

P 00246




10

15

20

® ®

phone, walk away, and return at the appropriate time to press a keypad button in order to
receive the requested service fee.

Therefore, Marino el al does not teach such inherent enhanced cognitive reasoning
such as that found in a PDA, and this too is a distinction between the attention brokerage
teachings of Marino, versus the e-commerce business model of Appellant's claims.

(¢) MARINO DOES NOT TEACH GREATER MOTOR SKILL
PARTICIPATION OF THE USER

High-level motor skill participation of the user is inherent in the Appellant's
recitation of the use of a PDA, in Claim 1. The following portions of Appellant’s
application, with emphasis added, clearly illustrate this point: “The “games” are: 5) a classic
PacMan video arcade game.” (Page 10, lines 8-13); “A classic example of a PDA is a video
game ...” (Page 14, lines 1-2).

The Appellant’s recitation of the use of a PDA, in Claim 1, thus teaches that high
motor skill participation of the user is inherent. Typically, video game play involves keen
hand/eye coordination. Players must scan the field of play, anticipate future actions, and
make split second movements in order to successively complete the required game tasks.
More often than not a video game player is required to manipulate numerous controls having
varied functions in order to effectively score well.

On the other hand, Marino el al teaches no such inherent motor skii} participation of
the user such as those found in a PDA. The following portions of Marino et al, with
emphasis added, clearly illustrate this point: “The announcement period can be interactive. ..
assuring that the calling party actually listens to his ad ... One way to verify that the caller is

actually listening is for him to be ask to send an alpha-numeric signal or a voice signal ...
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the customer could be asked to press the number 9 on his telephone keypad” (Col. 2, lines
13-29); “The local central office ... will play a recorded message as follows: Choose one,
two, or three minutes of advertisement by pressing keys 1, 2, or 3 on your telephone pad.”’
(Col. 4, lines 50-54).

In Marino et al telephone users, at most, are required to press keys on the telephone
pad. The aforementioned key pressing activity, coupled with the ability to pick-up and dial a
phone, and listen or watch an advertisement, does not remotely amount to what might be
considered a high level of motor skill activity. Keen hand/eye coordination and split second
movements are not needed to successively complete the required phone tasks.

Therefore, Marino et al teaches no inherent motor skill participation of the user such
as those found in a PDA, and this too is a distinction between the attention brokerage
teachings of Marino, versus the e-commerce business model of Appellant’s claims..

(d) MARINO DOES NOT TEACH COMPETITION AND/OR
ENTERTAINMENT QUALITIES

Competition and/or entertainment qualities are inherent in the Appellant's recitation
of the use of a PDA, in Claim 1. The following/ portions of Appellant’s application, with
emphasis added, clearly illustrate this point: “The activity may be a video game ...
electronic board game, crossword puzzle or other word game, sports bet, card game ...”
(Page 3, lines 16-18); “Buyer also receive a side benefit of the entertainment value of the
activity ...” (Page 4, lines 13-14); “The activity may be a video game, electronic board
game, sports bet, card game ...” (Page 6, lines 20-21); “The PDA may be a video game,
electronic board game, gambling game, sports bet ...” (Page 9, lines 10-13); “The “games”

are: 1) @ bridge game ... 2) a ... trivia quiz of ten questions; 3) an offer to predict ... 4) a
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game of keno ... and 5) a ... video game.” (Page 10, lines 8-13); “A classic example of a
PDA is a video game ...” (Page 14, lines 1-2); “Other PDAs include electronic card games,
such as bridge, cribbage, black jack, poker, or other card games, craps, roulette, and
electronic board gamé such as chess, backgammon, checkers, or a proprietary game
such as Trivial Pursuit, Monopoly, or other game.” (Page 15, lines 1-6).

The Appellant’s recitation of the use of a PDA, in Claim 1, thus tca‘ches that
competition and/or entertainment qualities are inherent. Nearly every game has some
competitive and/or entertainment quality associated wi.th it. Webster's New World College
Dictionary, 3" ed., defines game [with emphasis added] as, “any specific contest,
engagement, amusement, computer simulation, or sport involving physical or mental
competition under specific rules, as football, chess, or war game.” ‘

Marino el al, however, does not teach such inherent competition and/or entertainment
qualities. The following portion of Marino et al, with emphasis added, clearly illustrate this
point: “The local central office ... will play a recorded message as follows: Choose one, two,
or three minutes of advertisement by pressing keys 1, 2, or 3 on your telephone pad.” (Col.
4, lines 50-54).

Simply stated, pressing keys 1,2, or 3, on a telephone pad cannot be considered to
involve a competitive or entertaining quality. No matter how Marino is viewed, it simply

does not teach, disclose or suggest any level of competitive and/or entertainment qualities,

“and this too is a distinction between the attention brokerage teachings of Marino, versus the

e-commerce business model of Appellant's claims.
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Based on the arguments set forth herein, and particularly in this Section, Appellant
respectfully submits that Marino et al does not teach or suggest "determining the price of [a]
product [...] said price being [...] scaled to the performance of [a] buyer [...] while
participating in a Price-Determining-Activity (PDA)." Thus, Appellant's independent Claim
1, and all claims dependent thereon, are patentable over the cited art, and the Examiner's
rejections should be withdrawn

The Examiner im ly relied on U.S. Patent No. 5,855,008 (Goldhaber et al) and U.S.

Patent No. 4.850,007 (Marino et al) as teaching certain limitations of Appellant's
independent Claim 13, namely "assigning a price to [a) product, said price being scaled
to the performance of [a] buyer [...] while participating in a Price-Determining-Activity
(PDA)", and then for subsequently rejecting Claim 13 and all claims dependent thereon.

In the Office Action, the Examiner rejected independent Claim 13, and each claim
dependent thereon, as follows: Claims 13-15, 18, 25-26, and 30 were rejected as
unpatentabie over Goldhaber et al, and further in view of Marino et al (Office Action, §4);

Claim 31 was rejected over Goldhaber et al, and further in view of Marino et al and UsS.

Patent No. 5,269,521 Rossides (Office Action, §5); Claims 27, and 32-33 were rejected over
Goldhaber et al, and further in view of Marino et al and U.S. Patent No. 5,816,918 Kelly et
al (Office Action, 47); Claim 17 was rejected as unpatentable over Goldhaber et al, and

further in view of Marino et al, Kelly et al, and Rossides (Office Action, 9).

Of the aforementioned claims, only Claim 13 is independent, and the others are
dependent thereon. Claim 13 recites “assigning a price to [a] product, said price being scaled
to the performance of [a] buyer [...] while participating in a Price-Detennining—Activity
(PDA)". (Appendix, Claim 13.)

The Examiner has relied on Marino et al as teaching or suggesting these limitations

(Office Action, §4), and based on that reliance the Examiner then rejected Claim 13 and all
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claims dependent thereon as stated above. Appellant respectfully disagrees with the
Examiner, because Marino et al doe;: not teach or suggest "assigning a price to [a] product,
said price being scaled to the performance of [a] buyer [...] while participating in a Price-
Determining-Activity (PDA)".

Appellant's arguments are set forth herein in paragraph VIIL.A, and Appellant hereby
incorporates the arguments herein by reference.

Based on the arguments set forth herein, Appellant respectfully submits that
independent Claim 13, and all claims dependent thereon, are patentable cver the cited art,

and the Examiner’s rejections should be withdrawn.

The Examiner improperl ied on U.S. Patent No. 5.855.008 Idhaber et al} and U.S.
Patent No. 4,850,007 {Marino et al) ag teaching certain limitations of Appetlant's
independent Claim 19, namely a computer server programmed to "assign a price to [a]
product, said price being scaled to the performance of [a] buyer [...] while participating
in a Price-Determining-Activity (PDA)". and then for subsequently rejecting Claim 19 and
all claims dependent thereon.

In the Office Action, the E:.taminer rejected independent Claim 19, and each claim
dependent thereon, as follows: Claim 19 was rejected over Goldhaber et al, and further in
view of Marino et al (Qfﬁce Action, 14); Claims 20 and 21 were rejected over Goldhaber et
al, and further in view of Marino et al and U.S. Patent No. 5,269,521 Rossides (Office
Action, 5); Claim 34 was rejected over Goldhaber et al, and further in view of Marino et al
and U.S. Patent No. 5,816,918 Kelly et al (Office Action, §7).

Of the aforementioned claims, only Claim 19 is independent, and the others are
depenfient thereon. Claim 19 recites a computer server programmed to "assign a price to [a]
product, said price being scaled to the performance of [a] buyer [...] while participating in a

Price-Determining-Activity (PDA)." (Appendix, Claim 19.)
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The Examiner has relied on Marino et al as teaching or suggesting these limitations
(Office Action, §4), and based on that reliance the Examiner then rejected Claim 19 and all
claims dependent therson as stated above. Appellant respectfully disagrees with the
Examiner, because Marino et al does not teach or suggest a computer server programmed to
"assign a price to [a] product, said price being scaled to the performance of {a] buyer [..]
while participating in a Price-Detenmining-Activity (PDA)."

Appellant's arguments are set forth herein in paragraph VIILA, and Appellant hereby
incorporates the arguments herein by reference.

Based on the arguments set forth herein, Appellant respectfully submits that

independent Claim 19, and all claims dependent thereon, are patentable over the cited art,

and the Exarniner's rejections should be withdrawn.

The Examiner improperly relied on U.S, P . 00. dhaber et al) and U.S,

Ahe Examuner improperly relied on U.8. Patent No. 5,855,008 {Goldhab
Patent No. 4.850,007 {Marino et al) as teaching certain limitgtions of Appellant’s
independent Claim 35, namely "assigning a price to [a] product, szid price being scaled

to the perfarmance of er [...] during a Pri etermining Activity (PDA)", and

to the performance of [a] buyer [...] during a Price Determining Acti
then for subseguently rejecting Claim 335 and all claims dependent thereon,

In the Office Action, the Examiner rejected independent Claim 35, and each claim
dependent thereon, as follows: Claims 35-36, 39, and 41 were rejected over Goldhaber et al,

and further in view of Marino et al (Office Action, 14); Claim 37 was rejected over

Goldhaber et al, and further in view of Marino et al and U.S. Patent No. 5,269,521 Rossides
(Office Action, 5); Claims 38, and 42-44 were rejected over Goldhaber =t al, and further in
view of Marino et al and U.S. Patent No. 5,816,918 Kelly et al (Office Action, §7); Claim

40 was rejected over as applied to Claim 35, and further in view of Goldhaber et al, and

further in view of Marino et al, and Rockoff: Design of an Intemet-based system for remote
Dutch Auctions" (Office Actian, 18).
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Of the eforementioned claims, only Claim 35 is independent, and the others are
dependent thereon. Claim 35 recites "assigning a price to [a] product, said price being scaled
to the performance of [a] buyer {...] during a Price Determining Activity (PDAY". (Appendix,
Claim 35.)

The Examiner has relied on Marino et al as teaching or suggesting these limitations
(Office Action, 14), and based on that reliance the Examiner then rejected Claim 35 and all
claims dependent thereon as stated above. Appellant respectfully disagress with the
Examiner, because Marino et'al does not teach or suggest "assigning 2 price to [a] product,
said price being scaled to the performance of [a] buyer [...] during a Price: Determining
Activity (PDA).*

Appellant's arguments are set forth herein in paragraph VIILA, and Appellant hereby
incorporates the arguments herein by reference.

Based on the arguments set forth herein, Appellant respectfully submits that
independent Claim 35, and all claims dependent thereon, are patentable over the cited art,

and the Examiner's rejections should be withdrawn.

Claims which recite use of an auction to partially determine the price of & product are
separately patentable from the claims from which they depend,

As set forth in Paragraph VII herein, Appellant submits that of the: claims rejected in
;14 of the Office Action, Claims 11, 25, and 39 are separately patentable from the others
because Claims 11, 25, and 39 each recite that the price is determined at least partially upon
either “participation of the buyer in" (Claims 11 and 3%) or "results of* (Claim 25) "an
auction.” Based on these limitations, Claims 11, 25, and 39 are separately patentable, as is

Claim 40 which depends from Claim 39,
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Using an auction as an additional factor in determining the price of a product is not
obvious over the cited art, because though auctions were known in the arl, auctions were not
used in combination with a PDA in which the price of & product was scaled to the
performance of a buyer while participating in the PDA. The portion of Goldhaber et al relied
on by the Examiner in the Office Action to reject these claims (Goldhaber, Col. 4, lines 63-
64) merely discloses an auction in the context of attention brokerage, not in the context as
set forth in Appellant's claims. As stated herein previously, attention brokerage and price

reduction represent two completely different fields.

Ciaims which recite use of 2 video game as the Price-Determining Activity (PDA) are

aratcl m the claims from which they depend.

As set forth in Paragraph VII herein, Appellant submits that of the claims rejected in
95 of the Office Action, Claims 29, 31, and 37 are separately patentable from the others.
Similarly, Claim 5 (rejected in 16 of the Office Action), and Claim 33 (rejected in §7 of the
Office Action), are separately patentable from the others. Claims 5, 29, 31, 33, and 37 each
recite that "the PDA is a video game”. Based on these limitations, Claims 5, 29, 31, 33, and
37 are separately patentable,

Using a video game as a Price-Determining Activity is not obvious over the cited art,
because though video games were known in the art, video games were not used to determine
the price of a product by scaling the price to a performance while participating in the video
game. Use of video games as a PDA is not obvious merely because video games are popular.

Furthermore, Claims 29, 31, and 37 were rejected in 5 of the Office Action over the
Goldhaber, Marino, and Rossides references, in which the Examiner stated that Claims 29,

31, and 37 "contain the same limitation as Claim 5; therefore, the same rejection is applied"”.
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However, the Examiner's only rejection of Claim 5 is in 6 of the Office Action, in which an
additional reference is required to reject Claim 5 - namely the Allotafun reference. Thus, the
Examiner’s rejections of Claims 29, 31, and 37 arc further inappropriate for this reason.
Likewise, Claim 33 was rejected in §7 of the Office Action over the Goldhaber,
Marino, and Kelly references, in which the Examiner stated that Claim 33 "contains the
same limitation as Claim 5; therefore, the same rejection is applied”. However, as stated
above, the Examiner's only rejection of Claim 5 is in §6 of the Office Acton, in which an
additional reference is required to reject Claim 5 - namely the Allotafun reference. Thus, the
Examiner's rejection of Claim 33 is further inappropriate for this reason.
IX. CONCLUSION
For the foregoing reasons, Appellant submits that the Examiner’s rejections of Claims 1-15
and 17-44 were erroneous, and reversal of the rejections is hereby requested.

Respectfully submitted,

DATE: July 31, 2002 By 7%/

Neal M. Cohen

Reg. 41,683

Customer Number 23410
Attorney for Appellant

Law Offices of Neal M. Colen
2424 S.E. Bristol Street, Suite 300
Newport Beach, California 92660
TEL: (949) 724-1849

FAX: (949) 724-8806
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X APPENDIX - CLAIMS ON APPEAL

l. A method of doing business over a global communications network comprising the

steps:

communicating to a buyer via the global communications network, a description of a
product;

accepting a first request from the buyer to buy the product for a price to be determined
within a price range;

accepting a second request from the buyer to allow the price to be determined based upon a
performance of the buyer while participating in a Price-Determining-Activity (PDA);

receiving data from the buyer over the global communications network, said data
representing the performance of the buyer during the PDA; and

determining the price of the product based at least partially upon the data received, said price
being within the price range and scaled to the performance of the buyer.

2. The method of claim 1, further comprising the step of accepting payment information
from the buyer over the giobal communications network.,

3. The method of claim 1, further comprising the step of presenting to the buyer over the
global communications network, a plurality of PDAs to choose from, said presentation of the
plurality of PDAs occurring before accepting the second request from the buyer.

4. The method of claim 3, further comprising the step of presenting price determination
rules to the buyer over the global communications network, said price determination rules being
associated with the plurality of PDAs.

5. The method of claim 4, wherein the PDA is a video game.

-27-

P 00256




10

15

20

® ®

6. The method of claim 1, further comprising the step of associating the PDA with the
product based at least partially upon a number of participants required for execution of the PDA.

7. The method of claim 1, further comprising the step of sending price data to the buyer
via the global communications network, said price data representing the price.

8. The method of claim 1, further comprising the step of accepting offer data from the
seller representing an offer from the seller to sell the product within the price range.

9. The method of claim 1, wherein the PDA requires participation of at I_east one
participant in addition to the buyer.

10. The method of claim 1, whercin the steps of accepting the first request from the buyer,
accepting the second request from the buyer, and receiving the performance data from the buyer, are
performed by a master controller,

11. The method of claim 1, wherein the price is determined at least partially upon
participation of the buyer in an auction,

12. The method of claim 1, wherein the global communications network is the Internet,

13. A method of determining a price of a product using a global communications network,
compfising the steps:

communicating to a buyer via the global communications network, data representing a
plurality of products available, said plurality of products including a first product;

accepting acknowledgement from the buyer representing an intent of the buyer to buy the
first product at a price to be determined based upon a performance of the buyer while participating
in a Price-Determining-Activity (PDA), said acknowledgement being communicated over the global
communications network;

determining the performance of the buyer; and
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assigning a price to the product, said price being scaled to the performance of the buyer.

14. The method of claim 13, further comprising the step of receiving data over the global
communications network representing an election of the buyer to select the PDA.

15. The method of claim 13, further comprising the step of accepting payment information
from the buyer over the global communications network.

17. The method of claim 32, wherein the PDA is adapted to accommodate participation of a
second participant.

18. The method of claim 13 wherein the price is dependent at least partially upon a bid
selected by the buyer.

19. A system for conducting e-commerce over a global communications network,
comprising:

a computer server having access to the global communications network, and being
programmed to:

8) communicate to a buyer via the global communications network, data representing a
plurality of products, said plurality of products including a first product; -

b) accept acknowledgement from the buyer representing an intent of the buyer to buy the
first product at a price to be determined dependent on a performance of the buyer while participating
in a Price-Determining-Activity (PDA), said acknowledgement being communicated over the global
communtcations network;

¢} determine the performance of the buyer based upon data received over the global
communications network; and

d) assign a price to the product, said price being scaled to the performance of the buyer,
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20. The system of claim 9, wherein the PDA comprises computer-executable code sent to
the buyer over the global comn?unications network.

2{. The system of claim 20, wherein the server is further programmed to process payment
information of the buyer communicated over the global communications network.

22. The method as in claim 1, wherein the price is determined at least partially upon an
offer received from the buyer.

23. The methed as in claim 9, further comprising the step of determining the price based at
least partially upon a competition between the buyer and the at least one participant using the PDA.

24, The method as in claim 23, wherein the at least one participant is a second buyer, and
further comprising the steps of accepting a second request from the second buyer to buy the product
for a second price to be determined within the price range, and determining said second price based
at least partially upon the competition.

25. The method as in claim 13, wherein the price is determined at least partially upon
results of an auction.

26. The method as in claim 13, wherein the price is determined at least partially upon an
offer received from the buyer.

27. The method as in claim 17, further comprising the step of determining the price based at
least partially upon a competition between the buyer and the second participant using the PDA.

28. The method of Claim 1, wherein the PDA is selected by the buyer.

29. The method of Claim 1, wherein the PDA is & video game.

30. The method of Claim 13 wherein the PDA is selected by the buyer.

31. The method of Claim 13, wherein the PDA is a video game.
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32. The method of Claim 13, further comprising the step of determining a price range prior
to determining the performance of the buyer, said price range having a lower limit associated with a
best performance, and an upper limit associated with a worst performance, and wherein the price
assigned to the product is within the price range.

33. The methed of Claim 32, wherein the PDA is a video game.

34. The system of Claim 19, wherein the server is further programmed to determine a price
range prior to determining the performance of the buyer, said price range having a lower limit
associated with a best performance, and an upper limit associated with a worst performance, and
wherein the server is further programmed to assign the price to the product within the price range.

35. A method of assigning a price to a product comprising the steps:

determining a performance of a buyer during a Price Determining Activity (PDA); and

assignin'g a price to the product, said price being scaled to the performance of the buyer.

36. The method of Claim 35, further comprising the step of determining a price range prior
to determining the performance of the buyer, said price range having a lower limit associated with a
best performance, and an upper limit associated with a worst performance, and wherein the price is
within the price range.

37. The method of Claim 36, wherein the PDA is a video game.

38. The method of Cleim 36, further comprising the step of setting a difficulty level of the
PDA based at least in part on an average target price for the product.

39. The methed of Claim 36, wherein the price is determined at least partially based upon
participation of the buyer in an auction.

40. The method of Claim 39, wherein the auction is a reverse auction.
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41, The method of Claim 35, further comprising the step of determining a target price prior
to determining the performance of the buyer, said target price being selected by 1the buyer, and
wherein the price is not greater than the target price.

42. The method of Claim 35, further comprising the step of selecting the PDA based at least
in part on a minimum price associated with the product.

43. The method of Claim 35, further comprising the step of selecting the PDA based at least
in part on a skill level of the buyer.

44, The method of Claim 35, further comprising the step of setting a difficulty level of the

PDA based at least in part on an average target price for the product. .
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AND INTERFERENCES

ON BRIEF

Before HAIRSTON, DIXON, and MACDONALD, Administrative Patent Judges.

MACDONALD, Administrative Patent Judge.

DECISION ON APPEAL

This is a decision on appeal from the final rejection of claims 1-15 and

17-44. Claim 16 has been canceled.

Invention
Appellant’s invention relates to a method and system for determining the
price of goods and/or services to be provided from a seller or sellers 1o a buyer
or buyers. Various forms of electronic competition andfor entertainment are
used as intermediary activities between said buyers and sellers to ultimately
determine a contract price. Sellers offer a product or service within a specified

price range, and buyers enter inlo a contract to buy the product or service within
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that price range. The ultimate price (within the range) is determined based upon
the buyer's performance rating, or score, which the buyer receives from
participating in a collateral activity. Thus, if a buyer performs poorly at the
activity, the price will be higher, whereas If the buyer does well, the price will be
lower. The activity may be a video game (including audio/visual garmes),
electronic board game, crossword puzzle or other word game, sports bet, card
game, or any other activity or combination of activities, and may be performed
against the seller, a pre-programmed software opponent, a computer opponent,
another buyer competing for the same or a different product, a piayer
participating as a player only and not as a buyer, or anyone or anything else.
The actual range may be a scaled set of prices (e.g., $1000,00, $1100.00,
$1200.00, etc.), or it may be simply a single price, such as a discounted price,
for which the buyer will either “win” the contract or “lose”, and not be entitled to
the product at the specified price, or it may even include a lower boundary of
$0.00, such that the product or service might be attainable for free if the buyer
can achieve a certain performance level while participating in the PDA.
Appellant’s specification at page 3, line 8, through page 4, line 4.

Claim 1 is represantative of the claimed invention and is reprecduced as
follows:
1. A method of doing business over a global communications network

comprising the steps:
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communicating to a buyer via the global communications network, a
description of a product:

accepting a first request from the buyer to buy the product for a price to
be determined within a price range;

accepting a second request from the buyer to aliow the price to be
determined based upon a performance of the buyer while participating in a
Price-Determining-Activity (PDA);

recelving data from the buyer over the global communications network, said data
representing the performance of the buyer during the PDA: and

delermining the price of the product based at least partially upon the data
received, said price being within the price range and scaled to the performance
of the buyer.

Referances

The references relied on by the Examiner are as follows:

Marino et al. (Marino) 4,850,007 Jul. 18, 1989
Rossides 5,269,521 Dec. 14, 1993
Kelly et al. (Kelly) 5,816,918 Oct. 6, 1998
Goldhaber et al. (Goldhaber) 5,855,008 Dec. 28, 1998

"Allotafun To Develop Extensive Toy Internet Site"; PR Newsw| re; Dacember 3, 1998;
pp 1-2. (Allotafun)

Rockoff et al. (Rockoff); “Design of an Intemet-based System for Remote Dutch

Auctions”; Internet Research; Electronic Networking Applications and Policy; vol. 5,
no. 4; 1895; pp. 10-16.

Rejections At Issue
Claims 1-2, 11-15, 18-19, 25-26, 28, 30, 35-36, 39, and 41 stand rejected
under 35 U.S.C. § 103 as being obvious over the combination of Goldhaber and

Marino.
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Claims 3-4, 6-10, 20-23, 29, 31, and 37 stand rejected under 35 U.S.C.
§ 103 as being obvious over the combination of Goldhaber and Marino and
Rossides.

Claim 5§ stands rejected under 35 U.S.C. § 103 as being obvious over the
combination of Goldhaber and Marino and Rossides and Allotafun.

Claims 24, 27, 32-34, 38, and 42-44 stand rejected under 35 U.S.C. § 103
as béing obvious over the combination of Goldhaber and Marino and Kelly.

Claim 40 stands rejected under 35 U.S.C. § 103 as being cbvious over
the combination of Goldhaber and Marino and Rackoff.

Claim 17 stands rejected under 35 U.S.C. § 103 as being obvious over
the combination of Goldhaber and Marino and Kelly and Rossides.

Throughout our opinion, we make references fo the Appellant's briefs,
and ‘o the Examiner's Answer for the respective detalls thereof.'

OPINION

With full consideration being given to the subject matter on appeal, the
Examiner's rejections and the arguments of the Appellant and the Examiner, for
the reasons stated infra, we reverse the Examiner's rejection of claims 1-16 and
17-44 under 35 U.5.C. § 103.

Only those arguments actuaily made by Appellant have been considered

in this decision. Argurnents that Appeliant could have made but chose not to
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make in the brief have not been considered, We deem such arguments to be
walved by Appellant [see 37 CFR § 41.37(c){1)(vii) effective September 13, 2004
replacing 37 CFR § 1.192{a)].
Agppellant has indicated that for purposes of this appeal, the claims stand
or fall together in six groupings:
Claims 1-2, 12-15, 18-19, 26, 28, 30, 35-36, and 41, as Group [;
Claims 11, 25 and 39, as Group II;
Claims 3-4, 6-10, and 20-23, as Group IlI;
Claims 29, 31, and 37, as Group V;
Claims 24, 27, 32, 34, 38, and 42-44 as Group V: and
Claim 33 as Group V1.
See page 5 of the brief. Appellant has fully met the requirements of
37 CFR § 1.192 (c}{7) {July 1, 2002) as amended at 62 Fed. Reg. 53169
{October 10, 1997), which was controlling at the time of Appellant's filing of the
brief. 37 CFR § 1.192 (c)(7) states:
Grouping of claims. For each ground of rejection
which appellant contests and which appliesto a
group of iwo or more claims, the Board shall select a
single claim from the group and shall decide the
appeal as to the ground of rejection on the basis of
that claim alone unless a statement is included that
the claims of the group do not stand or fall together

and, in the argument under paragraph (c}(8) of this
seclion, appellant explains why the claims of the

' Appellant filed a supplemental appeal brief {"the brief" hereinafter) on August 5,
2002, fully replacing the appeal brief filed on January 17, 2002. The Examiner
mailed an Examiner's Answer on QOctober 1, 2002.
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group are befieved to be separately pateniable.
Merely pointing out differences in what the claims
cover is not an argument as to why the claims are
separately patentable,
We will, thereby, consider Appellant’s claims as standing or falling together in
the six groups noted above, and we will treat:
Clatm 1 as a representative claim of Group I;
Claim 11 as a representative claim of Group II;
Claim 3 as a representalive claim of Group II;
Claim 29 as a representative claim of Group IV;
Claim 24 as a representative claim of Group V; and
Claim 33 as a representative ctaim of Group VI.
Additionally, based on the separate rejections thereof, we will treat:
Claim 17 as a separate Group VII;
Claim 5 as a separate Group VIi; and
Claim 40 as a separate Group Xi.
i the brief fails to meet either requirement, the Board is free to select a single
claim from each group and te decide the appeal of that rejection based solely on
the selected representative claim. In re McDanlel, 293 F.3d 1379, 1383,
63 USPQ2d 1462, 1465 (Fed. Cir. 2002). See also In re Watts, 354 F.3d 1362,

1368, 69 USPQ2d 1453, 1457 (Fed, Cir, 2004).
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L Whether the Rejection of Claims 1-2, 12-15, 18-19, 26, 28, 30, 35-
36, and 41 Under 35 U.S.C. § 103 is proper?

Itis our view, after conslderation of the record before us, that the
evidence relied upon and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the invention as set forth in claims 1-
2, 12-15, 18-19, 28, 28, 30, 35-36, and 41. Accordingly, we reverse.

In rejecting claims under 35 U.S.C. § 103, the Examiner bears the initiai
burden of establishing a prima facle case of obviousness. /n re Oetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1952). See alsoinre
Piasecki, 745 F 2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984). The
Examiner can satisfy this burden by showing that some objective teaching in the
prior art or knowledge generally avallable to one of ordinary skill in the art
suggests the claimed subject matter. In re Fine, 837 F.2d 1071, 1074,

5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Only if this initial burden is met does
the burden of coming forward with evidence or argument shift to the Appeilant.
Oetiker, 977 F.2d at 1445, 24 USPQ2d at 1444. See also Plasecki, 745 F.2d
at 1472, 223 USPQ at 788.

An obviousness analysis commences with a review and consideration of
all the pertinent evidence and arguments. “In reviewing the [Elxaminet's
decision on appeal, the Board must necessarily weigh all of the evidence and
argument.” OQatiker, 977 F.2d at 1445, 24 USPQ2d at 1444, “[T}he Board must

not only assure that the requisite findings are made, based on evidence of
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record, but must also explain the reasoning by which the findings ar= deemed to
support the agency's conclusion.” In re Lee, 277 F.3d 1338, 1344, 31 USPQ2d
1430, 1434 (Fed. Cir. 2002).

With respect to independent claim 1, Appeliant argues at pages 7-13 of
the brief, that Marino is a non-analogous reference. We find this argument
unpersuasive, Our review of the Goldhaber and Marino references finds that
both are directed to the same field of goods or service price determination based
on collateral activity. This is the same field addressed by Appellant.

Appeliant argues that his field of invention is the specific field of price
determination based on the collateral activity of “competitive or entertainment-
based” activity, while Marino is directed to only the very specific field of price
determination is based on the collateral activity of “subscriber's attention”
(particularly to advertisements). We find this argument without merit. We find
nothing in claim 1 that limits the clairn to only “competitive or entertainment-
based” activity. Rather, the claim merely recites “a Price-Determining-Activity
(PDA)." Nothing in the claim requires that the PDA be read as competitive or
enterfainment-based. Further, Appellant’'s specification recites at page 3, lines
18-19, that the collateral activity may be “any other activity or combination of
activities.” We find thal Marino’s collateral activity of listening to advertisements

meets the l[anguage of claim 1.
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Also at pages 14-20 of the brief, Appellant argues that Marino does not
teach numerous features required by or inherent to ctaim 1. These features
comprise:

1} A direct link between performance of a PDA and the price of the
product;

2) An uncertain final cost of an item;

3) Enhanced cognitive reasoning;

4) High-level motor skill participation of the user; and

5) Competlition and/or entertainment qualities.

Features 2-6 are argued by Appellant to be inherent features of claim 1.

As to the features 2-5, we find Appellant’s arguments unpersuasive. "in
determining whether the invention as a whole would have been obvious under
35 U.5.C. § 103, we must first delineate the Invention as a whole. In delineatling
the invention as a whole, we look not only to the subject matter which is literally
recited in the claim in questidn ... but also to those properties of the subject
matter which are inherent in the subject matter and are disclosed in the
specification . . . Just as we look to a chemical and its properties when we
examine the obviousness of a composition of matter claim, it is this invention as
a whole, and not some part of it, which must be obvious under 35 U.5.C. §103."
In re Antonie, 559 F.2d 618, 620, 195 USPQ 6,8 (CCPA 1977) (citations

omitted).
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Appeliant points to no language in claim 1, nor do we find languagse in
claim 1, that requires features 2-5 to be inherently included in the claimed
invention. Contrast this to In re Antonle, where specific claim language was the
basis for including the inherent feature or property. Specifically, the claimed
wastewater freatment device had a tank volume to contractor area of 0.12
gal./sq. ft. The court found the invention, as a whole, was the ratio of 0.12 and
its inherent property that the claimed devices maximized treatment capacity
regardless of other variables in the devices. The prior art did not recognize that
treatment capacity was a function of the tank volume to contracior ratio, and
therefore the parameter optimized was not recognized in the art to be a resuit-
effective variable.

Finally, we address feature 1) above, Appellant argues that Marino fails to
teach “a direct link between performance of a PDA and the price of the product.”
Claim 1, requires that the “said price [be] scaled to the performance of the
buyer." Despite our repeated reviews of the Marino patent, we do not find
scaling of the price. Marino teaches that there is a reduced rate for a call (col. 3,
line 63) and that the reduged rate may be accumulated over a monthly bill (col.
4, lines 19-20), which we read as a reduced rate for plural calls. However, to
meet the “scaled price” limitation of claim 1, the system of Marino would need to
teach plural reduced rates for a single call, for example, accumulating separate

credits for each advertisement in a set of advertisements (col. 4, lines 53-60)

P 00319



Appeal No. 2005-&6 . Page 11
Application No. 09/342,866

and applying ail the credits to reducing the rate of the same call. We find that
Marino, without more, does not teach such a scaling feature.

Therefore, we will not sustain the Examiner's rejection under
35U.8.C. §103.

i Whether the Rejection of Claims 11, 25, and 39 Under
35 U.S8.C. § 103 is proper?

It is our view, after consideration of the record before us, that the
evidence relied upon and the leve! of skill in the particular art would pot have
suggested to one of ardinary skill in the art the Invention as set forth in claims
11, 25, and 39. Accordingly, we reverse.

With respect to dependent claims 11, 25, and 39, we note that the
Examiner has relied on the Goldhaber reference to teach “wherein the price is
determined at least partially upon parlicipation of the buyer in an auction.” [See
the Final rejection at page B]. Appellant argues this is in error at pages 24-25 of
the brief. We find Appellant's argument unpersuasive. Claim 11 is not restricted
as to the type of buyer participation in the claimed auction. In Goldhaber, the
buyer (viewer} participates by electing to have advertisers bid for their attention
(col. 4, lines 65-66). We find that this disclosure of Goldhaber meets the
limitation of determining price based on buyer participation in an auction as
recited In claim 11.

We note however, Goldhaber fails to cure the deficiencies of Maring

noted above with respect to claim 1. Therefore, we will ngt sustain the
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Examiner's rejection under 35 U.S.C. § 103 for the same reasons as set forth
above.
. Whether the Rajection of Claims 3-4, 6-10, and 20-23 Under
35 U.8.C. § 103 Is proper?

It is our view, after consideration of the record before us, that the
evidence relied upon and the tevel of skill in the particular art would not have
suggested to one of ordinary skill in the art the invention as set forth in claims 3-
4, 6-10, and 20-23. Accordingly, wa reverse.

With respect to dependent claims 3-4, 6-10, and 20-23, Appellant refers
back to the arguments presented above for claim 1. Therefore, we will not
sustain the Examiner’s rejection under 35 U.S.C. § 103 for the same reasons as
set forth above.

. Whether the Refection of Claims 29, 31, and 37 Under
35 U.5.C. § 103 is proper?

It is our view, after consideration of the record before us, that the
evidence relled upon and the level of skill in the particular art would not have .
suggested to one of ordinary skill in the art the invention as set forth in claims |
29, 31, and 37. Accordingly, we reverse,

With respect to dependent claims 29, 31, and 37, we note that the
Examiner has relied on the Allotafun reference to teach the use of video games
as part of a promotion/marketing. {See the Final rejection at page 16). Appellant

argues at pages 25-26 of the brief that the rejection fails to show scaling the
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price to a performance while participating in a video game. We find Appellant's
argument unpersuasive. Claim 29 is not restricted as to “the performance” being
the performance (or score) in the video game. Rather, claim 29 merely requires
that “the PDA is a video game.” The Examiner has shown that it is known to
provide a price discount based on the performance of attention to advertising,
and Allotafun teaches it is beneficial to do advertising in the form of a video
game. We find that this disclosure of Aliotafun meets the limitation of the PDA is
a video game as recited in claim 29.

We note, however, that Allotafun fails to cure the deficiencies of Marino
noted above with respect to claim 1. Therefore, we will pot sustain the
Examiner’s rejection under 35 U.S.C. § 103 for the same reasons as set forth
above.

V. Whether the Rejection of Claims 24, 27, 32, 34, 38, and 42-44
Under 35 U.S.C. § 103 Is proper?

It is our view, after consideration of the record before us, that the
evidence relied upon and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the invention as set forth in claims
24, 27, 32, 34, 38, and 42-44, Accordingly, we reverse.

With respect to dependent claims 24, 27, 32, 34, 38, and 42-44, Appellant
does not present separate arguments and merely refers back to the arguments
presented above for claim 1. Therefore, we will not sustain the Examiner's

rejection under 35 U.S.C. § 103 for the same reasons as set forth above.
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VI.  Whether the Rejection of Claim 33 Under 35 U1.5.C. § 103 is
proper?

It is our view, after consideration of the record before us, that the
evidence relied upon and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the invention as set forth in claim 33.
Accordingly, we reverse.

With respect to dependent claim 33, Appellant does not present separate
arguments and merely refers back to the arguments presented above for claim 1.
Therefore, we will not sustain the Examiner's rejection under 35 U.S.C. § 103 for
the same reasons as set forth above.

VIl.  Whether the Rejection of Claim 17 Under 35 U.S.C. § 103 is
proper?

itis our view, after consideration of the record before us, that the
evidence retied upon and the [evel of skill in the particular art would not have
suggested to one of ordinary skill in the art the invention as set forth in claim 17.
Accordingly, we reverse.

With respect to dependent claim 17, Appellant does not present separate
arguments and merely refers back to the arguments presented above for claim 1.
Therefore, we will not sustain the Examiner's rejection under 35 U.S.C. § 103 for

the same reasons as set forth above.
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Vill. Whether the Rejection of Claim 5 Under 35 U.S.C. § 103 is
proper?

It is our view, after consideration of the record before us, that the
evidence relied upon and the tevel of skill in the particular art would pot have
suggested to one of ordinary skill in the art the invention as set forth in claim 5.
Accordingly, we reverse.

With respect to dependent claim 5, Appellant does not present separate
arguments and merely refers back to the arguments presented above for claim 1.
Therefore, we will not sustain the Examiner’s rejection under 35 U.S.C. § 103 for
the same reasons as set forth above.

D Whether the Rejection of Claim 40 Under 35 U.S.C. § 103 is
proper?

Itis our view, after consideration of the record before us, that the
evidence relied upon and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the invention as set forth in claim 40.
Accordingly, we reverse.

With respect to dependeni claim 40, Appellant does not present separate

arguments and merely refers back to the arguments presented above for claim 1.

Therefore, we will pot sustain the Examiner's rejection under 35 U.S.C. § 103 for

the same reasons as set forth above.
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Conclusion
In view of the foregoing discussion, we have not sustained the rejection

under 35 U.S.C. § 103 of claims 1-15 and 17-44.

REVERSED

W. HAIRS
Administrative Patent Judge
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EXAMINER’ S AMENDMENT
An examiner’s amendment to the record appears below. Should
the changes and/or additions be unacceptable to applicant, an
amendment may be filed as provided by 37 CFR 1.312. To ensure
consideration of such an amendment, it MUST be submitted ne

later than the payment of the issue fee.

Buthorization for this examiner’s amendment was given in a

telephone interview with Mr., Wayne W. Lin on September 15, 2005. .

The application has been amended as follows:

In the Clalms

Claims 35-44 have been cancelled.
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REASONS FOR ALLOWANCE
The following is an examiner’s statement of reasons for

allowance:

Regarding claim 1

The prior art of record neither anticipates a method of
doing business over a global communications network comprising,
inter alia, the étepa: receiving data from the buyer over a

global communications network, said data representing the

performance of said buyer during a Price-Determining-Activity

(PDA) ; and determining the price of a product based at least
partially upon the data received, said price being within a

price range and scaled to the performance of the buyer.

Regarding claim 13

The prior art of record neither anticipates a methed of
determining a price of a product using a global communications
network, comprising, inter alia, the stepa: accepting
acknowledgement from the buyer representing an intent of the
bu&er to buy the first product at a price to be determined based

upon a performance of the buyer while participating in a Price-

Determining-Activity (PDA), said acknowledgement being

communicated over the global communications network; and
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assigning a price to the product, said price being scaled to_the

performance of the buver,

Regarding claim 19

Claim 9 is a system claim (parallel in subject matter to
claim 13) which recites a computer server having access to a
global communications network, and being programmed to, inter'
alia: accept acknowledgement from the buyer representing an
intent of the buyer to buy the first product at a price to be

determined based upon a performance of the buyer while

participating in a Price-Determining-Activity (PDA), said

acknowledgement being communicated over the glcbal

communications network; and assign a pPrice to the product, said

price being scaled to the performance of the buyer,

As recognized by the Board of Appeals in its Decision on
Appeal mailed July 21, 2005, Marino, or any other prior art of
record, does not teach a scaling feature as recited in claims 1,
13, and 19, Such scaling feature is directed to determining or
assigning a price to a product based, at least in part, upon a
buyer's performance in a Price-Determining-Activity.

The Examiner alsoc notes ﬁewly cited prior art to Williams

(U.8. Patent No. 4,869,500). Williams teaches a method of
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assigning a price to a product comprising the steps:

determining a performange of a buyer during a Price-Cetermining-
Activity; and aseigning a price to the product, said price being
scaled to the performance of the buyer. See col. 2, lines 40-
54. The Examiner notes, however, that the Williams invention is
embodied in a stand-alone vending machine {(ce¢l. 1, lines 5-8%)
which is not networked in any manner, Accordingly, there ia no
teaching or suggestion in Williams, or any other prior art of
record, that would provide motivation to one of erdinary skill
in the art to include the transmission or receipt of data over a

global communications network.

Any comments considered necessary by applicant must be
submitted no later than the payment of the issue fee and, to
avoid procesaing delays, should preferably accompany the issue
fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”
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Any inquiry concerning this commugication or earlier
communications from the examiner should be directed to Jeffrey
A. Smith whose telephone number is {(571) 272-6763., The examiner
can normally be reached on M-F 6:30am-6:00pm.

If attempts to reach the examiner by telephone are
unsuccessful, éhe examiner’s supervisor, Wynn Coggins can be
reached on (571) 272-7159. The fax phone number for the
crganization where this application or proceeding is assigned is
703—872—9506. l

Information regarding the status of an application may be
obtained from the Patent Application Information Retrieval
(PAIR} system., Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system,
see http://pair-direct.uspto.gov. Should you have questions on
. access to the Private PAIR aystem, contact the Electronic

Business Center {EBC} at 866-217-9197 (toll-free).
/

Q

effrey A. Smith
Primary Examiner
Art Unit 3625

jas
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