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Note regarding citations.

The steps of method claim 1 of U.S. patdot 6,978,253 (*253") aréentified as [1a]

through [1e] as follows:

1. A method of doing business oweglobal communications network
comprising the steps:

[1a] communicating to a buyer viagtiglobal communications network, a
description of a product;

[1b] accepting a first request from the buyer to buy the product for a price
to be determined with a price range;

[1c] accepting a second request from the buyer to allow the price to be
determined based upon a performance etanyer while participating in a Price-
Determining-Activity (PDA);

[1d] receiving data from the buyer over the global communications
network, said data representing the perfance of the buyer during the PDA;

[1e] and determining the price ofetiproduct based &ast partially upon
the data received, said price being wittihe price range and scaled to the
performance of the buyer.

The steps of method claim 18 of the ‘253 patere identified agl8a] through [18d] as

follows:

18. A method of determining aipe of a product using a global
communications network, comprising the steps:

[18a] communicating to a buyer \iae global communications network,
data representing a plurality of products available, said plurality of products
including a first product;

[18b] accepting acknowledgement from the buyer representing an intent of
the buyer to buy the first product at agerto be determined upon a performance
of the buyer while participating in aiBe-Determining-Activity (PDA), said
acknowledgement being communicated dherglobal communications network;

[18c] determining the performance of the buyer;

[18d] and assigning a price to the proglsaid price beig scaled to the
performance of the buyer.



The programming requirements of systemngl80 of the ‘253 patent are identified as

[30a] through [30d] as follows:

30. A system for conducting e-corenge over a global communications
network, comprising:

a computer server having acces#h® global communications network,
and being programmed to:

[30a] communicate to a buyer vieetglobal communications network,
data representing a plurality of productaid plurality of products including a
first product;

[30b] accept acknowledgement from theyer representing an intent of
the buyer to buy the first product at acprto be determined dependent on a
performance of the buyer while partiatpng in a Price-Determining-Activity
(PDA), said acknowledgement bgicommunicated over the global
communications network;

[30c] determining the performanoéthe buyer based upon data received
over the global communications network; and

[30d] assign a price to the produsaid price being scaled to the
performance of the buyer.



Plaintiff Performance Pricing, Inc. submitss Supplemental Claim Construction Brief
pursuant to the Court’s July 15, 2009 Order (“@tdeThe Court requestl further briefing on
two issues — (1) how the differences among peaelent claims 1, 18 and 30 lead to different
conclusions concerning the ordering of the stepmach claim, and (2) whether the terms “first”
and “second” impact the ordag of the steps of claim 1.

l. Ordering of steps

During the claim construction procefise parties met and confedréo narrow the disputed
claim terms requiring the Courtatention. Because Defendants perform the steps of claim 18 in
the order recited in the claim, Plaintifiose not to contest Defendams'sition that “the steps of
claim 18 must be performed in order.” Instead, pharties focused the giste on the order of the
steps of claim 1, which does bear Defendant’s infringement.

In light of the Court’s request for briefy regarding the ordering of claims 18 and 30,
Plaintiff analyzes the ordering die steps of method claim 18 undee legal standard articulated
by the Federal Circuit iAltiris, Inc. v. Symantec Corp318 F.3d 1363, 1370 (Fed. Cir. 2003) —
the same legal standard applied to the steps iofi dlan Plaintiff's Opening Brief. This analysis
shows that some, but not all, of the steps ofitla8 must be performed in order. Because claim
30 is a system claim, not a method clainaififf's position on claim 30 remains unchanged.
Claim 30 has no steps that require orderingcoidingly, Plaintiff modiies its proposal as

follows:



Phrase

Plaintiff previousproposal

Defendantgroposal

ordering of | “The steps of claim 1 may be performed before, at théthe steps of the

the steps same time as, or after any other step, except that stesserted claims must
[1b], [1c], and [1d] mustacur before step [1e]. be performed in order
The steps of claim 18 must be performed in order.”

Plaintiff's modified proposal
“The steps of claim 1 may be performed before, at the
same time as, or after any other step, except that steps
[1b], [1c], and [1d] musbccur before step [1e].
The steps of claim 18 may be performed before, at the
same time as, or after any other step, except that step
[18a] must occur before step [18b], and steps [18a],
[18b], and [18c] mustaxur before step [18d].
Claim 30 has no steps that require ordering.”
A. Governing legal standard.

The governing legal standard, which is expeéd in more detail in Plaintiff's Opening

Brief, is reproduced here for ease of reference:

Basic test“Unless the steps ofraethod actually recite asrder, the steps are not

ordinarily construed to require oneAltiris, Inc. v. Symantec Corp318 F.3d 1363, 1370 (Fed.

Cir. 2003) (internal quotes omitted). The court Usesvo-part test for determining if the steps of

a method claim that do not otherwise recite alegrmust nonetheless be performed in the order

in which they are written. First, we look to the claim language to determine if, as a matter of logic

or grammar, theynust be performeth the order written. If not, weext look to the rest of the

specification to determine whether it directly or implicitguiressuch a narrow construction. If

not, the sequence in which such stegswritten is not a requirementldl. (emphasis added).

B.

The claim language of claim 18

Just as we did with claim 1 in the OpeningeBrwe examine each step of claim 18 to see

if it makes use of a result from a previouspst Claim 18 is reproduced above in the note

regarding citations (pg. i).




Step [18a] must occur before step [18b].step [18a], the buyer is presented with several
available products (“a plurality of products available, said plurality @fyets including a first
product.”). In step [18b] the buyexpresses an intent to buy afehe plurality of available
products (“the first product”). Thus, tletaim language necessarily implies thaetectionby the
buyer has to take place. As a matter of logie,dayer could only selectté first product” from
the “plurality of products available” after beingepented with the products available. Therefore,
step [18a] must be performed before step [18b].

In contrast, the claim language of claim 1 doesrequire a selecticend, as a result, step
[1b] can logically occur before @fter step [1a]. Unlike sted8a], step [1a] does not require
communicating to the buyer data representing arafity of products.” Instad, step [1a] requires
communicating “a description of a product,” which agasatter of claim construction, can refer to
a single productSeeBaldwin Graphic Sys., Inc. v. Siebert In§12 F.3d 1338, 1342 (Fed. Cir.
2008) (the word “a” means one or more). Becaiep [1b] requires accepting a request to buy
that same product (“a/the product”), no setattivould be made by the buyer. Thus, the
reasoning that required step [18a] teqede step [18a] does ragiply to claim 1"

Steps [18a], [18b], and [18c] must occur befstep [18d]. In step [18d], the system
assigns a price to the produatdahe price is scaled to therfmmance of the buyer. Because
step [18d] makes use of the PDA to deternminee, step [18b]'s acceptance of the buyer’s
acknowledged intent to use a PDA must occur bestep [18d]. Similarly, step [18c] must occur
before step [18d] because step [18d]'s pridemeination makes use of the buyer’s performance
determined in step [18c]. Step [18a] mostur before step [18d], because, as explasupda

step [18a] must occur before step [18b], which must occur before stef? [18d].

! Further explanation of why steps [1a[dg1b] do not require ordering is provided in

Plaintiff's Opening Brief at 20-21.

2 The reasoning explaining why steps [18fd #18c] must occur befe step [18d] largely
mirrors the explanation in Plaintiff’'s Openingi&rat 21-22 explaining why steps [1b], [1c], and
[1d] must occur before step [1e].



Step [18c] can occur before, at the saime, or after step [18b]. The buyer can
acknowledge its intent to buy theopiuct at a price based on a PbBé&fore the buyer performs the
PDA and before the performance of the buyer tsrda@ined in step [18c]. Step [18b] requires
acceptancef the buyer’'s acknowledgement of his intent. The systenacaaptthe buyer’'s
acknowledgment before, after, or at the same as1the performance of the buyer is determined
in step [18c]’

C. The claim language of claim 30.

Required ordering of limitations is solelyetiprovince of method claims, and claim 30 is
not a method claim. Claim 30 clairmsystenfcomprising[] a computer server” with certain
programming requirementfs This Court previously rejected an argument, like Defendants’,
seeking to impose sequential rggments in an apparatus claim for a computer progisee
Creative Internet Adver. Corp. v. Yahoo!, .li2008 U.S. Dist. LEXIS 95394, *43-44 (E.D. Tex.
2008) (J. Love) (“While the sequence of steps in a method orgzata@m is properly a part of
claim construction, apparatus clainegite structure--not steps processes. Here, claim 45 is
directed to a computer prograand recites the structure--logiosraprising the computer program.
Thus, claim 45 is an apparatus claim and doeseuitersteps or processes that must take place in
a particular order. To import a sequential lim@atinto an apparatus claisuch as this would be
improper.”).

D. Specification.

As explained in Plaintiff ©pening Brief, the specificatn of the ‘253 patent does not
impose any ordering requirements beyond tloosepelled by the claim language itself.
Defendants are not able to identi#ny specification statementsathunequivocally preclude any

particular order of stepsSeeBaldwin Graphic Sys., Inc. v. Siebert, In812 F.3d 1338, 1346

3 The reasoning explaining why step [18b] cacur before, at the sartiene, or after step

[18c] largely mirrors the explatian in Plaintiff’'s Opening Brieht 22 explaining why step [1c]
can occur before, at the satimae, or after step [1d].
4 Claim 30 is reproduced above irethote regarding citations (pg. ii).
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(Fed. Cir. 2008) (specification statements nfusequivocally precluda different order of
steps”). Defendants’ reliance on mere examptesmbodiments, preferred or otherwise, is
unavailing. See Superspeed, L.L.C. v. IBM Cog909 U.S. Dist. LEXIS 10124, *16-17 (E.D.
Tex. Feb. 11, 2009) (“that the steps happen ireaiip sequence in the preferred embodiment is
not enough to impose that limitation on the claim.”).

I. “First” And “Second”

Phrase Plaintiff proposl Defendantsproposal
“first” and “The terms ‘first’ and ‘secondare used to distinguish | “the ‘first’ request
“second” one instance of the same thing from another. For | must precede and is

example, the phrase ‘second request’ means a requeseparate from the
other than the ‘first requestThe terms ‘first’ and ‘second’ request”
‘second’ do not refer to time sequence.”

The words “first” and “second” do not ref@r time sequence and have no ordering
significance. For example, the s “first” and “second” in stegdb] and [1c] of claim 1 are
merely used to distinguish one request from anotBeeFree Motion Fitness, Inc. v. Cybex Int'l,
423 F.3d 1343, 1348 (Fed. Cir. 2005) (“As we have previously held, the use of the terms ‘first’
and ‘second’ is a common patent-law conventiodistinguish between repeated instances of an
element or limitation.”) (internal quotes omittedipdeed, the Federal Circuit has found legal error
where a district court interpretéfirst” and “second” tarequire that the limations be performed
sequentially.See, e.g3M Innovative Props. Co. v. Avery Denison Cp8%50 F.3d 1365, 1371
(Fed. Cir. 2003) (reversing coutistrict holding that th “first pattern” be created before the
“second pattern”) (“In theontext of claim 1, the use of the texfifirst . . . pattern” and "second . .
. pattern” is equivalent to a refece to "pattern A"iad "pattern B," and should not in and of itself
impose a serial or temporal limitation onto claim 1.7).

II. Conclusion
For the reasons explained in Plaintiff'sdifing, Plaintiff urges the Court to adopt

Plaintiff's positions.
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