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INTRODUCTION

Pursuant to the Proposed Agreed Amehdocket Control Order, [Dkt. No. 415]
Defendant Yahoo! Inc. (“Yahoo”) hereby files these motionslimine seeking an Order
instructing counsel and all witnesses called byoorbehalf of eitheparty not to mention,
discuss, or allude to any of the following issues, whethevoin dire, opening statement,
examination of witnesses, offering of evidence, interposing or raggabjections, eliciting
testimony, closing argument, or any other manner.

The following issues, if introducedto the trial of the caseyould be so prejudicial that
the Court could not alleviate tipeejudice with appropriate instriiens. Sustaining objections to
guestions, comments, or offers of evidence abése issues would notire, but would instead
reinforce the prejudicial impadf such matters on the jurors. Curative instructions would be
equally ineffective in prevemtg the prejudicial impact on fors. Argument, introduction of
evidence, or comments concerning any of the Wollg issues should be ivad for at least the
reason that the issues would be irrelevarder Federal Rules of Evidence 401 and 402, and/or
improper under Federal Rule of Evidence 403 basng unfairly prejuitial, misleading,
confusing to the jury, or a waste of timAdditional grounds supporting exclusion are set forth
separately below.

Il. ARGUMENT AND AUTHORITIES

Motion in Limine No. 1. Plaintiff Should Be Precluded from Entering Evidence
of Yahoo's Overall Revenue and Market Capitalization

The Court should exclude evidence of Yahauoarket capitalizatio and overall revenue
because they are irrelevant to the damageysisadnd unduly prejudicial to Yahoo. Plaintiff
nXn Tech, LLC’s (f/k/a PA Adwsors, LLC) (“Plaintiff’) damagegxpert, Dr. Becker, indicates

that that Plaintiff may intend to introduce evidence of Yahoo's market capitalization and overall
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revenues to sway the jury’s sympathy or tonebow bolster its damages claims. Specifically,
Dr. Becker sets forth in hisxpert report Yahoo's worldwidannual revenues of approximately
$30 billion and states that Yahoo's annual raes have grown from $3.6 billion in 2004 to
more than $7.2 billion in 2008. (White Declx.EL) (Dr. Becker's Exp# Report § 21.) Dr.
Becker also notes in his Report that Yahoe@rldwide gross profitavere more than $17.5
billion during this time. Id.)

Under Federal Rule of Evidence 402, evidetita is not relevant is not admissible.
Evidence of Yahoo's market capitalization and overallenue is “totallyrrelevant to the issue
of compensatory damagesSte Burke v. Deere & Co., 6 F.3d 497, 513 (8th Cir. 1993). Indeed,
references to a party as a “wealthy, thrivitgge company” and references to a company’s
finances and size have been helélevant and excludable at the motionlimine stage. See
Cooper Tire and Rubber Co. v. Farese, 2008 WL 5382416, at *3 (N.D. Miss. Dec. 19, 2008).

The only revenue figures that are relevamtthe determinatiorof reasonable royalty
damages attributable to the gkel infringement of the '06patent are revaies from Yahoo's
three accused products (Sponsored Search, Caviech and Behavioral Targeting). (White
Decl., Ex. 2) (Report, Exhibit SLB-YAH-1.) &ordingly, Dr. Becker's damages calculations
apply his asserted reasonable ttyeate only to the revenuesfn the three accused advertising
products. (White Decl., Ex. 1) (Report § 11Thus, the Court should exclude any reference
Yahoo's total revenues or overatlarket capitalizatin because they are not relevafee Fed.

R. Evid. 402.

The Court should also exclude evidenof Yahoo's total revenues and market

capitalization under Federal Rulef Evidence 403. When alyzing whether to exclude

evidence under Federal Rwf Evidence 403, courtsalance the pbative value othe proffered
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evidence against its potential prejudicial effeéason v. Fleming Companies., Inc., No. 92-
1390, 1993 WL 13015208, at *4 (5th Cir. Aug. 24, 199Bgcause Plaintifinakes no claim of a
reasonably royalty on Yahoo's total revenueddence of Yahoo's total revenues or market
capitalization are not probative &my issue in the case. Furthermore, such evidence would be
unduly prejudicial to Yahoo.

Motion in Limine No. 2. Plaintiff Should Be Barred From Offering Arguments
or Evidence Regarding Source Code and Discovery Related Issues.

The Court should preclude Plaintiff from arguing or providing evidence regarding the
time and manner in which Yahoo provided source @utkother discovery laed issues as they
are irrelevant to any allegation defense. Yahoo would be highlyeprdiced if Plaintiff were to
argue that the Yahoo’s production sdurce code, and alleged lattiereof, is the reason why
Plaintiff lacks evidence tprove infringement.

During the December 28, 2009 hearing, the Cimsttucted Yahoo to work with Plaintiff
to provide the remaining source code that Pltibglieved it needed. (White Decl., Ex. 3 at 38-
48). Plaintiff provided a lisbf outstanding requests, weh Yahoo accommodated. (White
Decl., Ex. 4, Email correspondence between Andfésiss and Jason White.) The deadline for
Plaintiff's infringement expenteport was extended accordingly.

Even so, the report of Plaintiff's expedr. V. Thomas Rhyne contains a number of
footnotes and referencessource code Plaintiff believess “have been requested from Yahoo!
but have not been produced pursuant to the gre¢ecrder.” (White Decl., Ex. 5 at fn. 41) Dr.
Rhyne also references a “Bates stamped versidhis code had not been produced at the time
that this expert report was sed:” (White Decl., Ex. 5 at fr65.) To Yahoo's knowledge, each
of Plaintiff's outstanding docuamnt and source code requests — including requests for print-outs

pursuant to the protective order — l@en met or otherwise addressed.
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Plaintiff cannot assert that Yahoo has not fully complied with its discovery obligations in
this litigation. In fct, Yahoo has gone above and beyondiwng Plaintiff the discovery it
needed, and accommodating its requests, inujudate requests. Even assuming Plaintiff
somehow has a basis for this assertion, it wouldbeotelevant to any issues before the jury,
such as Plaintiff’'s infringement allegations Y6ahoo's invalidity defenses. Fed. R. Evid. 401,
Fed. R. Evid402.

While Plaintiff might argue that evidence discovery conduct would be relevant to a
determination of sanctions under Fed. R. ®v37 or enhanced damages under 35 U.S. § 281,
these determinations would be within the exgprovince of the Court and should be resolved
by other means, not in front of the jury duringltri&laintiff should not be permitted to argue or
imply that Yahoo's purported discowefailures excuse its failuredo meet its burden of proof
with respect to its infringement allegationé&ccordingly, Plaintiff should be precluded under
Federal Rule of Evidence 402 from introducingdewce or argument during trial relating to
source code, or the lack thereof, and adglitional discovery related issues.

Plaintiff's allegations that Yahoo did notgaluce relevant source code may lead the jury
to incorrectly assume that Yahoo intentionatyempted to concealvidence of wrongdoing, or
otherwise prejudice the jury against Yahoo. iM/fsuch assertions are wholly untrue and
unsupportable, they may make itpaar to the jury that Yahowas hiding something or being
less than forthcoming. This could result in é@sinst Yahoo, as the jury might not only believe
that Plaintiff is correct — which is not. Absent evidenaaf bad faith or wrongdoing, which is
wholly absent here, Plaintiff may not draw tldverse jury inference biptroducing evidence of

alleged discovery misconductSee, e.g., Green v. Baca, 226 F.R.D. 624, 642-43 (C.D. Cal.
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2005) (holding that absent evidence of comssiwrongdoing, evidence of discovery disputes
and initial failure to producdocuments is inadmissible).

Such allegations will also result in a wasfdime and sidetrack the trial from the actual
issues in the case. Plaintiff's allegatioregarding the time and manner in which Yahoo
produced source code and related documentsahioeefore be excluded under Fed. R. Civ. P.
403. See, eqg., id. (evidence of defendant’s purportedabvery violations excluded under Fed.
R. Evid. 403 because their probative value wasstantially outweighed by the danger of unfair
prejudice); Miller v. Ford Motor Co., 2004 WL 4054843, at *10 (M.D. Fla. July 22, 2004)
(granting defendants’ motiom limine to exclude reference or ieence regarding Defendants’
alleged misuse of discovery practiceB)ye Cross & Blue Shield, Inc. v. Philip Morris, Inc.,
2000 WL 1805359, at *2 (E.D.N.Y. Dec. 12000) (granting defendants’ motion limine to
exclude references to ajjed discovery abuses).

For the foregoing reasons, Yahoo respectfuljuests that the Coupiar Plaintiff's from
introducing evidence or argument during trial relgtio source code, or the lack thereof, and
any additional discovg related issues.

Motion in Limine No. 3. Plaintiff Should Be Precluded From Offering Testimony
or Argument Regarding “Copying” or “Imitating” by Yahoo.

The Court should preclude Plaintiff fromffering testimony or argument regarding
“copying” by Yahoo. Yahoo would beighly prejudiced if Plaintf were to allege that Yahoo
copied the ‘067 patent dvir. Geller’'s invention (“the invendin”) in the presece of the jury
given that there is no evidence whatsoever thaipgacopied Plaintiff's pate or the inventor’s
software when developing Yahoo services gmdducts. As alleged evidence of possible
copying, the only fact Plaintiff t8s is that Mr. Geller mapave met Yahoo's co-defendant

Google, Inc.’s (“Google”) inventor at a conégice and possibly sent him an e-mail. White
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Decl., Ex. 6 at 95:16-25; 97:24-99:25. Suchdabbwever, do not demonstrate anything about
defendant Yahoo copying the ‘Oatent or Yahoo even being are of software created by
either of the inventor’s gopanies, Mightiest Logicon Usearch (“MLU”) or Lexiclone.

Any evidence offered by Plaintiff of “copying$ insufficient for the issue to be tried
before the jury. The Federal Circuit has cleatated, “copying requires the replication of a
specific [patented] product.'lron Grip Barbell Co. v. USA Soorts, Inc., 392 F.3d 1317, 1325
(Fed. Cir. 2004) (rejecting copying allegation).hi¥ may be demonstrated either through [1]
internal documents; [2] direct evidence cBuas disassembling a patented prototype,
photographing its features, and using the photograghtdseprint to build a virtually identical
replica; or [3] access to, and substantial sintylaio, the patented product (as opposed to the
patent).”ld. (internal citations omitted). Plaintiff provides no such evidence in this case. The
only evidence Plaintiff has ident relates to a purported ntieg with Google, not Yahoo.
White Decl., Ex. 6 at 95:16-25; 97:24-99:25. Riiffi offers no additional evidence — no internal
documents, no direct evidence, and no eviderfccess between itself and Yahoo. Plaintiff,
therefore, cannot demonstrate that Yahoo “edpior “imitated” the ‘067 patent or any
Lexiclone or MLU products.

Yahoo will be materially prejudiced if Plaintiff is permitted to offer attorney argument,
statements, or implications that Yahoo “copied™ionitated” the ‘067 patent or the invention
when there is no evidence in the record. therforegoing reasons, Yahoespectfully requests
that the Court preclude Plaifitirom offering attorney argumemtr testimony that Yahoo copied

the ‘067 patent.
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Motion in Limine No. 4. Plaintiff Should be Barred from Offering any Evidence
or Testimony that Yahoo had Constuctive Notice of the ‘067 Patent

The Court should preclude Plaintiff fromfefing any evidence or argument that Yahoo
received constructive notice ofeth067 patent. Platiff's discovery respores, 30(b)6 witness,
and experts do not offer any bafis the position that Plaintiff mieed its products with the ‘067
patent number.

Constructive notice requires the patentee,its licensee, tanark its own products
embodying the patented technology with the patent nunfested Indus. Inc. v. Buckeye Seel
Castings Co., 24 F.3d 178, 187 (Fed. Cir. 1994) (“Thereat approach to determining notice
under section 287 must focus om thction of the patentee, rtbe knowledge or understanding
of the infringer.”) The patentee bears trden of showing conlipnce with the marking
statute, which gives rise to constructive notite. In this case, the patentee is unable to marshal
any evidence showing that it marked its owndarcts, or that any marking were “substantially
consistent and continuousld. According, Yahoo respectfullgquests that the Court preclude
Plaintiff from offering evidence, attorney argent, or testimony that Yahoo has constructive
notice of the ‘067 patent.

Motion in Limine No. 5. Plaintiff's Experts Should be Barred from Offering any
Testimony Beyond the Opinions Expessed in Their Expert Reports

On February 17, 2010 the Court ruled thatimlff may not file a motion for summary
judgment on the issue of anticipatio [Dkt. No. 411]. In this ater the Court held that “expert
testimony at trial will be limited to the four cars of [an] expert report.” For this reason,
Yahoo believes that the Courtshalready limited the testimony &flaintiff's experts to the
opinions contained itheir reports.

However, to the extent necessary,hga hereby move to limit the testimony of

Plaintiff's experts Dr. V. Thomas Rhyne, AllaH. Gordon, and Stephen L. Becker, to the
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opinions expressed in their expert repose FED. R. CIV. P. 26 and 3%7.Specifically, Yahoo
requests that the Court limit the direct testimonylaintiff’'s experts to those opinions set forth
in their expert reports and prade them from offering any opiniom®t explicitly addressed in
their expert reports, for example, an opinion dfigement under the Doctré of Equivalents.
II. CONCLUSION

For the reasons stated above, Yahoo respBctisks the Court to grant its motiois

limine.

11f it would please the Court, Defendants can provide a fully briefed mistiomine on this issue.
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Dated: February 19, 2010 /sl Jennifer H. Doan
William C. Rooklidge
Email: rooklidgew@howrey.com
State Bar No. 134483
Howrey, LLP
4 Park Plaza, Suite 1700
Irvine CA 92614-2559
Telephone: (949) 721-6900

Jason C. White

Email: whitej@howrey.com
State Bar No. 6238352
Howrey, LLP

321 N. Clark Street, Suite 3400
Chicago IL 60654

Telephone: (312) 595-1239

Brian A.E. Smith

Email: smithbrian@howrey.com
State Bar No. 188147

Howrey LLP

525 Market Street, Suite 3600
San Francisco CA 94105-2708
Telephone: (415) 848-4900

Jennifer H. Doan

Email: jdoan@haltondoan.com
State Bar No. 08809050

Joshua Reed Thane

Email: jthane@haltondoan.com
State Bar No. 24060713

John Scott Andrews

Email: sandrews@haltondoan.com
State Bar No. 24064823

Halton & Doan

Crown Executive Center, Suite 100
6500 Summerhill Road

Texarkana TX 75503

Telephone: (903) 255-1000

Attorneys for Defendant Yahoo! Inc.
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CERTIFICATE OF SERVICE

The undersigned certifies thdahe foregoing document waflled electronically in
compliance with Local Rule CV-5a All other counsel of recondot deemed to have consented
to electronic service were served with a tamel correct copy of thregoing by certified mail,
return receipt requested, on this th& tiay of February, 2010.

/s/ Jennifer H. Doan
Jennifer H. Doan
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