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UNITED STATESDISTRICT COURT
EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

VOXPATHRS, LLC, 8§

§
VS. § CASE NO. 2:10-CV-160-JRG

§
LG ELECTRONICS U.S.A., INCet al. 8

MEMORANDUM OPINION AND ORDER

Introduction

Pending before the Court is Defendants Eféctronics U.S.A., Inc. (“LG Electronics
USA”); LG Electronics Inc. (‘LG Electnoics”); Samsung Electronics Co. (“Samsung”);
Samsung Electronics America, Inc. (“Samsung Acaé); Best Buy Co.Inc. (“Best Buy”);
Bestbuy.com, LLC (“Bestbuy.com”); Best Buy Ster L.P. (“Best Buy Stores”); Best Buy
Enterprise Services, Inc. (“Best Buy Entesp”); Sony Corporation of America (“Sony
Corporation”); Sony Computer Entertainmemerica Inc. (“Sony Computer”); Sony
Electronics Inc. (“Sony Electrors”); Toshiba America ConsumBroducts, L.L.C. (“Toshiba”);
Onkyo U.S.A. Corporation (“Onkyo”); OnkyoCorporation; Hewlg¢tPackard Company
(“Hewlett-Packard”); JVC Americas Corp. (“JVE"Yamaha Corporation of America (“Yamaha
Corporation”); and Yamaha Eleonics Corporation’s (“Yamah&lectronics”) (collectively,
“Defendants”} motion to transfer this case to the Unifstdtes District Court for the District of
New Jersey (Dkt. No. 126.) Defenda contend that the District bfew Jersey is clearly a more
convenient forum than the Eastern District okd® and seek to transfer venue pursuant to 28

U.S.C. § 1404(a). The Court, having conside¢hetdvenue motion and the arguments of counsel,

! Although Defendant Toshiba America, Inc. origipgbined in Defendants’ motion, this party
has since been terminate&urther, although Defendant DgsA&V Science And Technology
Co. Ltd. (“Desay”) does not join in this motiongthhave not filed any document with the Court
indicating they oppose it. Therefore, the Cawuilt assume they do not have any opposition to
the relief requestedSeelocal Civil Rule CV-7(d).
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GRANTS Defendants’ motion to transfer venbecause the balance of the “private” and
“public” forum non convenienfactors demonstrates that the transferee venue is “clearly more
convenient” than the venwshosen by Plaintiffs.See In re Nintendo Co589 F.3d 1194, 1197-

98 (Fed. Cir. 2009)in re Genentech, Inc566 F.3d 1338, 1342 (Fed. Cir. 2008);re TS Tech
USA Corp, 551 F.3d 1315, 1319 (Fed. Cir. 200B);re Volkswagen of Am., In¢vVolkswagen

1), 545 F.3d 304, 315 (5th Cir. 2008) (en banc).

. Factual and Procedural Background

Voxpath RS, LLC (“Voxpath” or “Plainti’) filed a complaint on November 19, 2009
against a number of Defendants named in ghesently consolidated action, alleging such
Defendants infringe United Statest&a No. 5,450,378 (“the '378 Patent®.oxpath RS, LLC v.
Denon Elecs. (USA) LLC, et aR:09-cv-00364-DF (E.D. TexMarshall Div.) (“the 09-364
Action”). Voxpath filed another complaint diay 17, 2010 against all Defendants named in the
09-364 Action as well as additional Defendantamed in the present action, alleging the
Defendants infringe the ‘378 Patent as well asnt$ for alleged infringement of United States
Patent No. 6,304,530 (“the ‘530 Patentjoxpath RS, LLC v. LG Eleonics U.S.A., Inc. et al.
2:10-cv-00160-DF (E.D. Tex. Margsh®iv.) (“the 10-160 Action”).

Voxpath is a Delaware corporation witls principal place of busess in the Western
District of Texas, in Austin. (Dkt. No. 126 at 3.) Defendanteay be categorized into nine
groups (“Defendant groups”) — LG, Samsung, Sony, Toshiba, Onkyo, Best Buy, JVC, Hewlett-
Packard, and Yamaha — five of which in@dudamed U.S. entities with headquarters or
substantial offices in or ne&lew Jersey. (Dkt. No. 172 at 1The remaining Defendant groups

have headquarters in California or Minnesofkt. No. 126 at 4; Dkt. No. 172 at 1.)



The complaints allege that Defendants’ salevarious optical disc players, including
Buy-ray disc players, infring¢he '378 and '530 Patents. Ko specifically, the complaints
allege that Defendants’ makingsing, importing, offering for sal@nd/or selling certain optical
data reproduction devices infringfge patents-in-suit. The saleventor on the ‘378 Patent is a
resident of lowa and the sole inventor on the ‘Bafent is a resident of Japan. (Dkt. No. 126 at
3.) On September 2, 2010, the parties figgdunopposed Motion toddsolidate Cases and
proceeded on the schedule for the 10-160 ofcti (Dkt. No. 101.) This Court granted the
Motion on September 9, 2010. (Dkt. No. 102.) Rovember 2, 2011, Defendants filed this
Motion to Transfer Venue, argwg that the District of New Jerg was clearly a more convenient
forum in which to litigate thisawsuit than the Eastern Distriof Texas. (Dkt. No. 126.) On
January 1, 2011, the Court granted an unopposeaMfor Limited Venue-Related Discovery.
(Dkt. No. 146.)

[I1. Legal Standards

Change of venue is governed by 28I€C § 1404(a). Undeg 1404(a), “[flor the
convenience of parties and witnessasthe interest ofustice, a district ourt may transfer any
civil action to any other districtourt or division where it might kka been brought.” 28 U.S.C. §
1404(a). But a motion to transfer venue dtoonly be granted um a showing that the
transferee venue is “clearly more convenightin the venue chosen by the plaintiMintendq
589 F.3d at 1197Genentech566 F.3d at 1342F'S Tech 551 F.3d at 13197olkswagen 11545
F.3d at 315.

A threshold question in applying the proeiss of 8§ 1404(a) is whether the suit could
have been brought in the proposed transferee distriae Volkswagen A@Volkswagen)l 371

F.3d 201, 203 (5th Cir. 2004). If the transferestrdit is a proper venue, then the court must



weigh the relative conveniences$ the current district agast the transferee districtld. In
making the convenience determination, the Fifttc@t considers several “private” and “public”
interest factors, none of whicare given dispositive weightld. The “private” interest factors
include: “(1) the cost of attendance for willing witnesses; (2) the relative ease of access to
sources of proof; (3) the availabyl of compulsory process to seetthe attendance of witnesses;
and (4) all other practical problems that maka of a case easy, expeditis and inexpensive.”
Nintendg 589 F.3d at 1198Genentech 566 F.3d at 1342TS Tech 551 F.3d at 1319;
Volkswagen 11545 F.3d at 315. The “public” interdsictors include: “(1)the administrative
difficulties flowing from court congestion; (2) the local interest in having localized interests
decided at home; (3) the familiarity of the foruwith the law that willgovern the case; and (4)
the avoidance of unnecessary proldeoh conflict of laws [in] theapplication of foreign law.”
Nintendg 589 F.3d at 1198Genentech 566 F.3d at 1342TS Tech 551 F.3d at 1319;
Volkswagen 11545 F.3d at 315.
V. Analyss

A. Proper Venue

As a threshold matter, the court must firstedaine if venue is proper in the District of
New Jersey. Transfer of a suit involving multigiefendants is ordinarily proper “only if all of
them would have been amenable to processnihifavenue as to all ahem would have been
proper in, the transferee court.Td. at 549 (quotind-iaw Su Teng v. Skaarup Shipping Corp.
743 F.2d 1140, 1148 (5th Cir.1984)). Plaintiff doesdispute that Defendids sell the product
in question in all federal distis throughout the United States dhdt it could have brought the
lawsuit in any jurisdictin. (Dkt. No. 135 at 3.) Therefongnue would have been proper in the

District of New Jersey.



B. Private Interest Factors
I. Cost of Attendance for Willing Witnesses

The cost of attendance for willing witnessesthe convenience of the parties and party
witnesses, is the first “private” interest facfor the Court to considerThe Court must weigh
the cost for witnesses to travel and attend trishéEastern District of as versus the District
of New Jersey. “The convenience of the witnegseprobably the single most important factor
in a transfer analysis.in re Genentech, Inc556 F.3d at 1342. The Fif@ircuit has explained:

[T]he factor of inconvenience witnesses increases direct relationship to the

additional distance to be traveled.dditional distance meanadditional travel

time; additional travel time increasdbe probability for meal and lodging

expenses; and additional travel time watrernight stays increases the time which

these fact witnesses must be away from their regular employment.

Volkswagen,1371 F.3d at 205. Although the court mastsider the convenience of both the
party and non-party witrsses, “it is the conveniea of non-party witngses...that is the more
important factor and is accorded greaterghiein a transfer of venue analysisMohamed v.
Mazda Motor Corp 90 F. Supp. 2d 757, 775 (E.D. Tex. 20088e also idat 204 (requiring
courts to “contemplate consideratiof the parties and witnessesFyjitsu Ltd. v. Tellabs, In¢.
639 F. Supp. 2d 761, 765-66 (E.D. Tex. 2009).

With regard to the party withessesgeth.S. operations for Defendant groups LG,
Samsung, Onkyo, and JVC have their headquairtelew Jersey. Further, Sony Corporation
has its headquarters in New York and officén New Jersey, and Sony Electronics has a
substantial office in New Jersey, employing heatdr of employees. The remaining Defendant
groups have headquarters or substantial offinoe€alifornia or Minnesota, but not Texas.

Further, these six of the nine Defendant groufmnithto call a number gfarty withesses located

in New Jersey or New York, thus making Newsay a convenient forufior a majority of the



Defendant groups. (Dkt. No. 1722a) Defendants expect to calitnesses from or near New
Jersey relating to financial, sal@esarketing and other relevant matteld.

Voxpath intends to call party witnesses “lahtin at least Texas and other places.”
(Dkt. No. 135 at 11.) However, Voxpath onlyerdifies party witnesselocated outside the
Eastern District of Texas in Austin and Dalllscated in the Westermd Northern Districts of
Texas, respectively. Voxpath has not identified a single witness locatesl Eastern District of
Texas whom it intends to call. Defendants may call party witnesses located in California and
Minnesota. Texas may be a more conveniecatlon for the California witnesses; however,
because a majority of Defendant groups iderdifyumber of witnesses they intend to call who
are located in or near the District of New &greind because Plaintiéannot point to a single
witness it intends to call fromithin the Eastern District of Texas, this Court finds that the
District of New Jersey is mor@nvenient for party witnesses thame thastern Districof Texas.

With regard to non-party witnesses, bothties intend to call inesses from various
locations across the United Statexl the world. The inventors @ach patent list addresses in
lowa and Japan; thus, each will travel significant distances regardless of venue in Texas or New
Jersey. (Dkt. No. 126 at 9.) Further, prag@Emn attorneys for botlpatents are located in
Washington, D.C., San FrancisoBGalifornia, and the Northern Birict of Texas in Dallas.
Plaintiff claims that technical wiesses who will travel from Aes can travel more conveniently
to Marshall than New Jersey. However, theeign witnesses will travel a significant distance
regardless of whether venue ishtarshall or New Jersey. In coast to the foreign witnesses,
there are a substantial number of witnessesliregiwithin or near New Jersey who would be
otherwise “unnecessarily incomienced by having to travelSee In re Genentech, In&66

F.3d at 1345. Where a potential witness in Texas will be inconvenienced if the defendant’s



transfer motion is granted, if there are more vasas located in the transferee district who will
be inconvenienced if the casenist transferred, the conveniencetbé witnesses weighs in favor
of transfer. See Baxter Healthcare Corp. v. Fresenius Medical Care Holdings,2667 WL
433299 (E.D. Tex. Feb. 6, 2007).

The Federal Circuit's opinion ifn re Aceris also instructive here. Im re Acer a
California company brought suégainst 12 California defendanits the Eastern District of
Texas. 626 F.3d 1252 (Fed. Cir. 2010). The mi#dats sought a transfer to the Northern
District of California pursuat to 12 U.S.C. § 1404(a)ld. at 1254. The Court determined that
the Northern District of California was cleatlye more convenient forum because all but two of
the U.S.-based companies in the case were heddpaéiin California, including a number that
were actually located within the Northern District of Californld. At the same time, not one
company involved in the litigation was headqaeetl in the Eastern District of Texakl. The
Court stated that it isclear that the combination of multiplearties being headquartered in or
near the transferee venared no party or witness the plaintiff[']s chosen forum is an important
consideration.”ld. at 1255.

The Court concludes that, dralance, it would be more convenient for party and non-
party witnesses to attend trialtime District of New Jersey. ABustrated above, it is reasonable
to conclude that the numerous party withesses wigjority of the Defendant groups will avoid
material inconvenience this case is transferred to the Dt of New Jersey. Furthermore,
party and non-party witnesses located acrosstiunty and the world will experience no more
inconvenience by traveling tdew Jersey than Mdrall. Finally, Plaintif has not identified a
single witness located within the Eastern DistricTekas. As such, the court concludes that this

factor weighs in favor of transfer.



i. Relative Ease of Access to Sources of Proof

The relative ease of access to sources of psotife second “private” interest factor to
consider. Despite technologicativances in transportation efectronic documents, physical
accessibility to sources of proof continues ki@ an important private interest fact@ee
Volkswagen 11545 F.3d at 316FS Tech551 F.3d at 1321. Indeed, the Federal Circuit counsels
that an alleged infringer’s proof is particulariymportant to venue transfer analyses in patent
infringement casesSee Genentech66 F.3d at 1345 (“In patentfimgement cases, the bulk of
the relevant evidence usually comes fromdhbeused infringer. Consequently, the place where
the defendant's documents are kept weighs worfaof transfer to that location.”) (citation
omitted).

In this case, many of the Defendants’ wilments concerning theale of the accused
optical disc players are locatéad New Jersey or New York. (@ No. 126 at 10.) Plaintiff
counters that, after limited dieeery allowed by this Courtl2 of the 18 Defendants have no
documents in New Jersey. (Dkt. No. 166 at &drther, Plaintiff ounters that many of its
relevant documents are located within the Eadbestrict of Texas. (Dkt. No. 135 at 7.) While
Plaintiff admits most of its documents are locatethe Western District of Texas, all documents
relating to infringement stues are located in the East District of Texasld.

The process of considering this factor is similar to that used in considering the
convenience of witnesses as discussed abovhough Plaintiff will be inconvenienced if this
case is transferred to the dbict of New Jersey, its inconvenience does not offset the
inconvenience that sucht@nsfer would cause for a number of Defendants and a majority of the
Defendant groups in this casepesially given that a majoritgpf the Defendant groups have

sources of proof in or near New Jersey arainfiff only has a limited number of sources of



proof in the Eastern District of Texas. The ¢atoncludes that this factor weighs slightly in
favor transfer.
iii. Availability of CompulsoryProcess

The next “private” interest factor is the dahility of compulsory process to secure the
attendance of non-party witnesses. A vetl@ has “absolute subpoena power for both
deposition and trial” is faved over one that does ndfolkswagen 11545 F.3d at 316. Rule 45
of the Federal Rules of Civil Procedure ilisnthe court’'s subpoena power by protecting non-
party witnesses who work or reside mtéian 100 miles from the courthouskl. The Federal
Circuit has made it clear that “absolute” subpopo@er does not require that all relevant non-
party witnesses reside within tesabpoena power of the courn re Hoffmann-La Roche, Inc.
587 F.3d 1333, 1336-37 (Fed. Cir. 2009). Rattarsolute” subpoena power requires merely
that the court have the power to subpoena noty-patnesses for both depositions and tridks.
at 1338.

The parties apparently agree that likelirdhparty witnesses are not located within the
compulsory process power of either the Easterrribisif Texas or the Birict of New Jersey.
Therefore, this factor is neutral.

V. OtherPractical Problems

Practical problems include issues of judicial economylkswagen 111566 F.3d at 1351.
The Fifth Circuit as well as other circuits have emphasized that a party should not delay filing of
a motion to transfer.In re Wyeth 406 Fed. Appx. 475, 477 (Fed. Cir. 201B§gteet v. Dow
Chem. Cq.868 F.2d 1428, 1436 (5th Cir. 1988 cGraw—Edison Co. v. Van PglB50 F.2d
361, 364 (8th Cir. 1965). IReteet the Fifth Circuit stated thdfp]arties seeking a change of

venue should act withéasonable promptness.Peteet 868 F.2d at 1436. “Without reasonable



promptness on the part of the movant, a casegeds, requiring the court to expend time and
effort that might become wasted upon transféi/yeth 406 Fed. Appx. at 477.

Plaintiff contends that Defendants’ delay in filing its Motion to Transfer Venue causes
this factor to weigh againstaisfer. Defendants, however, @ileheir Motion to Transfer Venue
approximately two months after the Court geghthe parties unopposed Motion to Consolidate
Cases. In the Court’s opinion, the Defendafilisig of its Motion only after consolidation was
an effort to achieve judicial eaomy, and not due to a failure to act with reasonable promptness.
Furthermore, the parties have recently conaltteited, venue-related disgery in this matter
and no briefing on the merits has been conduckexisuch, the court concludes that Defendants
did not unduly delay in filing their motion to traesfvenue. The Court concludes that this factor
is neutral.

B. Public Interest Factors

I. Locallnterest

The court must consider locaiterest in theifigation, because “[jjur duty is a burden
that ought not to be imposed upon the people& @ommunity which has no relation to the
litigation.” Volkswagen 1371 F.3d at 206 (5th Cir. 2004)Communities have the right to
adjudicate disputes involvintseveral individuals” who havéad their “work and reputation”
called into question “and who presumalslynduct business in that communityHoffman-La
Roche 587 F.3d at 1336. Interests that “could applyuaityy to any judicialdistrict or division
in the United States,” such as the nationwide shiefringing products, are disregarded in favor
of particularized local interestsVolkswagen 11 545 F.3d at 318in re TS Tech551 F.3d at

1321.
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Defendants argue that the Dist of New Jersey has a mustronger local interest in
resolving this case than the Eastern DistottTexas because many Defendants’ offices are
located in New Jersey. (DkNo. 143 at 4). Further, a nlb@r of Defendants substantial
business activities regarding marketing and sath®faccused optical digtayers take place in
New Jersey.Ild. Conversely, no company involved in thistter, including Plaintiff, has an
office in the Eastern District of Texas. As Bubefendants argue that thiizens of the District
of New Jersey have an interest in adjudicating a dispute wehithinto question the work and
reputation of businesses located within and individuals working in their locale rather than the
Eastern District of Texas. &thtiff agrees that many Defendartave offices in and around New
Jersey yet argues that thétor is neutral.

The court agrees that the District of New égreas a stronger local interest in resolving
this litigation. At least a number of the partieghis litigation are headquartered in the District
of New Jersey or have a substantial office in or near New Jersey. None of the parties is
headquartered in the Eastern District of Texas none developed any of the accused products
here. Accordingly, this factaveighs in favor of transfer.

il. CourtCongestion

In its § 1404(a) analysis, tloeurt may consider how quicksycase will come to trial and
be resolved.Genentech566 F.3d at 1347. This factor is the “most speculative,” however, and
in situations where “several relevant factors weigfavor of transfer andthers are neutral, the
speed of the transferee district court shaubd alone outweigh all ofhe other factors.”Id.
Plaintiff contends that transferff the case to the District of MeJersey would increase the time

to trial by approximately 20 months. Defendants assert that the District of New Jersey has
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adopted local patent rules to egfie trial times in patent case In all, however, given the
speculative nature of thfactor, the court finds thiactor to be neutral.
ii. Familiarity with the Governing Law
One of the “public” interest factors is “the familiarity of the forum with the law that will
govern the case.”Volkswagen,l 371 F.3d at 203. Both the Dist of New Jersey and the
Eastern District of Texas are familiar with patéaw, and thus this factor is neutr&ee Inre TS
Tech 551 F.3d at 1320-21.
iv. Avoidance of Conflict of Laws
The parties agree that there is no issue vesipect to conflicts of law and therefore, the
Court finds this factor neutral.
V. Conclusion
While this Court recognizes the significamirden placed on a movant in a motion to
transfer venue, consideration af of the “private” and “public” iterest factors, shows that the
District of New Jersey is “clegr more convenient” thn the Eastern Distriatf Texas in this
case. Three of the § 1404(a) factors weigliawor of transfer and thremaining factors are

neutral. As such, Defendants’ timm to transfer venue is GRANTED.

So ORDERED and SIGNED this 23rd day of January, 2012.

EETART

RODNEY GILii RAP
UNITED STATES DISTRICT JUDGE
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