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INTHE UNITED STATESDISTRICT COURT

FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

SABATINO BIANCO, M.D.,
Plaintiff,

Case No. 2:1Z2V-00147WCB

V.

GLOBUS MEDICAL, INC,,

w W W W W N W W W

Defendant.

MEMORANDUM AND ORDER

OnMarch 6,2014, this Court rejected the claim of plaintiff Sabatino Bianco, M.D., to be
named as an inventor on U.S. Padéiivs. 8062,375; 8,491,659; and 8,518,120, all of which are
owned by defendant Globus Medical, In(Dkt. No. 262). Globus moved for an awaraf
attorney feegelating to the litigation of thaissue(Dkt. No. 270). Globus claired that Dr.
Bianco’s inventorship claim was frivolous, and that under the-#pgticable legal test, the
inventorship prtion of the proceedings in this case shdiddleemed exceptional, justifying the
award of attorney fees under 35 U.S.C. § 285. On April 17, 2014, the Court entered an order
denying that motiorfDkt. No. 280).

Less than two weekdtar ths Court entered its order denying the motion for attorney

fees, the Supreme Court decided the cas©dfane Fitness, LLC v. Icon Health & Fitness, |nc.

No. 12-1184 (Apr. 29, 2014). In that case, the Supreme Court rejected the FederakGagalit’
test for determining whether a case is exceptional under 35 U.S.C. § 285. Bbta@aurt

had relied on the Federal Circuit’s test in its April 14, 2014, order, Globusdwamoved for
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reconsideration under the Supreme Court’'s new(flet No. 288). This CourDENIES the
motionfor reconsideration.

The testthat theFederal Circuitappliedprior to the Supreme Court’s decisionQctane
Fitnessrequired the party seeking an award of attorney fees because of waakhesspposing
party’s case to show by clear and convincing evidence that the opposing mdaiyi was
objectively baseless and that the opposing party brotightclaimin subjective bad faith.

Brooks Furniture Mfg., Inc. v. Dutailier Int’l, In®@93 F.3d 1378, 13882 (Fed. Cir. 2005). The

Supreme Court rejected both the clear and convireidence standard and ttveo-part test for
objective baselessness and subjective bad faith. Instead, the Supreme Court haid that
exceptional case, within the meaning of section 285, is “simply one that standsnoutttiers

with respect to the sulasitive strength of a party’s litigating positigoonsidering both the
governing law and the facts of the case) or the unreasonable manner in whichetlveasas

litigated.” Octane Fitnessslip op.at 7-8  The Court instructed that district courts “may

determine whether a case is ‘exceptional’ in the -tgsease exercise of their discretion,
considering the totality of the circumstancetd” at 8. Contrasting the new test with the Federal
Circuit’s test, theSupremeCourt explained that “a case preseg either subjective bad faith or
exceptionally meritless claims may sufficiently set itself apart from 1minecases to warrant a
fee award.”1d. at 9.

Even thouglDctane Fitneswas pending before the Supreme Court when Globus filed its
section 285 motion, Globus urged this Court to apply the Federal Circuit test fans28h

attorney fee motions, not the more liberal test urged by the petitior@ctane Fitnessind

ultimately adopted by the Court. Globus’s failure to argue in favor of the liberal standard



even though the continued vitality of that case was subject to qubgtidrtue of the pendency

of Octane Fitnessonstitutes a waiver of its right to press that stand&¥thile a party may not

be chargeable with anticipating unexpected changes in the law, the change nGcienim
Fitnesscannot be characterized as unexpected, given that the Supreme Court had granted
certiorari in that case to consider whetliee FederaCircuit’'s section 285 tesshould be
rejected.

It is not necessary for the Court to rest its decision solely on waiver, howAsgean
alternative ground for decision, this Court has reviewed Globus’s motion under th@cteve
Fitnessstandardandhas determined that, under that standard, the motion should be denied. The
Court notes that in its original order, it found that Globus had failed to satilk&r @art of the
two-part test for“exceptional case” status. That is, the Court found that Dr. Bianco’s
inventorship claim was not objectively baseless and that it was not brought intisebad
faith. The Supreme Court noted that either subjective bad faith or an “exedlgtimeritless”
claim could warrant a fee award. This Court’s findthgt neither part of the prior test was
satisfied thus largely answers the question whether this case is exceptierathenSupreme
Court’s new test. Beyond that, the Court independently determines, under thg obtdie
circumstancesthat Dr. Bianco’s inventorship claim in thisse is not “exceptional” in that it
does not “stanfdl out from others with respect to the substantive strength” of Dr. Bianco’s
litigating position. Octane Fitnessslip op.7. The Court will now retrace the steps affactual

analysis in the original section 285 order, applying the new legal test ditiatihe Supreme

Court in Octane Fitnes$o the particular circumstances surrounding Dr. Bianco’s inventorship

claim.



1. The Court will first address the issue of whether Dr. Bianco’s inventorsiip \oias
objectively baseless. Initially, the Court notes that Globus moved for summanyguatign the
issue of inventorship, but the motion was denied on the ground that the issue presented factual
guestions for trial. After trial, the Courtruled that Dr. Bianco could not be regarded am-a
inventorof any of the three patents in dispute. That ruling was predicated on faotling$
madeby the Court based cevidence at trial TheCourtnoted that DrBianco wasrequiredto
show, by clear and convincing evidence, that he satisfietetfaé testfor being adjudged an
inventor. The Court concludethat Dr. Bianco’s prooffell short of what was required toeet
thatburden.

In contending that DrBianco’s inventoship claim was objectively baselesslobus
relies heavily on this Court’s ruling on the inventorship issue. However, the fact tf@buhe
ruled against Dr. Bianco on that issue doesmean thaiGlobushas showrthat Dr. Bianco’s

claim wasfrivolous or otherwise exceptionally meritlessSeeiLOR, LLC, 631 F.3d at 1378

(“Though iLOR was ultimately unsuccessful in its patent infringement songl® has not met
its high burden to show. . that this suit was brought frivolously or that iLOR’s position on

claim construction was objectively baselesdP) Innovation L.L.C. v. Red Hat, Inc., No.(Z-

cv-447 (E.D. Tex. Oct. 13, 2010), ECF No. 273, aRader, J.) (“An award of attorneys’ fees . .

. must be predicated upon something beyond the fact that a party has prevailed.”). To the
contrary, viewing Dr. Bianco’s inventorship claim through the lens of objectigeldssness,

this Court does not finthe position taken bipr. Biancoon that issue to have beehjectively
unreasonablehat is,the Court rejects Globus’s position that no reasonable person could believe

that Dr. Bianco’osition on the inventorship issbad a relistic chance of sucss.



To be sure, the fact that the Court denied Globus’s motion for summary judgment on the
inventorship issue is not dispositie# the issue of objective baselessness,itbsatipports Dr.
Bianco’s argument that his inventorship claim wasfrieblous. As Dr. Bianco points out,dbh
the Federal Circuit and the Fifth Circuit havecognizedthat a ruling denying summary
judgment angbermitting a claim to go to trial is an indication that the claim is not frivol@es

Medtronic Navigation, Inc. v. BrainLAB Medizinische Computersysteme Gnéba F.3d 943,

954 (Fed. Cir. 2010([A] party is entitled to rely on a court’s denial of summary judgment
as anindicationthat the party’s claims were objectively reasonable and suitable for reacdti

trial.”); ResQNet.com, Inc. v. Lansa, Inc594 F.3d 860, 875 (Fed. Cir. 2010)T{he district

court’'s denial of summary judgment of noninfringement reflects the belidf ithavas

reasonable for the plaintiff to have prosecuted its clainBeckmaninstruments, Inc. v. LKB

Produkter AB, 892 F.2d 1547, 1551 (Fed. Cir. 1989) (“[W]e find it difficult to agree that the
inequitable conduct defense was ‘baseless’ when it survived a motion for sujadgment and

was rejected only after findings were mautedisputed facts.”Nat'l Ass’n of Gov't Employees

v. Nat'| Fed’'n of Fed. Employee844 F2d 216, 233 (5th Cir. 1988) (“[O]ne might well wonder

how a case could be so frivolous as to warrant sanctions if it has suffieeihto get to trial.”).
Beyond that, the jury’s findinghat Globus misappropriated Dr. Bianco’s trade secrets

givessomesupport to Dr. Bianco’s inventorship theory. For the reasenforthin theMarch 6,

2014, orderthe Court found that support to baurfficientto carryDr. Bianco’s burden of proof

on the issue oinventorship It is not enough, howevefpr Globus to point out that the Court

found Dr. Bianco’svidenceof inventorshipto be insufficient. Globus must show that the claim

was exceptionaland the Court does not fisaifficientproof in support of Globus’s argument



that regard In short, the inventorship claim in this case is a fairly routixeemple of a claim
that did not prevajlit is not the exceptional case of a claim that is so plainlymentoriows that
no reasonable attorney coutkhlistically expect success on the merits

Addressing the specific defects in Dr. Bianco’s inventorship claimbu@@ldegins by
arguingthat Dr. Bianco’s testimony relating to inventorship was uncorroborated. drgamg,
Globus relies on a line of cases from the Federal Circuit holding thatyaseaking to correct
inventorship on a patent must produce more than his testimony alone: he must provide
corroboratng evidence, preferably in the form abntemporane@ documentation. See

GemstaTV Guide Int’l, Inc. v. Int'l Trade Comm’n, 383 F.3d 1352382 (Fed. Cir. 2004);

Trovan, Ltd. v. Sokymat SA, 299 F.3d 1292, 1302 (Fed. Cir. 2002); Ethicon, Inc. v. U.S.

Surgical Corp., 135 F.3d 1456, 1461 (Fed. Cir. 1998).

Globus argues that Dr. Bianco had no evidence corroborating his claims to sole or joint
inventorship. However, there plainly was corroborating evidence that Dr. Biaovmidga a set
of drawings reflecting his ideas to Globus representatives in the sum2@daf The drawings
have survived, and Globus witnesses admitted receiving and examining théncommon
ground between the parties that the drawings, in the context in which they werdtesilibmi
constitute the contribution Dr. Bianco made to the development of the disputed pro8acts.
simple corroboration is not an issuthe fact that Dr. Bianco submitted the drawings and the
content of those drawings are not in doubt.

Globus spends considerable time arguing that Dr. Bianco cannot be cahsidsoée
inventor of the three patents at isst&r example, Globus argues that in order to be considered

the sole inventoon the three patents, Dr. Bianco would have had to show that he both conceived



all featuresof the claimed inventionsecited in hose patents and reduced ihgentionsto
practice. Because there is no evidence that Dr. Bianco conceived all of the featueesiced

any of the inventions to practice, Globus contends that his sole inventorship claiamig pl
meritless. But Globus’s arguments about sole inventorship are a red herring. Dr. Bianco is not
claiming to be the sole inventor of those patents. His claim is that he is entitledaimée ais a
co-inventor on each of them, and that requires a different sort of s@éw@em 135

F.3d at 146Q Burroughs Wellcome Co. v. Barr Labs. Inc., 40 F.3d 1223, -P®{Fed. Cir.

1994).

In addressing the emventorship issue, Globwmgues that a putative -@aventor must
“establish that theo-inventors collaborated and worked together to collectively have a definite
and permanent idea of the complete invention.” Dkt. No. 27Q, &l@bus contends, inter alia,
that Dr. Bianco did not conceive of the entire invention of any of the claims of the thee¢spat
in dispuk. The legal test for joint inventorshipoweverdoes not require th&tach ceinventor

must have an independent mental picture of the complete [invention] claimed.” rbféiridieiv.

v. ICOS Corp., 601 F.3d 1297, 1308 (Fed. Cir. 2010) Thus, an alleged eoventor does not
have to conceive of the entire invention, as long as he contributes to the conception of the

claimed invention. _Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 1352, 1359 (Fed. Cir. 2004)

Fina Oil & Chem. Co. v. Ewen, 123 F.3d 1466, 1473 (Fed. Cir. 1997). In thealétiat is

required is thathe joint inventors “collectively have a definite and permanent idea of the

! Globus cites the First Amended Complaimtsupportits contention that Dr. Bianco is
claiming to be the sole inventor of the three named pat@&uisthe complaint merely complains
of “[tlhe omission of Dr. Bianco as inventor” on the three patents, without sperifshether he
should be named sole inventor or joint inventor. Dr. Bianco’s submission to the Court on the
inventorship issue, however, makesgatl that his claim is that he should be named as-a co
inventor, not a sole inventor.



complete inventiofi Vanderbilt 601 F.3d att308 and that each joint inventor “contribute in
some gnificant manner to the conception of the inventionFina Oil, 123 F.3dat 1473
Ethicon 135 F.3d at 1460 (“each joint inventor must generally contribute to the conception of
the invention.”). It is not necessary for each-owentor to “make the same type or amount of
contribution” to the invention. 35 U.S.C. § 116(&thicon 135 F.3d at 1460.Under that
standard, itvas not unreasonable for Dr. Bianco to assert that his drawings, whilm#yegot

have reflected conception of the entire invemtrecited inany of theclaims in theissued
patents, nonethelessonstituted acontribution to the conception of the ultimate patented
inventions.

Globus also contends that Dr. Bianco did not work jointly with any of the Globus
engineers on the claideinventions and therefore cannot be considered a joint inventor.
However, the Patent Act itself makes clear that individuals may be joint ingesiten though
“they did not physically work together or at the same time.” 35 U.S.C. § 116. Thus, co
inventorship does not require that theiweentors actuallgollaborate in the conventiahsense
of that term. It is enough if

each of the inventors work on the same subject matter and make some

contribution to the inventive thought and to the final result. Each needs to

perform but a part of the task if an invention emerges from all of the steps taken
together. Itis not necessary that the entire inventive concept should@eaah

of the joint inventors, or that the two should physically work on the project

together. One may take a step at one tithe other an approach at different

times.

Kimberly-Clark Corp. v. Procter & Gamble Distrilco, 973 F.2d 911, 916 (Fed. Cir. 1992),

guotingMonsanto Co. v. Kamp, 269 F. Supp. 818, 824 (D.D.C. 1967). It is thus suftiient

satisfy the collaboration requirement of joint inventorship if, for example, one inveet]s] a



relevant report and build[s] upon it, or hear[s] another’'s suggestion at a nieekimyberly-
Clark, 973 F.2d at 917A person can be a gaventor even if that person works separately from
his fellow co-inventor, but providesmportant information to his emventor or receives such
information from him. That, in essence, was Dr. Bianco’s theory: that he providemhficant
contribution to the ultimate invention, and the Globus engirg&rsloped that idea after seeing
his drawingsor hearing abouthemfrom other Globus employeedndeed part of that theory
was validated by the jury, which found that GlobusduSe Bianco’s trade secrets in some way,
even though the Court concluded tBat Bianco’s input was not sufficient to render him a co
inventor of the disputed patensgeDkt. No. 262, at 20.

Globus next points to the testimony of Dr. Bianco’s expert, Dr. McMillin, who teldhi
that Dr. Bianco’s drawing of a scissiack mechanism would not actually work if the
mechanism were manufactured precisely as drawn. However, there was andplecevi
including from Globus witnesses, that Dr. Bianco’s sketch, although somewhat, crude
represented a conventional scisgmk mechanism. And there was evidence that it was well
known in the art how to manufacture such a device. The use of Dr. McMillstismty to
suggest that Dr. Bianco’s invention was inoperative is thus little more than eipaint; it
does not significantly undercut the evidence that Dr. Bianco’s drawing depictadjwstable
device in which a scissgack was the mechanism fadjusting the height of the device. While
the Court concluded that Dr. Bianco’s drawings did not embody a definite andngetnaea of
the invention disclosed in the patents, the evidence relating to his drawings and his
contemporaneous dealings with Globus representatives provided at least some feuppsr

contention that his contribution was sufficient to entitle him to the status eina&ator.



Given that the legal standards for establishing joint inventorship are somewhat
amorphous, it is not surprising that the Federal Circuit has observed that tdwnidation of
whether a person is a joint inventor is fact specific, and no Hirghistandard will suffice in

every case.” Vanderbilt 601 F.3d at 1308, quoting Fina Oil & Chem. Co., E23d at 1473.

Applying the governing standards to Dr. Bianco’s claim, the Court concludesishaaim was
not so plainly nommeritorious that it could be regarded as baseless. His theory of the case was
that he provided a substantial portion of the conception of the invention and that Globus’s
employees, upon learning of his contribution, completed the conception of the claimed
inventions and reduced them to practicalthough the Court ultimately rejected that theory
based ornts analysis ofthe evdence at triabnd the evidence submitted to the Court after, trial
the Court rejects Globus’s argument tlaat alleged absence of evidence of conception or
collaboration on Dr. Bianco’s part rendered his investiigr claim objectively &seless

2. The Court next addresses the question whether Dr. Bianco brought the inventorship
claim in subjective bad faithBad faith can be inferred, Globus argues, because of the objective
weakness oDr. Bianco’sclaim, and because he knew thdtile his drawings dgicted a scisser
jack mechanism, the Caliband Riseline of products used a ramp mechanism to adjust the
height of the intervertebradpacer. The Court has already answered the first argurbgnt
rejectingGlobus’s argument that Dr. Bianco’s inventorsbigim was objectively baseles#s
to the second argument, thact that the claimed inventions do not claim a scifstk
mechanism of the sort depicted in Dr. Bianco’s drawings is not necessaailydddr. Bianco’s
inventorship theory because, asadissed above, each-twentor is not required to conceive of

the entire completed invention, as long as he contributes to the conception.
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Globusseparately contends that. Bianco’s subjective bad faith is demonstratechisy
claim for correction of mventorship as to certain pending patent applications. That claim reflects
bad faith, according to Globus, because a claim for inventorship does not accrue untit a pate
issues. That argument misapprehends the scope of Dr. Bianco’s inventorship claim.

It is true that Dr. Bianco’s first amended complaint nefdrto ten pending patent
applications that claied priority to application number 12/579,833 (the '833 applicatiorie
did not, however, seek correction of inventorship as to those applicatimesomplaint allege
that the failure to include him as an inventor on theggdicatiors violated sections 115 and 116
of the Patent Act, 35 U.S.C. 88 115, 116. But he didseek to be named as an inventor on the
applications. Insteadhé¢ reliefhe sought wasorrection of inventorship on “any patents that
may issue” from those applications. Based on his theory that all the continuatiomtapyic
stemming from thé833 application containethe core elements of his inventive contribution,
Dr. Bianco’srequest for relief in the form of correction of inventorship on any patentsnight
emerge from those applications was not unreasonable. Moreows,amidentiary submission
in support of his inventorship claifpkt. No. 247) Dr. Bianco did not request correction of
inventorship with respect to angf the pendingapplications; his request for correction of
inventorship was limited to the thréssuedpatents in dispute. Dr. Bianco’s references in his
complaint to the applications claimingiority to the '833 application therefore do not reflect
subjective bad faith on his part.

In sum, Globus has failed to show that Dr. Bianco’s inventorship claim was either

baseless or pursued in bad faith. Applying $upreme Court’s observation Octane Fitness

that a case “presenting either subjective bad faith or exceptionally meritkisss chay
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sufficiently set itself apart from mifin claims to warrant a fee awar@ttaneFitness slip op.
at 9, this Court concludes that neither ofstagtandards is met here.

Basedon the foregoing analysis, this Coadncludes thaGlobus has failed to satisfy its
burden of showing thddr. Bianco’s inventorship claim is one that “stands out from others with

respect to the substantive strengthDof Bianco’s litigating position OctaneFitness slip op. at

7. Thus, the Court concludes that Dr. Bianco’s inventorship cleasinot exceptionalwithin

the meaning of section 285, as construed by the Supreme CoDdtane Fitnessand that

Globus & not entitled toan award of attorney fees under section 285. The motion for
reconsideration is therefore denied.
IT IS SO ORDERED.

SIGNED this12thday ofMay, 2014.

Mf%«;%«»\

WILLIAM C. BRYSON
UNITED STATESCIRCUIT JUDGE
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