DietGoal Innovations LLC v. Chipotle Mexican Grill, Inc. Doc. 92

INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

DIETGOAL INNOVATIONS LLC, §
Plaintiff, §§ CIVIL ACTION NO.
V. % 2:12v-00764WCB-RSP
CHIPOTLE MEXICAN GRILL, INC., §§
Defendant. S
8§
ORDER

The Court has the parties’ memorandums regarding the effdbis cas®f the decision

in DietGoal Innovations LLC v. Bravo Media LLC, No. 1:48-8391 (S.D.N.Y. July 8, 2014)

(“Bravd). In that casethe United States District Court for the Southern District of New York
invalidated the same patent that is at issue in these casbe ground that MWvas directed to
unpatentable subject matteiThe defendants in this case have filed motions raising the same
challenge to the patentThe plaintiff has advised the Court that it has taken an appeal to the

Federal Circuit from the district court’s decision theBravo case, and ihasasked the Court to

stay proceedings in these cases until the Federal Circuit has decided the aftyptehse. The
defendants urge the Court not to stay this case, but to grant judgment in their favorssoghe
of unpatentability under the doctrine of collateral estoppel.

The Court is not inclined to follow either suggestion without further guidance from the
parties. Inparticular,the Court needs additional briefing with respect to the grothaighe

plaintiff regards as barring the application of collateral estoppel in thes ¢asts memorandum,
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the plaintiff stated simply thdtthe Bravo decision’s analysis of the pategitgibility of the
claims of the '516 Patent is so fundamentally flawrat it demonstrates that DietGaht not
have a fair opportunity procedurally, substantively, and evidentially to defenaliigy of the
'516 Patent in that court, precluding application of the doctrine of collatei@el.” Dkt.No.
90, at 3. hat statement comes perilously close to asserting that because the firendsamsi
wrong, it must have been the product of one or more flaws that render it inel@li@eiven
collateral estoppel effecExcept for what the Supreme Court referredgdthose relatively rare
instances where the courts wholly failed to grasp the technical subject mattbedssues in

suit,” BlonderTonguelabs, Inc. v. Univ of lll. Found, 402 U.S. 313, 333 (1971), assertions

that the first decision was incortedo not defeat the application of collateral estoppBee

Pharmacia & Upjohn Co. v. Mylan Pharm., Inc., 170 F.3d 1373, 1380 (Fed. Cir. 1999) (the

inquiry into whether the plaintiff was afforded a full opportunity to litigatégisite narrow and

does mt consider “whether the prior finding of invalidity was corrgcdwlississippi Chem. Corp.

v. Swift Agric. Chems. Corp., 717 F.2d 1374, 83® (Fed. Cir. 1983)Stevenson v. Sears,

Roebuck & Co., 713 F.2d 705, 709 (Fed. Cir. 198B3](" inappropriate inquiry is whether the

prior finding of invalidity was correct; instead, the court is only to decide whétkepatentee
had a full and fair opportunity to litigate the validity of his patent in the prior usssfid

suit”); Westwood Chem., Inc. v. Ueitl States525 F.2d 1367, 1375 (Ct. Cl. 1975]T]'he

correctness of the earlier decision is not an issue and is not a prerequikéeapplication of

[collateral] estoppel).

! Decisions of the Court of Claims are binding on the Federal CirBgtauséederal
Circuit law governs this Court’s rulingsn the application o€ollateral estoppeprinciplesin
patent cases, the Court of Claims decisions are also binding on this Court.
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Beyond that, the plaintiffs memorandum offers little of substance from whicG dlet
might conclude that the proceedings in the New York action deprived the plaintiff dfaandul
fair opportunity to litigate the validity of theatent in suit, U.S. Pat. No. 6,585,51dowever,
the Courtwill not rule on the collateral egppel issue without providing the plaintiff an
opportunity to make a more complete presentation of the reasons that it does not believe
application of collateral estoppel is warranted in this casecordingly, the Court directs the
plaintiff to file a sypplemental memorandum, no more thanpages in length, setting forth in
detail why the plaintiff regards the proceedingshi@ Bravocaseas having been so flawed as to
deprive it of a full and fair opportunity to litigate the invalidity issaad whetkr there is any
other reason that judgment should not be entered in the defendants’ favor on telabgzel
grounds. The memorandunshould focuson the asserted procedural flaws in the manner in
which theBravo case was litigatedt should notbe directed to criticism of the district court’s
legal analysis oits ultimate conclusion in that cas&.o the extent that the plaintiff contends that
the process employed by the district court was flawed, the plaintiff shouldusetwith
specificity, what showing the plaintiff could have maintethe Bravo case but was prevented
from making, that could have affected the outcomeandhse.

The plaintiff's memorandum is to be filed within 14 days of the date of this ordee
defendants, if they elect to do,suay file ajoint responsive memorandum, no more than 15
pages in length, within seven days of the date that the plaintiff's memoranduedis Tihe
plaintiff, if it elects to do so, may file a reply memorandum, no more than five patgwih,

within seven days of the date that the defendants’ memorandum is filed.



The parties are advised that the briefing described above will completeetiregbon the
issue of collateral estoppel. The Court will at that time decide whether (@jatd the
defendants’ motion for summary judgment of patent invalidity under 35 U.S.C. § 101 based on
the doctrine otollateral estoppel(2) to grant a stay pending the appeaithe Federal Circuin
the Bravo case, or (3)Yo decice the pending motions for summary judgmemt the merits
without regard to the doctrine of collateral estoppel.

IT IS SO ORDERED.

SIGNED this11th day of August, 2014.
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WILLIAM C. BRYSON
UNITED STATES CIRCUIT JUDGE




