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THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

TIERRA INTELECTUAL BORINQUEN,
INC.,

Plaintiff,
V. CASE NO.2:13-CV-39-JRG

HTC CORPORATIONet al,

Defendants

TIERRA INTELECTUAL BORINQUEN,
INC.,

Plaintiff,
V. CASE NO. 2:13CV-47-JRG

TOSHIBA CORPORATIONEet al.,
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Defendants

MEMORANDUM OPINION AND ORDER

Before the Courare PlaintiffTierra Intelectual Borinquen, Inc.’s Opening Claim
Construction Brief (Dkt. No. 93the response of Defendants HTC Corporation, HTC America,
Inc. (collectively, “HTC”), Toshiba Corporation, and Toshiba America Information Systems,
Inc. (collectively, “Toshiba”YDkt. No. 96), andPlaintiff's reply Okt. No. 10).*

The Court held alaim constructiofhearing orMay 5, 2014.

! References to docket numbers are to Civil Action No. £¥339 unless otherwise indicated.
Also, HTC and Toshiba are referred to collectively herein as “Defendants
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. BACKGROUND

Plaintiff bringssuit alleging infringemendf United States PateniNo. 7,350,078 (“the
‘078 Patent”), 7,725,725 (“the ‘725 Patent”), and 8,429,415 (“the ‘415 Patent”) (collectively,
“the patentan-suit”). The ‘078 Patent is titled “User Selection of Computer Login.” The ‘078
Patentissued on March 25, 2008, bears a filing date of March 4, 2002Jants priority based
on a provisional application filed April 26, 2001. The ‘415 Patent and the ‘725 Patent are titled
“User-Selectable Signatures.The ‘725 Patent issued on May 25, 2010, and bears a filing date
of December 23, 2006. The ‘415 Patent issued on April 23, 2013, and bears a filing date of
April 13, 2010.

The ‘415 Patent is a continuation of the ‘725 Patent, which in turn is a continuation of the
‘078 Patent. The partiegyree, at least for purposes of the present claim construction
proceedings, that the specifications of the patensssit are identicaéxcept for a discussion of
prior art that appears in the Background of the ‘078 Patent (1:21-40) but not in thextéabd?
the ‘415 Patent. SeeDkt. No. 93, at 5; Dkt. No. 96, at p. 4 of Z4Plaintiff has not challenged
Defendants’ apparent position that the additional language in the ‘078 Patent can derednsi
when construing the disputed terassto all of he patentsn-suit.

The Abstract of the ‘078 Patent is representative and states:

Computer login may comprise any user-determined submissiaser may

select the input devices used, and which types of signals from input devices are to

be used for login authentication. Account identification may be inferred by

signature rather than explicitly stated. A plurality of discontiguous dat&inc

a plurality of files may be employed for validation. The paths to data used in

validation may be multifarioysegardless of the prospects for successful
authorization.

2 Because of incorregtage numberingithin Defendants’ response brief, the Court uses t
page numberingpplied by the Court’s electronic docket.



According to Defendants’ response brief, the independent claims asseR&diff are
Claims 1 and 9 of the ‘078 Patent, Claims 1, 10, and 15 of the ‘725 Patent, and Claim 1 of the
‘415 Patent. (Dkt. No. 96, at p. 4 of 24.)

Il. LEGAL PRINCIPLES

It is understood that “[a] claim in a patent provides the metes and bounds of the right
which the patent confers on the patentee to exclude others from making, using@tisell
protected invention.”Burke, Inc. v. Bruno Indep. Living Aids, Int83 F.3d 1334, 1340 (Fed.
Cir. 1999). Claim construction is clearly an issue of law for the court to deididekman v.
Westview Instruments, In&2 F.3d 967, 970-71 (Fed. Cir. 1995) (en baaif), 517 U.S. 370
(1996).

To ascertain the meaning of claims, courts look to three primary sources: the thes
specification, and the prosecution histodarkman 52 F.3d at 979. The specification must
contain a written description of the invention that enables one of ordinary skill in tharsake
and use the inventiond. A patent’s claims must be read in view of the specification, of which
they are a partld. For claim construction purposes, the description may act as a sort of
dictionary, which explains the invention and may define terms used in the cldim®©ne
purpose for examining the specification is to determine if the patentee has lireissbge of
the claims.” Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).

Nonetheless, it is the function of the claims, not the specification, to set forth theofimits
the patentee’s invention. Otherwise, there would be no need for claiRidnt’l v. Matsushita
Elec. Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en baft)e patentee is free to be his own
lexicographer, but any special definition given to a word must be clearly geirfahe

specification. Intellicall, Inc. v. Phonometrics, Inc952 F.2d 1384, 1388 (Fed. Cir. 1992).



Although the specification may irghte that certain embodiments are preferred, particular
embodiments appearing in the specification will not be read into the claims whsaithe
language is broader than the embodimeBisctro Med. Sys., S.A. v. Cooper Life Sciences, Inc.
34 F.3d 1048, 1054 (Fed. Cir. 1994).
This Court’s claim construction analysis is substantially guided by ther&e@ircuit’s
decision inPhillips v. AWH Corporation415 F.3d 1303 (Fed. Cir. 2005) (en banc)Phrlips,
the court set forth several guideposts that courts should follow when construing claim
particular, the court reiterated that “the claims of a patent define thetimwéo which the
patentee is entitled the right to exclude.” 415 F.3d at 1312 (quotwga/Pure Water, Inc. v.
Safari Waer Filtration Sys. Inc,, 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To that end, the words
used in a claim are generally given their ordinary and customary meddin@he ordinary and
customary meaning of a claim term “is the meaning that the term \wau&lto a person of
ordinary skill in the art in question at the time of the invention, i.e., as of the effattigedate
of the patent application.Id. at 1313. This principle of patent law flows naturally from the
recognition that inventors are usually persons who are skilled in the field of tidiamvand
that patents are addressed to, and intended to be read by, others skilled in the pattitadilar
Despite the importance of claim tern®hillips made clear that “the person of ordinary
skill in the art is deemed to read the claim term not only in the context of the particutarrcla
which the disputed term appears, but in the context of the entire patent, including the
specification.” Id. Although the claims themselves may provide guidance as to the meaning of
particular terms, those terms are part of “a fully integrated written insttumieinat 1315
(quotingMarkman 52 F.3d at 978). Thus, tRhillips court emphasized the specification as

being the primary basis for construidgetclaims.Id. at 1314-17. As the Supreme Court stated



long ago, “in case of doubt or ambiguity it is proper in all cases to refer back testhniptiee
portions of the specification to aid in solving the doubt or in ascertaining the trueantent
meaning of the language employed in the claimBdtes v. Coed98 U.S. 31, 38 (1878). In
addressing the role of the specification, Bindllips court quoted with approval its earlier
observations fronfRenishaw PLC v. Marposs Societa’ per Azidai8 F.3d 1243, 1250 (Fed. Cir.
1998):

Ultimately, the interpretation to be given a term can only be determined and

confirmed with a full understanding of what the inventors actually invented and

intended to envelop with the claim. The construction that staysotthe claim

language and most naturally aligns with the patent’s description of the invention

will be, in the end, the correct construction.
Phillips, 415 F.3d at 1316. Consequeniillips emphasized the important role the
specification plays in the claim construction process.

The prosecution history also continues to play an important role in claim intagoretat
Like the specification, the prosecution history helps to demonstrate how the inventioe and
PTOunderstood the patenid. at 1317. Because the file history, however, “represents an
ongoing negotiation between the PTO and the applicant,” it may lack the clathgy of
specification and thus be less useful in claim construction proceedthgilevertheless, the
prosecution history is intrinsic evidence that is relevant to the determination dhéanventor
understood the invention and whether the inventor limited the invention during prosecution by
narrowing the scope oiie claims.lId.; see Microsoft Corp. v. Multi-Tech Sys., [r857 F.3d
1340, 1350 (Fed. Cir. 2004) (noting that “a patentee’s statements during prosecution, whether
relied on by the examiner or not, are relevant to claim interpretation”).

Phillips rejected any claim construction approach that sacrificed the intrinsic record i

favor of extrinsic evidence, such as dictionary definitions or expert testinidmgen banccourt



condemned the suggestion madeTkeyas Digital Systems, Inc. v. Telegenix,,|808 F.3d 1193
(Fed. Cir. 2002), that a court should discern the ordinary meaning of the claim teongf(t
dictionaries or otherwise) before resorting to the specification faindnnited purposes.
Phillips, 415 F.3d at 1319-24. AccordingRaillips, reliance on dictionary definitions at the
expense of the specification had the effect of “focus[ing] the inquiry on thaetsteaning of
words rather than on the meaning of claim terms within the context of the pdterat"1321.
Phillips emphasized that the patent system is based on the proposition that the claims cover only
the invented subject matteld.

Phillips does not preclude all uses of dictionaries in claim construction proceedings.
Instead, the court assigned dictionaries a role subordinate to the intrilesdt rétdoing so, the
court emphasized that claim construction issues are not resolved by any nragle.forhe
court did not impose any particular sequence of steps for a court to follow whendecsnsi
disputed clan language.ld. at 1323-25. RathePRhillips held that a court must attach the
appropriate weight to the intrinsic sources offered in support of a proposed clatnicioos,
bearing in mind the general rule that the claims measure the scope oktitegpaitt.

lll. CONSTRUCTION OF AGREED TERMS

The Court hereby adopts the following agreed constructions:

Term Agreed Construction

“signature” “at least one transmission intended as security
precaution to precludeunauthorized access

“input device” “a device by which a user enters input into a
computer system”

“passively terminating” “stopping without overt user action whena
predetermined condition is met”




“predetermined degree of inexactness” | “a preset allowable measure of deviation from
the recorded signal”
“designated tolerance of inexactness”

(Dkt. No. 89, 2/28/2014 P.R. 43int Claim Construction and Prehearing Statepadrt; Dkt.
No. 95, 4/7/2014 Joint Notice of Supplemental Joint Claim Construction Staten&at)

Theparties have also reached agreementftinahe previouslydisputed terms “same
type” and ‘a set of related software recognizable défa]o construction is necessary.” (Dkt.
No. 95, at 1; Dkt. No. 9@t p. 8 of 24.)

IV. CONSTRUCTION OF DISPUTED TERMS

Plaintiff filed a Motion to Strike Toshiba’s Expert Declaration (Dkt. No. 102)ctvinas
directed to the Declaration of Sandeep Chatterjee, Ph.D. in Support of Toshiba’s Proposed
Construction of “Measurable Variable Input” (Dkt. No. 96a#tachedo Defendantstesponsive
claim construction brief Defendant Toshiba filed a responsdlaintiff's motion to strike
(Dkt. No. 106.) At the beginning of the May 5, 2Gd4im construction hearinghe Court

denied Plaintiff's motion.(SeeDkt. No. 107, 5/5/2014 Minute Entry, at 1.)

A. “signal[s]”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“a set of related software recognizahdiata “a set of related softwanecognizablalata of

which results from user input onto the the same type which results at teemination

computer via ahinput device® of a single user input into the computer via the
input device®

3 Plaintiff's proposal oftie phrase “software recognizable” is hyphenated in the parties’
February 28, 2014 Joint Claim Construction and Prehearing Statement but not in Blaintiff
briefing or in Plaintiff's proposal in the parties’ April 22, 2014 Joint Claim Construction Chart.
(CompareDkt. No. 89, Ex. A, at p. 2 of I4ith Dkt. No. 93, at 10, Dkt. No. 101, at 3 & Dkt.

No. 105, ExA, at 1) This inconsistency does not appear to be of aynifaiance.

* Plaintiff's proposal in the parties’ February 28, 2014 Joint Claim Constructionrahda®ing
Statement and in Plaintiffisriefing refers to “an” input device. (Dkt. No. 89, Ex. A, at p. 2
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(Dkt. No. 93 at10; Dkt. No. 96, at p. 9 of 24 Jhe parties submit thatis disputed term

appearsn Claims1, 2, and 4 of the '078 Patentia@ins 1, 2, 7, 9, 10, 11, 15, 16, 17, anddf9

the 725 Patent, and Claim 1 of the ‘415 Patent. (Dkt. No. 89, Ex. A, at p. 2 of 14; Dkt. No. 93,
at 9 n.2; Dkt. No. 96, at p. 9 n.1 of 24.)

(1) The PartiesPositions

Plaintiff argues thatfa] s described in the specification, a signal: (1) is a set of related
softwarerecognizable data; and (2) results from user input into the computer via one or more
input devices. (Dkt. No. 93,at 10(citing '078 Patent at 3:16-19 & 3:29-30)Blaintiff’'s other
opening arguments addregdefendantsprevious proposals, noted above, and are no longer
pertinent. $eed.)

Defendants respond that the claims expressly recite that the related soéweom@izable
data must be “of the same type.” (Dkt. No. 96, at pp. 9-10 of 24.) As to their proposal of
requiring termination of user input, Defendants submit that the sgmhc'makes clear that a
signal results upon termination of a transmission, or, in other words, at the tesmofaiser
input into the computer via the input deviceld.(at p. 10 of 24.) Defendargsnphasize the
disclosure that “[a] signal 2 isset of related softwanecognizable data from a single

transmission 1.” I¢l. (quoting '078 Patent at 3:29-30).)

of 14; Dkt. No. 93, at 9-10; Dkt. No. 101, at 3.) In the parties’ April 22, 2014 Joint Claim
Construction Chart, Plaintiff's proposal refers to “the” input device. (Dkt. No. 1054t 1.)
This inconsistency does not appeab¢oofany significance.

® In the parties’ briefingnd joint charts, Plaintiff's proposed construction included square
brackets around “related software recognizable data” and “input devit¢dtie May 5, 2014
hearing, Plaintiff explained that tlse square brackets were carried dvem disclosures
between the parties and have no significance in the present proceedings.

® HTC previously proposed: “Plain and ordinary meaning.” (Dkt. No. 89, Eat,2 of 14.)
Toshiba previously proposeth set of related softwanecognizable data of measureable
variable input of the same type from a single transmissidd.} (



Plaintiff replies that “adding the ‘same type’ limitation to the construction fon&ig
would be redundant since the claims in Asserted Patent already require that signals be of the
same type.” (Dkt. No. 101, at 4.) Further, Plaintiff argues, “the only requirenitbntespect to
‘termination’ is that the termination of the transmission must be recognizahde.at(5.)

At the May 5, 2014 hearin@)Jaintiff clarified that Defendants’ proposal of the phraeé “
the same type” is incorrect because that phrase does not ap@é&amiof the ‘415 Patent.
Plaintiff alsourged that Defendants’ proposal of “termination” is imeot becausePlaintiff
arguedjnput signals exist before a transmissomeurs Plaintiff cited disclosure ofrécording
mouse 107 movement . until sufficient signal 2 has been input to allow a signal match. .”
‘078 Patent at 4:34-37Deferdants responded that signals occur only when a user finishes
providing input because measurement is not possible before that time.

(2) Analysis

Claim 1 of the ‘078 Patent is representative and recites (emphasis added):

1. A computeiimplemented methofbr creating a signature for subsequent

authentication comprising:

indicating to a user commencenei signature input recording;

recording user input signalsy typefrom at least one useelected device
among a plurality of selectable user input dewgi

wherein a signal comprises a set of related software-recognizable data of
the same type received from at least one input deamnce

wherein at least one usselectable input device affords recording a
plurality of signaltypes, and

wherein asignaltype comprises a category, among a plurality of possible
categories, of measurable variable input associated with at least one user
selectable input device;

terminating said recording

creating a signature based at leastart ppon said recording; and

storing said signature.
As noted above, the parties agree that a “signal” is “related softeognizable data

thatresults from user input into a computer via an input device. Further, Plaintiff acdgsall

10



in its opening brief that “the plalanguage of the specification make[s] it clear that a signal is ‘a
set of related softwaneecognizable data from a single transmission.” (Dkt. No. 93, at 10.)

Theaboveemphasized claifanguagealso reciteshatthe related softwareecognizable
datais not merely from the same input device but als@fdlfe same type.That limitation
appears in all of the relevant claims of the ‘078 Patent and the ‘725 Pidterdtheless, because
“of the same typetioes noappear in Claim 1 of the ‘415 Patetfie Court declines to so limit
the generic term “signal.”

The remaining issue, then, is whether a “signal”’resniltonly uponthe termination of a
single user input. On one hand, the specificaigpearso suggest that validation can progress
beforetermination of a transmission:

FIG. 16 depicts incremental validation 1&&lidation 18 is concurrent with

submission 9 transmission 1n other words, with incremental validation 181,
validation 18 may progress with each signal 2 or transmission 1

* % %

Incremental validation 181 may commence once the first transmission 1
completes, or, in a more sophisticated embodinmergoing 88 with signal
input 2 In a concurrent validation 181 embodiment, initial signal keys may be
accumulated 50 and subsequent unmatched keys discardedcatrent with
transmissiori, on a signaby-signal 2 basis.
‘078 Patent at 8:47-51 & 8:65-9:4 (emphasis addsd id.at 5:34-35 (“In one embodiment,
account input 99 captures all transmission 1 signals 2 until actively terminated 78.”).
On the other hand, tlspecification then explainévalidation 18 commences by
accumulating possible keys 55 based upon signal match 54 between sigrtals {2 sif
transmissioril and possible initial signal keys 52. Babsequent transmissiohsaccumulated

keys are discarded 59 by failure to match signals &¥.at 9:59. The best reading of these

passageas a whole is that the disclosed validation proceeds based upon distinct, completed

11



transmissions. In other words, the specification does not disclose any validationdurs mid-
transmission.

Further, he specification discloses embodiment in whicterminationof a transmission
resulsin a signaland that signal is a set of data from a single transmission

A transmission 1 is user input into the computer 100 via one or more input
devices 106whereupon termination of transmission 1 is recognizable, and
resulting in at least one signal Z’here mg be different types 11 of

transmissiond, examples of which include mouse 107 movements or clicks,
keyboard 108 entry, or combinations thereof. Other types 11 of transmissions 1
are possible with different input devices 106, such as, for example, voice
transmission 1 if the computer 100 is equipped with a microphone and speakers.

Multiple-device 106 transmissiomiis conceivable An example of a multiple
device 106 transmission 1 is a combination of mouse 107 movement while one or
more keys 108 are pressed, as depicted in FIG. 6.

A signal 2 is a set of related software-recognizable data from a single
transmission 1.A plurality of signals 2 of different types 21 may emanate from a
single transmission 1. For example, typing a word may yield the signals 2 of
entered keys 210 and the timing between keystrokes 2ddther example:

mouse 107 movement of the cursor may vyield signals 2 of locations 214,
velocities, duration; and shape pattern(s) (such as script signatures, drawn
characters, and so on) 215.

A transmission 1 of composite signatsc@mprising a plurality of simple
signals2sis conceivable For example, a multiptdevice 106 transmissionril
produces a composite signali2matching to signals 2 of both devices 106 is
required, as does requiring signal match 5 of multiple signal types 2Jafrom
singledevice transmission 1.
Signal data 22 may be categorized by its transmission type 11 and/or signal
type 21, as depicted in FIG. 5. For easy identification, each possible transmission
typell or signal type 21 may be assigned a unique ordinal.
Id. at 3:16-47(emphasis addedlm,” “2c,” and “2s” italicized as in origingl
On balance, however, the claim language does not suppoiting that a “signalmust
result from the termination ofwser input. For example, above-quoted Claim 1 of the ‘078

Patent does not recitermination of a transmissipsignal or input Instead, the claim recites

12



“recording user input signals,términating the recordingand “creating a signature based at
least in part upon said recordihgDefendants’ proposal would improperly limit the claims to a
disclosed embodiment and is therefore rejectddctro Med. 34 F.3dat 1054.

Finally, Defendants’ proposal of a “single” user input is unclear and is pdtetam
limiting, particularly in light of theabove-quotedlisclosure of a “composite signalSee'078
Patent at 3:4@1.

The Courtaccordingly hereby construgsignal” to mearta set of related software-
recognzable data which results from user input into the computer via an input devicé

B. “measurable variable input

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessdry HTC:
No construction necesséry

Toshiba:

“a variable quantity that can be measured
in contrast to a discrete quantity or condition
that can be identified exactly”

(Dkt. No. 93 at10-11; Dkt. No. 96, at p. 11 of 24The parties submit thatis disputed term

appears in Clais1 and 9 of the ‘078 Pateflaims1, 10, and 15 of the ‘725 Patent, and Claims

" Up until the May 5, 2014 hearinBlaintiff had proposed: “a quantity, property, or condition
that is measurable from an input device.” (Dkt. No. 89, Ex. A, at pp. 3-4 of 14; Dkt. No. 93,
at10; Dkt. No. 101, at 5; Dkt. No. 105, at 8.) Also, as noted below, Plaintiff submitted a new
alternative proposal in a written submission after the hearing.

8 HTC previously proposed: “Plain and ordinary meaning.” (Dkt. No. 89, Ex. A, at pp. 3-4
of 14.) Also, as noted below, HTC submitted a new alternative proposal in a written soibmiss
after the hearing.

® Toshiba previously proposed: “a continuous input that varies over time and can be nieasured
(Dkt. No. 89, Ex. A, at p. 4 of 14.) Also, as noted below, Toshiba submitted a new alternative
proposal in a written submission after the hearing.

13



13 and 14 of the ‘415 Patent. (Dkt. No. 89, Ex. A, at pp. 3-4 of 14; Dkt. No. 93, at 10 n.3; Dkt.
No. 96, at p. 11 n.2 of 24.)

(1) The Parties’ Positions

Plaintiff argues that “[@king into account the myriad of input devices that may be used,
it follows that any quantity, property, or condition that an input device is able to reeadhat
may be derived from the signal reasdl from the input device is a ‘measurable variable input.”
(Dkt. No. 93, at 11.)Plaintiff also argues thattte extrinsic evidence offered by Toshiba does
not find support in the specificatiofzor example, the specificatialoes not require input to be
‘continuous’ or that input has to change ‘over time,” as Toshiba previously propdded. (
at12.) Plaintiff further urges that Toshiba’s extrinsic definitions for “anategputer” and
“analog device” are unpersuasive becauke $pecification does not mention analog compute
nor devices, much less lifjitmeasurable variable input to analog device&d’) (

HTC responds that “the words themselves have a plain and ordinary meaning and are
easily understood by a jury.” (Dkt. No. 96, at p. 11 of Z4T)C also argues that Plaintiff's
proposal “reads out the word ‘variable™ and “has improperly construed ‘measurpbte
instead ofmeasurable variable input.”Id., at p. 12 of 24.)

Toshiba responds that because the specification doesetmeasurable” or “variable,”
the meaningrhust be inferred from the claims, the context of the invention as described in the
specification, and the description of the disclosed embodiments (including rdiguaes).”

(Id., atpp. 12-13 of 29 Toshiba submits that the invention is described as using account
identification and signatures that ai@ a keyedn account name and a keyegdpassword,
respectively, but rathere one or morsignak of a type for which some variability is expected.

(Id., atpp. 13-15 of 29 Toshibaalso argues that “the only é&mdiment described in the

14



specification supports the distinction between discrete/identifiable inputsigoah as keyed-
in text characters) and those that are ‘measureable variabtbffmuit -to-exactlyreplicate,”
such asfocation, speed, vector, or shdp€ld., at p. 16 of 24.)Further, Toshiba cites the
patentee’s discussion (in the Background section of the '078 Paté¢he “Zilberman” patent as
measuring “timing, intervals, and durations of key presses and paukksdt. 17 of 24
(quoting ‘078 Patent at 1:21-28).)

Toshiba has also submitted a declaration by its expert, Dr. Sandeep Chattsgeport
of Toshiba’s proposed constructiorid.( atpp. 17-18 of 24 (citing Dkt. No. 96-4, 4/8/2014
Chatterjee Decl. dif 1524).) Toshibaargueghat “[t]jo a person of ordinary skill in the art, the
phrase ‘measureable variable input’ suggests that the input likely results in@nsagaal,
which is generally understood as a continuous, variaid@sureable quantityas opposed to
“input that resulted in a digital signal, in other words, a discrete input of 1's artth@sould be
exactly identified from the signal as opposed to measured therefrom.” (Dkt. Naip968
of 24.)

Toshiba therefore disagrees with Plaintiff@sition thatbecause different characters may
be usedkey characters are a “measurable variable inp(itl”, atp. 19 of 24.) Toshiba explains
that a particular key characiera discrete, identifiable input, rather thaveaiableinput. (d.)
Toshiba concludes that “in light of [Plaintiff's] apparent position that discrete irgudis as key
characters should qualify as ‘measurable variable inpugny.kind of input would qualifyas
‘measurable variable ingtitunder Plaintiff’s interpretatio. (d., atpp. 19-20 of 24.) Finally,
Toshiba argues that Plaintifffgeviously proposed construction “merely repeats the term
‘measurable,” with no explanation as to what that term means, and fails to accaurgxXplain

the term ‘variable.” Id., atp. 20 of 24.) In sum, Toshiba proposes that “the simplest and most

15



informative way to construe ‘measurable variable input’ is by drawingaa distinction
between measureable variable inpug. (difficult-to-exactlyreplicate input that can be
measured) and input that is discrete and identifiable without measuremkeh}.” (

Plaintiff replies thabecause Toshiba’s proposal includes the terms “variable” and
“discrete,” “Toshiba’s construction would confuse, rather than help the jury. Asi& re
Toshiba falls prey to the dangers of using extrinsic evidence by arguing anamraplicated
position that does not find support in the specification of the Asserted Patents.” (Dkt. No. 101,
at8.)

At the May 5, 2014 hearing, Plaintiff modified its proposal so agjtee with HTGhat
no construction is necessary. Plaintiff tmeiterated that Toshibafgoposedegative limitation
is unsupported and would confuse rather than clarifg¢bee of the claims. Plaintiff also
arguel that Toshiba’s proposal is overbroad because whereas the disputed term Sppgxifies
Toshiba’s proposal would encompass output.

After the May 5, 2014 hearing, the parties submitted alternative proposed caomssruct
as follows: (1) Plaintiff and HTC propose: “an input that has a property, which isfealzati
through measurement and capable of having more than one possible value” (Dkt. No. 108); and
(2) Toshiba proposes: “Measureable characteristics of a user'shgpuare inherently inexact.
For example, ‘measeable variable input’ from a keyboard could include the measured
characteristics of ‘timing, intervals, and durations of key presses and pauseéséduiot
include keyed-in text characters” (Dkt. No. 109).

(2) Analysis

As a threshold matter, althgluPlaintiff and HTCpropose that no construction is

necessary, the parties have presented a “fundamental dispute regardingehsd aadpim

16



term,” and the Court has a duty to resolve that dispd2Micro Int’l Ltd. v. Beyond Innovation
Tech. Co.521 F.3d 1351, 1362-63 (Fed. Cir. 2008).
Claims 10 and 15 of the ‘725 Patent are representative and recite (emphasis added):

10. A computer-implemented process comprising:

commerting signature input recording;

recording user input signals by type from at least oneasdected device
among a plurality of selectable user input devices connected to a singleteomp

wherein a signal comprises a set of related softnegegnizable data of
the same type receivém at least one input device,

wherein a signal type comprises a categomyneésurable variable input
associated with at least one usetectable input device, and

wherein at least one usselectable input device affords recomglia
plurality of sighal types;

terminating said recording;

storing at leat a portion of said recording;

creating a signature using said stored recorded user input signals from a
plurality of categories aheasurable variable inpuand

storing said signature.

* % %

15. A computer-implemented method for recording input aedting a signature
comprising:

recording user input signals by type from at least oneasdected device
among a plurality of selectable user input devices connected to a singleteomp

wherein a signal comprises a set of related softnegegnizable data of
the same type received from at least one input device,

wherein a signal type comprises distinetasurable variable input
associated with at least one usetectable input device, and

wherein recording a plurality of signal types fotegtst one useselected
device;

terminating said recording;

storing at least a portion ofidaecording;

creating a signature based at least in part upon at least a portion of said
stored recording; and

storing said signature.

The claims provide no explicit guidance regarding the meaning of “measurableeari
input.” Likewise, the specification does not use this teAs Defendants haveubmitted this

term was introduced during prosecutwwhen the patentee cancelled all of the original
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applicationclaims and presented new claim§&eéDkt. No. 96, Ex. 2, 1/17/2006 Request for
Continued Examinatiorat 26 (pp. 3-7 of 65 of Ex. 2).)

The Court therefore considers the specification as a vibiot®ntext. The specification
discloseghat “[h]istorically, an account name would be an identification 3, and a password a
signature 4.” ‘078 Patent at 3:5-6. Also of note, the Backgreaationof the ‘078 Patentses
the words “measure” and “measured” when describing a reference that discloggsnism
intervals, and durations of key presses and pauses:

U.S. Pat. No. 6,442,692 [Zilberman] disclosed a special microcontroller
embedded within a keyboard@he microcontroller was employetb‘measure
certain characteristicef the user’s keystroke dynamidsidependent of the
typed text, including the timing, intervals, and durations of key presses and
pauses.Thesemeasured characteristiagere then used as integral infation
for authenttating a uses identity.

‘078 Patent at 1:21-28 (emphasis added; square brackets in oridihalspecification then
discloses keystroke intervals and mouse movements as examples of inputs:

A transmission 1 is user input into the computer 100 via one or more input
devices 106, whereupon termination of transmission 1 is recognizable, and
resulting in at least orggnal2. There may be different types 11 of
transmissiond, examples of which includaouse 107 movements or clicks
keyboard 108 entry, or combinations thereof. Other types 11 of transmissions 1
are possible with different input devices 106, such as, for example, voice
transmission 1 if the computer 100 is equipped with a microphone and speakers.

Multiple-device 106 transmissiomriis coneivable. An example of a multiple
device 106 transmission 1 is a combination of mouse 107 movement while one or
more keys 108 are pressed, as depicted in FIG. 6.

A signal 2 is a set of related softwaeeognizable data from a single

transmission 1. A plurality of signals 2 of different types 21 may emanate from a
single transmission 1. For example, typing a word may yield the signals 2 of
entered keys 210 and the timing between keystrokesAtidther example:

mouse 107 movement of the cursor may yield signals 2 of locations 214,
velocities, duration; and shape pattern(siich as script signatures, drawn
characters, and so on) 215.
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Id. at 3:16-37 (emphasis addedim” italicized as in origingt see id.at 3:58-61 (“Historically,
identification 3 ha been a keyenh account name. Employing the invention, identification 3
comprises at least one signal 2 from at least one transmission 1.”).

As to the constituent term “variable,” the only relevant use of a form of timat tamely
“vary,” is in the dsclosed example that “mouse click location magy within a radius of 10
pixels and still be toleratéd.ld. at 4:19-20 (emphasis added). In other words, a recorded signal
and a measured signal can be deemed a “matclong as they are withancertain “tolerance”:

Historically, validation 18 has required absolute signal match to input 22: for

exampleno deviance from a character-based passwaasd been permittedVith

mouse 107 movements, or other difficatexactlyreplicate signals 2, however,

some tolerance may be permittegignal 22oleranceshould be allowed when

appropriate, and may be set by software-determined protocol or user selection.

For example, deviance up to 10% from recorded signal match 5 for keystroke

timing 211 nay be acceptableSimilarly, as another example, mouse click

location mayary within a radius of 10 pixels and still be tolerated
Id. at 4:10-23 (emphasis addes@e also idat Cl. 5 (“comparing a subsequent signature
submission to said recording, and accepting said comparison within a predetermieedoflegr
inexactness”®& Cl. 13 (similar as to “designateiblerance of inexactness”)

These disclosureas well aghe above-quoted contrast between prior art passwords and
the disclosed examples @fning, movement, and patterns, are consistent with Defendants’
position that whereas user input gbarticular key character always produces the same signal, a
“measureable variable inpusignalmust be measured and evaluated.

Along these lines, Toshiba’s expert, Dr. Chatterjee plased heavy emphasis on the
constituent term “measureabl@pining:

[1]f a quantity were discrete, then it would not need to be measured; it could

simply be identified. Therefore, it is my opinion that the word “saue@able” in

the term “measureable variable input” is significant, and distinguishes it from
other types of input, i.e. discrete inputs. * * *
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[A] discrete charactelbased password is readily identifiable by a computer and
would not requirémeasurement” to identify the characters.

(Dkt. No. 96-4, 4/8/2014 Chatterjee Decl.f§i22-23.) Although expert opinions regarding
claim construction generally carry limited weight, Dr. Chatterjepisions can be considered.
See Phillips415 F.3d at 1318 (“We have also held that extrinsic evidence in the form of expert
testimony can be useful to a court for a variety of purposes, such as to provid®eadlan the
technology at issue, to explain how an invention works, [emdhsure that the od’s
understanding of the technical aspects of the patent is consistent with thatsdmqf skill in
theart....”).

Defendants havikewise submitted extrinsidictionary definitions to showhat a
“variable” input is an input that can vary, such as an analog input. Although this extrinsic
evidence must be considered with care,itfifjnaries or comparable sources are often useful to
assist in understanding the commonly understood meaning of.ivdddsit 1322.

Specifically, Toshibasubmit that“variable” means “able or apt to vary; subject to
variation or changes; characterized by variatio(i3Kt. No. 96, Ex. BMerriam Webster’s
Collegiate Dictionaryl306 (10th ed. 1999) (DEFTIB0O000100&¢e id, at 1307
(DEFTIBO0001003)“vary” means “to make a partial change imake different ineme
attribute or characteristit) Toshiba also submithat “measure” means “the dimensions,
capacity, or amount of somethiagcertained by measuriiigan estimate of what is to be
expected (as of a p®n or situation),and “a measured quantity.’ld(, at 720
(DEFTIB0O0000998).) Defendants further submit a technical dictionary definitiomuiit” as
meaning‘the information that is delivered to a data-processing device from the dxtemd,

theprocess of delivering this data, or the equipment that performs this prodesseEx(C,
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McGraw-Hill Dictionary of Scietific and Technical Term867 (4th ed. 1989)
(DEFTIB00000987).)

In connection with Toshiba'suggestion that “the phrase ‘measuteatariable input’
suggests that the input likely results in an analog signal, which is generallgtoodess a
continuous, variable, measureable quantity” (Dkt. No. 96, at p. 18 0f @ghiba submitthat
“analod is defined as “[o]f, relating to, dveing a device in which data are represented by
variablemeasurable physical quantitiegDkt. No. 96, Ex. GWebsters Il New College
Dictionary 40 (1999) (DEFTIB000015893eeid., Ex.H, Microsoft Computer Dictionarg6
(5th ed. 2002) (DEFTIB00001586)Pertaining to or being a device or signal that is
continuously varying in strength or quantity, such as voltage or audio, rather than based on
discrete units, such as the binary digits 1 ané Qighting dimmer switch is an analog device
because it imot based on absolute setting3.™A nalog computerfs similarly defined a%a
computer that operates with numbers represented by directly measurabigeguastvoltages
or rotations).” [d., Ex.F, Merriam Webster’s Collegiate Dictionad/l (10thed. 1994)
(DEFTIB0O0001583)seeid., Ex.D, Random House Kernean Webster’'s College Dictionary
(2010) (DEFTIB00001593)'4 computer that represents data by measurable quantities, as
voltages, rather than byimbers”).)

These extrinsic dictionary definitions are of limited weight, however, plaieed by
Phillips. 415 F.3d at 1321 (“[H]eavy reliance on the dictionary divorced from the intrinsic
evidence risks transforming the meaning of the claim term to the artisathénieaning of the
term in the abstract, out of its particular context, which is the specification.

As to Toshiba’s proposalf “a variable quantity that can be measured, in contrast to a

discrete quantity or condition that can be identified exadify’meaning of “discrete quantiby
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conditior! is unclear Even if that phrase werkeemed fully described by tsebsequenthrase

“that can be identified exactlyToshiba’s proposak inconsistent witlhe disclosed

embodiments. For exampldeabove-quoted examples of keystroke timing and mouse
movemets presumablymaybe “identified exactly’(to whatever extent permitted by those input
devices)ut are expected to differ slightly from recorded sign&lee'078 Patent at 4:10-23.
Toshiba’s proposal to exclude that which can be “identified exactly” would thusdexbk

preferred embodiments. To do so would be disfavogae Vitronics Corp. v. Conceptronic

Inc., 90 F.3d 1576, 1582-83 (Fed. Cir. 1996) (noting that a claim interpretation in which the only
embodiment or a preferred embodiment “would not fall withenscope of the patent claim..

is rarely, if ever, correct and would require highly persuasive evidentippog”).

As to the partiesabove-mentioned alternative proposedstouctions submitted after the
hearing, the proposal by Plaintiff and HTC is overbroad, potentially encompasgingpat, and
the proposal by Toshilspecificallyexcludes key characterbutdoes little else. Toshiba’s
proposaimayalsointroduce confusion as to what is “inherently” inexact. Finally, to whatever
extentany ofToshiba’s proposals dematitht a “measurable variable input” must be an analog
input, the Court expressly rejects such proposals as lacking support in thecietvidsince.

Instead, th significance of beinymeasurableis evident from the above-quoted portion
of the Background section of the ‘078 Patent, which disclitsgsSmeasured characteristics” are
different from distinctly identifiable inputsuch akey charactes. See'078 Patent at 1:21-28.
Plaintiff's opening briebppeargo acknowledge thidistinction. SeeDkt. No. 93, at 15 (noting
that “passwords and passphrasesgenerally do not allow any type of deviation”)This
distinction—coupled with the abovguoted intrinsic and extrinsic evidence that a “variable”

input produces signal that isneasured and that can be deemed to match a recorded signal
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despite some variation between the meassigathl and the recorded sigrashould be given
effect together with finding thaa “measureable variable input” is aput quantity thatanvary
and that must bmeasured

The Courtherefore hereby construémsieasurable variable input to mean“an input

guantity that canvary and that must be measured, as opposed & input that is distinctly

identifiable.”

C. “signal type”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“a categoy of measurable variable input “a category of measurable variable input
associated with at least one usetectable associated with the signal received from at
input device™® least one useselectable input devic&”

(Dkt. No. 93 at12-13; Dkt. No. 96, at p. 21 of 24The parties submit thahtis disputed term
appears irClaims1, 3, 9, 12, and 15 of the '078 Patent, Claims 1, 7, 10, 11, 15, 16, and 17 of the
'725 Patentand Claimsl, 12, 13, and 14 of the '415 Patent. (Dkt. No. 89, Ex. A, at p. 1 of 14;
Dkt. No. 93, at 12 n.4; Dkt. No. 96, at p. 21 n.5 of 24.)

(1) The Parties’ Positions

Plaintiff’'s opening arguments addressed Defendants’ previously proposed constructions

and are no longer pertinentSgeDkt. No. 93, at 13-14; Dkt. No. 96, at p. 21 of 24.)

191n the parties’ briefin@nd joint charts, Plaintiff's proposed construction included square
bracketsaround “measurable variable input” and “input device.” At the May 5, 2014 hearing,
Plaintiff explained that thee square brackets were carried over from disclosures between the
parties and have no significance in the present proceedings.

L HTC previously proposed: “a set of softwaeeognizable data of the same category of
measurable variable input associated with at least oneselgetable input device.” (Dkt.

No. 89, Ex. A, at p. 1 of 14.) Toshiba previously proposed: “a type of measurable variable input
associated with at least®uniserselectable input device.”ld.)
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Defendants respond by agreeimigh Plaintiff that “the term ‘signal type’ should be
construe the same way for all three patemtssuit.” (Dkt. No. 96, at p. 21 of 24.) Defendants
also submit that the parties agree that a “signal type” is “a category of aiadastariable
input,” as recited by the claimsld() Defendants argue:

Defendantsproposed construction gives meaning to the patentee’s clear

distinction between signal types and transmission types. Indeed, Deferjdant[s’

construction clarifies for the jury that a “signal type” is associated télsignal,

as opposed to the transmission. Moreover, Defendant[s’] proposed construction

clarifies that the claimed association between the measurable variable input and

the userselectable input device requires that the measurable variable input be

received from the input device.

(Id., atp. 22 of 24) Defendants conclude that “the ‘measurable variable input’ must be ‘received
from the input device,” such that a signal of a distinct signal type results atrtieaton of the
input, or at the termination of the transmissiond.)(

Plaintiff replies that “it is not clear from Defendants’ proposed constructieather it is
the ‘category’ that is received or the ‘signal’ that is received from thesitdea user selectable
input device.” (Dkt. No. 101, at 10.) Plaintiff submits thtis readily apparent that ‘signal
type’ is related to ‘signal’ and that no clarification is required as it is uglikalt the jury will be
confused by ‘signal type’ and ‘transmission type.tt.X

(2) Analysis

Claim 1 of the ‘078 Patent afZlaim 1 of the ‘415 Paterdre representative and recite
(emphasis added):

1. A computeiimplemented method for creating a signature for sulesgq

authentication comprising:

indicating to a user commencenei signature input recording;
recording user inpugignalsby type from at least one usselected device
among a plurality o$electable user input devices,

wherein asignalcomprises a set of related softwaeeognizable data of
the same typeeceived from at least one input deviaaed
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wherein at least one usselectable input device affords recording a
plurality of signal typesand

wherein a signal type comprises a category, among a plurality of possible
categories, of measurable variable input associated with at least one user-
selectable input device;

terminating said recording;

creating a signature based at leastart ppon said recording; and

storing said signature.

* % %

1. A computing device which provides secured access, the computing device
comprising:

a progran memory;

a data storage memory;

first and second input devices both of which are part of the computing
device and are selectable by a user via the computing device to allow the user to
generate a reference signature that can be compared to a futurieeslibm
signature for authentication purposes to allow it to be determined whethes acces
to the computing device should be granted based on the user selection, wherein at
least one of the first and second user selectable input devices is of a typé of inpu
device other than a keyboard;

a processor operatively interfaced with the program memory, the data
storage memory, and the first and secoser selectable input devices;

a first set of instructions stored in the program memory that, when
executed by thprocessor, allow a user to select at leastsigeal type among at
least two different user selectalignal typesto be received and stored in the
memory, the at least two differesiggnal typedeing associated with the first or
seconduser selectdb input devices;

a second set of instructions stored in the memory that are adapted to be
executed after the first set of instructions has been executed, the second set of
instructions, when executed by the processor, causing

(a) input data of at least osgnal typefrom the user selected
one of the first and second input devices to be generated
and then recorded in the data storage memory,

(b) a reference signature to be created which comprises in part
at least a portion of the input data recordethendata
storage memory, and

(c) the reference signature to be stored in the data storage
memory; and

a third set of instructions stored in the program memory that are adapted to
be executed after both the first and second sets of instructions have éeeatieaedx
the third set of instructions, when executed by the processor, retrieving the
reference signature from the data storage memory and comparing it to a
subsequent signature submisssignalto allow a determination to be made as to
whether or not access to the computing device should be granted.

25



The specification disclosesultiple transmission types as well as multiple signal types

A transmission 1 is user input into the computer 100 via one or more input
devices 106, whereupon termination of transmission 1 is recognizable, and
resulting in at least one signal 2. There magifferent types 11 of
transmissions ,lexamples of which include mouse 107 movements or clicks,
keyboard 108 entry, or combinations thereof.

* % %

A plurality of signals 2 of different types 21 may emanate from a single
transmission 1.For example, typing a word may yield the signals 2 of entered

keys 210 and the timing between keystrokes 211. Another example: mouse 107
movement of the cursor may yield signals 2 of locations 214, velocities, duration;
and shape pattern(s) (such as script signatures, drawn characters, and so on) 215.

A transmission 1 of coposite signals @comprising a plurality of simple
signals2sis conceivable. For example, a multjolevice 106 transmissiomil
produces a composite signali2matching to signals 2 of both devices 106 is
required, as does requiring signal match matftiple signal types 21 from a

single-device transmission 1.

‘078 Patent at 3:16-21 & 3:30-48riphasis added; f,” “2c¢,” and “2s” italicized as in

original). Figure 10 illustrate “signal types” that “the user may sele®¢ idat 5:119):

21 SIGNAL TYPE

OXR OK

LocATION
SPEED
VECTOR

SHAPE

FIGURE 10

2 SIGNAL

On balance, even though Claim 1 of the ‘078 Patamtes d signal that is“receiveq’

nothing in Figure 10 or the above-quoted disclosure in the specificasitiigsDefendants’

proposal that the terfisignal type€ mustbe associated withsaagnal hat has beereceived, as
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opposed to a signal that“smanaling]” or that isbeing received See idat 330-31.
Nonetheless, Defendants properly propose that a “signal type” is asso@gjest witha user
selectable input device but rather witeignalfrom sucha device.See idat 3:30-43.
TheCourtthereforehereby construetsignal type” to mear‘a category of measurable
variable input associated witha signal from at least oneuser-selectable input devicé

V. CONCLUSION

The Court adopts the constructions set forth in this opinion for the disputed terms of the
patentsin-suit. The parties are ordered that they may not refer, directly or ingjrecdach
other’s claim construction positions in the presence of the jury. Likewise, iesge ordered
to refrain from mentioning any portion of this opinion, other than the actual definitiopseal
by the Court, in the presence of the jury. Any reference to claim constructioedirg=sis
limited to informing the jury of the defindins adopted by the Court.

Within thirty (30) days of the issuance of this Memorandum Opinion and Order, the
parties are hereby ORDERED, in good faith, to mediate this case with theonaedi@ed upon
by the parties. As a part of such mediation, eacty ghall appear by counsel and by at least
one corporate officer possessing sufficient authority and control to unilateraily binding
decisions for the corporation adequate to address any good faith offer or countéroffe
settlement that might ariskiring such mediation. Failure to do so shall be deemed by the Court
as a failure to mediate in good faith and may subject that party to such sanctie€asrt

deems appropriate.

So ORDERED and SIGNED this 12th day of May, 2014.

EEART

RODNEY GILii RAP
27 UNITED STATES DISTRICT JUDGE
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