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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

ALFONSO CIOFFl ¢ al.,
Plaintiffs, CaseNo. 2:13CV-00103JRGRSP
V.

GOOGLE, INC.,

w W W W W W W W W

Defendant.

MEMORANDUM OPINION AND ORDER

Plaintiffs move toexcludethe opinion of Google expert, DrMichael Koganyegarding
Google’s recapture defense under 35 U.S.C. § &IDkt. 156.Specifically,Plaintiffs seek to
exclude theopinion concerning whether the inventors of thissued patenig-suit sought
reissue claims fooverlookedaspecs describedn the original patentSee Dkt. 148 (Googles
motion for summary judgment on recaptugcording to Plaintiffsthis opinion was not
disclosed in a thely mannerPlaintiffs motion is DENIED for the following reasons.

I. BACKGROUND

On August 12, 2016, Google served the invalidity report of Dr. Kogan, which opined that
certain asserted claims violate the recaptureuntier § 251. Dkt. 168-4Kogan Invalidity
Report) 1ML17-51. On September 14, 2016, Plaintiffs served the rebulitdityweeport of
Professor Buster Dunsmore that, in addition to addressing Dr. Kogan’s opinions oarggcapt

argued that thelaims at issu€lo not trigger the recapture téstcause the claims al@ected to

! Plaintiffs opening brief also seeks to exclibdeeeadditional opinion®f Dr. Kogan but pursuant to a subsequent
agreement by the partiese¢ Dkt. 165), the dispute was narrowed to only the overlooked aspects ofseson

Dkt. 168 a 1. Any additional relief requested in Plaintiffs’ motion (Dkt6)% DENIED ASMOOT.
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previously unidentified, overlooked aspects of the invention. 168-2 (Dunsmore REpt88-
84.

At his September 29, 2016, deposition, Dr. Kogan addressed Professor Dunsmore’s
rebuttalopinions on overlooked aspects:

Q. . . . [A]re there any opinions that you have relevant in this case
that you believe are not currently expressed in your report?

A. Yes, | do have one opinion that is in rebuttal to Dr. Dunsmore’s
rebuttal report with respect to the overlooked aspedisegsrelate
to surrender discussion. I'd like to render my opinion on that.

Q. Okay. | actually have questions about that, so I'm not goirg to
I’'m not blowing you off at this moment. | promise to ask you about
it a little bit later.

Ex. 168-3(Kogan Dep.jat 7:20-8:5. Dr. Kogan later explained in detail why the two
alleged overlooked aspects Professor Dunsmore identifiedenecenpassed bia¢ origiral
claims of the '247 patent, were incidental features of the claimed inventiorhusaére not
overlookedld. at 190:3-195:12.

1. DISCUSSION

A court considers four factors in determining whether a Rule 26 violation, such as an
alleged late discovery disclosure, is justified or harmless: (1) the paxyfanation, if any, for
its failure to disclose the information in a timely manner; (2)ptlegudice to the opposing party
if the evidence is admitted; (3) the possibility of curing such prejudice byirggamtontinuance;
and (4) the importance of the evidenSee Tex. A & M Research Found. v. Magna Transp. Inc.,
338 F.3d 394, 402 (5th Cir. 2003).

As an initial matterthe Court does not consider Dr. Kogaresponseegarding
overlooked aspects within the scope of information required under Rude [B&snot in the
context of Googls recapture defens®r. Kogaris report describes the “complete statement” of

his opinions regarding the three elements of Gosgézapture defens€ee Fed. R. Civ.
2



P.26(a)(2)(B)(i} Dkt. 1684 1129-32, 117-51Whether reissued claims are directed to
overlooked aspects fa separate inquiry under reissue that is independent of whether or not the
recapture rule applieslh re Youman, 679 F.3d 1335, 1347 (Fed. Cir. 201R)was Plaintiffs
rebuttal to Googles recpture defense raised for the first time in thexpert report that
prompted Dr. Kogan’s response.

Even if Dr.Kogaris opinionswere untimelyor in violation of Rule 26, exclusion of
Dr. Kogaris opinionswould not be warranted. Wh respect to the first factaelevant to whether
a discovery violation is harmless, Gdsg explanation for the allegedly-late opinisnthat the
overlooked aspects issue wast raised in Plaintiffsrebuttal expert reporBecause DrKogan
was responding to new arguments by the Plaintiffs, exclusion is not warr&se &gy diemco,
LLC v. Industrack LLC, CaseNo. 2:15CV-00727JRGRSP,Dkt. 259 at 3-4 (E.D. Tex. Oct. 24,
2016) ZiiLabs Inc. v. Samsung Electronics Co., Case N®:14cv-203-JRGRSP, 2015 WL
6690403, at *2 (E.D. Tex. Nov. 2, 2015).

With respecto the secondfactor,the prejudiceto Plaintiffs is minimal. Dr. Kogan’s
opiniors concerningrecapture arbased purely on thariginal and reissued claimend the
intrinsic record ofthe paentsin-suit, al of which is informationPlaintiffs haveknown about
since the inceptiothe caseDr. Kogaris rebutal opinion isnotbased on nevdata or testing In
addition, Paintiffs weregiventwo daysto depos Dr. Kogan abouthis opinion and learned
duringDr. Kogaris deposition abouthe substancef hisresponséo the rebuttaéxpertreport.
Sincetha time, Plaintiffs will have had nearlyfour monthsto prepare fobr. Kogans trial
testimony.Because the prejudiceminimal unde the secondactor, thethird factorhaslittle

relevance.



Finally, with respect to the fourth factor, Dtogaris evidence is critically important to
Googlesrecapture defense. Plaintiffs contend that the recapture rule does not appiyebne
threshold test has not been trigge@doglés primary support for the contrary position is based
on Dr. Kogaris responsive opinion. Thus, the importance of the evidence weighs in favor of
allowing Dr.Kogaris testimony, even assuming its untimelingssstitutes a violation of
Rule 26.

[1l. CONCLUSION

Plaintiffs motion to strike the testimony of DKogan(Dkt. 156)is DENIED.

Dr. Kogaris testimony concerning whether the recapture rule is triggered will be limisedpe
to the opinions provided to Plaintiffs at his September deposition unless otherwisktadrge

the parties

SIGNED this 10th day of January, 2017.
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ROY S. PAWYNE
UNITED STATES MAGISTRATE JUDGE
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