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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
GEOTAG INC.,
2 CASE NO. 2:10-CV-572-MHS-RSP

STARBUCKS CORP., et al.

GEOTAG INC.,
V. CASE NO. 2:10-CV-574-MHS-RSP

THE WESTERN UNION CO., et al.

GEOTAG INC.,
V. CASE NO. 2:13-CV-183-MHS-RSP

THE BOEING CO., et al.
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CLAIM CONSTRUCTION
MEMORANDUM AND ORDER

On September 17, 2013, the Court held a hgda determine the pper construction of
the disputed claim terms in United StateseRaiNo. 5,930,474. After considering the arguments
made by the parties at the hegriin the parties’ origal claim construction briefing (Dkt. Nos.
501, 508, and 512)and in the parties’ supplementadich construction briefing (Dkt. Nos. 597

and 600), the Court issues this Claim Construction Memorandum and Order.

! Citations to documents (such as the partieigfs and exhibits) in this Claim Construction
Memorandum and Order shall refer to the pagalmers of the original documents rather than
the page numbers assigned by the Court’s eleictdocket. Also, citations to docket numbers
shall be to Civil Action No. 2:1@V-572 unless otherwise indicated.
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BACKGROUND

Plaintiff brings suit alleging infringemenf United States Rent No. 5,930,474 (“the
'474 Patent”), titled “Interne®rganizer for Accessing Geograpally and Topically Diverse
Information.” The '474 Patent issued on JAK, 1999, and bears a filing date of January 31,
1996. The Abstract of the '474 Patent states:

A software interface organizes infortitan predicated upon the geographical area
of the resources about which the inforroatis desired. A user is presented with
a “viewpoint” map which may compriséor example, an actual visually
displayed map of a selected geographicahaor text information which pertains
to the resources associated with sb&ected geographical area. A geography
database, a local content databaseaayellow pages database are provided to
allow the user to obtain informationdifferent levels. Th geography database
allows the user to browse tugh different geographic areas sic[ which are
ordered hierarchically, while the locantent database includes information
about general goods and services avalabthin a given gegraphic location and
the yellow pages database includesiimiation about specifigoods and services
in the geographic location. Thus, theus provided with a means whereby
information which is associated wiglarticular geographic locations can be
readily accessed.

The '474 Patent has previoudlgen construed three timéeomas (Int’l) Ltd., et al. v.
Idearc Media Services-West, Inblo. 2:06-CV-475 (E.D. Tex. Nov. 20, 2008) (Everingham, J.),
ECF No. 110 (Geomay), GeoTag Inc. v. Frontier Commc’ns Corp., et &lo. 2:10-CV-265
(E.D. Tex. Feb. 25, 2013) (Gilstrap, J.), ECF No. 4Rdhtier”), andMicrosoft Corp., et al. v.
GeoTag Ing.No. 1:11-CV-175 (D. Del. May 3, 2013) (Andrews, J.), ECF No. 284
(“Microsoft).

At the time the parties filed their oni@l claim constructin briefing, the above-
captioned cases (together with otbhases) were consolidated wihontier for purposes of

claim constructiod. SeeFirst Amended Scheduling aBdscovery Order at 17 & 21-22,

2 Civil Action No. 2:13-CV-183 was creat®n February 27, 2013 by the severance of
Defendant The Boeing Co. from Civil Action N&:10-CV-575, which had been consolidated

-3-



Frontier (E.D. Tex. August 31, 2012), ECF No. 305. Subsequdntbntier and numerous
related casestherthan the above-captioned casesre transferred todifferent district judge
prior to the February 12, 20TBaim construction hearing irontier. General Order No. 13-3 at
App’x C, Frontier (E.D. Tex. Jan. 14, 2013), ECF No. 37fhe above-captioned cases were
then set for a later claim construction hearibgfendants in the above-captioned cases filed an
unopposed motion for leave to submit supplemenigain construction briefing, which the Court
permitted with certain page limitations. (Dkto. 583; filed July 31, 2013; Dkt. No. 595, filed
August 21, 2013).

LEGAL PRINCIPLES

“It is a ‘bedrock principle’ opatent law that ‘thelaims of a patent define the invention
to which the patentee is entiléhe right to exclude.”Phillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotingova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc.,, 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To deteentire meaning of the claims, courts start
by considering the intrinsic evidencBee idat 1313,C.R. Bard, Inc. v. U.S. Surgical Corp.
388 F.3d 858, 861 (Fed. Cir. 200Bgll Atl. Network Servs., Inc. v. Covad Commc’ns Group,
Inc., 262 F.3d 1258, 1267 (Fed. Cir. 2001). Thensic evidence includes the claims
themselves, the specificaticemd the prosecution historgee Phillips415 F.3d at 1314;
C.R. Bard 388 F.3d at 861. Courts give claim tertmsir ordinary and accustomed meaning as

understood by one of ordinary skill the art at the time of thavention in the context of the

with Frontier. SeeOrder,GeoTag Inc. v. The Boeing Cblo. 2:13-CV-183 (E.D. Tex. February
27, 2013), ECF No. 1.

3 Civil Action No. 2:13-CV-183 was createsupran.2) shortly after th€rontier claim
construction ruling was signed on February 25, 2(H@ntier was entered in such a manner
that it was not entered in Civil Action No. 2:13-CV-183eeOrder of RecusalzeoTag Inc. v.
Royal Purple, Inc.No. 2:10-CV-575 (E.D. Tex. February 25, 2013), ECF No. 688ated
Order, February 27, 2013, ECF No. 612.



entire patentPhillips, 415 F.3d at 1312-13lloc, Inc. v. Int'l Trade Comm’i342 F.3d 1361,
1368 (Fed. Cir. 2003).

The claims themselves provide substdmgiadance in determining the meaning of
particular claim termsPhillips, 415 F.3d at 1314. First, a terng@ntext in the asserted claim
can be very instructiveld. Other asserted or unassertéglms can aid in determining the
claim’s meaning because claim terms are typraaded consistently throughout the patddit.
Differences among the claim terms can assist in understanding a term’s meanitdy. For
example, when a dependent claim adds a limitation to an independent claim, it is presumed that
the independent claim does not include the limitatiohat 1314-15.

“[C]laims ‘must be read in view of thepecification, of which they are a partfd.
(quotingMarkman v. Westview Instruments, [rs2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always lghly relevant to the claim constition analysis. Usually, it is
dispositive; it is the singlbest guide to the meaning of a disputed ternd’’(quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am.
Corp., 299 F.3d 1313, 1325 (Fed. Cir. 2002). Thisue thecause a patentee may define his own
terms, give a claim term a different meaning ttiterm would otherwise possess, or disclaim
or disavow the claim scop&hillips, 415 F.3d at 1316. In these situations, the inventor’s
lexicography governsld. The specification may also resolve the meaning of ambiguous claim
terms “where the ordinary and accustomed meaning of the words used in the claims lack
sufficient clarity to permit the scope of theiniao be ascertained from the words alone.”
Teleflex 299 F.3d at 1325. But, “[a]lthough the spexfion may aid the court in interpreting
the meaning of disputed claim language, paricaembodiments and examples appearing in the

specification will not generally be read into the claim€dmark Commc’ns, Inc. v. Harris



Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quottanstant v. Advanced Micro-Devices, Inc.
848 F.2d 1560, 1571 (Fed. Cir. 198&)¢rord Phillips 415 F.3d at 1323.

The prosecution history another tool to supply éhproper context for claim
construction because a patent applicant maydsfioe a term in prosecuting the pateiHome
Diagnostics, Inc., v. Lifescan, In@81 F.3d 1352, 1356 (Fed. Cir. 2004) (“As in the case of the
specification, a patent applicant may define a terprosecuting a patefit “[T]he prosecution
history (or file wrapper) limits the interpretation@&ims so as to exclude any interpretation that
may have been disclaimed or disavowed durimgg@cution in order to obtain claim allowance.”
Standard Oil Co. v. Am. Cyanamid C@74 F.2d 448, 452 (Fed. Cir. 1985).

Although extrinsic evidence can hseful, it is “less significarthan the intrinsic record
in determining the legally operative meaning of claim languagéitlips, 415 F.3d at 1317
(quotingC.R. Bard 388 F.3d at 862). Technical dictiorewiand treatises may help a court
understand the underlying technology and the mannghich one skilled in the art might use
claim terms, but technical dictiones and treatises may providdid#gions that are too broad or
may not be indicative of how the term is used in the patdntait 1318. Similarly, expert
testimony may aid a court in understanding timderlying technology and determining the
particular meaning of a term in the pertinBald, but an expert’s conclusory, unsupported
assertions as to a term’s definitiare entirely unhelpful to a courtd. Generally, extrinsic
evidence is “less reliable than the patent angdridssecution history in dermining how to read
claim terms.” Id.

THE PARTIES’ STIPULATED TERMS

For several terms that the parties briefed as disputed terms, the parties have reached
agreement that plain and ordinary meaning shapbly or that no sepate construction is

necessary (apart from the construction of constitterms). The Parties’ agreements are evident
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in the parties’ Revised P.R. 4-5(d) Xo@laim Construction Clrt (Dkt. No. 601, filed
September 16, 2013) (“JCCC”) and are set fegparately in Appendix A to this Claim
Construction Memorandum and Order.

CONSTRUCTION OF DISPUTED TERMS
A. Frontier Terms

Before the Court are two categories ofmlaerms for construction: 1) terms argued by
the parties in their supplemental briefingdaat the September 17, 2013 claim construction
hearing (addressed in section®)ow); and 2) terms that wenet addressed in either the
supplemental briefing or at the hearing, which wenly argued in the parties original briefing.
(CompareDkt. Nos. 597 & 60@vith Dkt. Nos. 501, 508, 512 & 601). For the second category
of terms, Plaintiff and Defendants rested onrtbeginal claim constiction briefing—the same
briefing that was before the&rontier court—and Plaintiff specificalladopted the constructions
and analysis set forth frontier to the extent that Plaintiff's minal proposed constructions and
arguments were inconsistent wikhontier. (SeeDkt. No. 597 at 1 n.3; Dkt. No. 600 at 1). Asto
these terms, the Court has reveglithe parties’ original briefg and the analysis set forth in
Frontier and finds no reason to depadrfr the constructions reachedrrontier. The Court
therefore hereby adopts those damgions, as set forth in tHellowing chart, for the same

reasons set forth iArontier:



“database” (Claims 1, 20, 26 & 31)

Defendants’ Proposal

Court’'s Construction

“a data structure of dered entries separa
from the user’s browser that is accessed
the search engine to search geographica

l¢'a collection of information, or of data, that is
lyrganized to facilitate retrieval of selected
lipformation or data”

and topically”

“entry” (Claims 1, 20 & 31)

Defendants’ Proposal

Court’s Construction

“a listing contained irthe database that
includes multiple data records”

“a listing that is contained in the database and
that includes one or more fields”

“entries” (Claims 1, 20 & 31)

Defendants’ Proposal

Court’s Construction

“a listing contained irthe database that
includes multiple data records”

“listings that are contained in the database and
that each include one or more fields”

“data record” (Claims 18, 24, 25, 36 & 38)

Defendants’ Proposal

Court’s Construction

“one or more fields within an entry (e.g.,
phone number, address)”

“a listing that is contained in the database and
that includes one or more fields”

* Because Plaintiff has adopted ffr@ntier constructions, this cheshows only Defendants’

proposed constructions.




“geographical search area”(Claims 1, 20 & 31)

Defendants’ Proposal

Court’s Construction

“the particular geoggzhical area within the
database selected by the search engine
whose entries are to be searched”

“the particular selected geographical area
within the database for which the associated
data records in the database are to be
searched”

“organizing a database of on-line informatia into a plurality of geographical areas”
(Claim 31)

Defendants’ Proposal

Court’s Construction

“at the time the database is being
organized, orderingntries of on-line
information into geographic areas within
the database”

Plain meaning in the context of the Court’s
constructions of constituent terms

Defendants’ proposal of “at the time the
database is being organized” is hereby
expressly rejected.

“search engine”(Claims 1, 20 & 31)

Defendants’ Proposal

Court’s Construction

No construction required

“device or application that receives search
requests and fulfills the received requests
through interaction with a database”

“on-line information” (Claims 1 & 31)

Defendants’ Proposal

Court’s Construction

“information that is remotely accessible
over a network”

“information that is ac cessible over a computer
network”




“organi

zer” (Claim 1)

Defendants’ Proposal

Court’s Construction

“a network interface (comprising a
database and a search engine) that
organizes ‘on-line information’ into
categorized listings to make finding
information easier”

“device or application configured to receive
search requests, together with a database and
search engine in communication with the
database”

“topic” (Claims 1, 1

8, 20, 24, 31, 34, 36, 37 & 38)

Defendants’ Proposal

Court’s Construction

“an independent, searchable category of
related goods or sepgs, as distinguished
from geographic information and the
entries or data records associated with th
category”

Plain meaning

Defendants’ argument that a “topic” cannot be
& phone number or a street address is hereby
expressly rejected.See Frontier at 61.

“entries corresponding to each [one] of
organized into

saithierarchy of geographical areals] is further
topics” (Claims 1 & 20)

Defendants’ Proposal

Court’s Construction

“after the database is geographically
ordered, further ordering the database
entries for each particular geographic are
into topics that are associated with that
particular geographic area (as distinguisk
from geographically differentiated listings
for the same topic)”

“entries associated with a geographical area in
the hierarchy of geographical areas are further
2arganized to permit selected data to be
retrieved according to topics”
ned
Defendants’ proposal ofan order of steps is
hereby expressly rejected.
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“organizing said entries corresponding to saiglurality of geographical areas into one or
more topics” (Claim 31)

Defendants’ Proposal Court’s Construction

“after the database is geographically “organizing said entries corresponding to one
ordered, further ordering the database | or more geographical areas to further permit
entries for each particular geographic areaelected data to be retrieved according to one g
into topics that are associated with that | more topics”

particular geographic area (as distinguished

from geographically differentiated listings Defendants’ proposal ofan order of steps is

for the same topic)” hereby expressly rejected.

=

GeomasFrontier, andMicrosoftaddressed the remaining plised terms—the terms that
were argued in the supplemental briefing ahthe hearing—in distinct groups. At the
September 17, 2013 hearing, however, the padies’arguments demonstrated significant
overlap among the remaining disputed terms. Qbwrt, therefore, firshddresses the two core
disputed terms—"dynamically replicated” atiderarchy of geographbal areas”—as a single
group and then separately addresses thtedethsputed terms, as set forth below.

B. “dynamically replicated” and “hierarchy of geographical areas”

“dynamically replicated” (Claims 1 & 20)

Plaintiff's Proposed Construction Defendants’ Proposed Construction
(Frontier Construction)

“automatically copied or inherited, within the| “automatically inheriting, within the database,
database, at the time needed rather than at gat the time of the search”
time decided or established in advance”

-11 -



“hierarchy of geographical areas” (Claims 1, 4 & 20)

Plaintiff's Proposed Construction Defendants’ Proposed Construction
(Frontier Construction)

“an arrangement of related information or dat&elated geographical areas, ordered such that
ordered from broadeayeographical categories| there are parent geographic areas and child
to narrower geogmhical categories” geographic areas”

JCCC at 2 & 4. Plaintiff proposes the constructions that the Court readRexhtier. See
Frontier at 26 & 29.

(1) The Parties’ Positions

(a) “dynamicallyreplicated”

Because the original claim construction fing in the above-captiodecases is the same
briefing that was before the Courthnontier, the Court hereby incorporates by reference the
Frontier summary of Defendants’ argunsrgPlaintiff has adopted the&rontier analysissee
Dkt. No. 600 at 1).See Frontiemat 20-22. Of particular not®efendants originally proposed
construing “dynamically replicatl” to mean “automaticallgopyingwithin the database at the
time of a search rather thanaatime established in advance,” drdntier adopted the word
“copying” as part of its constructior(Dkt. No. 508 at 22) (emphasis adddepntier at 26.

In their supplemental brief, Defendamhodified their proposal for “dynamically
replicated” in two major waydiy changing “copying” to “inheting” and by shortening “at the
time of a search rather thanaatime established in advance™#i the time of the search.”
(CompareDkt. No. 508 at 2&vith Dkt. No. 597 at 4).

Plaintiff has responded by noting Defentfa change of position on “copying” and by
arguing thafrontier rejected Defendants’ “at the timetbke search” proposal. (Dkt. No. 600 at

4).
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At the September 17, 2013 hearing, Defendstatied that although they had originally
proposed “copying,” they now feel that thenddcopying” creates confusion. Defendants
highlighted prosecution history in which tegaminer wrote “Synonyms: dynamic replication =
automatic inheritance = parent-kch+ inheriting attrbutes.” (Dkt. No. 508, Ex. G, December 9,
1998 Search Request Form). Defamis explained that whereasHteriting” requires a vertical,
“lineage” relationship, “copying” could be merdhpm one file to any other file. Defendants
further noted that the 474 Patetdes not use the word “copying.”

As to their proposal of “at the time of teearch,” Defendants emphasized that Plaintiff's
briefing in theGeomascase referred to dynamic replication as being performed “by the search
engine at the time of a searchld.( Ex. S, June 6, 2008 Plaintifl®pening Claim Construction
Brief at 25). Defendants also agglithat the phrase “at the time needed” is overbroad because it
might be read to refer to any type of “need,” netessarily a need dng in connection with a
search.

Plaintiff responded that “inmiéing” is similar to “copying,”as Defendants originally
argued and as therontier defendants had argued during Brentier claim construction hearing.
SeeFebruary 12, 2013 Hr'g Tr. at 75:4-Zxontier , ECF No. 461 (quoted in subsection (2)(b),
below). Plaintiff concluded thahe term “dynamically replicatédloes not require the vertical,
“lineage” relationship that Defendantisggested at the September 17, 2013 hearing.

As to Defendants’ proposal of “at the timetloé search,” Plaintiff responded that there
might be some delay between a user clickisgarch button and a search of the database
actually being performed. Plaintiéipressed similar concerns at rentier hearing. See idat

53:11-54:5. Plaintiff also arguehat although some of the claimexite a search, Claim 31 does

-13 -



not. Nonetheless, Plaintiff acknowledged tiighamic replication amurs at the time of
generating a response to a search request.

Defendants replied that all of the assedkadims, including Claim 31, require a search.
Defendants also noted that@eomasboth sides included the phrase “at the time needed” as
part of their proposed constructions becahsg agreed that dynamic replication doesrefer
to information generated atehime of database creatioBee Geomaat 22. Finally,
Defendants argued that the doctrine of claiffedentiation should not bapplied to Claim 32,
which recites “[tlhe m#inod of claim 31 wherein said geaghical areas are hierarchically
organized,” because the specification doedigatiose anything other than a hierarchy.

(b) “hierarchy of geographical areas”

Because the original claim construction bng in the above-captioecases is the same
briefing that was before the Courtkmnontier, the Court hereby incorporates by reference the
Frontier summary of Defendants’ argumeriPlaintiff has adopted th&ontier analysissee
Dkt. No. 600 at 1).See Frontiemat 27.

Defendants originally proposed construingetarchy of geographical areas” to mean
“related geographical areas, ordered such that broader geographierm@apassarrower
geographic areas.” (Dkt. No. 508 at 32) (engihadded). In their supplemental briefing,
Defendants acknowledge tfaeomasFrontier, andMicrosoftall rejected proposals of an
“encompassing” limitation. (Dkt. No. 597 at Zeomasat 8-10;Frontier at 29;Microsoftat 5-

6. Defendants nonetheless argua the specification and the peasition history are consistent
with requiring a “parent-chil relationship.” (Dkt. No. 597 at 2-3). Defendants blierosoft
which construed a term including “hierarchygafographical areas” so as to require “parent

geographic areas and chgdographic areas.”ld. at 1);Microsoftat 10.
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Plaintiff responds thabeomagejected a proposal toqeire such a “parent-child”
relationship, and Plaintiff submits thatontier adopted the conclusions reache&gomason
this disputed term. (Dkt. No. 600 at 2 (citi@g@omasat 8 & Frontier at 29)). Plaintiff also
argues that Defendants have faileddentify any disclaimer by ghpatentee during prosecution.
(Dkt. No. 600 at 3). Finally, Bintiff notes that whereas @ta 20 recites a “predetermine[d]
hierarchy of geographical areas,” no “predeieed” requirement appears in Claim 1d. @t 2-
3).

At the September 17, 2013 heariBgfendants argued that neitl&omasor Frontier
rejected requiring a parenhild relationship becauseeomagejected requiring a “tree-like”
structure (“where parents can have multiple ebihd but each child can only have one parent,”
Geomasat 8-9) and-rontier rejected requiring that broader geographic areas “encompass”
narrower geographic areda¢ntier at 26). Defendant@so noted that they are not arguing for
any finding of prosecution historystilaimer but rather are citing the examiner’s statements as
evidence of the understandingabperson of ordinary dkin the art, just adlicrosoftdid. See
Microsoftat 9.

Plaintiff responded that if the Court indes the words “parent” and “child” in its
constructions, the jury would likely read those words too narrowly, such as to mean that a
“child” can have only one pareat perhaps no more than tworeats. Plaintiff acknowledged
that there would “most likely” be some overlapd that the term “hierarchy” indeed requires
somerelationship, but upon inquityy the Court, Plaintiff cod not articulate any such
relationship that would not regja overlap. Nonetheless, Ritiff maintained that broader

geographical areas need not encompasswarrgeographical areas, even patrtially.
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(2) Analysis

The present disputes can largely be trduzak to the amendments that followed an
interview between the patentaed the examiner during prosecution of the '474 Patent. The
original application claims did not contain agiynamic replication termand were rejected as
unpatentable over prior art. (Dkt. No. 508, ExHabruary 10, 1998 Office Action at 3). In a
subsequent examiner interview, the pateatektthe examiner agreed that “[tjhe dynamic
replication of an entry in namogeographical area would overcome the prior art of recotd.; (

Ex. F, July 28, 1998 Interview Summary). The patentee then amended the claims by adding the
dynamic replication limitations.ld., Ex. H, August 7, 1998 Reonse to Office Acton).

(a) “within the database”

The parties agree that tBe@urt’s construction of “dynaroally replicated” and related
terms should include “within the databas€Dkt. No. 597 at 4; Dkt. No. 600 at 4ee Microsoft
at 15 (“Claim 1 clearly states tha entry is ‘dynamically replicatedithin the database
connection with a search.”) (emphasis added).

b) “copying”

On one handJlicrosoftexpressly rejected a propbsainclude “copying” in the
construction of “dynamically replicating”:

GeoTag does not point to any intrinsidence justifying tl inclusion of the

“copying” limitation. Further “copying” i@ well-known term used in the art of

computer science, and if the patentee imdended his invention to be understood

as having this function he could hasasily done so by using this word

somewherén the patent.

Microsoftat 14-15.
On the other hand, in the above-captioned ¢&efendants originally proposed that this

Court adopt the word “copyinghstead of‘inheriting,” arguing as follows:

-16 -



Since the meanings are identical, and since “copying” is simpler for the fact finder
to understand and accurately reflectsdb@nition of “replicating,” Defendants’
construction uses “automatically copying&nd although, as GeoTag notes, the
words “automatically inheteéd” are used in the specification, this language

actually describes the way that data sgetl in the geography database and is
unrelated to dynamic replication.

(Dkt. No. 508 at 26) (footnotes omittedid.(at 26 n.95 (“In the context of the invention,
Defendants’ construction of th@ger dynamic replication phrases as discussed below, which
requires copying from a largerader geographic area into @mcompassesimaller/narrower
geographic area, has the sameaning as inheriting.”)). Thierontier defendants, relying upon
this same original claim construction briefing, presented similar arguments during the
February 12, 2013 claim construction hearingiantier:

.. . Defendants have proposed that instead of using automatically copying or

inheriting, that we just use automaticatigpying. And why we've done that is

because in the context of these clagim#gomatically copying has exactly the

same meaning as automatically inhegtibecause replicating means producing a

replica. That means producing a copyndAhat’s all the claims talk about, an

entry in the database that is ass@dawith a broader geographical area is

dynamically replicated into another geogragalhiarea in the database. And that is

the same as replicating that entry inte tther area in the database, and that is

exactly what copying means.

So the Defendants felt that -- why uke inheritance which nobody really knows

exactly what it means when copying mearactly the same thing as inheritance

in this context?

SeeFebruary 12, 2013 Hr’'g Tr. at 75:4-Z&ontier, ECF No. 461.

Defendants have now reversed course, argustd'ftifhe addition ofcopying or’ to this
part of the construction introducesnfusion and is not supportbeyg the intrinsic evidence.”
(Dkt. No. 597 at 4). On balance, Defendants hatesufficiently justifed why the Court should
change “copying”—a word that they themseleeiginally proposed the Court adopt and which

the Court inFrontier indeed adopted—to “inheriting.”

(c) “inheriting”
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As to the significance of “inheritingDefendants at the September 17, 2013 hearing
urged that dynamic replication occurs througtedical, “lineage” relatioship, and as to the
“hierarchy” terms, Defendants argued that a &pdichild relationship” is what enables dynamic
replication to occur through a “lage.” Defendants also cited the examiner’'s Search Request
Form (quoted in subsection (1)(a), abovejoalsoth the dynamic replication terms and the
hierarchy terms. SeeDefs.” September 17, 2013 Hr'g Slides 6 & 8Bg alsdkt. No. 597 at 2
n.10 & 4 n.20).

On balance, the parties’ dispute regarddefendants’ proposed parent-child relationship
is better addressed in the context of‘thierarchy” terms, below, as was doneMiicrosoft See
Microsoftat 6-10,esp.at 6-7 (“The ‘dynamic replicatiorphrases are the second group of
disputed terms and are not consti in this section, but thgtoup’s meaning has ramifications
for the ‘hierarchy’ phrases’ construction. . . . ‘Antatic inheritance’ reqres that ‘hierarchy’ be
construed according to theagent-child relationship.’™).

(d) “at the time needadther than at a time decidedestablished in advance”

Frontier noted that “as agreed uponGeomasand as is evident from the above-quoted
portions of the specificatiorf 74 Patent at 2:59-62, 17:98}, 19:29-63 & 25:59-26:8)], the
significance of the constituent tefrdynamically’ is that entries arreplicated ‘at the time the
entry is needed, rather than at a time ihaecided or established in advancd=fontier at 25
(quotingGeomasat 22-23).

Although incidental delays rgabccur between a user rexgting a search, the search
being performed, and the search Hsshieing provided to the usesee, e.g. 474 Patent at
22:39-54), the phrase “at the time needed” refeteedime of generating a response to a search

request. Plaintiff itself expres$a similar undetanding during thé&rontier hearing:
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[B]riefly to address the at the time neeldversus at the time of the search,

when -- when you're dealing with compugeit’'s sometimes very difficult to
decide what is the time of somethinguadly occurring, it may occur over a series
of steps, it may occur at slightly differetimes, so what GeoTag believes the
proper construction should Ieethat it's replicated when it's needed, not at the
time -- not the -- which may be considedhe time of the search, but it
shouldn’t be limited to a specific step where somebody says, okay, | hit the
search, five milliseconds later therdymically replicating occurred, and,
therefore, it's not at the time of tisearch because it's a short time after.

What we’re saying is that y&e searching and the resigt-- at the time you need
the information, it's provided to youAnd that should be the construction.

THE COURT: It’s quickly after?

[Plaintiff's counsel]: Quickly after, yes.

February 12, 2013 Hr’g Tr. at 53:11-54Fpntier, ECF No. 461.

On balance, the constructioh“dynamically replicated’should include the phrase “at
the time needed rather than at a time decide@blished in advanédyut the parties must
abide by their apparent mutual undarsling that “at the the needed” refers to a need that arises
while generating a response to a search request.

Plaintiff has not agreed, howeyéhat all of the claims reg@ a search. In particular,
Plaintiff argued at the September 17, 2013 Imggtthat Claim 31 does not require a search.
Claim 31 recites:

31. A method for locating on line immation comprising the steps of:

organizing a database of on-line information into a plurality of
geographical areas, said gemgiical areas having a plutglof entries associated
therewith;

organizing said entries correspondingsaid plurality of geographical
areas into one or [mjore topics;

directing a search engine executingiioomputer to select one or more of
said geographical areas so as fede geographical search area;

dynamically replicating an entry frofa] broader geographical area into

said geographical search area; and
displaying said topicassociated with sa[ijgeographical search area.
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On balance, Claim 31 contemplates a search because Claim 31 recites “locating on line
information” by “directing a search engine..to select a geographical search area,”
“dynamically replicating,” and “displaying . . .g@s.” Thus, for Claim 31 as for the other
claims, the parties must abide by their appanmautiual understanding th&t the time needed”
refers to a need that arises while generatirgsponse to a search regyyas discussed above.

(e) “hierarchy of geographical areas”

Frontier considered a proposal ¢onstrue “hierarchy of geographical areas” to mean
“related geographical areas, ordered such that broader geographerm@apassarrower
geographic areas.Frontier at 26 (emphasis addedjrontier rejected that proposal and noted
the rejection of a similar proposaleomas

In Geomasthe parties disputed whetheetthierarchy” terms required “tree-

like” structures wherein “parents carvieamultiple children, but each child can

only have one parent.Geomasat 8-9. The specification discloses:

As used herein, a “parent” entigyan entry (e.g., geographic or
topical) which encompasses onenaore children entries within
the geographic or topical hierarctand a “child” entry is an entry
which is encompassed by a parentry within the geographical or
topical hierarchy.

(‘474 Patent at 12:28-32Feomasoncluded that limiting the claims to this

preferred embodiment would imaproper, but the Court iGeomasonetheless

noted that there must be some relationship between en@eamnasat 10.

On balance, having considered the fimgge and oral argument presented in the
present case, the Court reachesgame conclusions reachedseomas . . .

Frontier at 29.

In Microsoft Google Inc. proposed that broadexas “encompass” narrower areas.
Microsoftat 3-4. Microsoft Corp. piposed “that there are parg@@ographic areas and child
geographic areas.ld. at 4. Microsoftrejected any “encompassinggquirement but construed

the term “a database of information organized a hierarchy of gegraphical areas wherein
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entries [corresponding] to each one of said [n@ma of] geographical areas further organized
into topics” to mean “a databas€&information organized intmterrelated geographic areas
such that there are parent geographic areas and child geographic,arbasein the records
associated with a geographic area are further organized into tofdcaf’5-6 & 10 (emphasis
added).

Because Defendants are here proposiag#rent-child relationship set forth by
Microsoft, in whichMicrosoftspecifically found that a child need not be encompassed by a
parent, the parent-child relatidnp proposed here by Defendantsaat an encompassing
relationship.Id. at 5-6.

As to what the parent-child relationshsphoweverMicrosoftexplained the relationship
between “parent” and “child” only with referemto “automatic inheritance,” disclosures in the
specification regarding “parent” entriesidathe examiner’s Search Request Foldh.at 7-9
(quoting '474 Patent at 19:29-39 (quotszlow); (Dkt. No. 508, Ex. G, December 9, 1998
Search Request Form (“Synonyms: dynamic repiioa= automatic inheritece = parent-child =
inheriting attributes”)). The specification uses the terms “parent” and “child” as follows:

Once these namekeys have been establigihey should not be changed. This is

because subentries contain a reference to these names pardéihierarchyso

that to change a namekey for one tamawould require changing the namekey

for all locations contained in the hachy beneath the location which has its

namekey changed.

The data contained within the geograptiatabase 210 also includes reference

fields 1305 which include a referenceyciteference region, reference state,

province or territory, refereee country, reference congint, and reference world

values. These values are paentage name keyslated to the current entry, and

provide the key to dispyéng related entries to the internet user, and are
automatically inheritedrom theparent enty. These reference values are used to

retrace the path back throutite geographic hierarchy when the user wishes to
return to a related (e.gparen) location display screen.

* % %
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The data stored within the geographitati@se 210 further @udes label fields

1315 which include text fields shown to theer as folder tids (i.e., listed areas

under the selected geographic area) for each gqfattent geographic entries

related to the current entryl.ext fields are includefbr cities, regions, states,

provinces or territories, courgs, or continents. For arple, if the user selects

the state of California as the cent entry, then the names of therent

geographic areaselated to the state of Califoa (i.e., the United States of

America, North America, and the Worldjll be taken from the label field 1315

and displayed in the HTML document. In addition,¢hédren entriegelated to

the state of California are then ingettbeneath the “California” entry by the

geographical search engine 315 based upondtue of the Dbview parameter, as

will be discussed in greater detail below. The label field 13a&tematically

inherited from thearent entry and the values withithe label field 1315 should

not be changed.

‘474 Patent at 19:283 (emphasis addedyee id.at 12:28-32 (reproduced above as quoted by
Frontier).

These disclosures in the sdextion shed little light on # contours of a parent-child
relationship, particularly because Defendantseagat their current proposals of “parent” and
“child” do not limit a child to having only one pent. At the September 17, 2013 hearing, the
Court questioned Defendants’ counsel regagydhe nature of theroposed “parent-child”
relationship. In particular, €hCourt inquired what Defendantg’oposal of “parent” and “child”
means if not that a child can have only one parent.

Defendants responded that whereas any twgrg@hic areas in a database might have
some conceivable “relationship” with one anathike “parent-child” ref@onship required by the
hierarchy terms is a specific link through which dymareplication can occur. Yet, Defendants’
proposal for “dynamically replicat” includes “inheriting,” whiclDefendants define in terms of
a parent-child relationship. (Dkt. No. 597 gt'@mnamic replication requires a parent-child

relationship”)); éee id.at 3(citing Microsoftat 7 (discussing “[tlheetessity of the ‘parent-child

relationship’ to ‘autoratic inheritance’))).
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Thus, Defendants rely upon their “inherdi’ proposals for the dynamic replication terms
to explain the parent-child relationshpprportedly required by the hierarchy teramgl in turn,
Defendants rely upon those same parent-child pedpds define “inheriting.” In other words,
by limiting their explanations to the phrases tggpear in the examiner’s Search Request Form,
Defendants are attempting to define these vardisputed concepts thireference to one
another. (Dkt. No. 508, Ex. G, Decembefi998 Search Request Form (“Synonyms: dynamic
replication = automatic inheritaneeparent-child = inheriting attsutes”)). Such circularity is
disfavored and fails to adequategsolve the parties’ disputeSee ACTV, Inc. v. Walt Disney
Co, 346 F.3d 1082, 1086, 1090 (Fed. Cir. 2003) (rejediagict court constrction of the term
“Internetaddress as meaning “a particular hosh the Internetspecified by ainiform resource
locator that is unique to that host” t&@use district court construedriiform resource locatdrto
mean “the completaddressof a site on the Internet spigting both a protocol type and a
resource location”) (emphasis added).

Defendants’ overarching concern appears to be th&irtmtier constructions could be
read such that the areas in &fharchy” need not have any relationship with one another (aside
from there being relatively larger and smaHleeas so that areas can be “broader” and
“narrower” than one another). Defendamishcern can be addressed without employing
circularity and without infusing the constructiongh the vague “parenthild relationship” for
which Defendants have been unablaticulate any specific contours.

On balance, the claims require overtggiween areas in a hierarchy. Although the
Frontier constructions for the “hierarchy’ries do not expressly require overl&pontier
reached its construction in tkhentext of parties disputing whether a narrower geographic area

must be completely encompassed by a broader ggloigrarea or could ireshd be only partially
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encompassedSee Frontielat 26, 27 & 29see alsdkt. No. 461, 2/12/2013 Hr'g Tr. at 12:1-7,
12:24-13:10, 13:25-14:7, 17:4-28B, 25:12-31:12, 32:5-33:19, £2-23 & 60:15-61:9. Thus,
readingFrontier in the context of the paes’ arguments in that caseguiring overlap is not
inconsistent with the conclusions reacheéantier.

At the September 17, 2013 hearing, Plaistdknowledged that some relationship must
exist and stated that therewd “most likely” be some ovaap. Upon inquiry by the Court,
Plaintiff was unable to articulatany relationship that does mavolve overlap. A construction
that requires overlap is theredoalso fair to Plaintiff, which has had ample opportunity to
express its position and arguments on the reqtiisdationship” through the course of claim
construction proceedings (BeomasFrontier, Microsoft and the above-captioned cases.

Finally, because an area that is “broaderéwhkiewed with reference to a certain other
area in the hierarchy might be “narrower” wheewed with reference to a different other area
within the same hierarchy, refarg to “overlap” rather than t@t least partially encompassing”
will provide greater clarity.

The Court therefore construétgerarchy of geographical ar€as require that each area
in the hierarchy at least partially overlaps onenore other areas indthierarchy. The Court
also hereby expressly rejectsfBredants’ proposals of “parerdhd “child” areas, as to the
hierarchy terms as well as with regard to theadgit replication terms. Further, the overlap
requirement only attaches to the “hierarchy,’ieithdoes not itself redpe that the claimed
dynamic replication must occur between areasdhatiap. Thus, to whater extent Defendants
are arguing for requiring overlap between the &oler” area and the “narrower” area in Claim 1,
for example, Defendants’ arguntes hereby expressly rejected.

(f) “predetermined”
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Plaintiff has noted in its supplementaidbrand at the Septdrer 17, 2013 hearing that
whereas Claim 20 recites a “predetermine[d]dmehny of geographical areas,” Claim 1 does not
recite “predetermined.” (Dkt. No. 600 at 3). Plaintiff argues that “[tjhe use in claim 20 of the
term ‘predetermined’ before ‘hierarchy of gequuecal areas’ suggests thae term ‘hierarchy’
itself is not limited to a partical predetermined structure suchagsarent-child relationship.”
(Id.) Thus, although the Court has rejected Defatglgroposals of “parent” and “child,”
Plaintiff has raised an additional dispute Isgexting that the “broader geographical area,”
“narrower geographical area,” and the “geographacdearea” recited i€laim 1 need not exist
in the database before the search (that is, béfertorganizer” receivea “search request”).

The Court has a duty toselve that disputeO2 Micro Int’l Ltd. v.Beyond Innovation Tech.
Co, 521 F.3d 1351, 1362-63 (Fed. Cir. 2008).
Claim 1 recites (emphasis added):

1. A system which associates on-lineormation with geographic areas, said
system comprising:

a computer network wherein a pluraldfycomputers have access to said
computer network; and

an organizer executing in said computer network, wheagthorganizer
is configured to receive search requdstsn any one of said plurality of
computers, said organizer comprising:

a database of information orgar@d into a hierarchy of
geographical areasvherein entries corresponding to each one of said
hierarchy of geographical areas istier organized into topics; and

a search engine in communicatigith said database, said search
engine configured to searchaggaphically and topically, sagkarch
engine further configured to [s]eleone of said hierarchy of geographical
areasprior to selection of a top&o as to provide a geographical search
areawhereinwithin said hierarchy of geogphical areas at least one of
said entries associatesith a b[roa]der geographical area is dynamically
replicated into at leasb[n]e narrower geographical areasaid search
engine further configure[d] to searshid topics within said selected
geographical search area.
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Claim 1 recites the “narrower geographicaadrand the “broadegeographical area” as
being “within said hierarchy of geographical areais¢’ antecedent basis for which is “a database
of information organized into admarchy of geographical areagFtontier therefore concluded
that dynamic replication must oaclwithin the database,” whicis a phrase that Plaintiff and
Defendants now agree should be included irctrestruction of the dynamic replication terms,
as discussed in subsection (2)(a), abdwentier at 25. Further, the search engine is
“configured to select one shidhierarchy of geographical areas . . . so ggdwoide a
geographical search arégemphasis added). Finally, beca@aim 1 recites the “hierarchy of
geographical areas” as part oétlorganizer” that is “configuretb received search requests,”
the “hierarchy of geographical areas” must ekefore the search request is receivedl. Altiris
Inc. v. Symantec Corp318 F.3d 1363, 1369-70 (Fed. Cir. 2003) (“[W]e look to the claim
language to determine if, as a matter of logigrammar, they must be performed in the order
written.”).

The plain language of Claim 1 thus demaatsts that the “narrower geographical area,”
the “broader geographical area,” and the “gepfgical search area” are selected from among
areas (within “a hierarchy of ge@phical areas”) that exist indldatabase before the search
request is received. The Court hereby exglya®jects any argument to the contrary.

(3) Constructions

Based on the analysis set forth in subisast(2)(a) through (2)Jf above, the Court
hereby construes “dynamically regated” and “hierarchy of geogvhical areas” as set forth in

the following chart:
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Term Construction

“dynamically replicated” “automatically copied or inherited, within the
database, at the time needed rather than at a time
(Claims 1 & 20) decided or established in advance”

“hierarchy of geographical areas” | “an arrangement of related information or data,
ordered from broader geographical areas to narrower
(Claims 1, 4 & 20) geographical areas, wherein each area at least
partially overlaps one or more of the other areas”

As stated in subsection (2)(d), above, ghaeties must abide by their apparent mutual
understanding that “at the time needrefers to a need that asswhile generating a response to
a search request.

C. Related Terms

Having resolved the parties’ disputes melyag “dynamically reptated” and “hierarchy
of geographical areas” in section B, above, therCoereby construes thelated disputed terms

accordingly, as set forth in the following chart:

“replicating” (Claim 31)

Plaintiff's Proposal’ Defendants’ Proposal Court’s Construction

“copying or inheriting” Term does not need to be “copying or inheriting”
separately construed in view of
Defendants’ proposed
constructions

® As noted in section A bmve, Plaintiff’ has adoptedéhconstructions reached by tRentier
court.
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ur.

eplicated” (Claims 1 & 20)

Plaintiff's Proposal

Defendants’Proposal

Court's Construction

“copied or inherited”

Term does not need to be
separately construed in view of
Defendants’ proposed
constructions

“copied or inherited”

“dynamically replicating” (Claim 31)

Plaintiff's Proposal

Defendants’Proposal

Court’'s Construction

“automatically copying or
inheriting, within the database,
the time needed rather than at 3
time decided or established in
advance”

“automatically inheriting, within
athe database, at the time of the
A search”

“automatically copying
or inheriting, within the
database, at the time
needed rather than at a
time decided or
established in advance”

“hierarchy” (Claims 1, 4, 5 & 20)

Plaintiff's Proposal

Defendants’Proposal

Court’'s Construction

“an arrangement of related
information or data, ordered fro
broader general categories to
narrower specific ones”

Term does not need to be
Tseparately construed in view of
Defendants’ proposed
constructions

No construction is
necessary apart from
the Court’s separate
construction of
“hierarchy of
geographical areas” in
section B, above.

“wherein said geographical areas arédierarchically organized” (Claim 32)

Plaintiff's Proposal

Defendants’Proposal

Court’'s Construction

“wherein said geographical area

are ordered from broader
geographical categories to
narrower geographical
categories”

1$a database of information
organized into interrelated
geographic areas such that the
are parent geographic areas al
child geographic areas”

“wherein said
geographical areas are
rerdered from broader
ndeographical areas to
narrower geographical
areas, and wherein each
area at least partially
overlaps one or more of

the other areas”
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“a database of information organized into ahierarchy of geographical areas” (Claim 1)

Plaintiff's Proposal

Defendants’Proposal

Court's Construction

No construction is necessary
apart from the Court’s separate
construction of constituent term

“a database of information
organized into interrelated

sgeographic areas such that the
are parent geographic areas al
child geographic areas”

No construction is

necessary apart from
rthe Court’s separate
ndonstruction of

constituent terms.

“said database of information organized into a
predetermine[d] hierarchy of geographical areas” (Claim 20)

Plaintiff's Proposal

Defendants’Proposal

Court’'s Construction

No construction is necessary
apart from the Court’s separate
construction of constituent term
except that “predetermined”
should be construed to mean
“decided or established in
advance.”

“a database of information
organized into interrelated

sgeographic areas such that the
are parent geographic areas at
child geographic areas”

No construction is
necessary apart from
rtne Court’s separate
ndonstruction of
constituent terms except
that “predetermined” is
hereby construed to
mean “decided or
established in advance.”

“wherein within said hierarchy of geographic areas at least one of said entries associate
with a b[roa]der geographical area is dynamicly replicated into at least o[n]e narrower
geographical area” (Claim 1)

Plaintiff's Proposal

Defendants’Proposal

Court’s Construction

No construction is necessary
apart from the separate
construction of constituent term

“automatically inheriting at leas
one entry associated with a

sparent geographical area withit
the database into at least one (
the child geographical areas
within the database at the time
of a search”

tNo construction is
necessary apart from

nthe Court’s separate

piconstruction of
constituent terms.

Defendants’ proposed
construction is hereby

expressly rejected.
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“wherein at least one of said entries in said ggraphical area of relatively larger expanse ig
dynamically replicated into at least one ofaid geographical areas of smaller expanse”
(Claim 20)

Plaintiff's Proposal Defendants’Proposal Court’s Construction

No construction is necessary | “automatically inheriting at leastNo construction is
apart from the separate one entry associated with a necessary apart from
construction of constituent termsparent geographical area withinthe Court’s separate
the database into at least one ottonstruction of

the child geographical areas | constituent terms.
within the database at the time
of a search” Defendants’ proposed
construction is hereby
expressly rejected.

“dynamically replicating an entry from broa der geographical area into said geographical
search area” (Claim 31)

Plaintiff's Proposal Defendants’Proposal Court’s Construction

No construction is necessary | “automatically inheriting an No construction is
apart from the Court’s separate| entry associated with a parent | necessary apart from
construction of constituent termsgeographical area within the | the Court’s separate

database into the child construction of
Defendants’ proposed geographical seardrea within | constituent terms.
construction should be expresslythe database at the time of a
rejected. search” Defendants’ proposed

construction is hereby
expressly rejected’

® The Court does not include any overlap requirgrnirethe construction of this disputed term
because Claim 31 does not recite a “hierarcliyefendants argued at the September 17, 2013
hearing that the specification does not disclrsgthing other than a himchy and therefore the
doctrine of claim differentiation cannot be applied to Claim 32, which recites “[tlhe method of
claim 31 wherein said geographical areas are luleically organized.” Defendants thus appear
to argue that if Claim 31 is nabnstrued to require a hieraycthen Claim 31 would be invalid
because of lack of support iretspecification. Such reliance arvalidity analysis during claim
construction is disfavoredPhillips, 415 F.3d at 1327 (“While we have acknowledged the
maxim that claims should be construed to gres their validity, we have not applied that
principle broadly, and we have ta&inly not endorsed a regime in which validity analysis is a
regular component of claim construction.®n balance, Defendants have not adequately
justified importing a “hierarchy” requirement into Claim 31.
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JCCCat 2,4,5, 8,11, 15 & 16-17.

Finally, indefinitenesargumaets were raised while théave-captioned cases were still
consolidated with th&rontier case.SeeFrontier, ECF Nos. 401 (Defendatetter brief) &
404 (Plaintiff's letter brief)see also Frontieat 34-36 & 35 n.4 (explaining the substance and
circumstances of the letter briedj on indefiniteness). Those argemis are noted in the parties’
September 16, 2013 Revised P.R. 4-5(d) JoinnC@onstruction Chart, but the parties did not
address indefiniteness in their supplemebtegfing or during the September 17, 2013 hearing.
JCCC at5n.1 & 11seeDkt. Nos. 597 & 600). Having resived Defendants’ indefiniteness
arguments, the Court finds no reason to depart from the findirkgemtier. The Court
therefore hereby expressly rejects Defendantgfiniteness arguments for the reasons set forth
in Frontier. See Frontierat 38-40.

CONCLUSION

The Court adopts the gstructions set forth in this opon for the disputed terms of the
patent-in-suit. The parties are ordered that thay not refer, directly or indirectly, to each
other’s claim construction positions in the presesfdie jury. Likewise, the parties are ordered
to refrain from mentioning any pwwn of this opinion, other thahe actual definitions adopted
by the Court, in the presence of the jury. Aeference to claim construction proceedings is
limited to informing the jury of the definitions adopted by the Court.

SIGNED this 7th day of November, 2013.

%SQM_L_

ROY S. PAWYNE
UNITED STATES MAGISTRATE JUDGE
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APPENDIX A

Term

Parties’ Agreement

“said search engine furtheonfigured to selec
one of said hierarchy of geographical areas
prior to selection of a fic so as to provide a
geographical searcrea” (Claim 1)

t No separate construction necessary

“said search engine cogfired to select at lea
one geographical area$aid hierarchy of
geographical areas so as to define a
geographical searcrea” (Claim 20)

sNo separate construction necessary

“directing a search engine executing in a
computer to select one or more of said
geographical areas so as to select a
geographical searcrea” (Claim 31)

No separate construction necessary

“narrower geographical area” (Claim 1)

Plain and ordinary meaning

“broader geographical area” (Claims 1 & 31

Plain and ordinary meaning

“geographical area of relatively smaller
expanse” (Claim 20)

Plain and ordinary meaning

“geographical area of relatively larger
expanse” (Claim 20)

Plain and ordinary meaning
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