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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

LENNON IMAGE TECHNOLOGIES, LLC §
V.

CASE NO. 2:13-CV-235-JRG
MACY’'S INC., et al.

LENNON IMAGE TECHNOLOGIES, LLC
V. CASE NO. 2:13-CV-239-JRG

LUXOTTICA USA

w W W W W W W | W W W

CLAIM CONSTRUCTION
MEMORANDUM AND ORDER

On July 29, 2014, the Court held a hearingdtermine the proper construction of the
disputed claim terms in United States Ratdo. 6,624,843. After comering the arguments
made by the parties at the hearing and in the parties’ claim cormtrbafing (Dkt. Nos. 78,

85, and 86Y,the Court issues this Clainp@struction Memorandum and Order.

! Citations to documents (such as the partieigfs and exhibits) in this Claim Construction
Memorandum and Order refer to the page numbietise original documents rather than the
page numbers assigned by f@ourt’s electronic docket.
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BACKGROUND

Plaintiff brings suit alleging infringemenf United States Rent No. 6,624,843 (“the
‘843 Patent”). The ‘843 Patettitled “Customer Image Capture and Use Thereof in a Retailing
System,” issued on September 23, 2003, from an application filed on December 8, 2000. The
‘843 Patent bears a priority date of Decenmti&r1999. The Abstract of the ‘843 Patent states:

In a retailing system, an image captsystem is provided and used to capture

reference images of modelearing apparel itemdAt a retailer’s place of

business, an image capture system subatigritentical to that used to capture

the reference images is also providédcustomer has his or her image captured

by the image capture system at the ret&lplace of business. Subsequently,

when the customer is in close proximity to an image display area within the

retailer’s place of business, a comip@smage comprising the customer’s

captured image and one of the referencages may be provided. The composite

image may comprise full motion video il images. In this manner, the

customer is given the opportunity tatually assess the selected merchandise

without actually havingo try on the apparel.

The ‘843 Patent contains two independeainss, Claim 1 and Claih4. Plaintiff asserts
Claims 1, 4-6, 9, 12, 14, 15, 17, and 18e€Dkt. No. 60 at 1see alsdkt. No. 78 at 1.)

The ‘843 Patent has been the subject ofitier partesreview (“IPR”) petitions at the
United States Patent andatiemark Office (“PTO”). $eeDkt. No. 78 at 1-2.) First, the so-
called “Lumondi” petition resulted in the PT®OPatent Trial and Appeal Board (“PTAB”)
instituting an IPR that ended with a settlemia March 2014. The second, filed by Defendants
in the above-captioned cases, was filed onl&p 2014, and the PTAB has not yet reached a
decision on whether to institute an IPR. AdPd Owner Preliminary Response to Petition for
Inter PartesReview of the ‘843 Patent was filed July 14, 2014. (Dkt. No. 92 at Ex. B.)

The ‘843 Patent is also the subject okearpartereexamination in which the PTO entered

a non-final office action on July 3, 2014, setting forth a new rejection and finding none of the

claims allowable. $eeDkt. No. 92, Ex. A, 7/3/2014 Office Action iBx ParteReexamination.)



LEGAL PRINCIPLES

“It is a ‘bedrock principle’ opatent law that ‘thelaims of a patent define the invention
to which the patentee is entiléhe right to exclude.”Phillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotingova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc.,, 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To deteentire meaning of the claims, courts start
by considering the intrinsic evidencBee idat 1313;see alscC.R. Bard, Inc. v. U.S. Surgical
Corp., 388 F.3d 858, 861 (Fed. Cir. 200Bgll Atl. Network Servs., Inc. v. Covad Commc’ns
Group, Inc, 262 F.3d 1258, 1267 (Fed. Cir. 2001). Thensic evidence includes the claims
themselves, the specificaticamd the prosecution historygee Phillips415 F.3d at 1314;.R.
Bard, 388 F.3d at 861. Courts give claim tetmsir ordinary and accustomed meaning as
understood by one of ordinary skill the art at the time of thavention in the context of the
entire patentPhillips, 415 F.3d at 1312-13ccordAlloc, Inc. v. Int'l Trade Comm’n342 F.3d
1361, 1368 (Fed. Cir. 2003).

The claims themselves provide substdmfiadance in determining the meaning of
particular claim termsPhillips, 415 F.3d at 1314. First, a ternggntext in the asserted claim
can be very instructiveld. Other asserted or unassertégims can aid in determining the
claim’s meaning because claim terms are typraadled consistently throughout the patddit.
Differences among the claim terms can assist in understanding a term’s meanitdy. For
example, when a dependent claim adds a limitation to an independent claim, it is presumed that
the independent claim does not include the limitatiohat 1314-15.

“[C]laims ‘must be read in view of thepecification, of which they are a partId.
at 1315 (quoting/larkman v. Westview Instruments, |2 F.3d 967, 979 (Fed. Cir. 1995)

(en banc)). “[T]he specificatiois always highly relevant to éhclaim construction analysis.



Usually, it is dispositive; it ishe single best guide to theeaning of a disputed term.Phillips,
415 F.3d at 1315 (quotingitronics Corp. v. Conceptronic, In®Q0 F.3d 1576, 1582 (Fed. Cir.
1996));accordTeleflex, Inc. v. Ficosa N. Am. Car@99 F.3d 1313, 1325 (Fed. Cir. 2002). This
is true because a patentee may define his ommstagive a claim term a different meaning than
the term would otherwise possess, or disclaim or disavow claim sBtyleps, 415 F.3d
at 1316. In these situations, theentor’s lexicography governdd. The specification may also
resolve the meaning of ambiguous claim terms ‘heltkee ordinary and accustomed meaning of
the words used in the claims lack sufficieraritly to permit the scope of the claim to be
ascertained from the words alonél’&leflex 299 F.3d at 1325. But, “[a]lthough the
specification may aid the court in interpreting theaning of disputed &im language, particular
embodiments and examples appearmthe specification will nagenerally be read into the
claims.” Comark Commc’ns, Inc. v. Harris Cord.56 F.3d 1182, 1187 (Fed. Cir. 1998)
(quotingConstant v. Advanced Micro-Devices, |[r848 F.2d 1560, 1571 (Fed. Cir. 1988));
accord Phillips 415 F.3d at 1323.

The prosecution history another tool to supply éhproper context for claim
construction because a patent applicant maydsfioe a term in prosecuting the pateHome
Diagnostics, Inc., v. Lifescan, In@81 F.3d 1352, 1356 (Fed. Cir. 2004) (“As in the case of the
specification, a patent applicant may define a terprosecuting a patetit “[T]he prosecution
history (or file wrapper) limits the interpretation@&ims so as to exclude any interpretation that
may have been disclaimed or disavowed durirnggecution in order to obtain claim allowance.”
Standard Oil Co. v. Am. Cyanamid Cé74 F.2d 448, 452 (Fed. Cir. 1985).

Although extrinsic evidence can hseful, it is “less significarthan the intrinsic record

in determining the legally operative meaning of claim languagéitlips, 415 F.3d at 1317



(citations and internal quotation marks omitted@i®chnical dictionaries and treatises may help a
court understand the underlying technology and the manner in aéchkilled in the art might
use claim terms, but technical dictionaries airdtises may provide fieitions that are too

broad or may not be indicative of halae term is used in the paternd. at 1318. Similarly,

expert testimony may aid a court in understagdhe underlying technology and determining
the particular meaning of a term in the pestinfield, but an expert'sonclusory, unsupported
assertions as to a term’s definitiare entirely unhelpful to a courtd. Generally, extrinsic
evidence is “less reliable than the patent angdrissecution history in dermining how to read
claim terms.” Id.

THE PARTIES’ STIPULATED TERMS

The parties have reached agreement on a catisin for several terms, as stated in their
May 6, 2014 Joint Claim Construction and PrelmgaStatement Pursuant to P.R. 4-3 (Dkt.
No. 60 at 2) and their July 15, 2014 Patent Rubd)-Claim Constructiohart (Dkt. No. 90 at
Ex. A). The parties’ agreements are sethfin Appendix A to tis Claim Construction
Memorandum and Order.

CONSTRUCTION OF DISPUTED TERMS

Shortly before the start of the July 2814 hearing, the Court provided the parties with
preliminary constructions of thdisputed terms with the aim fifcusing the parties’ arguments
and facilitating discussion. Thegreliminary constructions aret $erth within the discussion of

each term, below.



A. “captures/capturing the customer image”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “to enter a customer image into a computer for
processing or storage”
Alternatively:

“putting the customer image in a form that
a computer can use or read”

(Dkt. No. 78 at 11; Dkt. No. 85 at 10.) The pestsubmit that this disputed term appears in
Claims 1 and 14 of the ‘843 Patent. (Dkt. No. 78 at 11.)

Shortly before the start of the July 2814 hearing, the Court provided the parties with
the following preliminary construction: “Plameaning (Expressly rejeEtefendants’ proposal
of requiring entry into a computer).”

(1) The Parties’ Positions

Plaintiff submits that the meaning of the constituent term “customer image” is not in
dispute and that “captures/capturing” “is readihderstood by one of ordinary skill in the art”
and requires no construction. (Dkt. No. 782f) Plaintiff alsaotes that although the
petitioner in the Lumondi IPR requested congtarcof this disputed term, the PTAB has not
construed it. Ifl. at 12-13.) Alternativgl, Plaintiff proposes a consttion that is based on an
extrinsic dictionary defiition, quoted below. Id. at 13.) Plaintiff argues that “Defendants’
proposed construction should tegected because it confugls ‘storing’ step with the
‘capturing’ step” and also because it “rel@steachings from the specification regarding
capturingreferenceamages, notustomelmages.” [d. at 14.)

Defendants respond that although the phrasst6ouer image” requires no construction,
the disputed term “requires consttion in order to clarify thatapturing’ the customer image is

different from ‘storing’ the customer image described and used the specification and the
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claims.” (Dkt. No. 85 at 10.) Defendants adisclosure regarding thiustration of “Obtain
Customer Image(s)” in Figure 4 of the ‘843 Patanid Defendants also ciétrinsic dictionary
definitions of “capture,” quoted belowld( at 11-12.)

Plaintiff replies that despiteefendants’ reliance on tlveord “obtain,” Defendants omit
that word from their proposed construction.k{[No. 86 at 2.) Plaintiff also argues that
Defendants’ proposed constructionrsorrect because it “begimgth the phrase ‘to enter . . .
into a computer’ which indicates storageczurring at the pot of capture.” [d. at 3.)

At the July 29, 2014 hearing, Plaintiffrtber urged that Defendants’ proposed
construction tends to confuse rather than gldré@cause the word “entering” could be read as
implying that the image already exists. Defendaasponded by reiteragjrthat construction is
necessary to distinguish “capturing” from “storing.”

(2) Analysis

The parties agree that “capturing” an ireagvolves a computer, but the parties disagree
on whether the disputed term requires entering the image into a computer or instead merely
putting the image into a form that a computer ga®. Also, although Plaintiff submits that no
construction is necessary and although the PTiA8not construed the presently disputed ferm,
the parties have presented a “fundamental digegi@rding the scope of a claim term,” and the
Court has a duty to resolve that dispuB2 Micro Int’l Ltd. v. Beyond Innovation Tech. C621
F.3d 1351, 1362-63 (Fed. Cir. 2008).

Claim 1 of the ‘843 Patemécites (emphasis added):

2 (SeeDkt. No. 78, Ex. B, IPR2013-00432, Papefld,4/2014 Decision &-7 (construing only
“apparel style image” and “trigger dee . . . that detects the presence of the customer and, in
response, causes the compoisitage to be displayed”).)

-8-



1. An apparatus for manipulating a customer image corresponding to a customer,
comprising:

acontroller;

an image capture system, coupled to the controllercéptires the
customer imagef the customer and provides the customer image to the
controller;

a database, coupled teetbontroller, for storing #hcustomer image and at
least one apparel style image correspogdo a potential purchase item; and

an image display system, couptedhe controller, for displaying a
composite image comprising the customneage and any one of the at least one
apparel style image thereby allowing the customer to assess the potential purchase
item without having to try it on.

As the parties agree, tepecification discloses image “capture” in the context of
computer systems:

The system 100 comprises a controller 102 coupled to an icapiere

system 104, databases 106, an imagdaligystem 108, a public communication
network 110, a private communicationtwerk 112 and one or more trigger
devices 116. The controller 102 may core@rbone or more computers or servers
capable of executing software instructiatsred in memory (e.g., volatile or non-
volatile digital storage devices) viasaitable processor (e.g., microprocessor,
microcontroller, digital signgbrocessor or the like or otinations thereof). As
described in greater detail below, the imagpturesystem 104 comprises one or
more imageapturedevices, such as at least one full motion video camera or at
least one still image camera, or artonation thereof. In a preferred
embodiment, the imageapturedevices provide a diil signal output, although
an analog output that is s@ogiently converted to digitborm may also be used.
The controller 102 is coupled to dagses 106 for the storage of imagaeptured

by the imageapturesystem 104.

* k% %

At step 204, one more customer imagas, one or more customer images] are
captured Note that both the reference images and the customer images may
comprise full motion video or still images.

* k% %

In order tocapturethe customer’s image at step 406, the customer walks along
the runway of the controlled environment.



‘843 Paent at 3:8-7, 4:19-22 &6:29-31 (enphasis aded). The spcification dso demonsates
that “cusome™ images are distict from “reference” or*apparel sthe” images. See idat 330,
4:15-22& 5:62-63.

Figure 4 of he ‘843 Patst illustrates a step of Obtain Cusbmer Imagés)” and is

reprodwed here:

' ™~
( START )
e _/
' | PROVIDE |
— CONTROLLED |
ENVIRONMENT
404 —— !_.._ S—
CUSTOMER ENTERS
| IMAGE CAPTURE AREA
406 ——Y |
—___| OBTAIN CUSTOMER l‘_
IMAGE(S) J
. NO
408 e \ |
\—(VALID? >
o /
YES
410 ——— VY ——
N | STORE CUSTOMER
i IMAGE(S)
o Tsai;: BODY
TYPE

Nonethéess, the smification neither define the word ‘dbtain” nordemands t& the term

“capturé be deema synonymais with theword “obtan.”
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On balance, the intrinsic evidence demonsg#ihat the ‘843 Patent uses “capture” in a
broad sense. In particular, “capture” is notiléd to entry into a computer, as Defendants have
proposed, because the specification disclos#s'fitn a preferred embodiment, the image
capture devices provide a daisignal output, although amalogoutput that isubsequently
convertedo digital form may also be used:843 Patent at 3:22-25 (emphasis added).

As to the extrinsic evidence, Plaintiff hated a dictionary thancludes a definition of
“capture” as meaning “the act of putting informatiora form that a computer can use or read.”
Dkt. No. 78, Ex. KMerriam-Webste(http://www.merriamwebster.ca/dictionary/capture).
Defendants properly counter that this défon from an online dictionary is not
contemporaneous with the date of the inienand therefore should not be considergde
Acumed LLC v. Stryker Corpt83 F.3d 800, 816 (Fed. Cir. 2007) {ngtwith disfavor that “the
district court chose to rely exclusively on angeal dictionary that was not contemporaneous
with the patent”).

Defendants, for their part, have cited aiditary definition of “capture” as meaning:
“Cause (data) to be entered im@omputer.” Dkt. No. 85, Ex. Bhorter Oxford English
Dictionary 342 (5th ed. 2002). Defendants have aldomitted a dictionary definition cited by
Plaintiff, in the parties’ Joint Claim Constition and Prehearing Statement, that defines
“capture” as: “In communications, to transfer riged data into a filéor archiving or later
analysis.” Id., Ex. 8,Microsoft Computer Dictionarg4 (5th ed. 2002keeDkt. No. 60, Ex. B
at 1 (“Plaintiff's Identification of Intrinsic and Extrinsic Evidence”).

This extrinsic evidence, however, doeg warrant limiting the broad meaning of
“capture” that is apparent from the specification, as noted alfee Phillips415 F.3d at 1317

(“[W]hile extrinsic evidence can shed useful lighttbe relevant art, we have explained that it is

-11 -



less significant than the intrinsic record inetenining the legally operative meaning of claim
language.”) (citations and inteal quotation marks omittedee alsad. at 1319 (“[E]xtrinsic
evidence may be useful to the court, but it iskety to result in a riable interpretation of
patent claim scope unlessrsidered in the context of the intrinsic evidence.”).

Further, although the parties agree that848 Patent uses the term “capture” in the
context of computer systems, this contextipaazent on the face of the claims and need not be
included in the construction of “capturing the customer image.”

Finally, as to Defendants’ argument thanhstruction is necessary to distinguish
“capturing” from “storing,” that distinction immade apparent by the Court’s construction of the
term “storing the customer image,” below.

In sum, Defendants’ proposed construct®hereby expressly rejected, and no further
construction is necessaree U.S. Surgical Corp. v. Ethicon, In03 F.3d 1554, 1568 (Fed.
Cir. 1997) (“Claim construction is a matter ofoéution of disputed meanings and technical
scope, to clarify and when necessary to exphdiat the patentee covered by the claims, for use
in the determination of infringement. Itn®t an obligatory exeise in redundancy.”see also
02 Micro, 521 F.3d at 1362 (“[D]istrict courts are {anhd should not be) geired to construe
every limitation present in a patent’s asserted claimBiiijan, Inc. v. Secure Computing Carp.
626 F.3d 1197, 1207 (Fed. Cir. 2010) (“Unli®2 Micro, where the court failed to resolve the
parties’ quarrel, the dirict court rejected Dendants’ construction.”).

The Court theref@ hereby construésaptures/capturing the customer image”to

have itsplain meaning.
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B. “storing the customer image”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “recording or placing a customer image in a
database”

Alternatively:
“placing the customer image in memory”

(Dkt. No. 78 at 15; Dkt. No. 85 at 12.) The pestsubmit that this disputed term appears in
Claims 1 and 14 of the ‘843 Patent. (Dkt. No. 78 at 15.)

Shortly before the start of the July 2814 hearing, the Court provided the parties with
the following preliminary construction: “plawy the customer image in memory (Expressly
reject Defendants’ proposal afdatabase limitation).”

(1) The Parties’ Positions

Plaintiff argues that “Defendants’ proposaghstruction impropeyllimits the invention
to a single embodiment” because “[s]toring a customer image in a database is only one example
of the different memory locationshere the image may be savedDkt. No. 78 at 17.) Plaintiff
also notes that whereas Claim litex a database, Claim 14 does ndéd. gt 17-18.) Further,
Plaintiff submits, although the petitioner irethumondi IPR requestambnstruction of this
disputed term, the PTABas not construed itld; at 19.)

Defendants respond that the specificationrsetie a database. (Dkt. No. 85 at 13.)
Defendants also argue that because claim taremgenerally construasbnsistently across all
claims, the recital of a database in Claim 1rnfe the meaning of the disputed term not only in
Claim 1 but also in Claim 14.Id. at 14.) Further, Defendartige prosecution history (both
during original prosecution and in the ongoegpartereexamination) in which, Defendants

argue, the patentee distinguished prior art bagestoring a customer ege in a databaseld(
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at 15-16.) Defendants argue thia¢ patentee presented this sargument as to both Claim 1
and Claim 14, and Defendants utpat Plaintiff's “attempt talistinguish the scope of its
prosecution disclaimer relating to Claims 1 44d “attempts to put form over substanceld. (

at 17.) Finally, in response Riaintiff noting that the PTAB hasot construed the disputed term,
Defendants respond that the PTAB appligléff@rent claim constrction standard and,

moreover, the district court has a dutyésolve claim construction disputesd.)

Plaintiff replies by reitaating its opening argumentacby urging that Defendants
“misread the statements made during prosecatmhput emphasis not on the distinction that
[the patentee] drew but rather an immaterial portion of the seahent.” (Dkt. No. 86 at 3-6.)
Plaintiff explains thathe patentee’s acknowledgement tinat “Maloomian” reference (United
States Patent No. 4,467,349) disclosed storingaat lone apparel image in a database does not
amount to a disclaimer because the patentee distinguished Maloomian as storing only “at least
one apparel image,” not “the customer imaged. &t 4-5.) Finally, aso the patentee’s
statement in thex partereexamination, Plaintiff replies thtite statement explicitly refers to
Claim 1 and “is merely a recitation of the regumnents of claim 1 and a brief explanation of
what the database recited in claim 1 storeid” gt 5.)

At the July 29, 2014 hearing, Defendantgugd that Maloomian discloses storing a
customer imageSeeMaloomian at 3:16-21, 4:21-24 & 5:28. Defendants concluded that the
patentee distinguished Malo@mn as lacking a database.

(2) Analysis

As a threshold matter, although Plaintifbsuits that no construction is necessary, the
parties have presented a “fundanta dispute regarding the scopiea claim term,” and the

Court has a duty to resolve that dispuB2 Micro, 521 F.3d at 1362-63.
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Claim 1 of the ‘843 Patent is quotdaoae within the discussion of the term
“captures/capturing the customer image.” Cla4of the ‘843 Patent recites (emphasis added):

14. A method for manipulating a custonm@age corresponding to a customer,
the method comprising:

capturing the customer image;

generating a composite image comprising the customer image and one of
at least one apparel style image cgpanding to a potential purchase item;

displaying the composite image thereby allowing the customer to assess
the potential purchase item Wwitut having to try it on; and

storing the customer image

wherein the step of generatingtbomposite image further comprises
retrieving the customer image in response to a request for the composite image.

On one hand, the specification disclosesisy captured images in a database:

The controller 102 is coupled to datalsa$66 for the storage of images captured
by the image capture system 104. Infation correlating captured customer
images to particular customers, as well as other data describing each customer’s
body type, etc. may also be stored in the databases 106. Furthermore, the
databases 106 preferably comprise stored apparel style or reference images
described in greater detail below. tidugh multiple databases 106 are illustrated
in FIG. 1 and referred to in this desd¢igm, those having ordinary skill in the art

will recognize that a single database dfisient storage capacity could be used.

* k% %

At step 410, the valid customer imageaés$tored in memory, for example, the
database 106 of FIG. 1.

* % %

Additionally, the customer’snage may be made available for use with other
retailers having access to the databases 106.

‘843 Patent at 3:285, 6:60-61 & 7:22-24see id.at Fig. 1 (illustrating “Databases 106").
On the other hand, the specification alscltises that storage can be in “memory,”
which may be in a database or may be “short term” or in a camera or cell phone:
As the images are obtained, they are pedfigrstored directlyo memory residing

in a computer or similar device. Alternagly, the images could be stored within
the one or more cameras for subsequent downloading.
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* % %

At step 410, the valid customer imagdss3tored in memory, for example, the
database 106 of FIG. 1. In one emboditred the present invention, storage may
be long term, thereby allowing the custrs image to be accessed at any time,
or may be short term, i.e., fthhe duration o& single event.

* % %

In a fifth alternative business model, the customer’s captured image can be stored

in a personal communication device¢as a cell phone, personal digital

assistant (PDA) or palmtop computer.

Id. at 5:29-33, 6:60-65 & 10:13-16.

On balance, none of the disclosures mghecification justifie limiting the disputed
term so as to require a “database.” Instead, use of a database is a feature of preferred
embodiments that should not ineported into the claimsSee Comarkl56 F.3d at 118%&ee
alsoPhillips, 415 F.3d at 1323.

As to the prosecution history, Defendantsa@eect, as a general matter, that “[c]laims
may not be construed one way in order to obia@ir allowance and in a different way against
accused infringers.'Southwall Techs. Inc. v. Cardinal IG C64 F.3d 1570, 1576 (Fed. Cir.
1995);see Typhoon Touch Techs., Inc. v. Dell,,1669 F.3d 1376, 1381 (Fed. Cir. 2011) (“The
patentee is bound by representatiorale and actions that weedken in order to obtain the
patent.”);see generally Computer Docking Station Corp. v. Dell Bit9 F.3d 1366, 1374-75
(Fed. Cir. 2008).

During original prosecution of the ‘843 Patgthe patentee respondedejections based
on the “Maloomian” reference (United Statatent No. 4,467,349). The patentee stated:

Independent claim 1 includes the lintibe of “a database, coupled to the

controller, forstoring the customer imagad at least one apparel image
corresponding to the potential puasie item”. (Emphasis added)
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(Dkt. No. 78, Ex. M, 4/10/2003 Responseltiice Action Mailed February 27, 2003, at 2
(emphasis in original).)fhe patentee then argued:

Maloomian teaches to store only “atl&t one apparel image” but not “the
customer image” in a databageorresponding to “el. 18, memory” as shown in
Figure 1 of Maloomian). Thus, Appant submits tha¥laloomian does not
anticipate the invention as claimedciiaim 1 and asks for reconsideration.
Because claims 2-5 and 9 dependmatependent claim 1, Maloomian cannot
form the basis for a rejection of tieedependent claims based on 35 USC § 102.
Accordingly, Applicant requests that thegection be withdrawn for the dependent
claims.

(Id. at 3 (emphasis added).)
In the ongoingex partereexamination proceedings, Plaintiff submitted a declaration
similarly referring to a datease (emphasis added):

6. Independent claim 1 of the ‘843 patestites an apparatus for manipulating a
customer image corresponding to a oosr. The apparatus includes (1) a
controller and (2) an imagmpture system coupledtize controller. The image
capture system captures the customer image of the customer and provides the
customer image to the controller. The apparatus includesié@pbasecoupled

to the controller. Thdatabasestores the customer image and at least one apparel
style image corresponding to a potenpiaichase item. The apparatus includes

(4) an image display system coupled te tiontroller. The imge display system
displays a composite image that includes the customer image and any one of the
at least one apparel style image, thereby allowing the customer to assess the
potential purchase itemitlwout having to try it on.

7. Independent claim 14 of the ‘843t recites a method for manipulating a
customer image corresponding to a custonirhe method includes (1) capturing
the customer image. The method includes (2) generating a composite image
comprising the customer image and ohat least one apparel style image
corresponding to a potential purchase itéfhe step of generating the composite

image further comprises retrieving the customer image in response to a request for

the composite image. The method includes (3) displaying the composite image,
thereby allowing the customer to assess the potential purchase item without
having to try it on. The method incluslé4) storing the customer image.

(Dkt. No. 78, Ex. F, 2/11/2013 Decl. of Jerry énnon Pursuant to 37 C.F.R. § 1.131 at 1 6-7

(p. 16 of 53 of Ex. F) (emphasis added).)
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Because these references to a databaseidyertained to Giim 1, which expressly
recites a database, the patentee did not makdedmytive statement that would warrant limiting
the construction of “storing the custonmeiage” so as to require a databaSee Omega Eng'g
v. Raytek Corp.334 F.3d 1314, 1324 (Fed. Cir. 2003) (“Adasic principle of claim
interpretation, prosecution disclaimer promdtes public notice funabin of the intrinsic
evidence and protectise public’s reliance odefinitivestatements made during prosecution.”)
(emphasis added3ge alsdseachange Int’l, Inc. v. C-COR, Ind13 F.3d 1361, 1368 (Fed. Cir.
2005) (“[D]ifferent words or phrases used in sgpaclaims are presumed to indicate that the
claims have different meanings and scopeitaion and internal quotation marks omitted).

Further, Defendants’ above-noted chégeazation of the Maloomian reference is
unpersuasive because the patentee did not distinguish Maloomian on the basis proposed by
Defendants. As quoted above, the patentdedigsshed Maloomian dacking disclosure of
storing a customer image. Indeed, the patente@ iteslics and quotations marks to highlight this
distinction as opposed to any distinction regarding a datab8seDKt. No. 78, Ex. M,
4/10/2003 Response to Office Action Mailed rebyy 27, 2003, at 2 (“Independent claim 1
includes the limitation of ‘a databasmupled to the controller, fatoring the customer image
and at least one apparel irgagprresponding to the potentpalrchase item”) (emphasis in
original);id. at 3 (“Maloomian teaches to store ofdyleast one apparel image’ but not ‘the
customer image’ in a database.”).)

Also consistent with such reading of the patentegisyuments is the patentee’s
amendment of Claim 14, adding the stépstoring the customer image” babt adding any
database limitation.See idat 1 & 6.) At the July 29, 2014earing, Defendants highlighted the

patentee’s statement as to Claim 14 thas discussed aboyklaloomian does not teach or even
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suggest this limitation [of ‘stang the customer image, whereéhe step of generating the
composite image further comprises retrieving the customer image in response to a request for the
composite image’].”ld. at 3 (emphasis added). Defendartgued that because the phrase “[a]s
discussed above” refers to the patentee’s statethat “Maloomian teaches to store only ‘at
least one apparel image’ but ndtétcustomer image’ in a dataleg’ the patentee thus relied on
a database limitation for Claim 14 as well as for Claimid.) (

In light of the Court’s finding, above,dhthe patentee distinguished Claim 1 over
Maloomian based on storing thestomer imageather than based on adgtabasdimitation,
neither the phrase “[a]s discussed above” ngthang else in the patgee’s discussion of
Claim 14 warrants importing a databdisatation into that claim.

Defendants’ proposed consttion is therefore herebyjeeted. Finally, although the
plain meaning of the disputed term may eadily apparent, Plaintiff's alternative proposed
construction properly clarifies th#te customer image is stored “in memory,” as opposed to, for
example, in a physical hard copy. Also, the parties’ proposals indicate agreement that “storing”
means “placing.” Including these clarificationsaimonstruction will assishe finder of fact.
See Power-One, Inc. v. Artesyn Techs., B@9 F.3d 1343, 1348 (Fed. Cir. 2010) (“The terms,
as construed by the court, must ensuretti@jury fully understads the court’s claim
construction rulings and what the patentegeced by the claims.”) (citation and internal
guotation marks omitted).

The Court accordingly hereby constriis®ring the customer image”to mean

“placing the customer image in memory.”
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C. “retrieving the customer image”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “retrieving a customer image which has been
recorded or placed in a database”
Alternatively:

“accessing the customer image from
memory”

(Dkt. No. 78 at 20; Dkt. No. 85 at 18.) The pestsubmit that this disputed term appears in
Claim 14 of the ‘843 Patent. (Dkt. No. 78 at 20.)

Shortly before the start of the July 2814 hearing, the Court provided the parties with
the following preliminary construction: “Plameaning (Expressly rejeEtefendants’ proposal
as above).”

The parties present substantialhe same arguments for thispluted term as for the term
“storing the customer image,” discussed aboBeeDkt. No. 78 at 20-22; Dkt. No. 85 at 18-19;
Dkt. No. 86 at 6-7. ) At the July 29, 2014 hegriDefendants submitted that while the meaning
of “retrieving” is not disputd, Defendants’ proposed constrocticlarifies that once a customer
image has been stored in a databéseetrieved from the same place.

For the same reasons discussed as toifigtthe customer image,” above, Defendants’
proposal of requiring a database is herebyesgly rejected. No fther construction is
necessarySee U.S. Surgical03 F.3d at 156&ee alsd2 Micro, 521 F.3d at 1362 (“[D]istrict
courts are not (and should not be) requirechbiastrue every limitation present in a patent’s
asserted claims.”Finjan, 626 F.3d at 1207.

The Court accordingly hereby constriesrieving the customer image” to have its

plain meaning.

-20 -



D. “body type”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “data stored with a customer’s image used tp
access the appropriate nefece image within a
Alternatively: group of reference images corresponding to|an
“data describing a customer’s body type” apparel item”

(Dkt. No. 60, Ex. A; Dkt. No. 85 at 19.) The pastsubmit that this disputed term appears in
Claim 16 of the ‘843 PatentSé€eDkt. No. 60, Ex. A.)

Plaintiff proposes this term need notdulressed because it appears in only Claim 16,
which Plaintiff is no longer asserting, Plaihhaving cancelled Claim 16 in the ongoiag parte
reexamination proceedingSé€eDkt. No. 78 at 5 n.25ee alsdkt. No. 86 at 1 n.1.)

Defendants responded in their briefing thajsserted claims cannot be unilaterally
changed based upon the yet to be completgohrtereexamination proceedings.” (Dkt. No. 85
at 9 (citing P.R. 3-6(b)).) biead, Defendants argued, “[in ordemake changes to any of the
asserted claims or accused instrumentalitiesif#ffha must seek the permission of the court to
amend its final Infringement Contentions served on July 25, 201&8)" (

At the July 29, 2014 hearing, Defendants agtbadif Plaintifffiled a written notice
withdrawing its assertion of Claim 16 agsi Defendants in the above-captioned cases,
Defendants would agree that the term “body typsgdnot be construedPlaintiff filed such a
notice on July 29, 2014, after the hearin§edDkt. No. 95.)

Thus, based on Plaintiff'sithdrawal of Claim 16, whicls the only claim in which

“body type” appears, the Coureed not construe “body type.”
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CONCLUSION

The Court adopts the gstructions set forth in this opon for the disputed terms of the
patents-in-suit.

The parties are ordered that they may nigtrrelirectly or indiectly, to each other’s
claim construction positions in the presence of the jury. Likewis@aftes are ordered to
refrain from mentioning any portion of this opni other than the actual definitions adopted by
the Court, in the presence of the jury. Any refee to claim construction proceedings is limited

to informing the jury of the dmitions adopted by the Court.

SIGNED this 1st day of August, 2014.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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APPENDIX A

Term

Parties’ Agreement

“controller”

(Claims 1, 4,5 & 6)

“one or more computers or servers capable
executing software ingictions stored in

memory (e.g., volatile or non-volatile digital
storage devices) viasuitable processor (e.g.
microprocessor, microcontroller, digital signa
processor or the like or combinations thereo

“apparel style image”

(Claims 1,5, 9, 14 & 15)

“an image of a style of clothing, accessories
any other items for which customer purchas
decisions are typically based, in part, upon |
the item appears when used by the customg

“a trigger device . . . thatetects the presence
of the customer and, in response, causes th
composite image to be displayed”

(Claim 6)

“a device that informghe controller of the
epresence of a customer automatically or bag

on customer input and, in response, causes

composite image to be displayed”

(Dkt. No. 60 at 2; Dkt. No. 78 at 10.)
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