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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

NICHIA CORPORATION

V- CaseNo. 2:13-CV-702-JRG

EVERLIGHT ELECTRONICS CO., LTD., ET
AL.

w W W W W W

CLAIM CONSTRUCTION
MEMORANDUM OPINION AND ORDER

On November 17, 2014, the Court held a heatingetermine the proper construction of
the disputed claim terms in United StaRetent Nos. 7,432,589 (4h589 Patent”); 7,462,870
(“‘the ‘870 Patent”); 7,521,863 (“the ‘863 teat”’); and 8,530,250 (“the ‘250 Patent”)
(collectively, the “Asserted Patents”). After considering the arguments made by the parties at
the hearing and in the partiadaim construction briefing (DkiNos. 52, 60, and 65), the Court

issues this Claim Constructidhemorandum Opinion and Order.
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l. BACKGROUND
A. The ‘589 Patent
The ‘589 Patent is titled Semiconductor Devit&as filed on April 17, 2007, and issued
on October 7, 2008. The ‘589 Patent generally relates to a semiconductor device capable of
preventing an adhesive for die bonding from flowing to a wire bonding &ea589 Patent at
Abstract’ The specification generally disclosssmiconductor devices having a semiconductor

element 28 that is electrically connected torst fiead electrode 18 ardsecond lead electrode

B 10
Fia. 2A ® = Fio. 28

/
Frer BB (28)

! The Abstract of the ‘589 Patent follows:
The present invention provides a semicondudevice capable of preventing an
adhesive for die bondingdm flowing to wire bonding area. The semiconductor
device of the present inkBon comprises a semiconductor element 28 having a
pair of electrodes, a housing 12 having the recess 14 for accommodating the
semiconductor element 28, a first leadotiode 18 and theesond lead electrode
20 which are exposed on the bottom of the recess 14, an adhesive layer 30 for die
bonding between the semiconductor element 28 and the first lead electrode 18,
and electrically conductivevires 32 for wire bonding between one electrode of
the pair of electrodes of the semicondu&i@ment and the first lead electrode 18
and between the other electrode and 94eeond lead electrode 20, wherein the
housing 12 has the wall 26 formed @égtend across the bottom surface of the
recess 14 so as to divide the surface of the first lead electrode 18 into a die
bonding area 22 and a wire bonding area 24, and the first lead electrode 18 has the
notch 36 which is formed by cutting off a portion of an edge of the first lead
electrode 18 and located at least just Wwetloe wall 26, while the wall 26 and the
bottom portion 40 of the housing 12 are caried to each other through the notch
36.
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20.See. e.9'589 Patent at Figures Z4and 28.

The specification states that the disctb&gnbodiments include housing 12, which has
recess 14. ‘589 Patent at 5:53-54.e Bpecification adds that tfiest lead electrode 18 and the
second lead electrode 20 are expozedhe bottom surface 16 of the recessld4at 5:54-56.

The specification further states that “[tlharseonductor element 28 is fixed on the substrate
side thereof onto the die bonding area 22 by me&ren adhesive layer 30 formed from an
adhesive for die bonding, and electrodes formedhe semiconductor side are connected to the
wire bonding areas 24, 24' by meansl#ctrically conductive wires 321d. at 5:65-63 The
specification further discloses thda] first wall 26 [is] formedon the surface of the first lead
electrode 18 so as to traverthe first lead electrode 18" arfd second wall 34 is formed to
protrude between the first lead electe 18 and the second lead electrode 2D &t 5:58—63.

The specification further states that thetfasd second walls 26, 34eafiormed integrally
with the housing 12d. at 5:63—65. The specifitan adds that “[t]he fst and second walls 26,

34 are formed with such a height as the adhesive components of the adhesive used to form the
adhesive layer 30 do not bleed from the l@ding area 22 into the wire bonding areas 24, 24'

and wire bonding with the electricalonductive wires 32 is not hamperettl’ at 6:4-8. The
specification adds that “a rectanguhotch 36 is formedn the edge of therfit lead electrode 18

at a position where the first wall 26 is to be formed,” and that “the first wall 26 and the bottom
portion 40 of the housing 12 are firmly connected to each other through the notchl.36.”

at 6:23-28.

2 Figure 2A is perspective sectional viewtlsé semiconductor device of a first embodiment.
% Figure 2B is a partially enlaed view of a part of Figure 2A.
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Plaintiff brings suit alleging infringement afaims 1 and 2 of th&89 Patent. Claim 1
of the ‘589 Patent is represetiva of the asserted claimsé recites the following elements
(disputed terms in italics):

1. A semiconductor device comprising:

a semiconductor element having a pair of electrodes;

a housing having a recess for accommodating the
semiconductor element;

a first lead electrodand a second leadeetrode exposed on the
bottom surface of said recess;

an adhesive layer for die bondi between the semiconductor
element and the first lead electrode; and

electrically conductive wiresgor wire bonding between one
electrode of the pair of electrodes of the semiconductor
element and the first lead electrode and between the other
electrode and the second lead electrode,

wherein the housing has at least omall formed to extend
across the bottom surface of the recessas to divide the
surface of the first lead electrode into a die bonding area
and a wire bonding area,;

the first lead electrode hasatch which is forred by cutting off
a portion of an edge dhe first lead electrodand located
at least just below the wall; and

the wall and the bottom portion of said housing are connected to
each other through the notch.

B. The ‘870 Patent
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The ‘870 Patent is titled Molded Pade and Semiconductor Device Using Molded

FIG. 2 200

101

106b

108

103y 106e

Package, it was filed on March 23, 2006, asled on December 9, 2008. The ‘870 Patent
generally relates to a semiconductor device theludes a molded package, a semiconductor
component, and an encapsulating memtmrering the semiconductor componergee‘870
Patent at Abstraét. The specification generally discloses light emitting devices that include a
molded member 100, which includes recessesal?D130 that have bottom surfaces and side

surfaces 106a and 106b. ‘870 Patent at 6:16-23 Figtiasd1?.

The specification states thtte devices include a “second metal member 102 and [a]

* The Abstract of the ‘870 Patent follows:
A molded package comprises at least a first metal member, a second metal
member, and a third metal member. Each member includes an end portion
inserted into a mold member whereezass is formed and another end portion
protruding from an outer wall of thewold member. A portion of each main
surface of the metal members is exposedfthe mold member in the bottom of
the recess. A portion of each main surface loaralso divided into at least two
bonding regions by a wall portion conginig part of the mold member. A
semiconductor device of the present ini@mtcomprises the molded package, a
semiconductor component, and an casulating member covering the
semiconductor component, and has a high reliability.

® Figure 1 is perspective view ofreolded package of a first embodiment.

® Figure 2 is a top view of a seznnductor device of a first embodiment.
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third metal member 103 [that] are used as thd eectrodes for supphyy electric power to the
light emitting element 108 and the protective edaml07 being housed in the recess formed in
the main surface of the molded package 10870' Patent at 6:50-54. The specification further
states that “a part of the mold member 10%niag the inner wall of the first recess 120 extends
toward the second recess 13Qlaswall portion 104, and a paot the wall portion 104 extends
approximately to the same plane with thear wall 106b. Thus, the exposed main surfaces of
the metal members are dividedd. at 6:62—-7:3. The specificatidarther states that “[t|he
divided main surfaces have a pluralitybainding regions of 102a, 102b, 103a, and 103b. That is,
a region where a conductive wire used for cotingdo a semiconductor component to be wire
bonded ..."Id. at 7:4-8.

Plaintiff brings suit alleging infringenm¢ of claims 1, 2, 3, 5, 7-11, 23, 28, 30, 35, and 36
of the ‘870 Patent. Claim 1 oféH870 Patent is representativetibé asserted @ms and recites
the following elements (disputed terms in italics):

1. A molded package for a lighmitting device comprising:

a molded member having a recéssned therein with a bottom
surface and a side surface;

a positive lead electrode paity disposed on the bottom
surface anchdjacent to the side surface in the recasd
extending outwardly from said molded member;

a negative lead electrode pally disposedon the bottom
surface anchdjacent to the side surface in the recasd
extending outwardly from said molded member;

wherein a portion of said positive lead electrode and a portion of
said negative lead electrode the recess are separated
from each other bya wall portion wherein saidwall
portion extends inwardly in a direction toward a center of
the recess

C. The ‘863 Patent

The ‘863 Patent is titled LighEmitting Device and Methotbr Producing the Same, it

was filed on December 22, 2006, and issued onl &i, 2009. The ‘863 Patent generally
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relates to a a light emitting device capabfeefficiently dissipating heat outwardSee‘'863
Patent at Abstract. The specification generally discloses light emitting devices that include “a
light emitting element 10, a metal member 30jremulating board 40, and a transparent member

50.” ‘863 Patent 4:4—-25; Figure84dnd 3.

FIG. 1 FIG. 3

The specification adds that “[t]he light emittiegement 10 is secured on the top surface of the
metal member 30 with a die-bonding membéd.” The specification states that “[tlhe metal
member 30 is inserted into the insulating ldod0 so that the light emitting element 10 is
disposed on the top surface sidé&d” The specification further statélBat “[t]he transparent

member 50 seals the light emitting element 10@dpass light from the light emitting element

" The Abstract of the ‘863 Patent follows:
A light emitting device capable of effamtly dissipating heat outward, and a
method producing it are provided. The ligimitting device includes an insulating
board, a metal member, a light emitting element, a conductive member and a
transparent member. The insulating bolad a through hole. The metal member
is inserted into the through hole. Thehliggmitting element is mounted on the top
surface of the metal member. The conductive member is formed on the insulating
board and is electrically connected to the light emitting element. The transparent
member covers the light emitting element and the top surface of the insulating
board. The conductive member is continuodshyned from the top surface to the
bottom surface of the insulating board eTibottom surface of the metal member is
substantially coplanar with the bottasanrface of the conductive member on the
bottom surface side of the insulating board.

® Figure 1 is perspective view of aliigemitting device of a first embodiment.

® Figure 3 is a cross-sectional view shogvthe light emitting device shown in Figure 1.
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10.” Id. The specification describes that “[tlhasulating board 40 has a substantially
rectangular shape, and is provided vétthrough hole anthrough grooves 421d. In addition,
the specification disclosthat “[t]he through grooved?2 are located on a ipaf side surfaces
opposed to each other,” and that “conductiventmers 60 [including terminals 61 and 62] are
formed in a pattern on ¢hsurface of the insulatirgpard 40, and are electrically connected to the
light emitting element 10.Id.

Plaintiff brings suit alleging infringementdf claims 1-5 and 8-10 of the ‘863 Patent.
Claim 1 of the ‘863 Patent is representative of the asserted claims and recites the following
elements (disputed terms in italics):

1. A light emitting device comprising:

an insulating board that has a through hole;

a metal member that is insed into thehrough hole;

a light emitting element that is mounted on tbp surface of
the metal member

a conductive member that is formed on the insulating board and
is electrically connected the light emitting element; and

a transparent member that covers the light emitting element and
the top surface of the insulating boamherein

the metal member has a substantially stepped rectangle in a
cross-sectional view, wherein

the through hole of the insulating board has an inner wall that
is formed in a substantially stepped rectangle
corresponding to the substantialstepped rectangle of the
metal membemwherein

the top surface of the insulating boand substantially flat,
wherein

the conductive member is continuously formed from the top
surface to the bottom surfaad# the insulating board,
wherein

the top surface of the substantia stepped retangle of the
metal membeprojects higher than thiep surface of the
insulating board

D. The ‘250 Patent

The ‘250 Patent is titled Light Emitting Ded, Resin Package, Resin-molded Body, and
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Methods for Manufacturing Light Emitting DevicResin Package and Resin-molded Body, it

Fig. 1 Fig. 2

27 i
20¢ Al / ETb/

26
b | e
22 ".':'.,‘: T
10 20b % e/

was filed on August 27, 2009, and issued opt&aber 10, 2013. The ‘250 Patent generally
relates to a simple and low-cost method rf@nufacturing multiple light emitting devices in a
short time. See'250 Patent at Abstrac?. The specification generally discloses a “resin package
20 [that] is formed with the resin part 25 whictainly contains a light reflecting material 26,
and the leads 22.” ‘250 Patea 6:7—31; Figures-iand 22

The specification states that “[tlhe re@ackage 20 has the outer bottom surface 20a in
which the leads 22 are arranged, outer sidéases 20b in which part of the leads 22 are

exposed, and the outer upper surface 20c iiclwln opening concave part 27 is formeld.”

9 The Abstract of the ‘250 Patent follows:
Provided is a simple and low-cost method for manufacturing, in a short time,
many light emitting devices wherein adhesiveness between a leadframe and a
thermosetting resin composition is higfhe method for manufacturing the light
emitting device having a resin package (2®erein the optical reflectivity at a
wavelength of 350-800 nm after thernairing is 70% or more and a resin
section (25) and a lead (22) are feanon substantially a same surface on an
outer surface (20b) has: a step of saptimg a leadframe (21) provided with a
notched section (21a) by an upper moldig (61) and a lower molding die (62);
a step of transfer-molding a thermosaitresin (23) containg a light-reflecting
substance (26), in a molding die (60) sandwiched by the upper molding die (61)
and the lower molding die (62) andrfieing a resin-molded body (24) on the
leadframe (21); and a step of cutting the resin-molded body (24) and the
leadframe (21) along the notched section (21a).

1 Figure 1 is a perspective view ofight emitting device of a first embodiment.

12 Figure 2 is a cross-sectional view slgvthe light emitting device shown in Figure 1.
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The specification adds that the concave parh@¥ an inner bottom surface 27a and inner side
surface 27b, and that “[tjhe leads 22 are expasdtie inner bottom surface 27a of the resin
package 20 and the light emitting element 10 is placed on the leadsl.2Zhe specification
further states that “[ijn the concave part 27%hed resin package 20, a sealing member 30 which
covers the light emitting element 10 is arrangédl.”

The specification also discloses that “[tlhe light emitting element 10 is electrically
connected with the leads 22 through wires 50,” tiad “[t]he leads 22 are not arranged on the
outer upper surface 20c of the resin packageld0.” The specification further states that notch
parts are provided in a lead frajmand “the lead frame 21 is cut along the notch parts 21a and,
therefore, the cut part of the lead frame 21 psud which is exposed from the resin package 20.”
Id.

Plaintiff brings suit alleging infringememntf claims 1-3, 5-7, 9, 15-19, 21, 27, 29, and 31
of the ‘250 Patent. Claim 1 oféH250 Patent is representativetibé asserted @ms and recites
the following elements (disputed terms in italics):

1. A method of manufacturing Bght emitting device, the
method comprising

providing alead framecomprising at least onetch

plating thelead frame

after plating thdead frame providing an upper mold on a first
surface of the platettad frameand a lower mold on a
second surface of the platddad frame and transfer-
molding a thermosettingesin containing dight reflecting
material in a space between the upper mold and the lower
mold to form aresin-molded bodyand

cutting the resin-molded bodnd the plated lead frame along
the at least one notcto form aresin package the resin
packagecomprising aesin partand at least onlead, and
the cutting step being perforaheuch that an outer surface
of theresin partand an outer surface of the at least one
lead are planar at an outer side surface of thesin
package
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wherein the platetead frameis cut so as to form an unplated
outer side surface on thead

Il. APPLICABLE LAW
A. Claim Construction

“It is a ‘bedrock principle’ of patent law thahe claims of a patd define the invention
to which the patentee is entitled the right to excludehillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotimgpova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc., 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To deteertiie meaning of the claims, courts start
by considering the intrinsic evidencgee id.at 1313. C.R. Bard, Inc. v. U.S. Surgical Coyp.
388 F.3d 858, 861 (Fed. Cir. 2008gell Atl. Network Servs., Inc. v. Covad Commc’ns Group,
Inc., 262 F.3d 1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims
themselves, the specificatioand the prosecution histor$ee Phillips 415 F.3d at 1314C.R.
Bard, Inc, 388 F.3d at 861. Courts give claim tertheir ordinary and accustomed meaning as
understood by one of ordinary skill in the art a thme of the inventiomn the context of the
entire patent.Phillips, 415 F.3d at 1312-13lloc, Inc. v. Int'l Trade Comm’n342 F.3d 1361,
1368 (Fed. Cir. 2003).

The claims themselves provide substdngaidance in determining the meaning of
particular claim termsPhillips, 415 F.3d at 1314. First, a terntentext in theasserted claim
can be very instructivedd. Other asserted or unasserted claims can also aid in determining the
claim’s meaning because claim terms are typically used consistently throughout the jgatent.
Differences among the claim terms can alssishsn understanding a term’s meaninig. For
example, when a dependent claim adds a limitatcen independent claim, it is presumed that

the independent claim does not include the limitatidnat 1314-15.
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“[C]laims ‘must be read in view of the specification, of which they are a pdd.”
(quotingMarkman v. Westview Instruments, |Ig2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always lgihly relevant to the claim cotmaction analysis. Usually, it is
dispositive; it is the single best gaeitio the meaning of a disputed ternid’ (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 1998)gleflex, Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Thisug tbecause a patentee may define his own
terms, give a claim term a different meaning tt@term would otherwise possess, or disclaim
or disavow the claim scopéhillips, 415 F.3d at 1316. In these situations, the inventor’'s
lexicography governdd. The specification may also resolve ambiguous claim terms “where the
ordinary and accustomed meaning of the wordsdus the claims lack sufficient clarity to
permit the scope of the claim to hecertained from the words alon@gleflex, Ing. 299 F.3d
at 1325. But, “[a]lthough the specification mayd the court in interpreting the meaning of
disputed claim language, particular embodimemtd examples appeag in the specification
will not generally be read into the claimsComark Commc’ns, Inc. v. Harris Corfdl56 F.3d
1182, 1187 (Fed. Cir. 1998) (quotigpnstant v. Advanced Micro-Devices, |48 F.2d 1560,
1571 (Fed. Cir. 1988)kee also Phillips415 F.3d at 1323. The prosecution history is another
tool to supply the proper context for claimnstruction because a pateapplicant may also
define a term in prosecuting the patdtdme Diagnostics, Inc., v. Lifescan, In881 F.3d 1352,
1356 (Fed. Cir. 2004) (“As in the case of the sipation, a patent apmant may define a term
in prosecuting a patent.”).

Although extrinsic evidence can heeful, it is “less significanthan the intrinsic record
in determining the legally opdige meaning of claim language.Phillips, 415 F.3d at 1317

(quotingC.R. Bard, InG.388 F.3d at 862). Technical dictioreiand treatises may help a court
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understand the underlying technology and the maimneshich one skilled in the art might use
claim terms, but technical dictionaries and tsetimay provide definitions that are too broad or
may not be indicative of how therm is used in the patert. at 1318. Similarly, expert
testimony may aid a court ionderstanding the underlyingdhnology and determining the
particular meaning of a term in the pertindield, but an expert'sonclusory, unsupported
assertions as to a term’s defiaiti are entirely unhefpl to a court.ld. Generally, extrinsic
evidence is “less reliable than the patent #mgbrosecution history idetermining how to read
claim terms.” Id.
B. Construction I ndefiniteness

Patent claims must particubapoint out and distinctly claim the subject matter regarded
as the invention. 35 U.S.C. § 112(b). Whethelaam meets this definiteness requirement is a
matter of law.Young v. Lumenis, Inc492 F.3d 1336, 1344 (Fed. Cir. 2007). A party
challenging the definiteness of a claim must show it is invalid by clear and convincing evidence.
Takeda Pharm. Co. v. Zydus Pharms. USA, Id43 F.3d 1359, 1368 (Fed. Cir.2014). The
ultimate issue is whether someone working inr#levant technical field could understand the
bounds of a claimHaemonetics Corp. v. Baxter Healthcare Cor@07 F.3d 776, 783 (Fed.
Cir. 2010). Specifically, “[a] patent is invalid for inkl@teness if its claims, read in light of the
specification delineating the patent, and the pras&c history, fail to inform, with reasonable
certainty, those skilled in the asbout the scope of the inventioriNautilus Inc. v. Biosig

Instruments, In¢572 U.S. _ ,  (2014) (slip. op., at 1).

C. Means-plus-function Limitations

The asserted patents also contain mgduns-function limitations that require

construction. Where a claim limitation is exmed in “means plus function” language and does
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not recite definite structure support of its function, the limit@n is subject to 35 U.S.C. § 112,
1 6.Braun Med., Inc. v. Abbott Labsl24 F.3d 1419, 1424 (Fed. CiQ97). In relevant part,
35U.S.C. §112, 1 6 mandates that “such antllimitation ‘be construed to cover the
corresponding structure . . .seibed in the specificaticend equivalents thereof.It. (citing 35
U.S.C. §112, 1 6). Accordingly, when faceilhwmeans-plus-function limitations, courts “must
turn to the written descriptioaf the patent to find the struse that corresponds to the means
recited in the [limitations].1d.

Construing a means-plus-function limitation involves multiple steps. “The first step in
construing [a means-plus-function] limitationasdetermination of the function of the means-
plus-function limitation.”"Medtronic, Inc. v. Advanced Cardiovascular Sys.,,1248 F.3d 1303,
1311 (Fed. Cir. 2001). Once a court has deternmtimedimitation’s function, ‘he next step is to
determine the corresponding stuwet disclosed in the specifitan and equivalents thereofd.

A “structure disclosed in the specification isfeesponding’ structure onifthe specification or
prosecution history clearlynks or associates that structurethe function recited in the claim.”
Id. Moreover, the focus of the “correspondistyucture” inquiry isnot merely whether a
structure is capable of perfoing the recited furton, but rather whéer the corresponding

structure is “clearly linked or assiated with the [recited] functionld.

Il. CONSTRUCTION OF AGREED TERMS

The parties have agreed to thestouction of the following terms:

Claim Term/Phrase Agreed Construction

“the half-value angle of light that “the angle between the directions in which the
outgoes from the light emitting elemeniuminous intensity value of light is half of the
through the transparent member is | maximum intensity value of light that outgoes
greater than 90 degrees” from the light emitting element through the
transparent member is greater than 90 degrees

(‘863 Patent, Claim 4)
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(Dkt. No. 66-2 at 6.)

V. CONSTRUCTION OF DISPUTED TERMS

E. The ‘589 Patent

The parties’ dispute focuses on the meanmdyscope of two phrases in the ‘589 Patent.

1. “wall formed to extend across tle bottom surface of the recess”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

“wall formed to “a protruding structure that “a structure that protrudes from the
extend across the | extends from one side of the | bottom surface of the recess and that
bottom surface of | bottom surface of the recess to extends from one point on the

the recess” the other side” perimeter of the recess to another pojnt
on the perimeter of the recess”

a) The Parties’ Positions

The parties agree that the recited “wall” dsprotruding structurer a structure that
protrudes. The parties dispute where the recitedl” extends to and from. Plaintiff contends
that the recited wall “extends froome side of the bottom surfacetbé recess to the other side.”
Defendants contend that the tedi wall “extends from one poion the perimeteof the recess
to another point on the perimeter of the rece&efendants also contendatithe wall protrudes
“from the bottom surface of the recess.”

Turning to the parties arguments, Plaintiffjaes that the specification describes the wall
as having a height.é., protruding) and as being connectadboth ends to the side wall of the
housing {.e., extending from one side of the bottom aud of the recess to the other side). (Dkt.
No. 52 at 7) (citing ‘589 Pat¢ at 6:4-5; 5:56—60; 11:47-49; FigA-2C, 8A-8C, and 9A-9B).
Plaintiff also argues that itsonstruction is consistent witifthe Oxford American College
Dictionary, which defines “across” asrfim one side to the other (fomething).” (Dkt. No. 52
at 8) (quoting Dkt. No. 52-8). Regarding Dedants’ construction, Rintiff argues that it

obfuscates the meaning because the specificalb@s not mention the term “perimeter,” let
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alone the phrase “point on the perimeter ofrdmess.” (Dkt. No. 52 at 8.) Thus, according to
Plaintiff, the specification provides no guidancevdmat constitutes the “perimeter of the recess”
or a “point” on that perinter. (Dkt. No. 52 at 8.)

Defendants respond that Plaintiff's comstion excludes one of the preferred
embodiments. (Dkt. No. 60 at 7.) Specifically, Defendants argue that Figures 9A and 9B
illustrate a circular “recess 14” that by definitidoes not have “one side” and “the other side.”
(Dkt. No. 60 at 8.) Instead, Defendants argue tlatcée is defined by a ses of points that are
equidistant from the center of the circle. (Dkb.N0O at 8) (citing Dkt. No. 60-2 at 4 (Merriam-
Webster’'s Collegiate Dictionary); Dkt. No. 60a8 4 (American Heritage Dictionary)). Thus,
Defendants contend that Plaffis “one side” and “otherside” construction specifically
excludes the embodiment shown by Figures 9A @Bdvhere the “recess 14” is circular. (Dkt.
No. 60 at 8.) Defendants also argue thairtibonstruction accounts for all the embodiments
disclosed in the ‘589 Patent by making clélaat the wall “extends from one point on the
perimeter of the recess to ahet point on the perimeter ofehecess.” (Dkt. No. 60 at 9.)

Plaintiff replies its construction does not ax¢ the circular recess because circles have
“sides.” (Dkt. No. 65 at 7) (citing Dkt. 65-2 &t(Microsoft Encarta College Dictionary (2001));
Dkt. 65-3 at 5 (American Heritage Dictionaoy Science (1986))). PHiiff also argues that
Defendants’ requirement that the wall protrudieom the bottom surface of the recess” is
unnecessary because the claims require onlythikawvall be part of the housing, not the bottom
of the recess. (Dkt. No. 65 at 7.) Finally, Rtdf argues that Defendants seek to read in a
limitation—"point on the perimeter"—without ciian to any evidence(Dkt. No. 65 at 8.)
Plaintiff contends that the claims specify tia¢ wall divides the first lead electrode, not the

recess, and the specification does not mentioretime “perimeter,” let alone the phrase “point
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on the perimeter of thegess.” (Dkt. No. 65 at 8.)

For the following reasons, the Court finds that the phrasdl formed to extend across
the bottom surface of the recessshould be construed to meam protruding structure that
extends across the bottom surface of the recess.”

b) Analysis

The phrase “wall formed to extend across blottom surface of the recess” appears in
claims 1, 2, 5, and 6 of the ‘589tBat. The Court finds that the phrase is used consistently in
the claims and is intended to have the samaning in each claim. The claim language further
indicates that the recited “wall” is a protrudisgjucture that creates dwareas. For example,
claim 1 recites “wherein the housing has at lemst wall ... so as to divide the surface of the
first lead electrode into a die bonding area andire bonding area.” The specification states
that the purpose for creating two areas is avent the adhesive ustmlbond the semiconductor
element from bleeding into the wire bonding arezee, e.¢9.'589 Patent 6:4-8 (“The first and
second walls 26, 34 are formed with such a hedghthe adhesive cquonents of the adhesive
used to form the adhesive layer 30 do not bleed from the die bonding area 22 into the wire
bonding areas 24, 24' and wire bonding with #lectrically conductive wires 32 is not
hampered.”). Thus, the Courtrags with the parties that tlmecited “wall” is a protruding
structure.

Regarding the issue of where the claimed “wall” extends to and from, the Court turns to
the specification. For the dmdiments illustrated in Figures and 2A-2C, the specification
states that “the first wall 26 extends acrossfitst lead electrode 18.” ‘589 Patent at 6:20-21.
Similarly, for the embodiments illustrated in Figures 7A-7C, the specification states that “first

wall 26 extends across the surface of the firstl lelectrode 18.” ‘589 Patent at 10:31-33. For
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the embodiments illustrated in Figures 8A-8Cg #pecification states that “the first wall 26
extends across the surfaafethe first lead elecbde 18” ‘589 Patent at 11:47-48. Finally, for the
embodiments illustrated in Figures 9A-9C, the djpeation states that He first wall 26 extends
across the surface of the first lead electrode 18.” ‘589 Patent at 13:21-22. Thus, consistent with
the claim language, the specification illustratad describes that the wall extends across the
bottom surface of the recess. Moreover, this construction is independent of the shape of the
recess and does not exclude any embodiments.

Defendants contend that the wall “extends frome point on the perimeter of the recess
to another point on the perimeter of the sscé Although the preferred embodiments generally
illustrate the wall connected to the side walltled housing, this is neither recited in the claim
nor is it necessarily required prevent adhesive from bleeding from the die bonding area.
Instead, the wall must have heightbe a protruding structurdndeed, the patentee described
connecting the wall to the sidealls of the housing ithe specification, butid not include this
language in the claim&ee, e.g.589 Patent at 6:21-22 (stating thhe first wall is “connected
on both ends thereof to the side wall 38 @& flousing 12.”); 10:31-34 (stating that the first wall
“is bonded on both ends thereof with the sidd @& of the housing 12)} 11:47-50 (stating that
the first wall “is bonded with the side waB of the housing 12 on both ends.”); 13:22-23
(stating that the first wk‘extends to the side wall 38 of the housing 12.”)

Moreover, the Court does not adopt Defenglaobnstruction because the specification
does not use the word “perimeter” not does itesthat the wall “extends from one point on the
perimeter of the recess to another point on thiameger of the recess.” Thus, the Court agrees
with Plaintiff that this languages unnecessary and could benfusing to a jury. Finally, the

claim language itself only requires the wall @rtend across the bottom surface of the recess,”

Page20 of 74



and the Court’s construction mirrors this unaguoious language. In addition, requiring the wall
to be a protruding structure e®nsistent with ensuring théthe adhesive components do not

overflow nor leak to the wirddonding area even when an asilie consisting of adhesive

components having low surface tension is used in the adhesive layer for die bonding.” ‘589

Patent at 4:26-30. The Courtsh@onsidered the extsic evidence submitteoly the parties and

did not find it helpful in lightof the intrinsic evidence.

c) Court’'s Construction
In light of the intrinsic evidengeéhe Court construes the phrasell formed to extend
across the bottom surface of the recesstb mean“a protruding structure that extends

across the bottom surface of the recess”

2. “notch which is formed by cutting off a portion of an edge of the first
lead electrode”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

notch which is formed | “a cut-out portion in an edge of | “an indentation formed by a
by cutting off a portion | the first lead electrode which is | slicing operation subsequent to
of an edge of the first | formed by cutting” the formation of the lead
lead electrode” electrode”

a) The Parties’ Positions

The parties dispute two issu€&) when the “cutting” step ahe lead electrode to form

the notch occurs; and (2) what constitutes “cuttinglaintiff contends that the term “cutting” is

well understood within the art and that the claims expressly recite that the notch is “formed by

cutting off a portion.” (Dkt. No. 52t 9.) Plaintiff also arguebat its construction is supported
by the specification. (Dkt. No. 52 at 9) tiog ‘589 Patent at 3:14-16; 3:39-42; 7:18-32).
Plaintiff further argues that “theerm ‘cutting,’ in the field oLED manufacturing, includes both
mechanical processes (e.g., stamping, punchimggfooving a portion of the lead electrode and

chemical processes (e.g., etching) for removirggpbrtion of the lead ettrode.” (Dkt. No. 52
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at 9) (quoting Dkt. No. 52-6 & 17-20 (Declaration of Prafsor E. Fred Schubert (“Schubert
Decl.”))).

Regarding Defendants’ consttion, Plaintiff argues that the claims and specification
consistently use the term “cutting,” and th&eno support for Defendasitproposed‘slicing
operation.” (Dkt. No. 52 at 9.) &nhtiff further argues that its not clear what a “slicing
operation” would entail. (Dkt. Bl 52 at 9-10.) Plaintiff als@wontends that there is no
requirement in the claims or the specification #ospecific order of operations. (Dkt. No. 52
at 10.) Thus, according to Plaintiff, Defendardshstruction improperly adds limitations to the
claim because it requires the “slicing operatitm’happen “subsequent to the formation of the
lead electrode.” (Dkt. No. 52 at 10.)

Defendants respond that it is common sensethieaiead electrode must first exist before
the notch can be “formed by cutting off a portiaf’it. (Dkt. No. 60 at9.) Defendants argue
that the specification states thatmetal sheet is “punched” toeate a “lead frame,” which in
turn contains a pair of “lead electrodes.” (DKlp. 60 at 10) (citing589 Patent at 7:51-54).
Defendants continue that it is subsequent tig #iep that the specification describes the
formation of the notch. (Dkt. No. 60 at 10) {leg ‘589 Patent at 7:18-20). Thus, according to
Defendants, the specification states that tiotch is formed by “cutting” (as opposed to
punching) a rectangular g@an from the edge of the firstad electrode. (DkiNo. 60 at 10.)

Defendants also argue that independeaintl2 recites a “through hole,” but does not
require it to be cut or otherwise formed ire tlead electrode. (Dkt. No. 60 at 10.) Defendants
contend that this would encompass a scenahiere the through hole is formed simultaneously
with the lead electrode. (Dkt. No. 60 at 10itiGg ‘589 Patent at 3:39—-42). Defendants also

argue that the extrinsic evidence cited by miHi cannot overcome the statements in the
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intrinsic record, and therefore shouldrgano weight. (Dkt. No. 60 at 10-11.)

Defendants next argue that the specificatenotes a clear distition between “cutting
off a portion of an edge of the lead electrottefnake the notch, and “punch[ing] through ... the
metal sheet thereby to makeead frame.” (Dkt. No. 60 at 1{gjuoting ‘589 Patent at 3:15-16;
7:51-52). Thus, according to Defendants, tloainstruction for cuttingas “slicing” most
naturally aligns with the specification’'s degtion of the invention. (Dkt. No. 60 at 11.)
Defendants contend that Plaffi§ construction eliminates thdifference between “cutting” and
“punching,” as set forth in the specificaticemd is based on unsupported extrinsic evidence.
(Dkt. No. 60 at 11.)

Plaintiff replies that Defendasitrequirement that the notemd lead electrode be formed
sequentially, and not simultaneously, impesibly imports a process limitation into a pure
product claim. (Dkt. No. 65 at 8.Plaintiff argues that this disragls the principle that actions
may be performed simultaneously absent expsesgiential limitations(Dkt. No. 65 at 8.)
Plaintiff also contends thdDefendants’ assertion regardirige “clear distinction” between
“cutting” versus “punching” ignores the mwnon understanding that “cutting” includes
“punching,” as reflected in the prior art. (DRtlo. 65 at 8) (citing to Dkt. 65-4 at 12:20-21,
16:8-9 (U.S. Patent No. 5,900,582)).

For the following reasons, the Court finds that the phraséch which is formed by
cutting off a portion of an edgeof the first lead electrode” should be construed to meaa “
cut-out portion in an edge of the first led electrode which is formed by cutting”

b) Analysis
The phrase “notch which is formed by cutting afportion of an edge of the first lead

electrode” appears in 1 and 6 of the ‘589 Patefte Court finds that the phrase is used

Page23 of 74



consistently in the claims and is intended toenthe same meaning in each claim. The Court
further finds that a person of ondiry skill in the art would unddaend that the recited “notch” is
a “cut-out portion.” Specifically, the specification states “the cut-out portion may have a form of
notch formed by cutting off a portion of the edgetd first lead electrode.” ‘589 Patent at 3:39—
42; see alsd3:14-18 (“the first lead electrode haswd-out portion which is formed by cutting
off a portion of an edge of the lead electroderhe specification further ates that the notch is
not limited to a rectangular shape and may deea tapered shaped. ‘589 Patent at 7:18-28. In
contrast to the intrinsic evidence, Defendamisk the Court to construe “notch” as “an
indention.” The word “indentin” does not appear in the spmation and would potentially
require its own construction. Thus, the Court fittdg consistent with thspecification, “notch”
should be construed toean a “cut-out portion.”

In addition, the Court rejects Defendants’ argminthat “cutting” must be construed as
“a slicing operation.” Once again, the wortidicing operation” do not appear in the
specification and it is not clear whwould be consided a slicing operationDefendants’ sole
support for “slicing operation” is that the specifiion refers to “punching” the metal sheet to
make a lead frame and “cutting” off a portion of edge of the lead electrode. (Dkt. No. 60 at
11.) Thus, according to Defendants, “cuttingdnnot be “punching.” The Court is not
persuaded that a person of ordinary skill inahtewould understand that this language prevents
“cutting” from including “punching.” In fact, the Court finds #t the term “cutting” is not
confusing or ambiguous.

Moreover, the extrinsic evidence submitted by mRitiiindicates that “cutting” is broader
than “punching,” and can includather “punching” or “etching.” For example, the prior art

submitted by Plaintiff states that “punching”“etching” are forms of “cutting.” (Dkt. No. 65-4
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(U.S. Patent No. 5,900,582 at 12:20-21 (“means tilhgusuch as punching or etching”); 16:8-9
(“cut by punching or etching so as to producéeadframe”)).) Likewise, Plaintiff cites to
Professor Schubert’s declaration, which stateg tthe term ‘cutting,’ in the field of LED
manufacturing, includes bothethanical processes (e.g., stamgy, punching) for removing a
portion of the lead electrode and chemicalcesses (e.g., etching) for removing the portion of
the lead electrode.” (Dkt. No. 32-at 1 17-20) (Schubert Decl.)The Court finds that this
extrinsic evidence is consistent with the intrtnevidence. Accordingly, the Court finds that a
person of ordinary skill in the art would umd@&and “cutting” includes various processes for
removing a portion of the lead electrode, amdnot limited to a “slicing operation,” as
Defendants propose.

Finally, the Court rejects Defenala’ contention that the leadectrode must exist before
the notch can be cut into it. The claims gopaaatus claims and there is nothing that prevents
the action of cutting the notch at the same tilme metal sheet is punched to make the lead
frame. Indeed, the Court has found that “cgttimay include punchingr etching operations.
The specification describes a preferred embodirtieitDefendants contend requires cutting the
notch subsequent to the fortima of the lead electrode. Em assuming that Defendants are
correct that a person ofdinary skill of the artvould interpret the specification as they contend,
the Court is not persuaded that the claims shbaltimited to this embodiment. Furthermore,
Defendants argue that Claim i@dicates that the recited “through hole” embodiment could
encompass a scenario where the hole is forsmadiltaneously with the lead electrode. (Dkt.
No. 60 at 10.) The Court agrees and finds that Defendants’ argument indicates that a person of
ordinary skill in the art would understand tmatiltiple features can be formed simultaneously

with the lead electrode, including cutting a rtotcAccordingly, the Court rejects Defendants’
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construction that would exclude cutting th&tch and lead electde simultaneously.

c) Court’'s Construction
In light of the intrinsic and extrinsic evidence, the Court construes the phrath “
which is formed by cutting off a portion of an edge of the first lead electrodeto mean &
cut-out portion in an edge of the first led electrode which is formed by cutting’
F. The ‘870 Patent

The parties’ dispute focuses on the meanimgj scope of four terms/phrases in the ‘870

Patent.
1. “adjacent to the side surface in the recess”
Disputed Term Plaintiff’s Proposal Defendants’ Proposal
“adjacent to the side | “next to or lying near the side | “sharing an endpoint or border with
surface in the recess”| surface of the recess” the side surface in the recess”

a) The Parties’ Positions

The parties dispute what iteans to be “adjacent” to thside surface in the recess.”
Plaintiff contends that “adjacent” means “ndwt or lying near.” Defendants contend that
“adjacent” means “sharing an erpt or border with.” Turimg to the parties’ arguments,
Plaintiff contends that the claim language itseBaties a position relative to the side surface of
the recess, without recitingny additional element®.g, an endpoint or &order) and without
requiring a relationship betwedhese additional elements.g, sharing). (Dkt. No. 52 at 10.)
Plaintiff also argues that its construction isisigtent with the extrinsic evidence submitted by
both parties. (Dkt. No. 52 at 10-11.)

Regarding Defendants’ construction, Ptdfnargues that it improperly imports a
limitation requiring adjacent components to “shareendpoint or bordér(Dkt. No. 52 at 11.)

Plaintiff argues that the claint® not recite an endpoint or border any of the components and
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do not describe a relationshipegtween these hypothetical cooments. (Dkt. No. 52 at 11.)
Plaintiff also argues that Defendants’ use tbé term “sharing” implies that “adjacent”
components are in direct conta@@kt. No. 52 at 11.) Plaintiff gues that this is inconsistent
with how the term is used the specification. (Dkt. No. 52 &fl) (citing ‘870 Patent at 7:29-31;
Figure 2).

Defendants respond that the olalanguage requires that tpesitive and negative lead
electrodes are partially disposed the bottom surface of thecess of the molded member and
must “extend[] outwardly” therefrom. (Dkt. No. 60H2.) Defendants argukat because of this
configuration, the electrodes mustaessarily “share an endpointbmrder” with the side surface
of the recess as the electrodes extend from the bottom surfaceetehe “outwardly from said
molded member.” (Dkt. No. 60 at 12.) Defendaaitso argue that Figure 5 illustrates that the
positive (102, 102c) and negative (103, 103c) leladtrodes share an endpoint or border with
the side surface of the recess (120). (Dkt. 8bat 12-13.) Finally, Odendants argue that the
extrinsic evidence confirms itonstruction. (Dkt. No. 60 at 13.)

Regarding Plaintiff's constrtion, Defendants argue the phrases “next to” and “lying
near” are completely subjectivéDkt. No. 60 at 13.) Defendts contend that Plaintiff's
construction invites a situation where one expeiints$ that the lead elgodes are “next to” or
“lying near” the side surface of the recess) éme opposing expert claims the opposite. (Dkt.
No. 60 at 13.) Defendants claim that the amlbygof Plaintiff's proposed construction is made
worse by the scale of the semiconductor disclasahe specificatiomnd the accused products.
(Dkt. No. 60 at 13.)

Plaintiff responds that Defendants’ ownctibnary definitions support Plaintiff's

construction because they define the term “adjidenmean “lying near” or “next to.” (Dkt.
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No. 65 at 8.) Plaintiff further argues that Dadents’ proposal to limit the claim to a single
embodiment (depicted in the patent’s figunejontrary to law. (Dkt. No. 65 at 9.)

For the following reasons, the Court finds that the phrad@tent to the side surface
in the recess”should be construed to medying near or adjoined to the side surface in the
recess’

b) Analysis

The phrase “adjacent to the side surfacthenrecess” appears in 1, 7, 35, and 36 of the
‘870 Patent. The Court finds thifie phrase is used consistently in the claims and is intended to
have the same meaning in each claim. €lems recite that # “molded member” has a
“recess” with a “bottom surface and a side surfacéhe claims further recite that a positive
lead electrode and a negativead electrode are “gally disposed on the bottom surface and
adjacent to the side surface iretrecess.” The Court agrees thtas could potentially include
an embodiment where the electrode and thesidace in the recess share a border. However,
the Court does not agree that this language necessarily requires these elements to share a border
as Defendants contend.

Instead, the Court finds that the intrinsic ende indicates that the patentee intended the
term “adjacent” to also mean “lying near.” &gjfically, the specificatio refers to a “bonding
region 103b which isdjacentto the bonding region 103a.870 Patent at 7:29-31(emphasis

added).
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As illustrated in Figure 2 (emphasis added), bogdiegion 103a is not in direct contact with
bonding region 103b. Thus, Defendants’ d¢ongion would unnecessarily narrow the
patentee’s intended meaning for the term “adjatebDefendants argue that this example is not
“with regard to the lead electred and the side surface of the recess.” (Dkt. No. 60 at 14 n.6.)
Defendants’ argument is not accurate because the bonding regions 103a and 103b are part of the
lead electrode 103. Furthermore, Defendant® et provided any evihce that the patentee
used the term “adjacent” in a manmieat contradicts this example.

Finally, the patentee’s use of the termassistent with the extrinsic evidence submitted
by the parties. Specifically, “adjacent” is defiresl“close to; lying near.” (Dkt. Nos. 52-7 at 4
and 60-5 at 4 (The American Heritage DictiongryThe Court does agree with Defendants that
certain embodiments illustrate that the @ledes and the side dace in the recess are
“adjoined.” However, the Court is not perded the claims should be limited to only these
embodiments. Thus, the Court finds “adjacent” shbeldonstrued as “next to or adjoined to.”

c) Court’s Construction
In light of the intrinsicand extrinsic evidence, tl&ourt construg the phraseddjacent

to the side surface in the recessto mean‘lying near or adjoined to the side surface in the
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recess”

2. “wall portion”

Disputed Term Plaintiff’'s Proposal Defendants’ Proposal

‘wall portion” | “a portion of the molded “a distinct structure formed as part of the
package/molded member/device’molded package/molded
member/device”

a) The Parties’ Positions

The parties dispute whether the “wall portias”a “distinct structure,” as Defendants
contend. Plaintiff notes thahdependent claims 1 and 7 recite a “wall portion,” and that
dependent claims 3, 5, 11, and 23 tee¢hat “said wall portion isntegral with said molded
member.” (Dkt. No. 52 at 12) Thus, according taifRiff, the claim language is consistent with
the interpretation that a wall “portion” refete a portion of the molded member, molded
package, or light emitting device. (Dkt. No. %2 12.) Plaintiff furher argues that the
specification discloses that “a partt the mold member 105 fornmg the inner wall of the first
recess 120 extends toward the second recesasl8@ wall portion 104, and a part of the wall
portion 104 extends approximately to the sanaa@lwith the inner wall 106b.” (Dkt. No. 52 at
12) (quoting ‘870 Patent at 6:65—7.:2laintiff contends that thescitation of “part of the wall
portion 104" indicates that the “@@n” in the term refers to a portion of the molded member,
rather than to a portion of a wall. (Dkt. No. &2 12.) Plaintiff fulher argues that Figure 5
further shows that the wall portion 104 is atfor of the molded package 100/molded member
105/light emitting device(Dkt. No. 52 at 12.)

Regarding Defendants’ consttion, Plaintiff argues that it is not clear what it means to
state that “a distinct structure” is also “forthas part” of a component. (Dkt. No. 52 at 13.)
Plaintiff also contends that limiting the constroctiof the wall portion to a “distinct structure” is
inconsistent with the specifitan. (Dkt. No. 52 at 13) (citing870 Patent at 2:38-39). Thus,
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according to Plaintiff, Defendants seek to reatirmtations that will also make the claims less
understandable.

Defendants respond that Plaffi construction eliminates the term “wall” from the
disputed phrase altogether, thereby permittirgniiiff to point to any portion of the “molded
package/molded member/device,” and call it a “Wé&Dkt. No. 60 at 14.) Defendants further
contend that dependent clai@s 5, 11, 23 each add the “intalj limitation to the “wall
portion” phrase in independent claims 1 and(Dkt. No. 60 at 15.) Thus, according to
Defendants, the independent claims that ineltiee “wall portion” phase presumptively do not
require the wall portion to be integral witfie molded member. (Dkt. No. 60 at 15.)

Defendants further argue that their congiorc requires the “wall portion” must be
something other than the package/memberégevotherwise there would be no need for the
“wall portion” limitation in the claim. (Dkt. No. 60 at 15.) Bendants also argue that the fact
that the “wall portion” must beomething other than the package/member/device is shown with
reference to the independent claims of the '®@@ent. (Dkt. No. 60 at 15-16.) According to
Defendants, the independent claimake clear that the “wall pootn” is a “distnct structure”
from the “molded package/molded mker/device.” (Dkt. No. 60 at 15-16.)

Plaintiff replies that the stounding claim language makes clear that the recited “wall
portion” is the particular portion that includes the structure by which the positive and negative
lead electrodes are “separated from each otfiekt. No. 65 at 9.) Platiff further argues that
there is not any legal or factual basis foefendants’ construction requiring a “distinct
structure.” (Dkt. No. 65 at 9.Finally, Plaintiff contends thdbefendants’ appliation of claim
differentiation is backwards. (Dkt. No. 65 at PJaintiff argues that iflependent claims recite

an “integral” wall portion, thandependent claims encompasshbattegral and non-integral
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(distinct) wall portions. (Dkt. No. 65 at 9.)

For the following reasons, the Court finds that the phragal “portion” should be
construed to meafportion of the molded package/motled member/device that covers at
least a portion of a surface of the lead electrodes”

b) Analysis

The term “wall portion” appears in 1, 2,3,7, 10, 11, 14-18, 23, 26, 35, and 36 of the
‘870 Patent. The Court finds that the phrase is gsedistently in the claims and is intended to
have the same meaning in each claim. Independent claims 1 recites “wherein a portion of said

positive lead electrode and a portion of said tiegdead electrode in the recess are separated

from each other by a wall portion.” This is 8lwated in Figure 5 (below) as wall portion 104.

10z¢ 105 / 300

FIG. b

Regarding wall portion 104, the espification states that “[t]hevall portion 104 of the present
embodiment is formed around the bonding areas 408c103c except for a necessary area for
bonding the conductive wireand covers the main surfaces of the second metal member 102 and
the third metal member 103.” ‘870 Pateat 8:51-60. Thus, in this embodiment, the
specification teaches that the wall portion covers at least a portion of a surface of the lead
electrodes.

Likewise, in describing the vlaportion 104 illustréed in Figures 1-3 the specification
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states that “[tlhe wall podin 104 of the present embodiment covers the main surfaces of the
second metal member 102 and the third metahbes 103, except an areacessary for bonding

the conductive wires 109 and the protectelement 107.” ‘870 Patent at 7:46-49. Thus,
consistent with the claim language, the Court fitlist a person of ondary skill in the art
would understand that the recitédall portion” is portion of the molded package/molded
member/device that covers at least a portiom curface of the lead electrodes. Indeed, the
specification states “the shape of the wall porti04 is not specifically limited, and any shapes
may be used, provided that the wall portiopases at least two bonding regions on the main
surface.” ‘870 Patent at 9:20-23.

Turning to the parties’ construction, the@t agrees with Defendts that Plaintiff's
construction would eliminate “wall” from the ¢isted phrase. IndeeB)aintiff’'s construction
removes any reference to the recited “walHowever, the Court diggees that a person of
ordinary skill would interpret the “wall portidnto be “a distinct structure,” as Defendants
contend. The specification states that the stheafjthe wall portion can be enhanced by being
formed continuously with the molded member. ‘870 Patent at 2:38—40. The Court also disagrees
with Defendants’ argument that the “waflortion” must be something other than the
package/member/device, otherwise there wagcho need for the “wiaportion” limitation in
the claim. As indicated above, the recitedalwportion” describes apecific portion of the
package/member/device.

c) Court’s Construction

In light of the intrirsic evidence, the Court construes the phrassl ‘portion” to mean

“portion of the molded package/molded member/deice that covers atleast a portion of a

surface of the lead electrodes”
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3. “extends inwardly in a direction toward a [the] center of the recess”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

“extends inwardly in @ “extends from the periphery of| “has a longitudinal axis directed
direction toward a the recess in a direction towardtoward a point that is equally
[the] center of the a center of the recess” distant from the sides or outer
recess” boundaries of the recess”

a) The Parties’ Positions

The parties dispute how the wall portion temxds inwardly” and how many “centers” the
recess can have. Plaintiff argues that itestmction is supported by the specification’s
statement that “a part of the mold member 1@%ning the inner wall of the first recess 120
extends toward the second recess 130 as thepasdibn 104.” (Dkt. No. 52 at 14) (‘870 Patent
at 6:62—7:3; Figures 5 and 6.) Pid@if also argues that Figureilfustrates that the wall portion
104 extends from multiple directions towards the middle or center of a recess 120 from a
periphery of the recess 120. (Dkt. No. 52 at 14 airff further argues tt its construction is
also supported by the extringeidence. (Dkt. No. 52 at 14.)

Regarding Defendants’ consttion, Plaintiff argues that Dendants’ “longitudinal axis”
requirement is unsupported by the claim languagéehe specification. (Dkt. No. 52 at 14.)
Plaintiff further argues that Dendants’ construction is also inconsistent with the specification
because it states that “[tlhe shape of the altion 104 is not specifically limited, and any
shapes may be used.” (Dkt. No. 52 at 14) (‘870mRate9:17-37). Plairffifurther argues that it
is unclear if the wall portion 104 that formsiag around light emitting element 108 in Figure 5,
has a longitudinal axis. (Dkt. No. 32 14.) Plaintiff also contels that Defendants’ requirement
that the center be “a point that is equally distant from every point on the perimeter of the recess”
improperly limits the shape of the recess to a circle. (Dkt. No. 52 at 14.)

Defendants respond that their constructioofes from the express wording of the

claims, which requires some axis of the wakkxtend towards the center of the recess. (Dkt. No.
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60 at 17.) Defendants contend thatause the claim requires teigension towards the center
of the recess, the axis of thellthat must so extend is the lahglinal axis. (Dkt. No. 60 at 17.)
Defendants also argue that thaici requires the wall to extendatards “a center” of the recess.
(Dkt. No. 60 at 17.) Defendants further arguat ttvery shape can have only one true “center,”
and the claims’ inclusion of the phrase “towarceater,” renders the claims indefinite unless “a
center” is defined as “a poitihat is equally distant from ¢hsides or outer boundaries of the
recess.” (Dkt. No. 60 at 17.) Defendants alsntend that Figure 5 ilktrates the wall portion
(104) along the longitudinal axis tfe wall towards the center thfe recess. (Dkt. No. 60 at 18.)

Defendants further argue th&aintiff's construction is sdoroad that it will allow
Plaintiff to claim that this limitation is met by any portion of the molded package/molded
member/device that exists in the recess. (Dkt. 0 at 18.) Defendantsmtend that Plaintiff’s
arguments reveal that Plaintiff is ignoring thedaage of claims 1 and 7, which require the wall
to “separat[e] at least one of said positive leadtebde and said negative lead electrode into two
parts in the recess, wherein said wall portion redgeinwardly in a direction toward a center of
the recess.” (Dkt. No. 60 at 18.) Defendantguarthat the only portioof the “wall” that
separates the electrodes ha®mrgitudinal axis thaextends towards the center of the recess.
(Dkt. No. 60 at 19.)

Plaintiff replies that Defendamtargue that “a” center mustean “one or more” centers,
but seek a construction that \ates that rule by requiring a siedicenter.” (Dkt. No. 65 at 10.)
Plaintiff contends that the res® is a three-dimensional structure where the “sides or outer
boundaries” have a height, and thus, no singbatlon in the recess could meet Defendants’
construction. (Dkt. No. 65 at 10Plaintiff argues that the specifitan, as well as claims 7 and

36, make clear that the inventors used the termenter” to describe the central region of the
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recess where the light emitting element is mourdad,not the geometric center of the recess, as
Defendants contend. (Dkt. No. 65 at 10.)

For the following reasons, the Court finds that the phfas¢éends inwardly in a
direction toward a [the] center of the recess’should be construed to me@xtends from the
side surface of the recess towd a [the] center of the recess”

b) Analysis

The phrase “extends inwardly in a directiow&od a [the] center of the recess” appears
in 1, 7, 35, and 36 of the ‘870 Patent. The Court fihds$ the phrase is usednsistently in the
claims and is intended to have the same nmgam each claim. Independent claim 1 recites
“wherein a portion of said positéMead electrode and a portionsaid negative lead electrode in
the recess are separated from each other byllgparéion, wherein said wall portion extends
inwardly in a direction towardh center of the recess.” Asdicated above, the Court has
construed “wall portion” to mean “portion ofdhmolded package/molded member/device that
covers at least a portion ofsurface of the lead electrodesFurthermore, the specification
describes the wall portion 104 as extending from the inner wall of the first recess 120 toward the
second recess 130. ‘870 Patent at 6:65-67. Thpeyrson of ordinary sk in the art would
understand that the recited “wall pfon” extends from the reciteddg surface of the recited first

recess toward a center of the recitedosd recess, as illustrated in Figure 5.

Page36 of 74



FIG. 5

102¢ 105 /300

[/
103¢ 109 ksm

Contrary to Defendants’ contention, the Courias persuaded that it should require the “center”

to be “a point that iqually distant from the sides outer boundaries of the recess.” This
would improperly limit the shape of the recesstoircle. For example, a rectangle can have a
center and would not have a point that is equdiijant from all of theides or outer boundaries.
Additionally, Defendants’ consiction requiring a ‘®ngitudinal axis” improperly limits the
claims to a single axis. The intrinsic recorntlustrates wall portion 104 generally extending
from around the entire perimeter of the side aefof the recess towards a center of the recess.
Indeed, the specification states “the shape @fhll portion 104 is not specifically limited, and
any shapes may be used, provided that the paation exposes at least two bonding regions on
the main surface.” ‘870 Patent at 9:20-23.kelwise, Figure 2 illustrates the wall portion
extending from the side surface of the recess tbwiae center of the recess along multiple
access. Thus, the Court reject Defendants’ construction because it improperly import limitations
into the claim.
c) Court’s Construction
In light of the intrinsic and extrinsievidence, the Court construes the phrasdehds

inwardly in a direction toward a [the] center of the recessto meart‘'extends from the side
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surface of the recess towara [the] center of the recess”

4. "means for electrically connecting sal light emitting element to said
positive lead electrode, and said lighemitting element to said negative
lead electrode”

Disputed Term Plaintiff’'s Proposal Defendants’ Proposal
“means for Function [Agreed]: Function [Agreed]:
electrically electrically connecting said light emitting| electrically connecting said
connecting said | element to said positive lead light emitting element to said
light emitting electrode...[and] to said negative lead | positive lead
element to said | electrode. electrode...[and] to said
positive lead negative lead electrode.

electrode, and Corresponding Structure [Disputed]:
said light emitting| the structure disclosed in the specificationCorresponding Structure
element to said | for performing the recited function (i.e., | [Disputed]:

negative lead electrically connecting said light emitting| two or more conductive

electrode” element to said positive lead wires, where the height of
electrode...[and] to said negative lead | the wall portion is greater
electrode) is a conductive material than the height of the two
including at least one or more of a conductive wires, and

conductive wire, a bump, a resin or glass equivalents thereof.
containing conductive material, and a
conductive pastena the equivalents
thereof.

a) The Parties’ Positions

The parties agree that this disputed parsisould be governed by 35 U.S.C. § 112, { 6.
The parties further agree that the recited function of this limitation is “electrically connecting
said light emitting element to said positive lead electrode ... [and] to said negative lead
electrode.” The parties disagree on the cornedipg structure disclosed in the specification for
performing this function. Plaintiff contends thae structures for performing the function is a
conductive material including at leaste or more of a conductive wirgeg, e.9.'870 Patent at
7:33-67), a bumpsge, e.g.'870 Patent at 15:10-22), a megr glass containing conductive
material 6ee, e.q.'870 Patent at 29:30-37), and a conductive pase, (e.g.'870 Patent at

33:8-18). (Dkt. No. 52 at 15.) Pfauff argues that Defendantsbnstruction includes only one
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of the corresponding structuresdosed in the specificationne therefore is improper. (Dkt.

No. 52 at 15.)

Plaintiff further argues that Bendants’ additional requirement that “the height of the
wall portion is greater than theigbt of the two conductive wiress also improper, because it is
inconsistent with the claim language itself aheé patent specification(Dkt. No. 52 at 15.)
Plaintiff argues that dependent claims 14 andwdtich each depend from claim 7) both require
that “said means for electricalbonnecting includes a plurality of conductive wires . . . disposed
below a top surface of said wall portions.” (DKo. 52 at 15.) Platiif further argues that
Figures 10 and 11 show a height of a wall porifd being less than tlneight of a conductive
wire 109. (Dkt. No. 52 at 15.) Thus, according taiftiff, the intrinsic evidence shows that the
scope of the independent claifhand 36 is not limited to only @ngements in which a plurality
of wires are disposed below a top sge of a wall portion. (Dkt. No. 52 at 16.)

Defendants respond that Plaffisi construction includes struate that is notelated to
“electrically connecting said light element $aid ... electrode[s].” (Dkt. No. 60 at 19.) For
example, Defendants contend tha “resin or glass contamg conductive material” claimed by
Plaintiff actually relates to dibonding. (Dkt. No. 60 at 20y oting ‘870 Patent at 29:30-33).
Defendants argue that Plaintdfdnnot deny that die bonding refeosthe process of bonding the
light emitting element to the substrate, not “electrically connecting said light emitting element to
said ... lead electrode[s].” (Dkt. No. 60 at 20Defendants contenthat their construction
includes only those corresponding stures that are necessaryperform the recited function,
and that are clearly linked to thainction in the specification. (DkNo. 60 at 20) (‘870 Patent at
3:11-13; 3:28-31). Finally, Defendants argue tRkintiff’'s claim diferentiation argument
cannot overcome the statutory requirement350f).S.C. § 112, § 6. (Dkt. No. 60 at 20.)

Page39 of 74



Plaintiff replies that Defendants incorrecthssert that a “resior glass containing
conductive material” is used gnto “die bond” and does not germ the recited function of
“electrically connecting” the LEDo the lead electrodes. (Dkt. No. 65 at 11.) Plaintiff contends
that a purpose of a “resin gtass containing conductive mag&d’ is to conduct electricity—e.,
to be an electrical connection. (Dkt. No. 65 &t) 1Plaintiff also arguethat Defendants’ claim
differentiation analysis is backwards because dloe that dependent claims recite a wall portion
height greater than the conduetiwires’ height confirms thahe independent claims should
include, but not be limited to thabnfiguration. (Dkt. No. 65 at 11.)

b) Analysis

The phrase “means for electrically connecisagd light emitting element to said positive
lead electrode, and said light emitting elemerdaiol negative lead electrode” appears in claims
7 and 36 of the ‘870 Patent. Having reviewed taims, the Court finds that the phrase is
governed by 35 U.S.C. § 112, 1 6. The Court agnébsthe parties thahe recited function of
this limitation is “electrically connecting sailight emitting element to said positive lead
electrode ... [and] to saidegative lead electrode.”

Having determined the limitation’s function, “the next step is to determine the
corresponding structure disclosed in the specification and equivalents thdvksaitionig
248 F.3d at 1311. As an initial matter, the Coutieadhat the figures gerally illustrate the
lead electrodes as items 102 and 1&ke, e.9.;.870 Patent at 6:50-54 (“The second metal
member 102 and the third metal member 103 umed as the lead egitrodes for supplying
electric power to the light emitting element 1&&] the protective element 107 being housed in
the recess formed in the masurface of the molded package 100.”). Thus, the task is to

determine the corresponding structure thattatadly connects lightemitting element 108 to
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lead electrodes 102 and 103. With this undaditey, the Court finds that the specification
discloses two embodiments that include strgtior electrically connecting the light emitting
element to the lead electrodédicro Chem., Inc. v. Gaat Plains Chem. Cp194 F.3d 1250,
1258 (Fed. Cir.1999) (“When multiple embodimentshia specification correspond to a claimed
function in a patent claimproper application of statty means-plus-function language
generally reads the claim elementtabrace each of those embodiments.”)

The first embodiment is illustrated in Figu2 and includes the wire bonded conductive
wires 109. Specifically, the speciition states that “the cdaoctive wires 109 connecting to the
light emitting element 108 and the protective edam107 are respectively wire bonded to the
different bonding regions of 102a, 102b, 103a, 408b which are isolated by the wall portion
104.” ‘870 Patent at 7:17-21. Thuke corresponding structure for this embodiment is “wire
bonded conductive wires 109 and equivalents thereof.”

The second embodiment is illustrated in Fegub through 11 and includes a composite
component in addition to the conductive wireSpecifically, thespecification states:

As shown in FIGS. 5 to 11, a comiescomponent may be used as the

semiconductor element to be mounted anpghckage. A composite component is

formed by joining a pair of positive and negative electrodes of the light emitting
element 108 via bumps with a pair of e and negative electrodes formed on

the submount 301 so as to face eachrotba the surface of the submount 301, a

positive electrode and a negative electrofla conductive material are disposed
on the same face side, and insulated from each other.

‘870 Patent at 15:10-18. Thus, the correspugditructure for this embodiment is “submount
301 with bumps, wire bonded conductive wit€®, and the equivalents thereof.”

Finally, the Court is not persuaded that dorresponding structure includes “where the
height of the wall portion is greater than thegheiof the two conductive wires, and equivalents
thereof,” as Defendants propose. The reciteaction is “electrically connecting said light

emitting element to said positive lead electrode...[and] to said negative lead electrode.” The
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height of the wall is not structure that merhs this function. Indeed, Figures 10 and 11

illustrate a height of a wall portion 104 thatass than the height of a conductive wire 109.

c) Court’'s Construction
In light of the intrinsic edence, the Court finds thdlhe phrase is governed by 35
U.S.C. § 112, 1 6, and construes the phrase “snfesrelectrically connecting said light emitting
element to said positive leadeetrode, and said light emittingjement to said negative lead
electrode” as follows:
Function: The Court finds that the function is electrically connecting said light
emitting element to said positre lead electrode...[and] to si@ negative lead electrode.

Corresponding Structure: Embodiment #1: The Court finds that the corresponding

structure is wire bonded conductivewires 109 and equivalents thereof.
Embodiment #2: The Court finds that the corresponding structure is submount 301
with bumps, wire bonded conductive wires 109, and the equivalents thereof.
G. The ‘863 Patent

The parties’ dispute focuses on the meanimg) scope of five terms/phrases in the ‘863

Patent.
1. “top surface”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
top surface of the uppermost surface of the metal Plain and ordinary meaning.
metal member member No construction necessary.
top surface of the uppermost surface of the insulating Plain and ordinary meaning.
insulating board board No construction necessary.
top surface of the uppermost surface of the Plain and ordinary meaning.
substantially stepped | substantially stepped rectangle of {Hg¢o construction necessary.
rectangle of the metal metal member
member
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a) The Parties’ Positions

The parties dispute whether the term “topfate” requires construction in the disputed
phrases. Plaintiff contends that the termp“surface” should be construed as the “uppermost
surface.” Plaintiff argues that these limitatiomsuld be rendered meaningless if the claimed
top surfaces were not the “uppermost” surfaces..(D&t 52 at 18.) Plairffialso contends that
its construction is consistent with and suppitby the specification. (R. No. 52 at 18) (citing
‘863 Patent at 7:60—63; Figure 3Rlaintiff argues that the togurface of the metal member, to
which the light emitting element is mounted,tie uppermost surfacef the metal member.
(Dkt. No. 52 at 19.)

Plaintiff further argues that if the uppermasirface of the metal member did not project
higher than the uppermost surfamfethe insulating board, thegalating board would interfere
with the light outgoing from the light emittingeshent. (Dkt. No. 52 at 19.) Finally, Plaintiff
contends that its construction is consistent wkrriam-Webster's Citegiate Dictionary
which defines “top” as “the higlse point, level or pardf something; of, dating to, or being at
the top: UPPERMOST.” (Dkt. No. 52 at 19giting Dkt. 52-9 at 6 (Merriam-Webster's
Collegiate Dictionary (2003)).

Defendants respond that Plaintifds failed to articulate @ason why it is necessary to
construe the word “top,” or whthe jury would require such seemingly simple word to be
construed. (Dkt. No. 60 at 21.)Defendants argue that Plaifi¢ construction of “top” as
“uppermost” is no more desptive or clear thanthe word “top.” (kt. No. 60 at 22.)
Defendants conclude that the Coshould refuse to construe athis otherwise a simple and
readily-understandable term. (Dkt. No. 60 at 22.)

Plaintiff replies that there im fact a dispute with respetd the meaning of this term

because Defendants do not agres tiop” means “uppermost.” (Dkt. No. 65 at 11.) Plaintiff
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contends that its construction is consisteith the claim language, and is supported by the
specification and extrinsic evidence. (Dkt. No. 65 at 11.)

For the following reasons, the Court finds that the phteagesurface” should be given
its plain and ordinary meaning.

b) Analysis

The phrase “top surface of the metal memlagapears in claims 1, 2, 5, and 8-10 of the
‘863 Patent. The Court finds thifie phrase is used consistently in the claims and is intended to
have the same meaning in each claim. Thagghftop surface of the insulating board” appears
in claims 1, 2, 5, and 10 of the ‘86&tent. The Court finds that the phrase is used consistently
in the claims and is intended to have the samaning in each claimThe phrase “top surface
of the substantially steppedctangle of the metal member” appears in claim 1 of the ‘863
Patent. As indicated by the parties, Plaintifily ask the Court to construe the word “top” in
these phrases. Having reviewed the intrinsic e, the Court finds that the phrase “top” is
unambiguous, is easily undéandable by a jury, and requires no consivac Therefore, the
phrase will be given its pin and ordinary meaning.

For example, the specification states that “[t|he light emitting element 10 is secured on
the top surface of the metal mber 30 with a die-bonding member.” ‘863 Patent at 4:6—7;

Figure 3.
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FIG. 3

Figure 3 (above) illustrates an example of tkeited “top surface of the metal member.”
Likewise, the specification states that “tbathode and anode terminals 61 and 62 that are
formed continuously from the top surface of the insulating board 40 to the grooves 42 are
formed so as to extend to the bottom surfadd@fnsulating board 40.” ‘863 Patent at 6:38—42.
Again, Figure 3 illustrates an example of the recited “top surface of the insulating board.”
Finally, the specification states that “[tlhe mata@mber has a substantialitepped rectangle in
a cross-sectional view.” ‘863 Pateat 1:64—-65. Once again, Figus illustrates an example of
the recited “top surface of the stdnstially stepped rectangle tfe metal member.” Thus, as
indicated by these examples, the term “top surface” is unambiguous, is easily understandable by
a jury, and requires no construction. Plainkiffs failed to convince ¢hCourt that it should
redraft the claim to include &htiff's preferred language ovehe language selected by the
patentee.
c) Court’s Construction
In light of the intrinsic anextrinsic evidence, the phra4ep surface” will be given its

plain and ordinary meaning.
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2. “atransparent member that covers the light emitting element and the
top surface of the insulating board”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
a transparent member that | a transparent member that is over @Plain and ordinary
covers the light emitting least some of the surface of the lighineaning. No
element and the top surface joémitting element and the uppermostonstruction
the insulating board surface of the insulating board necessary.

a) The Parties’ Positions

The parties dispute whether the phrase ‘@ndparent member that covers the light
emitting element and the top surface of the insulating board” requires construction. Plaintiff
contends that claim language only requires thesgrarent member to at least partially cover the
identified components and does not specify the manner in which it is applied or covers the
components. (Dkt. No. 52 at 19-20.) Plainafso argues Figures 1 and 3 clearly show the
transparent member is over at least som¢hefsurface of the light emitting element and the
uppermost surface of the insulatingabd. (Dkt. No. 52 at 20.) Plaifftfurther contends that the
specification provides some exemplary methodfoohing the transparémmember, including,
for instance, compression molding, a pottinghodt and a die cut method, but does not describe
spreading the transparent member over thestoface of the insulating board and the light
emitting element. (Dkt. No. 52 at 20). FinalBlaintiff argues that intrinsic evidence does not
require the transparent member to be spos@d all of the surfaces. (Dkt. No. 52 at 21.)

Defendants argue that the phrase should vengts plan and ordinary meaning, and that
Plaintiff's only substantive proposal is to import limitations from the specification into the
claims. (Dkt. No. 60 at 22.) Bendants argue that Plaintiff incectly states the claim language
“requires the transpant member to at least partially covke identified components.” (Dkt. No.

60 at 23.) Defendants contend ttia claims have no such partiglrequirement, and all that is
required by the plain language thfe claims is that the trarem@nt member “covers the light
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emitting element and the tops surface of the insulating board.” (Dkt. No. 60 at 23.) Defendants
also argue that Plaintiff's reference to the speaifon further shows that Plaintiff is attempting

to import the “at least some of” language frd¢ime specification into # claims. (Dkt. No. 60

at 23.)

Plaintiff replies that its comsiction does not “import” limitéons into the claims. (Dkt.
No. 65 at 11.) Plaintiff argues that it citesmnbodiments in which the transparent member
partially covers the recited light emitting elerhand insulating board &xplain why the correct
construction should not exclude those embodimébis. No. 65 at 11.) Plaintiff contends that
its construction correctly provides that the transparent member cover “at least some of” the light
emitting element and insulating board.” (Dkt. No. 65 at 11.)

For the following reasons, the Court finds that the phtageansparent member that
covers the light emitting element and tk top surface of the insulating board”should be
given its plain and ordinary meaning.

b) Analysis

The phrase “a transparent member that 0v¥ke light emitting element and the top
surface of the insulating board” appears inmtail, 2, and 10 of the ‘863 Patent. The Court
finds that the phrase is used consistently incthens and is intended to have the same meaning
in each claim. The Court furth@nds that, contrary to Platiff's assertion, the claim language
does not recite that the transparent member oeidcover “at least some of” the light emitting
element. Instead, the plain langeaof the disputed phrase istfansparent member that covers
the light emitting element.” As it relates tceetlbovering the light emitting element, the Court
finds that Plaintiff’'s consuction is inconsistent with the intrinsic evidence.

Specifically, there is no mention of partial coverage of the light emitting element, and
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Plaintiff's construction would immperly read “at least some” intbe claims. The specification
states that the “transparent member 50 s#aslight emitting element 10” (‘863 Patent at
4:11-12) and “serves to protect the light emitting element 10 from external force, moisture and
so on from the external engimment.” (‘863 Patent at 10:61-6%ee als0863 Patent at 7:65-67
(“[T]he light emitting element 10 is 65 mounted the top surface of the metal member 30 and
Is sealed by the transparent member 50.”). lhgg consistent with the stated purpose of the
transparent member, all of the figures illustrahe transparent member covering the light
emitting element in its entirety. Thus, the Cadwes not adopt Plaintiff’'s construction as it is
inconsistent with the intrinsic evidence.

The Court further finds that the phrase tfansparent member that covers the light
emitting element and the top surface of the insulating board” is unambiguous, is easily
understandable by a jury, and requires no consdruc Therefore, the phse will be given its
plain and ordinary meaning. Thaatid, the Court agrees witPlaintiff that the transparent
member does not need cover the entire sagace of the insulating board. Indeed, the
specification states that the transparent mengveferably covers “a majority part of the
conductive member 60 formed on the top surfac¢éhefinsulating board 40.” ‘863 Patent at
6:29-30. Thus, to the extent that Defendants caihtkat the plain and dinary of the phrase
requires the transparent member to cover theeetatpr surface of the insulating board, the Court
rejects this argument.

c) Court’s Construction

In light of the intrirsic evidence, the phrasa transparent member that covers the

light emitting elementand the top surface of the insulating board'will be given its plain and

ordinary meaning.
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3. “the through hole of the insulating board has an inner wall that is
formed in a substantially steppe rectangle corresponding to the
substantially stepped rectangle of the metal member”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“the through hole of the “the through hole of the “the through hole of the
insulating board has an inner insulating board has an inner insulating board has an inner
wall that is formed in a wall formed in a substantially wall formed in a substantially
substantially stepped stepped rectangle that is stepped rectangle that is
rectangle corresponding to thaimilar in form to the shape afidentical in shape to the
substantially stepped the substantially stepped substantially stepped
rectangle of the metal rectangle of the metal rectangle of the metal
member” member” member”

a) The Parties’ Positions

The parties dispute how the substantialljpptsel rectangular shape of the inner wall of
the insulating board “correspond[]” the substantially steppeadctangular shape of the metal
member. Plaintiff contends that the through hslsimilar in form to the shape of the cross-
section of the metal member. (Dkt. No. 52 at @lijng ‘863 Patent aB:28-32). Plaintiff also
contends that Figure 3 illustrates that the through hole is similar in form to the shape of the
cross-section of the metal member, but it isidentical as evidenced by the spaces between the
sides of the metal member and the walls @& through hole. (Dkt. No52 at 21.) Plaintiff
further notes thaffhe Oxford American College Dictionadefines term “corresponding” to
mean “similar in character, form, or function;l@lto be matched, joineor interlocked.” (Dkt.

No. 52 at 21) (quoting Dkt. No. 52-8 at 6 (Tl&xford American College Dictionary)).
Regarding Defendants’ construgatjoPlaintiff argues that there iso basis to read in the
limitation that the through hole’s inner wall “is identical in shape to the substantially stepped
rectangle of the metal memb” (Dkt. No. 52 at 22.)

Defendants respond that that the inner wélkhe insulatig board is a substantially-
stepped rectangle that is ideafiagn shape to the substantially-stepped rectangle of the metal

member. (Dkt. No. 60 at 24.) Defendants conteiad ithis readily appardg from Figure 9 that
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the inner wall of the insulating board (40) hasi@entical substantially-stepped shape as the
metal member (30) such that the two can b&tatetogether. (Dkt. & 60 at 24.) Defendants
contend that this identical configuration is désed further in the spdeation. (Dkt. No. 60 at

25) (citing ‘863 Patent at 8:27-32; 12:41-44). Thus, according to Defendants, the corresponding
shapes are identical, the only difference being the i the two components so that they can be
nested together. (Dkt. No. 60-9 at 4Finally, Defendants note that tiMerriam-Webster’s
Collegiate Dictionarydefines “correspond” asdtbe in conformity oagreement.” (Dkt. No. 60

at 25) (citing Dkt. No. 60-9 at 4 (Meam-Webster’'s Collegiate Dictionary)).

Plaintiff replies that Defenads assertion that the througble and metal member must
be “identical in shape” is unsupported by theafication and inconsistent with the Federal
Circuit’s treatment of the term tbstantially.” (Dkt. No. 65 at 12.Plaintiff argues that the word
“substantially” isa term of approximation that does metjuire exact correspondence between
two objects. Plaintiff also argues that thaiplmeaning of the phrase “corresponding to” does
not require a 100% identity. (Dkt. No. 65 at 10Binally, Plaintiff argues that Defendants
improperly restrict the claims to the embodithén Figure 9, without considering that the
“substantially stepped” rectanigu structures permit the througiiole and the metal member to
fit together. (Dkt No. 65 at 11.)

For the following reasons, the Court finds that the phf#se through hole of the
insulating board has an inner wall that isformed in a substantially stepped rectangle
corresponding to the substantially stepped rectangle of the metal membershould be
construed to meafthe through hole of the insulating board has an inner wall formed in a
substantially stepped rectanglethat is similar in form to the shape of the substantially

stepped rectangle of the metal member”
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b) Analysis

The phrase “the through hole thie insulating board has an imneall that is formed in a
substantially stepped rectangle corresponding to the substasteglyed rectangle of the metal
member” appears in claim 1 of ‘863 Patent. The Court first noteslthat 1 does not require
the “corresponding” shapes to be identicaDagendants’ constructiowould require. Indeed,
the specification states thatt]tje metal member 30 is insedt into the through hole of the
insulating board 40.” ‘863 Patent at 4:38—-40. K whapes were “identical,” then the metal
member could not be insertedo the through hole.

Moreover, the specification states thahétshapes of the insulating member 40, the
through hole and the groove 42 dam varied for different purposes.” ‘863 Patent at 4:48-51.
Granted, the claim language res that hole and the metalember have “corresponding
shapes,” but this disclosure indicates that then@tis strict requirement thdtey be “identical.”

In fact, the specification states that in oambodiment, “copper bodies that have a shape
corresponding to but one size smaller than the shape of the aforemetiianggh hole are used
as the metal members.” ‘863 Patent at 12:39—-44us Tthe Court finds that a person of ordinary
skill in the art would understarttie recited “corresponding to” taean “that is similar in form
to the shape.” Again, the intrinsic evidencditates that the recitatietal member has to be
able to be inserted into the through hole. Ademly, the Court adoptBlaintiff's construction.

c) Court’s Construction

In light of the intrinsicand extrinsic evidence, th€ourt construes the phrasSthe
through hole of the insulating board has aninner wall that is formed in a substantially
stepped rectangle corresponding to the sutemtially stepped rectangle of the metal

member” to mearnthe through hole of the insulating board has an inner wall formed in a
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substantially stepped rectanglethat is similar in form to the shape of the substantially
stepped rectangle of the metal member”
H. The ‘250 Patent
The parties’ dispute focuses on the meaning) stope of fourteen terms/phrases in the

‘250 Patent.

1. The preambles of claims 1 and 17

Disputed Term Plaintiff's Proposal Defendants’ Proposal

1. A method of Claim 1 is limited to a Plain and ordinary meaning. The
manufacturing a light | method for manufacturing a| preambles of claims 1 and 17 are npt
emitting device, the | light emitting device. claim limitations.
method comprising:

17. A light emitting Claim 17 is limited to a light| Plain and ordinary meaning. The
device comprising: emitting device. preambles of claims 1 and 17 are npt
claim limitations.

a) The Parties’ Positions

The parties dispute whether the preambleslaims 1 and 17 are claim limitations.
Plaintiff argues that one of ordinary skill inetlart would have recognized that these preambles
must be considered in order to properly un@ders the remainder of the claims, such as “lead
frame,” “transfer molding a thermosetting resiantaining a light reficting material,” “an
optical reflectivity of 70% or greater...,” “respackage,” and “resin-molded body.” (Dkt. No. 52
at 23) (citing Dkt. No. 52-6 at 1 28-30 (Schuli2ecl.)). Plaintiff contads that terms such as
“lead frame” and “resin-molded body” are used to describe componausiuang manufacture
of light emitting devices prior to singulation, whitke terms “lead,” “resin part,” and “resin
package” are used to describe components feingulated light emitting device. (Dkt. No. 52
at 23) (citing ‘250 Patent at 2:59-62); (DKo. 52-6 at I 29 (Schubert Decl.)).

Plaintiff further argues that the term “ligbimitting device” in the preambles of claims 1

and 17 gives life, meaning, and vitality to tblaims by making it clear that the claims are
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directed to a light emitting device and a metfimdmanufacturing light emitting devices. (Dkt.
No. 52 at 24.) Plairffiargues that every device and processcribed within the “Disclosure of
Invention” of the ‘250 Patent is about light emitting devices or the manufacture of light emitting
devices. (citing Dkt. No. 52-6 at3D (Schubert Decl.)). Thus, according to Plaintiff, claims 1
and 17 should not be read with@ainsideration of the preambles.

Defendants respond that the preambles of cldiraed 17 are not nesasy to give “life
meaning, and vitality” to the clais, and that the bodies of tlekaims “define[] structurally
complete invention[s].” (Dkt. N. 60 at 25.) Defendants contehat the bodies of claims 1 and
17 contain “complete and exacting structudetail,” and do not depend on their respective
preambles (or the inclusion of a “light emittidgvice”) for completeness. (Dkt. No. 60 at 26.)
Defendants contend that the only appearance of such a “light emitting element” limitation is
claim 7, and that there is no ataidependent on claim 17 (thpparatus claim) that includes a
“light emitting element.” (Dkt. No. 60 at 26.)

Plaintiff replies that Defends ignore that the patenteespressly and conclusively
defined these claim terms by reference to tepplication to light entting device technology.
(Dkt. No. 65 at 12.) Plaintiff gues that the patentegascribed their inverdn as “relat[ing] to
a light emitting device,” and the “Technical FieldProblems to Be Solved by the Invention,”
and “Means for Solving the Problems” all addréss invention in the context of light emitting
devices. (Dkt. No. 65 at 12-13.Plaintiff argues that theuhction of these components is
described relative to the emission of light, dne patent discloses no other applications. (Dkt.
No. 65 at 13.)

For the following reasons, the Court finds that the preambles of claims 1 and 17 are claim

limitations.
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b) Analysis

The preamble of claim 1 re¢es “[a] method of manufactg a light emitting device.”
The preamble of claim 17 recitgg] light emitting device compsing.” For these claims, the
Court agrees that the entirety of the ‘250 Pateweals that the predote language relating to
“light emitting device” does not state a purpose oirdended use of the invention, but rather
discloses a fundamental charadtci of the claimed invention & is properly construed as a
limitation of the claim itself.

The specification consistently describes ttlaimed invention as directed to light
emitting devices and does not include boilerplatglmge stating otherwise. For example, the
“Technical Field” section (‘250 Rant at 1:15-21), “Problems ®e Solved by the Invention”
section (‘250 Patent at 2:47-54), “Effects oé timvention” section (‘250 Patent at 5:30-39),
“Best Mode for Carrying Out the Inventionédion (‘250 Patent at 5:41-48), and “Industrial
Applicability” section (‘250 Patenat 18:26—31) all address the imtien in the context of light
emitting devices. Thus, the preamble language gives life, meaning and vitality to the claims by
making it clear that claim 17 is directed to ehtigmitting device and claim 1 is directed to a
method for manufacturing a light @ting device. This is in contrast to the preamble of claim 27,
which recites “[a] mthod of manufacturing resin package.”

Furthermore, the Court is not persuadedsfendants’ arguments as they relate to
claims 1 and 17. First, Defendants are incadrtkat the only appearance of a “light emitting
element” limitation is in dependent claim 7. Deg@ent claim 4 also recidhat “the upper mold
and the lower mold contact the lead plateagtortion of the lead pte corresponding to the
location of a light emitting element.” Likewisall of the claims that depend from claim 17

recite “[t]he light emitting dewde according to claim 17.” Filig claim 1 and claim 27 are
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nearly identical withthe only substantive diffence being the preamdbnguage. The preamble
of claim 1 recites “[a] methodf manufacturing a light emitig device,” and the preamble of
claim 27 recites “[a] method of mafacturing a resin package.” i§hndicates that the patentee
intended the preamble of claim 1 to be limitiogherwise these two ingendent claims would

have identical scope.
c) Court’'s Construction

In light of the intrinsic evidnce, the Court finds that tipeeambles of claims 1 and 17

are claim limitations.

2. “lead”
Disputed Term Plaintiff’s Proposal Defendants’ Proposal
“lead” “lead for a light emitting | “the conductive portion of the device that
device” makes an electrical connection to a structure
outside of the device”

a) The Parties’ Positions

The parties dispute whether the term “lead” should be limited to a “light emitting
device.” Plaintiff contends the patentee actethiasown lexicographer and defined lead in the
specification as “used for a singulated lightiimg device.” (Dkt. No. 52 at 24) (citing ‘250
Patent at 2:59-62). Plaintiff arguéhat the language ofaims 1 and 17 limit the term lead to a
“light emitting device.” (Dkt. No. 5at 25.) Plaintiff contends thétis not clear if Defendants’
construction requires that the leacdtually make a connection #ostructure outside of the LED
to infringe, or merely requiresdhit is capable of making suehconnection. (Dkt. No. 52 at 25.)
Plaintiff also argues that therens support in eithethe claim language or the specification for
requiring the lead tbe “a conductive portion ahe LED” or for the leado make “an electrical
connection to a structure outside of the LED.kK{INo. 52 at 25) (citing 52-6 at 33 (Schubert

Decl.)).
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Defendants respond that Plaintiff is trying tmili all of the claims where the term “lead”
appears to “a light emitting dee.” (Dkt. No. 60 at 27.) Defendants contend that the
specification states that the resin package hg®sitive lead” and a “negjive lead,” and that
the “leads” are the portioref the device that conducts eledatydo power the device. (Dkt. No.
60 at 27) (citing ‘250 Patent d4t4—10; Nichia Tutorial, Chapté). Defendants contend that
since the semiconductor element in the deviceoisself-powered, the semiconductor element
must be connected to some power source tirdhese leads. (Dkt. No. 60 at 27.) Defendants
further argue that the specification explicitly states “[t]he lead frame [from which the lead is
formed] is formed using an electrical [sigpod conductor such air, phosphor bronze or a
copper alloy.” (Dkt. No. 60 at 28) (citing ‘250 Patent at 9:21-22). Thus, according to
Defendants, requiring the “lead” portion of the a@evio conduct ektricity is fully supported by
the specification. (Dkt. No. 60 at 28.) Defenttaalso argue that ¢ir language of “to a
structure outside of the device” is fully supporbgdthe nature of the design of the device as set
forth in the specification. (Dkt. No. &t 28) (citing ‘250 Patent at 6:32—34).

In reply, Plaintiff relies on the same argumédt it made for the disputed preambles of
claims 1 and 17. (Dkt. No. 65 at 12.)

For the following reasons, the Court finds that the phtiesel” should be construed to
mean‘the portion of the devicethat conducts electricity.”

b) Analysis

The term “lead” appears in claims 2, 15, 17-19, 21, 22, 25, Z&B, and 31 of the
‘250 Patent. The Court finds that the term is useasistently in the claims and is intended to
have the same meaning in each claim. TloarCfurther finds that the intrinsic evidence

indicates that the leads are the portion of the device that conducts electricity. The specification
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states that “[ijn the resin package 20, to@aave part 27 having an inner bottom surface 27a
and inner side surface 27b is formed. Thede2iare exposed in thener bottom surface 27a

of the resin package 20 and the light emitting element 10 is placed on the leads 22.” ‘250 Patent
at 6:13-17. The specification further states tft¢te light emitting elenent 10 is electrically
connected with the leads 22 through wires 530 Patent at 6:20-23. Thus, a person of
ordinary skill in the art would undsgtand that the recited “lead” ish& portion of the device that
conducts electricity.” Indeed, the specification states that “[tjhe lead frame is formed using an
electrical [sic] good conductor sues iron, phosphor bronze orcapper alloy.” ‘250 Patent at
9:21-22.

Regarding the parties’ consttion, the Court disagrees thalt of the claims should be
limited to “light emitting devices.” The termédd” is recited in several claims, and unlike
independent claims 1 and 17, the remaining indéeet claims are not limited to “light emitting
devices,” but instead ri¢e a “resin package” a “resin-molded body.'See, e.gg¢laims 27, 29,
and 31. It would be improper tedraft the claims to import‘dmit emitting device” limitation
into these claims via a disputéatm. Likewise, the Court geradly agrees vth the conductive
portion of Defendants’ constrtion, but finds the remaining language problematic and not as
concise as the Court’s construction. Fina#ithough the Court finds #t the recited “lead”
must conduct electricity, this does not foomd the recited “lead” from performing other

functions in addition t@onducting electricity.

c) Court’s Construction
In light of the intrinsicand extrinsic evidence, the Court construes the plieed’ to

mean“the portion of the devicethat conducts electricity”.
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3. ‘“lead frame,” “resin,” “resin pa rt,” “resin package,” and “resin-
molded body”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
lead frame lead frame that is used during Plain and ordinary meaning.
manufacture of light emitting No construction necessary.
devices
resin resin suitable for use in a light emitting | Plain and ordinary meaning.
device NoO construction necessary.
resin part resin part for a light emitting device Plain and ordinary meaning.
No construction necessary.
resin package resin package for a lightteng device Plain and ordinary meaning.
No construction necessary.
resin-molded body resin-molded body that is formed durind’lain and ordinary meaning.
manufacture of light emitting devices | No construction necessary.

a) The Parties’ Positions

The parties dispute whether the terms “lead &d4rfresin,” “resin part,” “resin package,”
and “resin-molded body” should be limited to a “light emitting device.” Regarding the term
“lead frame,” Plaintiff contends &b the phrase is costently used to describe the component
used during manufacture of light emitting devices, as compared to “lead,” which is used to
describe the component in ligemitting devices. (Dkt. No. 53t 26-27) (citing ‘250 Patent
at 10:64-12:57; Dkt. No. 52-&t 1 34 (Schubert Decl.)).

Regarding the term “resin,” Plaintiff comes that the terms “resin part” and “resin
package” are expressly defined in the specification as “used for a singulated light emitting
device,” while the term “resin-molded body” is defd as “used in the stagrior to singulation”
of the light emitting device. (DkiNo. 52 at 27) (citing ‘250 Pateat 2:59-62). Plaintiff also
argues that the specification makes clear that timel resin must be suitable for use in a light
emitting device. (Dkt. No. 52 at R2Tciting ‘250 Patent at 6:48-4). Finally, Plaintiff argues
that “one of ordinary sk in the art would have understoodatinot all resinsvould be suitable

for use in a light emitting device, or the maaxifire of a light emitting device.” (Dkt. No. 52
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at 28) (quoting 52-6 &t 38 (Schubert Decl.)).

Regarding the terms “resin part,” “respackage,” and “resin-molded body,” Plaintiff
contends that these terms must also be combtrueriew of the consistent disclosure of the
specification, the preambles of the claims, are gbrtion of the specifitn that states that
“resin part, and resin package are used fongusated light emitting device, and terms such as
lead frame and resin-molded body are used irstige prior to singulatio” (Dkt. No. 52 at 28)
(quoting ‘250 Patent at 2:59-62). aRltiff also argues that this e®nsistent with the language of
claims 1 and 17. (Dkt. No. 52 at 29.) Thus, acewydo Plaintiff, the terms “resin package” and
“resin part” are consistently used to desctite resin package and resin part for a light emitting
device. (Dkt. No. 52 at 29.)

Defendants respond that Plafhtloes not offer legitimate constructions for any of the
disputed terms, but insteadmgly takes the term in disputand tacks on additional language
from the preambles of claims 1 and 17. (Dkt. B0.at 29.) Defendants argue that Plaintiff's
attempt to import limitations from the specification into each of the disputed terms/phrases is per
se improper. (Dkt. No. 60 at 29.) Defendants arguethimis especially trubere as all of these
terms appear in claims that do not reqairéight emitting devic€.(Dkt. No. 60 at 29.)

In reply, Plaintiff relies on the same argumédt it made for the disputed preambles of

claims 1 and 17. (Dkt. No. 65 at 12.)

” o 7

For the following reasons, the Court finds thlaé term “resin,” “resin part,” “resin

package,” and “resin-molded body” shoulddieen their plain and ordinary meaning.
b) Analysis
The term “lead frame” appears in claihs3, 6, 7, 12, 13, 15, 27, and 31 of the ‘250

Patent. The Court finds that the term is used consistently in the claims and is intended to have
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the same meaning in each claim. The termififesppears in claims 1, 9, 27, and 31 of the ‘250
Patent. The Court finds that the terms is used consistently in the claims and is intended to have
the same meaning in each claim. The teresifr part” appears in claims 1, 15, 17, 26, 27, 29,

and 31 of the ‘250 Patent. The Cofimds that the terms is usedrtsistently in tk claims and is
intended to have the same meanimeach claim. The term “resin package” appears in claims 1,

2, 7,8, 17, 18, 20, 23, 26, 27, 28, 29, 30, and 31 of th@ Patent. The Court finds that the
terms is used consistently in the claims andtsnded to have the same meaning in each claim.
The term “resin-molded body” appears in claiin®, 6, 15, 27, and 31 of the ‘250 Patent. The
Court finds that the terms is used consistently in the claims and is intended to have the same
meaning in each claim. The Court further fitiht the disputed terms are unambiguous, are
easily understandable by a jury, and require notoactton. Indeed, Platiif does not construe

the disputed language, bustead includes the disputeatms in its constructions.

Regarding Plaintiff's construains, the Court disagrees thadk of the claims should be
limited to “light emitting devices.” The disputed terms/phrases are recited in several claims, and
unlike independent claims 1 and 17, the remaimigpendent claims are not limited to “light
emitting devices.”See, e.gglaims 27, 29, and 31. It would braproper to redraft the claims to
import a “limit emitting device” limitation into these claims via these disputed terms. Moreover,
Plaintiff does not contend thahe disputed terms require ctmgtion, but instead seeks to
import a limitation from the specification into tieaims. Accordingly, the Court finds that the
terms should be given their plain and ordinaryaming. To the extent that Plaintiff contends
that the plain and ordinary of the terms areitkih to a light emitting device, the Court rejects

this argument.

c) Court’s Construction
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In light of the intrinsic and extrinsic evidence, the teffead frame,” “resin,” “resin

part,” “resin package,” and “resin-molded body” will be given their plain and ordinary

meaning.
4. “the at least one lead comprises step on a bottom surface or outer
surface thereof”
Disputed Term Plaintiff’'s Proposal Defendants’ Proposal

the at least one | the at least one ledths an indentation | Plain and ordinary meaning.
lead comprises a | formed on an exposed portion of a bottarilo construction necessary.
step on a bottom | surface or outer surface of the lead
surface or outer
surface thereof

a) The Parties’ Positions

The parties dispute whetherettphrase requires constracti Plaintiff contends that
construction is necessary tolpnéhe Court and jury understamehat is meant by a “step on a
bottom surface or outer surface” of the at least one lead. (Dkt. No. 52 a&®latjiff argues that
a review of the specification shows that a “step” refers to an indentation in an exposed portion of
the lead. (Dkt. No. 52 at 29) (citing ‘29®atent at 14:37-51; 14:58-15:2; 15:35-54; 16:5-29).
Plaintiff contends that Figure 12 is an exampla divice having a step in an exposed portion of
a bottom surface or outer surface of the Id@kt. No. 52 at 29.) Defendants respond that
Plaintiff has failed to offer a reason why the Gand the jury can’t understand the term “step,”
and why the synonym “indentation” is any cleaterthe trier of fact.(Dkt. No. 60 at 29.)
Plaintiff replies that Defendant® not dispute the accuracy ofitiff’'s construction. (Dkt. No.

65 at 13.)

For the following reasons, the Court findsitththe phrase “at least one lead comprises a

step on a bottom surface or outer surface tliergloould be given its plain and ordinary

meaning.
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b) Analysis
The phrase “at least one lead compriaestep on a bottom surface or outer surface
thereof” appears in clais 19 of the ‘250 Patent. The Courtegs with Defendants that Plaintiff
has failed to offer a persuasive reason wtey @ourt and the jury cannot understand the term
“step,” and why it should be redrafted as “intsion.” Moreover, the Court finds that
Plaintiff's construction is more confusing thaelpful. Accordingly, the Court finds that the
phrase should be given itsapt and ordinary meaning.
c) Court’'s Construction
In light of the intrirsic evidence, the phrasat least one lead comprises a step on a

bottom surface or outer surface thereof"will be given its plan and ordinary meaning.

5. “aportion of the resin part is disposd over a portion of the plating on
the upper surface of the at least one lead”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

a portion of the resin part is | the resin part covers partially, | Plain and ordinary
disposed over a portion of the but not completely, the plating | meaning. No constructior
plating on the upper surface afon the upper surface of the at | necessary.

the at least one lead least one lead

a) The Parties’ Positions

The parties dispute whether thbBrase requires constructiolaintiff argues the phrase
should be construed to mean that “the resin @avrers partially, but nacompletely, the plating
on the upper surface of the at least one lead.”. (Rt 52 at 30.) Plaintiff argues that every
single embodiment illustrates resin covering somenbuall, of the plating of the upper surface
of the lead. (Dkt. No. 52 at 30Rlaintiff contends that this 8 common-sense requirement for a
light emitting device. (Dkt. Nob2 at 30) (citing ‘250 Patemt 5:60-6:23; Figures 2 and 4).
Defendants respond that Plaintiff seeks to import a negative limitation from the

specification into the plain and ordinary meanaidghe claims. (Dkt. M. 60 at 30.) Defendants

Page62 of 74



also argue that the transitional term “commggiis an open phrase and allows coverage of
technologies that employ additional and uriegt elements. (Dkt. No. 60 at 30.) Thus,
according to Defendants, the disputed phrase refers to a scenario where “a portion [or all] of the
resin part is disposed over a fpon [or all] of the plating on thapper surface of that least one
lead.” (Dkt. No. 60 at 30.)

Plaintiff replies that a portion of an objectaspart of that objectiot the entire object.
(Dkt. No. 65 at 13.) Plaintiff contends that Defendants disregard tpisriamt distinction and
read the phrase “portion of” out tfe claims entirely. (Dkt. No. 6&t 13.) Plaitiff also argues
that Defendants ignore thatpurpose of the plating on the Ideame is to reflect light, which it
could not do if it were entirely covered by resihus, the resin must cover “partially, but not
completely.” (Dkt. No. 65 at 13.)

For the following reasons, tl@ourt finds that the phrasa portion of the resin part is
disposed over a portion of the plating orthe upper surface of tre at least one lead’should
be should be construed ‘@sportion of the resin part is located over a portion of the plating
on the upper surface of the at least one lead.”

b) Analysis

The phrase “a portion of the ragpart is disposed over antion of the plating on the
upper surface of the at least one lead” appeackims 17 and 29 of the ‘250 Patent. The Court
finds that the phrase generally unambiguous and is easityderstandable by a jury. Thus, the
Court is not persuaded that it needs inclilde negative limitation posed by Plaintiff.
However, the Court does agree tha term “disposed” could blmnfusing to gury, and finds
that this term should be construed as “locatdebt example, Figure 2 illustrates a portion of the

resin part 25 located over a portion of the uppeface (27a) of lead (22) that is plated. ‘250
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Patent at 5:66—-6:6.

To the extent that Defendants contend thatGbert's construction allows for all of the resin
part to be disposed over all thfe plating on the uppaurface of the at leasne lead, the Court
rejects this argument. The dispdtlanguage clearly states that gortion of the resin part is
disposed ovea portionof the plating on tl upper surface of the atl one lead.” A portion is
not “all” as Defendants contendlo suggest otherwise would beonsistent with the intrinsic
evidence.
c) Court’s Construction
In light of the intrirsic evidence, the Court construes the phtageortion of the resin

part is disposed over a portion of the plating on the upper surface of the at least one lead”

to mean“a portion of the resin part is located over a portion of the plating on the upper

surface of the at least one lead”

6. “notch”
Disputed Term| Plaintiff’'s Proposal Defendants’ Proposal
“notch” “opening” “a cavity that penetrates the lead frame and that will
be filled with resin”
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a) The Parties’ Positions

The parties dispute whether the term @idt should be construed as “opening” as
Plaintiff contends, or whether ihsuld be construed as “a cavityat penetrates the lead frame
and that will be filled with resi” as Defendants contend. Pldihtiontends that its construction
is consistent with the term’s use in the sfiestion, which consistatly shows the claimed
“notch” to be an “opening” in the lead frame. (Dkt. No. 52 at 31) (citing ‘250 Patent at 3:28-40;
9:7-20; Figures 3, 5, 7, 8, and 10 (elements 224a, and 221a)). Plaintiff notes that the
language “opening” is not specifically used widspect to “notches” ithe specification, but
contends that it best capturs® meaning of “notch” in a maer that will beeasily understood.
(Dkt. No. 52 at 31.) Plaintiff also argues tlzfendants’ construction is overly complex, does
not clarify the meaning of the term, introduceduedancies into the clainand is inappropriate
because it reads in an intended futurearsgtate for the notch. (Dkt. No. 52 at 31.)

Defendants respond that their constructisnnecessary to distinguish between the
claimed “notch” and the claimethole.” (Dkt. No. 60 at 31.) Defendants note that claim 1
requires “a lead frame comprising at least nateh,” while claim 3, which depends from claim
1, further requires “the lead frame further coisipg at least one hole(Dkt. No. 60 at 31.)
Thus, according to Defendants, the “notch” in the lead frame is different than the “hole,” and this
difference must be accounted for with a claionstruction that distinguishes the two for the
jury. (Dkt. No. 60 at 31.) Defelatits also argue that the spemtion explicitly sets forth the
difference between a “notch” and a “hole,” Isyating, “the differece is that, while the
thermosetting resin is filled in the notch parts, the thermosetting resin is not filled in hole parts
which are described later. While the notch partd hole parts penetratee lead frame, grooves
which are described later do n@netrate the lead frame.” (DKilo. 60 at 31) (quoting ‘250

Patent at 3:35-40). Defendants argue that ttwstruction mirrors theisclosed distinction
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between the claimed “notch” ancetthole.” (Dkt. No. 60 at 31.)

Plaintiff replies that Defedants seek to elevate th#escription of an optional
embodiment of the invention to a global defimiti (Dkt. No. 65 at 13) (citing ‘250 Patent at
3:29-40). Plaintiff argues that the terms “grooves” and “holes” are not at issue, and are optional
features recited in dependent oiai 3, 13, and 14. (Dkt. No. 65 at 14.)

For the following reasons, the Court finds that the tératch” should be construed to
mean“an opening that penetrates the lead frame.”

b) Analysis

The term “notch” appears in claims 1,19, 12, 15, 16, 27, and 31 of the ‘250 Patent.
The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The intrinsic evidena#idates that the recitédotch” is an opening in
the lead frame that penetrates the lead fraifiee specification distinguishes a “notch” from a
“groove” based on whether the feature penetredead frame. Specifically, the specification
states “[w]hile the notch partand hole parts penetrate the lead frame, grooves which are
described later do not penetrate the lead frafBB0 Patent at 3:38-40Thus, the Court finds
that a person of ordinary skill in the art wowinderstand that the recited “notch” is an opening
that penetrates the lead frame.

Regarding the partiesobastruction, Plaintiff'sconstruction is so brokthat it is unhelpful
and merely substitutes the word “opening” faptch.” Defendants’ construction improperly
reads an embodiment into the claims. Defendargsorrect that claim 1 requires “a lead frame
comprising at least one notcrghd claim 3, which depends froctaim 1, further requires “the
lead frame further comprising at least oneeliol Defendants are also correct that the

specification describes an embodiment where theibaiet filled with resin. But the difference
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between the recited “notch,” “hole,” and “groovs”one of geometry,ral whether or not that
particular feature penetrates the lead framee ifitrinsic evidence indicates that a notch and a
hole penetrate the lead frame, and a groove does Whether the partitar feature “will be
filled with resin” is not recited in the claimsy@the Court is not persuaded that it should redraft
the claims to add this limitation.
c) Court’'s Construction
In light of the intrirsic evidence, the Court construes the ténmich” to mean“an

opening that penetrates the lead frame.”

7. “cutting the resin-molded body and tre plated lead frame along the at
least one notch”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
cutting the resin-molded body | Plain and ordinary slicing the resin molded body and
and the plated lead frame alongmneaning the plated lead frame in the same
the at least one notch step along the at least one notch

a) The Parties’ Positions

The parties dispute two issues: (1) timingtloé cutting step, and (2) what constitutes
“cutting.” Regarding Defendantgroposal of “slicing,” Plaintiffargues that the word “slicing”
is not found in the specification, and does not mteany additional claritjor the Court or the
jury. (Dkt. No. 52 at 32) Plaiiit argues that the word “cuttingis clear and that replacing
“cutting” with “slicing” is inappropriate. (Dkt. No. 52 at 32.) Plaintiff further argues that
Defendants’ construction readsa limitation that kcing the resin moldedody and the plated
lead frame is done “in the same step.” (Dkb.¥2 at 32,) Plaintiff gues that the steps are
defined by the claims themselvesd that there is no need to read in an additional limitation.
(Dkt. No. 52 at 32.) Plaintiff further argues tHat the same step” seems to introduce ambiguity

into the claim. (Dkt. No. 52 at 32.) Plaintiffontends that it is whear from Defendants’
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construction whether the use of multiple toolsg@sses as part of a single cutting process would
be part of “the same step.” (Dkt. No. 52 at 32.)

Defendants respond that claim 1 recites tingt the resin-molded body and the plated
lead frame along the at least one notch,” whicluires that the same “cutting” step to cut both
the “resin molded body and the plated lead #aaong the at least one notch.” (Dkt. No. 60
at 32.) Defendants further cend that the construction isgported by the specification. (Dkt.
No. 60 at 32) (citing ‘250 Patent at 7:47-52). [efents further argue that it is necessary to
distinguish “cutting” from “punching” or“etching,” because the specification contrast
“punching” or “etching” to “cuttng.” (Dkt. No. 60 at 33) (citing250 Patent at 8:49-9:3; 9:7—
20).

Plaintiff replies that the “cutting” of theesin-molded body and plated lead frame need
not occur simultaneously because the exact sequence or manner of cutting is unspecified. (Dkt.
No. 65 at 14.) Plaintiff contends that fBedants improperly seek to impose a sequence
requirement on a method claim that recites n¢b&t. No. 65 at 14.) Rintiff further argues
that Defendants fail to idefyi any disavowals restricting thedaims to sliang. (Dkt. No. 65
at 14.)

For the following reasons, the Court finds that the phtasting the resin-molded
body and the plated lead frame along the at least one notclshould be given its plain and
ordinary meaning.

b) Analysis

The phrase “cutting the resin-molded body &mel plated lead frame along the at least

one notch” appears in claims 1, 27, and 31 of 2% ‘Patent. The Courtiils that the phrase is

unambiguous, is easily understandable by g, jand requires no construction. In addition, the
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Court rejects Defendants’ arguntehat “cutting” must be comsied as “a slicing operation.”
Once again, the words “slicing operation” does not appethe specification and it is not clear
what would be considered a slicing operati&tthough, the specifidc®n does disclose an
embodiment where the lead frame and resin-ewldody are cut using a saw, this is one
embodiment and the claims are not limited to this cutting metBee, e.g.,250 Patent

at 12:45-49 (“The cutting method usesingulation saw, and stagmgulation from the resin-
molded body 24 side. By this means, in theiegtsurface, the resin-molded body 24 and lead
frame 21 are in the substantially same plané, the lead frame 21 is exposed from the resin-
molded body 24.”)

Finally, the Court finds that “cutting the resmolded body and the plated lead frame”
does not have to occur “in the same step,Datendants propose. Unlike the language that
Defendants point to in the spectdition, the claim does not recitattihe cutting has to occur “in
the same step.” Accordingly, Defendants’ construction would add aartamvted step to the

method claim.
c) Court’s Construction
In light of the intrirsic evidence, the phraseutting the resin-molded body and the

plated lead frame along the at least one notchill be given its plain and ordinary meaning.

8. “planar”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
planar [formed] in substantially the saplane | no measurable surface variation.

a) The Parties’ Positions

The parties dispute whether the term “pknshould be construed as “[formed] in
substantially the same plane,” as Plaintiff emats, or whether it should be construed as “no

measurable surface vai@n,” as Defendants contend. Pl#inargues that neither “measurable”
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nor “variation” are found in thepecification. (Dkt. No. 52 at 33.Plaintiff contends that the
extrinsic evidence also supports iteposed construction. (Dkt. No. 52 at 33.)

Defendants respond that claim 1 requires thatouter surfaces of the “resin part” and
“at least one lead” to bplanar, not substantially planar, Biintiff proposes. (Dkt. No. 60 at
34.) Defendants also argue that if the patemtarted to claim that the outer surfaces of the
“resin part” and the “at least one lead” werabistantially planar” or ‘brmed in substantially
the same plane,” the patentee knew how to ao(Bkt. No. 60 at 34) (citing ‘250 Patent at
2:63-3:1). Defendants furtheargue that the extrinsic elence supports Defendants’
construction and that none of ttefinitions cited by either sidaupport the notion that the plain
and ordinary meaning of “plarias “substantially in the sae plane.” (Dkt. No. 60 at 34.)

Plaintiff replies that Defenads mischaracterize its cdnsction because Plaintiff's
construction is not “substantial planar,” but rather, “in @stantially the same plane”—
language that it contends mirrors the patenteségje throughout the spigzation. (Dkt. No. 65
at 14) (citing ‘250 Patent at@—-3:1). Plaintiff further argethat Defendants’ construction
improperly ignores that description. (Dkt. No. 65L4t) Plaintiff also contends that Defendants
seeks to restrict the meaning of this tetona very narrow scope without identifying any
evidence that its constructiondsrrect. (Dkt. No. 65 at 14.)

For the following reasons, the Court finds that the tgrlanar” should be construed to
mean‘in a substantially same plane”.

b) Analysis

The term “planer” appears in claims 1, 17, &7d 29 of the ‘250 Patent. The Court finds

that the term is used consistently in the claand is intended to hatbke same meaning in each

claim. The Court further finds that the term egrs in the context of feouter surface of the at
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least one lead are planar at an ogtde surface of the resin packaggee, e.g.claim 1. Thus,
the claim language recites that it is the outer sidéace of the resin paaffe and a lead that are
planar.

Turning to the specification, ¢hCourt finds that a person of ordinary skill in the art
would understand that the terfiplanar” means “in a substantially same plane.” The
specification does not use the wdptanar,” but instead states tHat resin package 20 in which
a resin part 25 and leads 22 are formed in thestantially same plane in outer side surfaces
20b.” ‘250 Patent at 7:47-52; Figure 1. In fattte specification destms this relationship
between the recited “outer side surface of the resin package” and the recited “lead” as “in a
substantially same plandfiroughout the specificatiokee, e.g.,250 Patent at 2:63-3:1 (“[l]n
which a resin part and a lead are formed in atanbally same plane in an outer side surface.”);
3:60-61 (“[w]herein a resin part and a lead are &mnm a substantially same plane in an outer
side surface.”); 4:28-29 (“[w]hereia resin part and a lead are formed in a substantially same
plane in an outer side surfate4:57-59 (“[w]herein a resin padnd a lead are formed in a
substantially same plane in an outer siddase.”); 7:47-52 ([tjhe ®@n part and le