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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
NFC TECHNOLOGY LLGC
Plaintiff,
Case No. 2:1%8V-1058WCB

V.

HTC AMERICA, INC., ET AL,,

w W W W W N W W W

Defendant.

MEMORANDUM OPINON AND ORDER

Before the Court is a ation tostay proceedings in the district court filed by defendants
HTC America, Inc., and HTC Corporation. Dkt. No. 145. The motion is GRANTED, and this
case will be stayed pending the completion of the inter partes revmseeating before the
Patent Trial and Appeal Board (“PTAB”).

BACKGROUND

Plaintiff NFC Technology LLO*NFCT”) filed this action against HC America, Inc.,
on December 5, 2013. HTC Corporation was added as a defendant in an amended complaint
filed on April 10, 2014. The two defendants are collectively referred to here as HhE
amended complaint alleged that HTC infringed two patents owned by NFC: Ueht Ra.
6,700,551 (“the '551 patent”) and U.S. Patent No. 7,665,664 (“the '664 patent”).

On July 23 and 24, 2014, HTC filed two petitions with the PTi&Buesting that the
PTAB conduct an inter partes review of eadsertectlaim of he '551 patent and the '664

patent. NFQ subsequently assertedditionalclaims of the '664 patent in the litigation against
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HTC (claims 14, 15, and 19), after which HTC filed a third petition with the PTAB on December
6, 2014, seeking review of thoseaichs in addition to the claims previously identified in the
earlier petitions for review.

OnFebruary 4, 2015, the PTAB granted HTC's first two petitions for inter partes review
A week later, HTC filed the present motion seeking a ptnydingthe conalision of the inter
partes reviewproceedings before the PTABNFCT opposes the motion.The parties have
briefed the motion to stay, which was orally argued before the Court on March 3, 2015.

DISCUSSION
A district court has the inherent power to control its own docket, including the power to

stay proceedings before i§eeClinton v. Jones520 U.S. 681, 706 (1997) (“The District Court

has broad discretion to stay proceedings as an incident to its power to control its owri)docke
How to best manage the court’s docket “calls for the exercise of judgment, whgthmsigh

competing intergts and maintain an even balanceadndis v. N. Am. Co., 299 U.S. 248, 258

(1936); Gonzalez v. Infostream Grp., Inc., No. 2d#906 (E.D. Tex. Mar. 2, 2015). In

particular, thequestion whether to stay proceedings pending inter partes review tdra isaa

matter committed to the district court’s discretioBeeEthicon, Inc. v. Quigg, 849 F.2d 1422,

142627 (Fed. Cir. 1988) (request for stay pendintgr partesreexamination). A stay is
particularly justified whe “the outcome of a PTO proceedi is likely to assist the court in

determining patent validity or eliminate the need to try infringement issugsglutionary

Intelligence, LLC v. Millennial Media, In¢cNo. 5:13cv-4206 2014 WL 2738501, at *2 (N.D.

Cal. June 11, 20143eealso3rd Eye Surveillance, LLC v. Stealth Monitoring, Inc., No. 6¢ct4-

162, 2015 WL 179000, at *1 (E.D. Tex. Jan. 14, 2015); Surfast, Inc. v. Microsoft Corp., No.




2:12cv-333, 2014 WL 6388489, at *2 (D. Me. Nov. 14, 2014); Norman IP Holdings, LLC v.

TP-Link Techs.Co.,, No. 6:13cv-384, 2014 WL 5035718, at *2 (E.D. Tex. Oct. 8, 2014J;

Vent, Inc. v. Owens Corning Corp., No. 2:£0-1699, 2012 WL 1607145, at *3 (W.D. Pa. May

8, 2012); Gould v. Control Laser Corp., 705 F.2d 1340, 1342 (Fed. Cir. 1983).

District courts typically consider three factors when determining whether to grant a stay
pending inter partes review of a patent in suit: (1) whether the stay will undjiydjme the
nonmoving party, (2) whether the proceedings before the court have reachedrare@diage,
including whether discovery is complete and a trial date has been set, and (3) wieetiay t

will likely result in simplifying the case before the couBeelLennon Image Techs., LL@.

Macy’s Retail Holdings, In¢.No. 2:13cv-235 2014 WL4652117, at *2E.D. Tex. Spt. 17,

2014);MarketAlerts Pty. Ltd. v. Bloomberg Fin. L.P., 922 F. Supp. 2d 486, 489 (D. Del. 2013);

Soverain Software LLC v. Amazaiom Inc, 356 F. Supp. 2d 660, 662 (E.D. Tex. 2005).

Based on those factors, courts determine whether the benefits of a staygloutweeinherent

costs of postponing resolution of the litigation. EchoStar Techs. Corp. v. TiVpNmc5:05

cv-81, 2006 WL 2501494 (E.D. Tex. July 14, 2006).

Thosethree factordargely overlap with théour factors that Congress has expressly set
forth as governing the question whether a stay should be granted pending covemedsbusi
method (“CBM”) review proceedings before the PTAB. Those four factors are:

(A) whether a stay, or the denial thereof, withplify the issues in question and
streamline the trial;

(B) whether discovery is complete and whether a trial date has been set;

(C) whether a stay, or the denial thereof, would unduly prejudice the nonmoving
party or present a clear tactical advantagetfe moving party; and

(D) whether a stay, or the denial thereof, will reduce the burden of litigation on
the parties and on the court.



LeahySmith America Invents Act, Pub. L. No. 129, § 18(b)(1), 125 Stat. 284, 331 (2011)
(“the AIA”). Congress’s addition of a fourth factor requiring an inquiry into whether a sfay wi
reduce the burden of litigation on the parties and on the court indicates that spectainat
should be given to minimizing the burdens of litigation. While that factor has been nobed as t
basis for a distinction between the standard for stay motions in CBM revaeedings and

stay motions in inter partes review proceedisg®Progressive Cas. Ins. Co. v. Safeco Ins, Co.

No. 1:10cv-1370, 2013 WL 1662952, at *2 (N.D. Ohio Apr. 17, 2013), courts considering stay
applications in the inter partes review setting have been attentive to tlhatrcas wellsee

e.qg, MarketAlerts Pty. Ltd. v. Bloomberg Finance L.P., 922 F. Supp. 2d 486, 489 (D. Del.

2013);_Ultratec, Inc. v. Sorenson Commc’ns, Inc., Noc\t-346, 2013 WL 6044407 (W.D. Wis.

Nov. 13, 2013). The Court now turns to an analysis of each of the factors bearing on whether to
grant a stay of the district court proceedings pending the resolutidm©% petitions for inter
partes review.

1. Prgudice

NFCT argues that the delay inherent in granting a stay wdaktl to undug@rejudice It
makesno specific allegations of prejudice other than to claim that any delay imnttieation of
patent rights is prejudicial to a patent own&io be sure,Hatinterest is entitled to weightSee

Network1 Sec.Solutions, Inc. v. Alcatel-ucent USA Inc. No. 6:11ev-492, at 9 (E.D. Tex. Jan.

5, 205); Lennon Image Techs., LLC v. Macy’s Retail Holdings, ,IMé0. 213-cv-235 2014

WL 4652117, at *AE.D. Tex. Sept. 17, 2014ThinkOptics, Inc. v. Nintendo of Am., Inc., No.

6:11-cv-455,2014 WL 4477400, at *1 (E.D. Tex. Feb. 27, 2014); Unifi Sci. Batteries, LLC v.

Sony Mobile Commc’ns AB, No. 6:1@v-224, 2014 WL 4494479, at *ZE.D. Tex. Jan. 14,




2014);Voltstar Techs., Inc. v. Superior Commc'ns, Jido. 2:12cv-82, 2013 WL 4511290, at

*2 (E.D. Tex. Aug. 22, 2013)However,that factoris present in every case in which a patentee
resists a stayand it is theeforenot sufficient, standing alone, to defeat a stay motiSeeE-

Watch, Inc. v. Lorex Canada, In®&No. H12-331 2013 WL 542528, at *2 (S.D. Tex. Sept. 26,

2013); Semiconductor Energy Lab. Co. v. Chimei Innolux Corp., No. SAC\21,22012 WL

7170593, at *3 (C.D. Cal. Dec. 19, 2012); TierraVision, Inc. v. Google, Inc., Nov-2170,

2012 WL 559993, at *3 (S.D. Cal. Feb. 21, 2012).

NFCT does not dispute HTC’s contention that it does not compete with HTC and that
monetry relief will be sufficient to compensate it for any injury to its patent rigiN&CT’s
only other claim of prejudice is its conclusory claim that it “would be tacticallgddesntage
because, during [the stay] period, memories will fade and discovayylikely be lost.” Dkt.
No. 149, at 11. That generalized claim of injury is entitled to little weight, however-@3 N
has not made any showimg toparticular evidence or discovetlyat is at risk of beingpst. A
blanket statement that evidenceyrbecome stale or be lost does not amount to a compelling
showing of prejudice.

Finally, NFCT contends that “it would be unduly prejudiced and tactically
disadvantaged by a stay because of HTC'’s dilatory motive.” Dkt. No. 149, s¢d 2lsad. at
13-15 (contending that HTC has “unclean hands” based on HTC’s conduct by makingrigpeaki
objections”and raising improper claims of privileghiring a series of depositionduring the
week of February 92, 2015. NFCT's claim of dilatory behaviorappears to be based
principally on HTC’s motion to transfer this case to the Southern District of California

(subsequently amended to seek transfer to the Northern District of Caljfoifhiere is nothing



unusual about filing a motion to transfer, and NFCT has pointed to nothing about thefftleg
transfer motion in this case that would affect HTC’s entitlement to a BIRBZT also complains,
without elaboration, about HTC’s motion to stay this actiotight of a declaratory judgment
action brought be a third party, a motion that was denied. The Court sees nothilg facia
improper in the filing of that motion, and NFCT'’s brief offers nothing of substance thddw
lead the Court to conclude that the motion was inappropriate or that the stay should be denied
because of the filing of that motion. Nor does the Cdistern anything in the allegations
regarding HTC’s conduct during the Febru@ril2 depositions that should haamy effect on
the Court’s decision on the stay motion. The Court therefore concludes tpagjtigice factor
cuts slightly against a stay, but no more than woypetally be the case when a plaintifffeced
with the prospect oh delay inobtaining monetary relief on its claims.

2. The State of the Proceedings

This acton was instituted more than a year ago. By the time the motion to stay was filed,
the parties had engaged in significant discoyvang claim construction briefing was complete.
However, fact discovery does not close for another month, and significatnalpdiscovery,
filings, motions and otherevents remain to be completed before the scheduled trial date of
September 8, 2015. Clearly, the case is not “in its infgntys far enough along that a stay
would interfere with ongoing proceedings. On the other hand, it appears likely that the bulk of
the expenses that the parties would incur in pretrial work and trial preparatiotill aretse
future. Thus, denying a stay because of the progress of the case to this point woskl impo
significant epenses on thparties that might be avoided if the stay results in the simplification

(or obviation) of further court proceedings.



Another consideration that bears on this factor is whether the defendant adted wit
reasonable dispatch in filing ipetitions for inter partes review and then, aftee getitiors were
granted, in filing its motion for a stay. The petisdar inter partes review grefiled seven and
onehalf months after the action was brought, and four months after NFCT filedritgement
contentions The motion for a stay was filed very promptly after the PTAB instituted the inte
partes review.

Given the complexity entailed in seeking inter partes reviegielay of seven and one
half monthsrom the filing of the complains not unreasonableThat is particularly true in light
of the fact that the petitions were filed only four mondfier NFCTserved itsinfringement

contentionoon HTC. SeeDestination Maternity Corp. v. Target Corp., 12 F. Supp. 3d 762, 766

68 (E.D. Pa. 2014) (petition for inter partes review filegs tharfour months after infringement

contentions was reasonably timely); Software Rights Archive, LLC v. FacebunkNo. 12

3970, 2013 WL 5225522, at *6 (N.D. Cal. Sept. 17, 20p8jitjon filed just @er four months

after identification of asserted claims waeasonable Semiconductor Energy Lab. Co. v.

Chimei Innolux Corp., NoSACV 12-21, 2012 WL 7170593, at *3 (C.D. Cal. Dec. 19, 2012) (3

4 month delay in filing petition after infringement contens is reasonable). To be sure, if the
petitions had been filed several months earlierPIhAB’s decision on the petitig'would have

come early enough that the stay motion could have been decided at a time that would have saved
the parties somaliscovey expensesand much of the expense associated with dlaém
construction proceeding. Nonetheless, the Court does not regard HTC’s corttliictegard as

dilatory, and will not weigh the delay in filing the petitgior inter partes review against HTC.



In sum, the state of the proceedings is neutral or, at mostsl@ity againsttheissuance of a
stay.

3. Simplification of the I ssues

In the Court’s view, the most important factor bearing on whether to grsiaty in this
case is the prospect that the inter partes reyiegeedingwill result in simplification of the
issues before the CourCongress’s purpose in creating an inter partes repreaedurenas to
allow the administrative agency that issuesep&s to consider new information bearing on
whether those patents should be canceled or confirmed. Giving the agency the awthority t
consider thevalidity of patents in the inter partes review proogasdesigned in large measure
to simplify proceeding before the couri@nd to give the courts the benefit of the expert agency’s
full and focused considerationttie effect of prior art on patents being asserted in litigation.

The benefits of the reexamination process for cases in litigaidwe been deribed in a
way thatapplies equally to inter partes review:

1. All prior art presented to the Court will have been first considered byrtbe P

with its particular expertise.

2. Many discovery problems relating to prior art can be alleviated by the PTO

examination.

3. In those cases resulting in effective invalidity of the patent, the suit wlif like

be dismissed.

4. The outcome of the reexamination may encourage a settlement without the

further use of the Court.

5. The record of reexamination woultely be entered at trial, thereby reducing

the complexity and length of the litigation.

6. Issues, defenses, and evidence will be more easily limited Hirigire

conferences after a reexamination.
7. The cost will likely be reduced both for the parties and the Court.



Fisher Controls Co. v. Control Components, Inc., 443 F. Supp. 581, 583 (S.D. lowa 1977)

guoted with approval iRPremier Int’l Assocs. LLC v. HewleRackard Cq.554 F. Supp. 2d 717,

720 (E.D. Tex. 2008).

In this case,he likelihaod of some or all of those benefits flowing from inter partes
reviewis high. If the proceedings before the PTAB result in confirmation of the pasemiscl
being asserted in court, tltefendant will be estopped from challenging the validity of the
claims on any ground that was, or could reasonably have been, asserted in the inter partes
proceeding. 35 U.S.C. § 315(e)(2). On the other hand, if the proceedings result inicancklat
some or all of the asserted claims, either some portion of the litigation will fall, awake
litigation will come to an end altogether.

While the PTAB’s decision to institute inter partes rev@adinarily means that there is a
substantialikelihood of simplification of the district court litigatiomhat likelihood isfar more
speculative before the PTAB decides whether to institute inter partes rev@what reason, the
grant of inter partes review has been treated as a highly significant factbe icourts’
determination of whether to stay cases pending PTAB review. Thusjnip&tant to the
Court’'s decision thain this case the PTAB hasted ontwo of the defendantshreepetitiors
for inter partes review and in doing Bas instituted inter partes review proceediagsnost of
the claims at issue in thtsise.

The Federal Circuit recently addressed the closely related question whstagrshould
be granted pending “covered business methods” (“CBM”) review after the Pashstituted

review proceedingsSeeVirtualAqility, Inc. v. Salesforce.com, &n 759 F.3d 1307 (Fed. Cir.

2014). The circuit court in that case held that the district court erred in denyiayg atsr the



PTAB had granted the defendants’ petition for CBM review. The court stated s “not
error for the district court tovait until the PTABmade its decision to institute CBM review
before it ruled on the motion” to stayd. at 1315. The court added thatv]hile a motion to
stay could be granted even before the PTAB rules on agpast review petition, no doubt the
case for a stay is stronger after pgsant review has been institutedd. at 1316.

The court in VirtualAgility held that the patentee, which could be adequately
compensated through a damages remedy, could not make a showing of undue prejudice from a
stay, and that the evidence did not indicate that a stay would give the defendads taatical
advantage. 759 F.3d at 1328. Moreover, the court found that the disposition of the review
would streamline the proceedings before the district court and decrease thredyutde parties
and the court, and that the case was not so far advanced at the time the stay motled ass fi
to justify the denial of the requested stdy. at 1313, 1320. For those reasons, the court held
that the district courshould have entered a stay pending the PTAB’s resolution of the CBM
review proceeding.

NFCT argues that becaugetualAgility involved CBM review, not inter partes review,
the Federal Circuit's analysis MirtualAgility does not apply herelt is true thatthe stay
provisions forCBM review are statutory, while the stay practice for inter partes has been
developed by the courts. Howevdrg standards for granting stay relief are generally similar.
As noted above he additionalktatutoryfactor applied in the CBM review contextwhether a
stay will reduce the burden of litigation on the parties and the-easird consideratiorhat
courts often taken into account in determining whether to grant a stay pending inter partes

review.
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The overlap between e¢hstandards for granting a stay in those two contexts is not
surprising, sincdoth CBM review and inter partes reviglike reexaminationare designed to
promote the same policy goals. Thatoigjive the Patent and Trademark Off{tthe PTQO”), the
expert agency that issued the patents in, @nt opportunity to determine in the first instance
whether the patents are valid in light of the cited prior art and to simplify distigtt c
infringement proceedingsSeeln re Etter 756 F.2d 852, 857 (Fed. Cir. 198%\hen the patent
is concurrently involved in litigation [one function of reexamination] is to freecthet from
any need to consider prior art without the benefit of the PTO’s initial consalerat

NFCT is correct tha€Congress’s inclusion of a stay provision in the CBM revéeation
of the AIA clearly signaled a desire to make stay relief readily available in CBM review cases
Moreover, the legislative history of the AIA makes it apparent that Congressiatt for district
courts to be liberal in granting stays pending CBM review. As Senator Schunezvesbs
regarding the CBM review provision, Congress intended to plasefaheavy thumb on the
scale in favor of a stay being granted” once the PTAB instituted CBM revisvegaings. 157
Cong. Rec. S1363 (daily ed. Mar. 8, 2011) (statement of Sen. Chuck Schiue@ongress’s
desire to enhance the role of the PTO and lingtithirden of litigation on courts and parties was
not limited to the CBM review context. The legislative history indicates @mgress
recognized that the same underlying policy considerations that apply to GBW rapply to
inter partes review as wel SeeH. Rep. No. 1188, Part I, at 48 (2011) (statutoppstgrant
review procedures were designed to be “quick and cost effective alternativesatolitigy 157
Cong. Rec. S952 (daily ed. Feb. 28, 2011) (inter partes revasintended to provida “faster,

less costly alternative[] to civil litigation to challenge patents) (statementenf Shuck

11



Grassley);id. at S5319 (daily ed. Sept. 6, 2011) (pgpsint review of patentsncluding inter
partes review, &s meant to be “an inexpensive subdgtudor district court litigation” that
“allows key issues to be addressed by experts in the figtijement of Sen. Jon Kyl)n light
of the parallel policies underlying theBM and inter partes revieywroceedings,t is not
surprising thatcourts have appliedienerally similar analysis to requests for stays in both
settings.

In fact, since thecircuit court’'s decision inVirtualAgility, courts havebeen nearly
uniform in granting motions to stay proceedings in the trial court after the PTAB$tasited

inter partes review proceedingSeeCapella Photonics, Inc. v. Cisco Sys., Inc., Nel4z3348

(N.D. Cal. Mar. 6, 2015)Gentherm Can.Ltd. v. IGB Auto., Ltd., No. 1311536 2015 WL

804657(E.D. Mich. Feb. 26, 2015); Verinata Health, Inc. v. Ariosa Diagnostics, Inc., Nov-12

5501, 2015 WL 4354571N.D. Cal.Feb. 2, 2015); Service Solutions U.S., L.L.C. v. Aui§|

Inc., No. 1310534 2015 WL 401004E.D. Mich. Jan. 28, 2015); In re CTP Innovations, LLC,

Patent Litig, MDL 14-MD-2581, 2015 WL317149(D. Md. Jan. 23, 20158afe Storage LLC v.

Dell Inc., Civil Action No. 121624 (D. Del. Jarn22, 2015); Cutsforth, Inc. v. Westinghouse Air

Brake Techs. Corp., Civil No. 12-1200 (D. Minn. Jan. 15, 20EBNVS Corp. v. United States

No. 16540 C (Fed. Cl. Dec. 19, 2014); Kaneka Corp. v. SKC Kolon PI, Inc., No. G838l

(C.D. Cal. Dec. 5, 2014).0ocata LBS LLC v. Paypal IncNo. C 141864 (N.D. Cal. Dec. 4,

2014); Surfcast, Inc. v. Microsoft Corp., No. 2:t2-333 2014 WL 6388489D. Me. Nov. 14,

2014);Norman IP Holdings, LLC v. Chrysler Group LLC, No. 6:68278 (E.D. Tex. Oct. 8,

2014); Cypress Semiconductor Corp. v. GSI Tech., Inc., Necvt2013 2014 WL 5021100

(N.D. Cal. Oct. 7, 2014); Intellectual Ventures Il LLC v. Suntrust Banks, INa. 1:13ev-2454,
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2014 WL 5019911N.D. Ga. Oct. 7, 2014)Evolutionary Intelligence LLC v. Sprint Nextel

Corp, No. G13-4513 2014 WL 4802426 (N.D. Cal. Sept. 26, 2014); PersonalWeb Techs., LLC
v. Google Inc., No. 5:38v-1317, 2014 WL 4100743(N.D. Cal. Aug. 20, 2014)intellectual

Ventures 1l LLC v. U.S. Bancorp, Civil No. 1371, 2014 WL 536938D. Minn. Aug. 7,

2014); Affinity Labs of Texas LLC v. Samsung Elecs. Co., No.c¥4717, 2014 WL 3845684

(N.D. Cal. Aug. 1, 2014)Depome Inc. v. Purdue Pharma L.P., Civil Action No.-331, 2014

WL 3729349 (D.N.J. July 25, 2014).
The same has bedérue of motions to stay proceedings in the trial court after the PTAB

has instituted CBM review proceeding§eeMoneycat Ltd. v. Paypal IncNo. 14cv-2490,

2014 WL 5689844 (N.D. Cal. Nov. 4, 2018&ecure Axcess, LLC v. U.S. Bank Nat'| AssMo.

6:13cv-717 (E.D. Tex. Oct. 20, 2014); DataTreasury Corp. v. Fiserv, Inc., No-c2:431

(E.D. Tex. Sept. 29, 2014); Solutran, Inc. v. Elavom,, INo. 13cv-2637 (D. Minn. Sept. 18,

2014); Seqin Sys., Inc. v. Stewaitl@ Guar.Co., No. 2:13ev-190, 2014 WL 389593(E.D. Va.

Aug. 8, 2014)see also/ersata Software, Inc. v. Callidus Software, JMdo. 20141468, 2015

! The postVirtualAgility cases that have depedtfrom that general approach have

involved unusual facts. For example Drone Techologies Inc. v.Parrot S.A.No. 14cv-111,
2014 WL 6607484W.D. Pa. Nov. 19, 2014), the court noted that the defendants haguikgn
of “flagrant failure to permit this case to proceed through discovery” and hackerd default
judgment against the defendants on the merits. Under those circumstancesirttsaw no
reason to further delay the proceedings beforénitSCVNGR, Inc. v. eCharge Licensing, LL.C
Civil Action No. 1312418,2014 WL 480473&D. Mass. Sept. 25, 2014ntellectual Ventures
I L.L.C. v. JP Morgan Chase & Co., No. C3v. 3777 (S.D.N.Y. Aug. 11, 2014and_Invensys
Sydems Inc. v. Emerson Elégc Co.,No. 6:12cv-799,2014 WL 4477393 (E.D. Tex. July 27,
2014), the courts denied stays because the PTAB had granted review of only some of the
asserted claims or patents, and the courts were not persuaded that the PTAPneséedings
were likely to resli in significant simplification of the issues in suit.
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WL 981523 (Fed. Cir. Feb. 27, 201Benefit Funding Sys. LLC v. Advance Am. Cash Advance

Ctrs. Inc, 767 F.3d 1383 (Fed. Cir. 2014).

That neatuniform line of authority reflects the principal point made by the court in
VirtualAqility —thatafter the PTAB has instituted review predengs, the parallel district court
litigation ordinarily should be stayed. The decisions cited above have applisantieegeneral
approach irthe analogous setting of inter partes revfew.

With that said, it is nonetheless necessary to determine wtikdrerare circumstances
in this case that woulaall for a departure from that general practice amake a stay
inappropriate.As noted above, the other factors bearing on the Court’s exercise of itsioliscre
to grant or deny a stay do not cut stroneither in favorof or against a stay. Nor has NFCT
pointed to anygpecial circumstances that would counsel against granting a stay in this case.

The only wrinkle pointed out by NFCT ibat the PTAB’s order granting inter partes
review did not include all of the asserted claims of the '664 paténtparticular, currently
asserted claims 14, 15, and 19 were not included in the petition for inter partes revielé®4 the
patent or the PTAB’s order granting inter partes review of that patent. h&oreison,NFCT

contendghat the stay should be denietlFCT argues that with those claims omitted from the

2 Without acknowledging the line of authority cited above, NFCT argues that courts
“routinely deny motions to stay where the litigation hasgpgesd as far as the present
litigation.” Dkt. No. 149, aB. NFCT cites four cases for that proposition. In three of the four
cited cases, a large number of the claims at issue me¢rendergoingnter partes review.The
remaining casd)nifi Sci. Batteries, LLC v. Sony Mobile Commc’ns AB, No. 6td2224, 2014
WL 4494479 (E.D. Tex. Jan. 14, 201@jedated the Federal Circuit’'s decisiorVintualAgility .
Moreover,theinter partes review proceeding in that casmlved only a small minority of the
references at issue in the litigation, which the téamnd reduced the likelihood that the inter
partes review proceeding would result in simplification of the case before thie chuus,
contrary to NFCT’s suggestion, the four cases it cites do not representtiimél Instead,
theycontain unusual facts that render thexegeptions, rather than representing the general rule.

14



inter partes review, the PTAB’s decision in the review proceedingnlikely to result in a
significant simplification of the casel'he Court does nagree.

The reason that three of the claims of the '664 patent were not included in the defendant’s
original petition for inter partes reviewf the '664 patenis that at the time thpetition was filed,
NFCT had not asserted those claims against HTC. When NFCT assertedloseirc the
litigation, HTC promptly petitioned fothose claims to be added to ther partes review
proceeding. The absence, at least for now, of thaaenslfrom the inter partes review is
thereforechargeable to NFCT, not to HTQn light of the relationship between those claims and
the claims for which review was grantédseemsentirely possible thathe claims will be added
to the review. In anywent, even if the PTAB restricts its review to the claims of the '551 patent
and the initially asserted claims of the '664 patent, any disposition by th& T Akely to
simplify the proceedings before this Cquat the very least with respect to thé&I5patent
Accordingly, inlight of the fact that the PTAB has already instituted review of the two patents in
suit in this case, the “simplification” factor cuts strongly in favor of grgnéirstay in this case
pending the completion of the inter pantegiew process.

CONCLUSION

After weighing allthe factors that bear on whether to grant a stay pending inter partes
review, the Court concludes that the balance of those factors favors HTC. Accordingdlg, in t
exercise of its discretion this Cowvill grant HTC’s motion to stay all proceedings in this case
pending thecompletionof the inter partes review before the PTAB. The parties are directed to
advise the Court promptly when the PTAB issues its decisiotheninter partes review

proceeding
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IT IS SO ORDERED.

SIGNED this11th day ofMarch,2015.

M?%@m\

WILLIAM C. BRYSON
UNITED STATES CIRCUIT JUDGE
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