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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

8
E-WATCH INC., et al., 8
8
Plaintiff, 8
8
V. 8 Case No. 2:13-CV-1061-JRG-RSP
8 LEAD CASE
APPLE, INC., 8
8
Defendant. 8
8

MEMORANDUM OPINION AND ORDER
On January 16, 2015, the Court held a heatondetermine the proper construction of
the disputed claim terms in United Stateatent Nos. 7,365,871 (“the ‘871 Patent”) and
7,643,168 (“the ‘168 Patent”) (collectively “thesgerted Patents”). After considering the
arguments made by the parties at the hearing and in the parties’ claim construction briefing (Dkt.

Nos. 216, 224, and 231), the Court issues@hasm Construction Memorandum and Order.

Page 1 of 69

Dockets.Justia.com


http://dockets.justia.com/docket/texas/txedce/2:2013cv01061/149178/
http://docs.justia.com/cases/federal/district-courts/texas/txedce/2:2013cv01061/149178/334/
http://dockets.justia.com/

V.

TABLE OF CONTENTS

BACKGROUND .....cc et e e e e e e e e e e e e nnnnnes 3
APPLICABLE LAW ..ttt e e et e e e e e e e e e aaeees Do
CONSTRUCTION OF AGREED TERMS ... 9
CONSTRUCTION OF DISPUTED TERMS ..... .o 10
A. 03V 1 1= TRV 1= PSP 10

B BT U PO UPPPTRPPIN 15......

C “the portable housing being WIreless” ... 17

D “adapted fOr tranSMITIING” .......ooii i 20

E. PrOCESSOIPNIASES. ...t e e 22....

F “manually portable housing,” “ina@held,” and “portable housing”.................... 30

G “supported/supporting/SUPPOIS.........iii e 33...

H “SEIf-CONTAINEAY..... ..o 35.....

l. “input keys,” “keypad,” ad “a set of INPUL KEYS” .........cccvvvmmiiiiiiiiiiiiieeeeeeeees 36

J. “image data signal(s)” and “viemg incoming image data signals” .................. 41

K “image framed by the camera” and “generating a digitized framed image”....... 44

L. “digitiz[e][ed][ING]” . .ccee e e e e e eeeen B

M elePNONENEIWOIK ... ... s 51....

N “selectively transmitting” and “selectively displaying”.........cccccvvvvvriiiiivicinnennn. 53

O. “CAMEIECONTIOICITCUIL” ...ttt 56....

P “ranNSMISSIOMIOTOCOI”. ... .uiiiie e 58

Q B 1= [ USSP 60.......

R VIBWIINAEI ...t e e e e 63......

S “ProcesSINEPlatiOrM”.........ueiiicce e —————- 66
CONGCLUSION ..ttt e e et e e e e e eas e e e e e eenna e e eeeennnnnns] 69......

Page 2 of 69



l. BACKGROUND

The Asserted Patents are titled “AppardtusCapturing, Converting and Transmitting a
Visual Image Signal via a Digital Transssion System,” and generally share a common
specification. The Asserted Patents relatartaapparatus used for image capture, conversion,
compression, storage, and transmiss®ee'168 Patent at Abstratt. The specification states
that a camera and a signal converter may berpocated into an integted unit “wherein the
converted signal may be transmitted on a real time basis or may be stored in memory for later
recall and transmission.ld. at 2:28-31. The specification adtizat this design “permits
maximum flexibility, with the camera/convertielephone or other ansmission device being
designed in a modular configuratiavherein any or all of the devices may exist as integrated or
independent units.Id. at 2:32-36. For example, Figure 6B #$ltates “a basic portable system,
with a battery powered portable module 16/ing a self-contained power source 16d."at

11:24-26.

! The Abstract of the ‘168 Patent follows:
An image capture, conversion, compressistorage and @nsmission system
provides a data signal representing the iengga format and protocol capable of
being transmitted over any of a plurality of readily available transmission systems
and received by readily available, standard equipment receiving stations. In its
most comprehensive form, the systencapable of sending and receiving audio,
documentary and visual image data to &odn standard remote stations readily
available throughout the world.
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The specification adds that this system “miaglude an integral RAM and/or the removable
memory module as indicated by the image c&d and that “camera 10 may be an integral
feature of the portable module 160, or may be a detached unit, as dddiratiI1:26-30. The
specification further states that “cellular f@h®ne 164 is provided with a data jack 166 for
connecting to the output jack 168 of the module, whereby the image data signal may be
transmitted via the cellular telephone to a renfatsimile machine over standard cellular and
telephone company facilitiesltl. at 11:30-35. As an alternate embodiment, the specification
states that “where desired, emtegral cellular phonean be incorporateish the camera housing
and transmission can be semedily from the camera housing to a remote receiving station.”
at12:1-4.

Regarding the camera, the specificationestahat the video image may be captured
“using a digital camera, an analog camera, or a video camera such as a canldomate2. 37—
39. The specification adds that “[tlhe captuxédieo image is then converted into still frame
digitized format for transmission over anf/a variety of transmission system#d” at 2:39-41.
The specification further states that “once thlgnal is digitized, the transmission protocols are

virtually endless.'ld. at 2:43-45.
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Plaintiff brings suit alleging infringemerdf claims 1-6 and 12-15 of the ‘871 Patent,
and claims 1-6, 8, 10, 11, 13-29, and 31hef ‘168 Patent. Claim 1 of the ‘871 Patent is an
exemplary claim and recites the followiatgments (disputed terms in italics):

1. A handheld self-containedellular telephone and integrated
image processing systemrfboth sending and receiving
telephonic audio signals arfidr capturing a visual image
and transmitting it to a compatible remote receiving
station of a wirelesstelephone network the system
comprising:

amanually portable housing

an integral image capture device comprising an electronic
camera contained withithe portable housing;

a display for displaying ammage framed by the camertne
display being supported by the housing, the display and
the electronic camera being commonly movable in the
housing when the housing is moved by hand;

a processor in the housing formgrating an image data signal
representing the image framed by the camera

a memory associated with the processor for receiving and
storing the digitized framed image, accessible for
selectively displayingin the display window and
accessible forselectively transmittingover the wireless
telephone networthedigitizedframed image;

a user interface for enabling a user to selectitiege data
signalfor viewing and transmission;

a telephonic system in the housing for sending and receiving
digitized audio signals and for sending tireage data
signal

alphanumerianput keysn the housing for permitting manually
input digitized alphanumeric signalso be input to the
processor, the telephonic system further used for sending
thedigitizedalphanumeric signals;

a wireless communications deviadapted for transmittinginy
of thedigitized signals to the compatible remote receiving
station; and

a power supply for powering the system.

Il APPLICABLE LAW
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A. Claim Construction

“It is a ‘bedrock principle’ of patent law thahe claims of a patd define the invention
to which the patentee is etted the right to exclude.”Phillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotimgova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc.,, 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To deteertinie meaning of the claims, courts start
by considering the intrinsic evidenc&ee id.at 1313;C.R. Bard, Inc. v. U.S. Surgical Coyp.
388 F.3d 858, 861 (Fed. Cir. 2008gell Atl. Network Servs., Inc. v. Covad Commc’ns Group,
Inc., 262 F.3d 1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims
themselves, the specificatioand the prosecution historygee Phillips415 F.3d at 1314C.R.
Bard, Inc, 388 F.3d at 861. Courts give claim tertheir ordinary and accustomed meaning as
understood by one of ordinary skill in the art a thme of the inventiomn the context of the
entire patent.Phillips, 415 F.3d at 1312-13lloc, Inc. v. Int'l Trade Comm’n342 F.3d 1361,
1368 (Fed. Cir. 2003).

The claims themselves provide substdngaidance in determining the meaning of
particular claim termsPhillips, 415 F.3d at 1314. First, a term’s context in the asserted claim
can be very instructiveld. Other asserted or unasserted claims can also aid in determining the
claim’s meaning because claim terms are typically used consistently throughout the jgatent.
Differences among the claim terms can alssisasn understanding a term’s meaninig. For
example, when a dependent claim adds a limitaboen independent claim, it is presumed that
the independent claim does not include the limitatioh.at 1314-15.

“[Cllaims ‘must be read in view of thepecification, of which they are a part.’1d.
(quotingMarkman v. Westview Instruments, g2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always lghly relevant to the claim coimgction analysis. Usually, it is

dispositive; it is the single best guittethe meaning of a disputed termId. (quotingVitronics
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Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 1998)gleflex, Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Thisug tbecause a patentee may define his own
terms, give a claim term a different meaning tt@term would otherwise possess, or disclaim
or disavow the claim scopePhillips, 415 F.3d at 1316. In these situations, the inventor’'s
lexicography governsld. The specification may also resolve ambiguous claim terms “where
the ordinary and accustomed meaning of the wasggl in the claims lack sufficient clarity to
permit the scope of the claim to be ascertained from the words aldakeflex, InG.299 F.3d at
1325. But, “[a]lthough the spdation may aid the court innterpreting the meaning of
disputed claim language, particular embodimemtd examples appeag in the specification
will not generally be read into the claims.Comark Commc’ns, Inc. v. Harris Cord56 F.3d
1182, 1187 (Fed. Cir. 1998) (quoti@pnstant v. Advanced Micro-Devices, |48 F.2d 1560,
1571 (Fed. Cir. 1988)kee also Phillips415 F.3d at 1323. The prosecution history is another
tool to supply the proper context for claimnstruction because a pateapplicant may also
define a term in prosecuting the pateHbme Diagnostics, Inc., v. Lifescan, |n881 F.3d 1352,
1356 (Fed. Cir. 2004) (“As in the case of the sipeation, a patent apmant may define a term
in prosecuting a patent.”).

Although extrinsic evidence can heeful, it is “less significanthan the intrinsic record
in determining the legally operative meaning of claim languag®¥iillips, 415 F.3d at 1317
(quotingC.R. Bard, InG.388 F.3d at 862). Technical dictioreiand treatises may help a court
understand the underlying technology and the maimethich one skilled in the art might use
claim terms, but technical dictionaries and tsesgtimay provide definitions that are too broad or
may not be indicative of how the term is used in the patémt.at 1318. Similarly, expert

testimony may aid a court innderstanding the underlyingdhnology and determining the
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particular meaning of a term in the pertindield, but an expert'sonclusory, unsupported
assertions as to a term’s definitiare entirely unhelpfuto a court. Id. Generally, extrinsic
evidence is “less reliable than the patent #sgrosecution history idetermining how to read
claim terms.” Id.
B. Construction Indefiniteness

Patent claims must particularly point oadadistinctly claim the subject matter regarded
as the invention. 35 U.S.C. § 112(b). Whethetaam meets this definiteness requirement is a
matter of law.Young v. Lumenis, Inc492 F.3d 1336, 1344 (Fed. Cir. 2007). A party
challenging the definiteness of a claim must show it is invalid by clear and convincing evidence.
Takeda Pharm. Co. v. Zydus Pharms. USA, Idd3 F.3d 1359, 1368 (Fed. Cir.2014). The
ultimate issue is whether someone working inr#levant technical field could understand the
bounds of a claimHaemonetics Corp. v. Baxter Healthcare CoG07 F.3d 776, 783 (Fed. Cir.
2010). Specifically, “[a] patent imvalid for indefiniteness if its claims, read in light of the
specification delineating the patent, and the prasec history, fail to inform, with reasonable
certainty, those skilled in the asbout the scope of the inventioriNautilus Inc. v. Biosig

Instruments, In¢572 U.S. _ ,  (2014) (slip. op., at 1).

C. Means-plus-function Analysis

Where a claim limitation is expressed in€ans plus function” language and does not
recite definite structure in suppaf its function, the lintation is subject t@5 U.S.C. § 112, 1 6.
Braun Med., Inc. v. Abbott Lahsl24 F.3d 1419, 1424 (Fed. Cir. 1997n relevant part, 35
U.S.C. § 112, 6 mandates that “such ainel limitation ‘be congued to cover the
corresponding structure . . .seibed in the specificaticend equivalents thereof.It. (citing 35

U.S.C. § 112, 1 6). Accordingly, when faceilhwmeans-plus-function limitations, courts “must
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turn to the written descriptioaf the patent to find the struse that corresponds to the means
recited in the [limitations].”ld.

However, “a claim term that does not use ‘means’ will trigger the rebuttable
presumption that § 112, § 6 does not appliightingWorld, Inc. v. Birchwood Lighting, Inc.
382 F.3d 1354, 1358 (Fed. Cir. 2004) (quotid@S Fitness, Inc. v. Brunswick Cqr@88 F.3d
1359, 1369 (Fed. Cir. 2002)). This presumptaam be rebutted “by showing that the claim
element recite[s] a function without reciting saiént structure for performing that function.”
Watts v. XL Sys232 F.3d 877, 880 (Fed. Cir. 2000) (citiRgdime PLC v. Seagate Tech., Inc.
174 F.3d 1294, 1302 (Fed. Cir. 1999)). However,ptesumption “is a stng one that is not
readily overcome.Lighting World, Inc, 382 F.3d at 1358. “In cases where the claims do not
recite the term ‘means,’ considay intrinsic and extrinsic evider is usually helpful, as the
litigated issue often reduces to whether skilled artisans, after readipgtém, would conclude
that a claim limitation is so devoid of structuhat the drafter constructively engaged in means-
plus-function claiming.’Inventio AG v. Thyssenkrupp Elevator Ams. Cd@#$9 F.3d 1350, 1357

(Fed. Cir. 2011).

Il. CONSTRUCTION OF AGREED TERMS

The parties have agreed to thestouction of the following terms:

Claim Term/Phrase Agreed Construction
housing an enclosing structure
(‘871 Patent, claims 1, 4, 6, 8, 9, 10,
12,13, 15)
alphanumeric characters consisting tdtters and/or digits
(‘871 Patent, claims 1, 3, 6, 7, 9, 12)
electronic camera a camera that operates electronically
(‘871 Patent, claims 1, 6, 9, 12)
housing an enclosing structure
(‘168 Patent, claims 1, 3, 4, 19, 20, 2],
22, 24, 26, 27, 29)
image collection device a device for capturing images
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(‘168 Patent, claims 1, 8, 19, 21, 22,
24, 26, 27, 29)

compress[ed][ion] represent in a more compact manner
(‘168 Patent, claims 1, 6, 16, 18, 22,
24, 26, 27, 29)

a display screen apart from the the display screen is septe from the viewfinder
viewfinder
(‘168 Patent, claims 23, 25, 28, 31)

compression algorithm No construction necessary
(‘168 Patent, claims 1, 22, 24, 26, 27
29)

Dkt. No. 241 at 10, 12. In view of the partiestegments on the proper construction of each of
the identified terms, the Court hereldDOPTS AND APPROVES the parties’ agreed

constructions.

A2 CONSTRUCTION OF DISPUTED TERMS
The parties’ dispute focuses on the meanimd) cope of eight terms/phrases in the ‘168

Patent and twenty-one tesfphrase in the ‘871 Patent.

A. “by the user”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

“by the user” Not Indefinite Indefinite

The parties dispute whetherethndependent claims of tH&68 Patent are indefinite.
Defendants argue that the indepemidclaims fall squarely withinPXL and its progeny by
improperly mixing apparatus and methodreénts. (Dkt. No. 224 at 9) (citing@XL Holdings,
L.L.C. v. Amazon.com, Inc430 F.3d 1377, 1384 (Fed. Cir. 2005)). Specifically, Defendants

argue that the phrase “operation of the inpwickeby the user,” the phrase “movement by the

2 The Court notes that the fies did not present oral arguments for the following terms/phrases:
“setup,” “the portable housing being wireless,” “adapted for transmitting,”
“supported/supporting/supports,” “image datagnsil(s),” “viewing incoming image data
signals,” “image framed by the camera,” “geating a digitized framed image,” “telephone
network,” “selectively transmitting,”selectively displaying,” “circit,” “transmission protocol,”
“media,” “viewfinder,” and “processing platform.”
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user of the portable housing commonly movthg image collection dece,” and the phrase
“movement by the user of the paible housing commonly moving thiéplay,” recite steps that
must be performed by the userk(DNo. 224 at 9.) According tDefendants, the recitation of
these phrases improperly mixes apparatus method limitations, making each independent
claim indefinite, and thus invalid und@s U.S.C. 8112, 1 2. (Dkt. No. 224 at 10.)

Defendants further argue that these methegdssare not mere functional limitations, but
instead are stand-alone limits. (Dkt. No. 224 at 10.) Acading to Defendants, the ‘168
Patent claims cover namnly the apparatus and its hardwammponents, but also the acts of
operating and moving the appamtDkt. No. 224 at 10.) Dafdants further argue that the
claims specifically state that the “operationtddimovement” steps are performed “by the user,”
and external input by a person cannot be a fundtabescription of the cagbilities of a claimed
device. (Dkt. No. 224 at 10.)

Plaintiff responds that the independent migiof the ‘168 Patent set forth certain
functional limitations of the claimed apparatasid do not mix apparatus and method claims.
(Dkt. No. 231 at 3.) Plaintiff argues that appasaclaims that use functional language are “not
necessarily indefinite.” (K&t. No. 231 at 3.) (quotind/licroprocessor Enhancement Corp. V.
Texas Instruments Inc520 F.3d 1367, 1375 (Fed. Cir. 2008)). Plaintiff contends that reading
the phrase “by the user” in context makes cleat the phrase describes the capabilities of the
claimed apparatus. (Dkt. No. 2314) Plaintiff argues that ¢hphrase “operation of the input
device by the user enabling the memory,” refahtocapabilities of thenput device to cause the
memory to retain a visual data image. (Dko.231 at 4.) Plaintiff fther argues that nowhere
does the claim language require aru® perform any steps tofiimge. (Dkt. No. 231 at 4.)

Plaintiff next contends thahe phrase “movement by the user of the portable housing
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commonly moving the image collection deviceridathe phrase “movement by the user of the
portable housing commonly moving the display,fereto the physical chacteristic that the
image collection device and display move eomporaneously with thportable housing. (Dkt.
No. 231 at 4.) According to Pldiff, the user need not moveelapparatus to infringe, and the
recitation of “by the user” does not iattuce indefiniteness. (Dkt. No. 231 at 4.)

For the following reasons, the Court finds tthe claims of the ‘16®atent are indefinite
because they improperly include timed steps in apparatus claims.

1. Analysis

The phrase “operation of theput device by the user ...” pears in claims 1, 22, 24, 26,
27, and 29 of the ‘168 Patent. ourt finds that the phrase isedsconsistently in the claims
and is intended to have the same general meameach claim. The Coufurther notes that the
phrase appears in all of the independent claans, is therefore incorporated into all of the
dependent claims of the ‘168 Patent. The ghfasvement by the usef the portable housing
commonly moving the image coliéan device” appears in claimk, 22, and 24 of the ‘168
Patent. The Court finds that therabe is used consistently in the claims and is intended to have
the same general meaning in each claim.e Pphrase “movement by the user of the portable
housing commonly moving the displagppears in claims 1, 22, and @4the ‘168 Patent. The
Court finds that the phrase is useghsistently in the claims and is intended to have the same
general meaning in each claim.

Focusing on the claim language, the Court fithdd a plain reading of the claims require
a step to be performed “by the user.” Moreut is undisputed thall of the independent
claims are apparatus claims. Thus, the Cagrees with Defendants that the claims are
indefinite under the Feda Circuit’'s holding inlPXL Holdings, L.L.C. v. Amazon.com, 430

F.3d 1377 (Fed. Cir. 2005). IRXL, the Federal Circuit addressed a claim that covered a system
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with “an input means” and requireduser to use the input meatd. at 1384. The court held
that the claim was indefinite because it was uncle@ether infringement . . . occurs when one
creates a system that allows the user [to usaniput means], or whether infringement occurs
when the user actually uses the input mealus.”The Court finds the same here, because the
independent claims recite both an apparatud a method for using the apparatus.

Plaintiff contends that thislaim language does not requireser to perform any steps to
infringe. (Dkt. No. 231 at 4.) Specifically, Plafhargues that the phrase “operation of the input
device by the user enabling the memory” refers to the capabilitieg ofpht device to cause
the memory to retain a visual data image. (Dd. 231 at 4.) The Court disagrees that this is
consistent with a plain reading of the claimsaififf's interpretation would require the Court to
redraft the claims and read the words “operatof the input device by the user” out of the
claims. This would be improperOrtho-McNeil Pharm., Inc. v. Mylan Labs., In&20 F.3d
1358, 1362 (Fed. Cir. 2008) (“[Clourtsay not redraft claims, wHetr to make them operable
or to sustain their validity.”).

Indeed, the surrounding claim language cahtta Plaintiff's interpretation because it
indicates that the patentee ursteod how to draft claim language that referred to the
capabilities of an element. Fexample, claim 1 of the ‘168 Paterecites an “image collection
devicebeing operable tgrovide visual image data,” a “displénging operable talisplay for
viewing by a user a perceptbvisual image,” a “memorgeing suitable taeceive visual image
data in digital format,” an “input devideeing operable byhe user,” and a “medlaeing suitable
to embody at least one compression algorithm.” ‘P@&ent at 15:17-34 (emphasis added). In

contrast to this capability language, claim 1 also explicitly recites “operation of the input device
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by the user,” which under any plain readafghe claims requires action by a uder.

Accordingly, like the clan language at issue itPXL, the language used in the
independent claims of the ‘168 Patent is dire¢tedser actions, not system capabilities. Thus,
the claims improperly mix an apdéus and a method of using tapparatus. Consistent with
the court’s holding ifPXL, the independent claims are not dd#& as to whether the claim is
infringed when the apparatus is made or soldyloen a user actually operates the input device.
IPXL, 430 F.3d at 1384. Consequently, the Countidithat the independent claims, and the
respective dependent claims, are indefinite under 35 U.S.C. § 112, { 2.

Plaintiff also argues that the phrases, “movement by the user of the portable housing
commonly moving the image collection devicaida“movement by the user of the portable
housing commonly moving the displa refer to the physical @&racteristic that the image
collection device and display move contempooarsty with the portable housing. (Dkt. No. 231
at 4.) Again, Plaintiff's interpretation of tfeéaim language would requitbe Court to read the
words “movement by the user” out of the clainmdowever, these are the words chosen by the
patentee, and their plain meanigrgates confusion as to whether the claim is infringed when the
apparatus is made or sold, or wtenser actually moves the apparatisef Am., Inc. v. Lamb-
Weston, In¢.358 F.3d 1371, 1374 (Fed. Cir. 2004) (“[decord with our settled practice we
construe the claim as written, not as thieptees wish they had written it.”).

Indeed, claim 6 of the ‘871 Patent inclsd&anguage that illustrates the difference
between the plain language of these claims aaimht#f’'s contention. Claim 6 of the ‘871 Patent

recites “the cellular telephone and the integrated electronic céyaarg movable ircommon

® During theMarkmanhearing, Plaintiff also argued thdte phrase “the input device being
operable by the user,” provided antecedent Hasithe phrase “operation of the input device by
the user.” The Court is not persuaded tRkEintiff's antecedent basis argument changes the
plain reading of the claim, which explicitly requiregperation of the input device by the user.”
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with the housing.” ‘871 Patent at 15:41-43 (enghadded). In contrast, claim 1 of the ‘168
Patent recites “movemeitty the userof the portable housing commonly moving the image
collection device.” ‘168 Patent at 15:47-48 (drasis added). Accordingly, the claims fall
within the rationale ofPXL and are indefinite.
2. Court’s Construction
In light of the intrinsic evidence, the Court finds that the independeminsl

improperly mix an apparatus and a method, ared raot definite as to when the claim is
infringed. Accordingly, indeendent claims 1, 22, 24, 26, 2ahd 29, and their dependents

claims 2-21, 23, 25, and 28 in the ‘168 Patant indefinite under 35 U.S.C. § 112 | 2.

B. “setup”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
“setup” Not Indefinite Indefinite

The parties dispute whether the term “setup”the ‘871 Patent has a very specific
meaning in relation to camerachnology. Defendants contendath'setup” refers to the
execution of special microprocessor-controlledtggas by means of a diascope projector
included in the lens of a triaxial-code video exa (Dkt. No. 224 at 11(kiting Dkt. No. 224-3
at 4 @Broadcast Production Equipent, Systems and Servicaa Television Engineering
Handbook, 814.97)). Defendants argue that ther® imdication that “sefp” was or could be
used by any of the devices disclosed in thecdgation, because it lses to conventional
analog and digital cameras and a camcorder.. (&t 224 at 11.) Defendts further argue that
none of the cameras disclosed in the specificatrertriaxial cable video cameras, and therefore
none could use “setup” as theich term is understood in ifgoper context(Dkt. No. 224 at
11.) According to Defendantthe term is meaningless amaiefinite. (Dkt. No. 224 at 11.)

Plaintiff responds that Defendants attachighly technical andharrow meaning to the

Page 15 of 69



term “setup” for the sole purpeof manufacturing an indefteness argument. (Dkt. No. 231 at
5.) Plaintiff argues that Defidants’ construction of “setugfjnores the specification and the
dictionary definition of this term as it relatesdameras. (Dkt. No. 231 at 5) (citing ‘871 Patent,
13:46-52). Plaintiff contends ah the specification indicatethat digital commands are
converted to analog signals for cofiing features/functions of the camermad, setup). (Dkt.
No. 231 at 5.) Plaintiff furthesrgues that the term “setup” iselates to cameras is “a camera
position from which a scene is filmed.” (Dkt. N&31 at 5) (citing Dkt. No. 231-1 at 2 (Merriam-
Webster Dictionary)). Rintiff contends that hlof the claims that @te “setup” are merely
discussing control of the position of the camera feodevice. (Dkt. No. 231 at 5.) According to
Plaintiff, controlling the position of the camers a functionality applicable to all cameras,
including digital and analogameras. (Dkt. No. 231 at 5.)

For the following reasons, the Court finds that the tetup” is not indefinite.

1. Analysis

The term “setup” appears in claims 9 and 1#hef‘871 Patent. The Court finds that the
term is used consistently in the claims anthisnded to have the same meaning in each claim.
The Court also finds that thetiimsic evidence indicatethat “setup” relate to one of the many
controllable features/function of the camereClaim 9 recites “digital/analog circuits for
convening digital commands to analog signalsciamtrolling gain, pedestal, setup, white clip,
lens focus, white balance, lens iris, lens zocamd other functions of the camera.” Thus, the
claim language indicates that “setup” is one of the many controllable features/functions of the
camera. Likewise, the speciftaan states the following:

Where desired, a system according to the embodiments also includes camera

operation control capability through these of a digital/analog network for

converting digital commands to analog signir controlling the gain, pedestal,

setup, white clip, lens focus, and other functions of the camera from a local input
device, a remote device as programmed functions.
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‘871 Patent, 13:46-52 (emphasis added). Like ¢laims, this portion of the specification
indicates that digital commands may benwerted to analog signals for controlling
features/functions of the camemrd, setup).

Moreover, the extrinsic evidence cited byf@w®lants confirms that a person of ordinary
skill would understand that “setupglates to one ahe many controllable features/function of
the camera. Specifically, this extrinsic evidemtgcusses “digital setupih the context of a
triaxial-cable camera. (Dkt. N@24-3 at 4.) Although this refaree refers to the execution of
special microprocessor-controlled patterns by me&msdiascope projeatancluded in the lens
of a triaxial-code video camera, Defendants igribeg the reference also more generally refers
to using digital-to-analog converters to “set up” the camera. (Dkt. No. 224-3 at 4) (“[S]uitable
software could be used to set up the camera withnan intervention.”). This is exactly what
is claimed, “digital/analog circuits for contielg digital commands to analog signals for
controlling ... setup ... and other functions of the eaa Thus, the Coudgrees with Plaintiff
that the term is not indefinite. Accordingly, theut finds that the claims, viewed in light of the
specification, inform those skilled in the artoab the scope of the invention with reasonable
certainty.

2. Court’s Construction
In light of the intrinsic and extrinsievidence, the Court finds that the tefsetup” is

not indefinite, and will be given its plain and ordinary meaning.

C. “the portable housing being wireless”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

“the portable housing being wireless” | Not Indefinite Indefinite

The parties dispute whether the phrase ftbgable housing being vgless” in the ‘168

Patent is indefinite. Defends contend that thepecification provides no guidance for the
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disputed phrase. (Dkt. No. 224 at 11.) Defenslamngue that the phrase subject to multiple
potential interpretations, and that the spediitcaprovides no guidance to distinguish between
their proposed interprdtans of the phrase. (Dkt. No. 224 H2-11.) Defendants further argue
that the term “wireless” is specific to thensmunication capabilities cd device, but is never
used in connection with ¢éhstructural feature® (g.“portable”) of the housing(Dkt. No. 224 at
12.) Defendants also contena@tltomponents other than the hogstself must enable wireless
transmission, and the housingould be no different inan embodiment lacking these
components. (Dkt. No. 224 at 12.)

Plaintiff responds that when thidrase is read in its propesntext, only one reasonable
interpretation exists. (Dkt. No. 23 6.) Plaintiff argues that ctail of the ‘168 Patent recites
both “the portable housing img wireless,” and “a mobilgphone supported by the portable
housing, the mobile phone being operable to seraremote recipient a wireless transmission.”
(Dkt. No. 231 at 6.) Plaintiff funter contends that the specificatistates that “[tjhe system of
the present invention also contemplates walgansmission over a cellular telephone, radio
frequency, satellite transmission or the like.’k{DNo. 231 at 6) (quotion ‘168 Patent at 10:22—
26). According to Plaintiff, thenly reasonable interpretation of this phrase is that the portable
housing contains/supports a component that peswdireless transmission capability. (Dkt. No.
231 at6.)

For the following reasons, the Court finds that the phtdmeportable housing being
wireless” should be construed to meéte portable housing contains a component that
provides wireless transmission.”

1. Analysis
The phrase “the portable hougibeing wireless” appears ataims 1, 22, 24, 26, 27, and

29 of the ‘168 Patent. The Courhdis that the phrase is used consistently in the claims and is
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intended to have the same meaning in eachmclaiThe Court also finds that the intrinsic
evidence indicates that “the paiple housing being wireless” means that the portable housing
contains a component that prdgs wireless transmission. Iddition to reciting the disputed
phrase “the portable housing beimyeless,” the claims also gerally recite “a mobile phone
supported by the portable housing, the mobile phiaieg operable to send a remote recipient

a wireless transmission.” Thus, the claim languadeates that the pable housing contains a
componentd.g, a mobile phone) that prales wireless transmission.

Likewise, the specification st that “where desired, amtegral cellular phone can be
incorporated in the camera housing and trassiom can be sent directly from the camera
housing to a remote receiving station.” ‘168 Patnt2:1-5. The specifiagah also states that
“[tlhe system of the present invention alsontemplates wireless transmission over a cellular
telephone, radio frequency, satellite transmissiotie like.” ‘168 Patent at 10:22—-24. Thus, the
specification indicates &t the portable housingutains a componeng.g, a mobile phone) that
provides wireless transmission.

Defendants’ contention that the phrase is subject to multiple potential interpretations
ignores the intrinsic evidence apdaluates the phrase in a vaculdemarini Sports v. Worth
239 F.3d 1314, 1327 (Fed. Cir. 2001) (“We note thaim terms are not construed in a vacuum.
Rather, to interpret claim terms we look to altlé intrinsic evidence aspertains to the terms
in question.”). Accordigly, the Court finds that the claimgiewed in light of the intrinsic
evidence, inform those skilled in the art abdlbe scope of the invention with reasonable
certainty, and are not indefinite.

2. Court’s Construction

In light of the intrinsic evidencehe Court construes the phrd#iee portable housing
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being wireless”to mean‘the portable housing contains a component that provides wireless

transmission.”

D. “adapted for transmitting”

Disputed Term Plaintiff's Proposal Defendants’ Proposal

adapted for transmitting” Not Indefinite Indefinite

The parties dispute whetheretiphrase “adapted for transmitgyi’ in the ‘871 Patent is
indefinite. Defendants contend that each ofvtireless communication devices incorporated in
the handheld device incorporater@ess transmissioaf digital signals. ([Rt. No. 224 at 12.)
Defendants argue that the phrase “adapted for transmitting” requires that the structure of the
communication device be modifiede(, “adapted”) to transmit digitized signals. (Dkt. No. 224
at 12.) According to Defendants, the plain largguaf the phrase seeks to structurally modify a
device component that already ke very function thais the subject ofhe adaptation. (Dkt.
No. 224 at 13.) Defendants argimat this means that there ne® context for what “adapted”
refers to other than an existing function, aret¢hs no basis on which to identify a boundary for
the meaning of the phrase. (Dkt. No. 224 at 13.)

Plaintiff responds that the patentee udexlphrase “adapted” synonymously with “made”
throughout the ‘871 Patent. (Dkt.oN231 at 6) (citing ‘871 Patemit 11:3-6). Plaintiff also
argues that the patentee’s usage of the term “adgaptinsistent with the dictionary definition.
(Dkt. No. 231 at 7) (citing Dkt. No. 231-1 af@erriam-Webster Dictionary) (defining “adapt”
as “to make fit (as for a new use) often by madifion.”))). Finally, Platiff argues that while
“adapted” may commonly be associated with madiions of a device, tan also refer to how
the device was originallgnade to fit or work. (Dkt. No. 231 at 7.)

For the following reasons, the Court finds that the phtadapted for transmitting” is

not indefinite.
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1. Analysis

The phrase “adapted for transmitting” appeardamm 1 of the ‘871 Patent. Specifically,
claim 1 recites “a wireless communications device adapted for transmitting any of the digitized
signals to the compatible remote receiving statiohtfe Court finds that this claim language is
not confusing or ambiguous. Furthermore, @wart is not persuaded by Defendants’ argument
that the phrase seeks to structurally modifydevice component that already has the very
function that is the subject of the adaptation. (Dkt. No. 224 at 13.) Instead, the claim language
plainly states that the wireless communicatidesice is “adapted for transmitting any of the
digitized signals to the compatible remote reirgjvstation.” In othewords, if the wireless
communication device can transmietdigitized signal, then it fadapted” within the scope of
the claims. If it cannot transmitdhdigitized signal, then it is néadapted” within the scope of
the claims. Accordingly, the Court finds thidie claims, viewed in light of the intrinsic
evidence, inform those skilled in the art abolle scope of the invention with reasonable
certainty, and are not indefinite Furthermore, the Court findbat the phrase “adapted for
transmitting” is unambiguous, is easily understatelaly a jury, and requires no construction.

2. Court’s Construction

In light of the intrinsic evidencethe Court finds that the phrasedapted for

transmitting” is not indefinite, and will be giveits plain and ordinary meaning.
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E. “processor” phrases

Disputed Term

Plaintiff's Proposal

Defendants’ Proposal

“a processor in
the housing for
generating an
image data
signal
representing the
image framed
by the camera”

Not a means-plus-function
claim; no construction
necessary.

Alternatively

Function: generating an imagehaving a memory for storing the

data signal representing the
image framed by the camera
Structure: A processor
associated with the electronic
camera. The processor
executes the algorithm of
detecting the initiation of a
camera and capture sequenc
initiating capture of an image
frame and storing the digital
image frame in a digital
memory device.

Function: generating an image data
signal representing the image framed
the camera.

Structure: A general purpose process

software program executed by the
processor. The processor executes th
algorithm of: receiving a signal from a
image sensor and transmitting a
captured image to a gray scale bit ma
memory device, outputting the image
a half-tone conversion scheme to be
einput into a binary bit map for
formatting the captured image in a
configuration suitable for transmission
via a Group 1l facsimile system or PC
modem protocol.

“a processor
associated with
the electronic
camera for
capturing and
digitizing the
framed image
in a format for
transmission
over the cellular
telephone
network via the
cellular
telephone”

Not a means-plus-function
claim; no construction
necessary.

Alternatively

Function: capturing and
digitizing the framed image in
a format for transmission ove
the cellular telephone network
via the cellular telephone.
Structure: A processor
associated with the electronic
camera. The processor
executes the algorithm of
detecting the initiation of a
camera and capture sequenc
initiating capture of an image
frame and storing the digital
image frame in a digital
memory device in a format fo
transmission over a cellular

Function: capturing and digitizing the
framed image in a format for
transmission over the cellular telephor
network via the cellular telephone.
Structure: A dedicated image process
having a control store memory for
[ storing the software program executec
« by the processor The processor exect
the software algorithm of: detecting th
initiation of a camera and capture
sequence, initiating capture of an imayg
frame, transmitting the captured imagge
to a gray scale bit map memory devict
outputting the image to a halftone
econversion scheme to be input into a
binary bit map for formatting the
captured image in a configuration
suitable for transmission via a Group-|
r facsimile system or a PC modem
protocol.

by

]
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“a processor for | Not a means-plus-function Function: Processing the image framed

processing the | claim; no construction by the camera for generating a digitized

image framed necessary. framed image as displayed in the

by the camera | Alternatively display.

for generating a | Function: processing the Structure: A microprocessor or digital

digitized image framed by the camera | image processor having a control storg

framed image | for generating a digitized memory for storing the software

as displayed in | framed image as displayed in| program executed by the processor. The

the display” the display processor executes the algorithm of:
Structure: A processor Transmitting the captured image to a
associated with the electronic gray scale bit map memory device,
camera. The processor inputting the output of the gray scale hit
executes the algorithm or map to a digital memory device,
converting the signal for recalling the image from the digital
display and stores it in a digitalmemory device, and outputting the
memory device image to the display

The parties dispute whether the “procesgiases in the ‘871 Patent invoke 35 U.S.C.
8112, 1 6, and require constructidplaintiff argues that none tiese claim phrases contain the
word “means,” and thus the Court must presume that the limitation does/aké¢ 8§ 112, | 6.
(Dkt. No. 216 at 26.) Plaintiffurther contends that Defendants cannot meet their burden of
rebutting the presumption because the structuréhéothree phrases is “a processor.” (Dkt. No.
216 at 26.) (citind-inear Tech. Corp. v. Impala Linear Cor@79 F.3d 1311 (Fed. Cir. 2004)).
Plaintiff also argues that iBx Parte Cutlip,2014 WL 2466586 (P.T.A.B. May 29, 2014), the
PTAB found that “the claimed pcessor and memory very clearly refer to structural elements
which Appellant’s Specification discloses are usednplement the functionality recited by the
claimed modules.” (DktNo. 216 at 28) (quotindd. at *2—3). Plaintiffargues that the PTAB
cited to the specific part of the specificatiomttindicated that the processor was a hardware
device and not merely software. (Dkt. No. 21@&1) Plaintiff contends that similar Ex Parte
Cutlip, the intrinsic evidence indicates that thegassor is a hardware \dee and not merely
software. (Dkt. No. 216 at 28) (citing ‘8 Platent at 8:25-32; Figures 5 and 8A-5).

In the alternativePlaintiff proposes constructionsathinclude corresponding structure.
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(Dkt. No. 216 at 30-31, 32-33, 34.) Plaintiff argubat its proposed constructions identify the
structure actually necessary perform the function. (Dkt. &l 216 at 31, 33, 35.) Plaintiff
contends that Defendants’ riructions include numerous ancillary implementation details
unnecessary to performance oé fianction. (Dkt. No. 216 at 31, 335.) Plaintiffalso contends
that Defendants’ constructiomaproperly exclude particular éandiments. (Dkt. No. 216 at 32,
33.) Plaintiff further argues that Defendantsrresponding structures are incorrect because
neither the specification nor ghprosecution history clearlynk or associate the proposed
structures to the function recitedtime claim. (Dkt. No. 216 at 31, 34, 35.)

Defendants respond that the “processor” teatheecite purely funtonal limitations of a
processor. (Dkt. No. 224 at 25.) Defendants argue that a geoepase processor is incapable
of performing the recited funains unless programmed with aga@iithm. (Dkt.No. 224 at 25.)
Defendants argue that a claim shiwconnote sufficient structure tme of skill in the art to
perform the function identified by each lintitsn to avoid being construed under 8§ 112, | 6.
(Dkt. No. 224 at 25) (citindRobert Bosch, LLC v. Snap-On, Inblo. 2014-1040, 2014 WL
5137569, at *2 (Fed. Cir. Oct. 14, 2014).

Defendants further argue that a court in this District found that “[i]f ‘computer’ or
‘processor’ is insufficient strugte to define the scope ofnaeans-plus-function limitation, the
word ‘processor’ cannot describeffezient structure when recitedirectly in a claim limitation
itself.” (Dkt. No. 224 at 26) (citindgPersonal Audio, LLC v. Apple, Ind&o. 9:09-cv-111, 2011
WL 11757163, at *21 (E.D. Tex. Jan. 31, 2011)pefendants also contend that the PTO
(through the PTAB) has consistently held thktims reciting a “processor” for performing a
specialized function invokg 112, 1 6. (Dkt. No. 224 at 26.)

Defendants further contend that the spediiica of the ‘871 Patent admits that the
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processor requires a “software program execimgdhe processor” in order to perform the
specified functions. (Dkt. No224 at 27) (citing ‘871 Paterdt 8:29-38). According to
Defendants, the phrases should be interpratedneans-plus-function elements, because they
“recite][...] function without recitng sufficient structure for perfonng that function.” (Dkt. No.
224 at 27) (quotingRobert Bosch?014 WL 5137569, at *2).

Defendants argue that Plaintiff incorrectiglies on cursory statements to support its
argument that Defendants’ construction exlels embodiments. (Dkt. No. 224 at 29.)
Defendants argue that “[a] bare statement kimatwvn techniques or ntetds can be used does
not disclose structure.” (@. No. 224 at 29) (quotin@iomedino, LLC v. Waters Technologies
Corp., 490 F.3d 946, 953 (Fed. Cir. 2007)). Defendanthéun argue that a disclosure that only
suggests a possible alternative embodimenhowmit sufficiently describing that embodiment
should not be treated as correspondimgcstire. (Dkt. No. 224 at 29) (citingonar Corp. V.
General Elec. C9.107 F.3d 1543, 1551-52 (Fed. Cir. 1997)). Defendants also contend that
Plaintiff's construction simply regats the functions and that theanstruction is consistent with
the specification. (Dkt. No. 224 at 29, 30, 31.)

Plaintiff replies that Defendds completely igna the “strong” presumption that the
absence of the word “means” indicates that 3 16 is not invoked. (DkiNo. 231 at 10) (citing
Williamson v. Citrix Online, LLC770 F.3d 1371 (Fed. Cir. 2014))Plaintiff argues that
Defendants’ reliance oBoschis misplaced because the phrases at issue there were “program
loading device” and “program recognition device.” (Dkt. No. 231 at 10-11) (dRotzert Bosch
769 F.3d at 1099). Plaintiff argues that the Federauit had previously found “device” to be a
nonstructural, “nonce” wordral applied that holding. (Dkt. &N 231 at 10-11.) According to

Plaintiff, Boschdid not change the legal landscape, it nyeapplied longstanding law. (Dkt. No.
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231 at 11.)

Plaintiff further argues that the term “procasso the disputed phrases denotes structure
to a person of ordinary skil{Dkt. No. 231 at 11) (citingx Parte Cutlip 2014 WL 2466586, at
*2-3 (P.T.A.B. May 29, 2014) (“[T]he claimed pressor and memory verlearly refer to
structural elements which Appellant's Spemation discloses are used to implement the
functionality recited by the almed modules”). Finally, Plaiiff argues that Defendants’
construction overlook swaths ofetlspecification in favor of single embodiment. (Dkt. No. 231
at 11-12.)

For the following reasons, the Court findsttibefendants have failed to overcome the
rebuttable presumption that theocessor” phrases dwt invoke 35 U.S.C8 112, | 6, and that
the phrases should be given their plain and ordinary meaning.

1. Analysis

The phrase “a processor in the housing for geimg) an image data signal representing
the image framed by the camera’peprs in claim 1 of the ‘871 fmt. The phrase “a processor
associated with the electronic camera for captuand digitizing the framed image in a format
for transmission over the cellular telephone network via the cellular telephone” appears in claim
6 of the ‘871 Patent. The phrase “a processor for processing the image framed by the camera for
generating a digitized framed image as displayeithéndisplay” appears in claims 9 and 12 of
the ‘871 Patent.

The Court first notes that none of the disputed phrase recite “means.” It is well
established that “[a] claim limitation that aclyaises the word ‘means’ will invoke a rebuttable
presumption that § 112 § 6 applies. By conjrastlaim term that does not use ‘means’ will
trigger the rebuttable presumption that § 112 6 does not a@@\s"Fitness, Inc. v. Brunswick

Corp., 288 F.3d 1359, 1369 (Fed. Cir. 2002) (intern&dtmn omitted). The Federal Circuit has
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“repeatedly characterized this presumption &®rg’ and ‘not readily overcome’ and, as such,
ha[s] ‘seldom’ held that a limitation withoutcitation of ‘means’ is a means-plus-function
limitation.” Apple, Inc. v. Motorola, IncZ57 F3d 1286, 1297 (BeCir. 2014). Bcause none of
the disputed limitations include the word “mednDefendants have the burden of overcoming
the presumption by demonstrating thfa claims fail to “recite suffiently definite structure” or
recite a “function withouteciting sufficient structure for performing that functioWVatts v. XL
Sys., InG. 232 F.3d 877, 880 (Fed. Cir. 2000). The @dunds that Defendas have failed to
meet their burden.

Defendants skip the step of determiningetter the limitation read in light of the
remaining claim language, specification, prosecutisitory, and relevant extrinsic evidence, has
sufficiently definite structure to person of ordinargkill in the art.Apple,757 F3d at 1298 (“The
correct inquiry, when ‘means’ is absent from ait@tion, is whether the limitation read in light of
the remaining claim language, specification, prosecution history, and relevant extrinsic evidence,
has sufficiently definite structure to a person of ordinary skill in the art.”). The Federal Circuit has
held that terms such as “detector” and “circuit” are structural terms while generic terms such as

“means,” “element,” and “device” are nonstructurgbple 757 F.3d afl299 (citingPersonalized
Media Commc'ns, LLC ¥nt'l Trade Comm'n161 F.3d 696, 705 (Fed. Cir. 1998)pex Inc. v.
Raritan Computer, Inc.325 F.3d 1364, 1373 (Fed. Cir.(@&)). Like “circuit” in Linear Tech.
Corp. v. Impala Linear Corp.379 F.3d 1311 (Fed. Cir. 2004he recited “processor” is a
structure-connoting ternd. at 1320. In other words, “progsor” is not a generic nonstructural
term such as “means,” “element,” and “devicedtttypically do not connote sufficient structure.

Apple 757 F.3d at 1299-1300. Moreover, even t€an covers a broad class of structures and

identifies structures by their function, it isffstient to avoid means-plus-function treatment.
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Lighting World 382 F.3d at 1360. Véhis important is whether therte is understood to describe
structure and is not simpéysubstitute for “means forld.

Here the specification indicates to a perebordinary skill in tle art that the recited
“processor” is sufficiently definite structure, and not merely software. For example, the
specification states that:

In the exemplary embodiment, the preser 86 can be any processor such as a
microprocessor or DSP, with sufficiemapability to perform the described
functions. The processor bus is indicatd87. The circry supporting the
processor comprises the processor chip 86 and the control store memory (ROM,

Flash RAM, PROM, EPROM or the lik&2 for storing the software program
executed by the processor.

‘871 Patent, 8:25-32. As the Federal Circuit statefipiple “structure may also be providéeg
describing the claim limitation’s operationcéuas its input, output, or connection8giple 757
F.3d at 1300. Here, Figures 5, 8A-3, and 8Alstrate the recited processor as a hardware
component in the schematic circuit diagrams.e $pecification further describes and illustrates
the processor’s connectitmother components:

FIG. 8 is an illustration of an exempjaschematic diagram for the circuit of a

system according to embodiments as spaadlfi taught in the diagram of FIG. 5.

Pin numbers, wiring harnesses and ponents are as shown on the drawing.

FIG. 8, part A, is the system intercaut and shows the ceal processor board

300, the video board 302, the powbkoard 304 and the CRT electronic
interconnect board 306.

‘871 Patent at 11:21-28n light of the intrinsic evidence, ¢hCourt finds that Defendants have
failed to overcome the strong presumption t8at12, 6 does not appto the “processor”
claim limitations, none of which include the tefmeans.” Moreover, the Court finds that the
“processor” phrases are unamguous, are easily understandalblg a jury, ad require no
construction.

The Court further finds that thmses cited by Defendants are applicable to the facts of

this case. First, iristocrat Techs. Austl. Pty v. Int'l Game Tedbh21 F.3d 1328, 1333 (Fed.
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Cir. 2008) andVMS Gaming, Inc. v. Int'l Game Tech84 F.3d 1339, 1348-49 (Fed. Cir. 1999),
the asserted claims included the term “meaasd there were no disputes that means-plus-
function claim construction apptie Thus, neither case anadyg the presumption against the
applicability of 8§ 112, 1 6 where a clanhoes not recite “means.” SimilarlRobert Bosch, LLC

V. Snap-On In¢.769 F.3d 1094 (Fed. Cir. 201#) distinguishable because it involved claims
reciting “device,” a term thathe Federal Circuit explicitly mdgnizes as a non-structural
“nonce” word. See also Apple757 F.3d at 1299-1300. ThuBosch’s analysis differs
significantly from this case, véne “processor” connotes at le@®me structure, and does not
affect the Court’s outcome.

Finally, the reasoning iRersonal Audio2011 U.S. DistLEXIS 157778relied heavily on
Aristocrat. Id at 8-10. Sinc@ersonal Audipthe Federal Circuit clarified that “where the claim is
not drafted in means-plus-funati format, the reasoning in tiAgistocrat line of cases does not
automatically apply, and an algorithm is not necessarily requifgaple 757 F.3d at 1298. The
Aristocratreasoning applies where a patentee has expressly invoked means-plus-function claiming
to determine whether the patentee has disclosed sufficient structure to define the scope of such a
claim. Accordingly, the analysis of recited structurePersonal Audiadiffers from the Federal
Circuit’s guidance irApple.

Moreover,Personal Audidliffers further from this case. PPersonal Audipboth asserted
patents shared a common specification agatlyg identical claims were at issuRersonal Audip
2011 U.S. Dist. LEXISLI57778, at *1-2. The second-issuedepawas a divisional of the first-
issued patentd. The court noted that “[t]he claim terrasissue in the [second-issued] patent are
nearly identical to the means-plus-function terfound in the [first-issed] patent, except that

‘means for’ and ‘means responsive’ have beeraosal with “processor for” and “said processor
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responds.” 2011 U.S. DIEXIS 157778, at *69.Accordingly, there wasupport for finding that

the “processer” terms did not describe structmd were simply a sutisite for “means for,”

which overcame the presumption. In this case, “processor” has not simply replaced “means” in
otherwise identical claim language between asdepiatents. Therefore, the Court finds that
Personal Audias less persuasive in this situation.

2. Court’s Construction

In light of the intrinsic evidnce, the Court finds that Defendants failed to overcome the
presumption against treating the “processdirhitations as means-plus-function claims.
Accordingly, the phraséa processor in the housing for generating an image data signal
representing the image framed by the camera,the phraséa processor associated with the
electronic camera for capturing and digitzing the framed image in a format for
transmission over the cellular telephor network via the cellular telephone,”and the phrase
“a processor for processing the image framedby the camera for generating a digitized

framed image as displayed in the displayWill be given their plai and ordinary meaning.

F. “manually portable housing,” “handheld,” and “portable housing”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“manually portable a housing small enough to be held| housing (defined as “an
housing” and operated while holding it in oneenclosing structure”) capable

hand of being held by hand
“handheld” a portable device small enough to beapable of being held by hand
held and operated while holding it |n
one hand
“portable housing” a housing small enough to be held| housing (defined as “an
and operated while holding it in oneenclosing structure”) capable
hand of being held by hand

The parties agree that “housing” should bestaued as “an encliwgy structure.” (DKt.
No. 241 at 10, 12.) The parties dispute whethe terms “manually portable housing” and

“handheld” in the ‘871 Patent, and “portable hogsiin the ‘168 Patent should be construed as
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“small enough to be held and operated while mgjdit in one hand,” as Plaintiff proposes.
Plaintiff contends that Defendts’ construction provides amproper and practically boundless
scope of what is manually portable. (Dkt. No. 216 at 8.) Plaintglies that Defendants’
construction could include “items as large asraeseor a dresser of drawers.” (Dkt. No. 216 at
8.) Plaintiff further argues that the specifioatieaches a device much smaller than Defendants’
construction. (Dkt. No. 216 at &yiting ‘871 Patent at 5:18-21). Plaintiff contends that the
specification equates “portable” tbandheld.” (Dkt. No. 216 a8) (‘871 Patent at 10:26-30).
Plaintiff also contends that Figes 6B, 7A, and 7B are consistevith its construction. (Dkt. No.
216 at 8.) Finally, Plaintiff argues that it®nstruction is furthe confirmed by multiple
dictionary definitions for “handheld.” (Dkt. No. 216 at 9.)

Defendants argue that the terms “hand halutl “portable” will be readily understood by
the jury, and nothing in thespecification suggests thatethpatentee aale as his own
lexicographer to give these terms a narroweamnmng. (Dkt. No. 224 at 13.) Defendants contend
that the patents merely distinguish stationary tbgskinits that are not cable of being held by
hand from portable units. (Dkt. No. 224 at) 1¢iting ‘871 Patent at 5:18-21; 10:26-28).
Defendants also argue that depending on the circumstances and the user, the cameras illustrated
in Figures 6B and 7A may require both haridshold and operate. (Dkt. No. 224 at 14.)
Defendants contend that Plaintffconstruction that requires a dmvito be held in one hand,
and operated with the other, is confusing arsl i@ support in the spéication. (Dkt. No. 224
at 14.) Finally, Defendants argtleat other courts in this digtt have declined to import
operability limitations into similar terms where it was not clearly required by the specification.
(Dkt. No. 224 at 14.)

For the following reasons, the Court finds that the teémanually portable housing”
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and “portable housing” should be construed dsousing capable of being held by hand.”
The Court further finds thdthandheld” should be construed dsapable of being held by
hand.”

1. Analysis

The term “manually portable housing” appearslaams 1 and 6 of the ‘871 Patent. The
Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The term “handheld”egugs in claims 1, 6-9, and 12 of the ‘871 Patent.

The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The term “portable $ing” appears in claims 1, 3, 4, 7, 9, 19, 21, 22,

24, 26, 27, and 29 of the ‘168 Patent. The Court fthdsthe term is used consistently in the
claims and is intended to have the same meaning in each claim.

Plaintiff proposes that the terms should dmstrued as “small enough to be held and
operated while holding it in one hand.” Theut finds that neither the claims, nor the
specification include the narrow and potentialpnfusing construction tha®laintiff proposes.

The specification does distinguish stationary dgskinits that are not capable of being held by
hand from portable units. Specifically, the speation states “[b]oth portable, or hand held,
image capture and transmission units and statypa desktop, image cape and transmission

units are described.” ‘871 Pateatt5:18—-21. However, this degution does not idicate that the

terms should be construed asnal enough to be held and opi while holding it in one

hand.” Instead, it indicates that the terms shbeld¢onstrued as capable of being held by hand,

as Defendants propose. There is no requirethantthe user use only one hand to operate the
claimed apparatus. Moreover, common experience indicates that the 35 millimeter type camera
housing illustrated in Figures 7Aand 7B may require two hands operate. Plaintiff's

construction not only adds unnssary ambiguity, but is incoissent with how a person of
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ordinary skill in the art would understand tieems in light of the intrinsic evidence.

2. Court’s Construction

In light of the intrinsic evidence, the Court construes the té¢manually portable
housing” and“portable housing” as“housing capable of being held by hand.” The Court

also construes the terthandheld” as“capable of being held by hand.”

G. “supported/supporting/supports”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“supported/supporting/ | No construction necessary Hold in place through contact
supports” with

Alternative: Hold in place
through direct omdirect contact
with

The parties dispute whether the termagisorted/supporting/supports” require “direct”
contact, as Defendants proposPlaintiff argues that Defendts’ construction is ambiguous
because it fails to address whetlach contact could be directiodirect. (Dkt. No. 216 at 10.)
Plaintiff contends that to the extent that Defants’ construction is limited to direct “contact
with” what is being held in plce, Defendants’ cotraction is improperljimiting. (Dkt. No. 216
at 10.) In the alternative, Plaintiff proposemstruing the term as “hold in place through direct
or indirect contact with.”

Defendants respond that these terms areestible to two ording meanings: (1) to
bear the weight of or (2) to hold in place through contact. (Dkt. No. 224 at 14) (citing Dkt. No.
224-4 at 3 (American Heritage ®ionary at 1364)). Defendantargue that dn the latter
meaning is supported by the Asserted Patentd. (Ib. 224 at 14.) Defelants contend that the
claims cover the physicalonfiguration of components inlagionship to a housing of a device
having integrated camera andefghone functionality. (Dkt. bl 224 at 15.) Defendants also

argue that Figure 7A and accompanying text shdvat the button keys (98), the LCD unit,
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viewfinder (194), back window (198), and memaard (72) are all held in place through
contact with the housing. (Dkt.d\ 224 at 15) (citing ‘871 Pateat 11:8—-14). According to
Defendants, the plain language tbe claims demonstrate thtte term “support” should be
construed as held in place through contact, as Defendapissa: (Dkt. No. 224 at 15.)

For the following reasons, the Court  finds that the terms
“supported/supporting/supports” should be given their plain and ordinary meaning.

1. Analysis
The terms “supported/supporting/supports” ape claims 1, 6, and 12 of the ‘871
Patent, and claims 1, 4, 7, 9, 19, 20, 21, 22, 24226and 29 of the ‘168 Patent. The Court
finds that the terms are used consistently andlaims and are intended to generally have the
same meaning in each claim. The Court dilsds that the terms are unambiguous, are easily
understandable by a jury, and require no corsitn. The claim langgge plainly states a

variety of components su@s the “input keys,” “media,” “inge collection device”, and “digital
camera,” are “supported by the hmgs” This language is natonfusing and does not require
construction.

Defendants contend that this language reguidirect contact,nal excludes indirect
contact between a components and the housing. (Dkt. No. 224 at 15 n.9.) Defendants point to
one embodiment to support their construction. (Dkt. No. 224 at 15.) However, the claims are not
limited to a disclosed embodiment, and there isingtthat prevents indirect contact between a
component and the housing. Indeed, the esitrievidence submitted by Defendants indicates
that “support” can mean direct or indirectntact. (Dkt. No. 224-4 aB (American Heritage
Dictionary at 1364)). To the extent that a party contends that pldio@mary meaning of

“supported/supporting/supports” requirdisect contact and excludeslirect contact, the Court

rejects this argument because it is inconsistent with how a person of ordinary skill would
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interpret the claims.

2. Court’s Construction

In light of the intrinsic and extrinsic evidence, the terms

“supported/supporting/supports” will be given their plain and ordinary meaning.

H. “self-contained”

Disputed Term Plaintiff’s Proposal Defendants’ Proposal

“self-contained” | A unitary system incorporating a No construction necessary.
combination cellulatelephone, integrated
image processing system, display, camera
and integral power unit (such as a

rechargeable battery source or the like)

The parties dispute whether the term “self-contained” in the ‘871 Patent requires
construction. Plaintiff arguesdhthe term “self-contained’hsuld be construed because it can
mean different things in different contexts.k{DNo. 216 at 10.) Plaiift contends that its
construction is adapted from the specification, Wwistates that the invean is “self-contained
with an integral poweunit such as a rechargeable battgoyrce or the like.” (Dkt. No. 216 at
10) (citing ‘871 Patent at 2:55-593:33-35). Plaintiff furtheargues that its construction
contains the elements recitedclaim 1. (Dkt. No. 216 at 11-12.)

Defendants respond that the clairasite specific combinatiors elements in a housing
(e.g, “an electronic camera comaid within the portable housing'd processor in the housing,”
and “a telephonic system in the housing”). (DKib. 224 at 16.) Defendants contend that
Plaintiff's construction rendershese claim limitations superfluous. (Dkt. No. 224 at 16.)
Defendants also argue that the various referetoctself-contained” in the Asserted Patents are
neither ambiguous, confusing, nor susceptiblentdtiple interpretations. (Dkt. No. 224 at 16.)
Finally, Defendants argue that the preambles @frétevant claims are not limiting, and each of

the relevant claims separately sets out the requetements of the alleged invention. (Dkt. No.
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224 at 16.)
For the following reasons, the Court finds that the tesmif-contained” should be given
its plain and ordinary meaning.

1. Analysis

The term “self-contained” appears only in ffreambles of claims 1-5 of the ‘871 Patent.
The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The Court also fintt&at the term isunambiguous, is easily
understandable by a jury, and reqa no construction. In adain, the claim language itself
recites the different elements that are required to be “self-contained” or “in the housing” in the
body of the claim. Plaintiff €onstruction would render thesaich limitations superfluous and
is therefore rejected. Thatidathe Court finds that the preamble is limiting because it provides
antecedent basis for the term “wireless telephone netwilikron Tech., Inc. v. Tessera, Inc.
440 F. Supp. 2d 591, 597 (E.D. Tex. 2006) (“When litites in the body o& patent claim rely
upon, and derive antecedent basis from, the gla@amble, the preamble may act as a necessary
component of the claimed invention.”). Howevas discussed, thismding does not require
adoption Plaintiff's construmn for “self-contained.”

2. Court’s Construction

In light of the intrinsic evidence, the terfgelf-contained” will be given its plain and

ordinary meaning.

l.  “input keys,” “keypad,” and “a set of input keys”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“input keys” a manually activated array ofputs | physical push-buttons
“keypad” a logical grouping of input array of physical push-buttons

keys

Page 36 of 69



“a set of input keys” | No construction necessary for entirea group of physical push-
phrase (but see “input keys” buttons
proposed construction)

The parties dispute whether the recited “inkey” and “keypad” inthe ‘871 Patent must
be physical push-buttons, as Defendants propBsantiff contends thathere is no requirement
that “input keys” be physical pudiuttons. (Dkt. No. 216 at 11.) dMtiff argues that the claims
themselves describe the metes and bounds npfuti keys” as alphanumeric, located in the
housing, and for permitting manually input digitizéghanumeric signals. (Dkt. No. 216 at 11.)
Plaintiff contends that its cotmaction of “a manuallyactivated array ofniputs,” is consistent
with common usage of the term and the claif@&t. No. 216 at 12) (citing Dkt. No. 216-4 at 6
(The Authoritative Dictionarpf IEEE Standards Term& Ed. at 600)).

Defendants respond that all okthelevant claims indicateahthe input keys or keypad
are not part of the display, because they rdwitén input keys or a keypad, and separately, a
display. (Dkt. No. 224 at 17.) Defendants argue #ilabf the relevant claims require that the
input keys be eithein the housing or supptad by the housing, inditiag that they cannot
merely be an image on a screen. (Dkb. Ne24 at 17) (citing ‘871 Patent at 17:9-11).
Defendants argue that every embodiment deedriin the specification and shown in the
drawings discloses the use of physical push-bukeys. (Dkt. No. 224 &it8) (citing ‘871 Patent
at 11:8-10, Figure 7A). Defendantontend that each and every portion & $pecification
referring to input keys or a keypad refersthem as a push button, “button interface,” or a
keyboard, not a portion of the display. (Dkin.Ne24 at 18) (‘871 Patent at 12:41-46; 2:28-32;
12:60-65; 8:47-48). Defendants contend that the fegamn solely refers to physical keys, not
virtual keys on a display. (Dkt. No. 224 at 19efendants argue thatationaries refer to a
“key” or “keypad” as a push button or set of push buttons. (Dkt. No. 224 at 19.)

Plaintiff replies “virtual keys” are keys fanputting data, and a claim construction that
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excludes “virtual keys” cannot beorrect. (Dkt. No. 231 at 7.) &htiff further contends that
Defendants’ argument that the ingaetys must be distinct from the display is wrong. (Dkt. No. at
7.) Plaintiff argues that nothingp the claims requires this separationk{DNo. 231 at 7.)
Plaintiff further argues that thenly requirement for the “input ke” is that they be in the
housing. (Dkt. No. 231 at 7)i{mg ‘871 Patat at 15:6).

For the following reasons, the Court finds that the ténput keys” should be construed
as“switches and/or buttons,” and the phrasta set of input keys” should be construed &s
set of switches and/or buttons.” The Court also finds that the tertkeypad” should be
construed a%array of switches and/or buttons.”

1. Analysis

The term “input keys” appears in claims 1, 9, and 12 of the ‘871 Patent. The Court finds
that the term is used consistently in the cla@md is intended to have the same meaning in each
claim. The term “keypad” appears in clainofthe ‘871 Patent, anddhphrase “a set of input
keys” appears in claim 12 of the ‘871 Patefhe claim language indicates that the “input keys”
are used to manually input alphanumeric sigrig¢®. e.gClaim 1 (*alphanumeric input keys in
the housing for permitting manually input digitizedhbhanumeric signal® be input to the
processor.”). The specificationrfber indicates that a personatinary skill in the art would
understand that specification debes the recited “input keys” as “buttons” and/or “switches.”
Specifically, the specification states “the baaok operator buttons ra/or switches 98 are
connected to the system through the button iaterfL00.” ‘871 Patent at 8:47-48. Similarly, the
specification states that “[tjhe operator iné&d button keys 98 are housed within the housing
and can be positioned on the back plate 196 of the body.” ‘871 Patent at 11:8-10. Likewise, the
specification states that “FIG. 8, part L shaws push button control switches as 490 and 492.”

‘871 Patent at 12:41-42. Accordigigthe Court finds that Courtrfds that the term “input keys”
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should be construed as “switchasd/or buttons,” and the phraseset of input keys” should be
construed as “a set of switchesd&r buttons.” The Court alsiinds that the term “keypad”
should be construed as “arraysnfitches and/or buttons.”

Contrary to Defendants’ argument, the midanguage does not require the “input keys”
to be distinct from the display. For examptigim 1 of the ‘871 Patent recites “a display for
displaying an image framed by the cameraClaim 1 further recites “input keys ... for
permitting manually input digitized alphanumeric sigrtalbe input to the processor.” Thus, the
claim language specifies a purpose for both tispldy and the input keys. Neither of these
purposes require the input keys to be distinmin the display. Moreover, the claims indicate
that the display is supportdry the housing and that the ingkdys are in the housing. Again,
this does not require the input ketgsbe distinct from the dispfaas input keys that are in the
housing will also be gaported by the housing.

Regarding Defendants’ “physi¢atonstruction, the Court isot persuaded that the terms
should be limited to the disclosed embodimseiitustrating “physical” push-buttons. As
discussed, the claim language recites that “ileys” permit the manuahput of alphanumeric
signals. The inputting of alphanumeric signasnot limited by the intrinsic evidence to
“physical” push-button keysas Defendants proposé&lectro Medical Sys., S.A. v. Cooper Life
Sciences34 F.3d 1048, 1054 (Fed. Cir. 1994) (“[A]lthoutite specifications may well indicate
that certain embodiments are preferred, padicainbodiments appearing in a specification will
not be read into the claims when the claimgiaage is broader than such embodiments.”).
Moreover, the Court finds that Defendants’ camstion that the “input kes” be “physical” does
not necessarily exclude “virtual keys,” as Defendants contend. Even “virtual keys” have a

physical component because therusputs the alphanumeric sigedy physically touching the
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virtual keys.

In effect, Defendants ask the Court to import a negative limitation into these
constructions via a strained interpretation ofiygical,” which they contend excludes *“virtual
keys.” Importing negative limitations into @aim absent an explicilisavowal is generally
disfavored.See Omega Eng'g. Inc. v. Raytek Co834 F.3d 1314, 1332-33 (Fed. Cir. 2003)
(noting that a negative limitation imposed by the district found no anchor in the claim language,
the plain and ordinary meaning of the phrase,in any express disclaimer within the
specification). Here, the claim term “input keys”sufficiently broad to include different types
of “buttons and/or switches.” Nothing in the record suggests that the patentee disclaimed any
particular type of “bttons and/or switches.To the extent that Defendi& argue that input keys
exclude “virtual keys,” the Cotirejects this argument.

Finally, at theMarkmanhearing, Defendants argued thia specification does not enable
“virtual keys,” because there is no indicatiorattthe patentee conteraptd “virtual keys.”
Whether the claims enable “virtual keys” is a disesthat is not properly before the Court. The
parties have not submitted evidence that a pes$andinary skill in the art would be unable to
practice the claimed invention with “virtual keys.” Notwithstanding, determining whether
“virtual keys” are after-arisingethnology is not criticat this stage of thease because Federal
Circuit precedent does not excludésafarising technology from valid claimsnogenetics, N.V.

v. Abbott Labs.512 F.3d 1363, 1371-1372 (Fed. Cir. 2008) (“Our case law allows for after-
arising technology to beaptured within ta literal scope ofalid claims that are drafted broadly
enough.”).
2. Court’s Construction
In light of the intrinsicand extrinsic evidence, the Court construes the tamput

keys” as“switches and/or buttons,” and the phrast set of input keys” as“a set of switches
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and/or buttons.” The Court also construes the tetkeypad” as“array of switches and/or

buttons.”
J. “image data signal(s)” and “vigving incoming image data signals”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
“image data No construction necessary a modulated signal
signal(s)” incorporating digital data

Alternatively, “one or more signals| representing an image
representing an image”

“viewing incoming viewing image data signals received/iewing incoming image data
image data signals” | from a source external to the devicesignals (as construed above)
from a source external to the
display

The parties dispute whether the term “imalgéa signal(s)” in the ‘871 Patent should be
construed as “a modulated signiacorporating digital datarepresenting an image,” as
Defendants propose. Plaintiff contends that no constructinaasessary, and that Defendants’
construction is incorrect for a number of reas@b&t. No. 216 at 13.) Plaintiff first argues that
Defendants’ construction is unnecessary becauserely paraphrasesetlctlaim language. (Dkt.
No. 216 at 13.) Plaintiff nexargues that Defendants’ consttion imports te unwarranted
limitations that the signal must lmeodulated and the data mustdigital. (Dkt. No. 216 at 13.)
Plaintiff argues that the word ‘@dulate” does not appear in thaiohs or specification, and will
only serve to introduce confusidrecause it is more technidgaln the underlying claim term it
defines. (Dkt. No. 216 at 13.)

Regarding the phrase “viewing incoming image dagmals” in the ‘871 Patent, Plaintiff
argues that Defendants’ construction makes lignse in the context of the claims and
specification. (Dkt. No. 216 at 13.) Plafftargues that the specification uses the term
“incoming” in terms of a signal received fromsource external to thevice. (Dkt. No. 216 at

13) (citing ‘871 Patent at 10:48-53:14—20; 9:38-46; 9:58-60; 14:1-Flaintiff argues that in
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one embodiment the incoming data comesugh the cellular connaoh, which means the
incoming data originates from a source exatto the device. (Dkt. No. 216 at 13.)

Defendants respond that the only evidence ofrtedemonstrates that this claim phrase
refers to a specific type of signal, one maviboth a format and a protocol that may be
transmitted external to the device itself. (DMb. 224 at 19.) Defendannote that other than
the claims, the phrase “image data signal” app@nly two other places in the specification.
(Dkt. No. 224 at 19.) Defendant®ntend that each of these references demonstrates that the
“image data signal” is a specific signal that has a protocol and a format that is transmitted. (Dkt.
No. 224 at 19-20) (citing871 Patent at 9:17-30).

Defendants contend that it edear from the specificatn that modem 104 transmits the
image data signal, and therefore, the “image daaal”’ is an output of the modem. (Dkt. No.
224 at 20.) Defendants argue thfa¢ output of the modem is a modulated signal that can be
transmitted out of the handheldvitlee over a transmission media (such as a wireline or the air).
(Dkt. No. 224 at 20.) According tbefendants, it is this moduéat signal for transmission that
the specification identifies as the “image dsignal.” (Dkt. No. 224 at@) Defendants further
argue that none of the specificet citations referenced by Pl&ii specifically refer to an
“image data signal.” (Dkt. No. 224 at 21.)

Plaintiff replies that Defendants correctly ardbat “image data signal” is a specific type
of signal, but that the specific type of signahisimage data signal, as described by the claims.
(Dkt. No. 231 at 7-8.) Plairifiargues that the modem descdbmm the specification merely
shows how image data signals can be transiniiten embodiment. (Dkt. No. 231 at 8.)

For the following reasons, the Court finds that the ténmage data signal(s)”should be

given its plain and ordinary meaning. The Court further finds that the plwaseng incoming
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image data signals”should be given its plaiand ordinary meaning.

1. Analysis

The term “image data signal(s)” appearl@mms 1, 4-6, 10, and 11 of the ‘871 Patent.
The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The phrase “viewing inaagrimage data signals” appears in claim 5 of
the ‘871 Patent. The Court finds that in ttmatext of the surrounding claim language, the term
“image data signal(s)” is unambiguous, isilgasnderstandable by a jury, and requires no
construction. For example, claibof the ‘871 Patent o#tes that a processm used tagenerate
“an image data signal representing the image framed by the camera.” Claim 1 also provides a
“memory” for “receiving and storing the digied framed image,” and a “user interface for
enabling a user to select the image data sifymaliewing and transrssion.” Thus, the claim
language indicates thatetlrecited “image datagial’ relates to the réed “digitized framed
image.” The claim further recites that it this @gthat is transmitted using a telephonic system.

Similarly, the preamble of claim 6 of the ‘8Phtent recites “converting the visual image
to a digitized image data signal and transmittdigitized image data signal via a cellular
telephone network.” The body of the claim het recites “a memory associated with the
processor for receiving and storing the digitized framed image, accessible for selectively
displaying in the display windownd accessible for selectiyefransmitting over the cellular
telephone network the digitizedafned image.” Again, this inchtes that theecited “image
data signal” relates to the recited “digitizedrfred image.” Accordingly, the Court finds that
the term “image data signal(s)” shoudd given its plainrad ordinary meaning.

Regarding Defendants’ consttimn, the Court agrees with d@htiff that it improperly
imports the unwarranted limitations that thgnsil must be modulated. The portion of the

specification cited by Defendants starts withr‘the exemplary embodiment,” and Defendants
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have not provided any evidendeat the claims should be litad to this embodiment. The
claims themselves do not use the word “modulatadd the specificatiostates that “[w]hile
specific embodiments have been shown and described herein, it will be understood that the
invention includes all modificatiorend enhancements within thepe and spirit of the claims.”
‘817 at 14:43-47

Regarding the phrase “viewing incoming imadpta signals,” the Court finds that the
phrase is unambiguous, is easilyderstandable by arjy and requires noonstruction. First,
the plain language of the pheascludes the word “incomingwhich indicates receiving from
an external source. Second, the specificatiatestthat in one embodiment, “the cellular phone
can be used as both an input and an outputdgeand incoming data or stored images can be
viewed through the viewfinder.” ‘871 Patentl&:49-51. Accordingly, the Court finds that the
phrase “viewing incoming image datmnals” should be given ifdain and ordinary meaning.

2. Court’s Construction
In light of the intrinsic evidence, the phraSmage data signal(s)” and the phrase

“viewing incoming image data signals’will be given their plain and ordinary meaning.

K. “image framed by the camera” ath“generating a digitized framed

image”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“image framed by the image data signal generated hymage frame to be captured by
the camera” the camera from the field of view | the camera
“generating a No construction necessary eating a single digital image
digitized framed frame from a signal received
image” from the camera

The parties generally agree that the phrasage framed by the camera” in the ‘871
Patent relates to an image that is to be capturee.parties dispute whether it is “the image data

signal generated by the camera,” as Plaintifppses, or whether it is “image frame,” as
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Defendants propose. Plaiftiargues that the “image framed by the camera” should be
understood as the image thaseen in the viewfinder prior twapture by the camera. (Dkt. No.
216 at 14.) Plaintiff argues that Defendants haffered a circular definition, and that the
additional words “to be capted” will not provide any claty. (Dkt. No. 216 at 14.)

Plaintiff further argues that Defendants haweroperly changed th@eaning of the term
“image framed.” (Dkt. No. 216 at 14.) Plaintitbrctends that Defendants’ construction drops the
“d” from “framed” thereby turning the verbframed” into the noun “frame.” (Dkt. No. 216 at
14-15.) Plaintiff argues that an “image framedS$ (@aimed) is very different from an “image
frame” (as Defendants propose). (Dkt. No. 2161&t) Finally, Plaintiff contends that
Defendants’ construction is inconsistent with the specification, because the signal could be a
series of images, or a video feed, and isartotmage frame. (Dkt. No. 216 at 15) (citing ‘871
Patent at 9:57).

Regarding Defendants’ construction for “geaterg a digitized framed image,” Plaintiff
argues that Defendants have reconstructed #imetl phrase “framed image” with the phrase
“image frame,” which improperly changes theaning of claimed language. (Dkt. No. 216 at
16.) Plaintiff further argues th&efendants have merely replaced that word “generating” with
“creating.” (Dkt. No. 216 at 16.)Plaintiff contends that “gesmating” is understandable and
should be left undisturbed. (Dkt. No. 216 at 1@)nally, Plaintiff agues that Defendants’
construction excludes the embodiments of the ‘87terRahat relate tdhe capture of video
images in so far as it requires only a “sindigital image frame” to be generated. (Dkt. No. 216
at 16) (citing ‘871 Patent at 1:37-39.)

Defendants respond that the summary of thention recites thataptured video images

are “converted into still framdigitized format for transmissin.” (Dkt. No. 224 at 21) (citing
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‘871 Patent at 1:39-41). Defemds contend that the patentee defined the terms “image” and
“images” as “single frame[s].” (Dkt. No. 224 21) (citing ‘871 Patenat 4.58-62). Defendants
further argue that the patentgisclosed how a stream of signals from a camera is broken down
into distinct frames before they are storedha memory, or transmad. (Dkt. No. 224 at 22.)
(citing ‘871 Patent aB:3—-25). Defendants argue that tfi@me-by-frame correlation of data
before storage, transmissiondisplay is reiteratethroughout the specifation. (Dkt. No. 224 at
22) (See, e.gid., 8:39-42; 9:60-63). According to Defendants, theinrstruction clarifies that
the limitations at issue correspond to specifanfes, rather than a continuous and undefined
stream of signals. (Dkt. No. 224 at 22.)

For the following reasons, the Court finds that the phrasage framed by the
camera” and the phrast&generating a digitized framed image” should be given their plain
and ordinary meaning.

1. Analysis

The phrase “image framed by the camera’eagpp claims 1, 9, and 12 of the ‘871 Patent.
The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The Court further firdat in the context of the surrounding claim
language, the phrase is unambiguous, is easilyerstandable by jury, and requires no
construction. For example, claim 1 recitasdisplay for displaying an image framed by the
camera.” Claim 1 further recitébat it is the processor that is later used “for generating an
image data signal representing the image fralmethe camera.” Likewe, claim 9 recites “a
display ... for framing the image to be capturedahyimage capture device and for viewing the
image, whereby an operator can view and franeeimage prior to capture.” Thus, the claim
language indicates that the recited “image &drby the camera” is the image displayed in the

display. This claim language is not confusiagd the Court finds that the phrase should be
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given its plain and ordinary meaning.

Furthermore, the Court agrees with Pldiirthat Defendants’construction improperly
changes the meaning of the term “image &dimto “image frame,” by dropping the “d” from
frame. Defendants’ construction not only impndpeedrafts the claim language from the verb
“framed” to the noun “frame,” but also inggerly limits the claims to one disclosed
embodiment. The Court finds that a person ofradi skill in the artvould understand that the
recited “image framed by the camera” could bgedes of images, or a video feed, and is not
limited to an “image frame.”

Turning to the phrase “generating a digitized framed image,” the Court finds that the
phrase appears claims 9 and 12 of ‘871 Patenecifsgally, claims 9 and 12 recite “a processor
for processing the image framed by the canferagenerating a digitized framed image as
displayed in the display.” Like the pheasimaged framed by the camera,” the phrase
“generating a digitized framed image” is unaguwmus, is easily understandable by a jury, and
requires no construction. To thetent that Defendants argue thgénerating a digitized framed
image” corresponds to specific fras) rather than abatinuous and undefined stream of signals,
the Court rejects this argument.

2. Court’s Construction

In light of the intrirsic evidence, the phrasenage framed by the camera”and the

phraseé‘generating a digitized framed image”will be given their plain and ordinary meaning.

L. “digitiz[e][ed][ing]”

Disputed Term Plaintiff’s Proposal Defendants’ Proposal

“digitiz[e][ed][ing]” No construction necessary analog to digital conversion

The parties dispute whether tleem “digitized” in the ‘871 Patent should be construed as

“analog to digital conversion,” d3efendants propose. Plaintiffgares that “digitzed” is a term
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that is readily understalp and that Defendants’ constructiomproperly narrows the claim. (Dkt.
No. 216 at 15.) Plaintiff also gwes that Defendants’ constructiorciscular because it uses the
word “digital” to define “digitize.” (Dkt. No.216 at 15.) Plaintiff futter contends that the
specification does not support the requirement @inadnalog to digital conversion must occur.
(Dkt. No. 216 at 15) (citing871 Patent at 1:37-39, 5:29-31)According to Plaintiff,
Defendants’ construction would improperlycixde those embodiments where the image was
captured by a digital camera. (Dkt. No. 216 at 16.)

Defendants respond the claim language refegoals that haveeen converted from
analog to digital. (Dkt. No. 224 @2.) According to Defendantthe claim language reflects the
notion that the signal sabeen converted. (DkNo. 224 at 22.) Defendants further argue that
their definition is not circular because “dige” is a verb, an action meaning to convert
something from analog into digital form, and “daiitis an adjective describing the format in
which something exists, which is also theule of digitizing. (Dkt. No. 224 at 22-23.)

Regarding Plaintiff's argument that Defemti construction excludes a preferred
embodiment, Defendants argue that each claim patent need not cover every embodiment.
(Dkt. No. 224 at 23.) Defendants further contéinalt regardless of véther a digital camera
falls within the purview of the ptcular claims at issue thatqeire digitizing, the digital camera
embodiment was explicitly claimed elsewhef@kt. No. 224 at 23.) Defendants argue that
Plaintiff is ignoring the ternentirely. (Dkt. No. 224 at 23.)

Plaintiff replies that for something to be “diged,” it must be mde digital. (Dkt. No.
231 at 8.) Plaintiff arguethat one possibility ighat it be convertetb a digital format, and
another possibility is that it hereated in a digital format. (DKNo. 231 at 8.) Plaintiff contends

that the second concept is captured in theifipation by disclosing aligital camera device.
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(Dkt. No. 231 at 8-9) (ciig ‘871 Patent at 1:37-39, 5:29-31Plaintiff also argues that
Defendants concede that their proposechstoiction would improperly exclude those
embodiments where the image was captured thigital camera. (Dkt. No. 231 at 9.)

For the following reasons, the Court finds that the t&digitized” should be construed
as“created in or converted to digital format.”

1. Analysis

The term “digitized” appears claims 1, 6,add 12 of the ‘871 Patent. The Court finds
that the term is used consistently in the cla@md is intended to have the same meaning in each
claim. During theMarkmanhearing, Defendants argued thia¢ term “digitized” requires the
Court to import a temporal limit@n into the apparatus claimsDefendants argued that the
parties agree that all signals will start as analggals, and that the clainrgherently require the
claimed apparatus to convert an analog sigoatligital signal at some unspecified point.
Contrary to Defendantgontention, the Court finds that ti@rinsic evidence does not require
the temporal limitation that Defendants seek to read into the cl&@ews.Cordis Corp. v.
Medtronic AVE, Ing.339 F.3d 1352, 1357 (Fed. Cir. 2003) (declining to superimpose a process
limitation on the product claims at issue).

The claims recite “digitized framed image;digitized audio signals,” “digitized
alphanumeric signals,” “digitizedignals,” “digitized image dataignal,” or “digitized image
signals.” None of these terms necessarily megthat these “digitizédsignals be “converted”
by the claimed apparatus. As Plaintiff contenti® claims do not recite when or how these
signals were “digitized.” Instead, consistenthmhe specification, the signal could either be
created in digital format oronverted to digital formt. Indeed, the spdimation states that
“[e]mbodiments permit capture of a video imaggng a digital camera.” ‘871 Patent at 1:37-39.

Similarly, the specification states that “an diment incorporates an image capture device
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such as a standard analog or digital camera deVidedt 5:29-31. An image captured by a
digital camera could be “cresd in” digital format.

Indeed, Defendants argued at thiarkman hearing that certain digital cameras take
pictures without converting an analog signal tdigital signal. However, given the disclosed
embodiments discussed above, Defendants havedebvio evidence thatdke type of digital
cameras were disclaimed or disavowed from the scope of the cl@atey Co. v. IPS Corp
514 F.3d 1271, 1276-77 (Fed. Cir. 2008) (“We normdtbynot interpret claim terms in a way
that excludes embodiments dissad in the specificain ...”). Moreover,the Court is not
persuaded by Defendants’ argument that the claims need not cover every embodiment, or that
the patentee intended thiy drafting a dependent claim andifferent patent(Dkt. No. 224 at
23.)

Finally, the extrinsic evidence submitted byf®w®lants defines “digitize” as “to express
analog data in digital form.” (Dkt. No. 272-2 @) (The Authoritative Dictionary of IEEE
Standards Terms"7Ed. at 289.). To “express” something in digital form is the same as
“creating in” digital form. The same extrinsic evidence also defines “digitize” as “to convert an
analog signal to a digital signalld. Both of these definition areonsistent with the Court’s
finding that “digitized” should beonstrued as “created in asroverted to digital format.”

2. Court’s Construction

In light of the intrirsic evidence, the Couconstrues the terfidigitized” as“created in

or converted to digital format.”
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M. “telephone network”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“telephone No construction necessary pubticcuit switched telephone network
network”

The parties dispute whether the term “teleghoetwork” in the ‘871 Patent should be
construed as “public circuwitched telephone network,” d3efendants propose. Plaintiff
argues that the phrase “public circuit ssiéd” has no corresponding claim language and
appears nowhere in the spewdfiion. (Dkt. No. 216 at 17.) &htiff further argues that
Defendants’ construction is cufar because it defines a “tplgone network” as a “... telephone
network.” (Dkt. No. 216 at 17.) Plaintiff comtds that Defendants hawarrowed the claimed
term by requiring it to be construed as a subsdseff. (Dkt. No. 216 at 17.) Finally, Plaintiff
argues that neither the claims, the specificationthe prosecution histprequire or mention a
public circuit switch telephone netwrk. (Dkt. No. 216 at 18.) According to Plaintiff, the claims
compel the opposite by reciting a “wirelessephone network” ora “cellular telephone
network.”

Defendants respond that the common phraselephone network,” provides the
foundation for identifying the claimed and urioled structures. (Dkt. No. 224 at 24.)
Defendants contend that the Public Switchedwsek is “[aJny commoncarrier network that
provides circuit switching between public uséf®kt. No. 224 at 24) (quoting Dkt. No. 224-7
(Newton’s Telecom DictionaryJanuary 1988 at 538)). Defendmmairgue that the specification
reinforces this conventionainderstanding of the telephone network, by disclosing circuitry for
connection to a “telephone company systemKt(INo. 224 at 24) (‘871 Patent at 8:66, 9:6).
Defendants contend that this @h®ne company system is thaublic circuit switched telephone

network.” (Dkt. No. 224 at 24.) Finally, Defentta argue that the plib telephone network
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connection to the cellular telept® is expressly distinct froniradio frequency, satellite
transmission or the like.” (Dkt. No. 224 24) (quoting ‘871 Patent at 9:31-41).

For the following reasons, the Court finds that the téaiephone network” should be
given its plain and ordinary meaning.

1. Analysis

The term “telephone network” appears claiinss, 9, and 12 of the ‘871 Patent. The
Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. Contrary to Defendambntention, the intrinsic evidence does not
indicate that the term should be limited tpublic circuit switched tephone network. Indeed,
Defendants’ construction would improperly limitetitoroader term “telephone network” to one
type of telephone network. Although the speaifion provides an embodiment that patches
directly into “telephonecompany system,” this embodiment does not limit the broader term
“telephone network.” ‘871 Patent at 9:1-9Moreover, neither the specification nor the
prosecution history require or migon a public circuit switchetelephone network. Finally, the
Court finds that the term is unambiguouseé&sily understandable by a jury, and requires no
construction. To the extent that Defendardstend that the plain dnordinary meaning of
“telephone network” requires arcuit switched netwdx, the Court rejects th argument because
it is inconsistent with how a personafinary skill would interpret the claims.

2. Court’s Construction

In light of the intrinsic ad extrinsic evidence, the terttelephone network” will be

given its plain and ordinary meaning.
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N. “selectively transmitting” ard “selectively displaying”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“selectively to select from among a grodgPlain and ordinary meaning or
transmitting” of images retained in choosing between transmitting images as

memory for transmission | they are captured or transmitting recalled
images
“selectively to select from among a groughoosing from one or more for display
displaying” of images retained in
memory for display

The parties generally agree that the ternmnan¥mitting” and “displaying” in the ‘871
Patent should be given their plain and pady meaning. The parties dispute whether
“selectively” means “selecting from among aogp,” as Plaintiff propose, or if it means
“choosing between transmitting images as theycapured or transmitting recalled images,” as
Defendants propose for the term “selectively transmitting.” For the term “selectively
displaying,” Defendants propose thhe term “selectively” means “choosing from one or more
for display.”

Plaintiff argues that the term *“selectiyélcannot mean two different things, as
Defendants propose. (Dkt. No. 216 at 18.) Pldintintends that for selective transmission, the
specification teaches “selectivecall of captured images foatrsmission.” (Dkt. No. 216 at 19)
(citing ‘871 Patent at 5:9-10).Plaintiff argues that this eans selecting from a group of
captured images for transmission. (Dkt. No. 24#6 19.) Plaintiff ado argues that the
specification teaches selectingrin a group of images to recall and view before transmission.
(Dkt. No. 216 at 19.) Plaintiffurther argues that the proséion history show that claim
language was added to reflect greentably distinguishing functiolitst of providing the ability
for the user to selectively transmit and displagges from memory. (Dkt. No. 216 at 19) (citing
Dkt. No. 216-5 (September 7, 2007 Offiokction Response) and 216-6 (Examiner’s

Amendment)). Finally, Plaintiff argues thatetlextrinsic record supps Plaintiff's proposed
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definition. (Dkt. No. 216 at 20) (citingDkt. No. 216-7 at 1 (http://www.merriam-
webster.com/dictionary)).

Defendants argue that the terms are ihpadnderstandable to the jury and no
construction is necessary. (Dkt. No. 224 at 2Bgfendants contend that Plaintiff's proposed
construction is incorrect becauseattempts to read in an @wodiment from the specification by
requiring that the user choose an image from a giaupa set of two or more images. (Dkt. No.
224 at 25.) Defendants argue that the plain lagegud the claims indicates that a user could
“selectively” transmit or display a single image jasthe could select amage from a group of
two or more. (Dkt. No. 224 at 25.pefendants further argue thiéie cited portia of the file
history says nothing about selegt from a group of images. (DkiNo. 224 at 25) (citing Dkt.
No. 216-5). Defendants contend that the paten&@r argued that fiinvention required the
user to select from a group of two or more iemdpefore transmitting or displaying an image.
(Dkt. No. 224 at 25.)

For the following reasons, the Court finds that the phtaskectively transmitting”
should be construed dselecting at least one digitizedramed image retained in memory
and transmitting that selection,” and that the phrastselectively displaying” should be
construed as'selecting at least one digitized framed image retained in memory and
displaying that selection.”

1. Analysis

The phrase “selectively transmitting” appeariroks 1, 6, 9, and 12 of the ‘871 Patent.
The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The phrase “selectivedpldiying” appears claims 1, 6, 9, and 12 of the
‘871 Patent. The Court finds thidte term is used coissently in the claimsand is intended to

have the same meaning in eachmala The Court further finds that the claims indicate that the
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disputed phrases relate to selecting a digitizached image from a memory. For example,
claim 1 of the ‘871 Patent recites “memory asat@d with the processor for receiving and
storing the digitized framed iage, accessible for selectively displaying in the display window
and accessible for selectively transmitting over the wireless telephone network the digitized
framed image.” Thus, the plain language of ¢k@m requires selectingt least one digitized
framed image. Moreover, the prosecution histodycates that this claim language was added to
distinguish the prior art. ®gifically, in describing the prraart, the patentee argued:

In either case, there is no teaching tihat “prescribed picture” stored in memory

is selectively displayed by the local ussr that he can determine whether to

transmit it to the remote station. In faltta does not even disclose any electrical

connection which would permit the photognagtored in the memory section 24
to be displayed on the display 12.

(Dkt. No. 216-5 at 3) (September 7, 2007 Officaidwt Response) (emphasis in original). The
claims were then amended toitedhat the memory is “accessible for selectively displaying in
the display window and accessible for selectively transmitting over the wireless telephone
network the digitized framed image.” (Dkt. N@16-6 at 2) (Examiner's Amendment).
Accordingly, the Court finds that the intriosevidence indicates that “selectively” means
“selecting at least one.”

The Court also agrees with Defendants thasex could “selectively” transmit or display
a single image and is not limiteo selecting an image from a group of two or more. The
patentee did not argue that selecting an imag®a & group of two or more was a distinguishing
feature. However, the Court disagrees witldbdants that “selectively” should be construed
differently for these two disputed termsThe intrinsic evidence dsenot require “choosing
between transmitting images as they aretwapd or transmitting recalled images,” as
Defendants propose. Instead,oitly requires selecting aedst one digitized framed image

retained in memory for transmission.
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2. Court’s Construction

In light of the intrinsic and extrinsievidence, the Courtonstrues the phrase
“selectively transmitting” as “selecting at least one digitizd framed image retained in
memory and transmitting that selection,” and the phraséselectively displaying” as

“selecting at least one digitized framed irage retained in memory and displaying that

selection.”
O. “camera control circuit”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
“camera control Not a means-plus- construe “circuit” asa physical pathway of
circuit” function claim; no connected electrical elements for converting
construction necessaiydigital data into analog control signals

The parties dispute whether the term “camerarobaoircuit” in the ‘871 Patent should be
construed as “a physical pathwaycoihnected electrical elements tmnverting digal data into
analog control signals,” as Def@ants propose. Plaintiff argudsat Defendantstonstruction
improperly narrows the term *“circuit” by requiring it to perform the specific function of
“converting digital data into anad) control signals.” (Dkt. No. 216 @6.) Plaintiffnotes that the
specification discloses an embodiment whick fmamera operation control capability through
the use of digital/analog cirits for converting digital commands to analog signals for
controlling the gain, pedestal, setup, white clip, fesis, white balance lens iris, lens zoom and
other functions of the camera.” (Dkt. No. 2162&) (citing ‘871 Patent at 2:59-64). Plaintiff
argues that Defendants seek t@ioperly confine this term to hparticular embodiment. (Dkt.
No. 216 at 25.) According to Plaintiff, claim H®es not specify a digitanalog circuit, but
more broadly requires a “camera control circuipkt. No. 216 at 25.) Finally, Plaintiff argues
that Defendants’ extrinsic evidence doest mopport their constron because neither

dictionary definition supports the requirement thatircuit be “for convemg digital data into
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analog control signals.” (Dkt. No. 216 at 25.)

Defendants respond that the specification disslaseery specific camera control circuit.
(Dkt. No. 224 at 32.) Defendardasgue that the specification makeear that the camera control
circuit is hardware and conventiigital signals to analog sigrsal(Dkt. No. 224 at 32) (citing
‘871 Patent at 11:35-39). @mdants argue that the camemadule outputs signals to the
camera control digital to analogrverter and therefore, the daioutput of the camera module
controls camera functions only after beingheerted by the camera control circuit to analog
signals for that purpose. (DKlo. 224 at 32.) According tbefendants, the “camera control
circuit” limitation is a physicapathway of connected electricalements for converting digital
data into analog control signals. (Dkt. No. 22433) (citing Dkt. No. 224-7 at 4 (Newton’s
Telecom Dictionary, 13th Ed., 1998, at 147)).

Plaintiff replies that the ‘871 Patent specdfiion states a circuihay be adapted “for
converting digital data into analog control silgjiabut claim 12 contains no such requirement.
(Dkt. No. 231 at 10.) Plaintiff argues that Dafi@nts attempt to improge re-write the claim
language by importing limitations from the spafion. (Dkt. No. 231 afl0.) According to
Plaintiff, the term “circuit” is undestandable and requires no construction.

For the following reasons, the Court finds that the te&ramera control circuit” should
be given its plain and ordinary meaning.

1. Analysis

The term “camera control circuit” appears in claim 12 of the ‘871 Patent. The Court
finds that the specification discloses an embgit which has the “camera operation control
capability through the use of digital/analog citsudor converting digital commands to analog
signals for controlling the gain, gestal, setup, white clip, lens focus, white balance lens iris,

lens zoom and other functions of the camel@7r1 Patent at 2:59-64The specification also
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states that “Fig. 8, part C includes the camerodule 332 and the camera control digital to
analog converter 334.” ‘871 Patent at 11:35-39.weicer, in both instances, the specification
states that this disclosure is one embodimeranoexemplary schematic diagram. Importantly,
claim 12 does not specify that the recited circsiitt digital/analog circuit. Instead, claim 12
more broadly recites “camera control circudrid does not include the specification language of
“for converting digital data int@analog control signals.” Acecdingly, the Court will not import
this limitation from the specification into the clain®ee Phillips415 F.3d at 1323 (holding that
while claim terms are understood in light ot tlpecification, a claim construction must not
import limitations from the specification into the claims).

Finally, the Court finds thahe term is unambiguous, iss#g understandable by a jury,
and requires no construction. Indeed, the extrinsic evidence submitted by Defendants does not
provide further clarity and does not define acuwit as “converting digal data into analog
control signals.” To the extetitat Defendants contend thaetplain and ordinary meaning of
“camera control circuit” requires “converting diditdata into analog control signals,” the Court
rejects this argument because it is inconsistent with how a person of ordinary skill would
interpret the claims.

2. Court’s Construction
In light of the intrinsic andextrinsic evidence, the terfeamera control circuit” will

be given its plain and ordinary meaning.

P. “transmission protocol”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“transmission | a formal set of conventions governing the one or more rules
protocol” format and relative timing of message exchangeverning transmission

between two communications terminals

The parties dispute whether the term “transraisgirotocol” in the ‘168 Patent should be
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construed as “a formal set of conventions gowvey the format and relative timing of message
exchange between two communications terminas, Plaintiff proposes, a#s “one or more
rules governing transmission,” as Defendantsppse. Plaintiff argues that Defendants’
construction is circular because it uses the word “transmission” to define “transmission
protocol.” (Dkt. No. 216 at 20.)Plaintiff argues that its consttion is consistent with the
teaching in the specificatiorfDkt. No. 216 at 20) (citing ‘168 Patent at 3:41-44, 13:58-60).
Plaintiff further argues it its construction isupported by the extrinsic record. (Dkt. No. 216 at
20) (Dkt. No. 216-4 at 7 (The AuthoritagivDictionary of IEEE Standards Term¥ Ed. at
882)).

Defendants respond that Plafif's proposal is needlesslgomplex, would read out a
preferred embodiment, and introduces new ambigh#ay would unnecessarily confuse the jury.
(Dkt. No. 224 at 33.) Defendants argue thatriiffiis construction woud require the jury to
determine whether transmissions are sent aqugridi a “formal set of conventions,” not just a
rule or rules governing transssion. (Dkt. No. 224 at 33.)Defendants further argue that
Plaintiff's construction reads ian unsupported narrowing requirarhéhat the protocol governs
the “exchange” of messages between fttlaimed device and a second unspecified
communications terminal. (Dkt.d\ 224 at 33.) Defendants conteahdt Plaintiff's construction
would read out the transmission protocols féacsimile documents” and “captured visual
images,” by limiting the terms to “messages.’k{DNo. 224 at 33.) Rally, Defendants argue
that their construction is not otvadicted by the extrinsic evidence cited by Plaintiff. (Dkt. No.
224 at 33.)

For the following reasons, the Court finds that the tdremsmission protocol” should

be construed dset of conventions or rules governing transmission.”
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1. Analysis

The term “transmission protocol” appearsciaims 16-18 of thel68 Patent. The Court
finds that the term is used consistently in the claims and is intended to have the same meaning in
each claim. The Court agrees with Defendahist Plaintiff's construction is needlessly
complex and introduces ambiguity that would cmaf the jury. For example, the claims do not
recite “communications terminals,” and it is uzel what these commuwaition terminals are or
where they are located. Moreover, the extdresiidence submitted by Plaintiff indicates that a
person of ordinary skill in the art would undersd transmission protocoéd mean “a set of
conventions or rules governing transmission.” The definition of the word “protocol,” submitted
by Plaintiff, repeatedly uses the s “set of rules” or “set afonventions” in its ten sub-parts.
(Dkt. No. 216-4 at 7 (The Authoritatiiictionary of IEEE Standards Term8 Ed. at 882)).

2. Court’s Construction

In light of the intrinsic and extrinsievidence, the Court construes the term

“transmission protocol” as“set of conventions or rdes governing transmission.”

Q. “media”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
“‘media” No construction necessary a removable storage device

The parties dispute whetheretterm “media” in the ‘168 Patent should be construed as
“a removable storage device,” as Defendants propBtantiff argues thanothing in the claims
suggests that media equatesatosemovable storage device. (DMo. 216 at 21.) Plaintiff
contends that the plain and ordinary meaninghefclaims require the media to be suitable to
embody a compression algorithm. kD No. 216 at 21.) Plaiifit argues that Defendants’
contention that the storage device is removabiedsnsistent with the claims, because each of

the claims recite that the media is suppoltedhe portable housing. K2 No. 216 at 21.)
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Plaintiff further argues thddefendants’ construction conthiats the specification, which
teaches that “media” in and d6elf is not removable. (DkiNo. 216 at 22.) According to
Plaintiff, the specification refers to “portabheedia,” which means that media as a standalone
term, as used in the specification is not podadlremovable. (Dkt. No. 216 at 22) (‘168 Patent
at 8:58-62). Plaintiff further gues that the specification disses memory devices that are
both removable and not removable from the hagis{Dkt. No. 216 at 22)168 Patent at 27—
31). Plaintiff contends thatDefendants’ construction ehefore improperly excludes
embodiments of the ‘168 Pate (Dkt. No. 216 at 22.)

Defendants respond that each claim exprdsstg “media” to compression, and that the
specification uses compression in conjunction \piintable media that is removable. (Dkt. No.
224 at 34.) Defendants further argue that FIGS. 5, 6B, 6C, and 7A illustrate a portable RAM
memory in the form of a removable image caedy{ a PCMCIA SRAM card or a PCMCIA
Flash RAM card). (Dkt. No. 224 84.) Defendants argue that tblaims themselves expressly
differentiate between “media” and “memorythus indicating that “memory” can be non-
removable, and “media” is only removable. (Dkt. No. 224 at 34.)

Plaintiff replies that Defendds’ arguments are improperly limited to “media” in the
context of compression. (Dkt. No. 231 at 9.) PI#iargues that in the context of claim 16, it is
a processing platform that operates the trasson protocol algorithm that is “embodied in
suitable media,” which suggestsat media may be similarlgffixed. (Dkt. No. 231 at 9.)
Plaintiff further argues it the claims recite #t the “media” must be “supported by the portable
housing,” and therefore cannot be removable. .(Nkt 231 at 10.) Finafll Plaintiff argues that
the plain and ordinary meaning thfe term “media” isa]ny readable or writable data storage

area.” (Dkt. No. 231 at 10) (quoting Dkt. No. 23%t 4 (The Authoritative Dictionary of IEEE
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Standards Terms 7th ed., 2000 at 682)).
For the following reasons, the Court finds that the tenedia” should be given its plain
and ordinary meaning.

1. Analysis

The term “media” appears claims 1, 16, 28, 24, 26, 27, and 29 of the ‘168 Patent.
The Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. Contrary to Defendambntention, the intrinsic evidence does not
indicate that the term should be limited doremovable storage deei. The specification
distinguishes between “igral” media and “portable” or @movable” media. For example, the
specification states that “the interim compresilecompression scheme is particularly useful
when all of the image data is to be permanently archived, or when limited capatéile
mediaare used, such as, by way of example, floppy diskspartable PCM CIA card.” ‘168
Patent at 7:58—-62 (emphasis added). Likewisespleeification states théftlhe configuration
shown in FIG. 6B ... may include antegral RAM and/or theremovablememory module as
indicated by the image card 72.” ‘168 Patent at 11:24—-28 (emphasis added).

Consistent with the specification, the claimdicate that the media can be either integral
or removable. Indeed, Defendants’ condiorc would improperly limit the broader term
“media” to only “removable” media. Defendantsbnstruction is also inconsistent with the
extrinsic evidence submitted by Plaintiff, whidefines “media” as “anyeadable or writable
data storage area.” (Dkt. No. 23524) (The Authoritative Dictionary of IEEE Standards Terms
7th ed., 2000 at 682). However, the Court is petsuaded by Plainti§ argument that the
recited “media” cannot be removable. As disged above, Plaintiff'sontention would exclude
embodiments disclosed in the specification.

In light of the intrinsic and extrinsic evides, the Court finds that the term “media” is
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unambiguous, is easily understabte by a jury, and requires no ctastion. To the extent that
a party contends that the pland ordinary meaning of “mediaXxcludes it frombeing either

integral or removable, the Court rejects thiguanent because it is aansistent with how a
person of ordinary skill muld interpret the claims.

2. Court’s Construction

In light of the iririnsic and extrinsic evidence, the tetmedia” will be given its plain

and ordinary meaning.

R. “viewfinder”
Disputed Term Plaintiff's Proposal Defendants’ Proposal
“viewfinder” an electronic device associated with a camgeadevice for depicting a view

for depicting a view ofhe area of the subject
to be included in the picture

The parties agree that a “viewfinder” in thé&8LPatent is a devider depicting a view.
The parties dispute whether theited viewfinder must be: (1) electronic, (2) associated with the
camera, and (3) depicting a vieat the area of the subject e included in the picture, as
Plaintiff proposes. Plaintiff gues that the specification debes the viewfinder as being
capable of viewing incoming data stored images (citing ‘16Batent at 11:35-38), having an
“LCD unit” (citing ‘168 Patent at 11:64—65), amdving circuitry (citing'168 Patent at 13:9—
11). (Dkt. No. 216 at 24.) Plaifftiargues that the claims all disss the viewfinder’s suitability
to “receive visual image datadr the like. (Dkt. No. 216 at 24.)According to Plaintiff, the
specification and the claims indicate that th@nfinder is electronic. (Dkt. No. 216 at 24.)

Plaintiff next argues that spéication indicates that the viewfinder is associated with the
camera. (Dkt. No. 216 at 24) (citing ‘168 Patantl0:47, 11:57-59). ally, Plaintiff argues

that the intrinsic and extrinsic evidence indicatest the viewfinder is for depicting a view of
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the area of the subject to becluded in the picture(Dkt. No. 216 at 24) (citing
http://www.merriam-webster.com).

Defendants respond that Plaintiff’'s constrantimproperly requires the viewfinder to be
“[a]n electronic device.” (Dkt. N. 224 at 35.) According to Bendants, claims 13, 23, 28, and
31 each contemplate embodiments in which “a dysplaeen [is] apart from the viewfinder,”
which the parties agree means ttjfhe display screen is segze from the viewfinder.” (Dkt.
No. 224 at 35) (citing Dkt. No. 194 (Jt. Clainoistruction Statement)). Defendants further
argue that the specification describes embodisnentvhich image data is viewed through the
viewfinder but makes clear that the image dataot received or displayed by the viewfinder
itself. (Dkt. No. 224 at 35.) Defendants argbat in one embodiment, an “LCD unit may be
positioned to be visible through the viewfinder I¥4may be in a separate back window 198.”
(Dkt. No. 224 at 35) (gpting ‘168 Patent 11:64—65). Finalefendants argue that a person of
ordinary skill in the art would not have interpreted “viewfinder” to be limited to electronic
devices. (Dkt. No. 224 at 35) (citing Dkt 224-114atMcGraw-Hill Dictionaryof Scientific and
Technical Terms)).

For the following reasons, the Court finds that the tasewfinder” should be given its
plain and ordinary meaning.

1. Analysis

The term “viewfinder” appears claims 13; 23, 25, 28, and 31 of the ‘168 Patent. The
Court finds that the term is used consistently in the claims and is intended to have the same
meaning in each claim. The Court agrees with Defendants that Plaintiff's construction
improperly requires the viewfindégo be “[a]n electronic device. Plaintiff argues that the
specification describes the viewfinder as begagpable of viewing inaoing data or stored

images. (Dkt. No. 216 at 24.) First, the speaifion states that thenages may be viewed
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through the viewfinder, and does not state ttieg images must be viewed through the
viewfinder. ‘168 Patent at 11:35-39. Indeed, thecHation explicitly sates that the LCD for
viewing the images “may be positioned to bsible through the viewfinder 194 or may be in a
separate back window 198.” ‘168 Patent at 11:64—65.

Moreover, claims 13, 23, 25, 28, and 31 recitat tihe display screen for viewing the
visual data is “defined apart from the viewfinde The parties have agreed that the phrase “a
display screen apart from the viewfinder” shobkl construed as “the display is separate from
the viewfinder.” Thus, thentrinsic evidence is not consistent with Plaintiff's argument that the
viewfinder must be an electrongevice. Instead, the extrinsiciéence is consistent with the
understanding that the viewfinderegonot have to be an elawtic device. (Dkt. No. 224-11 at 4
(McGraw-Hill Dictionary of Scientific and Témical Terms) (definingviewfinder” as “[a]n
auxiliary optical or electronic de&ce attached to a television cara so the operator can see the
scene as the camera sees it”)).

Regarding Plaintiff's argument dhthe viewfinder is a devic® be associated with the
camera, and is for depicting a view of the areghefsubject to be included in the picture, the
Court finds that the independent claims of thé8 Patent do not recite a “camera.” It is only
one dependent claim (claim 7), that exlyc recites “camera supported by the portable
housing.” It would be improper to redraft the oiaito associate the itad “viewfinder” with
an unrecited camera element. Moreovee ourt finds it is unecessary and does not
significantly add to thenderstanding of the term viewfindeEach of the independent claims of
the ‘168 Patent recite that timaage collection device is operahieprovide “visual image data
of a field of view.” This is consistent with the extrinsic evidence submitted by the parties. (Dkt.

No. 216-8 at 1 (http://www.merriaswebster.com) (defining “vieviider” as “A device on a
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camera for showing the area of the subject tmbtleded in the picture.”)); (Dkt. No. 224-11 at 4
(“McGraw-Hill Dictionary of Scientific and Technical Terms) (defining “viewfinder” as “A
device which provides the user of a camera with the view of the subject that is focused by the
lens.”)).

Accordingly, the Court finds that the teismunambiguous, is eésunderstandable by a
jury, and requires no construction. To the extdwat Plaintiff contads that the plain and
ordinary meaning of “viewfindertfequires it to be electronic amdsociated with the camera, the
Court rejects this argument because it is inctasisvith how a person afrdinary skill would
interpret the claims.

2. Court’s Construction

In light of the intrinsic andextrinsic evidence, the tertwiewfinder” will be given its

plain and ordinary meaning.

S. “processing platform”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“processing platform” | an electronic system for processingl No construction necessary
digital data

The parties dispute whether the term “progeglatform” in the ‘168 Patent requires
construction.  Defendants originally prgea that the term should be construed as
“interconnected modular electronics for processing digital data.” (Dkt. No. 194-3 at 50.)
Defendants now contend that the term doesraquire construction(Dkt. No. 241 at 11.)

Regarding Defendants’ originatonstruction, Plaintiff arge Defendants’ “interconnected
modular electronics” language unsupported by the specificm. (Dkt. No. 216 at 23.)
Plaintiff contends that the term “intemenect” is used in conjunction with a “CRT

electronic board” and does not relate to theader processing platforniDkt. No. 216 at 23.)
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Plaintiff further argues that therm “modular” appears just onae the specification, and in a
different context and is unrelated to the preogs platform. (Dkt. No. 216 at 23) (citing ‘168
Patent at 1:33-36). Plaintiffontends that the spéication describes # processor and the
“circuitry supportingthe processor’i., the processing platform), as “the processor chip 86 and
the control store memory (ROM, Flash RAMROM, EPROM or the like) 92 for storing the
software program executed by the processorkt.(No. 216 at 23) (quoting ‘168 Patent at 9:20—
24). According to Plaintiff, there is no requiremhéhat the “processing gform” be modular or
interconnected. (Dkt. No. 216 at 23.) Dsdants did not provide an opposition, and now
contend that the term doaset require construction.

For the following reasons, the Court finds that the tggmacessing platform” should be
given its plain and ordinary meaning.

1. Analysis

The term “processing platform” appearsciaims 1, 2, 16, 18, 22, 24, 26, and 27 of the
‘168 Patent. The Court finds thidte term is used coissently in the claimsand is intended to
have the same meaning in eaciiral In light of the intrinsic and extrinsic evidence, the Court
finds that the term “processing platform” is unambiguous, is easily understandable by a jury, and
requires no construction. Indeed, Defendants atigaiethe term does no¢quire construction.
(Dkt. No. 241 at 11.) To the extent that Defamdacontend that the pfaand ordinary meaning
of “processing platform” requires “interconnectetbdular electronics,” the Court rejects this
argument because it is inconsistent with havwperson of ordinary skill would interpret the
claims.

2. Court’s Construction

In light of the intrinsic an@xtrinsic evidence, the terfprocessing platform” will be

given its plain and ordinary meaning.
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V. CONCLUSION

The Court adopts the above ctyostions. The parties amrdered that they may not
refer, directly or indirectlyfo each other’s claim constructigositions in the presence of the
jury. Likewise, the parties are ordered to aefrfrom mentioning anyportion of this opinion,
other than the actual defiions adopted by the Court, in theepence of the jury. Any reference
to claim construction proceedingslimited to informing the junof the definitions adopted by
the Court.

Itis SO ORDERED.

SIGNED this 25th day of March, 2015.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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