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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
CONTENTGUARD HOLDINGS, INC.,
Plaintiff,
V. Case No. 2:13-CV-1112-IRG

AMAZON.COM, INC., et al.,

w W W W W W W W W

Defendants

MEMORANDUM OPINION AND ORDER

Before the Court is the briefing on DefentladApple Inc.’s (“Apple”) Motion to Sever
and Transfer (Dkt. No. 156); Defendant Apple.la Sealed Supplemental Statement in Support
of its Motion to Sever and Trafer (Dkt. No. 221); Defendantpple Inc.’s Supplemental Brief
in Support of Its Motion to Seveand Transfer (Dkt. No. 2655pple’s Notice of Supplemental
Authority in Support of Motion to Sever andahsfer (Dkt. No. 282); Apple’s Opposed Motion
for Leave to Supplement the Redan Support of Apple, Inc.’81otion to Sever and Transfer
(Dkt. No. 385); Apple’s Notice of Supplentah Authority (Dkt. No. 433); Notice of
Supplemental Facts in Support of Defendants’ Motio Transfer to thé&lorthern District of
California (Dkt. No. 435.) The Court previouslgrsidered and denied the portions of Apple’s
Motion concerning severanceSgeDkt. No. 456, filed March 19, 2015.) Having reviewed the
record, the CouDENIES Apple’s motions for the reasons set forth below.

BACKGROUND

This is a suit concerning the alleged infringement and validity of certain U.S. patents.

Plaintiff ContentGuard was originally formexs a partnership betweéerox Corporation and
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Microsoft Corporatiohto pursue digital rightsnanagement (“DRM”) technolody.As part of

its business, ContentGuard filathd obtained various fEnts, including the nine patents that it
asserts in this action. Movant Apple is onesof Defendants in this action—Amazon, Apple,
Huawei, Motorola, HTC, and Samsuhglhe Defendants are wéhown technology companies
that, among their varied businesses, provelectronic hardware an software products.
Generally in this suit, ContentGuard accusedvDaspects of certain of Defendants’ software
applications (“apps”) (e.g. iTunes, Amazon KiedAmazon Instant Video) and hardware and
software components of imfiging its patent claims.

Apple’s motion, which was filed six months aftbe case was filed, is the third (and last)
transfer motion that was filed between both ttase and the related co-pending Google action.
Two months before Apple’s Motion was filedgetiCourt ruled upon the mon to transfer filed
in the related co-pending Goeghction. Case No. 2:14-cv-61, DKo. 38. Since the time that
Apple filed its Motion to transfer, Apple hasgidarly supplemented and expanded its requests
of this Court. The Court observes that the briefing and exhibitsrtpwirectly from Apple’s
Motion and its six supplements comprise more than 800 pages. The briefing on Apple’s two
most recent supplements (one of which wapposed motion) did not finish until March of
2015. Shortly after the briefing on Apple’s mestent supplementation completed, the Court

ruled upon a number of different motions to seuscluding the portionsf this Motion relating

! ContentGuard is now owned by Pendrell Techgms, LLC. (Dkt. No. 2.) ContentGuard's
website suggests that it may also be owned by Time War8eehttp://contentguard.com/company/
(“ContentGuard is owned by PeetirCorporation and Time Warner”) (last visited April 15, 2015).

% Broadly, DRM technology, which might also be thought of as “copy protection,” seeks to
control access (e.g. viewing, copying) to digital mfation, including media, such as music, movies, and
software.

% BlackBerry Corporation (f/k/a Research In fibm Corporation), another technology company,
was dismissed on January 21, 2015.



to severance. SeeDkt. No. 456.) The Court has also rettgmuled on a motioro transfer filed
by the other defendants in this action, whigiple alone elected n@tin. (Dkt. No. 472.)

APPLICABLE LAW

28 U.S.C § 1404(a) provides that “[flor thenwenience of parties and witnesses, in the
interest of justice, a districtourt may transfer any civil actiol any other district court or
division where it might have been brought.” 28 I€.58 1404(a). However, a motion to transfer
venue should only be granted wmp@a showing that the transéer venue is “clearly more
convenient” than the venushosen by the plaintiff.In re Nintendo Cq.589 F.3d 1194, 1197
(Fed. Cir. 2009)In re Genentech, Inc566 F.3d 1388, 1342 (Fed. Cir. 200@)ye TS Tech USA
Corp., 551 F.3d 1315, 1319 (Fed. Cir. 200B)re Volkswagen of Aanica, Inc. (Volkswagen II)
545 F.3d 304, 315 (5th Cir. 2008). District courts have “broad discretion in deciding whether to
order a transfer."Balawajder v. Scotl60 F.3d 1066, 1067 (5thrCiL998) (quotingCaldwell v.
Palmetto State Sav. Barkl1 F.2d 916, 919 (5th Cir. 1987)).

The first inquiry when analyzing a case’s #itity for 8 1404(a) trasfer is “whether the
judicial district to which transfer is sought would have beenrstidi in which the claim could
have been filed.”In re Volkswagen AGVolkswagen), 371 F.3d 201, 203 (5th Cir. 2004). If
the transferee district is a proper venue, tihenCourt must weigh the relative public and private
factors of the current venue agst the transferee venudd. In making such a convenience
determination, the Court considers sevgmVate and public iterest factors. Id. “Factors
relating to the parties’ private interests includg] relative ease of access to sources of proof;
[2)] availability of compulsory process for attamte of unwilling, and [3)jhe cost of obtaining
attendance of willing, witnesses; possibility of vieiwremises, if viewvould be appropriate to
the action; and [4)] all other practical problethat make trial of a case easy, expeditious and

inexpensive.” Atl. Marine Const. Co. v. U.S. &i Court for W. Dist. of Texad34 S. Ct. 568,
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581 n.6 (2013) (citin@iper Aircraft Co. v. Reynai54 U.S. 235, 241, n.6, (198 Nintendqg 589
F.3d at 1198Genentech566 F.3d at 134ZFS Tech 551 F.3d at 1319/olkswagen 11545 F.3d

at 315. “Public-interest factors may includé)][ the administrative difficulties flowing from
court congestion; [2)] the localtarest in having localized conversies decided at home; [and]
[3)] the interest in having the trial of a diversidgse in a forum that st home with the law.™
Atl. Marine, 134 S. Ct. at 581 n.6 (citiigper Aircraft 454 U.S. at 241 n.6)/olkswagen,|371
F.3d at 203Nintendq 589 F.3d at 1198[S Tech551 F.3d at 1319. Other public factors are: 4)
the familiarity of the forum with the law thatill govern the case; and 5) the avoidance of
unnecessary problems of conflict of lawsmothe applicatiorof foreign law. Volkswagen,1371
F.3d at 203Nintendq 589 F.3d at 1198FS Tech551 F.3d at 1319. Although the private and
public factors apply to most trafer cases, “they are not necedgaexhaustive or exclusive,”
and no single factor is dispositiv®olkswagen 11545 F.3d at 314-15.

In the Fifth Circuit, the plaintiff's choicef venue has not beeatonsidered a separate
factor in this analysisVolkswagen 11545 F.3d at 314-15. Howevert]t{e Court must also give
some weight to the plaintiffs’ choice of forumAtl. Marine 134 S. Ct. at n.6 (citinjorwood v.
Kirkpatrick, 349 U.S. 29, 32 (1955)). “Plaintiffs are ordrily allowed to skect whatever forum
they consider most advantageous (consistetft wrisdictional and venue limitations), [and the
Supreme Court has] termed their selattine ‘plaintiff's venue privilege.”Atl. Maring, 134 S.
Ct. at 581 (citingvan Dusen v. Barrack376 U.S. 612, 635 (1964).) the Fifth Circuit, the
“venue privilege” has been seen as contributinghe defendant’s elated burden of proving
that the transferee venue“@early more convenient” #n the transferor venué/olkswagen |l

545 F.3d at 319\intendg 589 F.3d at 1200;S Tech551 F.3d at 1319.



“The idea behind 8§ 1404(a) is that whearé&ivil action’ to vindicate a wrong—however
brought in a court—presents issues and requitigsesses that make one District Court more
convenient than another, the trial judge cany ditelings, transfer the whole action to the more
convenient court.”Van Dusen376 U.S. at 622 (quotingont'| Grain Co. v. The FBL-58%364
U.S. 19, 26 (1960)). “Section 1404(a) is intendedolace discretion irthe district court to
adjudicate motions for transfer accordingato ‘individualized, case-bgase consideration of
convenience and fairness.'Stewart Org., Inc. v. Ricoh Corpd87 U.S. 22, 29 (1988) (quoting
Van Dusen376 U.S. at 622). Section 1404(a) requtres discretionary ‘individualized, case-
by-case consideration of convenience and fairne&ehentectb66 F.3d at 1346 (quotingan
Dusen 376 U.S. at 622).

ANALYSIS
|. DEVELOPER AGREEMENT

Apple asserts that ContentGuard has signed (by clicking) multiple versions of its standard
Apple’s iI0OS Developer Program License Agreement (“Agreement”), which is apparently a
contract of adhesion that is required of guerty seeking to develop and/or distribute an
application for Apple’s iOS. (M. at 11; Dkt. No. 156-25 {1 24-27Apple asserts that section
15.10 of the Agreement requires thhis suit be trasferred pursuant to the following forum
selection clause (underéd in relevant part):

15.10 Dispute Resolutiozoverning Law. Any litigation or other
dispute resolution between Yoand Apple arising out of or
relating to this Agreement, the Apple Software, or Your
relationship with Apple will take pke in the Northern District of
California, and Youand Apple hereby coest to the personal
jurisdiction of and exelsive venue in the state and federal courts
within that District with respdcany such litigation or dispute
resolution. This Agreement will be governed by and construed in
accordance with the laws of thénited States and the State of
California, except that body of Gfarnia law concerning conflicts

of law. Notwithstanding the foregoing: [the agreement then
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conditionally exempts (a) an agency instrumentality or department
of the federal government of the United States; (b) U.S. public and
accredited educational institution @n agency, instrumentality, or
department of a state or local goawment within the United States;
and (c) an internatiohaintergovernmentabrganization that has
been conferred immunity fromehurisdiction of national courts]

(Id. (citing Dkt. No. 156-27 at 8 15.10).) Applasserts that the “clause applies to
ContentGuard’s claims in this @a®on three independent grounds.ld.(at 11.) The three
possible grounds listed by the forum selection clause 1) the case relates to ContentGuard’s
“relationship with Apple”; 2) the s “relat[es] to [the] Agreement;” and 3) the case “relat[es] to
. . . the Apple Software.” Id.) According to Apple, “[tihe forum-selection clause requiaéts
claims against Apple to be transferred, and tlabasens should be severed in order to facilitate
transfer.” (d. (emphasis in original).)

ContentGuard responds that thigyation is not within thaneaning of the “relationship”
as defined by the Agreement, which ContentGuanatends is defined by the Agreement as the
“agency appointment as specificalgt forth in Schedule 1.”SeeResp. at 8.) ContentGuard
also asserts that Apple’s assertion that thisecaelat[es] to [the]Agreement” is “facially
untenable.” Id. at 9.) ContentGuard argu¢hat this case does not relate to the Agreement as
“none of ContentGuard’s claims against Appleisg] out of or relat[e] to’ ContentGuard’s
software development activities.1d() ContentGuard asserts thag ttase does not relate to “the
Apple Software” as “iOS” is defined as “th@S operating system software provided by Apple
for use by You only in conndon with Your Application deelopment and testing.” Id.
(emphasis removed).)

Apple replies that th&aelationship” is not defined bthe Agreement and should be given

its plain and ordinary meaning. (Reply at 9.ppfe asserts that the otadoes “arise out of or

relate to’ ContentGuard’s software development activities” because Apple’s App Store, which is



accused of patent infringementstlibutes ContentGuard’s appld.(at 6-7.) Regarding the
“Apple Software,” Apple only observes that “iO&lso covers the commercial version of iOS.
Apple does not address the term’s specific litatato use “only in connection with Your
Application development and testing.”

At the hearing held by thisddirt, ContentGuardsserted that “Contentfard, Inc., is not
a party to that agreemenlt doesn't apply to us. We'stmply not a party.(Dkt. No. 299 at
79:7-9.) After having heard gument by Apple’'s counsel a® the alleged scope of the
Agreement, the Court asked Appfgtlell me what [the Agreemnt] doesn't cover. Is there
anything that it doesn't cover? . . . How @bybu stand up and say, I'm outside the bounds of
that application?”Ifl. at 86:8-12.) Apple’s @uncil responded that “[i]t's a broad -- it is a broad
agreement”; that he “might be able to hymsilze some” lawsuits &h did not involve the
agreement; and “if they're going to enter into this agreement with Apple, and they're going to use
the Apple ecosystem to distribute their app, thay thave agreed that there is a broad category
of lawsuits that are going to be irethNorthern District of California.” I{. at 86:13-25.)

“When the parties have agreed to a validifo-selection clause, district court should
ordinarily transfer the case to tferum specified in that clause Atl. Marine Const. Co., Inc. v.
U.S. Dist. Court for W. Dist. of Tex134 S. Ct. 568, 581 (2013). “[A] valid forum-selection
clause should be given controlling weightall but the most exceptional casesd’. Further, the
Supreme Court has outlined the analysis whiahséict court should ndertake to determine
whether or not a case is exception&d. However, this “analysis presupposes a contractually
valid forum-selection clause.ld. at 581 n.5. By extension, thlantic Marine analysis also
presupposes a valid contract amdlispute that unquestionably fallsthin the scope of that

contract. See ig see also Stinger v. Chase Bank, USA, RB5 F. App'x 224, 226-27 (5th



Cir. 2008) (determining whether ambitration clause is contractly valid by first determining
(1) whether there is a valid agreent and (2) whether the dispuh question falls within the
scope of that agreemenBrown v. Federated Capital Corp991 F. Supp. 2d 857, 860 (S.D.
Tex. 2014) (“The Court must first determine etther a contractuallyalid forum-selection
clause exists that appliesttee present case, which involvesoteeparate inquiries: (1) whether
the parties agreed to a contreadty valid forum-selection clause, and (2) whether the present
case falls within the scope tfe forum-selection clause. re Lloyd's Register N. Am., Inc.
780 F.3d 283 (5th Cir. 2015) (assessing whethenodrthe contract applied to the action in
determining whether the forum selection clause appligdygan Tire of Sacramento, Inc. v.
Goodyear Tire & Rubber CoNo. 2:13-CV-2135 KJM AC, 2014 WL 6390282, at *9 (E.D. Cal.
Nov. 13, 2014). “[T]he Ninth Circuit has foundathprovisions using the phrases ‘arising under,’
‘arising out of,” and ‘arising hreunder’ (collectively referretb as “arising under” language)
should be narrowly construed tmver only those disputes ‘réilag to the interpretation and
performance of the contract itself."Robles v. Comtrak Logistics, IndNo. 2:13-CV-00161-
JAM-AC, 2015 WL 1530510, at *3 (E.D. Cal. Aps, 2015) (citations omitted). “In contrast,
provisions that include or add fatses such as ‘relating to’ and ‘tonnection with’ (collectively
referred to as ‘relating to’ language) have a broader reddh.”

The Agreement, which is a click-through foagreement, sets out its purpose as follows:
“You would like to use the Apple Software s(alefined below) todevelop one or more
Applications (as defined below) for Appledmded products running the iOS.” (citing Dkt.
No. 156-27 at 1.) “Apple is willig to grant You a limited licende use the Apple Software to
develop and test Your Applicatis on the terms and conditiong &&th in this Agreement.”

(Id.) The Court observes that Apple is asserting theaforum selection clause contained in this



agreement should, in effect, reach any actiorolving Apple Software or any action that
involves a relationship (e.gonnection) to Apple.

Having reviewed the record and the Agreemeriight of the applicable law, the Court
does not find that the claims at issue in this suitiher “aris[e] out ofor relat[e] to th[e]
Agreement [or] the Apple Software or Your relatibipswith Apple” as thaphrase is read in the
Agreement. For example, the Agreement riegi “iOS” to mean the “iOS operating system
software provided by Apple for use by You wnin connection with Your Application
development and testing . . . .” (Dkt. No. 1BB-at 3.) Apple askghe Court to read the
provision of “Apple Software” toin effect, encompass any use of Apple Software (e.g. iOS) in
any context—even if the use is outside thepscof “development and testing.” Apple has
provided the Court with no credible evidence or argument to stug¢jugt the Court should read
the Agreement’s provision on “Apple Software” asything other use in connection with the
“‘development and testing” of an applicati Between the parties, the Court finds
ContentGuard’s arguments regagl the term “Your relationship” to be more persuasive.
Apple’s argument that the terffYour relationship” should havelain and ordinary meaning
would effectively encompass any conduct invadyia signatory and Apple. Such a reading
would, in effect, convert everylmr limitation to surplusage. €hCourt notes that, when asked,
Apple’s counsel could articulateo litigation concermig Apple that wouldall outside of the
Agreement. The Court therefore finds that theeptclaims at issue in this litigation are not
within the scope of the forum selectiolause contained in the Agreement.

II. CONFIDENTIALITY AGREEMENT

On January 30, 2015, approximatehirteen monthsafter the suit was filed and six
months after Apple file its Motion to Transfer, Apple filed an Opposed Motion for Leave to

Supplement the Record in Support of Apple.ln Motion to Sever and Transfer.SgeDkt.
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No. 385.) Apple’s Motion to Supplement assehat, because of the need for a hypothetical
future ruling on the scope @& March 22, 2011 Confidenliiy Agreement (“NDA”) between
Apple and ContentGuard that “sklid be heard and decided by a court in California,” this case
should be transferred to the NontheDistrict of California. $ee id.at 4.) Apparently, the
potential dispute is as follows: “ContentGuarcsimot believe that ampommunications prior to
the NDA entered into by ContentGuard algple on March 22, 2011 are covered by the NDA;
however, Apple claims that all communicatiobstween the parties regardless of time are
protected by the NDA® (Id. at 3.) The NDA contains a prewn stating, in part, that “parties
further submit to and waive any objections te jurisdiction and venue ithe state and federal
courts located in the Northern dhiict of California, Central Distt of California, Santa Clara
County, or Los Angeles County, for any litigatianising out of breach of this Agreement.”
(Dkt. No. 385-4 { 13.)

ContentGuard responds thaethNIDA does not require thatigation arising out of the
breach of the NDA must be broughtCalifornia. (Dkt. No. 416 at-2.) ContentGuard asserts
that the first draft of the NDA contained aopision providing “excluse jurisdiction” to
California courts, but that the final negotiategreement explicitly removed such a provision.
(Id.) Apple responds that the pag intended the clause to bendatory, and that it was only
ContentGuard’s final edit—“without notice tBpple’—removed the “exclusive” provision.
(Dkt. No. 422 at 2-4.) Content@rd responds that Apple “attetago contradict the express
terms” of the NDA and that the history of thgreement clearly shows that the language was

affirmatively removed. (Dkt. No. 432 at 1-2.)

* The apparent dispute is over the effect of a provision stating that “[n]either Discloser nor
Recipient shall disclose to any person, excepthtmse who may receive Confidential Information
pursuant to the terms of this Agreement, the testetus or existence of the discussions between the
parties.” (Dkt. No. 385-4 1 9.)
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By its plain language, the forum clausetie NDA is permissive and not mandatory.
While the NDA provides that jwsdiction and venue are waived in specific California courts
under specific circumstances, the NDA does not regbiat all disputes under the NDA must be
heard by those Courts. Further, the form provissostrictly limited to “litigation arising out of
breach of this Agreement.” As noted aboVarising under” language “should be narrowly
construed to cover only thosesdutes ‘relating to the intemgtation and performance of the
contract itself.” Apple does not allege that GamtGuard is in breach dlfie NDA or that this
litigation arises out o& breach of the NDA.

The Court finds that the NDA agreement haglear bearing on transfer. The agreement
does not contain a mandatory forum selectiavigion, and there is no allegation of breach of
the agreement that wouldlfander it even if itdid. To the extent an @l dispute becomes ripe
under the agreement, this Court, like its fellowldral courts, is amply capable of interpreting
the NDA under California law. If there were gagate litigation “arisingut of breach of” the
NDA, such litigation could potentially be broughtthis District. The Court therefol2ENIES
Apple’s Opposed Motion for Leave to Suppleméne Record in Suppbrof Apple, Inc.’s
Motion to Sever and Transfer (Dkt. No. 385.) da ruling, the Court makes no determination
regarding the parties’ potential dispute over the meaning of the confidentiality provision of the
NDA.

[11.MOTION TO TRANSFER

While Apple’s briefing primarily focusesn the issues of severance and the forum
selection clause in the iIOS Agement (discussed above), Appliso requests transfer under
28 U.S.C. § 1404(a). The Court observes thatpbrtions of Apple’sMotion that argue for
transfer under 28 U.S.C. § 1404(a) are premisethe assumption thatpple has been or would

be severed as a party from thiggation. For example, pple asserts that “[flollowing the
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severance . . . no evidence maintained by otlefendants has any relevance to the claims
against Apple’s software and smms,” and that “[flor Apple-oy claims against Apple software
and services, the Northern District of Californiaiearly the more convént forum.” (Mot. at

15; Reply at 7.)

A. Proper Venue

The Northern District of California and the Eastern DistrictTekas are both proper

venues.
B. PrivateInterest Factors
1. Relative Ease of Accessto Sources of Proof

“In patent infringement cases, the bulk oé ttelevant evidence usually comes from the
accused infringer. Consequently, the place whexal#iendant’s documents are kept weighs in
favor of transfer to that location.tn re Genentech, Inc566 F.3d 1338, 1345 (Fed. Cir. 2009)
(citation omitted).

Apple provides a declaration ®ugustin Farrugia, Senior Rctor at Apple Inc. (Dkt.
No. 156-24 7 1.) Mr. Farrugia states that “Appkveloped and utilizes DRM technology called
FairPlay to protect some media soldotigh Apple’s iTunes and iBook stores.”ld.(f 3.)
According to Mr. Farrugia, Apple’s FairPlay-redd documents and its witness are located in
either Cupertino, Caldrnia or France. 1d.) Mr. Farrugia states that “Apple takes extraordinary
steps to limit the distribution of materials thabuld compromise FairPlay or any of its
encryption protocols” and that transporting itsire@ code presents significant commercial risks.
(1d. 11 5-6.)

Apple also provides a declai@at by Mark Buckley, Financéanager, at Apple Inc.
(Dkt. No. 156-25 1 1 (hereinaftéBuckley Decl.”).) Accorihg to Mr. Buckley, Apple is

headquartered in Cupertino, Caltifiia and “designs and markeisrsonal computers, portable
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digital music players, and mobi®mmunication devices and sedlvariety of related software,
services, peripherals, and networking solutionsd. {f 2-3.) According to Mr. Buckley, aside
from “two retail stores, Appleloes not otherwise maintain aracilities or corporate offices in
the Eastern District of Texas.”ld( 1 11.) Mr. Buckley states thapple has other facilities in
Texas” that “are largely dedicated to cus&snservice and supporgales, and accounting
functions.® (Id. § 12.)  Mr. Buckley also states that the two Apple “campuses in the Austin
area are the Riata campus and the Lonestar D€sgter,” and that the Lonestar Design Center
“is devoted to hardware engineering, speaeify development work on ASICs (application-
specific integrated circuits).” Id.) Mr. Buckley declares that ¢h‘vast majority of design and
development, as well as sales and markefmgApple devices, iTunes, iBooks, and the App
Store took place in or near Cupedirand that the documents associated with this work are “are
located in or near Cupertino,” as are “Apfiiasiness records relatdo product and service
revenue.” [d. § 13.) Mr. Buckley asserts that “[m]attean 83% of the 252 employees listed in
the source code commit logs rethte distribution of digital ontent by iTunes, iBooks, and App
Store client and server safire were located in or near Cupertino, Califorfiigld. 1 14.) Mr.
Buckley states that he “idefitd no [Apple] jobs in Texaselating to the development or
implementation of iTunes, iBooks, and App Stolierdl and server softwa’ and that the “vast
majority of Apple’s employees who may haeehnical knowledge abodistribution of digital
content by iTunes, iBooks, and App Store cliemd aerver software to Apple devices are based

in or near Cupertino, California.” Id.  16-17.) Mr. Buckley ab provides a supplemental

®> While Mr. Buckley’s declaration omits any detail as to the number of employees that Apple has
in Texas in general or Austin in particular, Con€umard asserts that Apple maintains 3,500 employees in
Austin. (Resp. at 11.)

® Mr. Buckley does not state where the remaiimployees are located. The Court observes that
Apple’s identified French employees would not make up the entirety of the difference.
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statement that, of Apple’s fifteen email custodiathirteen work in Cupertino, one works in
Santa Clara, and one splits his time betwedor@do and Cupertino(Dkt. No. 221 11 2-4.)

Apple asserts that ContentGuard has droppedhardware related aims and that this
case concerns softwareSegeDkt. No. 265.) ContentGuard ggonds that it asserts and has
always asserted that hardware is at issueiglitigation in addition tosoftware, and that, for
example, Apple’s A7 chip, allegedly manufaetdrby Samsung for Apple in Austin, Texas, is
specifically implicated in the infringement it alleges. (Resp. at 11.) Apple asserts that
ContentGuard “ignores, and fails to rebut ohestvise challenge, theworn declaration that
Apple submitted” and that “none #fple’s activities or employees Austin has any connection
to ContentGuard’s allegations.” (Reply &) The Court observes that Apple’s declarant
expressly omits statements as to whether or mptod Apple’s facilitiesin Texas are related to
ContentGuard’s allegatiorsgainst Apple’s hardware. For example, the Court observes that
Apple’s declarant uses differephrasing when referring to Apgk Texas facilities as opposed
to Apple’s Cupertino headquartersCompare § 16 (“no jobs in Texagelating to the
development or implementatioh iTunes, iBooks, and App Stclient and server softwarett)

1 17 (“Apple’s employees whmay havetechnical knowledge abouwdistribution of digital
contentby iTunes, iBooks, and App Stoclient and server softwate Apple deviceare based
in or near Cupertino, California”) (emphasis adldeThe Court observes that Apple’s declarant
also fails to mention that, dast, Apple’s laptops and soneé its smartphone chipsets are
manufactured in Texas. Similarly, though Applaleclarant states th&{pple’s facilities in

Texas are “are largely dedicated to customer service and support, sales, and accounting

" The Court observes that the declarant apgarently informed that “ContentGuard’s
infringement disclosures identify Apple desktaptop, and mobile deviceand the Apple TV.”
(Buckley Decl. 1 4.)
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functions,” the declarant makes no statementocasvhether or not employees or documents
relevant to other aspects of tkhisse, such as damages, salesyanketing, are located at Apple’s
Texas facilities. AdditionallyContentGuard observes that the iIOS Agreement, which Apple
asserts is tied to this litigaftn, states that all notices shoulddsnt to Apple’s “iOS Developer
Program Licensing” office in Austin, Texas. (Resp. at 11.)

Apple’s asserts that “Apple is headquartenedhe Northern Distct, where it stores
most, if not all, materials relevant to Applé€laines, iBooks, and App Store applications and the
servers and the DRM technologyethincorporate.” (Mot. at 14. Apple also asserts that
“[m]arketing, sales, research, dgsiand development activities redat to the accused software,
as well as Apple’s activities related to interactions with content or app providers eeatatied
in Apple’s headquarter$.”(Id. (emphasis added).)

ContentGuard asserts that its headquartedscated in this District. (Resp. at 13.)
ContentGuard asserts th&d documents, servers, and key parsel are located in this District
(1d.)

Apple’s briefing takes the position that (aptesents its evidence as if) only Apple’s
iTunes, iBooks, and its App Storare relevant to the case and that, despite being accused by
specific patent claims, Apple’s havdre is effectively irrelevart. (See Mot. at 7
(“ContentGuard’s contentions . . . do not megfully implicate Appk’s operating systems and

hardware”);see alsdBuckley Decl. (stating he has beeformed that Apple hardware has been

® While Apple’s evidence provesahthe “vast majority” of suchvork “took place in or near
Cupertino,” Apple’s evidence is unclear where particular aspects of Apple’s work, such as sales and
marketing, presently takes place.

° As discussed in, at least, the Court’s ordgarding severance (Dkt. No. 456), in addition to

ContentGuard, the majority of other defendants indlison do not appear to share Apple’s position that
hardware and/or operating systems are irrelevant.
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identified as infringing and then focusing on looas “related to distribution of digital content
by iTunes, iBooks, and App Store client and sesgdtware.”).) Further, Apple’s briefing also
takes the position that evidence related to rott@defendants is irrelevant based on the
presumption that Apple would be severed as a partpple’s choices make the extent and
weight of Apple’s evidence uncertain. For exden instead of describing where “relevant”
information is located, Mr. Buckley’s declaratifocuses on the location of sources defined by a
specifically createghrase: “distributn of digital content by ilines, iBooks, and App Store
client and server softwaré” Had Apple presented additioratidence on relevant sources of
proof, such as Apple’s hardware, the analysight be unchanged—the evidence before the
Court suggests that thmajority of Apple’s employees workn or near its headquarters.
However, Apple appears to have omitted sulistardiscussions regardjrthe sources of proof
on topics Apple has acknowledged are relevarth @8 Apple’s hardware. The Court weighs
this against Apple.

Apple’s briefing makes clear dih the majority of the empyee-witnesses that Apple has
selected to testify in this caswvork at its headquarters iru@ertino, California, and that the
majority of Apple’s documents aralso located there. Contentd’s briefing makes clear that
the majority of the employee-witnesses that Cai@eard has selected to testify in this case
work at its headquarters in this District, andttthe majority of ComintGuard’s documents are
also located in this District.

On balance, the Court finds thaistfactor weighsgainst transfer.

19 Again, as discussed in, at least, the Counttter regarding severance (Dkt. No. 456), Apple’s
position that party based severance was appropriate was appears to be at odds with the bulk of the other
co-defendants (and ContentGuard). Other defasdargued that the case should be divided along the
lines of claims, placing parties, such as Apple, into multiple suits.

1 Mr. Buckley’s declaration, for example, daest contain the important qualifier “relevant.”

-16 -



2. Cost of Attendance for Willing Witnesses

“The convenience of the witnesses is probably the single mostrtanpdactor in a
transfer analysis.1In re Genentech, Inc566 F.3d 1338, 1342 (Fed. Cir. 2009). While the Court
must consider the convenience of both the pamty non-party witnesses,stthe convenience of
non-party witnesses that is the more important faaak is accorded greater weight in a transfer
of venue analysisAquatic Amusement Assoc., Ltd. v. Walt Disney World T3d. F.Supp. 54,
57 (N.D.N.Y. 1990)see alsdl5 Charles Alan Wright & Arthur R. Millei-ederal Practice and
Procedure§ 3851 (3d ed. 2012). “A district court shdassess the relevance and materiality of
the information the witness may providdri re Genentech, Inc566 at 1343. However, there is
no requirement that the movaneidify “key witnesses,” or sholhat the potential withess has
more than relevant and material information . . ld”at 1343-44.

Apple asserts that “[H]Jof Apple’s necessary withessand evidence are located in the
Northern District.” (Reply at 8.) Apple aste that “three inventor witnesses live in the
Northern District.” (Mot. atd.). Apple also asserts that “[ppecution counsel for the patents in
suit (Reed Smith LLP and Nixon Peabody LLP¥calhave local offices in the Northern
District.”*? Apple asserts that, since “[tlhese witnsss®uld need to travel substantial distance
to the current venue, away from their regutanployment and almostertainly for overnight
stays,” this factor weighs in favor of transfer.

ContentGuard asserts thats headquartered ithis District and tht its office houses its
documents and a number of key personnddl. 4t 13.) ContentGuardsserts that its patent
prosecution counsel “are actuallysed in Washington, D.C.” and inthe Northern District of

California  (d. at 14.) ContentGuard asserts thahas “submitted sworn declarations from

12 Apple provides no information regarding the ai&gys who prosecuted the patents-in-suit, such
as whether or not they are still with these firms or work at these offices.
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numerous inventors of the patemb-suit—key witnesses in this case—that establish that this
Court is a convenient forum in wdh they agree to appear volunt@g” (Sur-Reply at 5.)
ContentGuard also asserts that it has “provided ample evidence, which Apple unconvincingly
seeks to dismiss, that other relevant third-party witnesses are located in Texas or outside
California.” (d.)

The known non-party witnesses consist primarilythef inventors of the patents in suit.
As the Court noted in the Google Transfer @rdéhree non-party invgors reside within
NDCA, five reside elsewher in California andone splits his time between Texas and
Washington.” Google Transfer Order at 10. “Téight inventors residing in California would
ordinarily be inconvenienced by having travel to Texas to attend trial.1d. “Six of them,
however, together with the inmtr who splits his time beten Texas and Washington, have
volunteered to travel to Kas to attend trial as well as deatgyithat such live appearances will
not be inconvenient.’ld.

On balance, the Court finds that thastor weighs in favor of transfer.

3. Availability of Compulsory Processto Secur e the Attendance of Witnesses

This factor instructs the Court to consider the availability of compulsory process to

secure the attendance of witnesses, particutantyparty withesseshwse attendance may need
to be secured by a court ord&ee In re Volkswagen B45 F.3d at 316.Third-party subpoenas

are governed by Fed. R. Civ. P. 45, which, asmdy amended in 2013, provides the presiding
court with nationwide subpoena power to ortt@rd-party witnesses to attend deposition, so
long as the deposition is to take place with®D miles of the witness’s residence or regular
place of business. Fed. R. CR. 45(a)(2), 45(c)(1)(A). As sh, both forums are essentially

equivalent in terms of securing depositions frommdtparties. The primary difference then is the

use of the subpoena power to compel attendahdsal, which a court may order, generally
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speaking, within either 100 miles thfe witness’s residence or reguplace of business or within
the state of the witness’s residence or regulacepbf business, so lolag the witness would not
incur substantial expense. Fed. (k. P. 45(c)(1)(A), 45(c)(1)(B).

Apple asserts that the usetbé subpoena power to sectine attendance of three named
inventors weighs in favor of the Northern Distradt California. (Mot. at 16.) In a footnote,
Apple only obliquely acknowledgesahmost of the named invensohave signed declarations
stating they will appear farial in this District. (Mot. atl6, n.6.) Apple attempts to side-step
the issue by arguing that theventors’ declarationshould not be constled because they do
not expressly state that, if Apple’s case werbdaevered, that the inventors would attend such
a separate trial.Id.)

ContentGuard asserts that seven of thee mon-party inventorbave declared their
willingness to appear at a trial held in this Dt (Resp. at 13.) ContentGuard asserts that
“nothing in the inventors’ declations indicates that their commitment is limited to a single trial
appearance.” (Resp. at 14 n.1TpntentGuard asserts that jiigtent prosecution counsel “are
actually based in Washington, D.C.” and na Morthern District of California Iq. at 14.)

As the Court discussed inghGoogle Transfer Order, hile NDCA has the so called
‘absolute subpoena power’ — thebpoena power for both depositi and trial — over the three
non-party inventors living withithat district, neither this Counor NDCA clearly has the power
to command the remaining inventors to attenal.tr Google TransfeOrder at 8. “In other
words, the compulsory process available at MDsDly works to secure the attendance of three
non-party inventors.”ld. “Seven out of the nine non-party inventors, however, have declared

their willingness to voluntarily appear in person at trii[the case] is held in Texds Id.
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(emphasis in originaf® “These seven inventors havetrexpressed similar willingness to
voluntarily appear at trial shoulthe case be tried in NDCA.”Id. “As such, despite the
availability of compulsory preess at NDCA for the three invens residing there, transferring
the case to NDCA may actually result iteaserattendance of these npasty witnesses.” The
Court also noted that “[t]he tbe inventors residing in NDCA {&ik, Pirolli and Merkle) do not
cover all nine of the asserted patents, while seven inventors who have declared their
willingness to attend trial before this Court do cover every asserted pdtknt.”

The parties’ briefing only provides evidentt&at the subpoena power might be used to
compel the attendance of non-pantyentors at trial. While # record appears clear that a
greater number of the inventors are located withexNorthern District of California’s subpoena
power, the Court has been presented with daiitenrs indicating that greater number of
inventors would be present for trial this Court, and that the inventors available for trial in this
Court would, in contrast to the those availabl¢himm Northern District o€California, cover all of
the patents in suit. The Court therefdinds this factor to be neutral.

4, All Other Practical Problemsthat Make Trial of a Case Easy, Expeditious,
and I nexpensive

“Practical problems include those thate rationally based on judicial economy.
Particularly, the existence of digative suits involvingthe same or similar issues may create
practical difficulties that will weigh davily in favor or against transfer2olas Technologies,

Inc. v. Adobe Sys., In®G:09-CV-446, 2010 WL 3835762 (B Tex. Sept. 28, 20103ff'd In re

3 Apple suggests that, despite his declared willingness, one of the inventors residing in the
Northern District of California might not appear at trial in the Eastern District of TexaseDkt.
No. 435.) The Court observes that, to reach its conclusion, Apple selectively edits the inventor's
testimony. For example Apple quotes the inventoraingt!’'d be inclined . . . not to do so” in response
to being asked if he would appear for trial when thentor actually testified “I'd be inclined, if | didn’t
have to appear in these things, totlo—not to do so.” Having examed the recordthe Court does not
find that the testimony contradicts his earlier statement.
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Google, Inc,. 412 Fed. Appx. 295 (Fed. Cir. 2011). Furthermore, “the existence of multiple
lawsuits involving the same issues ‘is a paoant consideration when determining whether a
transfer is in the interest of justicelfi re Vicor Corp, 493 Fed. App’'x 59, 61 (Fed. Cir. 2012).

As noted above, there are co-pending clafamsl suits) before thi€ourt concerning the
patents-in-suit. On balance, the Court fitlust this factor weighs against transfer.

C. Public Interest Factors
1 Administrative Difficulties Flowing From Court Congestion

The speed with which a case cameoto trial and be resolved is a factor in the transfer
analysis. A proposed transferee court’s “lessgested docket” and “[ability] to resolve this
dispute more quickly” is a factor to be considetaede Hoffman-La Roché&87 F.3d 1333, 1336
(Fed. Cir. 2009). This factor is the “most specukgti and in situationsvhere “several relevant
factors weigh in favor of transfer and others anatrag, the speed of theainsferee district court
should not alone outweigh all of those other factdrsre Genentechb66 F.3d at 1347.

Apple filed this transfer motion approximbtesix months after this case was filed.
Before this motion was filed, at the Court’'siAfy, 2014 scheduling conference, the parties were
provided with their September 8, 2015 jury setattilate. Apple’s suppieental briefing to its
Motion was completed in March of 2015.

Apple asserts that the Northern Distraft California has a 1.1 month faster time to
termination than this District. Id. (citing Dkt. No. 156-9).) Aple asserts that the Northern
District of California has a “median time taalr of 31 months, as compared to the 21-month
[time to trial] schedule[d] in this case.ld() Apple concludes that “[t]kifactor is neutral at best
given the lack of data availaldpecific to patent cases.1d()

According to federal case managementisias for the 12 moit period ending on

December 31, 2013 (this case was filed in Decerab26013), this District has a median time to
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termination of 8.9 months and a median timeitd tof 20.8 months, and théorthern District of
California has a median time to termination of 7.8 months and a median time to trial of 31.0
months. The Court observes that, like thed&eber 2013 report, the June and September 2013
and March 2014 statistical reports@lshow swifter times to triah this District than in the
Northern District of California: June 20X&.D. Tex. 18.5, N.D. Cal. 30.9); September 2013
(E.D. Tex. 20.5, N.D. Cal. 27.4); and March120(E.D. Tex. 21.3, N.D. Cal. 34.2). The Court
observes that the 21 month time to trial schedirgtis case tracks ¢h20.8 month median time
to trial shown in the Decemb@013 statistical report. The eeidce before the Court suggests
that there was an approximately 10 month differandbe expected time tial at the time of
filing.

The Court finds that this famt weighs against transfer.

2. Local Interest in Having L ocalized I nterests Decided at Home

This factor considers the interest of thedlity of the chosen veie in having the case
resolved thereVolkswagen, 371 F.3d at 205-06. This considiva is based on the principle
that “[jjury duty is a burden that ought notlie imposed upon the people of a community [that]
has no relation to the litigation.”

In its brief discussion of locahterest, Apple asserts thiéd “headquarters and at least
eleven likely employee witnesses, as well as threentor witnesses, give the Northern District
a significant interest.” (Mot. at 19.) App#so argues its accus&®RM technology creates a
“strong interest” inthe Northern Distat of California because ¢htechnology is confidential.
(Id.) Apple also asserts that transporting its souode presents risks. While it may be true that
transportation of Apple’s source dm presents risks, the Court ebges that the record in this
case reflects that the Apple engers regularly working on this @e are located in, at least,

California and France, suggesting that the souoce ¢s frequently transported, at least in part,
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across the planet. Further, t@eurt’'s experience suggests thatyopbrtions of Apple’s source
code would be presented as evidence at making it highly unlike that anything other than
very small portions of an entire program wouleele transported, regéeds of where the trial
is held.

The Plaintiff in this suit is a Texas corpodaatiwith its principal place of business in this
district. A number of other defenuala in this action are also headgesed either in or near this
district. The Court does not find that thenéidentiality of Apples accused technology
substantively alters its assessment. The Caoloserves that it tried case involving Apple’s
DRM technology, including Apple’s FairPlay tewlogy, to a verdict approximately two months
ago. The Court observes that the trial proceedings were not remarkably different than those in
many patent cases.

The Court finds that this famt weighs against transfer.

3-4. Familiarity of the Forum With the Law that Will Govern the Case and

Avoidance of Unnecessary Problems of Conflict of Lawsor in the
Application of Foreign Law

These factors are neutral.

CONCLUSION

A movant seeking transfer bears the evideptiarden of establishinthat the movant’s
desired forum is clearly more convenient ththe forum where the case was filed. Having
considered the evidence presented by the Partieiguwn of the applicabléaw, the Court finds
that the weight of the evidence presented by Aps not met this burden of establishing that
the Northern District of Califoraiis a clearly more convenient forum than the Eastern District of
Texas. For the reasons set forth above, the Court hBXeRYES Apple’s Motion to Sever and
Transfer (Dkt. No. 156) anBENIES Apple’s Opposed Motion for Leave to Supplement the

Record in Support of Apple, Inc.’s Moti to Sever and Transfer (Dkt. No. 385.)
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So Ordered and Signed on this

Apr 23, 2015

/\(;dm,_ i@ﬂ;tw

RODNEY GILééfSRAP \g
UNITED STATES DISTRICT JUDGE
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