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THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
GENBAND USA LLC,
V. CASE NO.2:14CV-33-JRGRSP

METASWITCH NETWORKS LTD, etal.
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SUPPLEMENTAL CLAIM CONSTRUCTION
MEMORANDUM AND ORDER

On February 192015, the Court held a hearing to determine the proper construction of
certain disputed claim terms in Uteid States Patents N6,772,210; 6,791,971; 6,885,658,
6,934,279; 7,047,561; 7,184,427; 7,990,984¢d 7,995,589After consideringthe arguments
made by the parties at the hearing and in the parties’ claim constructiongof{t. Nos. 108,

118, and 121)! the Court issue@ Claim Construction Memorandum and Order April 2,
2015. Dkt. No. 135.

The partiessubmitted additional disputed terms for constructioisee Dkt. No. 138,
Apr. 17, 2015 Joint Statement of Remaining Terms to Be Construed.

On July 16, 2015, the Court held a hearing to determine the proper construction of
remaining disputederms After considering the argumentsade by the parties at the hearing
andin the parties’ supplemaeatclaim construction briefingDkt. Nos. 248 and 2730the Court

issues this Supplemental Claim Construction MemoranahoinOrder.

! Citations to documents (such as the parties’ briefs and exhibits)s Claim Construction
Memorandum and Ordeefer tothe page numbers of the original docursemather than the
page numbers assigned by the Court’s electronic dockess otherwise indicated
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I. BACKGROUND

Plaintiff brings suit alleging infringement of United States Patents N&,772,210;
6,791,971; 6,885,658the '658 Patent”) 6,934,279(“the '279 Patent?) 7,047,561("the '561
Patent”) 7,184,427“the '427 Patent?) 7,990,984“the '984 Patent”)and 7,995,58%"the '589
Patent”) (cdlectively, the “patentsn-suit”’). In general, the gtentsin-suit relate to
telecommunications

The Courtherein addresses the pateintsuit in the groupings used by the parties in their
supplementatlaim constructn briefing.

Shortlybefore the start of the July 16, 2015 hearing, the Court provided the parties with
preliminary constructions for the disputed terms with the aim of focusing thespargements
and facilitating discussion as to those terfrtsose preliminary constructions are set forth below
within the discussion for each term.

Finally, Defendants have submitted an appendix of “Representative Claim Tenas,” a
Defendants “contend]] that these remaining terms should be given the cooissrpcoposed by
[Defendants] fo the same reasons as their corresponding representative terms, which have
already been construed by the Cowhould the Court deem that these terms require no
construction in view of the existing Markman Order (Dkt. No. 135) or a construction consistent
with the Court’s construction of representative terms in that Order, [Defendaspsctfully
request[] a ruling on the record to reflect the Court’s findirigkt. No. 248 at 17see id.at
App’x A.

The Court has received two rounds of claim construction briefing and conducted two
claim construction hearings in the present case, and the partisenot to present briefing on

thetermsthat Defendants present in theippendix A.See id.see alsdkt. Nos. 108, 118, 121,



129, 248, 270 & 274Becausehese terms have not been briefed by the parties, the disputes
between the parties, if any, have not been presented such that the Court cagfollyamnder

any rulings.Accordingly, the Court declines to speculate as what arguments the parties might
have presented had the parties chosen to present argument.

Il. LEGAL PRINCIPLES

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent definentrention
to which the patentee is entitled the right to excludeHillips v. AWH Corp.415 F.3d 1303,
1312 (FedCir. 2005) (en banc) (quotinignova/Pure Water Inc. v. Safari Water Filtration Sys.,
Inc.,, 381 F.3d 1111, 1115 (Fe@ir. 2004)).To determine the meaning of the claims, courts start
by considering the intrinsic evidencgee id.at 1313;see alsdC.R. Bard, Inc. v. U.S. Surgical
Corp., 388 F.3d 858, 861 (Feir. 2004);Bell Atl. Network Servs., Inc. v. Covad Corimac
Group, Inc, 262 F.3d 1258, 1267 (Fe@ir. 2001). The intrinsic evidence includes the claims
themselves, the speidétion, and the prosecution histo§ee Phillips 415 F.3d at 1314C.R.

Bard, 388 F.3d at 861Courts give claim terms their ordinary and accustomed meaning as
understood by one of ordinary skill in the art at the time of the invention in the contiwe of
entire patentPhillips, 415 F.3d at 13%21.3;accordAlloc, Inc. v. Int'| Trade Comm’n342 F.3d
1361, 1368 (FedCir. 2003).

The claims themselves provide substantial guidance in determining the meéning o
particular claim termsPhillips, 415 F.3d at 1314irst, a termé context in the asserted claim
can be very instructivéd. Other asserted or unasserted claims camaiétermining the claing’
meaning because claim terms are typically used consistently throughout #re. feht

Differencesamong the claim terms can alassist in understanding a tesmheaningld. For



example, when a dependent claim adds a limitation to an independent claim, iumquebat
the independent claim does not include the limitatiorat 1314-15.

“[C]laims ‘must be read in view of the specificatj of which they are a part.Td.
at 1315 (quotingMarkman v. Westview Instruments, |62 F.3d 967, 979 (Fe@ir. 1995) (en
banc)). “[T]he specification ‘is always highly relevant to the claim constructioalyesms.
Usually, it is dispositive; it is the single best guide to the meaning of a disputed temtlips,
415 F.3d at 131%quotingVitronics Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (FeGir.
1996));accordTeleflex, Inc. v. FicosBl. Am. Corp.299 F.3d 1313, 1325 (Fe@ir. 2002).This
is true because a patentee may define his own terms, give a claim tererentifieaning than
the term would otherwise possess, or disclaim or disavow the claim Stupgs, 415 F.3d
at1316.In these situations, the inventerfexicography governsd. The specification may also
resolve the meaning of ambiguous claim terms “where the ordinary and accustoamaagnoé
the words used in the claims lack sufficient clarity to permit the scope ofldire to be
ascertained from the words alon@éleflex 299 F.3d at 1323ut, “[a]lthough the specification
may aid the court in interpreting the meaning of disputed claim language, ulaartic
embodiments and examples appearing in the specificatibmat geneally be read into the
claims.”Comark Commc'ns, Inc. v. Harris Cord.56 F.3d 1182, 1187 (Fedir. 1998) (quoting
Constantv. Advanced Micrdevices, Ing. 848 F.2d 1560, 1571 (Fe@ir. 1988)); accord
Phillips, 415 F.3d at 1323.

The prosecution history is another tool to supply the proper context for claim
construction because a patent applicant may also define a term in prosecutingnhéipme
Diagnostics, Inc., v. Lifescan, In@81 F.3d 1352, 1356 (Fe@ir. 2004) (“As in the case of the

specification, a patent applicant may define a term in prosecuting a pat¢nfHe prosecution



history (or file wrapper) limits the interpretation of claims so as to excludenterpretation that
may have been disclaimed or disavowed during prosecution in order to obtaimltbauance.”
Standard Oil Co. v. Am. Cyanamid Cé74 F.2d 448, 452 (Fed. Cir. 1985).

Although extrinsic evidence can be useful sitless significant than the intrinsic record
in determining the legally operaé meaning of claim languagePhillips, 415 F.3d at 1317
(citations and internal quotation marks omittéigchnical dictionaries and treatises may help a
court understand the underlying technology and the manner in which one skilled in thghart mi
use clan terms, but technical dictionaries and treatises may provide definitions thtdoare
broad or may not be indicative of how the term is used in the paderstt 1318.Similarly,
expert testimony may aid a court in understanding the underlying technology anuidieig
the particular meaning of a term in tphertinent field, but an expert’s conclusory, ynsorted
assertions as to a term’s definition ametirely unhelpful to a courtd. Generally, extrinsic
evidence is “less reliable than the patemd &s prosecution history in determining how to read
claim terms.”ld.

The Supreme Court of the United States has “read [35 U.S.C.] § 112, 2 to require that a
patent’s claims, viewed in light of the specification and prosecution histooymrthose killed
in the art about the scope of the invention with reasonable certalNawtilus, Inc. v. Biosig
Instruments, In¢.134 S. Ct. 2120, 2129 (2014A determination of claim indefiniteness is a
legal conclusion that is drawn from the court’'s performance of its duty as the coon$tpatent
claims.” Datamize, LLC v. Plumtree Software, Ind17 F.3d 1342, 1347 (Fed. Cir. 2005)
(citations and internal quotation marks omitted)rogatel on other grounds by Nautilus34 S.

Ct. 2120.



[ll. THE PARTIES’ STIPULATED TERMS

The parties reached agreement on constructionsddain terms, asstatedin thar
CorrectedJoint Claim Construction and Preheari@tatementDkt. No. 99 at Ex. A) andtheir
Joint Claim Construction ChartDkt. No. 125. The parties’agreementsare set forth in
Appendix A to the April 2, 2015 Claim Construction Memorandum and Order. Dkt. No. 135.

V. DISPUTED TERMS IN U.S. PATENT NO. 7,047,561

The 561 Patent, titled “Firewall for Redlime Internet Applications,” issued on May 16,
2006, and bears a filing date of September 28, 2000. The Abstract 66ihPatent states:

The present invention relates to a firewall for use in association witimesal

Internet applications such as Voice over Internet Protocol (VAIR. firewall

apdies an application proxy to the signaling and control channels and a packet

filter to the bearer channel®@ne of the features of hybrid firewall is that the

application proxy can instruct the packet filter as to which bearer channels to

enable and disablfor the duration of a reéime Internet application sessiorhe

hybrid firewall can also intelligently perform network address translgfioAT)
on Internet protocol packets incoming and outgoing to the firewall.

A. “application proxy”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“a hardware and/or software component “a hardware and/or softwaoemponent that
capable of operating at an upper level of the| operates at the upper levels of the protocol
protocol stack and communicating with stack and communicates with extersatvices
external services on behalf of a client” on behalf of a client”

Dkt. No. 248at 1 The parties subrhithatthis term appeans Claims 1, 6, 9, 11, 12, 13, 16, 17,
18, and 21 of the '561 Rant Id.

Shortly before the start of the July 16, 2015 hearing, the Court provided the parties with
the following preliminary constructiorfa hardware and/or software component configured to
operate at an upper level of the protocol stack and commemiagt external services on behalf

of a client.”



At the July 16, 2015 hearing, the parties rested on their briefing and presented no oral
argument as tthis disputed term.

(1) The Parties’ Positions

Defendants argue that “[o]ne of ordinary skill in art reading the[] definitionghe
specification and file history would have immediately understood that the cléapplication
proxy’ actually ‘operates at the upper levels of the protocol stack amgngoicates with
external services on behalf of a client’ and does not just have the mereitapélibing so.”
Dkt. No. 248at 2 Defendants urge:

Nowhere in the specification or the file history does the patentee describe the

claimed application proxgis merely possessing the “capability” of operating at an

upper level of the protocol stack. Rathectual operatiorat the upper level of the
protocol stack is a fundamental characteristic of an application proxy and should
be required by the proper consttion of this term.

Id. at 3.

Plaintiff replies that “[b]y requiring the actual performang#] those operations,
Metaswitch is improperly trying to transform apparatus claims into methods claibks
No.270 at 1.Further, Plaintiff argues, “[tjdhe extent Defendants contend that the claimed
application proxy must be capable of operating at two or more levels of the wpdsrdethe
protocol stack, such an interpretation of the claims would be unduly naitcbwat”2.

(2) Analysis

Claim 1 ofthe ‘561 Patent, for example, recites:

1. A firewall for Internet protocol packets carrying data for a-teaé Internet

application, each of said Internet protocol packets being associated with any one

of a signaling channel, a control channel, or ardreahannel of said redéime

Internet application, the firewall comprising:

anapplication proxyand a packet filter,

the firewall applying the Internet protocol packets associated with the
signaling channel and the control channel to #pplication proxy and the



firewall applying the Internet protocol packets associated with the bef@enel
to the packet filter.

The specification discloses:

Another classification of firewall is the application proxy or proxy serda
application proxyoperatesat the upper levels of the protocol stack such as the
application layer and presentation layer and provides proxy services on external
networks for protected internal clienfEhe role of an application proxy is to
communicate with external services ahhlf of a client.

* % %

Application proxy 102 is a specialized application program running on hybrid
firewall 100. Application proxyl02 takes a user’s (such as VolP phone 112 and
PC with VolP phone client 114) requests for service and forwards them, as
appropriate according to the firewall security policy, to an externaicee(such

as VolIP phone 122 and PC with VolP phone client 12@plication proxy 102
runs transparently between a user and an external selmgtead of a user
communicating withan external service directly, a user communicates with
application proxy 102 which in turn communicates with an external seivice.
this way, application proxy 102 will only allow communications which are
directly related to the desired service to passrdugh ic, through] hybrid
firewall 100.As well, application proxy 102 acts as a sacrificial lamb which will
absorb any hacker attacks for a user.

'561 Patent at 1:29-38& 4:63-5:11 (emphasis added).
During prosecution, the patenteephasized

An gpplication proxy, as taught by the present applicatiopefates at the upper
levels of the protocol stackuch as the application layer and presentation layer
and provides proxy services on external networks for protected internal clients
The role ofan application proxy is to commicate with external services on
behalf of a clierit(emphasis added) (pgs-2Llof the present gtication). And, in
particular,the invention in the present application “relates to a firewall which is
optimized for use withgattime Internet applications such as voice, fax, video or
multimedia. The firewall includesan application proxy operating at the
application layer (layer 7jor a portion of the redime Internet application, and a
packet filter operating at the network layer (layer 3) and the transport laye
(layer4) for another portion of the retime Internet application” (emphasis
added) (pg. 3 of the present application).

Dkt. No. 248 Ex. 3 July 2, 2004 Respons¢7 (GENBANDO00002749).



As to extrinsic evidence, Defendants submit thmions of their expert thagpplication
proxy” is a well understood term in the art of networking aisda service that operates the
upper layers of the protocol stack and communicates with external services drobaltdient.”

Dkt. No. 248, Ex. 2, Nov. 11, 2014 Williams Deat. 98

On balance, Defendants hawmet adequately justified requiringctual operatiorand
communcation as opposed to configuratibm operate in such a mann&ee Microprocessor
Enhancement Corp. v. Texas Instruments,, I520 F.3d 1367, 1375 (Fed. Cir. 2008hding
that claim recited a limitationgbssessinghe recited structurand capableof performing the
recited functions”Yemphasis addeg$ee alsd561 Patent at 8:48 (“[a]pplication proxy 102 . .
stored in hard disk216 and executed on workstation motherboard 202 through the use of
processor 204 . ") (emphasis added).

Finally, to whatever extent Defendants are arguing that an application prokppeuste
at more than one level of a protocol stack, such a limitation would read out disclosed
embodiments and is therefore disfavor&keid. at 2:2128 (“The firewall includes an
application proxy operating at the application layer (layer.7)”); Globetrotter Software, Inc.

v. Elam Computer Group Inc362 F.3d 1367, 1381 (Fed. Cir. 2004) (quodigonics 90 F.3d
at 1583)(*[a] claim interpretation that excludespaeferred embodiment from the scope of the
claim ‘is rarely, if ever, correct”)

The Court therefore hereby constrtiapplication proxy” to meart‘a hardware and/or
software componentconfigured to operate at an upper level of theprotocol stack and

communicatewith external services on behalf of a client

-10 -



B. “packet filter”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“a hardware and/or software component “a hardware and/or software component tha
capable of examining packets and, based | examines all incoming and outgoing data
pre-defined filtering rulesdeterminingwhich | packets and, based on mtefined filtering
packets to allow or block” rules, determines which packets to allow or
block”

Dkt. No. 248at 3. The partiesubmitthat this term appears @aims 1, 6, 11, 12, 13, 17, a8
of the '561 Patentd.

Shortly before the start of the July 16, 2015 hearing, the Court provided the parties with
the following preliminary construction: “a hardware and/or softwarepmomant configured to
examine incoming and/or outgoing packets and, based edefireed filtering rules, determine
which packets to allow or block.”

At the July 16, 2015 hearing, the parties rested on their briefing and presented no oral
argument as tthis disputed term.

(1) The Parties’ Positions

Defendants argue that Plaintiff “once again attempts to press its luck at litgpabi
claiming,” but “[b]ecause the patent applicants clearly defined this ternmviiit specification,
this definition should control.” Dkt. No. 248t 3.Defendants urge:

Nowhere in the specification or the file history does the patentee describe the

claimed “packet filter” as merely possessing tpability of examining packets

and, based on pefined filtering rules, determining which packets to allow or

block. Rather, theactualexamination of packets is a fundamental characteristic of

this “well-known component” used in firewalls.

Id. at 4.

Plaintiff responds that “[flor the same reasons discussed above with reference to

‘application proxy,’ there is no justification for requiring actual performapicéhe described

-11 -



functionality.” Dkt. No. 270 at 3Plaintiff also argues that “[flor the reasons discussed below [as
to the term ‘applying . . . to the packet filter’], ‘packet filter’ should not be constrsidsktiag
required to examinall packets.”ld. at 4 (emphasis added).

(2) Analysis

Claim 1 of the ‘561 Patent, for example, recites (emphasis added):

1. A firewall for Internet protocol packets carrying data for a-teaé Internet

application, each of said Internet protocol packets being associated with any one

of a signaling channel, a control channel, or a bearer channel of satanesal

Internd application, the firewall comprising:

an application proxy andpacket filter

the firewall applying the Internet protocol packets associated with the
signaling channel and the control channel to the application proxy, and the
firewall applying the Internet protocol packets associated with the be@enel

to thepacket filter
Thespecification discloses:

Firewalls can generally be classified as falling into one of four categdites.

most basic category is the packet filter which works in the lower layersof th

network protocol stack such as the transport layer and network Rymacket

filter examines all incoming and outgoing data packets and, based-defjpred

filtering rules, determines which packets will be allowed to pass.

'561 Patent at 1:18—-24.

As to extrinsic evidence, Defendants submit a technical dictionaryddfiaies “packet
filtering” as “the recognition and selective transmission or blocking of individaekets based
on destination addressor other packet contentBacket filtering can be an elementary form of
firewall in that it can accept or reject pats based on predefined rul@his ability helps to
control network traffic. Dkt. No. 248, Ex. 4Newton’s Telecom Dictionary10(17th ed. 2001)
seeDkt. No. 248, Ex. 2, Nov. 11, 2014 Williams Decl. at | 1@#ing Newton’s Telecom

Dictionary).

-12 -



For substantially the same reason$oaghe term “application proxy” (addressed above),
the Court rejects Defendants’ proposal of requiring astugkamining and determining as
opposed taonfigurationto do soAs for Defendants’ proposal that a packi¢r must examine
all packets, such a requirement is not apparent as to the term “packet filter’biisedf
addressed below as tiwe term “applying the Internet protocol packets associated with the bearer
channel to [a/the] packet filtér

The Cout therefore hereby construépacket filter” to mean“a hardware and/or
software componentconfigured to examineincoming and/or outgoing packets and, based
on pre-defined filtering rules, determine which packets to allow or blocK

C. “applying the Internet protocol packets associated with the bearer channel to [a/the]
packet filter”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary; this claim langug “applying all the IP packets associated with {
does not require construction and should be| bearer channel to the packet filter”
accordedts plain and ordinary meaning.
Alternatively:
“applying, for the setup, duration, and take
down of the reatime Internet application, all
IP packets associated with the bearer channel
to the packet filter®

Dkt. No. 248 at 4The parties submit that this term appear€lams 1, 12, and 17 of the '561
Patentld.
Shortly before the start of the July 16, 2015 hearing, the Court provided the parties with

the following preliminary construction: “applying, for the setup, duration, anddake of the

2 «Alternatively” Defendants submit, e Court should apply its previous construction for the
signaling channel and control channel packets to the belaasnel packets dnconstrue this
phrase to meanapplying, for the setup, duration, and take down of thetmeal Internet
application, all IP packets associated with the bearer channel to the packét filier. No. 248
at6n.l.

-13 -



reattime Internet application, all IP packets associated with the bearenathi® the packet
filter.” At the July 16, 2015 hearing, Defendants agreed to the Cougtimmprary construction,
but Plaintiff was opposed.

(1) The Parties’ Positions

Defendants submit that the Court has already found a prosecution history diseaitn
the similar term “applying the Internet protocol packets associated vatlignalingchannel
and control channel to [an/the] application proXKt. No. 248 at 4Defendants urge thabbth
the control and signaling channel packets, as well as the bearer channel packetseetréosubj
the same limitation: namely, that all the specifigoe of packets must be applied to the recited
firewall component (either the application proxy or the packet filtéa).at 5-6.

Plaintiff responds that Defendants rely upon prosecution history relating ttertine
“applying ... to the application proxy,” but “[Etements made with respect to dimeitation
(‘applying . . . to the application proxy’) do not constitute a clear and unmistatisiclaimer
with respect to an entirely separate limitation (‘applying . . . to the packef filtBkt. No. 270
at4-5.

(2) Analysis

Claim 1 of the ‘561 Patent, for example, recites:

1. A firewall for Internet protocol packets carrying data for a-teaé Internet

application, each of said Internet protocol packets being associated with any one

of a signahg channel, a control channel, or a bearer channel of saiimesal

Internet application, the firewall comprising:

an application proxy and a packet filter,

the firewall applying the Internet protocol packets associated with the
signaling channel andhé control channel to the application proxy, and the
firewall applying the Internet protocol packets associated with the bearer channel

to the packet filter

During prosecution, the patentee stated as follows regarding the applizanxy:

-14 -



Claim 1 redies ‘“applying the Internet protocol packets associated with the
signaling channel and control channel to the application proxy’.Implicit in

this claim language is thatl the packets associated with the signaling channel
and the control channel are applied to the application proxy.

Dkt. No. 248, Ex. 3, Mar. 24, 2005 Response at 3 (GENBAND21&6&&r during prosecution,
in an Appeal Briefthe patentee further stated:

[I]t appears that the Patent Office is interpreting the control processor 344 of
Baum [(United States Patent No. 6,400,707)] as equivalent to Appellant’s
application proxy.However, this interpretation does not establish anticipation
because the control processor 344 of Baum does not have the claimed
functionality. Specifically, claim 1 recites “applying the Internet protocol packets
associated with the signaling channel and the control channel to the application
proxy. ...” Important to note in this langge is that the language does not say
“applying some of the packets to the application proxy”, rather the language
clearly indicates that the Internet protocol packets associated with théngjgna
channel and the control channel are applied to the application pMoxysome,

but all. In contrast, Baum’s control processor 344 drops out of the call and does
not process the call take down or other signaling channel or control channel
packets, as recited in the claiffo this extent, Baum’s control process#4 is

not an application proxy, nor does Baum’s control processor 344 perform the
recited function of the application proxy.

Id., July 27, 2005 Appeal Brief at 6 (GENBAND2813) (emphasis added).

Based in part othis prosecution history, the Court found thttée’ claim language, the
specification, and the prosecution history all supportthat for the setup, duration, and take
down of a reatime Internet applicatiorgll IP packets associated with the signaling channel and
control channel are applil to the application proxy.” Dkt. No. 135 at 19.

Likewise, the patentealso statedas follows in the sameéAppeal Briefquoted above
regarding the packet filter

The present invention is a firewall (100) that helps a first network (110)

interoperatewnith a second network (12Q). . The firewall 100 receives a stream

of packets and filters them according to the present inventtoa firewall (100)

of the present invention is actually two firewalls in omée first firewall is a

packet filter (106}hat operates on the bearer channel of a communication system.
The bearer channel usually handles the voice part of a Voice over IP (VolP)

-15 -



phone call, and thuall the packets associated with the bearer channel are filtered
by the packet filter (106) irhe first firewall.

Dkt. No. 248, Ex. 3, July 27, 2005 Appeal Brief at 2 (GENBAND2809) (emphasis added).
Plaintiff urges that no disclaimer is warranted because “that statement alodsauss any
particular claim limitation, and the patentee did not rely on that statement to distiaguiphior

art reference.Dkt. No. 270 at 5.

At the July 16, 2015 hearing, Plaintiff reiterated that this alomated discussion of the
bearer channel did not address any particular claim or term and was not reliedoupon
distinguish prior artPlaintiff also emphasized that in the abaueted Appeal Brief the patentee
distinguished prior art based on the first “applying. .” limitation, not the second
“applying. . .” limitation that isnow in disputehere.In support, Plaintiff citedNorth American
Container, Inc. v. Plastipak Packaging, Iné15 F.3d 1335, 1346 (Fed. Cir. 2005).

The patentee’statemers, however, should be given effect in the Court’'s construction
even thoughthe patentee may have presented other arguments asSseefDmega Eng’gv.
Raytek Corp. 334 F.3d 1314, 1324 (Fed. Cir. 2008)As a basic principle of claim
interpretation, prosecution disclaimer promotes the public notice function of the iintrins
evidence and protects the pub$ideliaace ondefinitive statements made during prosecutipn.
see alsoryphoon Touch Techs., Inc. v. Dell, In859 F.3d 1376, 1381 (Fed. Cir. 2011) (“The
patentee is bound by representations made and actions that were taken in orden tineobta
patent.”) Southwall Techs., Inc. v. Cardinal IG C&4 F.3d 1570, 1576 (Fed. Cir. 1995)
(“Claims may not be construed one way in order to obtain their allowance andferendiway
against accused infringers.This finding is also consistent with the specificat See’561
Patent at 1:124 (“A packet filter examines all incoming and outgoing data packets and, based

on predefined filtering rules, determines which packets will be allowed to pass.”).

-16 -



Alternatively and in addition, even if the Court were to fmal prosecutiordisclaimer,
the abovequoted passages from the prosecution historyfirm that therecitak of “applying
[packets] to [a filtelor proxy]” meanthat all such packets are appliedhatfilter or proxy.See
Dkt. No. 248, Ex. 3, Mar. 24, 2005 Response at 3 (GENBAND2&&®)alsad., July 27, 2005
Appeal Brief at 2 & 6 (GENBAND2809 & GENBAND2813).

Nonetheless, for substantially the same reasons set forth previously as trnthe t
“applying the Internet protocol packets associated with the signaling chaarthebntrol channel
to [an/the] application proxy(seeDkt. No. 135 at 1&0), the “all packets” limitation is required
only for the setup, duration, and take down of the-tiea Internet applicatiorindeed, as noted
above, Defendantsave submitted this as an alternative proposed construSeebkt. No. 248
até n.l1.

The Court therefore hereby construéapplying the Internet protocol packets
associated with the bearer channel to [a/the] packet filtérto mear' applying, for the setup,
duration, and take down of the reaitime Internet application, all IP packets associated
with the bearer channel to the packet filter’

V. DISPUTED TERMS IN U.S. PATENTS NO. 7,184,427 AND 7,990,984

The 427 Patent, titled “System and Method for Commicating Telecommunication
Information from a Broadband Network to a Telecommunication Network,” issued on
February27, 2007, and bears a filing date of November 28, 200@. Abstract of the427
Patent states:

A system for communicating telecommunicatinformation includes a memory,

packetization modules, and a telecommunication interface motlubememory

stores subscriber profiles associating each of several subscribersawith

telecommunication interfacelhe packetization modules receive data ptcke

from a broadband network and extract telecommunication information associated
with a subscriber from the data packdtse telecommunication interface module
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communicates the telecommunication

information to a telecommunication

network using a telecommication interface associated with the subscriber.

The 984 Patent is a continuation of the '427 Patent and bears the saméhetli®84

Patent issued on August 2, 2001.

A. “telecommunications interface module[s] operable to. . ,” “packetization module[s]
operable to .. . ,” and “echo cancellation module[s] operableto . ..”

“telecommunications interface module[s] operable to. .”
(427 Patent, daims 1, 12 & 28; '984Patent, Claim 7)

Plaintiff's Proposed Construction

Defendants’ ProposedConstruction

No construction necessary; this claim langug
does not require construction and should be
accorded its plain and ordinary meaning.

This is a meanplus-function term governed
under 35 U.S.C. § 112, 1 6.

Function:

“communicating first/second
telecommunication information to a
telecommunication network using a
first/second telecommunication
interface/interface format associated with thé
first/second subscriber”

U

Structure:
“no sufficient structure disclosed;
indefinite’
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“packetization module[s] operable to . .”
(427 Patent, Claims 1, 12 & 28; '984 Patent, Claims 1 & 7)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

No construction necessary; this claim langug
does not require construction and should be
accorded its plain and ordinary meaning.

This is a meanplus-function term governed
under 35 U.S.C. § 112, 1 6.

Function:
“receiving first/second data packétsm a
first/second broadband network using a

first/second data communications protocol and

extracting first/second telecommunication
information associated with a first/second
subscriber from the first/second data packet

Structure:
“no sufficient structure disclosed;
indefinite’

U)

“echo cancellation module[s] operable to...”
(427 Patent, Claims 11 &37; '984 Patent, daim 6)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

No construction necessary; this claim langug
does not require construction and should be
accorded its plain and ordinary meaning.

This is a meanplus-function term governed
under 35 U.S.C. § 112, 1 6.

Function:

“performing echo cancellation dhe first
telecommunication information but not the
second telecommunication information
(427 Patent, Claim 11,984 Patent, Claim 6)

“performing echocancellation on the
telecommunicatiomformation according to
whether the subscriber’s profile indicates thg
the echacancellation module should perform
echocancellation on the subscriber’s
telecommunication information427 Patent,
Claim 37)

Structure:
“no sufficient structure disclosed;

—+

A

indefinite’
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Dkt. No. 248 at 6-7.
Shortly before the start of the July 16, 2015 hearing, the Court provided the parties with

the following preliminary constructions:

Term PreliminaryConstruction
“telecommunications interface module[s] Plain and ordinary meaning
operableto...” (8 112, 1 6 doeNOT apply)

(427 Patent, Claims 1, 12 & 28;
'984 Patent, Claim 7)

“packetization module[s] operableto . ..” § 112, 7 6 applies

(427 Patent, Claims 1, 12 & 28; Function: (undisputed)
'984 Patent, Claims 1 & 7)
Corresponding Structure:

“packetization modules 110 implements
on a separate printed circuit board; and
equivalents thereof”

D
o

“echo cancellation module[s] operableto. .. " § 112, 1 6 applies

(427 Patent, Claims 11 & 37; Function: (undisputed)
'984 Patent, Claim 6)
Corresponding Structure:

“echo cancellation modules 106
implemented on a separate printed circuit
board; and equivalents thereof”

(1) The Parties’ Positions

Defendants argue that “[tlhe claim language, itself, is directed to the foalctio
capabilities of the modules (e.g., communicating, receiving, extractingtigelg performing
echo cancellation), not of any particular structure that implements thagehs’Dkt. No. 248
at 7.Defendants emphasize thatWilliamson v. Citrix Online LLCthe Court of Appeals for the

Federal Circuit found that the term “distributed learning control module” waseansplus-
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function term, and the court stated that “pdile’ is a welknown nonce word that can operate
as a substitute for ‘means’ in the context of § 112, pardd6(guoting--- F.3d----, 2015 WL
3687459, at *8 (Fed. Cir. June 16, 2015).)

Plaintiff responds that “[p]roducts from Cisco, Nortel, antabs available at the time of
the filing of the patents confirm that the language used in these claim terms hdfie@enty
definite meaning that connote structure to one of ordinary skill in the@kt.”"No. 270 at 6.
Plaintiff also submits that “[t]his Court’s previous identification of ‘telecommuioanterface
module’ and ‘network interface module’ as sufficient structure further supp@lamtiff's]
contention that ‘telecommunication interface modules,’” ‘packetization modides,’ ‘echo
cancellation modules’ are not megmias-function terms.Td. (citing Dkt. No. 135 at 28).

At the July 16, 2015 hearing, Plaintiff reiterated that the specificagomonstratethat
thee modules have structure.

(2) Analysis

Title 35 U.S.C.§ 112, T 8 provides: ‘An element in a claim for a combination may be
expressed as a means or step for performing a specified function withoutitthleofestructure,
material, or acts in support thereof, and such claim shall be construed to cax@réisponding
structure, material, or acts described in the specification and equivalentd.there

It is well settled that [a] claim limitadh that actually uses the word “means”

invokes a rebuttable presumption that [35 U.S.C] § 112, | 6 a@plieantrast, a

claim term that does not use “meandgll trigger the rebuttable presumption that

8 112, 1 6 does not applihe term means” is central to the analysis.

Apex Inc. v. Raritan Computer, In@25 F.3d 1364, 13#¥2 (Fed. Cir. 2003) (citations and

internal gwtation marks omitted)..ighting World, Inc. v. Birchwood Lighting, Inc382 F.3d

*The LeahySmith Anerica Invents Ac{“AlA") modified former 35 U.S.C. § 11216 such that
the statute can now be found at 35 U.S.C. §f112& appears that the p#lA version applies to
the patentsn-suit, but regardless trmendment has no effect on the analysis
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1354, 1358 (Fed. Cir. 2004)A] claim term that does not use ‘means’ will trigger [a] rebuttable
presumption that [35 U.S.C.] 8§ 112 { 6 does not apply.”).

Although Lighting World characterized this presumption against meadns-function
treatment as “a strong one,” the Court of Appeals for the Federal Giengintly abrogated
Lighting Worldin this regard.See Williamson v. Citrix Online, LL.G-- F.3d----, 2015 WL
3687459, at *7 (Fed. Cir. June 16, 2015).

Instead, “[t]he standard is whether the words of the claim are understood by persons of
ordinary skill in the art to have a sufficiently definite mieg as the name for structuk&hen a
claim term lacks the wortineans,’ the presumption can be overcome and 8§ 112, para. 6 will
apply if the challenger demonstratéhat the claim term fails ta€ecite sufficiently definite
structure’ or else recitedunction without reciting sufficient structerrfor performing that
function.” Id. (citations and internal quotation marks omitted)

Claims 1 and 11, for example, recite (emphasis added):

1. A gateway for communicating telecommeation information, comprising:

one or moregpacketization modulegperable to receive first data packets
from a first broadband network using a first data communications protocol and to
extract first telecommunication information associated with a first subsérive
the first data packets, tipacketization moduldsirther operable to recesvsecond
data packets from a second broadband network using a second data
communication protocol and to extract second telecommunication information
associated with a second subscriber from the second data packets, wherein the
first and second broadband networks include any of digital subscriber line, cable,
and wireless platforms, wherein the first and second data communication
protocols includes any of Internet Protocol, Asynchronous Transfer Mmde,
Frame Relay protocols; and

one or more telecommunicgon interface modulesoperable to
communicate the first telecommunication information to a telecommunication
network using a first telecommunication interface format associated with the firs
subscriber and to communicate the second telecommunicatiomatfon to the
telecommunication network using a second telecommunication interface format
associated with the second subscriber, the first and second telecommunication
interface formats including any of G803, TR8, SS7, V5, ISDN, and unbundled
analog lines.
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* % %

11. The gateway of claim 1, further comprising one or meeko cancellation

modulesoperable to perform echo cancellation on the first telecommunication

information but not the second telecommunication information.

Defendand urgethat “even the figures illustrate the modules as nothing more than
structurallynondescript black boxes.” Dkt. No. 248 as8g’'427 Patent at Figs. 5—Befendard
also submitthat the specification discloses functionality without disclosing strucGee'427
Patent at 1:5861 (“packetization modules” receiving data packets and extracting
telecommunication information) & 16:20 (similar); see also id. at 14:54-15:4
(telecommunication interface modules communicate with switch 16 using sewssiblp
interfaces) & 22:#28 (telecommunication interface modules process information for
communication);id. at 15:23+36 (disclosing configuration for echo cancellation modutes
perform echo cancellation) & 19:46-54 (performing echo cancellation function).

Plairtiff counters by submittingextrinsic evidence of telecommunications products
having “modules” that provide functionality associated with the disputed telbkis.No. 270,
Ex. 4, “Cisco One and Two Port T1/E1 Multiflex Voice/WAN Interface Cards Da&etSat 2-
3; id., Ex. 5, “Nortel Networks AccessNode Express” aR;lid., Ex. 6, “Tellabs Technical
Manual- 2571 and 2572 T1 Echo Canceller Modules” atl#is evidence demonstratdsat in
some contexts the term “module” can refer to a physica) ioniexample a physical unthat is
interchangeable with other similar unitSee id. Ex. 5 at 1 (“The AccessNode Express is

equipped with a shell shelf that houses any two of the modules associated wititéissMode

Express.These flexible modules can be mikand matched in any combination based on the
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services you or your customers needPlaintiff hasalsoemphasizedhat the threshold analysis
of whether a term is a meaphis-function term can be informed by the specificafion.

As to the “packetizatiormodule . . . "and “echo cancellatiomodule . . ”’ termsat issue
here, howeverthese terms as used in the claicasild refer to any structure that performs the
claimed function SeeWilliamson 2015 WL 3687459, at *80n balance, Defendants have
overcome the presumption that, despite the absence of the word “mgaaskétization
module . . ” and “echo cancellatiomodule . . . "are meanplusfunction terms.

As to the claimed functions, Plaintifas expressed no opposition to the functions set
forth by DefendantsSeeDkt. No. 270 at 5-& n.4.

As for corresponding structure, the specification disclépasketization modute 110"
and “echo cancellation modules 106"

FIG. 5 illustrates a gateway 18 that uses several, alterrnate@@mmunication

interfaces 26, data compression algorithms, data communication protocols, and

data links 28 to communicate telecommunication informatiGateway 18

includes management module 100, memory 102, telecommunication interface

modules (TIMs) 18, echo cancellation modules 1,06ompression modules 108,

packetization modules 11@nd network interface modules 11¥anagement

module 100, TIMs 104echo cancellation modules 106ompression modules

108, packetization modules 11@nd network interface modules 112 represent

functional elements that are reasonably -selfitained so that each can be
designed, constructed, and updated substantially independent of the lotlzers.

* SeeApple Inc. v. Motorola, In¢.757 F.3d 1286, 12987 (Fed. Cir. 2014)abrogated on other
grounds bywilliamson 2015 WL 368745%citations omitted)

[T]he first step in the meamdusfunction analysis requires us to determine
whether the entire claim limitation at issue connotes “sufficiently definite
structure” to a person of ordinary skill in the dr.so doing, we naturally look to

the specificatia, prosecution history, and relevant external evidence to construe
the limitation. While this inquiry may be similar to looking for corresponding
structure in the specification, our precedent requires it when deciding wiaether
claim limitation lacking mans connotes sufficiently definite structure to a person
of ordinary skill in the art.Because these inquiries are distinct, it is possible to
find that a claim limitation does not connote sufficiently definite structure despite
the presence of some capending structure in the specification.
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particular embodiment, management module 100, TIMs &6do cancellation

modules 106compression modules 1g&cketization modules 118nd network

interface modules 11are implemented on separate printed circuit boatdat

may be coupled to a backplane in gateway 18.

'427 Patent al3:37-55(emphasis addegd}ee id.at 15:21-36& 16:3-33. Thesestructurs are
“clearly linked or associated” with theaimed functions identified by Defendants (and as to
those functions Plaintiff has expressed nmpposition as noted aboye® See Med.
Instrumentation & Diagnostics Corp. Elekta AB 344 F.3d 1205, 1219 (Fed. Cir. 20@3)he
scope of a claim und¢B5 U.S.C.] section 112paragraph 6 .. must be limited to structures
clearly linked or associatedith the claimed function in the specification or prosecution history
andequvalents of those structureg@mphasis added).

To whatever extent Defendants are arguing that these disputed terms are nonetheless
indefinite based on failure of the specification to disclose algorithms ftorpeng the claimed
functions, the Court rejects such arguments because the algorithm requiresasnoalyy when
the corresponding structure is a genguipose computeiSeeNet MoneyIN Inc. v. VeriSign,
Inc., 545 F.3d 1359, 1367 (Fed. Cir. 20@§A] meansplusfunction claim element for whic
the only disclosed structure is a general purpose computer is invalid if thicapieai fails to
disclose an algorithm for performing the claimed functiprséealsoWMS Gaming, Inc. v. Int'l
Game Tech.184 F.3d 1339, 1349 (Fed. Cir. 1999) (“In aansplusfunction claim in which

the disclosed structure is a computer, or microprocessor, programmed to camyatgdrahm,

the disclosed structure is not the general purpose computer, but rather the specia purpos

® Plaintiff proposes that “gateway 18” is an alternative corresponding ieuftir performing
echo cancellation (Dkt. No. 270 at 8 nsg&e’427 Patent at 4:2, 6:4042, 8:6567, 12:2731,
12:3740 & 13:1521), but the specification discloses that the gateway 18 includes echo
cancellation moduke 106for performing echo cancellationSee’427 Patent at 13:3B5; see,

e.g., id.at 17:3943 (“[l]f a subscriber profile indicates that gateway 18 should perform echo
cancellation on a subscriber’s telecommunication information, management moduldet®® se
one of echo cancellation modules 106 to service the subsgriber.
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computer programmed to perform thiésclosed algorithm.”)Here, as set forth above, the
“packetization modules 110” and the “echo cancellation modules“ifflemented on separate
printed circuit boardsare speciapurpose hardware, not genepairpose processorSee’427
Patent al3:37-55seealso id.at 15:21-36 & 16:3-33.

At the July 16, 2015 hearing, Plaintiff argued that there can be modules that are
“reasonably seiftontained”but that are not on “separate printed circuit board427 Patent
at13:37-55Although the phrase “reasonably sshtained” perhaps describes a property of a
structure, “reasonably setbntained” is not itself a particular structure or class of struciine.
Court therefore rejects Plaintiffapparentargument that implementing moles on separate
printed circuit boards is a ndimiting exemplarysub-embodimenSee€427 Patent al3:37-55.

As to the telecommunications interface module. ” term, by contrast, the “prefix” that
appears before a purported nonce word may imgiauttural meaningSeeWilliamson 2015
WL 3687459, at *8 (“the presence of modifiers can change the meaning of ‘modkiether,
“the essential inquiry is not merely the pregeacabsence of the word ‘meabsit whether the
words of the claim are understood by persons of ordinary skill in the art to have astlfici
definite meaning as the name for structurel., at*6 (citing Greenberg v. Ethicon Eneo
Surgery, Ing. 91 F.3d 1580, 1583 (Fed. Cir. 1996eeGreenberg 91 F.3dat 1583 pecause
“detent mechanismtefers toa type of device withraunderstod meaning in the mechanical
arts, termwas nota meangplus-function term); see alsoid. (“[T] he fact that a particular
mechanism-here ‘detent mechanismis defined in functional terms is not sufficient to convert
a claim element contaimg that term into ameans forperforming a specified functiowithin
the meaning of section 112(®lany devices take their namé®sm the functions they perform.

The amples are innumerable, such as ‘filter,” ‘brakegfamp,” ‘screwdriver,” or ‘lock.”™).
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Here, the word “interface” connotes structweech that the “telecommunications interface
module ...” term is not a meanglusfunction term Defendants have not gued for any
construction apart from their meapkisfunction arguments as to this tersp no further
construction is necessary.

The Court therefore hereby construes these disputed terms as set forth itowiadol

chart:

Term Construction
“telecommunications interface module[s] 35U.S.C. § 112, 1 6 does not apply
operable to...”

Plain and ordinary meaning
(427 Patent, Claims 1, 12 & 28;
'984 Patent, Claim 7)

“packetization module[s] operableto...” This is a meansplus-function term
governed under 35 U.S.C. § 112, T 6.
(427 Patent, Claims 1, 12 & 28;
'984 Patent, Claims 1 & 7) Function:

“receiving first/second data packets
from a first/second broadband network
using a first/second data communications
protocol and extractingfirst/second
telecommunication information associated
with a first/second subscriber from the
first/second data packet$

Corresponding Strudure:

“packetization modules 110
implemented on a separate printed circuit
board; and equivalents thereof”

- 27 -



“echo cancellation module[s] operable to .

(427 Patent, Claims 11 & 37;
'984 Patent, Claim 6)

This is a meansplus-function term
governedunder 35 U.S.C. § 112, 1 6.

Function:

“performing echo cancellation on the
first telecommunication information but
not the secondelecommunication
information (427 Patent, Claim 11;

'984 Patent, Claim 6

“performing echo cancellation on the
telecommunication information according
to whether the subscriber’s profile
indicates that the echo cancellation
module should perform echo cancellation
on the subscriber’s telecommunication
information” (427 Patent, Claim 37)

Corresponding Structure:

“echo cancellation modules 106
implemented on a separate printed circuit
board; and equivalents thereof”

B. “the [first / second] telecommunication interfaceé

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

“No construction necessary; this claim
language doesot require construction and
should be accorded its plain and ordinary
meaning.”

Indefinite for lack of antecedent basis

Dkt. No. 248 at 10. The parties submhiat theseéerms appean Claim 6 of the 427 Patent.

Shortly before the start of the July 16, 2015 hearing, the Court provided the parties with

the following preliminary construction$The antecedent basis for ‘the first telecommunication

interface’ in Claim 6 is ‘a first telecommunication interface format’ in Clajnmand the

antecedentbasis for ‘the second telecommunication interface’

telecommunication interface format’ in Claim 1.”
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At the July 16, 2015 hearing, the parties rested on their briefing and presented no oral
argument as tthis disputed term.

(1) The Parties’ Positions

Defendants argue that “since claim 1 recites telecommunication interfadelesand
formats but not telecommunicatianterfacesalone, there is nexplicit antecedent basis fahe
[first / second] telecommunicationterface in claim 6.” Dkt. No. 248 at 1811 (square brackets
Defendants’) For example, Defendants urge that “[ijt is not clear whether ‘the first
telecommunication interface’ in claim 6 refers to ‘a first telecommunication inteidacat’ or
a first one of the ‘one or more telecommunication interface modules’ in clailah. 1.”

Plaintiff responds: “The antecedent basis of the ‘[first / second] telecoitation
interface’ of Claim 6 is the ‘[first / second] telecommunication interface forofaClaim 1.”
Dkt. No. 270 at 8 (square brackets PlaintiffB)aintiff also argues that this antecedent basis is
clear from the prosecution histoiyl. at 9-10.

(2) Analysis

The disputed tersiappeain Claim 6 of the '427 Patent, which depends from Claim 5,
which in turn depends fror@laim 1 Claims 1, 5, and 6of the ‘427 Patentecite (emphasis
added):

1. A gateway for communicating telecommunication information, ccmgyi

one or more packetization modules operable to receive first data packets
from a first broadbash network using a first data communications protocol and to
extract first telecommunication information associated with a first subsérie

the first data packets, the packetization modules further operable to receive

second data packets from a secdmdadband network using a second data

communication protocol and to extract second telecommunication information
associated with a second subscriber from the second data packets, wherein the
first and second broadband networks include any of digital shbsdine, cable,

and wireless platforms, wherein the first and second data communication

protocols includes any of Internet Protocol, Asynchronous Transfer Mode, and
Frame Relay protocols; and
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one or more telecommunication interface moduleperable to
communicate the first telecommunication information to a telecommunication
network usinga first telecommunication interface formadsociated with the first
subscriber and to communicate the second telecommunication information to the
telecommunication network usin@ second telecommunication interface format
associated with the second subscriber, the first and second telecommunication
interface formats including any of G803, TR8, SS7, V5, ISDN, and unbundled
analog lines.

* % %

5. The gaeway of claim 1, further comprising one or more compression modules
operable to deompress the first telecommunication information using a first
compression algorithm associated with the first subscriber anddonderess the

second telecommunication information using a second compression algorithm

associated with the second subscriber.

6. The gateway of claim 5, further comprising a memory operable to stais a fi

subscriber profile associating the first subscriber withfirst telecommunication

interface and the first compression algorithm and a second subscriber profile
associating the second subscriber wthk second telecommunication interface

and the second compression algorithm.

On balancethe claim language is sufficiently clear thla¢ antecedent basis for “the first
telecommunication interface” in Claim 6 is “a first telecommunication interface format”
Claim1, and likewise the antecedent basis for “the second telecommunication interface” in
Claim 6 is “a second telecommunication interface format” in Clait8ekEnergizer Holdings
Inc. v. Int'l Trade Comm’n435 F.3d 13661371 (Fed. Cir. 2006 holding that ‘an anode gel
comprised of zinc as the active anode compdnamalvided implicit antecedent basis for “said
zinc anode); see alsoEx Parte Porter25 U.S.P.Q. 2dBNA) 1144, 1145B.P.A.l. 1992)(“The
term ‘the controlled fluid’ .. finds reasonable antecederdsls in the previously recited
‘controlled stream of fluid ...”); Manual for Patent Examining Procedu®@ 2173.05(e)

(9th ed., Mar. 2014) (noting that “the failure to provide explicit antecedent basis for deess

not always render a claim indefinite”).
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This conclusion is reinforced by the prosecution history, which reveals that whereas
originally the atecedent basis for the disputed terms in Claim 6 was explicit, the patentee added
the word “format” to Claim 1 but did add that word to Clains6eDkt. No. 270, Ex. 9, May9,

2005 Response to Examiner’'s Actiah 2-3. Further, abov@uoted Claim 1 reas ‘GR-303,
TR-8, SS7, V5, ISDN, and unbundled analog lihagich are referred to in the specification as
“telecommunication interface[spwithout the word “format.”427 Patent at 6:230. Finally,
surrounding claim language provides probative contaxparticular the recitals of “associated
with the [first / second] subscriber” in Claim 1 and “associating with tiret [f second]
subscriber” in Claim 6See Phillips415 F.3d at 1314 (“the context in which a term is used in the
asserted claim can leghly instructive”).

The Court accordingly hereby finds that the antecedent basis“ther first
telecommunication interface”in Claim 6 is“a first telecommunication interface format” in
Claim1, and the antecedent basis ‘filve second telecommunication interface’in Claim 6 is
“a second telecommunication interface format’in Claim 1.

VI.DISPUTED TERMS IN U.S. PATENT NO. 6,885,658

The '658 Patent, titled “Method and Apparatus for Interworking Between Internet
Protocol (IP) Telephony Protocols,” issued on April 26, 2005, and bguaisrity date of June 7,
1999. The Abstract of th&58 Patent states:

A method and an apparatus for interworking between internet protocol (IP)
telephony protocols includes a call servidre call server includes a first protocol
agent for communicating with a first protocol device according to a first protocol.
A second protocol agent communicates with a second protocol device according
to a second protocohn interworking agent provides functions usable by the first
and second protocol agents to communicate with each other according to a third
protocol. The third protocol is a superset of functions provitgdthe first and
second protocols.

-31-



A. “an interworking agent for providing functions usable by the first and second protcol

agents to communicate with each other according to a third protocol, the funcis
provided by the third protocol being a superset of functions provided by the fitsand

second IP telephony protocols, said interworking agent further adapted to detmine that a
first parameter associated with the first IP telephony protocol does not npato the second
IP telephony protocol and communcating first parameter to the second protocdl and

“a [first / second] protocol agent for communicating with a [first / seconflinternet protocol

(IP) telephony device according to a [first / second] IP telephony protocol

“an interworking agent for provi ding functions usable by the first and second protocol
agents to communicate with each other according to a third protocol, the funocins
provided by the third protocol being a superset of functions provided by the fitsand
second IP telephony protocolssaid interworking agent further adapted to determine that a
first parameter associated with the first IP telephony protocol does nanhap to the second
IP telephony protocol and communicating first parameter to the second protat”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

No construction necessary; this claim langug
does not require construction and should be
accorded its plain and ordinary meaning.

This is a meanplus-functiontermgoverned
under 35 U.S.C. § 112, 1 6.

Function:
“(2) providing functions usable by the firs
and second protocol agents to communicate
with each other according to a third protocol
the functions provided by the third protocol
being a superset of functions provided by th
first and second IP telephony protocols, and
(2) determining that a first parameter
associated with the first IP telephony protoce
does not map to the second IP telephony
protocol and communicating first parameter
the second protocol agent without alteration

Structure:
“no sufficient structure disclosed;
indefinite”

—

11°}

O
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“a [first / second] protocol agent for communicating with a [first / secod] internet protocol
(IP) telephony device according to a [first / second] IP telephony protocol

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary; this claim langug These araneansplus-functionterms governed
does not require construction and should be| under 35 U.S.C. § 112, 6.

accorded its plain and ordinary meaning.
Function:

“communicating with a [first / second]
internetprotocol (IP) telephony device
according to a [first / second] IP telephony
protocol”

Structure:
“no sufficient structure disclosed;
indefinite”

Dkt. No. 248 at 12-18 The parties submthat theseerms appean Claim 1 of the '658 Patent.
Shortly before the start of the July 16, 2015 hearing, the Court provided the parties with
the following preliminary construction for these disputed terms: “Plain andasgdmeaning.”

(1) The Paiies’ Positions

Defendants argue that these are mgansfunction terms, despite the absence of the
word “means,” because “they ‘recite[] function without reciting sufficiettucture for
performirg that function.””Dkt. No. 248 at 13quotingMass.Inst. of Tech. v. Abacus Software
462 F.3d 1344, 1353 (Fed. Cir. 2006); citiRgbert Bosch, LLC v. Snd&n, Inc, 769 F.3d
1094, 1097 (Fed. Cir. 20143iting Williamson 2015 WL 3687459 In particular, Defendants

argue that “‘agent’ is nonce word that does not connote any particular structure aatdeis

defined by the functioit is to perform.”Dkt. No. 248 at 14“[N]othing in claim 1 recites any

® Plaintiff agrees that, if the Court finds that these are mphsfunction terms, then the
clamed functions are as Defendants have set fo@bmpareDkt. No. 248 at 1213 with Dkt.
No. 270 at 15 n.7.
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structure for performing the claimed functions,” Defendants argue, “nor is *agestognized
strudural element in the telecommunications fieldd. Defendants conclude that the
specification fails to disclose any corresponding structure, such asttalgorby which the
claimed functions could be carried out by a gerpuapose computerand sothe dsputed
“agent” terms are indefinit&ee idat 16—-17.

Plaintiff respondsthat the presumption against meghssfunction treatment is not
overcome because “[tlhe term ‘agentinnotes structure and is not acadled ‘nonce’word.”
Dkt. No. 270 at 12Plaintiff submits, for example, that “[o]ne way in which the specification
shows that the interworking agent is a structural element is by explaining thatettveorking
agent interacts and communicates with other components of the call sédveat” 12—13.
Plaintiff likewise submits that “[o]Jne way in which the specification shows thaptbtcol
agents are structural elements is by explaining that the protocol agentdiace cbsnponents of
the call server that communicate with other call seceanponents and each otheld. at 13.
Plaintiff thusurges thaWilliamsonis distinguishable because there the claims andvttigen
descriptiondid not “describe how the [term] interacts with other components . . . in a way that
might inform the structural character of the limitatiorquestion or otherwise impart structure.”
Id. at 14 (quoting 2015 WL 3687459, at *@ternatively, Plaintiff agues that even if these are
found to be meanglusfunction terms, the specification sets forth sufficient corresponding
structure Dkt. No. 270 at 15-17.

At the July 16, 2015 hearing, Defendants argued that “agent” refers to software for
performing a secified function, and Defendants urged that software is not structural (atoleast

purposes of 35 U.S.(8 112, 16) unless coupled with specialirpose hardwarePRlaintiff
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responded that software candiricture, and Plaintiff reiterated that the téagent” refers to a
class of software structures known to a person of ordinary skill in the art.

(2) Analysis

Claim 1 of the ‘658 Patemécites:

1. A call server comprising:

(a) a fir] st protocol agent for communicating with a first internet protocol

(IP) telephony device according to a first IP telephony protocol;

(b) a second protocol agent for communicating with a second IP telephony
device according to a second IP telephony protocol; and
(c) an interworking agent for providing functions usablethwy first and

second protocol agents to communicate with each other according to a third
protocol, the functions provided by the third protocol being a superset of
functions provided by the first and second IP telephony protocols, said
interworking agenfurther adapted to determine that a first parameter associated
with the first IP telephony protocol does not map to the second IP telephony
protocol and communicating first parameter to the second protocol agent without
alteration.

The disputed claim lagyuage itself supports Plaintiff's position that a person of ordinary
skill in the art would understand “agent” as a paféicsoftware structure, and the claim and the
specification provide context as to theputs and outputs” and how the agentgéract[] with
other components. .in a way that . . inform[s] the structural character of the limitation
qguestion or otherwise impfst structure” Williamson 2015 WL 3687459, at *8Although
Defendants urge that “agents” are disclosed in geeication only in terms of functiors¢e,
e.g.,'658 Patent aB:9-20, 4.66-5:61& 9:58-10:3, the specification implies that “agents” are a
recognized software structurgee idat 5:3340 (“In a preferred embodiment of the invention,
the interworkingagent is divided into separate software components’); see alsad. at5:45—
61 (“By allowing the protocol agents to reside on separate machines, the interwagants

according to embodiments of the present invention allow efficient division of cakgsiog

functions.”) id. at4:4647 & 4:66-5:1 (“[t}he call server is a software entity.in which the
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call processing functions.. are separated into call agentd. at 6:22—25(“[l] nterworking
agents according to embodiments of the present inveatimmunicate with each othdr id. at
12:3—-23& 19:18-43(similar).

Also of note, Plaintiff has cited @ecisionin which the Court of Appeals for the Federal
Circuit construed an “agent” term Wwaut anyapparenargument or suggestion that the term was
a meangplusfunction term.See In re Thrift298 F.3d 1357, 1364 (Fed. Cir. 20029rfstruing
“speech user agent’plthough Defendants responded at the July 16, 2015 hearing that the term
at issee inInre Thrift did not involve an agent for performing a specified functlare Thrift
nonetheless provides additional confirmation that the term “agent” connatetsistrto a person
of ordinary skill in the art.

Defendantdurther submit that “[fthe patent figures similarly show the interworking and
protocolagents as nothing more than generic, unaddofezk boxes with no structural detail
Dkt. No0.248 at 1415. This argumentis primarily applicable to the issue of whether the
specification dscloses sufficient corresponding structure, and that issue arises onbrifi &t
found to be a mearndus{function term.Seeg e.g.,Apple 757 F.3dat 1296-97 (noting that these
inquiries are “distinct”).This is also true as to Defendants’ argumtat the specification
discloses no algorithms for implementing the agelmstead, evaluation of whether a term
connotes structure can take into consideration all relevant evidence, inclytlingie evidence.
See idat 1298 (“The correct inquiry, when ‘means’absent from a limitation, is whether the
limitation, read in light of the remaining claim language, specification, prosedustory, and
relevant extrinsic evidence, has sufficiently definite structure tasopef ordinary skill in the

art.”).
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As to extrinsic evidencePlaintiff has submitted technical dictionary definitions, a
brochure, and a book as additional evidence that “agent” has structural m&eaebgt. No.
270, Ex. 12 Dictionary of Computer Science Engineering & Technol@g8y(2001) (defining
“agent” as “(1) a computational entity that acts on behalf of other estiiean autonomous
fashion. (2) in the clientserver model, the part of the system that performs information
preparation and exchange on behalf of a cliensewer’); see alsoid., Ex. 13 Microsoft
Computer Dictionaryl8-19 (4th ed. 1999) (defining “agent”:d4. A program that performs a
background task for a user and reports to the user when the task is done or some expécted eve
has taken place. . . . B client/server applications, a process that mediates between the client
and the serve.’

Also, Plaintiff's expert opines in summary:

[O]ne of ordinary skill in the art would understand that the '658 Patent uses the

term “interworking agent” taefer to a structural componenthis is because

interworking agents are components that are connected to other components of a

call server (such as other protocol agents), they can be accessed by other

components such that those components can execwgepanate machines, and

they can communicate with each oth€hus, one of ordinary skill in the art

would understand that “interworking agent” is a term that refers to sufficient

definite structure in the '658 Patent such that it is not a meangypiassn term.
Dkt. No. 270, Ex. 3, Nov. 25, 2014 Lipoff Rebuttal Decl. at 1 4@& id.at 402 (similar as to
“protocol agent”).

Thus, in light of the abovdiscussed intrinsic and extrinsic evidence, Defendants have

failed to overcome the presumptidmat the disputed terms are not mephs{function terms.

SeeWilliamson 2015 WL 3687459, at *6Unlike the ‘packetization module . ”.and “echo

"Seealsoid., Ex. 14 at 2 & 6jd., Ex. 15 at 7 & 26. At the July 16, 2015 hearing, Defendants
argued that the brochure and the book should not be considered because both are dated in 2013,
long after the relevant dates of the '658 Pate&3ge idat Exs. 14 & 15. Because this brochure

and this book have not significantly affected the Court’s analysis, the Court needahe res

their relevance.
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cancellation module ...” terms addressed above, which could refer to any structure that
performs the claimed function, the “agent” terms refer to particularedagsoftware structures
that Plaintiff has d@onstrated areecognizedn the art, as set forth aboveven assuming for
the sake of argument that the “agent” classes of structurés@nen purey in terms of function,

as Defendants urgstructure can be defined in terms of functi®ae Greenberg 91 F.3dat
1583 (“[T] he fact that a particular mechanisfhere ‘detent mechanispis defined in
functional terms is not sufficient to convert a claim element containing that term inteaas

for performing a specified functioithin the meaning of section 112(8lany devices take
their namedrom the functions they perfornihe examples are innumerable, such as filter,’
‘brake,” ‘clamp,’ ‘screwdriver,” or ‘lock.”). Further, Defendants have not identified any
authority that supports their abemeted argument at the July 16, 2015 hearing that software
limitations are necessarily subject to 35 U.8Q12, 16 unless coupled with specialirpose
hardware.

The Court therefore hereby expressly rejects Defendants’ proposaldi¢hdisputed
terms are mearnslusfunction terms.No further construction is necessaBeeU.S. Surgical
Corp. v. Ethicon, In¢.103 F.3d 1554, 1568 (Fed. Cir. 1997 laim construction is a matter of
resolution of disputed meanings and technical scope, to clarify and when necessguiain
what the patentee covered by the claims, for use in the determination agjanigntlt is not an
obligatory exercise in dundancy’); see alsoO2 Micro Int'l Ltd. v. Beyond Innovation Tech.
Co, 521 F.3d 1351, 1362 (Fed. Cir. 20QgPD]istrict courts are not (and should not be) required
to construe everyimitation present in a patest'asserted claini$; Finjan, Inc. v. 8cure
Computing Corp.626 F.3d 1197, 1207 (Fed. Cir. 2010) (“Unli®2 Micro, where the court

failed to resolve the parties’ quarrel, the district court rejected Defendantstruction.”).
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The Court accordingly herebyconstrues“an interworking agent for providing
functions usable by the first and second protocol agents to communicate withah other
according to a third protocol, the functions provided by the third protocol beng a superset
of functions provided by the first and second IP telephony mtocols, said interworking
agent further adapted to determine that a first parameter associated with #n first IP
telephony protocol does not map to the second IP telephony protocol and comntating
first parameter to the second protocol” and “a [first / second] protocol agent for
communicating with a [first / second] internet protocol (IP) telephonydevice according to a
[first / second] IP telephony protocol”to have theiplain meaning.

VIl. CONCLUSION

The Court adopts the constructions set forth in this opinion for the disienies of the
patentsin-suit.

The parties are ordered that they may not refer, directly or indirectlgach other’s
claim construction positions in the presence of the juiyewise, the parties are ordered to
refrain frommentioning any portion of this opinion, other than the actual definitions adopted by
the Court, in the presence of the julyny reference to claim construction proceedings is limited
to informing the jury of the definitions adopted by the Court.

SIGNED this 6th day of August, 2015.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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