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IN THE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

GENBAND US LLC

V- Case No. 2:14-cv-33-JRG-RSP

METASWITCH NETWORKS CORP., ET
AL.

w W W W W W

ORDER ONMOTIONSTO STRIKE

Before the Court is a Motion to Strike tB&pert Reports of Dr. Robert Akl and Dr. Tim
Williams on Essentiality filed by PlaintifGenband US LLC (“Genband”) (Dkt. No. 259). Also
before the Court is Genband’s Motion to Strike Testimony on Non-Infringing Alternatives. (Dkt.
No. 260).

These are noDaubert motions under Fed. R. Evid02. Instead, both motions are
premised on the argument that Metaswitchiwdeks Ltd and Metaswitch Networks Corp.
(collectively “Metaswitch”) failed to timely discie its contentions in éhcourse of discovery.
LLLAW

A party “who has responded to an interriogg . . . must supplement or correct its
disclosure or response . . . in a timely mannerafgarty learns that in see material respect, the
disclosure or response is incomplete or incay@ad if the additionadr corrective information
has not otherwise been made known to thergihgies during the discovery process or in
writing.” Fed. R. Civ. P. 26(e)(1)f a party fails to providénformation as required by Rule
26(a) or (e), the party is natlowed to use that informatiar witness to supply evidence on a
motion, at a hearing, or at a triahless the failure was substantially justified or is harmless. Fed.

R. Civ. P. 37(c)(1).
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A court considers four factein determining whether a Ru2é violation is harmless: (1)
the party’s explanation, if any, for its failuredsclose the informatiom a timely manner; (2)
the prejudice to the opposing party if the evidesamitted; (3) the possibility of curing such
prejudice by granting aontinuance; and (4) the portance of the evidencBee Texas A & M
Research Found. v. Magna Transp. Jr838 F.3d 394, 402 (5th Cir. 2003). Courts have broad
discretion in determining whether torad expert submissions under Rule 37@)rleson v. Tex.
Dep’t of Criminal Justice393 F.3d 577, 583 (5th Cir. 2004).

The Federal Rules contemm@ahat contention interrogates need not necessarily be
answered early in a casgeeFed. R. Civ. Proc. 33(a)(2); ses@Rule 33 advisory committee’s
note (1970 amendment, subdivision (b)) (“Sindefirogatories involvingnixed questions of
law and fact may create disputes between the pawtiech are best resolved after much or all of
the other discovery has been completed, the coarpeessly authorized to defer an answer”). In
responding to interrogatories, a pad “not required [] to didose its experts’ opinions in
advance of the deadline for serving expert repois€ Beneficial Innovatns, Inc. v. AOL LLC
Case No. 2:07-cv-555, Dkt. No. 2601afE.D. Tex. May 26, 2010) (Dkt. No. 258ge also IP
Innovation L.L.C. v. Sharp Cor®19 F.R.D. 427, 430 (N.D. Ill. 2003) (“Plaintiffs’ request for
an invalidity analysis before Sharp is regdito produce its expert report is denied as
premature”);Duncan v. Chevron U.S.A., In@011 U.S. Dist. LEXIS 63707 at *10-11 (E.D. La.
June 15, 2011) (discovery seeking disclosure of expert opinions and bases for such opinions was

premature in light of expert disdore deadline imposed by the Court).



[I.ANALYSIS

A. Standar ds Essentiality Opinions

On April 16, 2014, GENBAND propounded Integatory No. 6, which sought
information about whether Metaswitch contendeat #iny claims of the asserted claims were
essential to the practice of any standard:

State your entire factual basis for aogntention you have that GENBAND is

subject to a FRAND/RAND commitmeénincluding identifying the standard

setting organization, the relevant stamfathe claims of any of the Asserted

Patents that you believe are essentiahtplementation of that standard and the

portion of that standard that you contesay such claims are essential to, all

reasons why you contend any such clainessential to imgmentation of that
standard, specifically how youowrtend GENBAND undertook any such

FRAND/RAND commitment, and what ydaelieve the relevant FRAND/RAND

rate is.

(Dkt. No. 259-2 at 8). Metaswitch servedspenses and supplemental responses to this
interrogatory, culminating in a response onyMa 2015 (the day before the close of fact
discovery) that identified approximately 75 stards “including each of the standards discussed
in [] Metaswitch’s expert reportsSeg(Dkt. No. 259 at 8).

When it received Metaswitch’'s May 5, 20iésponse, Genband did not file a motion
arguing that the response was deifitior late, and there is noigence in the read indicating
that Metaswitch could have served its respaedier. Accordingly, th&Court has no reason to
conclude that Metaswitch’s n@gense was untimely. The only reimag question is whether it
was sufficiently complete.

Parties are not required to disclose the itdetaf expert opinions prior to the expert
disclosure deadline. However, a party must gteviair notice of its contentions when this

information is sought during skkovery. Metaswitch was thereforequired to disclose the

standards it contends are esg@nwhich it did. Metaswitch was not required to disclose the



details of the analysis its experts would subsetiyeely upon to rendetheir opinions that these
standards are essential.

Accordingly, the Court finds that the essalily opinions disclsed in the May 8, 2015
expert reports of Dr. Akl and Dr. Williamsgvere sufficiently disclosed during discovery.
Moreover, Genband had a full and fapportunity to inquie into the details ahese essentiality
opinions during expert discovery. The Catdetlines to exclude these opinions.

Genband also argues that thepgmuted “rebuttal” opinions obDr. Akl, served June 19,
2015, are untimely. These opinions were served rtie a month after the expert disclosure
deadline. The opinions concern thikeged standards-essentialityatdims 70 and 92 of the '971
Patent. (Dkt. No. 259-9). Althougtharacterized as “rebuttafipinions, Dr. Akl's opinions on
standards essentiality do nqipear to address or rebut theropn of any other expert, other
than to note that “Dr. Beckmann has not pded any opinions regarding claim 21 of the ‘971
patent.” (d. at  211).

Dr. Akl's June Report was not timely dissed, but an untimely expert report is
nevertheless admissible if the party offering it demonstrgdesl cause under the four factor
Primrosetest. Primrose Operating Co. v. Nat'l Am. Ins. C882 F.3d 546, 563-64 (5th Cir.
2004) (“(1) the importance of the evidence; {t® prejudice to the opposing party of including
the evidence; (3) the possibility of curing sumrejudice by granting aontinuance; and (4) the
explanation for the partyfailure to disclose”).

Metaswitch’s justification for serving Dr. Akl's report after the expert disclosure deadline
is that Genband dropped claim 21 of the '971eR@a (Dkt. No. 324 ab). Dr. Akl discussed
claim 21 in his opening report and opined thatel&il showed that the '971 Patent is standard-

essential. (Dkt. No. 259-7 at 1 54). Genband arthegsDr. Akl should have opined about claims



70 and 92 in his opening repas well. (Dkt. No. 302 at 7However, Genband identifies no
evidence of actual prejudice. Genband was awateDh Akl would opine that the '971 patent
was standards-essential, and ribeord indicates that Genband was able to ask Dr. Akl about his
late-disclosed opinions at his degmsi. (Dkt. No. 259-11 at 220:1-221:3).
Because Metaswitch offers sonustification for its late disclosure and explains why Dr.
Akl’'s late opinions are necessary, and becassaband does not appear to have suffered any
prejudice, the Court holds thtte late disclosure of Dr. Ak June report was harmless under
Primroseand therefore declines to strike it.
B. Non-Infringing Alter natives Opinions
On January 15, 2015, GENBAND propoundkderrogatory No. 16, which asked
Metaswitch to identify “design-arounds’leded to be non-infringing alternatives:
Separately for each of the Asserted Patents, identify and describe in detail any
alleged design-around or alternativehieglogy or method (“design-around”) that
You allege can be used as alternative to claimediBject matter of the asserted
claims of the Asserted Patents, includi(@) a description othe alleged design-
around; (b) when and how the allégalesign-around was developed; (c)
individuals involved indeveloping the alleged design-around, including an
identification of their titts and departments if they are or were Metaswitch
employees; (d) when the alleged desagound was available for use, and the
costs associated with implementatiomdause of the alleged design-around; (e)
whether the alleged design-around is ipooated or utilized by the Metaswitch
Accused Products and, if so, the datewhich each Metaswitch Accused Product
incorporated or utilizethe alleged design-around.
(Dkt. No. 260-2 at 9). Metaswitch served a response identifying its own accused products as non-
infringing alternatives (becausdéetaswitch contends they do niofringe), and also identified
the prior art in its invalidity @ntentions as potential non-infrimgy alternatives. (Dkt. No. 260 at
at 6). On May 5 and May 6 2015, Metaswitchivee supplemental interrogatory responses

outlining a variety of hypotheticalesign-arounds and providing some information about how

these designs might be implemented. (D¥o. 260-4 at 50-59; Dkt. No. 301-4 at 145-48).



Metaswitch’s experts Dr. Akl, Dr. Williams,nd Mr. Gunderson offer opinions about some of
these alleged design-aroun@@kt. No. 278 at 5).

The facts and arguments Genband relies @upgort its Motion to $ike non-infringing
alternatives closely parallehase addressed above for Genbandotion to Stike regarding
standards essentiality. As with Genband’sedrogatory No. 6, there is no evidence that
Metaswitch could have served issponse to InterrogatoNo. 16 responses earlier than it did,
and Genband never moved the Court for reldfen it received Metaswitch’s responses.
Metaswitch’s interrogatory responses provilgficient notice to Genband of Metaswitch’s
contentions, and Genband was not entitled to tteildd analyses of Metaswitch’s experts prior
to the expert disclosure deadline.

Genband points out that Metaswitch’s 30(b){@nhesses testified they were not aware of
any design-arounds. (Dkt. No. 260 at 8-10). But it appears these witnesses were questioned
about “[n]oninfringing alternaties considered, planned, orglemented” by Metaswitch. (Dkt.
No. 278 at 14). That Metaswitch testified itddnot consider, plan, or implement any non-
infringing alternatives does npteclude its experts from opininlgat non-infringing alternatives
exist. The Court declines to strike Metdsh's experts’ opinionsabout non-infringing
alternatives.

[1l. CONCLUSION

Genband’s Motion to Strike the Expert Regaof Dr. Robert Akland Dr. Tim Williams
on Essentiality (Dkt. No. 259) IBENIED. Genband’s Motion to Strike Testimony on Non-
Infringing Alternatives. (Dkt. No. 260) BENIED.

SIGNED this 8th day of January, 2016.

%SQMJL_

6 ROY S.PAYNE
UNITED STATES MAGISTRATE JUDGE




