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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
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ORDER AND OPINION WITH
FINDINGS OF FACT AND CONCLUSIONS OF LAW

On March 29, 2016, the Court held a bench trial and heard evidantiés patent
infringement caseBefore the Courtire several equitablemediesand defensesised by the
Parties in addition to open questions of law under 35 U.S.C. § 101.

The first set of issues before the Court relateGenband’s request for a permanent
injunction. As part of this request, Genband fileMation to Alter or Amend the Judgment to
Include a Permanent Injunction (Dkt. No. 491r) response, Metaswitch asserts dwpiitable
defense of laches.

The second set of issues before the Court relate to equitable defenses raised by
Metaswitch the defense of lachda/hich Metaswitch contends lsaGenband from receiving a
permanent injunction and recovering yst8t damagesand unenforceability of several patents

due to the equitable doctrines of implied waiver, equitable estoppel, and ihgsiesk.
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The parties have submitted briefs, supporting documents, expert reports, and proposed
findings of fact and conclusions of law. The Court, having considered the same, novwanthkes

enters the following findings of fact and conclusions of law.
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l. FINDINGS OF FACT (“FF”)
A. The Parties

[FF1] Plaintiff Genband US LLC (“Genband”) is@elaware corporation and a real
time communications software company formed in 19@®ing a principal place of business in
Frisco, Texas(Dkt. No. 12 at 1PX4037 (“Bakewell Op. RpY at §29.)

[FF2] Genband was founded in 1999 under the name General Bandwdd#t.{20.

In 2001, General Bandwidth introducets first product, the V&O00. In 2006, General
Bandwidth was renamed Genband. In December 2009, Genbasdbmitted a bid for Nortel
Networks Inc.’s (“Nortel”) Carrier VolP and Application Solutions (“*CVASusiness, and
Genband acquired the CVAS business on May 28, 20d0at 123. Nortel's CVAS business
offered a variety of voice over packet producte.,( softswitches and media gateways),
multimedia communication servers, application servers, IMS products, optchlghs, WAN
switches and digitabased telephone switchetd. at §24. As part of the CVAS business unit
acquisition, Genband gained intellectual property assets, including five of e patents
asserted in this litigationld. at §24-25.

[FF3] Defendant Metaswitch Networks Ltd (“Metaswitch Ltd") is a privately held
communications software company formed in 1981 with its principal place of busindss in t
United Kingdom. (DX-230 at -563.)

[FF4] Metaswitch Networks Corp. (“Metaswitch Corp.”) is a wholly owned U.S.
subsidiary of Metaswitch Ltd with its principal place of business located in &mtisco,
California. (Metaswitch Networks td and Metaswitch Corp., collectively “Metaswitch{Dkt.

No. 12 at 18—4 seealso DX230 at-1608.) Metaswitch provides software solutions for voice

and data communications for telecom equipment manufacturers. Metaswitch offfegso&



softswitches,media gateways, application servers, and session border control products to
telecommunication operators. Bakewell Op. Rep. at 1 43-44.
B. The Lawsuit

[FF5] On January 21, 2014, Genband filed the original complaint in this case. Dkt.
No.1. In this complaint, Genband alleged that certain Metaswitch products infringed U.S.
Patent Nos. 6,772,210, 6,791,971, 6,885,658, 6,934,279, 7,995,589, 7,047,561, 7,184,427 and
7,990,984.1d.

1. The Patents

[FF6] Genband assertseven patents: U.S. Patent N6s791,971 (971 Patent))
6,885,658 (658 Patent”)5,934,279 (279 Patent”); 7,047,561 (561 Patent”); 7,184,427
("427 Patent”); 7,990,984 (984 Patent”gnd 7,995,589 (589 Patent{collectively, the
“patentsin-suit”).

[FF7] The '971 Patent is entitled “Method and Apparatus for Providing a
Communications Service, for Communication and for Extending Packet Network Funttibnal
PX2. The application for the '971 Patent was filed on December 1, 1999, and the '971 Patent
issued on September 14, 2004d. The inventors listed on the face of the '971 Patent are
Marwan Osman and Antoine Zoghbid. Genband assertSlaims 70, 80, and 92 of the '971
Patent.

[FF8] The '561 Patent is entitled “Firewall for ReBime Internet Applications.”

PX5. The application for the '561 Patent was filed on September 28, 2000, and the '561 Patent
issued on May 16, 2008d. The sole inventor listed on the face of the '561 Patent is Michael C.

G. Lee. Ild. Genband asser@laims 6, 17, and 20 of the '561 Patent.



[FF9] The 279 and ’'589 Patents are both entitled “Controlling Voice
Communications over a Data Network.” PX0004, PX0008. The '589 Patent is a continuation of
the '279 Patent. PX0008. The application for the '279 Patent was filed on March 13, 2000, and
the '279 Patent issued on August 23, 2005. PX0004. The application for the '589 Patent was
filed on August 23, 2005, and the '589 Patent issued on August 9, 2011. PX0008. The inventors
listed on the face of the '279 and '589 Patents are Patrick N. Sollee, David Rh,Geeegory
T. Osterhout, and Christopher L. Jessen. PX0004, PXO®#hband assertSlaim 25 of the
'279 Patent and Claim 15 of the '589 Patent.

[FF10] The ’427 and '984 Patents are both entitled “System and Method for
Communicating Telecommunicationnformation from a Broadband Network to a
Telecommunication Network.” PX0006, PX0007. The application for the '427 Patent edas fil
on November 28, 2000, and the '427 Patent issued on February 27, 2007. PX0006. The
application for the '984 Patent was filed on February 27, 2007 and issued on August 2, 2011.
PX0007. The inventors listed on the face of the '427 and '984 Patents are A. J. Paul Carew and
Brendon W. Mills. PX0006, PX0007Genband asser@Glaim 1 of the '427 Patent and Claim 1
of the '984Patent.

[FF11] The '658 Patent is entitled “Method and Apparatus for Interworking Between
Internet Protocol (IP) Telephony Protocols.” PX0003. The application for the '658t Rate
filed on February 18, 2000, and the '658 Patent issued on April 26, 2005. PX0003. The
inventors listed on the face of the '658 Patent are David P. Ress, Xuewen Li, Déngarmd,
and Gregory Robert Utas. PX0003. Genband asserts Claims 1 and 11 of the '658 Patent.

[FF12] The ’'658 Patent claims are directed towards the practice ofogmlot

interworking through the use of an abstraction or “interworking protocol.” B1&015 Expert



Report of E. Burger, § 130.) The '658 Patent involves mapping the information contaimed in a

incoming signal of an inbound signaling protocol into a mgss of an intermediary protocol,

which the '658 Patent calls an “agent interworking protocdld’) (From there, the information,

which is now represented in the format of the interworking protocol, can be mapped theny ot

protocol so that the inforation may be transmitted in an outgoing message of a desired

outbound signaling protocolld()

[FF13]

and method:

Claims 1 and 11 of the '658 Patewhich Genband assertgcite a call server

1. A call server comprising:

(@)

(b)

()

afist protocol agent for communicating with a first internet protocol (IP)
telephony device according to a first IP telephony protocol,

a second protocol agent for communicating with a second IP telephony
device according to a second IP telephonyquait and

an interworking agent for providing functions usable by the first and
second protocol agents to communicate with each other according to a
third protocol, the functions provided by the third protocol being a
superset of functions provided lke first and second IP telephony
protocols, said interworking agent further adapted to determine that a
first parameter associated with the first IP telephony protocol does not
map to the second IP telephony protocol and communicating first
parameter téhe second ptocol agent without alteration.

11.A method for interworking devices that communicate using different internet
protocol (IP) telephony protocols, the method comprising:

(@)

(b)

(€)

receiving, from a first telephony device, a first message forthatte
according to a first IP telephony protocol;

in response to receiving the first message, generating a second message,
formatted according to a second protocol, said second protocol being
distinct from said first protocol, the second message includirigast

one of a media capabilities description and media stream management
information derived from the first message,;

transmitting the second message to a second protocol agent; and



(d) in response to receiving the second message, generatimg enédssage
formatted according to a third IP telephony protocol, the third message
including at least one of the media capabilities description and media
stream management information derived from the second message.

(DX-005, '658 Patent at Claim 1, Claim 11.)

[FF14] Genband acquired the rights to enforce the patents at different times.

[FF15] Genband owned the '984 and '589 Patents at the time they issued in August
2011. PX7 and PX8. Thus, Genband first obtained rights toranfthese patents
approximately three years before the filing of this lawsuit.

[FF16] Genband acquired rights to enforce the '561, '658, '971, and the '279 Patents
in May 2010. SeePX34. Thus, Genband first obtained rights to enforce the '561, '658, '971,
and '279 Patents approximately four years before the filing of this lawsuit.

[FF17] Genband owned the '427 Patent at the time it issued on February 27, 2007.
PX6. Thus, Genband first obtained rights to enforce the '427 Patent approximately sagen ye

before theifing this lawsuit.

2. The Jury Trial

[FF18] During January 1415, 2016, the Court held a jury trial on Genband’s
infringement claims. The Jury also heard Metaswitch’s patent defenses, whichdnoturde
infringement, invalidity, and arguments that it was entitledatlicense to certain patents on
royalty-free terms. The patent claims at issue at the jury trial were:

'971 Patent: Claims 70, 80, and 92
'658 Patent: Claim1 and 11

'279 Patent: Claim 25

'589 Patent: Claim 15

'561 Patent: Claims 6, 17, and 20
'427 Patent: Claim 1

'984 Patent: Claim 1
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(Dkt. No. 465.)
[FF19] On January 15, 2016, thiry found that Metaswitch infringes all asserted

claims of Genband’'s seven patents and that those claims are \@id. No. 465, Jury
Verdict’). The Jury awarded $8,168,400 in damagéd.) (

[FF20] On January 26, 2016, the Court entered a Final Judgmeattcordance with
the jury verdict (Dkt. No. 480, “January 26, 2016 Final Judgment.”)

[FF21] OnFebruary 5, 201,Ghe Courtset aside thdanuary 26, 2016 Final Judgment
pending a final determination of Metaswitch’s equitable defense to Genbaadént
infringement claims, noting that those equitable issues would be heard in a subsequent bench
trial, and that after the bench trial, the Court woulémeerjudgment in light of both the jury’s

verdict and the bench trial. (Dkt. No. 492.)

3. The Bench Trial

[FF22] On March 28, 2016, the day before the bench trial, the Parties filed a joint
notice of stipulations for the bench triaDkt. No. 538.) As part of the stifation, the parties
agreed to waive objections to the admission of any exhibit identified on b treexhibit list
that was “preadmitted” in the jury trial in this cas@d.) The parties further agreed to waive any
hearsay objection to expert reotihat were timely served in this cadd.) The parties therefore
agreed that such expert reports are admissible as evidence in the bench trial and agoeed no
call any expert witnesses live during the bench tridl) (

[FF23] On March 29, 2016, the Court heldbanch trial on Genband'daim for a
permanent injunctign Metaswitch’s equitable defenses(including laches, implied waiver,
equitable estoppel, and implied licensa)d Metaswitch’'s defense of invalidityf the '561 and

'658 Patents under 35 U.S.C. § 101. (Dkt. No. 543.)

-11 -



[FF24] During the bench trial, the Court also took under advisement Genband’'s
motion to alter or amend the judgment to include a permanent injunction (Dkt. No. 491). The
Court also took under adviseme@enband’'s objections ttestimony Metaswitch submitted
relating to the permanent injunction and equitable defensestheedeclaration of Lance E.
Gunderson(Dkt. No. 510) the declaration ofAlastair Mitchell (Dkt. No. 511), and th
declarations of Jennifer Kagbkt. No. 545).

[FF25] Pursuant to the Court’s order, the parties filed {besichtrial briefs on April
12, 2016. (Dkt. Nos. 552, 553.)

C. Accused MetaswitchProducts

[FF26] Genband accusedletaswitchof infringing the following patent claims via

these Metaswitcproducts:

e 561 Patent Claims 6, 17, and 20:
o0 Perimeta Session Border Controll®k{. No. 470, 1/12/201®.M. Trial
Tr. at 29:20-30:16; 38:14-16; 44:15-24);
e 971 Patent Claims 70, 80, and 92:
o0 Call Feature Serverd, at 98:24-99:8; 104:23-105:24; 108:25-109:15),
o Integrated Softswitches VP2510, VP3500, VP3510, VP6010, and VP6050
(id. at 98:24-99:8; 104:23-105:24; 108:25-109:15),
0 Service Brokeri@. at 98:24-99:8; 108:25-109:15);
e 279 Patent Claim 25 and '589 Patent Claim 15:
0 MTAS platform with Accession Softwarsupporting Call Jumpid. at
122:16-19; 124:3-8),
0 MTAS platform with CommPortal Software supporting Click to Didl (
at 128:1-19; 130:15-18);
e ’'658 Patent Claims 1 and 11:
o Call Feature Serverd at 138:25-139:15; 149:20-24; 157:12-158:20),
o Integraed Softswitches VP2510, VP3500, VP3510, VP6010, and VP6050
(id.);
e ’'984 Patent Claim 1 and '427 Patent Claim 1:
o Universal Media Gateways MG2510, MG3500, MG3510, MG6010, and
MG6050 (d. at 166:10-167:2; 181:1-4; 187:17-188:7),
o Integrated Softswitches VP2510, VP3500, VP3510, VP6010, and VP6050

(id.).
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[FF27] Mr. John Lazar testified on behalf oMetaswitch that Perimeta was ot
available before July 2011. (Dkt. No. 472, 1/13/2016 P.M. Trial Tr. at 205:3—-6; PX167.)
D. Genband’s Knowledge of Metaswitchand Its Products

1. The Court finds that there wasdelay

[FF28] As early as 2001, Genband was aware of Metaswitch. The parties participated
in an interoperability consortium called Open VoB. (Dkt. No.-80%9.) Former Genband
CEO Charlie Vogt, who ran the company for eight and half years up to 2013, knasvhieh'’s
product offerings and had a general sense of the functionalities included inwhtdtgsoducts.

(Dkt. 503-4 at 37-38, 118-19.) Vogt joined Genband in July 20@4at(37.) He was aware of
Metaswitch prior to joining Genbandld()

[FF29] Genband contends that, while Genband was aware of Metaswitch prior to filing
its complaint, Genband was not aware that Metaswitch’s products infringed it$spatél just
prior to filing its original complaint.(Dkt. No. 503-2, Jarzemsky Ty at 129:47.)

[FF30] However, the Genband marketing department monitored Metaswitch press
releases regarding new Metaswitch products. .(N&t 503-2.) Upon learning of a new product,
the marketing department would conduct a competitive analysis that involved “cogpari
Genband products to Metaswitch productdd.)(

[FF31] Accordingly, Metaswitch contends that Genband has known about the accused
products, as well as the “features and services claimed by the Metaswitch produtis,tase
since at least as early as the first date that those products were announced WitdiietéiSkt.

No. 503-2.)
[FF32] The Court finds that such knowledge by tharketing department is sufficient

to show that Genband knew of these accused products.
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[FF33] The accused products were publicly disclosed at least as early as the below

dates. (Dkt. No. 502-4, “Mitchell Feb. 24, 2016 Decl.”)

Product

United States Launch Date

VP3500 Integrated Softswitch

Publicly announced in May 2002. Generally,
available October 2002.

VP3510 Integrated Softswitch

May 2004

MG3510 Universal Media Gateway

Publicly announced in June 2004. Generally
available in December 2004.

Call Feature Server

December 2004

Enhanced Application Server March 2005
MG3500 Universal Media Gateway December 2004
DC-SBC November 2005
VP2510 Integrated Softswitch January 2006
MG2510 Universal Media Gateway January 2006
CommPortal April 2007

ServiceBroker

AppTrigger’s launch of Service Broker: at
least as early as 2007

Metaswitch launch of Service Broker: March
2010

Perimeta Session Border Controllers July 2011
VP6010 Integrated Softswitch April 2012
VP6050 Integrated Softswitch July 2012
Accession Communicator February 2012
MG6010 Universal Media Gateway April 2012
MG6050 Universal Media Gateway July 2012

MetaSphere Multiservice Telephony
Application Servers

MetaSphere MTAS is a branding nhame that
includes Metaswitch’s Call Feature Server and
Enhanced Application Server. This branding
change occurred in 2007.

[FF34] The following features were publicly disclosed at least as early adaties

described below. (Dkt. No. 502-4.)
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Feature

Publicly Described

Session Border Controllerseparate handling
of signaling and media traffic

First publicly described at least as early as

2005.

Session Border Controller’s application of
packets associated with the signaling and
control channels to an application proxy and
application of packets associated with the
bearer (media) channel to a packet filter

First publicly described at least as early as

2005.

Session Border Controller’s intelligent firewa
functionality for realtime applications, such a
VolP

First publicly described at least @arly as

s2005.

The ability for softswitches and Call Feature
Servers to provide intelligent networking
services, such as tdtlee calling, using legacy
intelligent network equipment in an IP
Environment

First publicly described at least as early as

2007.

Click to dial

First publicly described at least as early as

2007.

The ability to add support for additional
protocols to its Call Feature Servers (as star
alone products and as part of an Integrated
Softswitch) by creating a mapping of the ney
protocol to a common, interworking protocol

First publicly described at least as early as

12004.

<

Communicating telecommunication
information between an IP or ATM broadbar
network and a telecommunication network
(e.g., the PSTN)

First publicly described at leaas$ early as

d002.

[FF35] Genband produced internal documents dating back to 20®ayzing

Metaswitch’s products. (Dkt. No. 503 Exs. 5-9.)

[FF36] Genband’'s engineers believed “most of the people in the space,” including

Metaswitch, were infringing Genband patents. (Dkt. No-%@8 11314.) However, Genband

did not sue Metaswitch or others companies that its engineers believed to riggngfri(d. at

120-21.) Genband’sormer CEO believed it was best to use patents “as a way of defending

ourselves” unless “we were being eliminated in our ability to fairly competgei market.” Id.

-1
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at 122:424.) Genband’s current CEO, David Walsh, testified that he personally dakliev
Metaswitch was potentially infringing in February 2011. (Dkt. No. 503-10 at 141-44.)

2. The Court finds that the minimal amount of Metaswitch’s infringing activity
and the circumstances surrounding Genband’€VAS acquisition are
sufficient to rebut any presumption or showing of unreasonable delay.

[FF37] Before Genband acquired CVAS in 2010, the only asserted patent owned by
Genband was the 427 Patel@egFF14HFF17].

[FF38] It is reasonable that Genband was not aware of and did not investigate any
possible infringement by Metaswitch of the '427 Patent because the two compangesot
major competitors and angfringement by Metaswitch was minimal. Before Genband acquired
CVAS in 2010, Mr. Lazar testified that Genband and Metaswitch had a friendipmstap:

Q. And could you tell us what the relationship was between Metaswitch and
Genband during the early to mid 2000s?

A. We'd run into them sometimegd.he relationship wasreasonably friendly.

Q. Did that change at some point in time?

A. Yeah. | mean, | think during the the mid 2000s, | knew the chief executive,
Charlie Vogt, reasonably wellVe -- we would talk to each other a couple of
times a year. would say it began to change after the CVAS acquisition.

Q. And when you saydfter the CVAS acquisitiohwhat do you mean?

A. |think it began to get a-- it began to get much, muchmore competitive.

Q. Because- and that's because Genband acquired the CVAS unit?

A. ldon't know if it's directly linked to that, but I think so.

1.13.16 p.m. Trial Tr. at 168:28. He testified that Genband and CVAS became “fierce
competitors” in 2013102014:

Q. .. .and I think that the quotation from your deposition was thdte fact that
Genband and Metaswitatere fierce competitors.

A. Yeah. Ithink as of 2013, 2014, that would be true.

Q. Prior to 2013 or 2014, did you view them d®ece competitor?

A. Less so.

1.13.16 p.m. Trial Tr. at 168:25-169:6.

[FF39] After Genband acquired CVAS,is reasonable that Genband was not aware of

and did not investigate any possible infringement by Metaswitch becauseniar@ewas pre
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occupied with absorbing the newly acquired company; (2) as a much larger comifaray
broader product portfolio, Genband did not view Metaswitch as a major competitor; and (3)
Metaswitch’s infringing activity was minimal.

[FF40] Mr. McCready Genband’s Executive Vice Presidentfestified that the
magnitude of the Nortel acquisition was significant

Q And how-- how did Genband's business change, if at all, when it acquired

CVAS?

A Well, it changed dramatically. You know, the company had effectivety on

main product line.

Now, it had a broad portfolio of products. The number of employees increased
by a factor of, | think, four or fivémes, so did the revenue. Primarily, sales had
been to these large integrators in the United States.

Now, Genbandhad hundreds of companies pardon me-- hundreds of
customers that it was servicing directly, and around the world, it becarmbal gl
company in that step. It was truly transformational.

(3/29/2016 Bench Trial Tr., Dkt. No. 542, at 73:12-23.)

[FF41] Genbant former CEO Mr. Vogt testified thags of 2008, Genband did not
consider Metaswitch one of the two competitors for the SBC m48428/2016 Bench Trial Tr.,
Dkt. No. 542, at 206:24-207:2.)

E. Nortel’s History and Knowledge of Metaswitch’s Products
1. The Court finds that the minimal amount of Metaswitch’s infringing activity

and the circumstances surrounding Nortel’'s bankruptcy are sufficient to
rebut any presumption or showing of unreasonable delay.

[FF42] To the extent that Nortel had or should have had knowledge of Metaswitch’s
infringement, Genband has rebutted the presumption that any delay in filing suit was
unreasonable. The Court finds that the minimal amount of Metaswitch’s infringtngty and
Nortel's bankruptcy are sufficient to put the existence of any presumed delay intmegenui

dispute.
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[FF43] In 2000, Nortel held a leading position in optical systems and the Internet and
communications field. Bakewell Op. Rpt. aB% When Nortel owned the '561, '658, 971,
'279, and '589 Patents, Metaswitch was small, and Nortel did not view Metaswitch @sra m
competitor. It is reasonable that Nortel was not aware of and did not inveshgapessible
infringement by Metaswitch.

[FF44] Nortel has known about Metaswitch and its products since at least 2002. In
2002, Metaswitch and Nortel discussed a possible merger, and Metaswitch sent doandent
a nondisclosure agreemeta Nortel describing Metaswitch’s products in depth. (Dkt. No. 505
194-9; DX-547) Following these communications, and beginning in early 2003,
representatives of Nortel conducted andapth and “complete evaluation” of at least
Metaswitch’s accused VP3500 and VP3510 products for the purpose of determining whether to
acquire Metaswith. See (Dkt. No. 5032 at 306-33; Dkt. 505.) Nortel sent employees to
Metaswitch’s facilities in the United Kingdom to learn more about Metaswitchtdupts. (Dkt.

No. 5032 at 20203) Metaswitch provided Nortel with a demonstration of its hardwdrk.a{
203; Dkt. No. 505.) Nortel was “very impressed with the thoroughness of the Metaswaitch te
(Dkt. No. 503-2 at 192.)

[FF45] Nortel negotiated for a potential license to Metaswitch technology in—2002
2006, including Metaswitch’s VP3XXX, which would include the softswitches Genband accused
of infringement in this case. (Dkt. No. 505 11 4-28; Dkt. No. 505-19; Dkt. No. 505-28.)

[FF46] Even as late as 2006, Metaswitch was a small player in terms of worldwide
market share, ne@lass 5 applications, anchedia gatways. PX399.0003. Although
Metaswitch had gained some market share in one market space (North America Class 5

softswitch market), its market share was still insignificant compared to NorteB98X002.
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[FF47] In 2006, Metaswitch itselfecognized that it @s a small player in the market,
that Nortel did ot view it as a threat, and thhkortel was not aware of its possible patent
infringement. In a April 12, 2006 email, Lancelot Robson, a Metaswitch engineed; sta

| wonder how long before Nortel considers Data Connection to be
a threat and lets the lawyers loose on us?

PX-399.0002;(3/29/2016 Bench Trial Tr., Dkt. No. 542, at ¥5P2) Dave Reekie, who was
responsible for the engineering department at the time, commented, “[T]lo&@biyrisn’'t a
whole lot we can do differently right now anyway!” F309.0001;(3/29/2016 Bench Trial Tr.,

Dkt. No. 542, at 152-53).

[FF48] Neverthelessit is reasonable that Nortel was not aware of and did not
investigate any possible infringement by Metaswitch, becausesbet2004 and 2010, Nortel
was facing significant economic challenges that ultimately euttt its bankruptcy. By 2004,
Nortel was facing significant challenges in its businéss aresult, it reduced its workforce
Those reductions totaledl, 750 employees bmid 2005. Bakewell Op. Repodt 37 In
February 2008, Nortel announced plans to reduce their workforce by an additional 2,100
positions. Id. In January 2009, the Board voted to declare bankruptcy. Nortel filed for
bankruptcy in Canada, the U.S. and the United Kingddch.at 37. Once in bankruptcy,
Nortel could not file a lawsuit withowapproval from the bankruptcy court. In April 2009, Nortel
determined that itould notfeasiblyre-emerge from bankruptcy and decided tth &g business
units. In the years that followed, Nortel divesiiself of its operations.ld. In December 2009,
Genband acquired the CVAS business unit of Nortel. By the end of 2011, most substantial
Nortel assets had been sold to other entitietlamdorporation was split into regional entities to

continue final wind down procedurek. at 37.
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[FF49] In December 2009, Genband entered into a “Stalking Horse Agreement” with
Nortel to purchase substantially all the assets of NerteVAS business, including th@71,
'658, 279, '589 and '561 Patents, the “Additional Transferred Patents.” (DX-240, DX-314.)
F. Prejudice to Metaswitch

1. Economic Prejudice

[FF50] Metaswitchcannot show that it would have avoided any increased expenditure
in making and selling the accused products if Genband had brougbadigt. Metaswitch has
not identified any specific evidence of economic prejudice.

[FF51] Metaswitch would not have changed its conduct if Genband had sued.sooner
Evenin this casgMetaswitch did change its conduct or take any action to change the design of
its products after Genband filed suit in 20IMearing Components, Inc. v. Shure @00 F.3d
1357, 1375 (Fed. CiR010) (finding no economic prejudice where the accused infringer failed to
show increased expenditures in making and selling its accused product that would have been
avoid if the patentee filed suit earlier, and the accused infringer’s reliancaarrdgringement
opinion of counsel showed that it would not have changed its conduct if the patentee filed suit
earlier, therefore affirming denial of accused infringer's JMOL nmoti@t laches applied).

[FF52] Genband served a Rule 30(b)(6) notice of deposition to Metaswitch. Topic No.
42 of that notice reads:

42.Any discussed, considered, planned, potential, or implemented designd

or noninfringing alternative to any claim of the Asserted Patents, including the

availability, acceptability, and costs aseded with each desigaround or non

infringing alternative.

Genband US LLC’s Notice of Deposition to Metaswitch Networks Ltd And Metelsw

Networks Corp. at 12. Metaswitch’s 30(b)(6) corporate designees for this tspiftede

consistently that Metastch had no plan to design around any of the asserted patents.
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[FF53] Alastair Mitchell is Metaswitch’'s senior vice president of business and
consumer solutions(1/13/2016 P.M.Trial Tr. (Mitchell), Dkt. No. 472,at 175:815.) He is
“responsible for overseeing research and development of engineeringeVierals of our
products” and “oversee[ing] also the product management teams for thosepsaghicts.”
(1/13/2016 P.M. Trial Tr. (Mitchell), Dkt. No. 472, at 175:28.) At the bench trial, Genband
presented deposition testimony from Mr. Mitchell that he was not aware oplang by
Metaswitch to change the accused functionality in response to this litigation:

QUESTION: Do you know if Metaswitch has made any efforts to change the

accused functionality in response to Genband filing this lawsuit?

ANSWER: | don't know.

QUESTION: So, in other words, you're not aware of any efforts by Metdstait

change its- the accused functionality since Genband brought this lawsuit?

ANSWER: I'm not aware of any efforts, correct.

(3/29/2016 Bench Trial Tr., Dkt. No. 542, at 15&) opposing Genband’s request for an
injunction, Mr. Mitchell submitted a Declaration admitting that Metaswitch did notnbeg
working on any desigaround untilafter the jury verdict: “Metaswitch has worked to implement
design around in the accused product lines since the jury verdict in this (ake.No. 5024 at
46.)

[FF54] Duncan Archer is Metaswitch’s Director of Product Architect{B229/2016
Bench Trial Tr, Dkt. No. 542, atl55.) At the bench trigl Genband presented deposition
testimony from Mr. Archethat he was not aware of any plans by Metaswitch to change the

design of the Universal Media Gateway in response tditigigtion:

Q. Does Metaswitch havany plans to change the design of the universal media
gateway in response to this litigation?

A. I'm not currently aware of any such plans.

(3/29/2016 Bench Trial Tr., Dkt. No. 542, at 155.)
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[FF55] Oliver Carter has been with Metaswittir fifteen years and is currently the
senior product manager for the Perimeta product. (3/29/2016 Bench Trial Tr., Dkt. No. 542, at
156.)Mr. Carter testified as Metaswitch’s 30(b)(6) witness on several technpes t@lating to
the Perimeta producincluding Topic No. 42. At his 2015 deposition, he testified that
Metaswitch had not taken any action to design around any of the asserted patents, that
Metaswitch did not have any plan to design around, and that Metaswitch had not etiéadde
ways b design around:

Q. Does Metaswitch have any plans to take any action to design around any of the

patents involved in this lawsuit?

A. Not at this point, no.

Q. Has Metaswitch identified any ways to design ardinedpatents involved in

this lawsuit?

A 'Not at this point, no.

(3/29/2016 Bench Trial Tr., Dkt. No. 542, at 156.)

[FF56] Jon Rowland is Metaswitch’s Director of Engineering. Mr. Rowland was
Metaswitch’s 30(b)(6) witness on various technical topics for the call éeatrwver and MTAS,
including Topic No. 42 for the Call Feature Server. At his deposition, which Genband presented
at the bench trial, he testified that Metaswitch had not considered changidesign of the Call

Feature Server to design around the patents asserted in this lawsuit:

QUESTION: Has Metaswitch considered changing the desig@tall feature
server in order to design around the patesterted in this lawsuit?

ANSWER:No.

(3/29/2016 Bench Trial Tr., Dkt. No. 542, at 156.)
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2. Evidentiary Prejudice

[FF57] Metaswitchhas not established any evidentiary prejudice. Metaswitch has not
detailed what specific evidence it was unable to obtain that it could have obtained laadsthie
been filed earlier. Again, Metaswitch has only proffered conclusorymstats of evidetiary
prejudice, and these are insufficient.

a) Inventor testimony

[FF58] Metaswitch alleges that some inventors failed to recall the events summgundi
their alleged invention. Metaswitch FOF, Dkt. No. 356 at  34.

[FF59] For the '561, '658, '971, '279, and '589 Patents, Genband did not rely on any
conception or reduction to practice to establish an earlier date of invention ihefdileng date
of those patents. So, there can be no prejudice. Moreover, as to the '279 and '689 Pate
Metaswitch deposed only two of the four named inventdtsis unlikely that any inventors
would have recalled more information if they had been deposed earlier in time.

[FF60] The earliest possible date Genband could have asserted the '561, 658, '971,
and '279 Patents was after Genband acquired these patents in MayS#ERX34. Genband
filed this action on January 21, 2014. (Dkt. No. Bven if these patents were asserted in May
2010,thereis no evidence in the factual record that thasentors could have recalled tgaar
old information better than fourtegmarold information.

[FF61] The earliest possible date Genband could have asserted the '427 Patent was
when it issued in February 2007. PX6. Genband filed this action on January 21, 2014. (Dkt. No.
1.) However, theres no evidence in the factual record that these inventors could have recalled
sevenyearold information better than fourteg@arold information.

[FF62] The earliest possible date Genband could have asserted theriei8889

Patens was whentheyissued in August 2011. PX7. Genband filed this action on January 21,
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2014. (Dkt. No. 1.However, theras no evidence in the factual record that these inventors could
have recalled eleveyearold information better than foteenyearold information.

b) Genband’s 30(b)(6) testimony

[FF63] Metaswitch alleges that Genband did not put forward knowledgeable 30(b)(6)
witnesses. Metaswitch FOF, Dkt. No. 356 at { 35.

[FF64] The evidentiary record indicates that Metaswitels not been prejudiced in its
attempts to obtain Genband corporate testimony. All of Genband’s 30(b)(6) segnesre
knowledgeable and reasonably preparesee, e.g.Dkt. No. 200 at 2 ( “The Court having
determined that Plaintiff designated adequaf@esentatives to testify concerning the topics at
issue, and that they were reasonably prepared concerning the knowledge of Blzontifthe
relevant topics, the motion is DENIED.”) Furthermore, there is no evidente iretord that
Metaswitch wasunable to procure testimony from any former Genband or Nortel employees
through subpoenas.

C) Mr. Vogt and events relating to damages

[FF65] Metaswitch alleges that Mr. Vogt no longer remembered details of events
relevant to damages. Metaswitch FOF, Dd. 356 at  36.

[FF66] While Mr. Vogt could not recall certain details regarding Genband’s licgnsin
practices, the evidentiary record does not establish that Metaswitch could aot this
information from its discovery of Genband or other parties. Furthee theno evidence that
any of this information is relevant or that Metaswitch’'s discovery of Gehbditensing
activities has been deficient in any respect.

[FF67] Metaswitch complains that Mr. Vogt was asked about what happecedam
Taqua patents during the divestiture from Genband and that he did not know which entity kept

these patents and did not know whether a license was given to theowmoing entity.
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Metaswitch FOF, DktNo. 356 at 186 (citing Vogt Tr., Dkt. No. 50420, at 44:745:5). But this
information is not relevant, because none of the asserted patents are Taqua-bated pat

[FF68] Metaswitch complains that Mr. Vogt did not know whether or not “Keith or
Fred would have been privy to [the valuation] discussions.” Metaswitch FOFNDKB56 a
136 (citing Vogt Tr, Dkt. No. 50420, at 141:2142:1). Mr. Vogt, however, described the
valuation proces5and the particular issue of whether or not Mr. Landau or Mr. Kemmerer were
privy to the valuation conversations is not relevant. Other witnesses could have detberibe
valuation process as well. Moreover, the Ctasspecifically ruled that Genband’s 30(b)(6)
witnesses regarding the CVAS acquisition were reasonably prep8es].e.g.Dkt. No. 200 at
2.

[FF69] Metaswitch complains that, when Mfogt was asked about whether Genband
had entered license agreements with tpadies,he answered that he was aware that various
licenseshad been granted, but he was unsure of the specifics of the negotiations or the parties
involved. Metaswitch FOFDkt. No. 356 at 86 (citing Vogt Tr. at 143:1:045:13).
Presumably, any suatelevantlicenses would have been produced in this dstegeover, Mr.

Vogt was not a 30(b)(6) witness on this topic; John McCready was the 30(b)(6) demngtie
topic of Genband'’s licensing practices/rates. Metaswitch did not allege amdipeejdue to
McCready’s lack of memory on this topic.

[FF70] The evidentiary record indicates that Metaswitch has not been prejudiced in its

attempts to obtain damagesated information.There has been no showing that Metaswitch has

been unable to obtain sufficient information from the depositions it took pursuant to these topi

! Metaswitch cannot complain that Mr. Vogt did not provide the particularriat assessment. When Mr. Vogt
stated, “I don’t think it's fair for me to say,” Metaswitclteunsel told him, “Okay. Well, | mean, sd mean, it's
okay if you-- if you don't feel comfortable saying something” Vogt. Tr., Dkt. No.-804at 139:813. In any case,
Mr. Vogt volunteered, “It was significant.” Vogt. Tr., Dkt. No. 52@, at B9:14.
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d) Nortel bankruptcy

[FF71] Metaswitch complains that the Nortel bankruptcy complicated the production
of documents. Metaswitch FOF, DINo. 356 at 137. The evidentiary record indicates that
Metaswitch has not been prejudiced in its attempts to obtain information from NBttgher,
the evidence of recordndicates that Genband has propedgmplied with its discovsy
obligations associated with Nortefee Dkt. Nos. 200 and 213. The only evidence that
Metaswitch claims that it did not receive was the Electronic Data Room. MetaswitchH®F,

No. 512 at 1L6. There is no evidence of how long the data room was maintained and whether or
not it could have been available in the past.

e) Tekelec and NextPoint

[FF72] Metaswitch complains that Genband was unable to produce documents relating
to its acquisition of Tekelec and NextPoint. Metaswitch FOF, Dkt. 356 at 38. The
evidentiary record indicates that Metaswitch has not been prejudiced in its tgttemgbtain
information regarding Genband’s acquisition of assets from Tekelec and NextRsiah initial
matter, there is nothing in the evidentiary record that indicatgghe timing of the filing of the
lawsuit has somehow affected Metaswitch’s ability to obtain this informatiomthd¥, the
evidentiary record indicates that Genband has fully complied with its discovdagatabis
regarding discovery of this information. Dkt. No. 239 at 6-7.

G. Nortel and Genband’s Involvement in CableLabs

1. Agreements between CableLabs and NNCSI

[FF73] Cable Televisions Laboratories, Inc. (“CableLabs”) and Nortel NetworkteCa

Solutions, Inc. (“NNCSI”) executed four documents relating to intellectual pgopghts:
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1. A Contribution and License Agreement for Intellectual
Property dated February 29, 2000PX272, DX089.

2. A letter agreement dated February 29, 2000. PX273.
3. A letter agreement dated Mach 2, 2000. PX274.
4, A letter agreement dated January 23, 2006. PX275.

[FF74] NNCSI executed the CableLabBNCSI IPR Agreement on February 29, 2000,
but CableLabs did not execute that agreement until March 3, 2000, after the pahssgexlc
the first two letter agreement®X272, DX089.

[FF75] On February 29, 2000, NNCSI transmitted the CableldMWESI IPR
Agreement with the first letter agreement. PX273. CableLabs’s lawyer HoRaimond
executed the letter agreement with additional handwritten comments identified bytiaés
DR. PX273.

[FF76] Both parties later signed a revised letter agreement dated March 2, 2000.
PX274.

[FF77] On March 3, 2000, CableLabs executed the CableNiSSI IPR Agreement
PX272, DX089.

[FF78] Several years later, on January 23, 2006, CableLabs and NNCSI executed a

third letter agreement confirming their understandings of the prior ¢iféements. PX275.

2 For its CableLabs license defense, Metaswitch relies on a Contributioricemsé. Agreement for Intellectual
Property executed by Nortel Networks Cable Solutions Inc. (“NNC®id)@ableLabs. PX272.000Although
Genband signed a Contributiondalicense Agreement with CableLabs, before trial Metaswitch ackngedetthat
this Agreement would not entitle Metaswitch to a license because Genbamat dign the patents that Metaswitch
claims to be standargssential at the time Genband signedAfgeeement. 10.2.15 Pretrial Conf. Tr. at 33@13.
The Court sustained Genband’s objections to introducing the GelabidLabs Agreement (DX330), and it was
not preadmitted or admitted into evidence at triae idat 40:3:11; Dkt. 463.
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2. CableLabs IPR Agreement
a) Section 1.b —‘Affiliate”

[FF79] Section 1.b of the CableLabs IPR Agreement defines “Affiliate” as inojudi
only subsidiary entities as opposed to parent entities.
[FF80] Section 1.b states:
“Affiliate” is an entity which directly or indirectly is controlled by
another entity. Control for purposes of this Agreement shall mean
beneficial ownership of more than fifty percent of the voting stock

or equity in an entity.

PX272 at 2; DX330 at 2.

[FF81] As stated above, Affiliate is limited to an entity “controlled by another entity”
and does not include an entity that controls another entity. Thus, an “Affilietkeides only
subsidiary entities as opposed @rgnt entities.

b) Section 1.e— “Licensed Claims” and the meaning of “Priority Date”

[FF82] The CableLabs agreements define “Licensed Claims” as “the claims of all
patents and patent applications, throughout the world that are entitled to ast padigty date
prior to December 31, 1999.” PX272 at 2; DX330 at 2.

[FF83] In the definition of “Licensed Claims” in Section 1.e, the term “priority date”
means the earliest filing dates to which a patent may claim pri@®ie, e.g.37 C.F.R. § 1.451
(stating that a pant application receives a priority date of an earlier filed national or
international application); What is Meant by Priority  Date? WIPO,
http://www.wipo.int/sme/en/faqg/pat_fags_q9.html (last visited April 27, 2015) l{gTiling date
of that first application is considered the ‘priority date.”\What is the Difference Between a
Filing Date and a Priority Date? Bios, http://www.bios.net/daisy/patentlens/2343.html (last

visited April 27, 2015) (“There are a number of situations where a patent ajpliozdly claim
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priority to an earlier application. These include: Continuation applicatiori3omestic
applications based on foreign or international filings . . . [and] Patent filingsd bas US
provisional patent applications . . . .").

C) Section 1h — “Licensed Technology” and the relationship between
“Licensed Claims” and “License Know-how”

[FF84] Section 1.h defines “Licensed Technology” as “the copyrights, Licensed
Claims, and Licensed Knehwow included in any version of the Published Specification.”
PX272 at 2; DX330 at 2.

[FF85] To qualify as “Licensed Technology,” claims of patents and patent applications
must meet the definition of “Licensed Claims” in section 1.e. PX272 at 2; DX330 at 2.

d) Section 4.a —Grant of License

[FF86] The patent license grant in sectidna is limited to patents and patent
applications that the Venddéwthor (or its current affiliates) owned when it executed the
CableLabs IPR Agreement.

[FF87] Section 1.e defines “Licensed Claims” as limited to “claims of all patents and
patent applications... as to which CableLabs or Vendauthor or its current Affiliates, as the
case may be, has the right to grant licenses”. PX272 at 2; DX330 at 2.

[FF88] Section 4.a. states:

Grant of License With respect to any Licensed Technology owned by Vendor
Author or CableLabs (or as to which CableLabs or Vesf&lahor or its current
Affiliates, as the case may be, has the right to grant licenses of thegsaoped
herein) that is incorporated into any version of a Published Specification, Vendor
Author and CableLabs grant to each other and to each other Participant, and to all
of their Affiliates, subject to the terms and conditions of this Agreement, a
nonexclusive, fullypaid, royaltyfree, non transferable, nosublicensable
(except for a limited right toublicense endisers to use the interface portions of
Licensed Products, subject to the limitations set forth herein, and as provided for
in Section 4(b)), worldwide, perpetual license under its Licensed Claiorgg al
with all Licensed Knowhow included in any version of the Published
Specification (subject to the right to withdraw under Section 6(b)), to make, have
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made, use, reproduce, market, import, offer to sell and sell, and to otherwise
distribute the interface portions of Licensed Products, prowidaidsuch license
shall not extend to features of a product which are not required to comply with the
Specification. In the event this license is terminated;useal licenses in effect at

the time of such termination shall remain in full force.

PX272 at 3-4; DX330 at 3-4.

[FF89] Section 4.a does not encompass patents and patent applications acquired or
obtained after execution of the agreement.

[FF90] Other parts of section 4 address the licensing of rights acquired or obtained
after execution of the agreement. Egample, section 4.c is entitled “Grant of Futdeguired
Rights,” and section 4.d is entitled to “Rights to Newly Developed IPR.”

3. Metaswitch’s “alter ego” theory

a) Metaswitch cannot use the alter ego doctrine to rewrite the terms of a
written contract.

[FF91] The alter ego doctrine is used to pierce the corporate veil to hold the owner of a
corporation liable for some underlying judgment against the corporation. dintethe Port
Chester Electrical Construction Corp. v. Atlasase cited by Metaswitch, an efiecal
subcontractor was trying to pierce the corporate veils to collect a judg@@ N.Y.2d 652, 653-

655 (N.Y. 1976).

[FF92] If Metaswitch were applying the alter ego doctrine, then Metaswitch would be
arguing that the court should disregard the corporata fof NNCSI so that Metaswitch can
reach its parent Nortel Network, Inc. in order to satisfy some judgmemsagNCSI. That is
not what Metaswitch is attempting to do. Metaswitch has no liability claim against NNCSI
Metaswitchis not seeking reach to the parent Nortel Network, Inc. to satisfy some judgment

against NNCSI.
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[FF93] Metaswitch is improperly trying to use the alter ego doctrine to rewrite the
terms of a written contract, the CableLaNCSI IPR Agreement.

[FF94] Metaswitch conteds it is entitled to a royakiree license based on that
agreement, but Metaswitch’s problem is that the license grants are limitettmbspawvned by
NNCSI or its subsidiaries, and the asserted patents were not owned by NNESuobsidiaries.
SegFF87HFF88].

[FF95] The asserted patents i@eowned by parent corporate entities, including Nortel
Networks, Inc., but the CableLabiNCSI IPR agreement did not require NNCSI to license
patents owned by these parent Nortel entittese FF87}HFF88].

[FF96] Metaswitch is trying to use what it describes as an “alter ego” theory to rewrite
the contract with CableLabs so that it can treat the agreeasénit were signed by the overall
parent organization, Nortel Networks, Inc., as opposed to the particular corporigté&Bi@SI.
Metaswitch FOF, DktNo. 356 at {187 (“Because NNCS was an alter ego, its signature to the
Contribution and License Agreement for Intellectual Property triggered domieBehalf of
Nortel Networks.”).

[FFO7] Alter ego theories cannot serve to modify the terms of a written agreement or
contract. SeeKeiler v. Harlequin Enterprises Limited?51 F.3d 64 (2nd Cir. 2014)Keiler
involved a dispute over the terms of a publishaggeement. Several authors brought a class
action lawsuit arguing that a publisher had breached a publishing agreement by yingerpa
them for digital versions of their books. The amount that was due the authors depended on
which Harlequin entity was éh“Publisher” under the agreement. There was a parent company
organized in Canada and two subsidiaries, one Dutch and one Swiss. The authors lagserted t

because the Canadian parent performed most publication duties and controlledotlesiareg
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and administration of the contracts, the Canadian parent should be treated as the fPublishe
The written agreement, however, made clear that the European subsidiari¢senublisher.
Applying New York law? the court recognized that the best evidence of what parties to a written
agreement intend is what they sd¢eiler, 751 F.3d at 68. “Consequently, a written agreement
that is complete, clear, and unambiguous must be unforced according to its tétmest."'69.

Further the court held,New York law is well settled that a written agreement that is complete
and unambiguous is to be interpreted without the aid of extrinsic evidence and that industry
practice may not be used to vary the terms of such aaotritId. at 69 The court refused to

treat the Canadian parent company as the publisher, because that would have “require[d]
redrafting significant provisions of the contract wile informing other expryess.” Id. at 6970.

[FF98] The Court rejected thergument that Metaswitch is making in this case,
namely that alter ego theories can serve to modify the terms of written agteentee Court
heldthat the theory of alter ego is a theory of vicarious liability and cannot desfilacexpress
terms of an agreement:

Moreover, as the district court observed, plaintiffs’ theories of agency,

assignment, and alter ego are not, strictly speaking, theories of contract

interpretation, but rather theories of vicarious liability. Such theories, however

cannot displace the express terms of the Publishing Agreement. Consequently, we

hold that the first three claims were properly dismissed.

Id. at 70; see also H. Fox & Co. v. Blumenfef#t A.D.3d 722, 722, 809 N.Y.S.2d 87, 88 (2005)
(“When the language of a contrastunambiguous, a court will enforce its plain meaning rather
than rewrite the agreement, and its meaning may be determined as a mattemaflewasis of
the writing alone without resort to extrinsic evidence”).

[FF99] Thus, Metaswitch cannot use any alter ego theory to rewrite the CableLabs IPR

Agreement.

% That choice of law is significant because New York law also applies to tHeL@hb agreement at issue in this
case. PX272 at 7 (“This Agreement shall be governed by and interpreted idamoeowith laws of the State of
New York, excluding its choice of lawles.”).
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b) Metaswitch cannot show any fraud or similar injustice sufficient to
pierce the corporate veil as Metaswitch proposes.

1. Even if the alter ego theory could be used to rewrite the CabléNUdiSI IPR
Agreement, Metaswitch presented no evideatdrial that the parent pateoivner Nortel
Networks Limited committed fraud or wrongdoing. The IPR Agreememtdaet CableLabs and
NNCSI is a mutualenforceable agreememeégotiated by two sophistited parties.

(1) CableLabs fully understood that Nortel Networks Limited

was not the signatory to the Agreement and the signatory was
NNCSI.

2. As evidenced by the Agreement itself, as well as the letter agreements, dbablel
fully understood that Nortel Netwks Limited was not the signatory to the Agreement and that
the signatory (NNCSI) did not own a patent portfolio. PX272.0001; PX274.60(15.0002.

3. The Agreementcontains fair and mutual consideration, iEgrtel Networks
Limited gave up the right thave its products licensed in exchange for avoiding having the
claims of its patents automatically licensed to oth€t£12/2016 A.M.Trial Tr., Dkt. No. 469 at
80:513, 119:814.) In fact, CableLabdenefitedfrom NNCSI's participation by, among other
things, having the helpful input of its engineers in the standaedsng process; that is why it
was willing to enter into the deal1/12/2016 A.M. Trial Tr., Dkt. No. 46%t 60:311, 114:8
15.)

4, At trial, the CableLabs representative Glenn Russell testified that there was no
fraud:

Q. CableLabs is not here today to try and say that trsere's fraud or that this
agreement somehow was negotiatetad faith, are they?

A. No.
Q. CableLabs went into thegreement with its eyes fullyide open, right, sir?
A. Correct.

Q. And, in fact, after doing so, CableLabs publishedt®mwebsite the legal
entity with whom it entered thsgreement, correct, sir?
A. You mean that list that was shown earlierha&-t yes.
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Q. Yes, sirAnd so the fact of which entity had signed taggeement was now
made public to all the other IPR vendasswell as the whole word, correct, sir?
A. Correct.

(1/14/2016 A.M.Trial Tr., Dkt. No. 543, at 55:23-56:14.)

5. Mr. Russéd testified that other entities could do this same thing (i.e., use
subsidiary entities to sign the IPR agreement):

Q. Now, if any other company signing up wanted to do this same thing,
CableLabs would have let them, right?
A. Yes.

(1/14/2016 A.M. Trial Tr., Dkt. No. 543, at 56:15-17.)

6. In fact, other companies, including Texas Instruments, did the same thing (i.e.,
use subsidiary entities to sign the IPR agreement):

Q. (By Mr. Pankratz) We're looking at PX-166, Page 9.

MR. PANKRATZ: Scroll down to Texas Instruments.
Q. (By Mr. Pankratz)You see Texas Instruments Isra@hble Broadband
Communicabns, Limited, is a signatory the IPR agreement, correct, sir?
A. They were, yes.
Q. They were. But tha not the parent entity for Texas
Instruments, is it, sir?
A. 1don't know Texas Instruments only because | didwaok with them in--
they -- well, there are a number cbmpanies that signed the IPR agreement. |
didn't work with them, and | don't know their structure.

Q. You would expect that Texas Instruments Israel Cdhleadband
Communications, Limited, is not the corporgiarent of Texas Instruments,
though, sir?

A. 1 would assume that, yes.

(1/24/2016 A.M. Trial Tr., Dkt. No. 54&t 5622-57:12; PX166.)

(2) NNCSI notified CableLabs that NNCSI did not own any
intellectual property.

7. Contrary to Metaswitch’s allegations of fraud, NNCSI notified CableLabs that
NNCSI did not own any intellectual property and agreed to comply with thednairor-

otherwiselicense provisions of the agreement with respect to only that limited category of
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intellectual property that was contained in submissions by NNCSI employed</2016 A.M.
Trial Tr., Dkt. No. 543, at 54:6-56:17.)
8. In the February 29, 2000 tet agreement, NNCSI and CableLabs stated:

CableLabs also understands that NNCSI owns no Intellectual Property other than
those rights necessary to comply with the Agreement with regards to sioimsiss
to CableLabs by NNCSI employees.

PX273.
9. In the Mart 2, 2000 letter agreement, NNCSI and CableLabs stated:

CableLabs also understands that NNCSI owns no Intellectual Property other tha
those rights necessary to comply with the Agreement with regards to sioimsiss

to CableLabs by NNCSI employees. To #éxtent that a submission made by an
NNCSI employee contains intellectual property owned by Nortel Netydnk.,
NNCSI warrants that it will obtain the necessary rights from Nortel Ndtyo

Inc. to comply with the terms of the Agreement.

PX274.

10. On January 23, 2006, the parties-aanfirmed their shared understanding,
including the following key points:

1. It is reconfirmed that NNCSI is the sole Nortel entity that has participated
or will participate as a Vendégkuthor in the PacketCable project pursuant to the
IPR Agreement. As acknowledges in the Jensen Letter, NNCSI has no
intellectual property rights other that those rights necessary to complytheith
IPR Agreement regarding submissions to CableLabs by NNCSI employees. To
the extent that a sufission made by NNCSI contains intellectual property rights
owned by Nortel Networks, Inc., NNCSI warranted and continues to warrant that
it will obtain the necessary rights from Nortel Networks, Inc. to complly the

terms of the IPR Agreement. Howeyéor the avoidance of any doubt, there is
no duty on NNCSI to notify of the withdrawal of intellectual property rights other
than its own or those of Nortel Networks, Inc. contained in submissions made by
NNCSI under sections 4 and 6(b) of the IPR Agreement. In other words, the
failure of NNCSI to withdraw the intellectual property rights of Nortelvieks,

Inc. or any other Nortel entity other than NNCSI does not create any license
grants to such intellectual property rights, either express or implied, und@Rhe |
Agreement.

PX275.
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3) Nortel employees participated as NNCSI.

11. Consistent with the CableLaldNCSI agreements, Nortel employees participated
as NNCSI at meetings of CableLabs. PX271 at 2 (“Nortel participatesréed Networks Cable
Solutions Inc. to avoid IPR issues”); PX271 at 5 (“Everyone participates asl Matwork
Cable Solutions Inc.”).

12. At trial, the CableLabs representative, Glenn Russell, testified that he knew
Courtland Wolfe was associated with NNCSI:

Q. Do you recall testifipg at your deposition that you knew, for example, that
people like Cortland were associateith Nortel Networks Cable Solutions?

A. Yes.

Q. And that was accurate testimony, correct, sir?

A. Yes.

(1/14/2016 A.M. Trial Tr., Dkt. No. 543, at 60:15-20.)

4, Metaswitch’s knowledge

a) Metaswitch knew or should have known that NNCSI was the only
Nortel entity that signed the CableLabs IPR Agreement.

[FF100] At trial, the CableLabs representative, Glenn Russell, testified that the
CableLabs website published the signatoto the CableLabs IPR Agreement and made them
known to the whole world:

Q. CableLabs is not here today to try and say that there's some fraud or that this
agreement somehow was negotiatedad faith, are they?

A. No.
Q. CableLabsvent into this agreement with its eyes fullide open, right, sir?
A. Correct.

Q. And, in fact, after doing so, CableLabs publishedsowebsite the legal entity with
whom it entered thiagreement, correct, sir?

A. You mean that list that wasahlin earlier of the- yes.

Q. Yes, sirAnd so the fact of which entity had signed tggeement was now made
public to all the other IPR vendoas well as the whole wiok, correct, sir?

A. Correct.

(1/14/2016 A.M.Trial Tr., Dkt. No. 543, at 55:23-56:14.)
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[FF101] Metaswitch signed the CableLabs IPR agreement in January 2007. DX590. A
few months earlier in October 2006, the CableLabs website identified NNGisd asly Nortel
entity that had signed the IPR Agreeméntn July 2008 (about six months afteétetaswitch
signed the IPR agreement), an updated list of signatories identifieswitekes That list still
identified NNCSI as the only Nortel entity that had signed the IPR Agmaerite

[FF102] Metaswitch’'s Mark Stewart admitted at trial that he could Hawked up on
CableLab’s website to find out that NNCSI signed the CableLabs IPR Agreement

Q. But you knew there were many different legal entitrethe Nortel corporate

structure, correct?

A. | --1knew there were at leastat least more thaone, yes.

Q. If you wanted to know which corporate entity had sigihedntellectual

property rights agreement with PacketCalpt®) could have gone and looked on

the public website, correct, sir?

A. I could have, yes.

(1/14/2016 A.M. Trial Tr., Dkt. No. 543, at 23:8-16.)

[FF103] Metaswitch’s production includes a list of signatories to the CableLabs IPR
agreement, and that list identified NNCSI as the only Nortel entity that gaddsithe IPR
Agreement. PX166 at 7; DX589 at 7.

[FF104] Metaswitch provides no evidea from which it was reasonable for Metaswitch
to conclude that any Nortel entities other than NNCSI signed the CabléRBRbAgreement.
Metaswitch FOF, DktNo. 356  63.

b) Metaswitch knew or should have known that the CableLabdPR

Agreement imposed obligations to license patents on signatories and
their subsidiaries but not on any parent entities.

[FF105] Because Metaswitch signed the same CableLabs IPR Agreement, it should

have been familiar with the terms of the agreeme®¢eDX590. Thus, Metaswitch knew or

4 https://web.archive.org/web/20061018074420/http://www.packetcabi¢homto/whosigned.htmPX1016.
® https://web.archive.org/web/20080708184959/http://www.packetcabi¢homto/whosigned.htmIPX1017.
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should have known that “Licensed Claims” were limited to those claims of patentseat pa
applications owned by the signatory or its subsidiaries but did not extendns ofgpatents and

patent applications owned by the satpry’s parent entitiesSee d. at {1.e.

H. IETF

[FF106] At the jury trial, Metaswitch contended that it was entitled to a license to the
asserted claims of the '561,’279, and '589 Patents based on an IETF Statement on Patent
Licensing, which Nortel Networks Lingd signed in May 2000 (“IETF Statement”).
DX417.001-002; 1.11.16 P.M. Tr. at 9:17-10:5.

13. The IETF Statement provides in relevant part:

This letter affirms Nortel Networks Limited (Nortel Networks)
position with respect to patents that are necessary td- IET
standards or specifications. Individuals employed by Nortel
Networks are involved in various working groups of the IETF. As
a backdrop to any and all such activities, and in accordance with
RFC 2026, Nortel Networks provides the following general
statemat:

Nortel Networks may seek patent rights on technology described in
a document which Nortel Networks contributes for use in IETF
standards discussions or standards track specifications. If such
patented technology is essential for the implementatics, arsd
distribution, of an IETF standard, Nortel Networks is willing to
make available nonexclusive licenses on fair, reasonable, and non
discriminatory terms and conditions, to such patent rights it owns,
solely to the extent such technology is essemtiatomply with

such IETF standard.

DX417.001-002.

[FF107] To showthat the IETF Statement entitles Metaswitch to a license to a patent
claim on FRAND terms, Metaswitch must show that:

(2) Nortel Networks Limited contributed a document for use in IETF standards

discussion or standards track specifications describing technology for which
Nortel had or later obtained patent rights;

.38 -



(2) the relevant patent claim “is essential for the implementation, use, and
distribution of an IETF standard;” and

3) Metaswitch’saccused products comply with the IETF standard.

DX417.001-002.
[FF108] For three independent reasons, Metaswitch’s IETF license defense fadis. Fir

Metaswitch failed to show that the asserted claims are essential to an |IEd&dta®econd,
there is no evidence that Nortel contributed to IETF a document describing the gatente
technology. Third, Metaswitch failed to show that any of its products comply withl&dvamé
IETF standards.

1. Metaswitch does not have a license to any asserted claim under thel'fe

Statement because it failed to show that the asserted claims are essendal t
an IETF standard.

[FF109] The first problem with Metaswitch’s defense is that it is cannot show that
Genband’'sasserted claims are “essential for the implementation, use, and distribiin IETF
standard.”SeeDX417.002.

a) '561 Patent, Claims 6, 17, and 20

[FF110] Metaswitch failed to show that Claims 6, 17, and 20 of the '561 Patent are
“essential for the impleméation, use, and distribution of an IETF standard” because the IETF
document on which Metaswitch relied is not an “IETF standard” as required bNeTie
Statement on Patent Licensing.

[FF111] Metaswitch relied on an IETF document, called IEdr&ftietf-sip-privacy
(DX705). 1.11.16 P.M. Tr. at 9:288. That document is an Internet Draft that expired in 2002.
DX705.001 (stating that “[t]his document is an Internet-Draft” and expires AG§u2002).

[FF112] Mark Stewart, Metaswitch’s corporate representative amdatals, repeatedly

confirmed that IETFdraftietf-sip-privacy is not a standard1/14/2016 A.M. TrialTr., Dkt. No.
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543 at 17:58) (“Q. DX705 states: Status of this memo. This document is an Internet draft. Do
you see that? A. Yes, | do.(id. at 19:58) (“Q. (By Mr. Pankratz) | believe you also confirmed,
sir, that you know that this Internet draft [DX705] is not an IETF standard, corfectPhat is
correct.”).

[FF113] Metaswitch’s technical expert Dr. Williams also did not claim that HaTadt-
ietf-sip-privacy was a standard. (1/14/2016 A.M. Trial Tr., Dkt. No. 543 at 12B71§'Q. (By
Mr. Kubehl) You're not claiming that [DX705] is a standard, are you, sir? A.|Em not.”);

(id. at 132:1317) (“A. Which IETF standards are you referring to? @eTlones you analyzed in
your report, the one you talked about here today. A. The one | presented to the juryusts we
discussed, is not a standard; it's a document prepared by the IETF.”).

[FF114] Genband’s technical expert Mr. Lanning explained that the Psiént was not
essential to the IETF Internet Draft identified by Metaswitch {ID%) because this IETF
reference is merely a draft document, not a standard. (1/14/2016 P.M. Trial Tr., Dkt. No. 474
211:23-212:2)(“Q. And finally ... Defendants’ Exhibit 705, does that establish patent
essentiality with respect to th&61 patent? A. No As as the name implies, and you can see,
this is just a working draft, it's not a standard.”).

[FF115] In short, Metaswitch’s and Genband’'s witnesses agreed that BRE |
document on which Metaswitch relieeh draft, expired Internetraft—is not an IETF standard.
Because the document is not a standard, Nortel Networks Limited is not requyemhtaa
license to Metaswitch under the terms of the IETF Statement.

b) '279 Patent, Claim 25 and '589 Patent, Claim 15

[FF116] Metaswitch also failed to show that the asserted claims of the '279 and '589
Patents are “essential for the implementation, use, and distribution of arstiickard” because

the IETF document on which Metaswitch relied is again not an “IETF standard.”
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[FF117] Metaswitch relied on an IETF document called IETF RFC 3725 (DX676).
(1/11/2016 P.M.Trial Tr., Dkt. No. 468at 10:45.) This document is entitled “Best Current
Practices for Third Party Call Control (3pcc) in tlsession Initiation Protocol (SIP).”
DX676.001. It is not a standard; rather, it simply “specifies an Internet Basides for the
Internet Community, and requests discussion and suggestions for improvements.” DX676.001.

[FF118] Mr. Stewart, Metaswitch’sorporate representative on standards, testified that
this document is not an IETF standaft¥14/2016A.M. Trial Tr., Dkt. No. 543 at19:9-14)(“Q.

Sir, DX6 -- 676 was a best current practices document . You understand, sir, that a best
current pactices is not an IETF standard, correct, sir? A. That is correct.”).

[FF119] Genband’'s technical expert Mr. Lanning testified to the same effect
(1/14/2016 P.M. Trial Tr., Dkt. No. 474 at 209:28) (“[T]he document RFC 3725 is not even a
standard.”). Mr. Laning testified that RFC 3725 (DB76) is not a technical standard of the
IETF, but merely a “best current practice” documgidt14/2016 P.M. Trial Tr., Dkt. No. 474kt
210:6-15.) Mr. Lanning also explained that the “clit&-dial” feature is not a required in RFC
3725 because it does not use mandatory language like “must” or “required” acatention
in the IETF. (1/14/2016 P.M. Trial Tr., Dkt. No. 474 at 210:16-211:8.)

[FF120] Thus, again, because the do@mnh on which Metaswitch reliets not a
standard, Metaswitch does not have a license to any asserted claim2@Bthad '589 Patents
under the IETF Statement.

2. Metaswitch does not have a license to any asserted claim under the IETF

Statement because Metaswitch failed to show that Nisl contributed a
document to the IETF describing the patented technology.

[FF121] Metaswitch’s IETF license argument also fails for a second, independent
reason: Metaswitcfailed to present evidence that Nortel Networks Limited contributed to IETF

a document describing the patented technology.
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[FF122] The obligation in the IETF Statement extends only to “technology described in
a document which [Nortel Networks Limited] contributes for use in IETF standards discussions
or standards track specifications” describing technology for which Nortel hideorobtained
patent rights. DX417.002 (emphasis added). The license grant is tightly linked to Nortel
Networks Limited’s contribution to the standard.

[FF123] Yet Metaswitch did not introduce any document that Nortel contributed and
did not offer witness testimony about any such document. Without evidence that Nortel
Networks Limited contributed to the IETF standard a document descrihimgpatented
technology, Metaswitch cannot show that it has a license to the assemesl wtaler the IETF
Statement. Thus, Metaswitch does not have a license to any asserted claim27 doed
'589 Patents under the IETF Statement.

3. Metaswitch does not have a license to any asserted claim under the IETF

Statement because Metaswitch failed to show that its accused products
comply with an IETF standard.

[FF124] Metaswitch cannot show it has a license to any asserted claim under the IETF
Statement for a thirdndependent reason: Metaswitch failed to show that its infringing products
comply with the standardht the jury trial, Metaswitch contended that it was entitled to a license
to the asserted claims of the '56279, and '589 Patents based on an IETFe®taint on Patent
Licensing, which Nortel Networks Limited signed in May 2000 (“IETF Statdfhe
DX417.001-002; (1/11/2016 P.Mrial Tr., Dkt. No. 468 at 9:17-10:5).

[FF125] The IETF Statement provides in relevant part:

This letter affirms Nortel Networks Limite@Nortel Networks) position with

respect to patents that are necessary to IETF standards or specifications.

Individuals employed by Nortel Networks are involved in various working groups

of the IETF. As a backdrop to any and all such activities, and in accordance with
RFC 2026, Nortel Networks provides the following general statement:
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Nortel Networks may seek patent rights on technology described in a document
which Nortel Networks contributes for use in IETF standards discussions or
standards track specifications. If such patented technology is essenttak fo
implementation, use, and distribution, of an IETF standard, Nortel Networks is
willing to make available nonexclusive licenses on fair, reasonable, ard non
discriminatory terms and conditions, to such patent rights it owns, solely to the
extent such technology is essential to comply with such IETF standard.

DX417.001-002.
[FF126] To showthatthe IETF Statement entitles Metaswitch to a license to a patent

claim on FRAND terms, Metaswitch must show that:

(2) Nortel Networks Limited contributed a document for use in IETF standards
discussion or standards track specifications describing technology for which
Nortel had or later obtained patent rights;

(2) the relevant patent claim “is essential for ith@lementation, use, and distribution
of an IETF standard;” and

3) Metaswitch’s accused products comply with the IETF standard.

DX417.001-002.
[FF127] For three independent reasons, Metaswitch’s IETF license defense fadis. Fir

Metaswitch failed to show thahe asserted claims are essential to an IETF standard. Second,
there is no evidence that Nortel contributed to IETF a document describing the gatente
technology. Third, Metaswitch failed to show that any of its products comply withl&dvame
IETF standards.

4, Metaswitch does not have a license to any asserted claim under the IETF

Statement because it failed to show that the asserted claims are essental t
an IETF standard.

[FF128] The first fatal problem with Metaswitch’s defense is that it cannot show that
Genband’s asserted claims are “essential for the implementation, uskstaibdtion of an IETF

standard.” DX417.002.
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a) '561 Patent, Claims 6, 17, and 20

[FF129] Metaswitch failed to show that Claims 6, 17, and 20 of the '561 Patent are
“essential for the iplementation, use, and distribution of an IETF standard” because the IETF
document on which Metaswitch relied is not an “IETF standard” as required bNeTlie
Statement on Patent Licensing.

[FF130] Metaswitch relied on an IETF document, called IEdr&ftietf-sip-privacy
(DX705). (1/11/2016 P.M. Trialr., Dkt. No. 468at 9:2023.) That document is an Internet
Draft that expired in 2002. DX705.001 (stating that “[t]his document is an IniBraét and
expires August 31, 2002).

[FF131] Mark Stewart, Metaswitch’s corporate representative on standards, repeatedly
confirmed that IETFdraft-ietf-sip-privacy is not a standard1/14/2016 A.M. Trial Tr., Dkt. No.

543 at17:5-8) (“Q. DX705 states: Status of this memo. This document is an Internet draft. Do
you see thatA. Yes, | do.”);id. at 19:58 (“Q. (By Mr. Pankratz) | believe you also confirmed,
sir, that you know that this Internet draft [DX705] is not an IETF standard, corfectPhat is
correct.”).

[FF132] Metaswitch’s technical expert Dr. Williams also did not claim that Hefadt
ietf-sip-privacy was a standard. (1/14/2016 A.M. Trial Tr., Dkt. No. 543 at 12B71§'Q. (By
Mr. Kubehl) You’re not claiming that [DX705] is a standard, are you, sir? A.|&o not.”);

id. at 132:1317 (“A. Which IETF standards are you referring to? Q. The ones you analyzed in
your report, the one you talked about here today. A. The one | presented to the juryusts we
discussed, is not a standard; it's a document prepared by the IETF.”).

[FF133] Genband’s technical expert Mr. Lanning explained that the '561 Patent was not
essential to the IETF Internet Draft identified by Metaswitch {DD%) because this IETF

reference is merely a draft document, not a standdvd4/2016 P.MTrial Tr., Dkt. No. 474at
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211:23-212:2)(“Q. And finally . . . Defendants’ Exhibit 705, does that establish patent
essentiality with respect to the ‘561 patent? A. No--As the name implies, and you can see,
this is just a working draft, it's not a standard.”).

[FF134] In short, Metaswitch’s and Genband’'s witnesses agreed that the IETF
document on which Metaswitch relieeh draft, expired Internet Draftis not an IETF standard.
Sincethe document is not a standard, Nortel Networks Limited is not required to greehs li
to Metaswitch under the terms of the IETF Statement.

b) '279 Patent, Claim 25 and '589 Patent, Claim 15

[FF135] Metaswitchalso failed to show that the asserted claims of the '279 and '589
Patents are “essential for the implementation, use, and distribution of arstiickard” because
the IETF document on which Metaswitch relied is again not an “IETF standard.”

[FF136] Metaswitchrelied on an IETF document called IETF RFC 3725 (DX676).
1.11.16 P.M. Tr. at 10:8. This document is entitled “Best Current Practices for Third Party
Call Control (3pcc) in the Session Initiation Protocol (SIP).” DX676.001. It is nohdasth
rather, it simply “specifies an Internet Best Practices for the Internet Coitynand requests
discussion and suggestions for improvements.” DX676.001.

[FF137] Mr. Stewart, Metaswitch’s corporate representative on standards eteshiit
this document is not aleTF standard. 1.14.16 A.M. Tr. 1912 (“Q. Sir, DX6-- 676 was a
best current practices document. . . . You understand, sir, that a best currentspsaotitean
IETF standard, correct, sir? A. That is correct.”).

[FF138] Genband’s technical expert Mr. Lanning testified to the same effect. 1.14.16
P.M. Tr. at 209:224 (“[T]he document RFC 3725 is not even a standard.”). Mr. Lanning
testified that RFC 3725 (DX76) is not a technical standard of the IETF, but merely a “best

current practice” document. 1.14.16 PM Trial Tr. at 24166 Mr. Lanning also explained that
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the “click-to-dial” feature is not a required in RFC 3725 because it does not use mandatory
language like “must” or “required” as is the convention in the IETF. 1.14.16 RAITF. at
210:16-211:8.

[FF139] Again, because the document on which Metaswitch relied is not a standard,
Metaswitch does not have a license to any asserted claims of the '279 and '589 Wader the
IETF Statement.

[FF140] Furthermore, Metaswitch’s alleged evidence of essentialdg not timely
disclosed. Before trial, Metaswitch represented that it would proceedlprClaim 1 of the
'279 and '589 Patents. 9.25.15 Email from B. Mack, &e2; alsd..10.16 Email from J. Baxter.
However on the last day of trial, Metaswitchiaded previously undisclosed expert testimony
from its technical expert Dr. Akl thawo different claims, Claim 25 of the 279 Patent and
Claim 15 of the '589 Patent, were essential to IETF RFC 302%76). 1.14.16 P.M. Tr. at
33:3-36:15.

[FF141] Since Metasvitch did not timely disclose its expert’s opinion on the
essentiality of Claim 25 of the ‘279 Patent and Claim 15 of the ‘589 Patent, Melasa#toot
use those expert opinions in its response to this motion. Fed. R. Civ. P. 37(c)(1) (“¥f faifzart
to provide information or identify a withess as required by Rule 26(a) [including at repor
containing a complete statement of the expert witness’s opinions], the paotyalkowed to use
that information or witness to supply evidence on a motion, at a hearing, or at anteat the
failure was substantially justified or is harmless. . . . [T]he court[also] may impose other
appropriate sanctions . . . .").

[FF142] Without these opinions, Metaswitch has no evidence that any claims of the

'279 and '589 Patents are essential to any IETF document, including the one discussed above
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which is not even an IETF standard. Thus, for this additional, independent reason, Meswitc
IETF license defense also fails as a matter of law for the '279 and '589%atent
5. Metaswitch does not have a license to any asserted claim under the IETF

Statement because Metaswitch failed to show that Nortel contributed a
document to the IETF describing the patented technology.

[FF143] Metaswitch’s IETF license argument also fails for &osel, independent
reason: Metaswitch failed to present evidence that Nortel Networks Linutedbzited to IETF
a document describing the patented technology.

[FF144] The obligation in the IETF Statement extends only to “technology described in
a document which [Nortel Networks Limited] contributes for use in IETF standards discussions
or standards track specifications” describing technology for which Nortel hkdeorobtained
patent rights. DX417.002 (emphasis added). The license grant is tightly linkedottel
Networks Limited’s contribution to the standard.

[FF145] Yet Metaswitch did not introduce any document that Nortel contributed and
did not offer witness testimony about any such document. Without evidence that Nortel
Networks Limited contributed a document describing the patented technology to Tthe IE
standard, Metaswitch cannot show that it has a license to the asserteduridensghe IETF
Statement. Accordingly, Metaswitch does not have a license to any asserted claims of the '279

and '589 Patentsnder the IETF Statement.
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6. Metaswitch does not have a license to any asserted claim under the IETF
Statement because Metaswitch failed to show that its accused products
comply with an IETF standard.

[FF146] Metaswitch cannot show it has a license to any assdeed gnder the IETF
Statement for a third, independent reason: Metaswitch failed to show that itgingrproducts
comply with the alleged IETF standards at isSue.

[FF147] Metaswitch agrees that in order to be licensed under the IETF, its infringing
producs must practice the relevant IETF standaB&eDkt. 451 at 36 (Metaswitch’s Proposed
IETF Instruction stating that as an element of Metaswitch’s IETFdeeatefense, Metaswitch
must prove that “Metaswitch’s accused products practice the [relevarf]dtahdard”). But
Metaswitch did not meet its burden of proof on this element.

a) '561 Patent, Claims 6, 17, and 20

[FF148] Metaswitch did not present evidence that its products practice IETHetfaft
sip-privacy, the IETF document on which Metaswitch relies ®iHTF license defense for the
'561 Patent claims.

[FF149] Metaswitch’s corporate representative on standards, Mr. Stewart, said that he
was not claiming that Metaswitch’s products complied with IETF dedfftsip-privacy. 1.14.16
A.M. at 18:812 (“Q. .. .Ya’'re not claiming that any Metaswitch product complies with this
Internet draft [IETF draftetf-sip-privacy], are you, sir? A. No. I'm saying that we have some
support within our products.”).

[FF150] Metaswitch’stechnical expert Dr. Williams similarly failed to testify at all that
any Metaswitch product practiced IETF dregitf-sip-privacy. 1.14.16 A.M. Tr. at 10Z08 (not

discussing Metaswitch products in relation to IETF dietftsip-privacy).

® As discussed above, the IETF documents on which Metaskeiiels are not standards, but for purpose of this
independent argument, the Court assumes that they are standards.
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b) '279 Patent, Claim 25 and '589 Patent, Claim 15

[FF151] Metaswitch also did not present evidence that its products practice IETF RFC
3725, the IETF document on which Metaswitch relies for its IETF licensesketes to the '279
and '589 Patent claims.

[FF152] Mr. Stewart again féed to provide such testimony. 1.14.16. A.&.19:22
20:1 ("Q. You don’'t know one way or another whether Metaswitch complies with any
mandatory portions set forth in the best current practices [IETF RFC 3725]? A. arbgete
my knowledge, no mandatory portions within that document.”).

[FF153] Metaswitch technical expert Dr. Akl testified only that the Metaswitch’s €lick
to-Dial product was “very similar to what'’s in the [IETF RFC 3725] standard.” 1.14.16 P.M. Tr
at 35:910; see also id.at 36:#10 (same) Similarity, however, does not establish that
Metaswitch’s products comply with IETF RFC 3725.

[FF154] Without evidence that any particular Metaswitch product complies with IETF
draftietf-sip-privacy or IETF RFC 3725, Metaswitch did not show that it hasemdie to the
'561 Patent, the '279 Patent, or the '589 Patent under the IETF Statement. the &ldged |
standards at issue.

[FF155] Metaswitch agrees that in order to be licensed under the IETF, its infringing
products must practice the relevant IETF stand&@eeDkt. 451 at 36 (Metaswitch’s Proposed
IETF Instruction stating that as an element of Metaswitch’s IETFdeatefense, Metaswitch
must prove that “Metaswitch’s accused products practice the [relevaihf HEandard”).

However,Metaswitch did not meet its burden of proof on this element.

’ As discussed above, the IETF documents on which Metaswitch reliestatamdards, but for purpose of this
independent argument, the Coassumes that they are standards.
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C) '561 Patent, Claims 6, 17, and 20

[FF156] Metaswitch did not present evidence that its products practice IETHetfaft
sip-privacy, the IETF document on which Metaswitch relies for its IETFh$eedefense for the
'561 Patent claims.

[FF157] Metaswitch’'s corporate representative on standards, Mr. Stewart, said that he
was not claiming that Metaswitch’s products complied with IETF dedfftsip-privacy. 1.14.16
A.M. at 18:812 (“Q. .. .You're not claiming that any Meteisch product complies with this
Internet draft [IETF draftetf-sip-privacy], are you, sir? A. No. I'm saying that we have some
support within our products.”).

[FF158] Metaswitch’s technical expert Dr. Williams similarly failed to testify at all that
any Metaswitch product practiced IETF dritf-sip-privacy. 1.14.16 A.M. Tr. at 10Z08 (not
discussing Metaswitch products in relation to IETF dietftsip-privacy).

d) '279 Patent, Claim 25 and '589 Patent, Claim 15

[FF159] Metaswitch also did not present evidetieat its products practice IETF RFC
3725, the IETF document on which Metaswitch relies for its IETF licensestetes to the '279
and '589 Patent claims.

[FF160] Mr. Stewart again failed to provide such testimony. 1.14.16. AtM.9:22
20:1 (*Q. You don’'t know one way or another whether Metaswitch complies with any
mandatory portions set forth in the best current practices [IETF RFC 3725]? A. arbete
my knowledge, no mandatory portions within that document.”).

[FF161] Metaswitch technical expert Dr. Akl téged only that the Metaswitch’s Cliek
to-Dial product was “very similar to what'’s in the [IETF RFC 3725] standard.” 1.14.16 P.M. Tr
at 35:910; see also id.at 36:#10 (same). Similarity, however, does not establish that

Metaswitch’s products comply with IETF RFC 3725.
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[FF162] Without evidence that any particular Metaswitch product complies with IETF
draftietf-sip-privacy or IETF RFC 3725, Metaswitch did not show that it has a license to the
'561 Patent, the '279 Patent, or the '589 Patent under the IEAIENSENt.

l. ITU

[FF163] At the jury trial, Metaswitch asserted that it is entitled to a license to Claim 70
of the '971 Patent because Claim 70 is essential to certain of the ITU Q.12xx Series
Recommendation$.

[FF164] For its ITU license defense, Metaswitadlies on two documents as evidence
of an alleged Nortel licensing obligation: a General Patent Statement and LgcBesiaration
signed by Nortel Networks Corporation in November 1999 (DX423), and a General Patent
Statement and Licensing Declaratiogred by Nortel Networks Limited in October 2007
(DX424) (collectively, “ITU Declarations”).

[FF165] To show that these ITU Declarations provide Metaswitch a license on FRAND
terms to a particular asserted claim, Metaswitch must show that:

(2) part or all of anyproposal contained in a contribution submitted by Nortel
Networks Corp. was included in an ITU Recommendation;

(2) the included part contains the asserted claim;

(3) the asserted claim’s use would be required to implement the ITU
Recommendation;

4) Metaswitch’s accused products practice the same ITU standard or
Recommendation; and

(5) Metaswitch committed to license any essential patents or essential patent claims
of its own for implementation of the same ITU Recommendation under
reasonable terms andrdditions.

DX423.001;Ex. 5, DX424.003.

8 The ITU Q.12xx Series Recommendations that Metaswitch relied on at triaka@e204 Recommendation
(DX460), the Q.1241 Recommendation (DX674), and the Q.1244 Recommendation (DXG&ZL6 P.M. Tr. at
18:2519:2,212:34.
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[FF166] For three independent reasons, Metaswitch’s ITU license defense fats, Fi
Metaswitch failed to show that Nortel made a contribution to ITU to trigger assjilge license
obligation. Second, Metaswitch failed to show that its accused products complyheith t
relevant ITU Recommendations. Third, Metaswitch did not present sufficienneeitie show
that the asserted claims are essential to the ITU Recommendations.

1. Metaswitch does not have a license to Clai@0 of the '971 Patent under the

ITU Declarations because it failed to show that Nortel contributed its
patented technology to the relevant ITU Recommendations.

[FF167] The license grant in the ITU Declarations applies only if “part(s) orfahg
proposal contained in contributions submitted by [Nortel Networks Corp. or Nortel Nstwor
Limited] are included in ITU Recommendation(s) and the included part(gqinoitems that
have been patented or for which patent applications have been.filédDX423.001;see also
DX424.003 (similar). In other words, the Nortel entities are required taskcelaims on certain
technology only if they submit a contribution, that contribution is included in the
recommendation, and that contribution contains materials tegtaented by Nortel Networks
Corp. or Nortel Networks Limited.

[FF168] Metaswitch failed to present any evidence that either Nortel entity argde
technology contribution to the relevant ITU standards, let alone a contributionchated the
patented techology. Thus, Metaswitch cannot show that it has a license to Claim 70 of the '971
Patent under the ITU Declarations.

2. Metaswitch does not have a license to Claim 70 of the '971 Patent under the

ITU Declarations because it failed to prove that its accusearoducts comply
with the relevant ITU Recommendations.

[FF169] Metaswitch also failed to prove that its accused products comply with the

relevant ITU Recommendations.
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[FF170] The Declaration states that the patent holder will grant a license to “make, use
and sell implementations of the relevant ITU-T/ITU-R Recommendation.” DX424.003
(emphasis added3ge alsdkt. 451 at 38 (Metaswitch’s Proposed ITU Instruction stating that as
an element of Metaswitch’s ITU license defense, Metaswitch must prove that “Mektesw
accused products practice the same ITU standard or Recommendation”). Thuseasy li
would apply to only products that implement the relevant Recommendations.

[FF171] Metaswitch presented no evidence that its accused products implement the
relevant ITU Recommendations. Metaswitch’s corporate representativEt®vart testified
that Metaswitch’s products supported the ITU Q.1204 Recommendation (DX460), but he
admitted that he did not know whether Metaswitch’s products complied with that standar
(1/14/2016 A.M.Trial Tr., Dkt. No.543 at 20:811) (“Q. So you don’t know one way or the
other whether Metaswitch complies with the Q.1204 recommendation, correct\.siifhat is
correct.”). Sincethere is no evidence that Metaswitch’s accused products comitiytive
relevant ITU Recommendations, Metaswitch is not entitled to a license to Claim #)’'8¥1h
Patent under the ITU Declarations.

3. Metaswitch does not have a license to Claim 70 of the '971 Patent under the

ITU Declarations because it failed to provehat the claim is essential to the
relevant ITU Recommendations.

[FF172] A license obligation exists only if Claim 70 “would be required to implement
the ITU-T Recommendation(s).” DX423.008eeDX424.003 (similar). Metaswitch failed to
establish at trial thatClaim 70 of the '971 Patent is essential to the relevant ITU
Recommendations.

[FF173] Metaswitch’s technical expert Dr. Akl was asked whether Claim 70 of the 971

Patent is essential to the ITU intelligent networking standards, and his testirasng single
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corclusory statement, “It is also essential to that standatdl4/2016 P.MTrial Tr., Dkt. No.

474 at 18:17-22. This testimony, however, did not relate to any particular standard document.
[FF174] When Dr. Akl was asked about particular documents, he addresbetivo
pages—page 7 of the Q.1204 Recommendation (DX460) and page 54 of the ITU Q.1244

Recommendation (DX675)(1/14/2016 P.MTrial Tr., Dkt. No.474 at 20:1924, 21:2322:10.)
And, as to those two pages, his testimony is insufficient because hg sonpluded that the
claimed subject matter may be described on those two -pagdsthat the ITU documents
require implementation of those descriptions. (1/14/2016 P.M. Trial Tr., Dkt. No. 474 a6p2:5
(“the functionality that is required in the claim is actually in this part of the stanalaal}).

[FF175] Genband’s expert Mr. Lanning testified that the '971 Patent was not essential
to ITU Q.1241 Recommendation (DX674) or the ITU Q.1244 Recommendation (DX675).
(1/14/2016 P.M. Trial Tr., Dkt. No. 474 at 21233:2.) As Mr. Lanning explained, the '971
Patent could not be essential because neither standard included an SSF racaassgge over
an IP network. (1/14/2016 P.M. Trial Tr., Dkt. No. 4&4212:911.) Further, Mr. Lanning
showed that the descriptions on which Dr. Akl relied were not standards requiremegsa<it
an example Section 4.2.5 of DX675 which states that the interface for the IP &tlidtioontrol
plane “may require standardization(1/14/2016 P.M. Trial Tr., Dkt. No. 474t 212:13213:2)
(describing section 4.2.5 in DX675.015).

Il. CONCLUSIONS OF LAW (“CL")
The Court, having considered the parties’ arguments and having made the foregoing

findings of fact, proceeds to make the following conclusions of law:
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A. Permanent Injunction: Availability

[CL1] Genband moves to alter or amend the Final Judgment to include a permanent
injunction under Federal Rule of Civil Procedure 59(e). (Dkt. No.;488[FF20] Metaswitch
opposes the motion. (Dkt. No. 502.) As the Court has previously vacated its entry of Final
Judgment, the Coudbnsiderghis as a motion for inclusion of permanent injunctiorhim Einal
Judgment.See[FF21]. For the reasons set forth heref@enband’s motion for a permanent
injunction (Dkt. No. 491) i©ENIED.

[CL2] The Court also took under advisement Genband’'s objections to testimony
Metaswitch submitted relating to the permanent injunction and equitable defahses:
declaration of Lance E. Gunderson (Dkt. No. 510), the declaration of AlastaleMi(Dkt. No.

511), and the declarations of Jennifer Kash (Dkt. No. 545). As the Court does not rely @in a
the three objectetb declarationghe objections are herelRENIED AS MOOT .

4. Legal Standard

[CL3] “The essential attribute of a patent grant is that it provideght to exclude
competitors from infringing the patentAcumed LLC v. Stryker Corp551 F.3d 1323, 1328
(Fed. Cir. 2008) (citing 35 U.S.C.1%4(a)()). A patentee can obtain a permanent injunction by
showing: “(1) that it has suffered an irreparable injury; (2) that remestatable at law, such as
monetary damages, are inadequate to compensate for that injury; (3) thaderocogpsthe
balance othardships between the plaintiff and defendant, a remedy in equity is warranded:;

(4) that the public interest would not be disserved by a permanent injunédioat 391.
5. Irreparable Harm
[CL4]  Aninjunction requires a causal nexus between the alleged irreparable harm and

infringement. Where the patentee claims that it is irreparably harmed by taognaggainst an
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infringing product, it must “show that the infringing feature drives consuteenand for the
accused product.Apple Inc. v. Samsung Eled$Apple II"), 695 F.3d 1370, 1375 (Fed. Cir.
2012). The Court “should focus on the importance of the claimed invention in the context of the
accused product and not just the importance, in general, of features of the sanas the
claimed invention.”Apple Inc. v. Samsung EleqSApple 1II’), 735 F.3d 1352, 1364 (Fed. Cir.
2013).Here, it is Genband’s burden to demonstrate that the patented features drive demand for
the product.

[CL5] Genbandargues that it does not have to show that the patented features are the
sole or predominant reason why customers buy Metaswitch’s infringing proddictsNo. 512
1 at 1410 (citing Apple Inc. v. Samsung Elecs. C809 F.3d 633, 6442 (Fed Cir. 2015)
(“Apple IV). Genband argues that iteeds to show only “some connection” between the
patented features and the demand for the infringing prodidttsThus,Genband contends that
causal nexus can be shown with evidence that a patented feature isseneraf features that
impact customers’ decisions to buy the infringing productd. (citing Apple IV at 643.
Genband argues that ti@&urt can aggregate the patents for purpose of analyzing irreparable
harm. Id. (citing Apple 1ll, 735 F.3d at 1365).

[CL6] During the bench trial, Genband presented the followsygarding the causal
nexus, which falls into three general categories: (1) ageelérated “wiFoss” report; (2)
demonstratives purporting to correlate dates of Metaswitch press reledsas aileged decline
in Genband’s market share; and (3) statements from Metaswitch marketing Ishatetiapinion

testimony from Mr. McCready.
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[CL7]  Genband’'s presentation of evidence doessatsfy its burdeno show causal
nexus.Accordingly, Genbandhils to show that it has suffered irreparable harm as required for a
permanent injunction.

[CL8] In a separate prong of analysis on the element of irreparable harm, laches may
be a complete bar to an injuncti@®CA Hygiene Prods. Aktiebolag v. First QuaBigby Prods
807 F.3d 1311, 1331 (Fed. Cir. 2018n(bang; see alsoSectionll.B, infra (addressing the
defense of lachesjlowever, @en if not amounting to laches, “delay in bringing an infringement
action” is a factor “that could suggest that the patentee is not irreparably hagmtuk
infringement.”Apple | 678 F.3d at 1325-26.

[CL9] Genband and Nortel delaydalinging suitafter Metaswitch allegedly began
infringing before asserting Genband’s pate®ysecifically, the Genband marketing department
monitored Metaswitclpress releases regarding new Metaswitch products, and would conduct
competitive analyses that involved comparing Genband produdiet@switch productsSee
[FF30]. FurthermoreMetaswitch’s accused products and features were publicly announced and
described in marking documents at least six years prior to the Complaimgp@enband on at
least constructive, if not actual, notiG@ee[FF33HFF35], Wanlass v. Gen. Elec. Cd48 F.3d
1334, 1339 (Fed. Cir. 1998).

[CL10] Genbandanalyzed Metaswitch’s products dating back to 2®&e[FF35]—
[FF36]. Despite this knowledge, Genband did not notify Metaswitch of any infriagermtil
2014, when it filed this case, and even then it did not seek a preliminary injunction.

[CL11] Accordingly, the Court finds that Genband and Nortel's delay in bringing an
infringement actioragainst Metaswitch is indicatiwbat the patentee is not irreparably harmed

by the infringement.
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[CL12] The Court findghat Genbanchas failed to showhe required irreparable harm
element for the two reasons discussed ab@enband’s motion for permanent injunctien
DENIED. The Court need not and does not reach the remaining elements of permanent

injunction analysis: adequate compensation, balance of hardships, public interestpand sc

B. Defenseof Laches

1. Legal Standard

[CL13] *“Laches is cognizable under 35 U.S.Q28& (1988) as an equitable defense to
a claim for patent infringement.A.C. Aukerman Co. v. R.L. Chaides Const, @60 F.2d 1020,

1028 (Fed. Cir. 1992) (en banc).

[CL14] A successful laches defense bars recovery of infringement damages that
occurred prior to the filing of the suifukerman 960 F.2d at 1040-41.

[CL15] Laches can also bar injunctive reliebCA Hygiene Prods. Aktiebolag v. First
Quality Baby Prods., LLC807 F.3d 1311, 1331 (Fed. Cir. 2015) (en banc). Here, having
previously denied Genband’s motion for permanent injunction, the Court does not address
whether or not laches bars injunctive relief in this c&selCL12]

[CL16] Two elements underlie the defense of laches: (a) the patentee’s delay in
bringing suit was unreasonable and inexcusable, and (b) the alleged infringerdsunfétesial
prejudice attributdle to the delay. The district court should consider these factors and all of the
evidence and other circumstances to determine whether equity should intercede efildag pr
damages.Id. The alleged infringer must prove delay and prejudice by a pdepance of the
evidenceld. at 1045.

[CL17] *“[T]he establishment of the factors of undue delay and prejudice, whether by

actual proof or by the presumption, does not mandate recognition of a laches defensg in eve
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case. Laches remains an equitable judgmertetrial court in light of all the circumstances.”
A.C. Aukerman Cp960 F.2d at 1036.
e) Delay

[CL18] If a patentee delays bringing suit for more than six years after the @ate th
patentee knew or should have known of the alleged infringer’s activity, a tdbyttasumption
arises that the delay was unreasonable and unjustified, and that matgudicereesulted.
Aukerman 960 F.2d at 103485 This presumption shifts the burden of proof to the patentee to
come forward with evidence to prove that the delay was justified or that matejiadipe did
not result. Id. Such evidence “must be sufficient to put the existence of a presumed dact int
genuine dispute.d. at 1037. If the patentee presents such evidence, then the burden of proving
laches remains with the alleged infringek.at 1037—-38.

[CL19] *“Although our precedent is clear that the patentee’s constructive knowledge of
an infringer’s kehavior can suffice to start the laches clock, it is equally clear that thegeatent
must have actual or constructive knowledge of an act of infringement thatrgieeto a legal
claim before that clock begins to run against the patentegiftool, Ltd. v. Texar Corp.369
F.3d 1289, 1297-98 (Fed. Cir. 2004).

[CL20] This does not necessarily mean that a patentee must police the market in which
it competes in order to avoid a laches defense. For a duty to police the market, tthexist
infringement generfl must be easily ascertainable from a simple visual inspection of the
accused product or other materials. In the absence of other evidence that woulaponabie
patentee on notice of infringement by a specific accused infringer, a dutlyc® \pidl generally
not exist where the infringement is not easily ascertainable from a simphld inspection.

Wanlass v. Fedders Cord.45 F.3d 1461, 1465 and 1467 (Fed. Cir. 1998).

-59 -



[CL21] *“The length of time which may be deemed unreasonable has no fixed
boundaries but rather depends on the circumstangakérman 960 F.2d at 1032.

[CL22] Facts and circumstances that can justify a delay can include, during ittee per
of delay: (1) being involved in other litigation; (2) being involved in negotiations vagh t
allegedinfringer; (3) poverty or illness; (4) wartime conditions; (5) being involved inspute
about ownership of the patent; or (6) minimal amounts of allegedly infringing gdbiyithe
alleged infringer.Id. at 1033.

f) Prejudice

[CL23] Under the doctrine of laches, the prejudice may be economic or evidentiary.

Aukerman 960 F.2d at 1043.

(1) Economic Prejudice

[CL24] Economic prejudice is determined by whether or not the alleged infringer
changed its economic position in a significant way during the period of delatimgsnllosses
beyond merely paying for infringement and also whether the alleged infringssiss as a result
of that change in economic position likely would have been avoided if the patentee dhétuidile
lawsuit sooner Aukerman 960 F.2d at 1033.

[CL25] The “loss” and “damages” do not include “those attributable to a finding of
liability for infringement.”ld. It is not economic prejudice to pay damages from infringing sales
of products generating a profit over a longer period of time resulting from deéf@aring
Components, Inc. v. Shure In600 F.3d 1357, 1376 (Fed. Cir. 2010).

[CL26] The accused infringer must establish a nexus between their alleged economic
injury and the patentee’s delaystate Contracting & Engineering Corp. v. Condotte America
Inc., 346 F.3d 1057, 1066 (Fed. Cir. 2008e ABB Robotics, Inc. v. GMFanuc Robotics Gorp.

52 F.3d 1062, 1065 (Fed. Cir. 1995) (alleged infringers had “to prove that their increased
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expenditures, i.e., on marketing and development, were in [some] way related to akeonsyt
the patentee”).

[CL27] The Federal Circuit has also rejected accused infringers’ arguments that they
sustained prejudice because they spent substantial amounts of money to desigp, detle
promote different accused products when theyndt alter their conduct once the suit was filed.
Meyers v. Asics Corp974 F.2d 1304, 1308 (Fed. Cir. 1998¢e also i4i Ltd. Partnership v.
Microsoft Corp., 2009 WL 2449024, *33 (E.D. Tex. 2009).

(2) Evidentiary Prejudice

[CL28] Evidentiary prejudice “may amsby reason of a defendant’s inability to present
a full and fair defense on the merits due to the loss of records, the death of a witrlkess, or
unreliability of memories of long past events, thereby undermining the court’y abijudge
the facts.”Aukerman 960 F.2d at 1033 (citations omitted).

[CL29] An accused infringer cannot prove it suffered evidentiary prejudice by only
offering general statements stating that withesses have vanished or beaocessible, or that
documents have been lost or destroybteyers v. Asics Corp974 F.2d 1304, 1308 (Fed. Cir.
1992). Rather, an accused infringer must show “exactly what particular prejudiciéeited
from the absence of these witnesses or evideride.”

2. Analysis

[CL30] Based on the findings of fact and applicable legal standards discussed above,
the Court finds that the doctrine of laches does not limit Genband’s recover of damages

[CL31] Genband’'s filing of this lawsuit in January 2014 did not constitute an
unreasonable delay.

[CL32] To the extent that Genband delayed suit for six years or more, the Court finds

that Genband has rebutted the presumption that such delay was unreasonable and tlat mater
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prejudice resulted. The Court finds that the minimal amount of Metaswitchisginiy activity,
Nortel's bankruptcy, and Genband’s negotiations with Metaswitchsaficient to put the
existence of any presumed delay into genuine disp8ee[FF28HFF49]. The burden of
proving laches-specifically, prejudice-by a preponderance dahe evidence remains with
Metaswitch.

[CL33] Metaswitch has not proven, by a preponderance of the evidence, that it has
been materially prejudiced by any alleged delay. There is no evidendddtaswitch suffered
any economic harm other than damages it wawle to Genband as a result of the allegedly
infringing activity. The record consists only of conclusory allegations @fhcuic prejudice.
SedFF50HFF56].

[CL34] Similarly, Metaswitch has not established any evidentiary prejudice.
Metaswitch has not detailed what specific evidence it was unable to obtain that it ceald ha
obtained had the lawsuit been filed earlier. Again, Metaswitch has only profferedismgcl
statements of evidentiary prejudice, and these are insuffiedi-F57]{FF72].

C. Equitable Defense: Implied Waiver

1. Applicable Law

[CL35] Metaswitch bases its implied wavier defenseCaralcomm Inc. v. Broadcom
Corp. 548 F.3d 1004 (Fed. Cir. 2008). Metaswitch states:

Where an accused infringer proves by clear and convincing evidence that

the patentee had a duty to inform a standard setting organization of its asserted

patents based on the written policies of the standard setting organization, knew

about its duty at thdéime the standard setting organization was adopting a

particular industry standard, failed to meet that duty, and failed to inform the

standard setting organization of the asserted patents, knowing thatdkepably

might be necessary to practice théopted standard, the patentee impliedly

waives its right to enforce its patents against products practicing the resulting

standardSee Qualcomm Inc. v. Broadcom Cof8 F.3d 1004, 10122 (Fed.
Cir. 2008).
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Dkt. No. 356 (Metaswitch FOF) at 1 190.

2. The Court concludes that Metaswitch has not proven by clear and
convincing evidence that implied waiver bars Genband’s damages.

[CL36] Based on the findings of fact and applicable legal standards discussed above,
the Court finds that the doctrine of implied waivdoes not bar Genband’s recovery of damages
Accordingly, Metaswitch’s motion to impose a ban on Genband’'s recovery based upon the
doctrine of implied waiver iIDENIED.

[CL37] Metaswitchdoes not point to any duty tdisclose in the CableLabs IPR
Agreement. Mmaswitch cited to the general agreement but failed to identify any particular
provision or language establishing a dfty NNCSI to disclose. For the reasons explained
above,the Nortel defendardnd Genband did not have an obligation to license the '279, '561,
'589, and '971 Patents under the CableLabs IPR Agreement. Thus, their conduct could not
constitute an implied waiver.

[CL38] Metaswitch has failed to show, by clear and convincing evidence, that Nortel
breached a written policy of the IETF that requitlkd disclosure of the asserted patents. The
policy Metaswitch relies upon was promulgated in 2005. That policy applies to individual
contributors to an IETF standard, and sets a “reasonably and personally known’dstandar
disclosure. Metaswitch has failed to offer any evidence that a contriggoyed by Nortel
breached their obligation under the IETF’s written policies.

[CL39] Metaswitch has failed to show, by clear and convincing evidence, that Nortel
breached a written policy of the ITU that required the disclosure of theeabgattents. The
written policy Metaswitch relies upon was promulgated in 2012. The policy only reguires
participant to disclose patents it knows are standards essential. Moreover, tbsumdisc

obligation only requires “good faith and on a best effort basis” with “no regeiefor patent
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searches.” DX425. Metaswitch has failed to allege that any specific Norteigazant knew
that the asserted patents were essential to an ITU standard, and that tte distjose was
breached.

D. Equitable Defense: Equitable Estoppel

1. Applicable Law

[CL40] The owner of a patent may forfeit its right to any relief from an ngér
where: (1) the patentee, through misleading conduct, leads the alleged infringasdnably
infer that the pateee does not intend to enforce its patent against the alleged infringer; (2) the
alleged infringer relies on that conduct; and (3) the alleged infringer will berially prejudiced
if the patentee is allowed to proceed with its clafadio Sys. Corp. \Lalor, 709 F.3d 1124,
1130 (Fed. Cir. 2013) (citingukerman 960 F.2d at 1028%ee also Winbond Electronics Corp.

v. International Trade Com;262 F.3d 1363, 1374 (Fed. Cir. 2001), opinion corrected, 275 F.3d
1344 (Fed. Cir. 2001).

[CL41] The alleged infringer must prove each of these elements by a preponderance of
the evidence, but even if all these elements are proven, equitable estoppel needuod ke f
such a finding would be unfair in light of the conduct of the partidgakerman 960 F.2d at
1045-46.

[CL42] To show reliance, the alleged infringer must demonstrate that, “in fact, it
substantially relied on the misleading conduct of the patentee in connectiorakutg some
action. ... To show reliance, the infringer must have had a relationship or communication with
the plaintiff which lulls the infringer into a sense of security in going @dheth building the

[infringing product].” Aukerman 960 F.2d at 1042-43.
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[CL43] No equitable estoppel can exist if the alleged infringer did not know of the
patent during the time that the alleged infringer claims relian¢mbond 262 F.3d at 13745;
Aukerman 960 F.2d at 1042 (“[F]or equitable estoppel the alleged infringerotd&d@nunaware
... of the patentee and/or its patent.”).

[CL44] In the context of standard setting organizations, there is no equitable estoppel if
there was not a duty to disclose the patent to the organization or if there was no braach of
existing duty to disclose the patertlynix Semiconductor Inc. v. Rambus Jré45 F.3d 1336,

1348 (Fed. Cir. 2011).

[CL45] Material prejudice may be economic or evidentiadukerman 960 F.2d at
1043 Economic prejudice “may be shown by a change of economic position flowing from
actions taken or not taken by the patenteAspex Eyewear605 F.3d at 13123 (citing ABB
Robotics, Inc. v. GMFanuc Robotics Corp2 F.3d 1062, 1065 (Fed. Cir. 1995)QJases in
which economic prejudice has been found lacking did not so hold because of a lack of capital
investments, but, rather, because the alleged infringer failed to prove thatnitreased
expenditures, i.e., on marketing and development, wereyirway related to actions taken by
the patentee.”)). Evidentiary prejudice “may arise by reason of a defenhability to present
a full and fair defense on the merits due to the loss of records, the death of a witrtless, or
unreliability of memorief long past events, thereby undermining the court’s ability to judge
the facts.”Aukerman 960 F.2d at 1033 (citations omitted).

[CL46] The Court must consider all evidence relevant to the equiatio Sys. Corp.

709 F.3d at 1310 (citingukerman 960 F.2d at 1028).
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2. The Court concludes that Metaswitch has not proven by clear and
convincing evidence that equitable estoppel bars Genband’s damages.

[CL4A7] Based on the findings of fact and applicable legal standards discussed above,
the Court finds that the doctrine efjuitable estoppel does notrb@enband’s recovery of
damages, and Metaswitch’s motion seeking to ban Genband’s recovery on that basis is
DENIED.

[CL48] With respect to equitable estoppel, Metaswitch has not proved by a
preponderance of the evidence that it saisally relied on any allegedly misleading conduct of
Nortel or Genband in connection with taking some action.

[CL49] Metaswitch bases its waiver defense on Nortel’s involvement with CableLabs,
IETF, and ITU. As described above, Metaswitch is not entitledease under any of the SSO
agreements.

[CL50] As discussed in the findings of fact, Metaswitch knew or should have known
that Nortel had no obligation to license the asserted patent under the SSO agreeimdatyy, S
Nortel’'s positions with respect to its lik&nhg commitments to the IETF and ITU were publicly
known and available to other participants, such as Metaswitch.

[CL51] Moreover, Metaswitch failed to show that Nortel breached any duty to disclose
the asserted patents. Metaswitch points to no duty to disoldise CableLabs IPR Agreement.
Also as described above, Metaswitch failed to show that Nortel breachetiem walicy of the
IETF or ITU that required the disclosure of the asserted patents.

[CL52] Furthermore, Metaswitch cannot show reliance because matictven have
knowledge of the asserted patents dutiimg relevant time frames. Metaswitch contends that it

did not become aware of the '589, '561, and '971 Patent until the filing of this lawsuit.
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Metaswitch’'s June 22, 2015 Supplemental Responses and Objections to Genband’'s
Interrogatories Nos. 5 and 12 at 12. For this reason alone, equitable estoppel does.not apply
[CL53] Metaswitch alleges that it first became aware of the 279 Patent in or around
January 2008. Supplemental Responses and Objections to Genband'’s Interrogatories Nos. 5 and
12 at 13. But John Palombo, Metaswtich’s 30(b)(6) witness on its knowledge of the '279 Patent,
testified that Metaswitch never did any analysis of that patent:
Q. (BY MR. BAXTER) The answer here says, “Bioalysis or ealuation of
the 279 patent was performed” in connection with theaal thread inExhibit
397. Do you know- what | find unusual is isays, “No analysis or evaluation
was performed irtonnection with this document, Exhibit 397.” But mpyestion
is, do you know if MetaSwitch ever performady analysis or evaluation of the
'279 patent, whether it was in connection with Exhibit 397 or not?
A. What do you mean by “analysis”?
Q. (BY MR. BAXTER) Well, what do you understaauialysis to mean?
A. Well, analysis could be anything from readimglocument to spending
several months pouring overtdt see how it applies to a particular situation.
Q. Okay. And | would include all of that withime scope of analysis.
A. And | guess, no, there was no analysis offihtnt.
John Palombo Tr. at 26:217:15. Thus, there is no evidence of reliance even with respect to the
279 Patent.
[CL54] The findings of fact above also demonstrate that Metaswishnot suffered
any prejudice as a result of the filing of this lawsuit in 2014. There is no eeidbat
Metaswitch suffered any economic harm other than damages it would owe tonGeskaresult

of the allegedly infringing activity. The recgratbest,consists only of conclusory allegations of

economic prejudice.
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E. Equitable Defense: Implied License

1. Applicable Law

[CL55] “In patent law, an implied license merely signifies a patentee’s waiver of the
statutory right to exclude others from making, using, or selling the patentediamv&é Wang
Labs., Inc. v. Mitsubishi Electronics Am., Int03 F.3d 1571, 1580 (Fed. Cir. 1997). Implied
license applies when a patentee has licensed or assigned a right, receivedatimmsidad then
sought to derogate from the right grantedl. at 1581. The primary difference between an
implied license and equitable estoppel is thdtrid an implied license there must have been an
affirmative grant of consent or permission to make, use, or sell (i.e., a licddse)quitable
estoppel, on the other hand, focuses on ‘misleading’ conduct suggesting that thee paitenot
enforcepatent rights.”1d.

[CL56] The Federal Circuit has endorsed a fpagt test for determining whether a
patentee impliedly licensed an invention to an accused infringer:

(1) [T]here was an existing relationship between the patentee and infri@yer

within tha relationship the patentee transferred a right to use the patented

invention to the [infringer]; (3) the right was transferred for valuable

consideration; (4) the patentee has now denied the existence of the right; and (5)

the patentee’s statements andaact created the impression that it consented to

the accused infringer making, using, or selling the patented invention.
Mass EngineeredDesign Inc. v. Ergotron, Ing.633 F. Supp2d 361, 388 (E.D. Tex. 2009).
(citing Wang 103 F.3d at 1579).

2. The Court concludes that Metaswitch has not proven by clear and
convincing evidence that implied license bars Genband’s damages.

[CL57] Based on the findings of fact and applicable legal standards discussed above,
the Court finds that the doctrine of implied ise does not bar Genband’s recovery of damages,

and Metaswitch’s motion in this regardD&NIED.
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[CL58] Metaswitch have provided no evidence that a relationship existed between it
and Genband or Nortel, that Genband or Nortel transferred any rights to usetahieda
invention to Metaswitch, or that Metaswitch gave valuable consideration for suchséertra
Furthermore, Metaswitch cannot establish that Genband or Nortel's conductd cesate
impression that it consented ketaswitch’'suse of the inventions fathe same reasons that
Defendants cannot establish equitable esteppébr to this litigation, Nortel and Genband did
not communicate with Metaswitch about, and Metaswitch was unaware of, the '2795881, ’
and '971 Patents.

[CL59] Moreover, Metaswitch hasot shown an implied license or affirmative grant
of consent or permission to make, use, or sell the patented invention. As described above, Nortel
and Genband did not agree to license the '279, '561, '589, and '971 Patents through its SSO
agreements. Tehfact that Nortel and Genband did not have obligation to license under express

provisions of the SSO agreements undermines any finding of an implied license anthig.c

F. Patent Eligible Subject Matter under35 U.S.C. § 101

1. Legal Standard

[CL60] Whether a dim is drawn to paterdligible subject matter under1®1 is an
issue of law . ..” In re Bilski 545 F.3d 943, 951 (Fed. Cir. 2008) (en banc). There are three
specific judicially recognized exceptions to patentable subject matter: lavetuwé nphygal
phenomena, and abstract ide&siski v. Kappos561 U.S. 593, 601 (2010). Laws of nature and
abstract ideas may not be patented because no one may claim their excluslde ats09-10
(“A principle, in the abstract, is a fundamental truthpaginal cause; a motive; these cannot be

patented, as no one can claim in either of them an exclusive right.”) (qudtigchalk v.
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Benson 409 U.S. 63, 67 (1972)). In other words, “one may not patent an iBleason 409
U.S. at71.

[CL61] To invalidate a claim because it does not claim eligible subject matter, the
challenger must prove their case by clear and convincing eviderdgbritech Inc. v.
Monoclonal Antibodies, Inc802 F.2d 1367, 1375 (Fed. Cir. 1986).

[CL62] In Alice v. CLS Bankthe Supreme Court explained that not all abstract ideas
are unpatentable because “[a]t some level, all inventions embody, use, reftagbore or apply
. .. abstract ideas134 S.Ct. 2347, 2354 (2014). Thus an invention is not rendered ineligible for
patent simply because it involves an abstract concefat.”(internal citations omitted). An
invention that merelynvolves an abstract concept “pose[s] no comparable risk okprption,
and therefore remain(s] eligible for the monopoly granted undepatent laws.” Id. at 2355.
Thus, courts “must distinguish between patents that claim the building blocks of human
ingenuity and those that integrate the building blocks into something mdreat 2354 (internal
citations omitted).

[CL63] The Alice Court described the use of a tpart test to determine whether a
patent claims a patemeligible abstract idea.See Alicg 134 S. Ct. at 2355 (citiniylayo
Collaborative Servs. v. Prometheus Labs.,,Ih82 S. Ct. 1289, 12987 (2012). First, the claim
must ke examined as a whole to determine whether it is directed to an abstracAlideal34
S. Ct. at 2355 n.3. Abstract ideas include “fundamental economic practice[s],’n certai
“method[s] of organizing human activitfies],” an “idea of itself,” and “mathg&cal formula[s].”

See idat 2355-56.
[CL64] Second, even if the claim is found to be directed to an abstract idea, it is still

patenteligible if it recites “an element or combination of elementssufficient to ensure that
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the patent in practice amourtts significantly more than a patent upon the ineligible concept
itself.” Id. at 2355 (internal quotation marks omittedge alsoDDR Holdings, LLC v.
Hotels.com, LP 773 F.3d 1245, 1255 (Fed. Cir. 2014). A patent claim can amount to
“significantly more” than an abstract idea in a number of different ways, including by: (1)
improving the functioning of a computer itsélf2) improving a technology or technical field;
(3) applying the abstract idea with, or by use of, a particular (as opposeceticyerachine;
(4) effecting a transformation or reduction of a particular article toferelift state or thingf (5)
adding steps that confine the claim to a particular useful application orgaddspecific
limitation other than what is welinderstod, routine, and conventional in the fieftlpr (6)
including other meaningful limitations beyond generally linking the use of tsteagbidea to a
particular technological environméht

[CL65] Significantly, the Supreme Court explained that “claims [that],efcample,
purport to improve the functioning of the computer itself” are not directed to absteas.
Alice, 134 S. Ct. at 2359. Indeed, the Federal Circuit he@DR Holdingsthat the claims at
issue recited patent eligible subject matter because they solved a techri@ampuosing a
technical solutior-namely that “the claimed solution is necessarily rooted in computer

technology in order to overcome a problem specifically arising in the realnoroputer

9 Alice, 134 S. Ct. at 2350.

10 plice, 134 S. Ct. at 2359 (citinBiehr, 450 U.S. at 17778) (statinge.g, that “the claims irDiehr were patent
eligible because they improved an existing technological process”).

1 See Bilski561 U.S. at 604“The Court’s precedents establish that the machirteansformation test is a useful
and important clue, an investigative tool, for determining whethee sdaimed inventions are processes under
§101.").

12 See Diamond v. Dieh®50 U.S. 175 at 184 (1981) (“That respondents’ claims [to a specific rubbdingol
process] involve the transformation of an article, in this case raw, unsyméuktic rubber, into a different state or
thing cannot be disputed.”)es alsoGottschalk vBenson409 U.S. 6&t 70 (1972) (“Transformation and reduction
of an article ‘to a different state or thing’ is the clue to the patentability pfocess claim that does not include
particular machines.”)

3 Alice, 134 S. Ct. at 2354, 23559.

14 Alice, 134 S. Ct. at 2360.
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networks.” DDR Holdings, LLC 773 F.3d at 1257. In addition, HNC Bank the Patent Trial
and Appeal Board found that “transform[ing] data in a particular manneo .create formatted
data” was not an abstract ideBNC Bank v. Secure Axcess, LICBM201400100, Paper 10,
p. 20 (PTAB Sept. 9, 2014).

[CL66] Furthermore, théaw doesnot support aule that thepresenceor absenceof
“concrete or material objects”defines the boundarpetweeneligible and ineligible subject
matter. Indeed, aclaim implementedon an apparently‘concrete” computeror storagemedium
may be patentineligible if it merely embodiesan abstractidea, whereasan invention as
immaterialas softwareis potentially patentligible. See Inre Bilski, 545 F. 3d 943, 960 n.23
(Fed. Cir. 2008) (“we decline to adopt a broad exclusigrr software or any other such
categoryof subjectmatter”).

[CL67] However, reference to generic, ngpecific devices cannot confer patent
eligibility on otherwise unpatentable claimsSee, e.g., Alicel34 S. Ct. at 2358 (“the mere
recitation of a generic computer cannot transform a patehgible abstract idea inta patent
eligible invention”); see also Content Extraction & Transmission LLC v. Wells Fargo Bank,

N.A, 776 F.3d 1343, 1347 & n.1 (Fed. Cir. 2014).

2. '561 PatentAsserted Claims are Patent Eligible
[CL68] Metaswitchhas previouslypresented its 801 ineligibility argument for the
'561 Patentt the summary judgment stage, which the Magistrate Judge rejected
...Claim 12 of the 561 Patent is patesligible under 8.01. The
Court agrees with Metaswitdihat Claim 12 is representative for
purposes of the 801 analysisthe other asserted claims of the
'561 Patent are likewise pategiigible.

Dkt. No. 408 at 18.
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[CL69] The Court also rejected Metaswitch’s objectidnsthe Magistrate Judge’s
ruling, and the Court adopted in full the report and recommendation of the Magistrate Judge.
Dkt. No.447. Thus, the Court rejects Metaswitch’s attempt to reardid geligibility for the

'561 Patent.

3. '658 PatentAsserted Claims are Patent Eligible

[CL70] The asserted claims of the '658 Patent are not invalid as they are directed to
patenteligible subject matter.

[CL71] The claims of the '658 Patent are not directed to an abstract idea, and thus pass
the first step of thélicetest and are patent eligible.

[CL72] The fact that the asserted claims of the '658 Patent involve, in piue,
manipulationof binarydataor signalsdoes notinherentlyrenderthem abstract. If thatwere
the case,no claim drawn to a digital device could ever survive 8§ 101. Dkt. No. 408 at 13.
The asserted claims are naterely a computerizedimplementationof an abstractconcept or
the implementation of a mathematical principle on a physical machiogeover, the asserted
claims of the '658 Paterfdo not merely recite the performanceof some businesspractice
known from the pre-Internetworld along with the requiremento perform iton the Internet,”
but insteadare “rooted in computer technologyn order to overcome a problem specifically
arising in the realm of computer networkdDDR Holdings, LLC v. Hotels.com, L,F.73 F.3d
1245, 1257 (Fed. Cir. 2014e¢ e.g, PX3 at 2:46-54, 4:34-42.

[CL73] Claim 1 of the '658Patentis not directedto an abstractidea, and it is
neitherdrawnto the manipulation of binary data or signals nor “language translatian” any
abstractway. Claim 1 is directed to specific technologicalcomponentq“a first protocol

agent,” “a second protocol agent,” and an “interworking agent”) that work together ificspeci
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ways to provide first and second “IP telephony device[s]” associated wittafidssecond “IP
telephony protocol[s],” respectively, the atyilito communicate with each other according to a
third protocol,” instead of merely the “first IP telephony protocol” or thextmd IP telephony
protocol.” PX3 at Claim 1. Furthermore, the interworking agent, using the third protocol,
provides specifi¢functions” that are “a supeget of functions provided by the first and second IP
telephony protocols.” The interworking agent also “communicat[es] . . . teettend protocol
agent without alteration,” “a first parameter associated with thelfr&elephony protocol [that]
does not map to the second IP telephony protocBIX3 at Claim 1. Claim 1 recites these
elements in the particular context of a “call server” that enables a first and secoealgghdny
device,” having a “first IP telephony gocol” and a “second IP telephony protocol,”
respectively, to communicate with each other in the specific manner dlaiXa at Claim 1.

[CL74] Claim 11 is similar to Claim 1, but differs, for example, in that it is a method
claim with four steps. Claim 11sal recites that a “second message includ[es] at least one of a
media capabilities description and media stream management information [igJddeom” “a
first message formatted according to a first IP telephony protocol,” ahdatithird message [is
generated] according to a third IP telephony protocol” “in response to iregdive second
message,” where the third message “includ[es] at least one of the rapdialiies description
and media stream management information derived from the secormbhmé$sxX3 at Claim 11.
Claim 11 further dealsinter alia, with a particular method “for interworking devices that
communicate using different internet protocol (IP) telephony protocalsd’ further with a
particular way of interworking media capabésgi description and media stream management
information between different telephony devices that may use diffetl telephony

protocol[s].” PX3 at Claim 11.
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[CL75] The assertedclaims of the ’'658 Patent are not directed to the abstract
idea of communicating betweentwo entities that speak a different languageby using a
middle man that can understand botltlanguages. This characterization is inaccurate because it
describes a typical translator (a third person) who translates from ojgatgnto a second
language and vice versa. In contrast, the asserted claims recite interwaaskéngommon third
protocol (e.g. a third language in the analegypt a third party translator), where protocol agents
(e.g., translators) map parameters from the first acohselP protocols to and from the common
third protocol. Such interworking does not arise in the brick and mortar context, but mateer i
realm of computer networks.

[CL76] Asserted Claims 1 and 11 are not directed to an abstract idea. The claims
attempt to“‘overcome a problem specifically arising in the realm of computer nesWddOR,
773 F.3d at 1257. For example, the utility associated witlcltimed call server anthethodis
specific to the contextrecitedin the claims, for exampleas stated ilClaim 11—the need to
“interwork[] devices that communicate using different internet protocol (IRjpheny
protocols.” PX3 at Claim 11lsee alsd®X-3 at Claim 1, 2:4262, 4:3442, 6:2%37, 6:65-7:53,
8:52-9:30 (describingthe problemof communicatingbetween equipment that uses various
different IP telephony protocolgnd positing the inventioras a solutionto this problem—for
example via using an interworking agent and interworking protocol, communicatedia
capabilities description and/or medteam management information, and sending parameters
that do[] not map without alteratipn Without the inventions described in the asserted claims of
the patent, efficient communication between IP devices that use various ndiffi@otocols
would be difficult or even nonexistent in certain situatioBge, e.g.PX-3 at 2:4262. Thisis

not acasein which an abstractidea or mathematicaprinciple is carried out on acomputer—
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the recited components andperationsare meaninglessoutside thecontext of a computer
network that uses specific types of IP telephony devices, IP telephonggsptprotocol agents,
and interworking agents, and that sends specific types of data (e.g., media apabilit
description and media stream management informati@gmpareMayo, 132 S. Ct. at 1301

with DDR, 773 F.3dat 1257; see also '658 Patentat Claims 1, 11, 2:2262 (discussing
“interworking between” realime “IP telephony protocols” such as H.323VIGCP,
Megaco/H.248 and Sessioninitiation Protocol (SIP)).

[CL77] In addition, theclaims of the '658 Patentdo not representan attemptto
capturea “building block[] of humaningenuity,” “a methodof organizinghumanactivity,” a
“fundamental truth,”an “idea of itself,” or thelike. SeeAlice, 134 S. Ct. at 2354-56. The
claims of the '658 Patent, like the claims at issue in DDR, address a problem “specifically
arising in computer networks,” that “does not arise in the ‘brick and mortar’ conBBR; 773
F.3d at 125458. For example, the claims deal with specific problems thaé an specific
computer networks-for example, IP communications between different IP telephony devices
using first and second IP protocols via the implementation of specific compoagntprbtocol
agents and an interworking agent) that perform spdifictions €.g, implementing a specific
third protocol that operates in multiple specific ways, or the specific handling rio¢uber
data—such as media capabilities description and media stream management informr2Ka8n).
at Claims 1, 11.

[CL78] Furthermorethe components of the claims are not abstract but rather specific
components that have a concrete nature and perform specific functions within a netaork. F
example, “protocol agents” and “interworking agents,” as recited in the claims,bea

implemerted in the form of hardware and/or softwar®ee, e.g.PX3 at 4:655:61 (describing
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some example functionality of the protocol agents and interworking agent and thaathbe
located on different machinedor example “[tlhe division of the interworking agent into two
software components allows protocol agents associated with a given call tteexeceparate
machines”). Moreover, the “IP telephony device[s]” recited in the claim arefispeaidware
devices with particular circuitry.

[CL79] The asserte€laims cannot be performed by the human hand or in the human
mind without the need for specific hardware or circuitry, at least becaygaaiin 1 recites
specific components of a call server and (2) Claims 1 and 11 recite their linstatidhe
contextof “IP telephony” devices, protocols, and communications, which communicate 4in real
time. A human cannot, for example, successfully interwork between IP telephonyojsrotoc
during a realime audio call.

[CL80] Evenif the asserted claimsould befairly charaterizedas being directed to
an abstractidea the claim is patenteligible becausdt recites “an elementor combinationof
elements .. sufficientto ensurehat the patentin practice amountdo significantlymorethana
patentupon thaneligible concepitself.” Alice, 134 S. Ct. at 2355. The asserted claims thus also
pass the second step of the Alice test and are therefore patent eligible asithashwell.

[CL81] Claim 1recites a “call server” comprising a first and sectiméernet protocol
(IP) telephony device” associated with a first and second “IP telephony prdtasolell as a
first and second “protocol agent” for communicating with the first and second dphtely
device[s].” Claim 1 further recites an “interworking agent” that alldles first and second
“protocol agents to communicate with each other according to a third protocol,” andithe cla
delineates the context in which the third protocol is used and how the interworking agtes ha

parameters in certain situatioffthe funaions provided by the third protocol [are] a supet of
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functions provided by the first and second IP protocols,” and the “intkivgoragent”
“‘communicat[es] .. to the second protocol agent without alteration,” “a first parameter
associated with thérst IP telephony protocol [that] does not map to the second IP telgph
protocol). PX3 at Claim 1. Hence, Claim 1 recites a specific “call server” that is reon-
generic computer system (and that recites other rg@meric computer systems as claim
elements) and that “improve[sithe functioning of the computetself.” Alice, 134 S. Ct. at
2359. For this samereason,Claim 1 passesthe machineor-transformationtest—it recites
machineqIP telephony devices, protocol agents, interworking agents, secaér)that “impose

a meaningful limit on the scope of aclaim” by “play[ing] a significant part in permitting the
claim[] . . .to beperformed.” SiRF Tech., Inc. UTC, 601 F.3d 1319, 1333 (Fed. Cir. 2010).
Furthermore, Claim 1 “is tied to a particular machine or apparatus” and traesghe machine
or transformation testin re Bilski 545 F.3d at 954.

[CL82] Similar to Claim 1, Claim 11 also recites “significantly morean an abstract
idea. For example, it is a method claim with four stepsrecites,inter alia, a particular method
“for interworking devices that communicate using different intepretocol (IP) telephony
protocols,” and further a particular way oterworking media capabilities description and media
stream management information between different telephony devatesidly use different “IP
telephony protocol[s].” Specificall{;laim 11 recites, “generating a second message including at
least one of media capabilities description and media stream management information derive
from” “a first messagegceivel from a first telephony devigéormatted according to a first IP
telephony protocol.” Claim 11 further recites “transmitting the seaoedsge to a second
protocol agent” and, in response, “generating a third message formattediragtora third IP

telephony protocol,” where the third message “includ[es] at leastob the media capabilities

-78 -



description and media stream management infoomaterived from the second messag@X3

at Claim 11.Claim 11 alsaelineates the context in which the steps are performed, for example,
in the context of ihterworking devices that communicate using different internet proftep
telephony protocols Hence, Claim 11 is implementedin the context of a nogeneric
computersystem,and “improve[s] the functioningof the computeiitself.” Alice, 134 S. Ct.

at 2359. For this samereason,Claim 11 passeshe machineor-transformationtest; it recites
machinege.g., a “telephony device” associated with an “IP telephony protocol” and @c¢plot
agent”) that “impose ameaningful limit on the scope of alaim” by “play[ing] a significant
partin permitting the claimed methodto beperformed.”SiRFTech., Inc. vITC, 601 F.3d 1319,
1333 (Fed. Cir. 2010). Indeed, these machines are the only reason one would perform the
claimed method in the first place. Furthermore, Claim 1 “is tied to a particularnmaash
apparatus” and thus passes the maabirieansformation testln re Bilski 545 F.3d at 954.

[CL83] The opinions of Genband's expert, Mr. Lanning, further confirm that the
asserted claims of the '658 patent are patdigtble under Section 101SeeMay 29, 2015
Lanning Validity Report, App. 6 i 22326. For example, Mr. Lanning explained that the
claims are directed to overcome a specific problem in the IP telephony fakldHe further
explained that the claims solve a particular problem and allow two Internetélrdevices to
communicate in a particular way (e.g., via the specific interaction of partithltelephony
devices, protocol agents, and an interworking agelat). For example, Claims 1 and 11 both
recite devices that communicate using different IP telephony protocols andopiameats that
communicate with those IP telephony devices. PX3 at Claims 1 and 11. FurthernkingLa
opines that the claims require partamuhardware components with particular circuitry for

performing certain functions.
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[CL84] For at least the reasons stated above, the asserted claims of the '658 Patent are
not directed to a pateimeligible abstract idea. The asserted claims of the '658 paitentecite
significantly more than an abstract idea.

[CL85] Thus, the asserted claims of the '658 Patent are patent eligible under 35 U.S.C.
8 101.Metaswitch’s motion to find the patentssuit to be directed at pateimeligible subject

matter iSDENIED.

So ORDERED and SIGNED this 29th day of September, 2016.

RODNEY GILﬂrRAP
UNITED STATES DISTRICT JUDGE
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