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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

SYNERON MEDICAL LTD.

Plaintiff,
V.
CIVIL ACTION NO. 2:14-cv-00639
VIORA LTD., VIORA INC., and COPPER

LEAF DAY SPA & SALON JURY TRIAL DEMANDED

w W W W W W W W W

Defendants

MEMORANDUM OPINION AND ORDER

Before theCourt are two related motionBefendand Viora Ltd., Viora Inc., and Copper
Leaf Day Spa &Salon’s €ollectively, “Viora™) Motion for Sanctions under Rule 11 against
Plaintiff (Dkt. No. 25) and the Plaintiff Syneron Medical Ltd.’s (“SynerondtMn for Sanctions
under Rule 11 against Defendsi(iDkt. No. 42). For the reasons set forth below, both motions
are DENIED.

l. Background

This dispute concernsvo competitors’ disagreement over claim terms contained in U.S.
Patent 6,662,054 (the '054 patent), issued December 9, 2003.mdjbaty of the factsare
largely undisputed.

The primary parties this lawsuit are competitors headquartered in Israel. Dkt. No. 25 at
1-2. Both Syneron and Viorproduce a skirtreatmentsystem that reduces fat cell volume,
increases metabolism, increases blood circulation, and tightens the ldkinThis treatment
process is aamplished by the accused product in this lawsud. The accused product, The
Viora Reaction SysterffReaction system’)is made by Viora and used by Copper Leaf Day Spa

& Salon, the other defendantid. Syneron owns U.S. Patent No. 6,662,864 produces its own
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skin treatment system

The disputed claim terms are present in Claim 1, a method claim, and Claim 8, a system
claim of the '054 patent. Claim 1 discloses a method for carrying out a treabimskin,
comprising for each of one or more regionshef skin: (a) deforming the skin so that the region of
skin protrudes from surrounding skin; (b) applying radio frequency (RF) energyskinhand (c)
massaging the skin. Claim 8, a systdeam, likewise has three correspondietements that are
very similar to the method claim.

The parties largely agree thhe first twoelementg(a) and (b)) of the method and system
claims argresent within andhet by Viora’sReaction system Dkt. No. 25 at 7. As a result, the
gravamerof this dispute centers on whether the accused product meets element &sshygimg
the skin or containing a massager. Syneron instituted the present lawsuitléotkiscquestion.

On May 22, 204, Syneron filed its complaint againBefendants dl of which are
represented by the same counsel. On July 28,,20&rh notified Synerorby letterthat Viora
intended to file a Motion for Sanctions under Rule 11, alleging that Syneron’s comaaisbw
frivolous that it constitutedanctionableonduct. Dkt. No. 25 Ex. F. Viora contexttiatthere
is no legitimate question that the massaging element is absent from the accusetsmcidtat
“bringing of a claim of infringement based on the Reaction system has absolutelgturad fa
support and was brought either with@uny prefiling investigation or with full knowledge that
there is no basis for the infringement claims with the intent to injure Defehtdasteess.” Dkt.
No. 25 at 1.

As required by Rule 11, Viora gave Syneron twemg days to withdraw its comjoha
against Viora. Unwilling to do so, Syneron (on August 15, 2014) respondetténtoViora’s
July 28, 2014 demand. In that letter, Syneron pointed Viora to legal support for Syneriom’s cla
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construction positions. Dkt. No. 34 Ex. 3 at 8yneron o made it cleato Viora that should
proceed to file its Rule 11 Motiothat Syneronwould itselfview such conduct as a violation of
Rule 11since Synerowiews Viords motion as whollyrivolous. Id. That is to saySyneron
asertsthat Viora’s Motion for Sanctions is so fdlous thatbringing the motion itself is
sanctionable. Syneron allegedly requested that Viora waive the taeatgay safe harbor
period for filling a Rule 11 Motion so that the two sanctions motions could be briefetidnget
Dkt. No. 34at 1 n.2. However, Viarefused to waive the safe harbor periodl. Unable to
resolve their differences, on September 2, 20daughly three months after the litigation
commenced-Viora filed its Rule 11 Motiorfor SanctiongDkt. No. 25, Sanctions Motion #1
After waiting for the safe harbor period to pass,October 6, 201&yneron filed its Rule 11
Motion for SanctiongDkt. No. 42, Sanctions Motion ¥2 Both motions are now before the
Court.

Supporting thesdwo motions, the parties have now filed over 1,700 pagebriefs,
supporting declarations, and documents this single isue—whichthe Court has been required
to review Theparties ten (10) accompanyindriefs contain arguments thate traditionally
dealt withduringsummaryjudgment orclaim constructiorbriefing. Each side states that these
supportive filings were tendered in an effort to show that SyneronBlipgeinvestigation was
either reasonable or unreasonabkethe case may .be

A hearingbefore the Counvas held on December 4, 2014t the hearing, it was revealed
that Syneron and Viorare not strangers to each other. Thaye dong and complicatekistory
that includs allegations of employee poaching, misappropriation of trade secretsitamitonal
interference with business relationships. Those issues, however, are not befdeuttis
Instead, this Court is taskesblely with determiningwhethereither or both parties’ conduct is
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sanctionable under Rule 11.
Il. Legal Standards

The Federal Rules of Civil Procedure are given their plain and ordinary meaBirsy.
Guides, Inc. v. Chromatic Commc'ns Entelrsc.,, 498 U.S. 533, 3(1991). Rule 11 provides in
relevant part: By presenting to the court .a.written motion or other paper, .an
attorney . . certifies that to the best of the person’s knowledge, information, and lhetretd
after an inquiry reasonable under tlmércumstances. .the claims, defenses, and other legal
contentions are warranted by existing law or by a nonfrivolous argumenttéarding, modifying,
or reversing existing law. .[and] the factual contentions have evidentiary supgpoRed. R.
Civ. P.11(b) (emphasis added)As articulated by th&).S. Supreme Court, “Rule 11 @med at
curbing abuses of the judicial systemBus. Guides498 U.S. at 52 (internal quotation marks
omitted).

In the Fifth Circuit, when determining whetreepartyhasviolatedRule 11, “the standard
under which an attorney is measured is an objective, not subjective standarcboalkasess
under the circumstances.’F.D.I.C. v. Maxxam, In¢.523 F.3d 66, 581 (5th Cir. 2008).
Consequentlyyvhile the motivations behinslucha filing may well be interesting reading, thane
wholly irrelevant. Id. at 580.

In the context of patent infringement actions, a reasonable inquiry under Rule 11 requires
that an attornegl) perform a nonfrivolous claim construction analyansl(2) apply it as part of a
reasonable infringement analysi€)-Pharma, Inc. v. Andrew Jergens C860 F.3d 1295, 1361
02 (Fed. Cir. 2004) Evidence of a nonfrivolous claim construction analysis consists of a claim
interpretatiorthat“comport[s]with the plain meaning of the claim language dofieq not appear
to be inconsistent with the patent's written description and prosecution Histidryat 1301.
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Given that “[rleasonable minds can differ as to claim construction positions and losing
constrictions can nevertheless be nonfrivolous,” claim construction positions are analyzed on a
spectrum of reasonablenesRaylon, LLC v. Complus Data Innovations, Jnt00 F.3d 1361,
1368 (Fed. Cir. 2012) At one end othat spectrum, a threshold exists where a clainsicuction
position is saunreasonabléhat “no reasonable litigant could believe it would succeeitldr,
LLC v. Google, In¢.631 F.3d 1372, 1378 (Fed. Cir. 2011). Should a claim construction position
meet this high threshold, the claim construction is frivolous, and Rule 11 mandatemsanict

With respect to a reasonable infringement analysis, an attorney need only shtav that
good faith, informed comparison of the claims of a patent against the accusad s#tier” took
place. Q-Pharma 360 F.3d at 1302.“[T]he presence of an infringement analysis pltyeskey
role in determining the reasonableness of thdifing inquiry made in a patent infringement case
under Rule 11.” Id.

[I. Analysis

From the outset, the Court is compelled to note that it is not construing the cfaimes
'054 patent in this Order. Instead, the Court’s only inquiry is wh&kieeron’s profferedlaim
construction waso frivolous that no reasonablktigant would believe it couldsucceedand
whetherits pre-suit investigation thabllowedwas unreasonableQ-Pharma 360 F.3dat 1301
The Court holds that it was not.

A. The Merits of Viora’s Rule 11 Sanctions Motion

In Q-Pharma, Inc. v. Andrew Jergens C860 F.3d 129%Fed. Cir. 2004)the Defendant

contended that the Plaintiff did not conduct a reasonablsyiranvestigation and that the
Plaintiff's claim construction was frivolous.ld. at 129899. As factual support for the
reasonableness of ibwerall presuitinquiry, the Plaintiff showed that while did not conduct a
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chemical analysis obefendant’s accused produatfore filing suit, its attorneys performed a
claim construction analysend did an independent infringement analysis basdded@ndant’s
advertising sitements. Id. at 1298. These advertising statemesuggested that thaeccused
productmet the claim limitations.ld. The Federal Circuitconcluded thathe infringement
analysis—which “playsthe key role in determining the reasonableness of thdilprg inquiry
made in a patent infringement case under Rule-X&fiedon Defendant’s advertising statements
and was reasonable Id. at 1302 In deciding that the claim construction analysis was not
frivolous, the Federal Circureasonedhat “[c]laim interpretathn is not always an exact science,
and it is not unusual for parties to offer competing definitions of even the simfdest c
languagé€. Id.at 1301. The Federal Circuiurtherreasonedhat Plaintiff'sclaim interpretation,
while broad, followed the standard canons of claim construction and was reasopgblyes] by
the intrinsic record. Id. As a result, the overall piguit inquiry was reasonable and therefore no
Rule 11 sanctions resulted.

On the other hand, iRaylon, LLC v. Complus Data Innovations, |ribe Federal Circuit
reversed a district court’'s order denying sanctions under Rule 11 because ittiéf'$la
construction was so objectively unreasonakde frivolous—that no reasonable litigant could
believe it would succeed.700 F.3d 1361, 1368 (Fed. Cir. 2012)n Raylon the Plaintiff's
construction was not supported &y intrinsic evidence and was against the plain and ordinary
meaning of the claim termld. The claim term required a “display being pivotally mourdad
said housindg Id. at 1369. The Plaintiff's construction tife claim term “pivotally mounted”
would have the court believe that the user’s elbow could act as the “povogike an otherwise
fixed display on the housing “pivotally mountedItd. The only intrinsic evidnce Plaintiff cited
in support of its broad construction positiea sentence from the specification statihgt the
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purpose of the invention was thaiger could maintain eye contact with a thpatty while using
the inventior—lent no factual support to their argumeritd. Instead, the Plaintiff's position was
directly contradicted by the plain and ordinary meaning of the claim languageReasomg
that Plaintiff's “claim construction. .is contrary to all the intrinsic evidence and does not
conform to the standard canons of claim construction,’Fdaeral Circuit directed the District
Court tosanctionthe Plaintiff for putting forth a frivolous argumentd. These sanctions we
requested by Defendant aadcurredafter final judgment was enteredd. at 1366.

In the present case, the disputed construction concerns the “massagimghtelof
claims1 and &f the ‘054 patent. The Court first turns to the issustwdther Syneron’s prsuit
construction of that term was nonfrivolousSecond, the Court identifies whether Syneron’s
pre-suit infringement analysisnd applicatiorof its allegedlynonfrivalous construction to the
facts was reasonableWhile the Court refuses tinally construe the claisat this stage in the
litigation, the Courproperlyuseghe guiding principles of claim interpretation to determine what
is frivolous and what is nonfrivolous.

I. Syneron’s Claim Construction

The Court starts by analyzing the reasonableness of Syneron’s constructiorkeyThe
guestion for the Court is whether Syneron’s proposed claim construction conformstemtiesd
canons of claim construction and is reasonably supported by the inteosrd. Raylon 700
F.3d at 1369. In accordance with the guidance f@e@PharmaandRaylon Syneronargues that
the “massage” claim tershould begiven its plain and ordinary meaning. Dkt. No. 34 at®he
counterargument offered by Viora is that giving the term “massage” iis atal ordinary
meaning cuts against the intrinsic evidence. Dkt. No. 25 at 10. Viora argugeethatssager
is described as an element separate and apart from the housing and the eledtratiesgnd that
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based onhte intrinsic evidence, this separate structure is required to perform tisagimas
element of method claim 11d. at 10. Syneron, on the other hand, argues that this interpretation
is wrong for two reasons. First, Viora’'s interpretation would require the Goumarrowly
interpret the claims in a manner inconsistent with the '054 patent’s diseloased on unilateral
examiner statementsDkt. No. 34 at 10. Second, &®a’s interpretation would require the Court

to ignore case law suggesting thairgyke structure in an accused product cannot satisfy more than
one claim element.Id.

While the Court is not charged with determining which party has the correct intépreta
the Courtis charged with determining whethglaintiff's construction was nonfrivolous. The
Court is not persuaded that Vioraasgumentscompletelyovercome the Plaintiff suggested
construction to the degree necessarylaxe Plaintiff's constructionbeyond the thresholdf
showing that “no reasonable litigant could believe it would succeddf, LLC v. Google, Ing.

631 F.3d 1372, 1378 (Fed. Cir. 2011). Unlikayon, where the Plaintiff’'s construction
contradicted the plain meaning of the claim terms and was wholly unsupportled inyrinsic
evidence, Syneron’s construction matches the plain meaning of the terms and is not tetsuppor
by the intrinsic evidence. While Viora may have a valid claim construptsition it is just
that—a position taken during the early stages of litigation. Syneron has putitfodbunter
position. A the Markman stage the Court will resolve which of the two positions is
correct—with suchMarkman hearing currently scheduled for March 2018t the Markman
stage, the Court will be aided by the parties’ joint claim construction statementpket®claim
construction discovery record, an opening claim construction brief, technicalalsjtoai
responsive claim construction brief, a reply claim construction brief, andtajaim construction
chart. SeeDkt. No. 32 (the Cort's Docket Control Order).None of that, however, isow
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before the Court Given the abovethe Court igpersuded thathe Plaintiff's plain and ordinary
meanings not inconsistent with the intrinsic eviderared supports the nonfrivolous nature of its
interpretation.
il. Syneron’s Infringement Analysis

The Court next turns to whether Syneropre-suitinfringement analysis was reasonable.
The Courtfinds helpful a comparison betweSgneron’s investigatioand infringement analysis
andthat of the Plaintiff'sinvestigation and infringement analysmsQ-Pharma Inc. v. Andrew
Jergens Cq.360 F.3d 1295 (Fed. Cir. 2004). In both instances, kiatffs compared their
non4rivolously construed claim to Defendant’s publicly available documerhdsat 1298;e.g,
Dkt. No. 34 at 45 & Ex. 1, Ex. 6. Both Plaintiffs also conducted an extensmitten pre-suit
infringement analysigDkt. No. 34 Ex1 & Ex. A), which the Federal Circultas describeas
“play[ing] thekey role in determining the reasonableness of thdilprg inquiry made in a patent
infringement case wer Rule 11.” Q-Pharma 360 F.3d at 1302. As examples, Syneron
directed the Court t&¥iora’s public documentstaing that Viora’s accused product had three
distinct steps, the first two meeting the first two elements of the claim, and the thilkestg@m
“mechanical massage.’Dkt. No. 34 Ex.6. Given that the claim termappear reasonably
consistentwith publicly available documentsn an elemenrby-element basjsand given thel98
pages of infringement contentions filed with the Court (and served on Viora) by Sytieron,
Court concludeghat Syneron’s préiling investigation and infringement analysiseets the
standard of being a “good faith, infortheomparison of the claims of a patent against the accused
subject mattet Q-Pharma 360 F.3d at 1302.

Based on the nonfrivolous nature of Syneron’s claim construatidnthe infringement
analysis, the Court holds th&intiff’s overallpre-suit inquirywas re@sonable and th&ynerons
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conductdoes notcrossthe Rule 11sanctions thresholathereby“no reasonable litigant could
believeit would succeetdon the merits. Raylon, LLC v. Complus Data Innovations, |r'¢00
F.3d 1361, 1368 (Fed. Cir. 201®)or, LLC v. Google, In¢.631 F.3d 1372, 1378 (Fed. Cir. 2011).
Accordingly, Viora’s Motion for Sanctions under Rule 11 (Dkt. No. 2R)ENIED .

B. The Merits of Syneron’s Sanctions Motion

The law concerning Synerontgsponsivesanctions motion is the samas discussed
above. Consequently,nder the proffered standard, the Court believes that Viora has not violated
Rule 1leither Syneron’s motiors not sucessfulfor the same reassthat Viora’s motioris not
successful At thisearly stage in the litigationthe Court is nopersuaded that one objectively
reasonable claim constructigositionshould prevail over another objectively reasonable claim
construction position. The Court is not charged with determining which party’s positroares
likely than not correct,”but is only charged with determining whether a motion crosses the
threshold of frivolousness such that no reasonable litigant could believe it would succeed.
Although its original Rule 11 motion was perhapsailvised® Viora could have succeededch
the Court adopte¥iora’s position. For this reason, the Court cannot find that Viora’s motion
was so frivolous that no reasonable litigant could believe it would succeed. Agtprdin
Syneron’sRule 11 Motion for Sanctions (Dkt. No. 42)D&ENIED.

Any relief further requested by eithgarty in their respective motions alsoDENIED.

V. Conclusion

The threshold for a Rule 11 Sanctions motion is héghwell it should be. Herg neither

1 The Court explored with counsel for Viora why it had not sought dp €laim construction and MSJ astte
single dispute regardirthe claim termmassaginghe skiri rather thanmmediatelyseeking Rule 11 sanctions.
Despite counsks response, the Court views these alternatives as preferable to the saratimmsfited. Sanctions
motions, while a propasrocedural vehicle, carry with themnavoidableallegations ofprofessionamisconduct by
counseland if found, constitute a reportable evenadmissiortommitteesbar associationsind other professional
organizations They havanherently negativeepercussionthat often*poison the well between competing counsel
in a way that can needlessly harm the prospects for cigifityprofessionalisinetween membeisf the bar.
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party met their buden of showing that the other party crosteat highthreshold. Instead, both
partiesfind themselvedeft with heightenedemotions and a tainted environmexta relatively
early stage in the litigation processthe Court looks with disfavor on tho parties’ motion
practicefor these reasons, but especiallythat of the Defendant who startedhat became a
10-brief, 1,700page escapade. Furthermore, in nearly all the cases cited Ipakiath the Rule
11 motions were brouglafiter the Court made determination onhe meritsof the casgnot as a
first option. The Court looks with particular skepticism on sanctionsmotions brought
immediately aftefjoining issue and welbeforeany type ofdiscovery has taken place/Nhile
perhapaunwise (for the reasons stated abowed often prematurét is notpatentlyimproper to
bring aRule 11motionfor sanctions at thigery earlypoint in the litigation. The Supreme Court
hasmade cleathat “Rule 11 isaimed at curbin@buses of the judicial systénBus. Gudes, Inc.

v. Chromatic Commc'ns Enterdnc, 498 U.S. 533, 33 (1991) (internal quotation marks
omitted), and the Federal Circuit has suggested the same. Howederthe guise obeingan
abused party, the Defendant ultimately abubkedCourt through the excessifviéng of 10 briefs
and 1,700 pagesroughwhich the Court had to wade, only to conclude tleather motion was
well-founded. Forthis reasonand as a means of cautioning futuregyéitits against Htonceived
decisions to immediately move for sanctions a¥it option” the Court uses its inherent
authority to taxa portion ofthe costs ofesponding to and defending Vitganotion againsthe
Defendants It is ORDEREDthat Defendants jointlypay to Syneronits costs of defending
against Viora’s motion for sanctions up to but not more than $10,000.00. Such payment shall be

made within seven (7) days hereogeeChambers v. NASCO, In&01 U.S. 32, 49 (1991).
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So ORDERED and SIGNED this 12th day of December, 2014.

RODNEY GILS{TRAP
UNITED STATES DISTRICT JUDGE
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