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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

PARTHENON UNIFIED MEMORY
ARCHITECTURE LLC,

Case No. 2:14v-00690RSP
LeadCase

Plaintiff,

V.
Case No. 2:14v-00691JRGRSP
LG ELECTRONICS, INC and LG Member Case

ELECTRONICS U.S.A., INGC.

w W W W W W W W W W W

Defendants.

MEMORANDUM ORDER

Before the Court is Defendants LG Electronics, Bnad LG Electronics U.S.A.Inc.’s
(collectively “LGE”") Motion to Sever and Transfer Venue to the Southern District of California
(Dkt. No. 54). LGE argues(a) that this case should be transferredttee Southern District of
Californig and (b)thatthe Court shouldeverLGE from any other defendant.

Plaintiff Parthenon Unified Memory Architecture LLCRarthenot) opposes transfer
Parthenon doesot addresd$ GE’s motionto sever The Court, #er consideringhe evidence
and weighing the factors, finds tHaBE hasnot shownthatthis case should be trangknl The
Court findsthat LGE's requestto severis moot becauseLGE is not joinedwith any other
defendant.

LGE' SMOTION TO TRANSFER VENUE
APPLICABLE LAW

Section 1404(a) provides that “[flor the convenience of parties and witnesses, in the

interest of justice, a district court may transfer any civil action to any otheicd division

where it might have been brought.” 28 U.S.C. 8§ 1404(a) (2006). filchestepin a Court’s
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transfer analysis is decidirfg’hether the judicial district to which transfer is sought would have
been a district in which the claim could have been filelth'te Volkswagen AG371 F.3d 201,
203 (5th Cir. 2004) (h re Volkswagn I').

If that threshold is methe Court theranalyze public and private factors relating to the
convenience of parties and witness@slthe interests of particular venues in hearing the case.
See Humble Oil & Ref. Co. v. Bell Marine Serv., 1821 F.2d 53, 56 (5th Cir. 1963)) re
Nintendo Co., Ltd.589 F.3d 1194, 1198 (Fed. Cir. 200®);re TS Tech USA Corps51 F.3d
1315, 1319 (Fed. Cir. 2009). The private factors are: 1) the relative ease of asmsses of
proof; 2) the availabity of compulsory process to secure the attendance of withesses; 3) the cost
of attendance for willing witnesses; and 4) all other practical problems tlkat tnal of a case
easy, expeditious, and inexpensivie. re Volkswagen, 1371 F.3d at 203n re Nintendq 589
F.3d at 1198jn re TS Tech551 F.3d at 1319. The public factors are: 1) the administrative
difficulties flowing from court congestion; 2) the local interest in having locdlirgerests
decided at home; 3) the familiarity of the forumiwibhe law that will govern the case; and 4) the
avoidance of unnecessary problems of conflict of laws or in the application of faiginlre
Volkswagen,|371 F.3d at 203n re Nintendo 589 F.3d at 1198n re TS Tech551 F.3d at
13109.

The plaintiff's choice of venue is not a factor in this analy$isre Volkswagen of Am.,
Inc., 545 F.3d 304, 3145 (5th Cir. 2008) (h re Volkswagen T). Rather, the plaintiff's choice
of venue contributes to the defendant’s burden of proving that the temsfenue is “clearly
more convenient” than the transferor venul re Volkswagen |I545 F.3d at 315In re

Nintendq 589 F.3d at 120dn re TS Tech551 F.3d at 1319Althoughthe private and public



factors apply to most transfer cases, “they are not necessarily exdausexclusive,” and no
single factor is dispositiveln re Volkswagen J1545 F.3d at 314-15.

Timely motions to transfer venue should be “should [be given] a top priority in the
handling of [a case],” and “are to be decided based on ‘the situation whictdextstn suit was
instituted.” In re Horseshoe Entm'837 F.3d 429, 433 (5th Cir. 2003); re EMC Corp, Dkt.
No. 2013M142, 2013 WL 324154 (Fed. Cir. Jan. 29, 20{@)oting Hoffman v. Blaski363
U.S. 335, 443 (1960)).

ANALYSIS

The Partiesagree that thirghbarty Qualcomm Technologies, Inc. (“Qualcomniias
documents and witnesséisat arerelevant to this case. Parthenon has accgsede LGE
products ofinfringing the asserted patenishen theyuse aQualcomm Snapdragagprocessor
(the “Snapdragon Chip”).Parthenonclaims that two other third-parties STMicroelectronics,
Inc. (“STMicro”) and MediaTek, Inc. (“MediaTek'also havedocuments and witnesstst are
relevant to this case.STMicro originally owned the asserted patents anhdllegedly has
evidencehatrelatesto LGE's defenses MediaTekmanufactures chipr LGE products andt
allegedly hagvidencehatrelatesto Parthenon’s claims affringement
A. Proper Venue

The Parties do not dispute that tRastern District of Texagndthe Southern District of
Californiaare proper venues.

B. Private Interest Factors
1. Relative Ease of Access to Sources of Proof
“In patent infringement cases, the bulk of the relevant evidence usually doone the

accused infringer. Consequently, the place where the defendant’s documenig areiddes in



favor of transfer to that tamtion.” In re Genentech, Inc566 F.3d 1338, 1345 (Fed. Cir. 2009)
(citation omitted).

LGE claims that Qualcomm’s documents are in San Diego, California “where
Qualcomm’s research and development headquarters reside.” Dkt. Ndb-64 &t LGE also
claims that it has “documents and records that exist in San Diego” because itdiaisLal)
Team therghat works closely with Qualcomm. Dkt. No.-24112. LGEfinally claims that
STMicro has noevidence in Texas because STMicro “is headquartered in Geneva, Switzerland
not Coppell, Texas.” Dkt. No. 88 at 5.

Parthenon claims that Qualcomneésidence islikely in Raleigh, North Carolina or
Austin, Texas, Dkt. No. 82 at-8 MediaTek'sevidence islikely in Austin, and STMicro’s
evidence idikely in Coppell® Dkt. No. 82 at 6. Parthenaaims thaiits parent corporatiohas
been in the Eastern District of Texas for over four years, and that Partheibhas “sources of
proof [tha} are located in thiDistrict.” Dkt. No. 94 at 5; Dkt. No. 82 at 9; Dkt. No.-28 at 1,

Dkt. No. 82-27 11 2-3.

LGE has not showthat Qualcomm’svidence is more accessible from San Diedo.

has showronly that Qualcomm’s documents are in both Raleigh and San DiegeDkt. No.
544 9 5 (*Qualcomm’s technical documents and source code management systems for the
accused Qualcomm Snapdragon chip products are primarily based in San Didgmi&aind
Raleigh, North Carolina.”).

Parthenorclaims thatQualcomns documentarelikely in Raleighbecausgaccording to

Qualcomm, Raleigh is where the engineers “responsible for creating Qualcomm’s- next

! Coppell, Texas is partly in Denton County and the Eastern District of Texas.



generation, worletlass Snapdragon processoase based Dkt. No. 82 at 3; Dkt No.82-3at 1
LGE’s evidence does not refute this claim.

As to other thireparties, Parthenomas shown that MediaTek and STMicro have
evidencethat is more accessible frollarshallthan San Diego MediaTek has aesignfacility
in Austin, and Parthenon has shown that LGE produs&MediaTek chips SeeDkt. No. 94 at
3-4 (identifying two accused LGE products with MediaTek chip§TMicro is located in
Coppell, Texas,Dkt. No. 8219 at 1 andall the asserted pateminamea STMicro entity in
“Carrollton, Texas”or “Coppell, Texas"as the asserted patentsiginal assignee. SeeU.S.
Patent No. 5,81289, at [73] U.S. Patent No. 8,054,315, at [73ealso U.S. Patent No.
6,427,194, at [73]listing both Texasand Italian STMicroentitieg. STMicro holds evidence
that isespeciallyrelevantto this casdecausd. GE has assertedefenses of prosecution history
estoppel, license, exhaustion, and standDkt. No.82at 11.

Parthenorfinally hasshownthatits ownevidenceis in this District Parthenon’s parent
corporation,Acacia Research Group LLC'Acacia Research))hashad offices heresince at
least2011. Dkt No. 8226 at 1; Dkt. No. 827 1l 2-3 Although LGE asserts that Parthenon
and Acacia Research dreth subsidiariesf a California entitythatdoes not rebut Parthenon’s
showing that its evidenceiis this District.

LGE hasshown that it hadocuments and records in San Diglgathas not clearlgtated
what those documents containLGE claims that this case relates to the “design of memory
interfaces,Dkt. No.54-2 114, but onlygenerallystateghat its Joint Lab Team “interact[s] with
Qualcomm employees and work[s] on issues relating to the Qualcomm processors o8nd in

branded mobile produgt Dkt. No. 54-2 1 11.See als®kt. No.54-2 10 (“Qualcomm designs



and supplieyarious hardware components, such as Snapdragon processors, that are found in
LG-branded mobile devices.”) (emphasis added).

This factoris, on a whole, neutral ithis case Parthenon hashownthatit, MediaTek,
and STMicrohaveevidencehat ismore accessible froitihe Eastern District of Texas than from
the Southern District of CaliforniaLGE has notshownthat Qualcomrs documentsare more
accessible fronthe Southern District of California because it does not distinguish between San
Diego and Raleigh on this fact@nd has not providegkrsuasive evidenceon therelevanceof
its Joint Lab Teanto this case

2. Cost of Atendance for Willing Witnesses

LGE contendghat this factor ‘strongly favors transférbecause “travel by Qualcomm
engineers to Marshall, Texas would require at least a six hour plane ride andl dayeraff
from their jobs’? Dkt. No.54 at6. In addition,LGE claims,for the named inventors andE
witnessesconveniencand cost-otravelfavortransfer toSan Diego Dkt. No. 54 at 6-7.

Parthenon laimsthat Qualcomm’switnesseslike its documentsarelikely in Raleighor
Austin. Dkt. No. 94 at 2-3. Parthenon also clainteat STMicro's, MediaTeks, and its own
witnessesarein Texas. Dkt. No. 94 at 34; Dkt. No. 82 at 13 Parthenorfinally claimsthat, to
attend trial several LGE witnessesill need totravelfrom Washington oNew Jersey. Dkt. No.

82 at 13; Dkt. No. 54 at 7 n.4.

2 The Court assesses the Qualcomm witnesses under thiseieetothouglit is unclear
whether Qualcomm will provide willing witnesses. Mr. Reiner Klement stated fiaicQmm
that “none of us cdd commit to appearing voluntarily in Marshall, Texas, as witnesses in these
proceedings unless required by compulsory legal process.” Dkt. Nb{54 But LGE argues
that the cost of requiring Qualcomm’s witnesses to attend trial in Texas weighgomofa
transfer. See, e.qg.Dkt. No. 54 at % (arguing that travel by Qualcomm engineers to Marshall
would be burdensome under the heading “Convenience of -Paiy Witnesses Weighs
Heavily in Favor of Transfer”).



“The convenience of the witnesses is probably the single most important iiach
transfer analysis.'In re Genentech, Inc566 F.3d 1338, 1342 (Fed. Cir. 2009Y¥hile the Court
must consider the convenience of both the party angpady witnesses, it is the convenience of
non-jparty witnesses that is the more important factor and is accorded greateriweigtansfer
of venue analysisAquatic Amusement Assoc., Ltd. v. Walt Disney World @d. F. Supp. 54,

57 (N.D.N.Y. 1990)see alsdl5 Charles Alan Wright & Arthur R. Millef-ederal Practice and
Procedure8 3851 (3d ed. 2012).

“A district court should assess the relevance and materiality of the irtffonmthe
witness may provide.”In re Genentech, Inc566 at 1343. However, there is no requirement
that the movant identify “key witnesses,” or show “that the potential witnessnbes than
relevant and material information . . .1d. at 1343-44.

LGE hasnot showrthat San Diegds moreconvenienfor Qualcomn's witnesses LGE
claimsthatthis caserelatesto the“design of memory interfaces,” Dkt. No. 24 14 andthat it
“will have to rely on Qualcomm’s knowledge of the Snapdragon processors. . .to address
Parthenon’s allegatiorisDkt. No. 54 at 6. Thesetechnical witnessearein San Diegp LGE
claims, because“[m]ost of the likely Qualcomm witnesses. . .with relevant knowledge
concerning the design, development, marketing, and sales of the accused Qualcomng&@napdra
chip products are based in San Diego.” Dkt. No. 88 at 2; Dkt. No 54-4 { 6.

LGE’s evidence on this point is equivocal. It shows that some witnesses with knowledge
on any of the “design, development, marketing, and sales” of the Snapdragon Chip are in San
Diego, and that some witnesses wgémeral knowledge about the “design” or “development” of
the Snapdragon Chip are also in San Diego. Those statements together do not show that

witnesses with specific knowledge about “memory intedairethe Snapdragon Chip are in San



Diego and not, for example Raleigh or elsewhereSeeDkt. No.82-3at 1-2 (“The Qualcomm
Design Center in Raleigh, NC is responsible for creating Qualcomm’sgeagtation, world
class, Snapdragon processbts.

Similarly, Mr. Reiner Klemenf a Qualcommexecutive states thaQualcomm’s“US-
based engineering teams who design or develop the -B&d processors used in the
Snapdragon chip products are either located in California or Raleigh, Northn@ardlikt. Na
54-4 6. He also states that “[t|he product management and administrative tegdinkuayely
based in San Diego.” Dkt. No. 54-4 | 5.

ThesestatementshowthatQualcomm’sengineeringeamsare basedn opposite ends of
the country and that Qualcomm’s managers and administrators are Ipasearily in San
Diego. Indeed,Mr. Klement's statement thaQualcomm’s“ARM-based processor teaimare
eitherin California orRaleighsuggestshatit is equallylikely for arelevant technicalitnessto
be inCaliforniaor North Carolina

For the remainingthird-party witnessesLGE has shownthat it would be more
convenient fomorenamael inventors to attend trial in San Diegat Parthenohasshownthat it
would be more convenient fMediaTek’s andSTMicro's witnesses to attend trial in shall’
SeeDkt. No. 8216 (listing MediaTek witngsesin Texaswho likely haveknowledge on chip

design.® The only dispute here the locationof STMicrds witnesses As theCourt stated

3 Mr. Klement is a Vice President, Riact Management, at Qualcomm. Mr. Klement is
responsible for managing Qualcomm’s portfolio of Snapdragon chip products. Dkt. No. 54-4 1.

* LGE has evidence that two inventors live in California. Dkt. Ne55Bkt. No. 546.
Parthenorhas evidence th@ane inventowill appear in Marshall for trial. Dkt. No. 829.

® LGE disputes the relevance of MediaTek chips because Parthenon’s PatentlRule 3
disclosures focus on Qualcomm chips. However, as Parth&atedin its surreply brief,
Parthenon accused two LGE devices with MediaTek chips of infringement. Dkt. No. 94 at 3-4.



earlier, the asserted patents were assigne@ ®TMicro entity in Texas The evidence shows
that therelevant witnesses are likely at STMicro’s headquarters in Coppell,.Texas

To the extent thatransferto the Southern District of California would be convenient for
a Partywitness the Court finds that transfenly shifts the conveniencérom Parthenoro LGE.
Parthenon has shown thdtarshallis more convenient for Mr. Marvin KeyParthenon’s CEQ
because hivesin Texasand works irthis District Dkt. No. 8227 1 23. LGE has shownhat
it hasan officewith numerousmployees in San Diegbkt. No. 54 at 7butalso has stateithat
it hasat leasttwo witnessesn Washington and New Jersdykt. No. 8224 at 4850. If any of
LGE’s witnesses in San Diego are relevanthis casetransferringit to the Southern District of
Californiawould only shift the burden of travel from LGE’s witnesses to Mr. Keys.

This factorweighs againdtransfer. AlthoughLGE hasshownthatthe Southern District
of California is more convenient feome of thenamed inventorand LGE witnesse$arthenon
hasshownthatthe Eastern District of Texas more convenient foMediaTeks, STMicro's, and
Parthenon’svitnesses

3. Availability of Compulsory Process to Secure the Attendance of Witnesses

Rule 45 provides that this Court may command a person who “resides, is employed, or
regularly transacts business in person” in Texas to attend trial in Mafshall person “would
not incur substantial expense.” Fed. R. Civ. P. 45(c)(1)(B). This Coorinedy command a
person to attend a deposition “with 100 miles of where the person resides, is employed, or

regularly transacts business in person.” Fed. R. Civ. P. 45 (ag@)id.(c)(1)(A), (d)(3)(a).

® LGE has provided a declaration from Mr. Michael Henson a Senior Director &ifyQua
Management for LGE who is based in San Diego. LGE hashostnthat Mr. Henson will be a
witness in this case.



Party witnesses dooh require compulsory process, attte Court’s analysis of this factor
focuses on third-party witnesses for whom compulsory process to attend ghélb@inecessary.

The Eastern District of Texdss subpoena power ovibie MediaTek witnesses arttie
STMicro witnesses.The Southermistrict of California hasabsolute sbpoena power oveme
inventor and any possible Qualcomm witnesses in San Diego. The Southern District of
California also hasubpoena power ové&wo inventorsin NorthernCalifornia Neither District
has subpoena power ovany Qualcomm witnesss in Raleigh. This factor isneutral as to
transfer

4, All Other Practical Problems that Make Trial of a Case Easy, Expeditious,
and Inexpensive

The Court finds thatjudicial economyweighs againsttransferbecausehere are at least
two other cases that will remain here involving the same patents where no venue issue
exists. See, e.g.In re EMC Corp.,, 501 F. App’x 973, 976 (Fed. Cir. 2018)The district
court couldproperly considerthe benefitsto judicial economyarising from havingthe same
judge handleboth Oasis’ suits against thepetitionersand Oasis’ suits against othelparties
involving thesame patentand technologwysto which theravasno issueof transfer.”).

C. Public Interest Factors

1. Administrative Difficulties Flowing From Court Congestion

The Court finds this factoweighs slightly againstransfer While time-to-trial in this
District and the Southern District of California arearly the samd.GE filed thismotion over
four months after it received summons and only after the Parties had exchangegnmémnt

and invalidity contentions.

-10 -



2. Local Interest in Having Locdized Interests Decided at Home

The Court finds thigactor is neutral as teransfer At least onenamedinventorworks
for aTexas companin California Dkt. No.54-6at 1 Qualcommdesigns chips iboth Austin
and San Diego. MediaTek and Parthehothoperate in Texas. LGE has a tetirat islocated
in California Neither party camispute thatoth Texas and California have an interesthrs
case.

3. Familiarity of the Forum With th e Law that Will Govern the Case and

Avoidance of Unnecessary Problems of Conflict of Laws or in the
Application of Foreign Law

The Parties do notigputethat thesd@wo factas are neutral as to transfdbkt. No. 54 at
13; Dkt. No. 82 at 15.

LGE'S MOTION TO SEVER

Rule 42 provideghat “[i]f actions before the court involve a common question of law or
fact, the court may..consolidate the actions” to avoid unnecessary cost or delay. Fed. R. Civ.
P. 42(a)(2). On August 5, 2015, the Court consolidatedpfetrial purposes ogl|” two cases
involving Defendantd GE, HTC Corporation, and HTC America, Inc. Dkt. No. 13. The Court
did not join the Defendantsunder Rule 20 Fed. R. Civ. P. 20(a)(2). LGE’s motion to sever

pursuant to Rule 2is therefore moot

CONCLUSION

A motion to transfer venue should only be granted if the moving party can show that the
transferee venuis “clearly more convenient” thatie transferor venueln re Nintendo Cq.589
F.3d at 1197]n re Genentech, Inc566 F.3d at 1342 (Fed. Cir. 2009After weighing the
evidence as a whole, the Court finds that this case shemlainin the Eastern District of Texas

becausdL.GE has not shown that thifeauthern District of California would be “clearly more

-11 -



convenient” for either the Parties or thjpdrties. LGE’'s Motion to Transfer (Dkt. No54) is
thereforeDENIED, and LGE’s Motion to Sever (Dkt. No. 54)&ENIED AS MOOT .

SIGNED this Sth day of August, 2015.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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