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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

METASWITCH NETWORKS LTD.

V. Case No. 2:14v-744IRGRSP

w W W W W

GENBAND US LLC, ET AL.
ORDER ON MOTIONS IN LIMINE

Before the Court aréMotions in Limine filed by Plaintiff Metaswitch Networks Ltd.
(“Metaswitch”) (Dkt. No. 199) and bypefendant Genband US LLCGenband”)(Dkt. No. 200).
The Court held an initlgretrial conference Februa®g, 2016 and heard oral arguments on these
motions.The parties also filed Agreed MotionsLimine (Dkt. No. 264) and twdtatus Update
Regarding Motiongn Limine (Dkt. Nos. 271, 28Didentifying additional agreements.

To the extent a motion in limines granted, a party must approach the bench before
introducing evidence or argument about the covered subject matter.

. MOTIONS IN LIMINE

A. Agreed Motionsin Limine (Dkt. 264, 271)

The following Motions aréSRANTED AS AGREED:
Agreed Motion in Limine No. 1. No party will offer evidence, opinion, or argument tredates to
or invokes claim construction issues or otherwise undermines or collateratligsatitee Court’s

claim constructions.

Agreed Motion in Limine No. 2. No party will offer evidence, opinion, or argument treaites to

rejected claim construction positions, including attorney argument during ttkenlsiahearing.

Agreed Motion in Limine No. 3. No party will offer testimony, opinion, or argumehat relates
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to jury consultants, shadow juries, or focus groups before or during trial.

Agreed Motion in Limine No. 4 No party will refer to objections made to the portiarfs

deposition testimony played at trial.

Agreed Motion in Limine No. 5. No party will offer evidence or suggest tlagy asserted claims

are indefinite under 35 U.S.C. § 112 or unpatentable under 35 U.S.C. § 101.

Agreed Motion in Limine No. 7% No party will offer criticism of the performanceeliability or

credibility of the USPTO or the examiners that work at the T€3Refer to theexistence of any
“backlog” at the USPTO, refer to the issuance of “bad patents,” or offer @thgar evidence or
remarks. A party is not precluded from introducing evidence that a partpidarart reference

was or was not considered during the prosecution of an asserted patent.

Agreed Motion in Limine No. 8 No party will refer to the fact that patents or clainave been
dropped or dismissed prior to trial, including any claims voluntarily withdrawn Byparty or

dismissed by th€ourt on summary judgment.

Agreed Motion in Limine No. 9: No party will introduce any motion or Court ordereasdence,
along with any references that either party won or lost a motion. To be cleagresl motion in
limine does not seek to precludegumentsand opinions by the parties atiteir experts that the

asserted claims are or are not infringed or invalid under the Court’s cteastruction ruling, as

! Agreed Motionin Limine No. 6 isintentionally excluded from thi®rder. The partis’ agreed
filing indicates thigviotion was “withdrawn.” (Dkt. No. 264-at 2).



such references to the Court’s claim construction ruling are plaariyissible (to thex¢ent such
arguments and opinions are not otherwise precluded pursuamy Baubert motion or motion in

limine).

Agreed Motion in Limine No. 10 No party will offer evidence and argumeméserencing the
existence of claims by or between the parties that are not a paetasfvitch Networks Ltd., et al.

v. Genband USA LLC, et al., Case No. 2:14v-744-JRGRSP (“the-744 action”), including
references to the existence of related actienband U.S. LLC v. Metaswitch Networks, Ltd., et
al., Case No. 2:14v-33 (“the-33 action”). To be clear, this agreed motiorimmine does not seek
to preclude either party from offering discovery produced in either aadeading documents,
deposition tegmony, and trial testimony on the basis that those weoduced in another case.
With respect to prior trial testimony, the testimony may be referrex tbestimony,” “previous
testimony,” “prior testimony,” and the like, but may not refereftcal” or the -33 action by

name.

Agreed Motion in Limine No. 11 No party will refer to the fact that a party’s expeitness was
previously considered for retention by, was retained by, or is currently cktayribe opposing
party’s counsel. In other word#he only affiliation between a party’s counsel aaa expert
witness that may be referred to is the expert witness’s current affiliation asifgirntg expert

witness for a party in this litigation.

Agreed Motion in Limine No. 12 Exclude any argument, testimony, evidencegterence to the

fact that testimony or opinions offered by any expert may have been exahutiesilawsuit or in



any other lawsuits.

Agreed Motion in Limine No. 13 Exclude any argument, testimony, evidencesuggestion that
adamage award in this case (or damage awards generally) may drive up tloé pragtucts, put

manufacturers out of business, or cause jobs to be lost.

Agreed Motion in Limine No. 14 The parties will refrain from referring to each otheraas
“patent troll,” “pirate,” “bounty hunter,” “privateer,” “bandit,” “patent assemt entity,” “a
company that doesn’'t make anything,” or “a company that doesn’t séflimgiyy referring toany
asserted patent as a “submarine patent” or “paper patent”; or refes tiightion as a “stickip,”

“hold up,” shakedown,” or “playing the lawsuit lottery.”

Agreed Motion in Limine No. 15 Exclude any argument, testimony, evidencesumggestionhat

practicing a party’'s own patent or patent application is a defense to infringeme

Agreed Motion in Limine No. 16 Exclude references to the type or character ofettp@ practice
of all law firms representing parties in this case or to the number of attomeyber of offices,
location of offices, revenues, profits, or thember, nature or identity of othelients of the law

firms.

Agreed Motion in Limine No. 17: Exclude any argument, testimony, evidencereberence to
discovery disputes, the timeliness of disclosures or productions, as welgestions that a party

was withholding or preventing access to source code despite beiogmpliance with the



protective order. For the avoidance of doubt, this does not prevent an wgbéying that the
source code he reviewed was produced by the opposing party on a sourcempdeer or in
source code printouts, or prevent an expert from explaining thastipgyemented their report to
address additional information or evidence provided no referemaads to the timeliness of any

production.

Agreed Motion in Limine No. 18 Consistent with the Court’s ruling in the relat&3 actionon
Genband’s MIL No. 21, evidence and argument relevant only to equitable issuresligled in
the presence of the jury absent agreement of counsel.aghe®ment is based dhe parties
understanding that the Court will be addressing equitable claims and defende=aah@ to be

scheduled after the trial in the matter.

Agreed Motion in Limine No. 19 No testimony regaing Brendon Mills’ employmenbr
interactions with Carrius Technologies/AppTrigger/Metaswitdter leaving Genband, or the

ceaseanddesist letter sent by Genband.

Agreed Motion in Limine No. 20 No argument, testimony, elence, or reference to alleged
copying of a practicing produets evidence of copying an assenadient unless the proponent of
the copying evidence has shown that the alleged copying @@ nexus to an asserted claim
(e.g., by submitting evidence at trial that the practicing prodtettices at least one asselrt
claim) (see -33 Case, Dkt. No. 436)) before offering evidence of the alleged copying. For the
avoidance of doubt, this MIL only applies to arguments, testymevidence, and references to

copying based on alleged copying of a practicing product.



Agreed Motion in Limine No. 21 Exclude any argument, testimony, evidencereberence to
any reexamination petitionnter partes review petition, or other posgfrant reviewproceedings

before the U.S. Patent & Trademark Office.

Agreed Motion in Limine No. 22: Exclude any testimony or opinion that the QUANTRElex

eSBC product allegedly infringes the '640 Patent.

B. Metaswitch’'s Motions in Limine (Dkt. 199)

Motion in Limine No. 1: Exclude any testimony or reference to rexpertopinions relating to
issues ofnfringement, validity, claim construction, or standard essentiality of ateyipa
GRANTED-IN-PART, with respect to Mr. David Smith only. If Mr. Smith testifies live,
Genband may not elicit his opinion on issues of infringement, validity, claim comnstruot
standard essentiality of any pateHbwever, if the evidence shows that Mr. Snatmmunicated
to Genbandhis belief(s) as tahe infringement, validity,or standard essentialityf a patent

Genband may approach the bench and request leave to examine Mr. Smith about sugh belief(

Motion in Limine No. 2: Preclude any expert from opining both that a product does not practice a
given patent claim and that the same product, or onetligaexpert opines is materiakymilar,
practices the same patent claim.

GRANTED as set forth in Part lipfra.

Motion in Limine No. 3: Exclude any argument, testimony, evidence, or suggestion comparing

the prior arto infringement contentiorniastead of the asserted patent claims



GRANTED as set forth in Part Il, infra.

Motion in Limine No. 4: Exclude any argument, testimony, evidence,uggsestion that a party
does notnfringe because it “practices the prior art.”

GRANTED as set forth in &t Il, infra.

Motion in Limine No. 5: Exclude any argument, testimony, evidencereference to alleged
copying byMetaswitch
Metaswitch’s motionn limine no. 5is WITHDRAWN by agreement of the partiesid

substituted with Agreed Motioim Limine No. 20,supra. (Dkt. No. 271 at P

Motion in Limine No. 6: Exclude any argument, testimony, evidence, or reference to the fact that
aMetaswitch employee was formerly employ®dGenband or its predecessansuding Nortel.
GRANTED-IN-PART. Partiesmay make factual statements about prior employment
history. Parties may not argue or imply that Metaswitch hired someone fpremagloyed by
Genband or its predecessors for a nefarious purpose or to gain an unfair advantage.aRgciproc
parties may noargue or imply that Genband hired someone formerly employed by Metaswitch or

its predecessors for a nefarious purpose or to gain an unfair advantage.

Motion in Limine No. 7: Exclude any argument, testimony, evidenceswoggestion that any
document or evidence was obtained improperly.
DENIED. The Court will address the admissibility of specific evidence on an individual

basis.



Motion in Limine No. 8: Exclude any argument, testimony, evidence, or suggestion that
Metaswitch or anyfficer, employee, or consultant, violated or infled any intellectual property
not asserted in this case or breached or induced breach of any contract.

GRANTED.

Motion in Limine No. 9: Exclude any argument, testimony, evidence, or reference to prior art or
prior artcombinations that were not included in invalidity contentions or elected. This would not
preclude prior art or combinations lasstded pursuant to a successful motion to amend invalidity
contentions.

GRANTED.

Motion in Limine No. 10: Exclude any argument, testimony, evidence, or reference to any
pending reexaminatiopetition, inter partes review petition, or other pgsint review proceedings
before the U.S. Patent & TrademarkfiCd that have been instituted. This motion does not
preclude refence to posgrant review petitions where the PTAB denied institution of review.
Metaswitch’s motiorin limine no. 10is WITHDRAWN by agreement of thparties, and

substituted with Agreed Motioim Limine No. 21, supra. (Dkt. No. 280).

Motion in Limine No. 11 Exclude any argument, testimony, evidence,ederence to the nen
armslength$1.00 license relating to the '273 patent.

Metaswitch’s motionn limine no. 11is WITHDRAWN by agreement of thgarties (Dkt.



No. 271l at L

Motion in Limine No. 12: Exclude use of the terms “reverse engineering” and “stealth mode.”

DENIED.

Motion in Limine No. 13: Exclude any argument, testimony, evidence, or suggestion comparing a
preferredembodiment of the asserted patents to the accused products.

At the Pretrial Conference, Metaswitch submitted the following proposed comsgrom
which the CourGRANTS:

No party may argue that the claims are limited to a specific embodiment or eompar
accused product to a specific embodiment to argue infringeonaroninfringement, but parties

may refer to an embodiment in the context of explaining the patent.

Motion in Limine No. 14: Exclude any argument that Nortel MG9K and CS2K contain the
accused featurepredates the priority date of the ‘273 patent, or is prior art to the ‘273 patent.
DENIED. However, argumentsand evidenceabout theNortel MG9K and CSR are

excluded to the extent such arguments would violate any other Motinh{s)ine.

C. Genbands Motions in Limine (Dkt. 200)

Motion in Limine No. 1: Exclude evidence or argument related to Metaswitch’s unfair
competition allegations and other counterclaims that have been stayed.
TheCourt severs this Motion into sub-parts and rolegachas follows:

Sub-Part 1.1: Exclude #legations that Genband brought its patdatms or counterclaims



for animproper or anticompetitive purpose, such as suggesting Genband brought “sham”
litigation or that Genband is violating antitrust laws.
GRANTED by agreement with the proviso that Genband will not argue that this

case was filed in response to th&4-cv-33 action.

Sub-Part 1.2 Exclude #egations that Genband asserted patents knowing that they are
invalid, or unenforceable.

DENIED.

Sub-Part 1.3: Exclude #leged plans to acquire Metaswitch and eliminate competitors.

GRANTED-IN-PART as to plans to eliminate competitors.

Sub-Part 1.4: Exclude deged plans to kill Metaswitch or putaut of business, including
thatGenband is at “war” with Metaswitch.

GRANTED.

Sub-Part 1.5: Alleged statements by Genband concerning Metaswitch’s financial @mditi
or stability.
GRANTED as to statements to third parties by Genband about Metaswitch’s

financial condition.

Sub-Part 1.6. Alleged statements by Geniwhto customers concerning tHg3 or-744

lawsuits.

10



GRANTED.

Sub-Part 1.7: Alleged statements by Genband to customers that Metaswitch infringes
Genband’s patents.

DENIED.

Sub-Part 1.8: Alleged plans to disrupt an initial public offering by Metaswitch.

GRANTED.

Motion in Limine No. 2: Excludeevidence or argument suggesting that Genband brought its
counterclaims to redua@mpetition.
GRANTED by agreement. However Genband may open the door by placing its

motivations for filing suit at issue.

Motion in Limine No. 3: Excludeevidence or argument related to Genband wanting or trying to
put Metaswitch out of the market.
GRANTED by agreement. However the parties are not precluded from introducing

evidence of competition.

Motion in Limine No. 4: Excludeevidence or argument related to Genband acquisitions or
divestitures other than those related to the chain of title eofpitentsn-suit or relevant to the
accused Genband products.

GRANTED-IN-PART.
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Metaswitch may not refer to Genband acquisitions or divestitures to suggeseiteng
does not compete fairly or that it is improper to grow a company by acquisitikewike
Metaswitch may not use evidence of Genband acquisitions or divestituregi&aay claim or
defense that has been stayed and severed from this.adterever, evidence of Genband

acquisitions or divestitures may be used to the extent such evidence is relevarddgesia

Motion in Limine No. 5: Excludeevidence or argument re&d to layoffs or restructuring at
Genband.

GRANTED. However,Genband may open the door by introducing evidence or argument

about Metaswitch’s hiring of former Genband employees.

Motion in Limine No. 6: Exclude testimony regarding Brendon Mills’'s emplognt or
interactions with Carrius Technologies/AppTrigger/Metaswitch, or thee@rabdesist letter sent
by Genband.

Genband’s motionn limine no. 6 iISWITHDRAWN by agreement of the partigkt.

No. 2644 atl).

Motion in Limine No. 7: Exclude evidenceor argument related to the terms of standards
participation agreements.
GRANTED-IN-PART by agreement of the parties. Expert witnesses are precluded from

offering testimony interpreting the terms of any standpedticipationagreement.

Motion in Limine No. 8. Excludeevidence or argument related to whether one company is an

“alter ego” or is liable for the obligations of another company, including butmaed to whether

any Nortelrelated entities are alter egos of each other.

12



GRANTED.

Motion in Limine No. 9: Excludeevidence or argument related to the Open VOB Forum.

DENIED.

Motion in Limine No. 10: Excludeevidence or argument related to references identified in an
expert report’'s “technology background” section that were not chert®tbtaswitch’s invalidity
contentions.

GRANTED. Neither party may rely on unelected prior art referencesluding

standards.

Motion in Limine No. 11: Excludetestimony or opinion that the QUANTIX QFlex eSBC product
allegedly infringes the '640 Patent
Genband’s motiomn limine no. 11is GRANTED by agreement of the partigbkt. No.

280);see also Agreed Motion in Limine No. 2Zupra (granting same relief).

Motion in Limine No. 12: Excludeevidence or argument related to alleged copying by Genband.
The Court DEFERS ruling on this Motion. The Court will address this Motion in

connection with Genband’s Motion to Strike Opinions of Dr. Eric W. Burger. (Dkt. No. 175).

Motion in Limine No. 13: Excludeevidence or argument related to references to tetaénue
numbers for the accused Genband products and prices paid or considered for other technology.
GRANTED-IN-PART. Both parties agree to approach the bench before introducing

evidence of total revenues for any accused product(s). Moreover, both partiesoagppeoach

13



the bench before introducing evidence of the CVAS acquisition price or any amount the for

CVAS assets.

Motion in Limine No. 14: Excludeevidence or argument suggesting that the jury should award
damages for sales or otraativities of Nortel or uReach.

The Court DEFERS ruling on this Motion. The Court will address this Motion in
connection with Genband’s Motion to Strike Opinions of Metaswitch’s DamagestE{pier No.

181).

Motion in Limine No. 15: Excludeevidence or argument related to Lance Gunderson’s untimely
calculations for the '667 patent.

The Court DEFERS ruling on this Motion. The Court will address this Motion in
connection with Metaswitch’'s Motion to Strike Opinions of Damages Expert Christophe

Bakewell. (Okt. No. 183).

. MOTION TO STRIKE MR. JAMES R . BRESS

Metaswitch Moves to Strike Portions of the Expert Report of Mr. James R. Bpdss. (
No. 179; “Motion to Strike”). Metaswitch moves to strike two categories of opinionsvi{1)
Bress’s invalidityopinions that rely on Metaswitch’s infringement theories, and (2) aspects of M
Bress’s norinfringement opinions that Metaswitch contends misinterpremisapplythe claim
language. The first of these two categories is relevant to Metaswitch’s Blotibmmine Nos. 2,
3, 4, and 9. Accordingly, the Court addresses that aspect of the Nwtbrnkeheren.

Issued patents are presumed valid, and the accused infringer bears the burden of proving

14



invalidity by clear and convincing evidend@ommil USA, LLC v. Cisco Sys., 135 S. Ct. 1920,
1929 @O015) “[T]o prove that a claim is anticipated under 35 U.S.C. § 102(b), defendants must
presentlear and convincing evidence that a single prior art reference disclases egpressly or
inherently, each limitation of the claiimln re Cruciferous Sorout Litig.,, 301 F.3d 1343, 1349
(Fed. Cir. 2002).

There is a narrow exceptiowhenthe defendant contends the patent is invalidated by the
accused product itself, the patentee’s infringement allegatipesate as a concession that the
accused product meets the limitations of the asserted cl&ma/anmoor v. Wal-Mart Stores,

Inc., 201 F.3d 1363, 1366 (Fed. Cir. 2000he Vanmoor exception requires aidentity between

the accused product and the asserted prior art, at least with respect to theoaipegioduct that

are accused ahfringement See Vanmoor, 201 F.3dat 136 (prior art accused produatnade to
specifications that remain unchanged to the preseri);ddys. Ethernet Innovations, LLC v. Tex.
Instruments, Inc., 2014 U.S. Dist. LEXIS 45926t *9 (E.D. Tex. Apr. 3, 2014{A party “cannot
argue a product contains each and every element of the patented invention fgenménn
purposes, but that the same proddoes not contain each and every element of the patented
invention for invalidity purposes.”) (emphasis adydnline Connection Corp. v. Earthlink, Inc.,

684 F. Supp. 2d 496, 514 (D. Del. 2010) (holding it is not sufficient for the prior arthend
accused product to be “materially identical”; there mustrwedispute that the accused infringing

product wagdenticalto the prior art) (emphasis added).

The Vanmoor exception is, and must be, narrowly constri@dequire the defendant to
allege and prove an identity between the accused product and the prior art. This igwap for
importantreasonsFirst, to allow a defendant tshowmere similarity, analogy, or comparability

between the“features” or “functionality” of the accused product and the prior art would

15



impermissiblyallow defendants to sidestep the rigorous standard of proof for invalidigar and
convircing evidence that the prior art disclosemach limitation of the claith See In re
Cruciferous Sporout Litig., 301 F.3dat 1349.Second, opening the/anmoor door moe than a crack
invites a “practicing the prior art” defense, which the Federal Circuisaarely andepeatedly
rejectedas improper: “anticipation cannot be proved by merely establishing thgtracéces the
prior art’ . . .mere proof that the prior art is identical, in all material respects, to an allegedl
infringing product cannot constitute clear and convincing evidence of invalidienith Elecs.
Corp. v. PDI Commun. Sys., 522 F.3d 1348, 1363 (Fed. Cir. 2008hus proof that the accused
product and the prior art are similar, comparable, or ewaterially identicalis not sufficient
underVanmoor and Zenith. See also Inline Connection, 684 F. Supp. 2@t 515 (attempting to
prove theaccusd product and the prior were “materially identical” constituted an impermissible
“practicing the prior art” defense).

Metaswitch challenges the sufficiency of Genbandismoor invalidity theory articulated
in the Expert Report of Mr. BresEirst, Metaswtch arguesGenband’s theoryas not properly
disclosel under the Patent Local Rules, which require invalidity contentions to contdue “[t]
identity of each item of prior art that allegedly anticipategp]rior art under 35 U.S.C. §02(b)
shall be dentified by specifying the item offered for sale or publicly used or kntvendate the
offer or use took place or the information became known, and the identity of the personyor entit
which made the use or which made and received the offer, or the person or entity whichemade t
information known or to whom it was made known.” Pat. L.B(&). Invalidity contentions must
also contain “[akchart identifying where specifically in each alleged item of prior art ebshent
of each asserted claim is fouh®at. L.R. 33(c).

Genband’s contentions, for each pateatite some variation of the followingnder the
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heading “Other Grounds for Invalidity”:

Metaswitch has provided claim charts with its view ofvhcertain functionality of

the GENBAND accused products practice the asserted claiims. GENBAND

products accused @iffringing the '768 Patent do not practice all limitations of any

valid claim of the '768 Patentowever, because the GENBAND accused products

and/ortheir predecessq@roducts that included the accused functionality were sold,

offered for sale, and/om public use prior the filingdate of the '768 Patent

GENBAND, to the extent any GENEND accused product is found to infringe a

claim of the '768 Patent, such claim would invalid as a matter of law view of

the GENBAND accused product and/or its predecessor products.

(Dkt. No. 1942 at 5);see also (id. at 34, 6-7). For the '522 and '640 Patents, Genbagb
purports to provide nehmiting examples of &ccused products and/or their predecessor products”
in the form of a parentheticdl(e.g., Nortel MCS, A2 Application Server, Nortel CS2Klprtel
CS2000, Nortel Personal Communicatbf)d. at 4).

The problems with this disclosure are multifariobgst, Genband does not specify the
identity of “each item or prior art’it relies on; at best it provides ndéimiting examplesof
“accused products and/or their predecessor pratiudecond, Genband does not specify the
statutory grounds fats invalidity theory Indeed, the use of “and/or” could imerpretedo mean
that Genband intends to combine accused products and predecessor products as part of an
obviousness theory. Third, Genband does not include a chart under Pat3(clR.This might be
excusable in the context of\lanmoor argument, since it relies onelPlaintiff's infringement
theory, but at a minimum Genband should have identified specific infringement contentigs) cha
and incorporated them by reference. Finally, Genband does not specify where or wivensbd a
productswereallegedly available &fore the priority date.

Metaswitchalso arguesthat Genband’s experir. Bress who opines that the asserted

claims are anticipated by the accused produtiies not advance a propéanmoor invalidity

theory Metaswitch contends that the functionalitfytbe accused products chandgesgularly as
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new features, product enhancements, and bug fixes” are added, and that at least one accused
feature (the “One Number/Family Numbdgature) was added to the accused products after the
priority date of the '522 Patent. (Dkt. No. 201 at Bletaswitch argues tha¥ir. Bress's report
does not adequately contend with these changes.

Mr. Bress opines thagt least somef the Accused uReach Produatsre sold, offered for
sale, and/or publig used at least one year before the '768 Patent wasitildte United State’s
(Dkt. No. 194-3 at 7)see also (id. at 12, 13) (offering same opinion for other patents and
products). Hedoesnot opine that the accused products are identical to the versions allegedly on
salebefore the priority date, instead he salys“clam chart attached as Exhibit #kustrates that
the functionalityaccused by Metaswitch was dahie in versionsof the uReachvoice mail
systems available prior to the filing of th&8 Patent.”(Id. at 7)(emphasis added$ee also (id. at
12, 13). His somewhat vague reference to “functionality” is further muddileid attached charts.
(Dkt. N0s.1944, 194-5, 1947). For most of thelimitations charted, his analysis begins witie
statement Metasvitch’s contentions are uncleabout what precise functionalitiletaswtch
accuses of practicing thignitation.” See, e.g. (Dkt. No. 194-4 at 3). He then opines that the
functionality Metaswitch “appears” to accuse wagsent in prior versions of the accused products
based on the fact th&similar documentsto those cited inMetaswitch’s contentiongdescribe
the accusedunctionality in the same waySee, e.g. (id. at 3-4). For some limitations he does not
evenrely on documentatiorand insteadstates that the same “marketing term” has been applied
to aparticular feature since it was introducé&de, e.g. (Dkt. No. 194-7at 3).Mr. Bress tateshe
hasnot reviewed source code for these products.

Neither Genband nor Mr. Bress disputes Metaswitch’s contention that thechpcodacts

are regularly modified with software version updates. Therefore it is Gdisbhurden under
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Vanmoor to prove that the accusetementsemainunchangedetween the accused products and
the alleged prior art versions, despite these periodic updates. Admittingauntgess to what is
actually being accused, then noting thataccusedfunctionality” is described the same way in
documentation (or that ¢hsame “marketing term” is applied) is not sufficievit. Bress’ broae
strokes opinions about similar “functionality” constitute an impermissibletiprag the prior art
defenseSee Zenith, 522 F.3d at 1363.

The Court finds that Genband has not met the legal requirementganfr@or invalidity
defense; both its invalidity contentions and the Report of Mr. Bress are ireuffftoi properly
raise this defense. Accordingly, Metaswitch’s Motion to Strike andespanding Motionsn
Limine are GRANTED to the extent that Genband is precluded from raisingSat32 or 8103
invalidity defense that does not rely on proof that the prior art (individually or irbicaton)
discloses each element of one or more asbeléems.

At this time, the Court does not rule on the aspettdetaswitch’s Motion to Strike that
pertain to Mr. Bress’s interpretation and application of the claim language.

SIGNED this 1st day of March, 2016.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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