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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

BMC SOFTWARE, INC.,
Plaintiff,

CASE NO. 2:14-CV-903-JRG

V.

SERVICENOW, INC.,

Defendant.
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MEMORANDUM OPINION AND ORDER

Before the Court are a number of motiocc@ncerning expertestimony: (1) BMC’s
Motion to Strike and Exclude Opinions of SeeNow’'s Technical Condtants Contrary to
Court’s Claim Constructions . No. 226); (2) ServiceNow’s Motion to Strike Expert
Testimony of Dr. Mark Jones (Dkt. No. 2328) ServiceNow’s Motion to Strike Expert
Testimony of Dr. Hugh Smith (DkiNo. 234); (4) BMC’s Motion tctrike the Expert Report of
Tim Crawford (Dkt. No. 224); (5BMC’s Motion to Strike ExperReports of Dr. Keller, Dr.
Weissman, Dr. Greenberg, and Mr. Bakew&klating to Undisclosed Non-Infringing
Alternatives (Dkt. No225); and (6) BMC’s Motion to Excludthe Testimony of Dr. Michael P.
Akemann (Dkt. No. 237).

The Court ordered the parties to submit comiegach expert report in dispute, which
have subsequently been reviewed by the Co(btkt. No. 240). The Court held a hearing on
these motions on January 25, 2016, and ruled on wiathese matters at that time. (Dkt. No.
316.) For the reasons set forth below amdiccordance with the Court’'s January 25, 2016
rulings, the motions tostrike are GRANTED but only as specified below, and are otherwise

DENIED.
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l. BACKGROUND

On September 23, 2014, BMC Software, Inc. (“BMC”) filed suit against ServiceNow,
Inc. (“ServiceNow”) asserting claims of patent infement of the patents in this suit. (Dkt. No.
1).

BMC has asserted the following twenty-one raifrom five patents: Claims 1, 2, 6, and
11 from U.S. Patent No. 6,816,898 (*"898 patenOlaims 1 and 4 from U.S. Patent No.
6,895,586 (586 patent”); Claims 1, 3, 24, 26, 86, 79, 80, 88, and 90 from U.S. Patent No.
7,062,683 (683 patent”); Claims 1, 3, and 4 frans. Patent No. 7,617,073 (073 patent”);
and Claims 1 and 8 frotd.S. Patent No 8,674,992 (992 patgr(tollectively, the “patents-in-
suit”). (Dkt. No. 311 11 1, 4, 7, 10, and 13.)

I LEGAL STANDARD

An expert witness may provide opinion testimadairi{a) the expert’s scientific, technical,
or other specialized knowledge will help théetrof fact to understand the evidence or to
determine a fact in issue; (tH)e testimony is based on sufficidatts or data; (c) the testimony
is the product of reliable principles and hads; and (d) the expenas reliably applied the
principles and methods the facts of the case.’EB. R.EvIiD. 702.

Rule 702 requires a district court to makereliminary determination, when requested,
as to whether the requirements of the rule are satisfied with regard to a particular expert's
proposed testimonysee Kumho Tire Co. v. Carmichael, 526 U.S. 137, 149 (1999aubert v.
Merrell Dow Pharm., Inc., 509 U.S. 579, 592-93 (1993). Districburts are accorded broad
discretion in making Rule 702 determinatioksimho Tire, 526 U.S. at 152 (“[T]he trial judge
must have considerable leewny deciding in a particular s@ how to go about determining
whether particular expetestimony is reliable.”). Althouglthe Fifth Circuit and other courts

have identified variousattors that the district court maypresider in determining whether an
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expert’s testimony should be admitted, the commduoraaof these factors direct the trial court
to consider as its ultimate inquiry whethee taxpert’s testimony is sufficiently reliable and
relevant to be helpful to the finder @fdt and thus to warrant admission at tiishited States v.
Valencia, 600 F.3d 389, 424 (5th Cir. 2010).

Importantly, in a jury trial séing, the Court’s role undeDaubert is not to weigh the
expert testimony to the point of suppting the jury’s fact-finding roleSee Micro Chem., Inc. v.
Lextron, Inc., 317 F.3d 1387, 1391-92 (Fed. Cir. 2003) (apgyifth Circuit law) (“When, as
here, the parties’ experts rely on conflicting sets of facts, it is not the role of the trial court to
evaluate the correctnesd facts underlying am expert’'s testimony.”)Pipitone v. Biomatrix,

Inc., 288 F.3d 239, 249-50 (5th Cir. 200@)[t]he trial court’'s rde as gatekeeper [under
Daubert] is not intended to serve as a replacementttie adversary system.’ ... Thus, while
exercising its role as a [gatekeeper], ial tcourt must take care not to transfornDaubert
hearing into a trial on the merits”) (quotinged= R. EviD. 702 advisory committee note).
Instead, the Court’s role is limdeo that of a gatekeeper, ensgrithat the evidence in dispute is
at least sufficiently reliable andlegant to the issue before theyjuso as to be appropriate for
the jury’s considerationSee Pipitone, 288 F.3d at 249-50. As the Supreme Court explained in
Daubert, 509 U.S. at 596, “[v]igorous cross-exantioa, presentation of contrary evidence, and
careful instruction on the burden pfoof are the traditional and appropriate means of attacking

shaky but admissible evidenc&ge Mathis v. Exxon Corp., 302 F.3d 448, 461 (5th Cir. 2002).



II. DISCUSSION

A. BMC'’s Motion to Strike and Exclude Opinions of ServiceNow’s Technical
Consultants Contrary to Court’s Claim Constructions

Plaintiff argues that portionsf Defendant’s various expsttreports and testimony are
improper because Defendant’s respective egparsapply the Court’s claim constructioSee
(Dkt. No. 226).

Regarding the particular expert reforand testimony disputes at hand, IS
ORDERED that no experts are to render any conclusiegarding the scope of the patents-in-
suit or particular claim limitations thatcontradict or deviate from this Court's
Claim Construction Memorandum and Order (Dkt. No. 131). Accogly, all experts,
whether Plaintiff's or Defendant’s, are hereby excludearfr providing any opinions that
violate these constraints, aady portions of their reports in cdiet with this Order are stricken.

Further, all experts are hereby excludedm providing anyopinions based on an
interpretationof the Court’sconstrution that isthe equivalent of any cstruction thathe
Courtpreviously considered and exprgsstjectedand in this regard the CourtORDERS that:

e ‘“periodically” — No expert may opine or insiate that the term, “periodically,”

requires any particular or specific timing intervadee (Dkt. No. 131 at 45-46.)
Opinions implicated by this Order ahereby stricken. Such improper opinions
include portions of Paragraphs 105-109, 117, 139, 142-1431%4df Mr.
Weissman'’s report.
Accordingly, the CourGRANTS Plaintiff's motion (Dkt. N0.226) only as it relates to
the claim construction positions and term explic identified above. The claim

constructionpositions of Plaintiff's motion aretherwise DENIED in all other respects.



B. ServiceNow’s Motions to Strike BMC’s Technical Experts

ServiceNow seeks to excludertain paragraphs and opingofiom the reports of BMC'’s
technical experts, Dr. Jones and Dr. Smdh, various grounds, incluty that: (1) opinions
regarding whether BMC’s products practice the piatén-suit should be stricken because the
experts failed to do an element-by-element analysis of the prodegteg., (Dkt. No. 252 at 1—
2); (2) opinions regaidg four factors showig secondary considerati® of non-obviousness as
unreliable and prejudiciakee, e.g., (Dkt. No. 252 at 4-11); (3) opinions on willfulness as
unreliable and unhelpful to the jursee, e.g., (Dkt. No. 252 at 11-13); and (4) opinions on the
Patent Office’s practice asdappropriate and prejudiciake, e.g., (Dkt. No. 252 at 13—-14).

After considering the briefing and oral argupehe Court finds that the opinions of Dr.
Jones and Dr. Smith in regard to the purltual details regarding willfulness, such as the
existence of “digital identifiers” from the sa& code that they have personal knowledge of
andrelate to their field of expese, are proper. All other opinions by Dr. Jones and Dr.
Smith regarding willfulness are improper ance sstricken. If BMC wishes to present
any argument, evidence, testimony, or reference regaravillfulness through its technical
experts,BMC is ORDERED to approach the bench aslstain leave prior to sich presentation.

If BMC wishes to present, through its technical experts, any argument, evidence,
testimony, or reference regarding practice befoeePthtent Office and what an Examiner may or
may not have believed in regard $@rviceNow’s prior art, BMC i©RDERED to approach
the bench andbtain leave of the Court pior to such presentation.

Accordingly, the CourGRANTS ServiceNow’s Motion to $ike Expert Testimony of
Dr. Mark Jones (Dkt. No. 232) and ServiceNowtion to Strike Expert Testimony of Dr.
Hugh Smith (Dkt. No. 234put only as tothe opinions identified above amRENIES such

Motionsin all other respects.



C. BMC'’s Motion to Strike Expert Reports of Dr. Keller, Dr. Weissman, Dr.
Greenberg, and Mr. Bakewell Relatingto Undisclosed Non-Infringing
Alternatives

Parties have represented that the only issies before the Court in regard to BMC'’s
Motion to Strike Expert Reportsf Dr. Keller, Dr. WeissmarDr. Greenberg, and Mr. Bakewell
Relating to Undisclosed Non-Imfiging Alternatives (Dkt. No255) are BMC’s objections to
Paragraphs 372-373 and 375-376 of Bakewell's report. (DktNo. 304.) BMC argues that
ServiceNow never disclosed BMC’s products as a non-infringing aliteenduring discovery,
including in response tmterrogatories directed towakdhat ServiceNow believed were non-
infringing alternatives (Dkt. No. 255 at 14.) ServiceNow respondhat Mr. Bakewell is
responding to assertions made by BMC’s darmageert, Dr. Akemann(Dkt. No. 244 at 14.)

In particular, ServiceNow argues that Mr. Bak#wgenot opining that SwiceNow believes that
BMC'’s products are a non-infringing alternative. Instead, ServiceNow argues that Mr. Bakewell
is merely identifying that BMC has claimed that @d products are nonfimging alternatives.

(Dkt. No. 244 at 14-15.)

After considering the briefing and oral argemb, the Court finds that Dr. Bakewell’s
reference of BMC’s products as non-infringing alternative is untimely and improper. As
a result, the Court strikes from DBakewell’s reporthe following: (1) Paragrapt875 in its
entirety and (2from paragrapgh 376, the phrase “Dr. Akemann’s assumption about the lack of
alternatives tdhe '586 patent is incorrect” Accordingly, the CourGRANTS BMC’s Motion
to Strike Expert Reportef Dr. Keller, Dr. Weissman, Dr. Greenberg,daiMr. Bakewell
Relating to Undisclosed Nadmfringing Alternatives (Dkt. No. 255) only adentified above.
BMC’s Motion (255) isDENIED as to Paragraphs 37373 and as to the remainder of
paragragh 376 (not stricken above) regarding Mr. Bakewell's report and such motion is

DENIED AS MOQOT in all other respects.



V. CONCLUSION

Having considered the Parties’ varioabjections and arguments, BMC’s Motion to
Strike and Exclude Opinions &erviceNow’s Technical Consuits Contrary to Court’s Claim
Constructions (Dkt. No. 226); ServiceNow’s Mmtito Strike Expert Testimony of Dr. Mark
Jones (Dkt. No. 232); ServiceNowRéotion to Strike Expert T&imony of Dr. Hugh Smith (Dkt.
No. 234); and BMC’s Motion to Strike ExpeReports of Dr. Keller Dr. Weissman, Dr.
Greenberg, and Mr. Bakewell R#etgy to Undisclosed Non-Infnging Alternatives (DKkt.
No. 225) areGRANTED but only as set forth above aade DENIED in all other respects.

Further, the CourtCARRIES BMC’s Motion to Strike the Expert Report of Tim
Crawford (Dkt. No. 224) and BMC’s Motion t&xclude the Testimony of Dr. Michael P.
Akemann (Dkt. No. 237).

Finally, in compliance with the representations made in open court, the Parties are
ORDERED to meet and confer andicieafter file a Joint Motion towithdraw all currently-
pending motions that are nonger in dispute. Such Joint Motion shall filed on or before
fourteen (14) day after the issuance of this OrdBature motions later resolved, narrowed or
adandoned shall be withdrawn promptly by the asserting parties without further reminder

or directive from the Court.

So ORDERED and SIGNED this 28th day of January, 2016.

RAP
S DISTRICT JUDGE




