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Having reviewed the arguments made by theigmat the hearingnd in the parties’
claim construction briefing (Dkt. Nos. 69, 78, and 88), having considered the intrinsic evidence,
and having made subsidiary factual findings abl@textrinsic evidence, the Court hereby issues
this Claim Construction Memorandum Opinion and Or&ee Phillips v. AWH Corp415 F.3d
1303, 1314 (Fed. Cir. 2005)pva Pharm. USA, Inc. v. Sandoz, |d&5 S. Ct. 831, 841 (2015).

|. BACKGROUND

Plaintiff brings suit alleging infringemerf United States Patent Nos. 5,930,250 (“the
'250 Patent”), 6,212,662 (“the 662 Patent”), 83772 (“the '772 Patent”), and 9,014,667 (“the
'667 Patent”) (collectively, “thepatents-in-suit”). (Dkt.No. 146, Exs. A-D.) The Court
addresses the disputed terms on a patent-by-dadsi#, below, as the parties have done in their
briefing.

Also of note, the Court granted two nwts for leave to submit supplemental claim
construction evidence, both of which were ultimately unoppo&sDkt. Nos. 186, 187, 192.
In granting these motions, the Court has not theimplied that any particular weight, or any
weight at all, should necessarlye given to the supplemental esrete. In particular, the Court
notes that inventor testimony is of minimaf, any, weight in these claim construction
proceedings because inventor itesiny is “limited by the fact that an inventor understands the
invention but may not understand the claimdjich are typically drafted by the attorney
prosecuting the patent applicatiorifowmedica Osteonics Corp.Wright Med. Tech., Inc540
F.3d 1337, 1346-47 (Fed. Cir. 2008).
lI. LEGAL PRINCIPLES

It is understood that “[a] claim in a patemtovides the metesnd bounds of the right

which the patent confers on the patentee touebeclothers from makingjsing or selling the



protected invention.”Burke, Inc. v. Bruno Indep. Living Aids, In¢83 F.3d 1334, 1340 (Fed.
Cir. 1999). Claim construction &legal issue that may be bds® underlying findings of fact.
Tevag 135 S.Ct. at 841. “In cases where [ ] subsidiacts are in disputesourts will need to

make subsidiary factual findingsbout that extrinsic evidenceThese are the ‘evidentiary
underpinnings’ of claim congtction that we discussed iMarkman and this subsidiary
factfinding must be reviewefdr clear error on appeal.ld. (citation omitted).

To ascertain the meaning of claims, coloti to three primary sources: the claims, the
specification, and the prosecution historylarkman 52 F.3d at 979. The specification must
contain a written description of the invention that enables one of ordinary skill in the art to make
and use the inventiond. A patent’s claims mudie read in \8w of the specification, of which
they are a part.ld. For claim construction purposes, tbescription may act as a sort of
dictionary, which explains &hinvention and may define terms used in the claihds. “One
purpose for examining the specification is to detae if the patentee has limited the scope of
the claims.” Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).

Nonetheless, it is the functiaf the claims, not the specificati, to set forth the limits of
the patentee’s invention. Otherwisieere would be no need for claimSRI Int'| v. Matsushita
Elec. Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en barfd)e patentee is free to be his own
lexicographer, but any specidefinition given to a word musbe clearly set forth in the
specification. Intellicall, Inc. v. Phonometrics, Inc952 F.2d 1384, 1388 (Fed. Cir. 1992).
Although the specification mayndicate that certain embodimenare preferred, particular
embodiments appearing in the specification wit be read into thelaims when the claim
language is broader than the embodimeBRiectro Med. Sys., S.A.@ooper Life Sciences, Inc.

34 F.3d 1048, 1054 (Fed. Cir. 1994).



This Court’s claim construan analysis is substantially guided by the Federal Circuit’s
decision inPhillips. In Phillips, the court set fortkeveral guideposts that courts should follow
when construing claims. In particular, the courteraited that “the claims of a patent define the
invention to which the patentes entitled the right to exatle.” 415 F.3d at 1312 (quoting
Innova/Pure Water, Inc. v. Saf Water Filtration Sys., In¢.381 F.3d 1111, 1115 (Fed. Cir.
2004)). To that end, the words used in a clarmgenerally given theardinary and customary
meaning.ld. The ordinary and customary meaning afam term “is the meaning that the term
would have to a person of ordinaskill in the artin question at the time @he invention, i.e., as
of the effective filing date othe patent application.’ld. at 1313. This principle of patent law
flows naturally from the recognition that inverd are usually persons who are skilled in the
field of the invention and that fEnts are addressed to, and intended to be read by, others skilled
in the particular artld.

Despite the importance of claim ternillips made clear that “the person of ordinary
skill in the art is deemed to re#lae claim term not only in theontext of the particular claim in
which the disputed term appears, but ire tbontext of the entire patent, including the
specification.” Id. Although the claims themselves mayyide guidance as to the meaning of
particular terms, those terms are part‘@ffully integrated written instrument.”ld. at 1315
(quoting Markman 52 F.3d at 978). Thus, thehillips court emphasized the specification as
being the primary basis for construing the claint.at 1314-17. As the Supreme Court stated
long ago, “in case of doubt or ambiguity it is propesll cases to refer back to the descriptive
portions of the specifit®n to aid in solving the doubt or iascertaining the true intent and
meaning of the language employed in the claimBdtes v. Coe98 U.S. 31, 38 (1878). In

addressing the role of the specification, fPillips court quoted with approval its earlier



observations frorRenishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1250 (Fed. Cir.
1998):

Ultimately, the interpretation to be given a term can only be determined and

confirmed with a full understaling of what the inveots actually invented and

intended to envelop with the claim. Toenstruction that stays true to the claim

language and most naturally aligns witle {hatent’s descripin of the invention

will be, in the end, the correct construction.
Phillips, 415 F.3d at 1316. Consequentlighillips emphasized the important role the
specification plays in thea&lm construction process.

The prosecution history also continues to @ayimportant role in claim interpretation.
Like the specification, the pros#t@n history helps to demonate how the inventor and the
United States Patent and Tradem@ffice (“PTO”) understood the patenid. at 1317. Because
the file history, however, “represents amgoing negotiation between the PTO and the
applicant,” it may lack the clarity of the specification and thus be less useful in claim
construction proceedingdd. Nevertheless, the prosecution history is intrinsic evidence that is
relevant to the determination of how thevéntor understood the invention and whether the
inventor limited the inventin during prosecution by narravg the scope of the claimsd.; see
Microsoft Corp. v. Multi-Tech Sys., In@57 F.3d 1340, 1350 (Fed. Cir. 2004) (noting that “a
patentee’s statements during prostion, whether relied on by theagwiner or not, are relevant
to claim interpretation”).

Phillips rejected any claim construction approdbht sacrificed the intrinsic record in
favor of extrinsic evidencesuch as dictionary defindns or expert testimony. Tle® banccourt
condemned the suggestion madeleyxas Digital Systems, Inc. v. Telegenix,,|IB08 F.3d 1193

(Fed. Cir. 2002), that a courh@uld discern the ordinary meag of the claim terms (through

dictionaries or otherwise) before resorting thee specification for atain limited purposes.



Phillips, 415 F.3d at 1319-24. According Rhillips, reliance on dictionary definitions at the
expense of the specification hae thffect of “focus[ing] the inquy on the abstract meaning of
words rather than on the meaning of claimm® within the context of the patentld. at 1321.
Phillips emphasized that the patent system is based on the proposition that the claims cover only
the invented subject matteld.

Phillips does not preclude the use of dictiorarin claim construction proceedings.
Instead, the court assigned dictionaries a rolersiifate to the intrinsic record. In doing so, the
court emphasized that claim construction issairesnot resolved by any magic formula. The
court did not impose any particular sequenceteps for a court to follow when it considers
disputed claim languageld. at 1323-25. RathePRhillips held that a court must attach the
appropriate weight to the intrinsic and extrinsaurces offered in supgoof a proposed claim
construction, bearing in mind thgeeneral rule that the claimseasure the scope of the patent
grant.

lll. CONSTRUCTION OF AGREED TERMS

The Court hereby adopts the following agreed construction:

Term Agreed Construction
“first protocol” and “second protocol” “first protocol” and “second protocol” — The jury
should be instructed that “first protocol and secona
(250 Patent) protocol must be different protocols.”

(Dkt. No. 130, Jan. 62016 Joint Claim Construction and Peahing Statement Pursuant to
Local Patent Rule 4-3, at 1-2.)

IV. CONSTRUCTION OF DISPUTED TERMS IN U.S. PATENT NO. 5,930,250

The '250 Patent, titled “Communication Systéon Interactive Sernces with a Packet

Switching Interaction Channel over a Narrow-Band Circuit Switching Network, as well as a



Device for Application in Such a Communicationsg&m,” issued on July 27, 1999, and bears an
earliest priority dee of September 8, 1995. Plaintiff hasserted Claims 19, 20, and 21 of the
'250 Patent. (Dkt. No. 146 8t) The Abstract states:

The invention relates to a communicati system (100) in which information
(AV) from a server (101) is transmitt&d one direction via a first communication
path to a user terminal (102), such @@ In response to said information, the
user can transmit selection information $)ch as control commands, in the form
of data packets via a sgtd communication path. According to the invention the
data packets, for example ATM [zl are transmitted in the second
communication path over a non-packawitching network (107), such as a
telephony network. The invention fher provides a dewe (108; 200) for
receiving and routing data packets framon-packet switching network (107), as
well as a method for implementing telesmunication services in which use is
made of a communication system (1Q00") of the above-mentioned kind.

The '250 Patent has been the subjectre#xamination proceedings, and the claims
asserted here by Plaintiff weeadded during reexamination.

A. “the data packets,” “the . . . data pa&kets,” “said data packets,” and “these data
packets”

“the data packets,” “the . . . datapackets,” and “said data packets”
(250 Patent, Claims 19, 20)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “the data packets ised by the user station
according to the first protocol and received hy

Alternatively: the services station”

“a unit of information used within a
network protocol”




“the data packets” and “these data packets”
(250 Patent, Claim 21)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “the data packets issudg the services station
according to the first protocol and received hy

Alternatively: the second device”

“a unit of information used within a
network protocol”

(Dkt. No. 130, Ex. A, at 1-2; Dkt. No. 146 atl¥kt. No. 160 at 1; Dkt. No. 165, Ex. A, at 1.)

(1) The Parties’ Positions

Plaintiff argues that “[d]ata packet’ waa common phrase in the telecommunications
field at the time of invention understood to méarunit of information used within a network
protocol.” (Dkt. No. 146, at 3.)Plaintiff also argues that Bendants’ proposed constructions
are inappropriate because “[Defentd make[] no attempt to consé ‘data packets.” Rather, in
each of its constructions, [Defendants] simpdypeat[] the term and then add]] to it language
already present in each claim.ld.{

Defendants respond that they “ask the Coucbtdfirm (and thus so instruct the jury) that
whenever the claims recitéhe data packets’ orsaid data packets,’ these are th@me‘data
packets’ as those recited earlieithe respective claim (i.e., theath packets’ that are ‘issue[d]’
by the user station (claims 1%ich20) or the services statigolaim 21) according to a first
protocol).” (Dkt. No. 160 at 1-P.In other words, Defendantsgaie, “[tjhe claims merely track
the flow of these same data pask#troughout the claimed network.1d(at 2.) Alternatively,

Defendants submit that “[i]f the Cdus inclined to construe ‘datpacket,’ thethe Court should

construe it as ‘unit of data of some fingize that is transmitted as a unit.Td.(at 3, n.2.)

10



Plaintiff repliesthat “each claim discloses secondset of data issued according to a
secondprotocol, and it is thisecondset of data to which the remaining ‘data packet’ references
refer.” (Dkt. No. 163 at 1.)

At the April 19, 2016 hearing, Dendants reiterated that evérdifferent protocols are
used, the data packets are the same througHeaintiff respondedyy acknowledging that the
data packets received by the service station aotita@ useful payload of the data packets issued
by the user station andce versa

(2) Analysis

Plaintiff submits that th#&licrosoft Press Computer DictionaBA8 (3d ed. 1997) defines
“packet” as “a unit of information transmitteas a whole from one device to another on a
network.” (Dkt. No. 147, Jan. 27026 Rhyne Decl., at Ex. 3.) Phiff also submits that the
IEEE Authoritative Dictionary of IEEE Standards Terd@& (7th ed. 2000hcludes a definition
of “packet” as meaning “a unit of data of sofimate-size that is transmitted as a unit.Id.(at
Ex. 2.)

Defendants substantially agree with Piffiras to what “data packets” are.SdeDkt.

No. 160, Ex. 5, Feb. 11, 2016 Lanning Decl., at T 21 (“I agree with the IEEE definition cited by
Dr. Rhyne [(Plaintiff's expert)], i.e., ‘a unit of taof some finite size that is transmitted as a
unit.”).)

The parties have disputed whether “data packets” must be the same data packets
throughout each claim. Claims 19-21 of the '250 Patmite (emphasis added):

19. A communication sfem comprising:

a first communication path betweenedst one services station and a user
station; and

a second communication pdibtween the user stati and the at least one
services station,

11



wherein the user stati is arranged for issuirdpta packetsccording to a
first protocol and the at least one seegicstation is arranged for receiving the
data packetsaccording to the first protocol, and

wherein the second communication path comprises:

a first network arranged for transmittirdata according to a second
protocol, a first device for receiving thiata packetsssued by the user station
and for supplying saidata packetso the first network, and

a second device for receiving sdiata packetférom the first network and
for routing the receivediata packetdo the at least one services station via a
second network arranged for transmittingadaccording to the first protocol,

wherein the routing of the receivethta packetsy the second device
comprises providing an addreissthe second network to tluata packetdo be
transmitted to the services stationg taddress in the second network being
provided on the basis of informatioeceived from the first network.

20. A communication Sfem comprising:

a first communication path betweenedst one services station and a user
station; and

a second communication pdibtween the user stai and the at least one
services station,

wherein the user stati is arranged for issuirdpta packetsccording to a
first protocol and the at least one seegicstation is arranged for receiving the
data packetsccording to the first protocol, and

wherein the second communication path comprises:

a first network arranged for transmittirdata according to a second
protocol,

a first device for receiving theata packetsssued by the user station and
for supplying saidlata packetso the first network, and

a second device for receiving sdiata packetfrom the first network and
for routing the receivediata packetdo the at least one services station via a
second network arranged for transmittttega according to the first protocol,

wherein the routing of the receivethta packetsy the second device
comprises modifying andalress of the receivathta packetso another address.

21. The communication system accordingclaim 19, whereirthe at least one

services station issuesita packetaccording to the first protocol, and the second

device receives from the second network daéa packetsssued by the service

station and routes theskata packetso the user statiowia the first network

arranged for transmitting data according to the second protocol.

The Background of the Invention states tHata may be “converted” for transmission
and may be received “in various forms”:

[T]he problem arises that existing mmmunication systems comprise networks
which are not arranged for the transmissibdata packets. The public telephony

12



network (“PSTN” or “Public Switched Tgdone Network”), for example, has no
provisions for the transmissiaf data packetslt is therefore necessary that the
data packets, which are issued by the said stationspawertedinto data which
indeed can be transmitted over théephony network. Furthermore, services
stations must be arranged for the reception of data which are transmitted in
various forms. This brings with it theecessity of providing different interfaces
for different network services at one seesdcstation, which is expensive. It is
also possible to connect the user etatio the services station by means of a
special network which is arranged for tthansmission of data packets. Such a
special network is expensive, however, and can not be applied everywhere.
'250 Patent at 1:44-60 (emphasiklad). Plaintiff has noted, howay that the Summary of the
Invention begins by stating that the claimed irti@nseeks to “eliminate” such disadvantages of
the prior art:
It is an object ofthe invention toeliminate the above-mentioned and other
disadvantages of the prior adnd to provide a comumication system which
makes possible the transmission, by meainpredominantly existing technical
means, of user information from the seedcstation to the usstation on the one

hand, and of selection information in tiem of data packets from the user
station to the servicestation on the other hand.

Id. at 2:10-17 (emphasis added).

Defendants’ expert opines that “[e]verthe data packets are passed through the second
communications path in differentqiocols, they are stithe same data paets.” (Dkt. No. 160,
Ex. 5, Feb. 11, 2016 Lanning Decl., at § 21.)

In Claim 19, the term “dataggpkets” in the limitation of “dirst device for receivinghe
data packets issued by the user stadod for supplyingaid data packett the first network”
has its antecedent basis in the recitat tithe user station is arranged fssuing data packets
See, e.9g.PODS, Inc. v. Porta Stoinc., 484 F.3d 1359, 1366 (Fed. Cir. 2007) (“[T]he same
terms appearing in different portions tfe claims should be given the same meaning.”);
Warner-Lambert Co. v. Apotex Cor@16 F.3d1348, 1356 (Fed. Cir. 2003) (“The words ‘the

use’ require antecedent bsisthus, ‘the use’ refer® a specific ‘use’ rather than a previously

13



undefined ‘use.”);Process Control Corp. \HydReclaim Corp.190 F.3d 1350, 1356 (Fed. Cir.

1999) (noting “the identicdanguage associated with the tédischarge rate’ in both clauses [b]

and [d], namely ‘from the common hopper to thaterial processing machine,” and concluding
that “the presence of that idesdl language clearly indicates thatdischarge rate’ in clause [b]

is the same as ‘the discharge rate’ in séa[d].”) (square brackets in original).

Claim 20 is similar, and likewise in depentéClaim 21 the term “the second device
receives from the second netwdhle data packets issued by the service statimhrouteshese
data packetdo the user station” has its antecedergi®an the recital that “the at least one
services station issues data packatsording to the first protocol.”

At the April 19, 2016 hearing, Plaintiff submittdtht so long as the payload remains the
same, there may be incidental changes to the packets,as to the packet headers, such that the
data packets recited in the claims might netessarily be identicahroughout a particular
implementation. Ultimately, however, any dispate to whether partical data packets are
actually the same as other data packets is aiguoes infringement rather than a question of
claim construction.See PPG Indus. v. Guardian Indus. Corjb6 F.3d 1351, 1355 (Fed. Cir.
1998) (“[A]fter the court has dimed the claim with whatevespecificity and precision is
warranted by the language of the claim andetidence bearing on the proper construction, the
task of determining whether the construed claim reads on the accused product is for the finder of
fact.”); see alsdEON Corp. IP Holdings LLC v. Silver Springs Networks,,I8&5 F.3d 1314,
1319 (Fed. Cir. 2016) (citinBPQ).

Accordingly, the Court hereby construes thgpdied terms as set forth in the following

chart:

14



Term Construction

“the data packets,” “the . . . data packets,” | “the data packets issued by the user station
and“said data packets” according to the first protocol”

(250 Patent, Claims 19, 20)

“the data packets” and“these data packets” | “the data packets issued by the services
station according tothe first protocol”
(250 Patent, Claim 21)

B. “user station”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “a personal computer or workstation”
Alternatively:

“a terminal”

(Dkt. No. 130, Ex. A, at 3; DktNo. 146, at 5.) The parties submit that this term appears in
Claims 19-21 of the '250 PatenfDkt. No. 130, Ex. A, at 3.)

Plaintiff has argued that “user station” is a “common phrase” that need not be construed
but, alternatively, “should be construed to m&aterminal’—the definition used throughout the
patent.” (Dkt. No. 146 at 5.Plaintiff has also argued thBtefendants’ propal construction
would “exclude][] identified embodiments.id. As to the United States Patent and Trademark
Office’s (“PTQO’s”) interpretation during reexandtion, Plaintiff has urged that “because the
Examiner’s interpretation would exclude idéetl embodiments, it plainly is incorrect.”ld(
at6.)

Defendants have responded that they “withdralns term from the list of terms to be
construed, and agrees with [Plaintiff] that nmstouction is necessary(Dkt. No. 160 at 3, n.3.)

Accordingly, the Court hereby constrdeser station” to have itplain meaning.

15



C. “routing the received data packets,” “routing of the received data packets,” and

‘routes”

“routing the received data packes” ('250 Patent, Claims 19, 20)
Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “selecting the correct circuit path for the

received data packets”
Alternatively:

“selecting an appropriate path for the
received data packets”

“routing of the received data paclets” (250 Patent, Claims 19, 20)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “selection of the correct circuit path for the
received data packefs”
Alternatively:

“selection of an appropriate path for the
received data packets”

“routes” ('250 Patent, Claim 21)

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “selects the correct circuit path for”
Alternatively:

“selects an appropriate path for”

(Dkt. No. 130, Ex. A, at 4; DkiNo. 146, at 6; Dkt. No. 160, 8t4; Dkt. No. 165, Ex. A, at 3-4

& 6.

! Defendants previously proposed: ‘s&ting the correct transmission path for the received data packets.” (Dkt. No.
130, Ex. A, at 4.)

2 Defendants previously proposed: “séile of the correct transmission path for the received data packets.” (Dkt.
No. 130, Ex. A, at 4.)

3 Defendants previously proposed: “selects the correct transmission path for.” (Dkt. No. 130, Ex. A, at 4.)

16



(1) The Parties’ Positions

Plaintiff argues that “route” is a commonrte and “the claims explicitly contemplate
that there may exighore than oneecipient for the routed data, which requires that there be
more than oneorrect path.” (Dkt. No. 146 at 7.) Riaff also argues thdbefendants’ reliance
upon the PTO'’s interpretation during reexartiora is misplaced because “an Examiner’'s
interpretation has no bearing on this Cauréinalysis—particularlywhen it excludes an
embodiment.” Id.)

Defendants respond that whereas theyppse the constructions applied by the PTO
during reexamination, Plaintiff propes constructions that are even broader than those that the
PTO applied under its “broadest reasonable tcocigon” standard. (Dkt. No. 160 at 4.)
Defendants also argue that Plaintiff has failegpamt specifically to any disclosed embodiment
purportedly excluded by Defendangioposed constructionsld()

Plaintiff replies that “an Examiner’'s interpretation has no bearing on this Court's
construction—particular[ly] wheras here, it (1) incorporates'@rcuit’ limitation not required
by the patent and (2) runs counter to the clEnguage itself, which contemplates that there
may be one or more services station to whiehdata may be routed—a fact that demonstrates
that, in such embodiments, there exists moae ttne appropriate path.” (Dkt. No. 163 at 2.)

At the April 19, 2016 hearing, the partiedbmitted these terms on the briefing without
oral argument.

(2) Analysis

During reexamination, the examiner cited a tecal dictionary that defines “routing” to
mean “[tlhe process of sel@ay the correct circuit path for a message,” and the examiner

“relie[d] upon the Broadest Reasonable Intetation of the term routing as ‘a process

17



performed by an intermediate device on a cemications network that expedites message
delivery by selecting the correctrcuit path for a message.” (Dkt. No. 160, Ex. 6, May 22,
2013 Office Action, at 7 & 15.)

On one hand, the '250 Patasttitled with reference ta “circuit switing network.”
Further, the specification repeatedéfers to circuit switchingSee, e.g.’250 Patent at 4:36-37,
6:57, 7:23-24, 8:16-17, 8:24-25 & 8:56-57. On the dthed, the claims at issue contain no
reference to circuit switchingr circuit switched networks.Likewise, Defendants have not
identified any claim language disclaimer that would warraméquiring a single “correct” path
as opposed to potentially multiple appropriate paths.

On balance, use of a “circuit path” and usaaingle “correct” path are specific features
of particular disclosed embodiments thabsld not be imported into the claim&eePhillips,
415 F.3d at 1323. The PTO’s interpretatiorthie contrary is unpersuasive her8ee SRAM
Corp. v. AD-Il Eng’g, Inc. 465 F.3d 1351, 1359 (Fed. Cir. 2006) (“declin[ing] to adopt the
PTO’s construction” and noting that “paradoxigan this case, the PTO construed the claim
narrowly, rather than broadly”).

The Court therefore hereby expressly reyedefendants’ proposecbnstructions. No
further construction is necessargee U.S. Surgical Corp. v. Ethicon, Inb03 F.3d 1554, 1568
(Fed. Cir. 1997) (“Claim construction is a matif resolution of disputed meanings and
technical scope, to clarify and when necesgarexplain what thepatentee covered by the
claims, for use in the determination of infrimgent. It is not an obligatory exercise in
redundancy.”);see alsoO2 Micro Int'l Ltd. v. Beyond Innovation Tech. C621 F.3d 1351,
1362 (Fed. Cir. 2008) (“[D]istrict courts are n@ind should not be) reqed to construe every

limitation present in a patent’s asserted claimg:ijan, Inc. v. Secure Computing Corp26
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F.3d 1197, 1207 (Fed. Cir. 2010) (“Unlikg@2 Micro, where the court failed to resolve the
parties’ quarrel, the district courgjected Defendants’ construction.’ActiveVideo Networks,
Inc. v. Verizon Commcn’s, Inc694 F.3d 1312, 1326 (Fed. Cir. 2013ummit 6, LLC v.
Samsung Elecs. Co., L@02 F.3d 1283, 1291 (Fed. Cir. 2015).

Accordingly, the Court hereby constriesuting the received data packets,” “routing
of the received data packets,and“routes” to have theiplain meaning

D. “first communication path”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “uni-directional commnication channel”
Alternatively:

“a first pathway forommunicating data”

(Dkt. No. 130, Ex. A, at 4; Dkt. No. 146, at 8; Dkt. No. 160, at 4; Dkt. No. 165, Ex. A, at 1.) The
parties submit that this term appears in @&il9 and 20 of the '25Batent. (Dkt. No. 130,
Ex. A, at 4.)

(1) The Parties’ Positions

Plaintiff argues that Defendants’ propossehstruction “is partiglarly improper here
given that the specification specificallgaiches that, while a first communication patay be
uni-directional in some cases, it is not limited to being uni-direction@very casé (Dkt.
No. 146 at 8.)

Defendants respond that “the claimed irtie@n is directed to providing bidirectional
communication using aecond communication path, whersuch communication was not

otherwise possible over the figgath.” (Dkt. No. 160 at 5.)
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Plaintiff replies that “the gant does not require the firpath to be uni-directional; it
simply discloses that it may be—a point thainttary to what [Defendds] claim[], is not
negated by the patent’s disclosurecfecond path.” (Dkt. No. 163 at 3.)

At the April 19, 2016 hearing, Plaintiff argi¢hat the first and second communication
paths could differ in ways other than directitlya For example, Plaintiff suggested that
different pathways could hawkfferent bandwidth. Defendantssponded by reiterating that, in
the only disclosed embodiments, there is no rHeethe second communication path unless the
first communication path is unidirectional.

(2) Analysis

On one hand, the specification contrasts a first communication path with a second
communication path and states that th@sdacommunication path cde bi-directional:

As is apparent from FIG. 1, there arefact two parallel networks present for the

two (outward and returning respectivelfommunication paths: one network for

satellite communication on the firstutward) communication path, and one

network for telephony on the second (returning) communication path. Apart from
that, thesecond communication patiwhich forms a so-called interaction channel,

can be suitable for information transmissiontwo directions Bi-directional

traffic can be advantageous, for example, for user identification in case of orders

and/or payments.

'250 Patent at 4:17-27 (emphasis addsedg id.at Abstract (“information . . . is transmitted in
one direction via a fitccommunication path to a user terminabge also idat 3:34-37 & 6:10—
13 (similar);id. at Figs. 1 & 2 (illustrang uni-directional arrows).Likewise, the specification
further discloses:

In the example shown, the transmisstoagectory 104 comprises a first antenna

111, a second antenna 112 armbmmunication satelé 110. In tle case shown,

the transmission trajectory 104usi-directional so that a user of the user station

102 can not transmit any information fraaid user statiomia the transmission

trajectory 104 to theervices station 101.

Id. at 3:49-55 (emphasis added).
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On the other hand, the specification statest the first communication path is uni-
directional “in most cases”:

The first communication path can compreesatellite trajectory and/or a cable

network, whichin most casesnly enables transmissian one direction and is

therefore purely distributive. Therdt communication path can furthermore

comprise a packet switching network.
'250 Patent at 3:3—7 (emphasis added)so of note, this disclosurefers to a “packet switching
network,” and Plaintiff's experbpines: “In my opinion it wouldhave been well understood in
the telecommunications field 1996 that a packet switely network can allow for bi-
directional data traffic.” (DktNo. 147, Jan. 27, 2016 Rhyne Deat.f 21.) Defendants’ expert
opines that merely “compris[ing] a packet switghnetwork” does not necessarily mean that the
first communication path as whole is bi-directhnal. (Dkt. No. 160Ex. 5, Feb. 11, 2016
Lanning Decl., at T 30.) Nonetless, the disclosure of gacket switching network with
reference to the first communtean path is probative.

On balance, Defendants’ arguments, which primarily challenge the sufficiency of the
disclosure, may perhaps bear upon the sntutequirements of enablement or written
description but do not warranmporting a specific featurédrom particular embodiments
disclosed in the specificationSee Phillips 415 F.3d at 1323. The Court therefore hereby
expressly rejects Defendahproposed construction.

Accordingly, the Court hereby construdisst communication path” to mean‘a first

pathway for communicating data.”
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E. “first device”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Defendant[s] contend]] that this phrase shoulthterpreted under 35 U.S.C. § 112, 1 6
be construed pursuant to 35 U.S.C. § 112, § 6.
[Plaintiff] disagrees; 35 U.S.C. 8§ 112, 1 6 dogBunction:

not apply, and no construction is necessary. “receiving data packets issued by the user
station and supplying thaata packets to the
Alternatively: first network”

“a first network interface”
Structure:

“structure arranged as shown in Fig. 3
including a ontrol unit, a
modulator/demodulator, a data converter, a
first buffer, a second buffer, a header detectpr,
a counter, an address multiplexer, an
input/output multiplexer, and a memory; or
equivalent structuré”

(Dkt. No. 130, Ex. A, at 5; Dkt. No. 146, at 9; Dkt. No. 160 at 7; Dkt. No. 165, Ex. A, at 2.) The
parties submit that this term appears in @&il9 and 20 of the '25Batent. (Dkt. No. 130,
Ex. A at5.))

(1) The Parties’ Positions

Plaintiff argues that Defendts cannot overcome the presumption against means-plus-
function treatment because “one of ordinakyll would understand ‘first device’ to mean a
‘network interface’—particular network structure WWenown to those in ta art.” (Dkt. No. 146
at 10.) Also, Plaintiff submits that the specifiion “disclos[es] additional structure that may
allow a ‘first device’ to funcon as a ‘network interface.”Id. at 11.)

Defendants respond that this term is “in arfat consistent witlraditional means-plus-
function claim limitations,” and “device” is a tmce” word that operates as a substitute for the

word “means.” (Dkt. No. 160 at 8 (citing/illiamson v. Citrix Online, LLC792 F.3d 1339,

* Defendants previously proposed: “Fig. 3 and related description.” (Dkt. No. 130, Ex. A, at 5.)
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1350 (Fed. Cir. 2015)).) Defendants also argue“thlagther ‘network interface’ is known in the
art is of no consequence because the clastead recites a ‘dee’—which can mean
anything.” (Dkt. No. 160 at 9.)

Plaintiff replies that the specification digses a “lengthy list of specific, exemplary
structure.” (Dkt. No. 163 at 3—4 (emphasis omitted).)

At the April 19, 2016 hearingRlaintiff conceded that “fst device” is a means-plus-
function term governed by 35 U.S.C. § 112, {r&] Rlaintiff had no objdmon to the function
proposed by Defendants.Sde alsaDkt. No. 183, Ex. D, Apr. 18, 2016 Rhyne Decl. at 1 5.)
Plaintiff proposed that the corresponding struetisr “a packet adapter that comprises a buffer
for data packets, a parallel-serial convered a modulator, or equilemt structures.” ee also
id.) In response, Defendantsdgreed with Plaintiff’'s propas but nonetheless acknowledged
that the structure for the “first device” need netessarily be the samas the structure for the
“second device.”

(2) Analysis

Title 35 U.S.C. § 112, 1 6 provides: “Arealent in a claim for a combination may be
expressed as a means or stappirforming a specified functionitliout the recitabf structure,
material, or acts in support thereof, and sueintishall be construed tmver the corresponding
structure, material, or acts describedha specification and equivalents thereof.”

As Plaintiff conceded at the April 19, 20aring, “first device” is a means-plus-
function term governed by 35 U.S.C. § 112, {Aso, Plaintiff has nodisputed the claimed
function, which Defendants propose is “receivindadpackets issued by the user station and
supplying the data packets to the first networkSed alsdkt. No. 183, Ex. D, April 18, 2016

Rhyne Decl., at 1 5.)
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As to the corresponding struotythe specification discloses:

[T]he first device 106, which supplies tdapackets to the network, can be
embodied as a plug-in card fqr@ication in theuser station.

* % %

In the communication systems of the FIGS. 1 and 2, a device 106 is applied for

the transmission of data packets frdine user station 102 to the network 107.

Such a device can comprise a buffer forad@ackets, a parallel/serial converter

and a modulator. If the device is to Baitable for bi-directional traffic, a

demodulator must also be present. Tegice 106 can be fumer provided with

means for the issuing of dialling infoation, such as a DTMF generator, in

combination with a suitable memory for the storage of dialling information. This

dialling information is used for the alling of an access mber (for PSTN: a

telephone number) of a seres station. If requirethe device can be further

provided with means for the entry of diag information, such as a keyboard or a

link with the user station for the entof dialling information in an electronic

manner.

'250 Patent aB:63-66 & 6:59—7:7see id.at 4:30-32 (“device (packet adaptor or PA)”).

On balance, the specification links the function of the “first device’—“receiving data
packets issued by the user station and supplyiagdata packets todHfirst network’—to the
structures of a buffer for data packetgarallel/seriaconverter, and a modulator.

The additional structures set forth above are not clearly linked to the claimed function
and therefore are not includéd the correspondingtructure for the “first device.”See, e.g.
Northrop Grumman Corp. v. Intel CorB25 F.3d 1346, 1352 (Fed. Cir. 2003) (“Under section
112, paragraph 6, structure disclosed in the spatidin is ‘correspondingstructure only if the
specification or the prosecution history clearly lindcsassociates that structure to the function
recited in the claim. ... A coumay not import into the claim features that are unnecessary to
perform the claimed function.”) (citations arnternal quotation marks omitted). Further,

Defendants have not justified limiting the “firdévice” to all of the streture of “second device

108,” which is set forth as “device 200" in Figu3 of the '250 Patent and the accompanying
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description. See’250 Patent at 7:8—20 (“Endevice of FIG. 3 couldf required also be applied
as device 106.”) (emphasis added). Imfjeeefendants acknowledged at the April 19, 2016
hearing that the “first device” Bd not necessarily have the same corresponding structure as the
“second device.” The Court thus rejects Defendants’ proposal of limiting the “first device” to
the structure shown in Figure 3.

The Court finds thdffirst device” is a means-plus-functionrta, the claimed function is
“receiving data packets issued by the user ation and supplying the data packets to the
first network,” and the correspaimg structure isdevice 106, including a buffer for data
packets, a parallel/serial converter, andh modulator; and equivalents thereof.”

F. “second device”

Plaintiff's Proposed Construction | Defendants’ Proposed Construction

Defendant[s] contend]] that this Interpreted under 35 U.S.C. § 112, { 6.
phrase should be construed pursuant
to 35 U.S.C. 8112, 1 6. [Plaintiff] | Function for Claims 19, 20:
disagrees; 35 U.S.C. 8112, 16 does  “receiving said data packets from the first network
not apply, and no construction is and routing the received dagiackets to the at least one
necessary. services station via asend network arranged for
transmitting data according to the first protocol”
Alternatively:

“a second network interface” Function for Claim 21.:

“receives from the second network the data packets
issued by the service siati and routes these data
packets to the user statioma the first network arranged
for transmitting data accomly to the second protocol”

Structure:

“structure arranged as®hn in Fig. 3 including a
control unit, a modulator/demodulator, a data converter,
a first buffer, a second buffer, a header detector, a
counter, an address mulager, an input/output
multiplexer, and a memory; or equivalent structtire”

® Defendants previously proposed: Fiime: “receiving said data packetoin the first network and routing the
received data packets to the at least one servicdgnsiaa a second network arranged for transmitting data
according to the first protocol”; andr8tture: “Fig. 3 and related descriptid (Dkt. No. 130,Ex. A, at 5-6.)
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(Dkt. No. 130, Ex. A, at 5-6; DkNo. 146 at 11; Dkt. No. 160 @t Dkt. No. 165, K. A, at 2-3.)
The parties submit that this term appear€lams 19-21 of the '250 Rant. (Dkt. No. 130, Ex.
A, at 5; Dkt. No. 165, Ex. A, at 2-3.)

(1) The Parties’ Positions

Plaintiff argues: “The patent discloses thia¢ second device is positioned as a link or
interface between the first and sedaetworks; accordingly, as with'first device,” a person of
ordinary skill in the art would understand a ‘sed device’ to refer to a ‘network interface’—
particular structure well known e art.” (Dkt. No. 146 at 12.)

Defendants respond as to therm together with the men “first device,” which is
addressed aboveSé¢eDkt. No. 160 at 7-9.) PIdiff replies similarly. SeeDkt. No. 163 at 3—

4))

At the April 19, 2016 hearing, Plaintiff conceded that “second device” is a means-plus-
function term governed by 35 U.S.C. § 112, {r&] Rlaintiff had no objdmn to the function
proposed by Defendants.Sd€e alsaDkt. No. 183, Ex. D, Apr. 18016 Rhyne Decl., at 1 7.)
Plaintiff proposed that the o@sponding structure is “an interworking unit or gateway, or
equivalent structures.” Sge also ig. Defendants propose the same structure for the “second
device” as it proposed for the “first deviceSgeDkt. No. 160 at 7.)

(2) Analysis

As to the corresponding struotythe specification discloses:

The second device 108vhich receives data packefrom the network 107 and

transmits said data packets to the locatwork 103, will be further explained
later on the basis of FIG. 3.

* % %
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A device for the bi-directional transmission of information which is a suitable

embodiment of the above-mentionsdcond device 108 will now be explained

with reference to FIG. .3 Thedevice of FIG. Zould, if required, also be applied

as device 106 (cf. FIG. 1).

The device 200 shown diagrammatically abg way of example in FIG. 3

comprises a control unit 201, a moduladerhodulator 202, a data converter 203,

a first buffer 204, a second buffer 205, eatler detector 206, a counter 207, an

address multiplexer 208, an input/output multiplexer 209, and a memory 210 (in

which a switching table may be stored)ata paths are indicated by double lines,

control connections by single lines.

'250 Patent at 3:66—4:2 &:8-20 (emphasis added)'he specification thudiscloses that the
corresponding structure for theached function is the “device 200” shown in Figure 3. Because
this disclosure refers tihe entirety of the device 200 shownFigure 3, that entire structure is
corresponding structure forishmeans-plus-function term.

Accordingly, the Court hereby finds tHatcond device”is a means-plus-function term,
the claimed function for Claims 19 and 20“isceiving said data packets from the first
network and routing the received data packets tadhe at least one services station via a
second network arranged for transmitting data according to the first protocol,”the claimed
function for Claim 21 isreceives from the second network tle data packets issued by the
service station and routes these data packetto the user station via the first network
arranged for transmitting data according to the second protocol,”and the corresponding
structure is‘device 200 shown in Figure 3 and dsribed in column 7, lines 13-20; and

equivalents thereof.”

V. CONSTRUCTION OF DISPUTED TERMS IN U.S. PATENT NO. 6,212,662

The '662 Patent, titled “Method and Degs for the Transmission of Data with

Transmission Error Checking,” issued on April2001, and bears an earliest priority date of
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June 26, 1996. Plaintiff has asserClaims 1-4 of the '662 Pate (Dkt. No. 146, at 13.) The

Abstract states:

The invention concerns a method and desifor the detection of errors, in
particular transmission errqorén data streams and/ortdapackets. In order to
better detect systematic errors in particular, the error detection function according
to the invention is variable. The deteat function is varied on the basis of the
time and/or the data themselves, for eglby assigning amdividual variation

value to each index (packet index), effeely varying the data themselves. The
invention is particularly suitable fopglication to compressed data streams.

A. Preamble of Claim 1

Plaintiff's Proposed Construction Defendants’ Proposed Construction

This is a non-limiting preamble and needs npThe preamble is a limitation.
construction.

(Dkt. No. 130, Ex. A, at 7; Dkt. No. 146, at 13; Dkt. No. 165, Ex. B, at 1.)

(1) The Parties’ Positions

Plaintiff argues that “[tlhe preamble to Claim 1 simply states the ‘purpose or intended use
for the invention,” “[a]nd while tle preamble also references sosireicture, that is not enough
to render it limiting.” (Dkt. No. 146, at 14.)

Defendants respond that the preamble is ligibecause “the elements of the preamble
are explicitly referred to by other limitationstime body of the clainproviding antecedent basis
for these elements.” (Dkt. No. 160, at 10.)

Plaintiff replies as to thpreamble together with therte “producing error checking,”
which is addressed below. (Dkt. No. 163, at 4.)

At the April 19, 2016 hearing, Plaintiff ackntagged that the preamble language relied
upon during prosecution is limiting, but Plaintiff m&med that the phrase “for producing error

checking” is not limiting.
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(2) Analysis

Claim 1 of the '662 Patent recites:

1. A device for producing error checkitgsed on original data provided in

blocks with each block having plurdlits in a particular ordered sequence

comprising:

a generating device configuremlgenerate check data; and

a varying device configured to vaoyiginal data prio to supplying said
original data to the gendnag device as varied data;

wherein said varying device includaspermutating dege configured to

perform a permutation of bit position relativestaid particular ordered sequence

for at least some dhe bitsin each ofsaid blocksmaking up said original data

without reordering any blds of original data.

Here, because “said particular ordered segei¢ “the bits,” and “said blocks” in the
body of Claim 1 have their antecedent basitha preamble phrase “original data provided in
blocks with each block having plural bits inparticular ordered sequence,” the preamble is
limiting in that regard.See Eaton Corp. v. Rockwell Int'l Corg23 F.3d 1332, 1339 (Fed. Cir.
2003) (“When limitations in the body of the claim rely upon and derive antecedent basis from the
preamble, then the preamble may act as a sagesomponent of the claimed invention.”).

Defendants have not demonstrated, howevat,thie entirety of the preamble is limiting.
See TomTom, Inc. v. Ado|pi90 F.3d 1315, 1323 (Fed. Cir. 2015)hat [a] phrase in the
preamble . .. provides a necessary structure hei ftlaim . . . does natecessarily convert the
entire preamble into a limitation, particularbne that only statethe intended use of the
invention.”). UnlikeBlue Calypsocited here by Defendantsgtipreamble language relied upon
for antecedent basis is not “intertwined witle entireties of the preambles such that the
preambles cannot be parsed into limiting and non-limiting portioB&é Blue Calypso, Inc. v.
Groupon, Inc,. 93 F. Supp. 3d 575, 594 (E.D. Tex. 2015).

Finally, Defendants have cited the prosemuthistory, but the cited portions pertain to

the “particular ordered sequence,” “bits,” andottks” that are indeed limiting because they
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appear in the body dhe claim. $eeDkt. No. 160, Ex. 10, Junk 2000 Amendment, at 1-2 &
4;1d. Ex. 11, Nov. 1, 2000 Amendment, at 1, 3 & 5.)

Accordingly, the Court hereliynds that the preamble @laim 1 of the '662 Patent is
limiting only as to “original data provided in blocks with each block having plural bits in a
particular ordered sequence.”

B. “producing error checking”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary — the term is foundgenerating supplementary data for use in
only in a non-limiting preamble. checking for transmission errors”

Alternatively:
“generating supplementary data for use in
checking errors”

(Dkt. No. 130, Ex. A, at 7; Dkt. No. 146, at 14;tDKo. 160 at 11; Dkt. No. 165, Ex. B, at 1.)
The parties submit that this terappears in Claim 1 of th&62 Patent. (Dkt. No. 130, Ex. A,
at7.)

As set forth above as to the preambleCtdim 1 of the '662 Patent as a whole, the
preamble phrase “producing error checking” medys forth an intended purpose and is not
limiting. See TomTom790 F.3d at 1323 (“That [a] phrase the preamble ... provides a
necessary structure for [the] claim ... does meessarily convert thentire preamble into a
limitation, particularly one that only st the intended use of the inventionsge also E-Pass
Techs., Inc. v. 3Com CorB43 F.3d 1364, 1370 (Fed. Cir. 20@3n invention may possess a
number of advantages or purpgsasd there is no requirement tleatery claim directed to that
invention be limited to encompass all of them.”).

The Court thus finds that the preamble téypnoducing error checking” is not a

limitation.
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C. “permutation”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “reordering of membaerof a given set”

Alternatively:
“reordering”

(Dkt. No. 130, Ex. A, at 6; Dkt. No. 146 at 16; DNo. 160 at 13; Dkt. No. 165, Ex. B, at 2.)
The parties submit that this teappears in Claims 1-4 of th@62 Patent. (Dkt. No. 130, Ex. A,
at6.)

(1) The Parties’ Positions

Plaintiff argues that “permutation” is “aommon mathematical term that needs no
construction.” (Dkt. No. 146 at 16.) Plaintiflsalargues that Defendahproposed construction
should be rejected because “Clairaldeady identifieshe members of the given set at issue: the
‘bit position’ of ‘at least some of the bits’ of the ‘original data blocks’ described in Claim 1.”
(Id.) Plaintiff concludes that “[Defendants’] mstruction simply confuses the claim language
already present with redundantnnecessary, and more general language—reason enough to
reject it.” (d.) Alternatively, Plaintiff argues that, iff construed, ‘permutation’ should be
defined simply to mean a ‘reordering.’1d()

Defendants respond that their proposedstmiction “is taken directly from the
prosecution history.” (Dkt. No. 160 at 13.)

Plaintiff replies that “for all of its hypbple, [Defendants] offer[ho explanation as to
how [Plaintiff's] desire to avoid adding uecessary, redundant language to each claim
represents an attempt to broadsrscope.” (Dkt. No. 163 at 4.)

At the April 19, 2016 hearing, the parties subeditthis term on the briefing without oral

argument.
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(2) Analysis

Defendants argue that construction is necgdsecause the term “permutation” appears
in Claims 2-4 of the '662 Patent without thdditional explanatory language that appears in
Claim 1. (Dkt. No. 160 at 14.) Claims 2—4, rewgr, all depend from Claim 1 and therefore
include all of the limitations of Claim 1. Iedd, Claims 2—4 recite “the permutation,” thus
referring back to the permatton recited in Claim 1.

Nonetheless, in the prosecution history thieepi@e stated that “the meaning of the term
‘permutation’ is the usual mathematical one involvinggardering of members of a given .5et
(Dkt. No. 160, Ex. 10, June 1, 2000 Amendment2 ¢&mphasis added).) The patentee also
similarly stated that “permutating is a well established term handed down from mathematics
which has the clear meaning altering the arrangement of a fte number of objects within a
group.” (Id. at 3 (emphasis added).)

The patentees’ definite statements should be giveneetfin the Court’s construction of
“permutation.” See Typhoon Touch Techs., Inc. v. Dell,, 1669 F.3d 1376, 1381 (Fed. Cir.
2011) (“The patentee is bound by regentations made and actionatttvere taken in order to
obtain the patent.”)see also Springs Window Fashions LP v. Novo Indus., 823. F.3d 989,
995 (Fed. Cir. 2003) (“The public notice functionaopatent and its pross@on history requires
that a patentee be held to what he deslauring the prosecati of his patent.”).

Accordingly, the Court hereby construégsermutation” to mean “reordering of

members of a given set.”

32



D. “modify the permutation in time”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “change the permutaticas a function of time”

Alternatively:
“change the permutation from time to time”

(Dkt. No. 130, Ex. A, at 8-9; Dkt. No. 146 at 16; Dkt. No. 16@4tDkt. No. 165, Ex. B, at 2.)
The parties submit that this terappears in Claim 2 of th&62 Patent. (Dkt. No. 130, Ex. A,
at 8.)

(1) The Parties’ Positions

Plaintiff argues that Defendant{®’oposal is too narrow because:

Changing the permutation “as a functiontiaie” implies a causal relationship in

which change can occur only at set times or intervals—a requirement that

conflicts with the specification’s teaching that the invention encompasses, without

any mention of a time requirement, bdath) devices that make “continuall]”

changes, . . . and (2) those that make a finite number of changes, . . ..

(Dkt. No. 146, at 17 (citing '662 Patent at 5:30--5:58—-65 & 6:2—4).) Plaiifit urges that “the
specification teaches that . . . the permutatiomoislimited to changing ‘as a function of time”
but rather could, for example, lependent upon the user datad. @t 18 (citing '662 Patent
at 4:46-5:2).)

Defendants respond that the specification explains that a change in time causes the
change in the permutation, ratliean the permutation being ideintally changed for some other
reason “from time to time” as Plaintiff sgproposed. (Dkt. No. 16t 14-15.) Further,
Defendants argue, “[c]ontinually applying the same permutation does not constitute ‘modifying
the permutation in time.” I{. at 15.) Defendants conclude that “neither multiple permutations

nor the addition of (pseudo) random numbers Ivevanodifying the permutation in time.”” Id.

at 16.)
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Plaintiff replies that “to [the] extent thgatent discloses anyirme-dependent checking
function’ at all, it makes cleahat this function also is based the data—not on a ‘function of
time,” and “even when discussing specific embodiments, the patent teachebethdata
remains the chief varying consigition.” (Dkt. No. 163 at 5.)

At the April 19, 2016 hearindyefendants reiterated thatetlthange in the permutation
must depend in some way upon ¢imather than merelghanging over the course of time based
on something other than time. Plaintiff respontteat restricting the change to being based on
time would bear no relation todlpurpose of #invention.

(2) Analysis

Plaintiff argues that Claim ®eighs against Defendants’gmosed interpretation because
Claim 3 recites modifying the permutation “basedlmnoriginal data.” (Rt. No. 163 at 5.) No
inconsistency is apparent, however, becauseeaslseClaim 2 requires that the permutation must
be modified in time, Claim 3 recites additional limitation that the permutation also must be
modified depending upon the data.

Nonetheless, the specification discloses thatalue can be val “preferably under
influence of the data” and “can thus . .. be edréevery n bits.” '662 Patent at 3:10-15. The
specification also discloses: “Dependent upontitine, but preferably dependent upon the user
data D (or D'), a new random nuethis continually generatedId. at 4:49-51.

Further, the disputedria refers to modifying ih time,” not necessarilpased ortime.
Likewise, the disclosures garding a “time-dependent etking function” and a “time
indication” can be fairly read agferring to changes that ocowith the passing of time rather
than changedvased ontime. See id.at 2:54-57 & 4:61-66see also id.at 2:42-47 (“the

detection probability of systeria errors in particular increas considerably, since (erroneous)
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data are alwaysaried in time and are thus effectively ebked by a different functioeach
time”) (emphasis added).

Accordingly, the ©urt hereby construesnodify the permutation in time” to mean
“change the permutation from time to time.”

E. “generating device configued to generate check data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“device that generates supplementary data | “device which generates supplementary data
from input data” for use in checking for transmission errors”

(Dkt. No. 130, Ex. A, at 9; Dkt. No. 146, at 18;tDKo. 160, at 11; DkiNo. 165, Ex. B, at 1.)
The parties submit that this terappears in Claim 1 of th&62 Patent. (Dkt. No. 130, Ex. A,
at9.)

Plaintiff argues that Oendants’ proposed construction would improperly “limit the
invention to just one of its stated purposemt “the specification expressly teaches that the
invention may be used to check fother kinds of error§ (Dkt. No. 146 at 19 (citing '662
Patent at 6:48-57).)

Defendants respond as to this term togethén the term “producing error checking,”
which is addressed above.SeeDkt. No. 160 at 11-13.) Daidants argue that Plaintiff's
proposal should be rejectedcaeise “[c]onstruing ‘generatindevice’ to be based on ‘input
data,” rather than the ‘varied data,’ thateigpressly required by the claim will impermissibly
broaden the scope of the claimdéor render it indefinite.” Id. at 13.)

Plaintiff replies by reiteratig its opening arguments and by umgithat “the fact that the
inventor anticipated that thavention may be used in a particular manner does not limit the
scope to that narrow contéxt(Dkt. No. 163 at 6 (quotingrookhill-Wilk 1, LLC v. Intuitive

Surgical, Inc, 334 F.3d 1294, 1301 (Fed. Cir. 2003)).)
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At the April 19, 2016 hearing, the parties stated they agreed that the Court should adopt
Defendants’ proposal excepttasthe word “transmission.”

Accordingly, the Court hereby constru&generating device configured to generate
check data” to mean‘device which generates supplementary data for use in checking for
errors.”

VI. CONSTRUCTION OF DISPUTED TERMS IN U.S. PATENT NO. 8,886,772

The '772 Patent, titled “Method and Systéon Remote Data Management,” issued on
November 11, 2014, and bears an earliest prioiatye of July 31, 2008. Plaintiff has asserted
Claims 1-2 and 8-15 of the '772 Patent. (Dkb. 146 at 19.) The Abstract states:

A system for remote device management includes in a network an auto-
configuration server managing device,ledst one database, and a plurality of
auto-configuration servers. The autmafiguration server managing device and
the database are coupled in a commative connection. The database holds
information for identification of electronidevices. The auto-configuration server
managing device is arranged for comnuation with a manageable electronic
device over the network. The auto-configimn server manager is further being
arranged for:

receiving a request from themanageable electronic device for
configuration data,

determining an identification othe manageable electronic device by
comparing the request with the information for identification of electronic devices
of the database,

determining an identification of an auto-configuration server from the
plurality of auto-configuration servers atcordance with the identification of the
manageable electronic device.

A. Preambles of Claims 10, 12, and 15

Plaintiff's Proposed Construction Defendants’ Proposed Construction

The preamble is non-limiting and needs no | The preamble is a limitation
construction.

(Dkt. No. 130, Ex. A, at 9; Dkt. No. 146, 20; Dkt. No. 160, at 17-18&kt. No. 165, Ex. C,

at 5-6, 8-9 & 12-13.)
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(1) The Parties’ Positions

Plaintiff argues: “It is uncler to [Plaintiff] what particidr aspects of each preamble
[Defendants] claim[] should beoostrued as limiting. At a mininmo, however, those portions of
the preamble to Claims 10, 12, ab8 that simply describe a guose or intended use of the
disclosed invention are nbt(Dkt. No. 146 at 20.)

Defendants respond that “[t]he preambleslaims 10, 12, and 15 all breathe life into the
claims because each of thesegmbles describe not only the intended purpose of the invention
but also detail specificomponents of the inventicand how they are disposed in relation to each
other.” (Dkt. No. 160 at 17.) “Moreover,” Defdants argue, “these preambles each contain
antecedent basis for further elements ie thody of the claim which refer back to the
preambles.” I¢.)

Plaintiff replies by reiterating that “thogmortions of the preambles to Claims 10, 12,
and 15 that simply describe a purpose or intendse of the disclodeinvention remain non-
limiting.” (Dkt. No. 163 at 6.)

At the April 19, 2016 hearing, the partiedbmitted these terms on the briefing without
oral argument.

(2) Analysis

The preambles of Claims 10, 12, and 15 ef'ff¥2 Patent contain the antecedent basis
for numerous limitations that appear in thedies of the claims. Plaintiff relies updomTom
790 F.3d at 1323-24, biomTomis distinguishable here becauseall of the claims at issue,
the language relied upon for antecedent basikes up substantially the entireties of the

preambles, and the preamble language is inteevsuch that the pnedles cannot be parsed
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into limiting and non-limiting portions. Also of note, during prosecution the patentee relied upon

“controlling access,” which appears in the preampl¢hile distinguishing prior art references:

The default server of Ong does ontrol accesso an ACS but instead sends the
address of the ACS back to a requestingtammer premises equipment CPE . . ..
This is not the same &entrolling accesto the ACS because the default server,
as described in Ong, in sending the addref the ACS back to the CPE ceases
contact with either, and therefore cancontrol whether the CPE does indeed
gain accessto the ACS of which it has beeadvised. In addition, the default
server is not intermediary between the CPE and the ACS.

In view of the above discussion, Applicants submit that modifying the teachings
of Acke with those of Ong does not loglly or reasonably lead to “an auto-
configuration server managing device (ACSMD) famtrolling accesso the
ACSs communicatively coupled intermely between the plurality of ACSs
and the managed electronic device.”
(SeeDkt. No. 160, Ex. 16, Feb. 21, 2013 Response, at 11 (emphasis askeked)so idat 14
(arguing that all claims arelaable for the same reasons).)
The Court therefore hereby finds thiae preambles of Claims 10, 12, and 15 of th

772 Patent arelimiting .

B. “manageable electronic device”

e

S

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “electronic device that requires configuration
data from a dedicated ACS and which contajins
Alternatively: in its memory a default IP address or URL a
“electronic device thatan be configured | the address for the ACS, which default IP
over a network” address or URL actuallyoints to the ACSMD

(claims 1, 2, 8, 9, 15, 16) / computer
(ACSMD) [claims 10, 11]/ processing unit
(ACSMD) [claims 12, 14]"

(Dkt. No. 130, Ex. A, at 9-10; Dkt. No. 146 at Zikt. No. 160 at 18; Dkt. No. 165, Ex. C, at
2.) The parties submit that thisrm appears in Claims 1, &;12, and 14-16 of the '772 Pate

(Dkt. No. 130, Ex. A, at 9-10.)
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(1) The Parties’ Positions

Plaintiff argues that the specification discls$eat an advantage of the claimed invention
is that a dedicated address fmmfiguration is notequired, and “abserg dedicated address,
there cannot be a dedicated ACS.” (Dkt. N a#21 (citing '772 Patent at 2:22—-33) (emphasis
omitted).) Plaintiff also arguebat Defendants’ proposal of reqgug a “default IP address or
URL . . . would render Claim 9,dependent claim, entirely supleidus.” (Dkt. No. 146 at 21.)

Defendants respond that “[m]anageable electronic device’ (MED) is a coined term,” and
the specification explains that a “manageabéztebnic device . . . reqas configuration data
from a dedicated auto-configation server.” (Dkt. No. 16Gat 18 (quoting '772 Patent
at 5:46-50).) Defendants also submit thate“tphrase ‘dedicated auto-configuration server’
appears twenty-five times throughout the sppeation, specifically referring to those ACSs
[(auto configuration servers)] covered byetlklaimed invention.” (Dkt. No. 160 at 18-19
(emphasis omitted) (citing ‘772 Patexit6:35-52, 6:52—-61, 6:63—7:3, 7:9-50 & 7:53-8:31).)

Plaintiff replies that this is not a coingdrm, and Plaintiff argues that Defendants’
proposed “dedicated addressida“default address” limitations arinconsistent with specific
disclosures in the spification and are underciy claim differentiation.(Dkt. No. 163 at 6—7.)

At the April 19, 2016 hearing, Plaintiff gued that the discture relied upon by
Defendants relates to particular embodimentserathan the claimed invention as a whole.
Defendants responded that “manageable electdmi@e” is a coined term and therefore must
be interpreted narrowly. As to Plaintiff's alaidifferentiation argument, Defendants argued that
claim differentiation is merely a guide and motigid rule, and dependent Claim 9 may simply

be redundant.
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(2) Analysis

At the April 19, 2016 hearingDefendants acknowledged thae issue of whether the
disputed term is a coined termasmixed question of law and fackee Teval35 S. Ct. at 841.
The threshold issue of whether a term is a coined & an issue of fact and the Court finds that
Defendants have not adequately demonstratedthisatis a coined term. Instead, Plaintiff's
expert has persuasively opineattihis term, in the context @he claims, “would have been
understood by one of ordinary skill the field at the time the patespplication was filed in July
2009 to refer simply to an electronic device cégaif being configured or managed remotely,
including over a network.” (Dkt. &l 147, Jan. 27, 2016 Rhyne Decl., at § 25.)

The specification refers to “the present inv@m’ in connection withdisclosure of an IP
address or URL that points to an auto-configuration server manager:

FIG. 3a shows a flow diagram 100 in accordance with an embodiment of a
method of the present invention.

A manageable electronic device the local area network LAN requires
configuration data from a dedicatedt@gonfiguration server, for example the
interfacing device 1 requiresonfiguration data for auto-configuration server
ACSL.
In the present invention an (IP) address or URL is provided in a memibtiye
manageable electronic device 1 as dkfaddress for theauto-configuration
server ACS1which default (IP) address or URL actually points to the auto-
configuration server manager 25
'"772 Patent at 5:44-55ge idat 7:14-19 & 7:58-63.
In some circumstances, descriptions die“tpresent inventiontan carry significant
weight. SeeVerizon Servs. Corp. v. Vonage Holdings Coff3 F.3d 1295, 1308 (Fed. Cir.
2007) ("When a patent thus dedms the features of the ‘presenvention’ asa whole, this

description limits the spe of the invention.”)see also Marine Polymer Techs., Inc. v. Hem-

Con, Inc, 672 F.3d 1350, 1358-59 (citivgrizonand other cases).
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Here, however, the above-quotdidcussion of “the presemntvention” appears as part of
disclosure of “an embodiment of a method @& gresent invention” as shown in Figure &ee
772 Patent at 5:44-55. The limited nature of tieference to “the present invention” is also
indicated by the reference numerals that appear in the above-quoted purportedly limiting
passage. Those reference numerals refer toealksmn particular embodiments, such as in
Figure 2. See id.

Such a reading is further reinforced dgpendent Claim 9 of the '772 Patent, which
recites:

9. The system according to claim 1, wharehe manageable electronic device

has a default address for alsting configuration data, ¢hdefault address being an

address of the ACSMD.

“[T]he presence of a dependent claim that adds a particular limitation gives rise to a
presumption that the limitation in questiomist present in thendependent claim.’See Phillips
415 F.3d at 1315. As Defendants have argued, theimmof claim differetiation “only creates
a presumption that each claim irpatent has a different scope; itnet a hard and fast rule of
construction.” Kraft Foods, Inc. v. Int'| Trading C9.203 F.3d 1362, 1368 (Fed. Cir. 2000)
(citation and internal quotation marks onfte Nonetheless, the doctrine of claim
differentiation weighs against Defendants’ propagatonstruing the disputed term to require a
“default IP address or URL [that] actually points to the ACSMI3&e, e.g.Liebel-Flarsheim
Co. v. Medrad, In¢.358 F.3d 898, 910 (Fed. Cir. 2004) (“[W]here the limitation that is sought to
be ‘read into’ an independent claim alreadyegp in a dependent claim, the doctrine of claim
differentiation is aits strongest.”).

On balance, the disclosures relied upon by Defendants do not refer to the invention as a

whole and do not warrant limiting therstruction of the disputed terngeeVerizon 503 F.3d
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at 1308;see also Absolute Softwalac. v. Stealth Signal, Inc659 F.3d 1121, 1136-37 (Fed.
Cir. 2011).

Finally, Defendants have not adequatelypported their proposal of requiring a
“‘dedicated” ACS. Even though Defendantabmit that “the phrase ‘dedicated auto-
configuration server gpears twenty-five timeshroughout the specdation” (Dkt. No. 160
at 18), it is “not enough that the only embmdnts, or all of the embodiments, contain a
particular limitation.” Thorner v.Sony Computer Entm't Am. L|.669 F.3d 1362, 1366 (Fed.
Cir. 2012). Instead, Defendants’ proposed nemuent of a “dedicated” ACS is a specific
feature of particular embodiments that should not be imported into the construction of
“manageable electronic deviceSeePhillips, 415 F.3d at 1323.

The Court therefore rejects Defendantdgwsed construction. 8w construction is
appropriate, however, to assist the finder of f&gee TQP Dev., LLC Werrill Lynch & Co.,
Inc., No. 2:08-CV-471, 2012 WL 1940849, at *2 (E.Dex. May 29, 2012) (Bryson, J.) (“The
Court believes that some construction of thgpdied claim language will assist the jury to
understand the claims.”).

Accordingly, The Court hereby construgsanageable electronic device’to mean
“electronic device that can be configured over a network.”

C. “plurality of auto-configuration servers (ACSs)”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “two or more computers in the WAN, each of
which automatically provides configuration
Alternatively: data to a manageable electronic device in
“two or more systems of hardware and/or response to a requesbifn it for configuration
software each of which is capable of data”
configuring a manageabddectronic device”
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(Dkt. No. 130, Ex. A, at 10; Dkt. No. 146, at 22;tDKo. 160, at 20; Dkt. No. 165, Ex. C, at 1.)
The parties submit that this term appears iairG$ 1, 10, 12, and 15 of the '772 Patent. (Dkt.
No. 130, Ex. A, at 10.)

(1) The Parties’ Positions

Plaintiff argues claim differentiation as @aims 2, 11, 14, and 16 and submits that the
“provides configuration data” limiteon “is disclosed only in the depdent claims . ...” (Dkt.

No. 146 at 22-23.) Plaintiff also argues thanhgsa plurality of auto-configuration servers is
merely a feature of one disclosed embodimelt. at 23.)

Defendants respond that “[a]nut® configuration server’ is specific type ofserver; it
contains configuration data;nd it also must do something automatically. [Plaintiff’s]
construction ignores these aapts.” (Dkt. No. 160 at 20.)

Plaintiff replies that “no reason exists limit ‘server’ to ‘computer.” (Dkt. No. 163
at 8.) Plaintiff also argues that “there is hquieement that an ACS muke in a WAN or must
‘provide[] configuration data ta manageable electronic device in response to a request from it
for configuration,” and in support Plaintiff sulit® that such limitations appear in dependent
Claims 7 and 8 and Claims 2, 11, 14, and 16, respectiviely. (

At the April 19, 2016 hearindglaintiff expressed a concetimat Defendants’ proposal of
“automatically” might be interpreted to mean something like “every time.” Defendants
responded that their proposal of “autoroally” simply means “not manually.”

(2) Analysis

The parties dispute whethersarver must be a “computenihether the ACSs must be
“in a WAN,” whether the ACSs must “providewfiguration data,” and whether the ACSs must

operate “automatically.”
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Plaintiff's expert opines thdthe term ‘server’ is undersbd to refer more broadly to any
combination of hardware and/or software capaifleesponding to commands from a client.”
(Dkt. No. 147, Jan. 27, 2016 Rhyne Deek 1 26.) In support, &htiff's expert cites théEEE
Authoritative Dictionary olEEE Standards Termend theMicrosoft Computer Dictionary (Id.
at Exs. 2 & 3.) This opinionna evidence are persuasive heee Teval35 S. Ct. at 841. On
balance, Defendants have not demonstratet an ACS should be limited to being a
“computer,” particularly to whatever extethe word “computer” would connote a distinct,
discrete physical unit or wadilexclude special-purpose hardware such as a rousseDkt.
No. 163-1, Feb. 19, 2016 Rhyne Decl., at  6.) “Me-069” industry standa document cited
in the 772 Patent (and submitted here by Defatglan this regard) is unavailing because the
disputed term should not be limited to the deéfoms and limitations of particular industry
implementation. $eeDkt. No. 160, Ex. 13DSL Home-Technical Working Group’s TR-069
Specification at 11 (*ACS Auto-Configuration ServefThis is a compon# in the broadband
network responsible for auto-configuration tbe CPE [(Customer Premises Equipment)] for
advanced services.”).) Furthddefendants have not demonsdatthat a “component” in this
industry definition must be a distinct compused cannot be implemented as softwatd.) (

As to Defendants’ proposal of requiring\&@AN,” Claim 1 for example recites merely
that the ACSs and various other elements‘esenmunicatively coupled.” The claim does not
specify any particular type of network, amkfendants have not identified anything in the
specification that would warrairitroducing such a limitationSee, e.g.,772 Patent at 3:63-67.
Instead, the geographic separation implied byeBéants’ proposal of a “WAN” is a specific
feature of particular embodiments that skdowmlot be imported into the constructionSee

Phillips, 415 F.3d at 1323. And here, too, the refeeeto a “broadband network” in the above-
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guoted “TR-069” industry standard is unavailirgchuse the disputed term should not be limited
to the definitions and limitations & particular indusyr implementation. $eeDkt. No. 160,
Ex. 13, DSL Home-Technical Working Group’s TR-069 Specificatainll.) Finally, claim
differentiation applies as to dependent Clainend 8 of the '772 Patent, which expressly recite
a WAN limitation. See, e.g., Liebel-FlarshejrB58 F.3d at 910 (“[W]herthe limitation that is
sought to be ‘read into’ an ingendent claim already appearsaiiependent claim, the doctrine
of claim differentiation is at its strongest.”).

As to requiring providing configuratiomlata, such limitations appear in dependent
Claims 2, 11, 14, and 16 of the '772 Patent becthgse claims recite ceiving a reply from the
identified ACS and relaying the reply to the mageable electronic ded. In contrast, the
claims at issue, namely Claims 1, 10, 12, andflitfe '772 Patent, recitelaying a request from
a manageable electronic device to an identified ACS but do not recite any limitation as to the
identified ACS providing configration information to the nmageable electronic device.
On balance, including such a limitation inetlconstruction of the disputed term would
improperly import a limitation from the specificatio8eePhillips, 415 F.3d at 1323.

Finally, Plaintiff's proposed interpretatiomould essentially eliminate “auto” from the
“auto-configuration servers” limitation by requig that each ACS is merely “capable of
configuring a manageable electronic devicistead, the phrase “auto” requires that each ACS
is capable ofiutomaticallyconfiguring a manageable electromevice. In adopting the word
“automatically,” the Court expressly relies upon fagties’ apparent ageenent at the April 19,
2016 hearing that “automatically” does not manddhi@ every request must give rise to a
response with configuration data but rather $ympdicates that configuring is not performed

manually.
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Accordingly, the Court hereby construgglurality of auto-configuration servers
(ACSs)” to mean“two or more systems of hardware ad/or software, each of which is
capable of automatically configuring a manageable electronic device.”

D. “auto-configuration server managing device (ACSMD)”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “computer in the WAN which, in response to a
request for configuration data, relays the

Alternatively: request to the dedicated ACS, receives a reply

“hardware and/or software that relays with the requested configuration data from the
configuration requests the one or more autot dedicated ACS and transniithe reply to a
configuration servers” manageable electronic device”

(Dkt. No. 130, Ex. A, at 11; Dkt. No. 146, at 23;tDKo. 160 at 22; DktNo. 165, Ex. C, at 2.)
The parties submit that this term appears @mr@$ 1, 2, 9, 15, and 16 of the '772 Patent. (DKkt.
No. 130, Ex. A, at 11.)

(1) The Parties’ Positions

Plaintiff argues that “[t|he pgant teaches that ‘[t]he aut@figuration server manager 25
may be implemented as a computer system 8'—rattitimust.” (Dkt. . 146 at 24.) Plaintiff
also argues claim differentiah as to the “receives a rgpl ..” limitation proposed by
Defendants, arguing “that limtian is set forth in dependegflaims 2, 11, 14, and 16—which
demonstrates it has no place in the construatibthe independent claim term itself.”ld(
(emphasis omitted).)

Defendants respond that “[aJuto configtion server managing device (‘ACSMD,
sometimes ‘auto configuration servmanager’ in the specificatiors)a coined term,” and “[t]hat

the ACS and ACSMD are not located in therissaome is . . . supported by the specification,

® Defendants previously proposed “relays” rather than “transmiSéelkt. No. 130, Ex. A, at 11see alscDkt.
No. 160 at 22.)
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which distinguishes between the ACS and ACSMD on the one hand, and ‘Customer Premises
Equipment’ on the other.” (Dkt. No. 160 at 22.) Defendants also arguéntleatry instance of

the claimed version of the ACSMD, the '7Ratent says the ACSMD relays the request,
receives a reply, and transmits the repiMBD [(manageable electronic device)].ld.(at 23

(citing '772 Patent a6:63—7:3 & 8:4-31).)

Plaintiff replies that the specification digses that: (1) the ABMD may, not must, be
implemented as a computer system; (2) éhemay be more than one appropriate auto-
configuration server; and (3) receiving and relgya reply is a limitation of dependent claims
that accompany each independent claim. (Dkt. No. 163 at 8.)

At the April 19, 2016 hearing, Defendantged that during prosecution the patentee
limited the claimed invention to the embodimenbown in Figure 5 of the '772 Patent. Plaintiff
responded that no such disclaimer is apparBafendants also argued that although dependent
claims recite “relay,” Defendasit proposal is “transmit” and énefore the doctrine of claim
differentiation is inapplicable.

(2) Analysis

As a threshold matter, Bendants’ proposal of “compett in the WAN” should be
rejected for substantially the same reasons ahéotrerm “plurality of auto-configuration servers
(ACSs),” which is addressed above.

As to Defendants’ proposal of requiririgat an ACSMD receives a reply with the
requested configuration dataofn the dedicated ACS and relaffe reply to a manageable
electronic device, such limitaths appear in dependent @hasi 2, 11, 14, and 16 of the 772
Patent. The doctrine of claim differentiatioretbfore weighs againgdefendants’ proposal.

See, e.g., Liebel-Flarshej358 F.3d at 910 (“[W]here the limitan that is sought to be ‘read
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into’ an independent claim ralady appears in a dependeniaim, the doctrine of claim
differentiation is afts strongest.”).

Further, Defendants’ proposed constructioati®dds with disclosure that the identified
ACS could provide configuration data ditigcto the manageable electronic devicBee’772
Patent at 7:37-50 & Fig. 4. Although Defendamtgue that the “controlling access” limitation
demonstrates that the claimed ACSMD is limited to the embodiment shown in Figure 5,
“controlling access” has been presented as a distinct disputed term and is addressed separately
below. Defendants’ proposal would impropeirlyport a limitation from a particular disclosed
embodiment.SeePhillips, 415 F.3d at 1323.

Finally, Defendants alternatively proposeattli[tjo resolve anyclaim differentiation
issues, the second instance of ‘relays’ in fhelants’] construction may be changed to the
broader term ‘transmits.” (Dkt. No. 160 at 23, n.16 (citing '772 Patet@8—7:3).) This
appears, however, to be a gistion without a difference for pposes of the present dispute.

The Court therefore reject®efendants’ proposed construction. As to the proper
construction, surrounding claim languageites propert® of the ACSMD gee’772 Patent at
Claims 1, 2, 15, & 16), but some construction is appatgrhowever, to assigte finder of fact.

See TQP2012 WL 1940849, at *2.

Accordingly, the Court hereby construgsito-configuration server managing device

(ACSMD)” to mean“hardware and/or software that relays configuration requests to the

auto-configuration servers.”
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E. “computer” and “processing unit

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. Requires the same construction as “ACSMD

Alternatively:
Plain and ordinary meaning.

(Dkt. No. 130, Ex. A, at 12; Dkt. No. 146 at 25;tDKo. 160 at 25; DkiNo. 165, Ex. C, at 6
& 9.) The parties submit that these termsegppn Claims 10-12 of the '772 Patent. (Dkt.
No. 130, Ex. A, at 12.)

(1) The Parties’ Positions

Plaintiff argues that “[tlhe terms ‘cqmter’ and ‘processing unit’ are elementary
concepts any lay person would understand.” (Dkt. No. 146, at 25.) Moreover, Plaintiff argues
that different terms are presumed to have dbfie meanings, and “[h]atthe applicant intended
both ‘computer’ and ‘processing unit’ to meamt@configuration server managing device’ or
‘ACSMD;,’ it would have used such terms as it did in claimsd.)(

Defendants respond that “[a]lthough Applicants used the words ‘computer’ and
‘processing unit’ in claims 10 and 12, respecityelach performs the very same function as the
ACSMD.” (Dkt. No. 160 at 26.)

Plaintiff replies that “the patent does nste the terms ‘computer’ and ‘processing unit’
interchangeably with ‘auto-configuration servmanaging device.” To the contrary, it
specifically notes their differees.” (Dkt. No. 163, at 9.)

At the April 19, 2016 hearing, the partiedbmitted these terms on the briefing without

oral argument.
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(2) Analysis

On one hand, “[c]laims that are written in different words may ultimately cover
substantially the same subject matteMultiform Desiccants, Inc. v. Medzam, Ltd33 F.3d
1473, 1480 (Fed. Cir. 1998) (citations omitted). lise, “it is not unknown for different words
to be used to express similar concepten though it may be podrafting practice.” Bancorp
Servs., L.L.C. v. Hartford Life Ins. G859 F.3d 1367, 1373 (Fed. Cir. 2004). On the other
hand, the specification draws a distinction, disiclg that “[tlhe autaconfiguration server
manager 25nay be implemented as a computer system 8.” 772 Patent at 8:49-50 (emphasis
added)see idat Figs. 2 & 6.

On balance, Defendants have not adegjyademonstrated that “computer” and
“processing unit” should be equated with /MSMD that is recitd in other claims.Compare
"772 Patent at Cls. 10-Mith '772 Patent at Cls. 1, 2, 18,16. Defendants have cité@actus,

S.A. v. Samsung Elecs. Chlo. 6:09-CV-203, 2010 WL 5287531 (E.D. Tex. Dec. 17, 2010),
which addressed the terms “struetuand “multi-level structure.” See Id.at *5. Fractus is
distinguishable, however, becalsactusnoted that the “specificatns provide little support for
construing the more generic term ‘structure’ differently” than “multi-level structuick.” Here,

the terms “computer” and “processing unit” arengiéc terms that stand in contrast with the
specialized ACSMD.See'772 Patent at 8:49-50 (quoted above).

The Court therefore hereby expressly etgeDefendants’ proposecbnstruction. No
further constructin is necessarySee U.S. Surgicall03 F.3d at 1568&ee alsd02 Micro, 521
F.3d at 1362Finjan, 626 F.3d at 1207ActiveVide¢ 694 F.3d at 1326Summit 6 802 F.3d

at 1291.
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Accordingly, the Court hereby construes®mputer” and “processing unit” to have
their plain meaning.

F. “controlling access”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “remaining in contact with, and functioning as
an intermediate for, the manageable electronic
Alternatively: device and the ACS”
“controlling whethefthe manageable
electronic device] gains access”

(Dkt. No. 130, Ex. A, at 13; Dkt. No. 146, at 25;tDKo. 160, at 22; Dkt. No. 165, Ex. C, at 2.)
The parties submit that this term appears iair6$ 1, 10, 12, and 15 of the '772 Patent. (Dkt.
No. 130, Ex. A, at 13.)

(1) The Parties’ Positions

Plaintiff argues that Defendants’ proposal of “remainingantact” should be rejected
because “[t]he specification reflects th[e] ligd that “network devices function by transmitting
and receiving discreetsit, discrete] packets of data."(Dkt. No. 146 at 26.) As to the
prosecution history, Plaintiff gues that the patentee “exprgsdistinguished the prior art by
explaining that ‘controlling accessdoes not require ongoing ‘monitoring’ of the
communications exchanged beswn device and server.1d(at 27.)

Defendants respond as to this term togethigh the term “auteconfiguration server
managing device (ACSMD),” whircis addressed aboveSdeDkt. No. 160 at 22—-25.)

Plaintiff replies that, dung prosecution, the patentee “expkd only thatcontrolling
access’ requires somethingprethan merely ‘sending the addeeof the ACS back to the CPE’
and then ‘ceas[ing] contact withither—a far different stateemt than what [Defendants]

represent[].” (Dkt. No. 163 at 9.)
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At the April 19, 2016 hearing, Plaintiff arguedathrelaying as an intermediate occurs in
some but not all embodiments. Defendantpareded that the prosecution contains a clear
disclaimer.

(2) Analysis

Defendants propose imposing two distinatit related limitdons upon the term
“controlling access,” namely “remaining in cant” and “functioning as an intermediate.”

During prosecution, the patentee distinguistied“Ong” reference, United States Patent
Application Publication No. 2000011301, as well as the “Acke” reface, United States Patent
Application Publication No. 2009/0219820:

... Ong discloses a default server . nd aot an ACSMD. The default server of

Ong does not control access to an ACSibsttiead sends the address of the ACS

back to a requesting customer premisesmygant CPE . ... This is not the same

as controlling access to the ACS becausedidfault server, as described in Ong,

in sending the address of the ACS back®CPE ceases contact with either, and

therefore cannot control whether the CPE does indeed gain access to the ACS of

which it has been advised. In additione thefault server is not intermediary
between the CPE and the ACS.

In view of the above discussion, Applicants submit that modifying the teachings

of Acke with those of Ong does not loglly or reasonably lead to “an auto-

configuration server managing deviGRCSMD) for controlling access to the

ACSs communicatively coupled intermeily between the plurality of ACSs

and the managed electronic device.”

(Dkt. No. 160, Ex. 16, Feb. 21, 20Response, at 11 (citations omitted).) The patentee thus
explained that the “controlling access” limitatiogu&es remaining in contact with the ACS and
the manageable electronic device, and the pageswpressly relied uponathinterpretation while
distinguishing prior art references.

Such an interpretation is consistent witlke tpinion of Plaintiffs expert that network

devices “function by transmitting and receiving discreet, [discrete] packets of data” such that
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“[clonstant contact is notequired.” (Dkt. No. 147, JarR7, 2016 Rhyne Decl., at 1 28.)
Defendants are not proposingcanstant” contact limitation.

Thus, the patentee’s above-quoted definist@ements during prosecution should be
given effect in the constrtion of the disputed term.See Typhoon Toucl659 F.3d at 1381
(“The patentee is bound by representations madeaetiohs that were taken in order to obtain
the patent.”);see also Springs Window23 F.3d at 9955outhwall Tech., Incv. Cardinal 1G
Co, 54 F.3d 1570, 1576 (Fed. Cir. 1995) (“Claims nmay be construed one way in order to
obtain their allowance and in a differemay against accused infringers.”).

The patentee distinguished the Acke mefiee on other grounds as well, arguing that
“monitoring sessions for acquiring session infation is not ‘controlling access’ between
devices,” and “the proxy servelisclosed in Acke does not control access but instead merely
hands on messages as they arrive.” (Dld. 160, Ex. 16, Feb. 21, 2013 Response, at 11.)
Regardless of other arguments having beeade, however, the above-quoted definitive
statements requiring the ACSMD to remain in contact should be given effegt. Andersen
Corp. v. Fiber Composites, LL.CA74 F.3d 1361, 1374 (Fed. Cir. 2007) (“An applicant’s
invocation of multiple grounds for distinguishing@aor art reference does not immunize each of
them from being used to construe the claimgleage. Rather, as we have made clear, an
applicant’'s argument that a priart reference is distinguishabbn a particular ground can serve
as a disclaimer of claim scope even if tipplacant distinguishes theference on other grounds
as well.”)

As to Defendants’ proposal of “functiolg as an intermediate,” however, the above-
discussed prosecution history does not providej@ate support. Instead, the patentee merely

highlighted what is requiretly surrounding claim languageSee, e.q.’772 Patent at Cl. 1
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(“an auto-configuration server managing devig&cSMD) for controlling access to the ACSs
communicatively coupled intermeadely between the pluralityof ACSs and the managed
electronic device”).

Accordingly, the Court hereby construgsntrolling access” to mean‘remaining in
contact with the manageable electronic dege and the ACS, and controlling whether the
manageable electronic device gains access.”

G. “configuration data” and “configuration data comprises data for configuring the
manageable electronic device”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “data that defines the operational limits and
characteristics [of the manageable electroni¢
Alternatively: device]’
“settings and/or parameters”

(Dkt. No. 130, Ex. A, at 14-15; Dkt. No. 146,24, Dkt. No. 160, at 26—27; Dkt. No. 165, Ex.
C, at 3.) The parties submit that this tesippears in Claims 1, 9, 10, 12, and 15 of the 772
Patent. (Dkt. No. 130, Ex. A, at 14-15.)

(1) The Parties’ Positions

Plaintiff argues that the clas “already define[] ‘configurain data’ to ‘comprise[] data
for configuring the manageable electronic devicgDkt. No. 146 at 27.) Plaintiff also argues
that “configuration data’ is nolimited to installation informion,” and Plaintiff submits that
Defendants’ proposal “would exclude or limit evesme of the exemplary embodiments . . ..”
(Id. at 28.)

Defendants respond that “[Plaintiff's] definition is unhelpful because it is recursive, using
the same term to define itself, and nothing nfor@®kt. No. 160 at 27.) Defendants also argue

that “[Plaintiff's] proposed construction is apparently intended to capture a mere ‘network
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address’ as ‘configuration dataHowever, as [Plaintiff] expressland correctly, told the PTO, a
request for a network adels is not a request faonfiguration data.” Ifl. at 28 (emphasis
omitted).)

Plaintiff replies that Defendids “ignore([] that the purpose of the invention is to allow for
the installation, updating, and ‘management’ (colNety, configuration)of remote devices.
Thus, the scope of the configuoat data sent to sh devices cannot bearrower than what
might be necessary to configuthem.” (Dkt. No. 163 at 10.)

At the April 19, 2016 hearing, Defendants arguet tonfiguration data is distinct from
the address of an ACS, and Defendants urhadl the term “configwation data” should be
construed so as toaify this distinction.

(2) Analysis

Claim 1 of the '772 Patent, for examplegites in relevant part (emphasis added):
wherein the manageable electroniwide is configured to send a request
for configuration datao the ACSMD,
wherein configuration data compriskta for configuring the manageable
electronic deviceand
wherein the ACSMD is configured,sgonsive to receiving the request, to:
identify an ACS from the plurality of ACSs in accordance with the
identification of the manageable electronic device to provadiguration data
to the manageable electronic device, . . ..
Surrounding claim language thus explaine theaning of “configuation data.” The
specification is likewise consistent wihbroad reading of “configuration data:
The manageable electronic device recgitree second relayed message and uses
the configuration data withithe second relayed message doy configuration
purposesas described above.
"772 Patent at 8:33—-35 (emphasis addedg id.at 4:40-44 (“In the method from the prior art, a

manageable electronic device requires configumalata from a dedicated auto-configuration
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server, for example, as an initialization oktlevel of service available to the manageable
electronic device after installation or as an update during operation.”).

Defendants have cited a technical dictiondefinition of “configuration information” as
meaning “[tlhe data or information that defnthe operational limits and characteristics of a
particular device.” (Dkt. No. 160, Ex. 1The Authoritative Dictionary of IEEE Standards
Terms217 (7th ed. 2000).) Although technical dic@oy definitions can be probative in some
circumstancessee Phillips 415 F.3d at 1318, “heavy reliance thre dictionary divorced from
the intrinsic evidence risks transforming the megrof the claim term to the artisan into the
meaning of the term in the akett, out of its particular contexthich is the specification.’ld.
at 1321. On balance, Defendantsirrow proposal of “operatiohéimits and characteristics”
lacks adequate support in the claim languagéherspecification. To whatever extent such
features are apparent in tkpecification, theyshould not be imported into the claimsSee
Phillips, 415 F.3d at 1323.

Defendants properly note that, while distinguishing the Ong reference during prosecution,
the patentee distinguished “a request for configon data” from “only a request for network
address,” explaining that a “request for netwatllrass” is not sufficient to constitute a “request
for configuration data.” (Dkt. bl 160, Ex. 16, Feb. 21, 2013 Response, at 13.)

It does not necessarily follow, however, tha patentee thereby disclaimed a “network
address” from being within thecope of “configuration data.See, e.gOmega Eng’g v. Raytek
Corp., 334 F.3d 1314, 1324 (Fed. Cir. 2003) (“As a bgwiinciple of claim interpretation,
prosecution disclaimer promotes the public notigection of the intrinsic evidence and protects
the public’s reliance odefinitive statements made during pecsition.”) (emphasis addedy.

at 1325-26 (“[F]or prosecution disclaimer toaath, our precedent requires that the alleged
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disavowing actions or statementgade during prosecution be batlear and unmistakabl§
(emphasis added§olight, Inc. v. WBMart Stores, Ing.355 F.3d 1327, 1332 (Fed. Cir. 2004)
(“Because the statements in the prosecutiostory are subject to multiple reasonable
interpretations, they do not constitute a cleaad unmistakable departure from the ordinary
meaning of the term . . . .").

The Court therefore rejects Defendantsbposed construction. Although Defendants
have argued that construction is necessary to distinguishgomtion data from a network
address, no further construction is necesdaggause the Court has rejected Defendants’
proposed limitation and the plaineaning is sufficiently clearSee U.S. Surgicall03 F.3d at
1568;see alsdD2 Micro, 521 F.3d at 136ZFinjan, 626 F.3d at 1207ActiveVideo 694 F.3d at
1326;Summit 6802 F.3d at 1291.

Accordingly, the Court hereby constrdesnfiguration data” and“configuration data
comprises data for configuring tte manageable electronic deviceto have theirplain
meaning

H. “request for configuration data” and “reque st from a manageableslectronic device for
configuration data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “a message, which includes the default IP
address or URL of the ACSMD |[claims 1, 15] /
Alternatively: computer (ACSMD) [claim 10] / processing
“request for settings and/or parameters” | unit (ACSMD) [claim 12], from a manageable
electronic device asking for configuration
data”

(Dkt. No. 130, Ex. A, at 13; Dkt. No. 146, at Z%t. No. 16, at 28-29; Dkt. No. 165, Ex. C, at 2-
3 & 7.) The parties submit thdtis term appears in Claims 10, 12, and 15 of the '772 Patent.

(Dkt. No. 130, Ex. A, at 13.)
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(1) The Parties’ Positions

Plaintiff argues that Defmlants’ proposed construatiowould exclude disclosed
embodiments in which the “request” “may compiiigs®rmation on the maracturer or supplier
of the manageable electronic device.” (DMb. 146 at 29 (quoting772 Patent at 6:8-9).)
Plaintiff also argues that Defendants are attempting to “sidestep the fundamental teaching of the
"772 patent as a whole,” “thatdtoes not requirghat a manageable electronic device come pre-
configured with ‘a dedicatedddress for configuration’ in itmmemory,” because “if the device
itself does not need to have any particular igomition address in its memory, then no basis
exists to read an address limitation itlie message it sends.” (Dkt. No. 146 at 30.)

Defendants respond that “[afiscussed ... with referemdo ‘manageable electronic
device,’ in the ‘present invewtn’ the IP address or URL inghmemory of the MED ‘actually
points to the auto-configuration server manmag®g,’ i.e., the ACSMD.” (Dkt. No. 160 at 29
(quoting '772 Patent at 5:51-55).)

Plaintiff replies that Defendants’ proposéuahitation is inconsistent with the broader
disclosures in the speaifition. (Dkt. No. 163, at 10.)

At the April 19, 2016 hearing, the partiedbmitted these terms on the briefing without
oral argument.

(2) Analysis

For substantially the same reasons discuabetle as to the term “manageable electronic
device,” the Court hereby expresséjects Defendants’ proposalmefquiring use of a “default IP
address or URL.”

The Court therefore hereby expressly etgeDefendants’ proposecbnstruction. No

further constructin is necessarySee U.S. Surgicall03 F.3d at 1568&ee alsd02 Micro, 521
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F.3d at 1362Finjan, 626 F.3d at 1207ActiveVide¢ 694 F.3d at 1326Summit 6 802 F.3d
at 1291.

Accordingly, the Court hereby constriesquest for configuration data” and“request
from a manageable electronic device for configuration datato have theiplain meaning.

l. “relay”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“change, process, translate, or manage, befofeead and change the payload of a message
transferring [the request]” before forwarding it”

(Dkt. No. 130, Ex. A, at 1; Dkt. No. 146, at 30;tDKo. 160, at 29; DkiNo. 165, Ex. C, at 4.)
The parties submit that this term appear<Claims 1, 10, 11, 12, 14, 15, and 16 of the 772
Patent. (Dkt. No. 130, Ex. A, at 1.)

(1) The Parties’ Positions

Plaintiff argues that Defendants’ propossehstruction should be rejected because it
limits the disputed term to one of several @us identified in theprosecution history and
because “it limits ‘relaying’ to beg directed to ‘the payload @ message,’ rather than, as . ..
explained in the [prosecution history], ‘theaming message’ generally(Dkt. No. 146 at 31.)

Defendants respond that “despite the proseustutistory directly ompoint, [Plaintiff] fails
to take into account the distimmt between changes to a messhgader versus changes to a
message payload.” (Dkt. No. 160 at 30.) Deferglatgo argue that whereas the patentee “used
‘changing’ and ‘processing’ asynonyms,” and whereas “transla’ ... also constitutes a
‘change’ to the request,” “it is not at all cleahat ‘managing a request’ means and therefore the

Court should not add it to the constructionld.
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Plaintiff replies that the presution history “simply requirethat the '772 invention have
the capability to do something more than heheading and changing the message header—a
requirement [Plaintiff's] constructioreflects.” (Dkt. No. 163 at 11.)

At the April 19, 2016 hearing, the parties suibeal this term on the briefing without oral

argument.

(2) Analysis

During prosecution, the patentee arguedfa@kws while distinguishing the Acke
reference, United States Patent Apalion Publication No. 2009/0219820 (emphasis in
original):

Applicants respectfully submit that what e teaches is different from what is
now recited in claim 1.

More particularly, Acke teaches “The TR-069 sessicion&ardedby the proxy

to the appropriate ACS. Connection resfgeeoming from the ACS(s) can also be
forwarded or proxied toward the CPE” (emmis added). As one of ordinary
skill in the art would readily understandprwarding session requests and
connection requests entaitansferring messages fraanreceiving incoming port
of a device to an appropriate transmitting outgoing port of the dewiteout
changing or processing the messagé&sat is, the devicesuch as a proxy server,
does not process or even read the paytdaal message that is to be forwarded,
but merely reads the message headeletermine the correct outgoing port, and
then substitutes thareviously used header — whievill have, e.g., addressed the
proxy server since that 8here the message was dele@r— with a new header
indicating the new address, being thddress to which the proxy serfemwards
the message.

In contrast, claim 1 recitesjter alia, “wherein the ACSMD idurther configured

to relay the request to the identified AC$mphasis added). One of ordinary

skill in the art would, inthis case, recognize thaglaying a request includes the
possibility to change, process, or otherwise manage the request, all of which
would require that the ACSMD unravektincoming message to determine what
action, if any, is required to be takeBy way of example, an incoming TR-069
message (e.g., a message generated according to the TR-069 protocol) could be
translated into UPnP message (e.g., asage generated according to the UPnP
protocol) as part ofelaying the message to its destiilom. Such a translation is
accommodated by an “ACSME . . . configured to relay” a request, as recited in
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claim 1, but could not occur for a message thdbnwarded as is the case for
Acke.

In a similar way, the teaching by Re that requests might bproxiedtoward the

CPE” also omits the functionality atlaying requests. Specifically, as one of

ordinary skill in the art would againoomprehend, a “proxy” stores a copy of

information for further use but doesot handle or unravel the original
information.
(Dkt. No. 160, Ex. 18, Feb. 11, 2014 Response, at 10-11.)

The above statement to the Examiner refl@bat “forwarding” réers to modifying a
message header, “relaying” refers to changingrocessing the content of a request or otherwise
managing the request basmdlits payload contentSee Typhoon Touch59 F.3d at 1381 (“The
patentee is bound by representations made andnactihat were taken in order to obtain the
patent.”);see also Springs Window23 F.3d at 995Southwal) 54 F.3d at 1576 (“Claims may
not be construed one way in order to obtaieirtfallowance and in a different way against
accused infringers.”).

Accordingly, the Court hereby construéselay” to mean“change, process, or

otherwise manage a request based Bast in part on its payload.”

VII. CONSTRUCTION OF DISPUTED TERMS IN U.S. PATENT NO. 9,014,667

The '667 Patent, titled “Telecommunicatiodetwork and Method for Time-Based
Network Access,” issued on April 21, 2015, and bearsarliest priority de of February 29,
2008. Plaintiff has asserted Claims 31, 33, andf3be '667 Patent. (Dkt. No. 146 at 32.) The
Abstract states:

The invention relates to a telecommunimas network configured for providing
access to a plurality of terminals is proposed and a method therefore. Each
terminal comprises a unique identifiéor accessing the telecommunications
network. The telecommunittans network comprises a register, an access
request receiver and an access module. régister is configured for storing the
unigue identifier of at least one terminal combination with at least one grant
access time interval, or an equivalent thereof, during which access for the terminal
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is permitted. The access request receiver is configured for receiving the access
request and the unique identifier faccessing the telecommunications network
from the terminal. The access module is configured for denying access for the
terminal if the access request is received outside the time interval, or the
equivalent thereof.

A. Preambles of Claims 31, 33, and 35

Plaintiff's Proposed Construction Defendants’ Proposed Construction
This is a non-limiting preamble. Preambles are limiting
No construction is necessary.

(Dkt. No. 130, Ex. A at 16; Dkt. No. 146, at 32;tDKo. 160, at 31; Dkt. No. 165, Ex. D, at 1
&6.)

(1) The Parties’ Positions

Plaintiff argues that “[t]he text of each prdamdemonstrates it . . . is intended simply to
convey the purpose or intended use of eachniiwme—in Claim 31, to provide access to a
plurality of terminals; in Claim 33, to provide insttions that cause a nedvk device to act in a
specific manner; and in Claim 35, to identify a terahifor use in the disclosed invention.” (Dkt.
No. 146 at 33.)

Defendants respond that “[e]ach of thgseambles describe not only the operating
circumstances for the invention inside a ‘tel@oaunications network,” but also specific details
regarding the assignment of ‘unique identifieie’the ‘terminals’—and the claimed invention
requires those unique identifiersaonder to regulate the netwousing the claimed ‘deny access
time intervals.”” (Dkt No. 160 at 31.) “Further,” Defeadts argue, “these preambles each
contain antecedent basis for further elementhébody of the claim which refer back to the
preambles.” I¢.)

Plaintiff replies that the preambles do notiteeessential structure. (Dkt. No. 163 at 11.)
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At the April 19, 2016 hearing, the partiesmitted these terms on the briefing without
oral argument.

(2) Analysis

In Claim 31 of the '667 Patent, for exampthe preamble provides antecedent basis for
the “telecommunications heork,” “terminals,” and “uniqueadentifier” recited in the body of
the claim. Claim 35 is similar as to “telensmunications network” and “terminals,” and the
preamble recital of “a unique identifier faccessing the telecommunicats network” provides
support for recitals of “teleconumications network access” inetbody of the claim. Likewise,
in Claim 33 the “telecommunications network” ited in the preamble prodes antecedent basis
for that term in the body of the claim.

Plaintiff relies upornTomTom 790 F.3d at 1323-24, blibmTomis distinguishable here
because the language relied upon for antecederst inakies up substantially the entireties of the
preambles, and the preamble language is inteetvsuch that the pnedles cannot be parsed
into limiting and non-limiting portionsSee Blue Calyps®3 F. Supp. 3d at 594.

Accordingly, the Court hereby finds thtae preambles of Claims 31, 33, and 35 of the
'667 Patent are limiting.

B. “machine-to-machine applications”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
No construction necessary. “applications that ograte without human
intervention, only rarely require access to a
Alternatively: telecommunications network, and do not
“applications that allow for data require the transfer afata to be immediate”
communication between entities without
necessarily requiring human interaction”
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(Dkt. No. 130, Ex. A, at 16; DkiNo. 146, at 33; Dkt. No. 160, at 32; Dkt. No. 165, Ex. D, at 3.)
The parties submit that this term appear€iaims 31, 33, and 35 dhe '667 Patent. (DKkt.
No. 130, Ex. A, at 16.)

(1) The Parties’ Positions

Plaintiff argues that whereas “machinertachine” refers to a well-known type of
communications, “[Defendants’] construction—atie three limitations it seeks to apply—are
refuted not only by the specification, but by asn extrinsic evidence.” (Dkt. No. 146 at 33—
34.)

Defendants respond that their proposal is supddoy the Summary of the Invention, as
well as by other evidence, and Defendants argaeRlaintiff’'s proposal of inserting the word
“necessarily” into the construot would render the disputed temeaningless. (Dkt. No. 160,
at 33.) Defendants also argue tR&intiff “fails to take intcaccount that the M2M applications
at issue in the specification are those that doemuire data transfer to be immediateld.)(

Plaintiff replies that words such asofse” and “typically” in the Summary of the
Invention undermine Defendants’ reliance upon slisblosures. (Dkt. bl. 163 at 12.) Plaintiff
also argues that relevant indysstandards released shortly befdhe filing date of the '667
Patent are consistent with Riaif's proposed construction.ld;)

At the April 19, 2016 hearing, ¢hparties substantiy agreed that lthough a machine-to-
machine application normally operates heit human intervention, occasional human
intervention may be appropriatsuch as in the case of amrag or a failure to operate.

Nonetheless, the parties were blesto agree upon a construction.
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(2) Analysis

The parties substantially agree that maghormachine applications can operate without
human intervention, and the parties havedcitedustry documents ithat regard. feeDkt.
No. 146, Ex. H, 3GPP TR 22.868 V8.0.0 (2007-03)5at'a form of data communication
between entities that do not nesarily need human interaction9ee also idEx. I, ETSI TS
122 368 V10.5.0 (2011-07), at 6 (“Machine tymmmmunication is a form of data
communication which involves one or moretites that do not nessarily need human
interaction.”); Dkt. No. 160 at Ex. 1%d. at Ex. 20,Network QoS Needs of Advanced Internet
Applications at 8.) Nonetheless, Paiff's proposal that suchpplications operate without
“necessarily” requiring human inction is rejected becausestproposed construction would
confuse rather than clarify tireeaning of the disputed term.

Instead, the construction should expldiat machine-to-machine applicationsrmally
operate without human interventionSee Dkt. No. 146, Ex. J, 3GPP TR 33.812 Vv0.0.2
(2007-10), at4 (“Machine to Machine (M2M) @munication is seen as a form of data
communication between entities thathen deployeddo not necessarily need human
interaction.”) (emphasis added).

As to Defendants’ proposal that machtnemachine applications “only rarely require
access to a telecommunications network” amwl ‘hot require the transfer of data to be
immediate,” Defendants cite disclosunerelated United $ites Patent No. 9,125, 173®garding
attributes of “many” madhe-to-machine applications:

Many M2M [(machine-to-machine)] applications are not time critical. A device

may need to send/receive data reguléoljrom a server, for instance every 24
hours, but has no further requirements almwgpecific time. In such cases a

" United States Patent No. 9,125,131 incorporates-by-reference a foreign patentndo&Rr2096 884, as to
which the '667 Patent claims priority.
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network operator may decide to schedule network access for these devices in a

non-busy time period, as was e.g. disclosed in EP 2 096 884, which is

incorporated by reference in theepent application in its entirety.
(Dkt. No. 160, Ex. 22, U.S. PatenbN9,125,131 at 1:62-2:2 (emphasis addsed§ id.Ex. 23,
EP 2 096 884.) Likewise, theB68 Patent discloses thasdmemachine-to-machine (M2M)
applications do not require the transfer otadéo be immediate.” '667 Patent at 2:50-52
(emphasis added)see id. at 2:56-58 (*“M2M applicationgtypically involve hundreds or
thousands of devices that only rarely requaccess to a telecoramications network.”)
(emphasis added). Defendants’ proposal woutdetlore improperly imporspecific features of
particular embodiments and is accordingly rejectgeePhillips, 415 F.3d at 1323.

Thus, the Court hereby construésiachine-to-machine applications” to mean
“applications that allow for data communication between devices and that normally

operate without human intervention.”

C. “unique identifier”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “non-temporary identifier of a terminal”

Alternatively:
“one or more pieces of information that
allow for unique recognition”

(Dkt. No. 130, Ex. A, at 18; DkiNo. 146, at 35; Dkt. No. 160, at 34; Dkt. No. 165, Ex. D, at 1.)
The parties submit that this term appear€iaims 31, 33, and 35 dhe '667 Patent. (DKkt.
No. 130, Ex. A, at 16.)

(1) The Parties’ Positions

Plaintiff argues:

[Defendants] rel[y] ... on th patent’s description of different identifier—a
“temporary identifier'—to read a limitain into “unique identifier.” As the
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specification teaches, however, the two tdems are distinct; an access request

may contain a “unique identifi@r a temporary identifier.” ['667 Patent] (2:5-8)

(emphasis added). And the fact that aweatifier is temporary does not mean the

other cannot be.. . At most, it shows “unique identifier” may be temporary or

non-temporary, while a “temporary idemif’ may be unique or non-unique.
(Dkt. No. 146 at 35 (citation omitted).)

Defendants respond that their proposed ttoogon “conveys that where the claims
recite ‘unique identifier they refer to the identifiether thana temporary identifier of the
terminal in question, which is precisely the gistion drawn by the patentee.” (Dkt. No. 160
at 35.) Defendants submit that Plaintiff’'s prepb“would essentially lmaden the scope of the
claim to any ‘identifier.” (d.)

Plaintiff replies that “the gant never requires a ‘uniqueeidifier’ to be an ‘IMSI’ or
precludes it from being a ‘TMSI.’ Rather,etlpatent contemplates both may be used as a
‘unique identifier’ . . .” (Dkt. No. 163 at 13.)

At the April 19, 2016 hearing, the parties suibea this term on the briefing without oral
argument.

(2) Analysis

On one hand, the Summary of the Inventionegpp to contrast a “unique identifier” with
a “temporary identifier”:

The unique identifier is preferably assatedd with a subscription of the terminal,
e.g. the identifier of &IM (IMSI) that is avdable in the terminal.

* % %

An access request is received frothe terminal for access to the
telecommunications network. The access request may contaiunibae
identifier or a tenporary identifier

'667 Patent at 1:47-49 &:6-9 (emphasis addedyee id.at 5:54-58 (“The #ch request may

contain either this IMSI or a P-TMSI assgghto terminal A by an SGSN [(serving GPRS
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support node)]. The P-TMSI is used to preveamnsmission of the IMSI over the radio path as
much as possible for security reasons.”).

On the other hand, Defendants’ proposaa dhon-temporary” identifier requires that a
“unique identifier” must be permanent and baoging. To whatever extent the specification
discloses such a feature, itasspecific feature of particulaisclosed embodiments that should
not be imported into the claim&eePhillips, 415 F.3d at 1323.

Accordingly, the Court hereby rejects Dedants’ proposed construction. No further
construction is necessaryee U.S. Surgicall03 F.3d at 156&ee alsdO2 Micro, 521 F.3d at
1362;Finjan, 626 F.3d at 120ActiveVide9694 F.3d at 13266ummit 6802 F.3d at 1291.

The Court accordingly hereby constrdesique identifier” to have itplain meaning.

D. “time period”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. Alternatively, | “time slot”
plain and ordinary.

(Dkt. No. 130, Ex. A, at 18; Dkt. No. 146, 35; Dkt. No. 160, at 35; Dkt. No. 165, Ex. D,
at 1-2.) The parties submit that this terpp@ars in Claims 31, 33, and 35 of the '667 Patent.
(Dkt. No. 130, Ex. A, at 18.)

(1) The Parties’ Positions

Plaintiff argues that thithon-technical term” needs no canstion and that “time slot’
is understood in the art to havad be] a narrower, more restiit subset of ‘time period.”
(Dkt. No. 146 at 35.) Plaintiff argues that Dedants’ reliance upon disdores regarding “time

interval” should be rejected because both terppear in Claim 31, and “use of two terms in a

8 Plaintiff previously proposedNo construction is necessary. Alternatizetime frame.” (Dkt. No. 130, Ex. A,
at 18.)
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claim requires that they conmodifferent meanings.” I4. (quotingApplied Med. Res. Corp. v.
U.S. Surgical Corp.448 F.3d 1324, 1333 n.3 (Fed. Cir. 2006).)

Defendants respond as to this term togettiér the term “deny access time interval,”
which is addressed below. Defendants submitttiet are “only seeking to construe this term
so that it is consistent with the ‘deny access timerval,” which the claim refers to as ‘a time
period during which telecommunications netwaécess for the terminal is denied.” (Dkt.
No. 160 at 37.)

Plaintiff replies that “even a time interval is not limited to being a time slot,” and “the
patent demonstrates that ‘time period’ has @adler scope even thatime interval.” (Dkt.

No. 163 at 13-14.)
At the April 19, 2016 hearing, the parties suibea this term on the briefing without oral

argument.

(2) Analysis

Claim 31 of the '667 Patent recites “grperiod” as well as “time interval”:

31. A telecommunications network configdrfor providing access to a plurality
of terminals, each terminal associatedh a unique identifier for accessing the
telecommunications network, whemei the telecommunications network
comprises:

a register configured tstore the unique identifier of at least one terminal
in combination with identification oat least one associated deny acdess
interval, the at least one associated deny actessintervalbeing atime period
during which telecommunications netwagcess for the terminal is denied;

one or more processors;

memory storing processor instructeothat, when executed by the one or
more processors, cause the one or mum@cessors to ¢g out operations
including:

an access request operatiorreceive an access reguéom the terminal
and to receive or determitiee unique identifier associated with the terminal;

an access operation to deny access for the terminal if the access request is
received within théime period

wherein the telecommunications netwas further configured to monitor
a network load of the Eecommunications network,
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wherein the telecommunications netwgHKurther configured to adapt the
time perioddepending on the monitored network load, and
whereinmachine-to-machinapplicdions are executed, and wherein the
plurality of terminals for the machine-to-machine applications are denied access
to the telecommunications network during peak Itiate intervals the time
period being within peak loatime intervals
“In the absence of any evidemto the contrary, we must presume that the use of these
different terms in the claims connotes different meaningdRE Screenplates, Inc. v. Heinrich
Fiedler GmbH & Co. KG224 F.3d 1308, 1317 (Fed. Cir. 200&3cordPrimos, Inc. v. Hunter’s
Specialties, In¢.451 F.3d 841, 848 (Fed. Cir. 2006) (“[T]te¥ms ‘engaging’ and ‘sealing’ are
both expressly recited in the claim and theref‘engaging’ cannot mean the same thing as
‘sealing’; if it did, oneof the terms would be superfluous.Qhi. Bd. Options Exch., Inc. v. Int’l
Sec. Exch., LLC677 F.3d 1361, 1369 (Fed. Cir. 2012) (ngtl[tlhe general presumption that
different terms have different meanings”).
In the above-quoted recital tihe at least one associatéeny access time interval being
a time periodduring whichtelecommunications network access for the terminal is denied,” the
phrase “during which” indicates that the teftime period” refers to a duration of time.
As to the specification, the patent uses the terms “time interval” and “time slot” to refer
to spans of time that are bounded by a staré tand an end time (although the start and end

times can be variable):

Each terminal A-D has been assignetinge intervalduring which access to the
telecommunications network 1 will be granted.

In this example, for terminals A and B, access will be granted between 0800-1100
pm. For terminal C, access will be granted between 0000-0500 am. tirhese
intervals are typicallyoff-peak intervaldor most days of the year. Batches of
terminals may be defined and assigned a particndarval of the off-peak hours.

For terminal D, avariable time interval x-yis scheduled, depending on the
network load experienced by or expected for the telecommunications network 1.
If the network load dropselow or is expected tarop below a particular
threshold, access is granted to the terminal D.
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Of course, theéime intervalsmay also relate tbme slotsduring which access to

the telecommunications network 1 is denied, i.e. access timey intervals

Multiple time intervalsmay be assigned to a terminal.

'667 Patent at 4:57-5:6 (emphasidded). Thus, as demonstrated by this disclosure of “0800—
1100 pm,” “0000-0500 am,” “interval of the off-pelkurs,” and “variable time interval x-y,”
“time intervals” and “time slots” arbounded by particular start and end tim8ge id.

By contrast, the term “time period,” ased in the above-queat claim language, can
refer to a duration of time rather than teesific boundaries, as discussed above. Likewise,
Plaintiff's expert opines:

[T]he term “time period” is a commomon-technical phrase that readily would

have been understood not only by one diirmary skill in theart, but also by any

layperson. Further, the patent disclosesntent for the term to deviate from its

plain and ordinary meaning. Instead, iesighe term to refer, without further

limitation, to any period of time, which sanclude for example, such concepts as

time intervals. As a result, one of ordinary skill in the art would not understand

“time period” to be limited to a “time slot” as Defendants contend. “Time slot”

has a specific, more limited meaningtire telecommunications field wherein it

generally refers to a time interval ofimed duration that is commonly understood

to further be limited to beginng and ending at defined times.

(Dkt. No. 147, Jan. 27, 2016 Rhyne Decl., at  3Ihe opinion of Plaintiff’'s expert is
persuasive in this regard and providddigonal support for th€ourt’s construction.See Teva
135 S. Ct. at 841.

Accordingly, the Court hereby constrdéme period” to mearia duration of time.”

E. “deny access time interval”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary. “time slot during which access to the
telecommunications network is denied”
Alternatively:

“a time interval during which an access
request for access the telecommunications
network is to be denied”
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(Dkt. No. 130, Ex. A, at 18; DkiNo. 146, at 36; Dkt. No. 160, at 35; Dkt. No. 165, Ex. D, at 1.)
The parties submit that this term appear€iaims 31, 33, and 35 dhe '667 Patent. (DKkt.
No. 130, Ex. A, at 18.)

(1) The Parties’ Positions

Plaintiff argues that Defendants improperely upon a description of a particular
disclosed embodiment, and Plaintiff also wgthat Defendants’ proposed construction
“improperly suggests that accesghie network as a whole must denied during a ‘deny access
time interval.” (Dkt. No. 146 at 37.)

Defendants respond that their proposed coostm “is the patentee’s express definition

in the specification.” (Dkt. N. 160 at 35 (citing '667 Patent at3-5).) Further, Defendants

argue that whereas Plaintiffs’qposal of “interval” “really araunts to ‘duration,” “a ‘slot’ is
assigned or scheduled, while a duratis not.” (Dkt. No. 160 at 36.)

Plaintiff replies that “the patent’s description of ‘access deny time intervals’ to which
[Defendants] point[] to definédeny access time interval’ @fferentterm) was framed by its
discussion of a specific embodiment.” (Dkt. No. 163 at 13.)

At the April 19, 2016 hearing, Defendants argtleat a “time interval” must have a start
and an end and cannot be merely a duratioBlaintiff responded that the disclosure of a
“variable interval x-y” encompasses a “back-tfher,” for example as would arise from an

instruction for a device to wait 7-10 minutesfore attempting communication again.

° At the April 19, 2016 hearing, Defendants submittegr@secution history document titled Response to Office
Action, dated November 5, 2014, and Defendants stated that it provided a copy of this ddoumleirtiff
approximately one week before the hearing. Plaintiff responded that this document was neither ajtacined to
addressed in, Defendants’ response brief. Plaintiff also noted that when Defendants provided this document to
Plaintiff, Defendants did not indicate that they intendedetg upon it at the April 19, 2016 hearing. The Court
assumes, without deciding, that this document can be considered. Even when considered, howecmnntns d

does not significantly affect the Court’s analysis.
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(2) Analysis

Claim 31 of the '667 Patent expressly recitése at least onesgociated deny access
time interval being a time period during ah telecommunicationsetwork access for the
terminal is denied.” Claims 33 and 35 are similar.

As discussed above regarding the term étiperiod,” the specification demonstrates that
“time intervals” are bounded by particular start and end times, as evident from the examples of
“0800—-1100 pm,” “0000—0500 am,” “interval of the q@i®ak hours,” and “variable time interval
X-y.” See’667 Patent at 4:57-5:&ee also idat Fig. 2. Further, thepecification refers to a
“deny access time interval” as indeed being a “time interval”:

It should be appreciated that an eglent of the grant access time interval

includesa deny access time interval identifyia time intervalduring which an
access request for access to the tal@oainications network is to be denied

* % %

By providing the option oBpecifying one or moréme intervalsduring which
access to the telecommunications networdliswed for a particular terminal or
group of terminals, the network operatplanning and control of the use of
network resources is facilitated. Denying or blocking access dumegntervals
can prove advantageous various situations. In ptcular, some machine-to-
machine (M2M) applications doot require the transfer ofata to be immediate.
If these applications are prevented frolaiming one or more network resources
during e.g. peak load hoursetwork resources can baved. Such subscriptions
may e.g. be offered at a lower subscription rate.

Id. at 2:17-20 & 2:44-55 (emphasis addedege id. at 2:9-11 (“Access to the
telecommunications network for saiekminal is denied if the acee request is received outside
the time interval.”).

Defendants have emphasized disclosure that “the time intervals may also relate to time
slots during which access to the telecommunications network 1 is deeiet,cess deny time

intervals.” 1d. at 5:3-5 (emphasis added). Plaintiff hesponded that the Court should “refuse(]
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to limit a disputed claim term to a narrow defilom introduced by ‘i.e.” ira patent specification
[where] the specification expressly include[s] @dater definition of the term in a different
section that the patentee clearly intended ... to address the meaning of the same term.”
SkinMedica, Inc. v. Histogen Incz27 F.3d 1187, 1202 (Fed. C2013) (citation and internal
guotation marks omitted). Nonetheless, in some circumstances, “i.e.’ signals an intent to define
the word to which it refers.’Edwards Lifesciences LLC v. Cook |e82 F.3d 1322, 1334 (Fed.

Cir. 2009). The Court need not resolve whethés tise of “i.e.” give rise to an express
definition, however, because the above-citdldim recitals and szification disclosures
sufficiently support Defendantgroposed interpretation.

Finally, the proper meaning can bestrbade clear by referring to a “tinséot,” which is
consistent with the above-dissed disclosures in the specificatand which will convey that a
“deny access time interval” is bounded by particular (albeit potentially “variabé®s”667
Patent at 4:65) beginning and end timeSeeDkt. No. 147, Jan. 27, 2016 Rhyne Decl., at | 31);
see also Tevd 35 S. Ct. at 841.

Accordingly, the Court hereby constrddgny access time interval’to mearitime slot
during which access to the telecommunications network is denied.”

F. Claims 31 and 35

Defendants argue that Claims 31 and 3thef'667 Patent are “invalid mixed apparatus
and method claim[s].” (Dkt. No. 160 at 40.)

(1) The Parties’ Positions

Plaintiff argues that “[w]ithrespect to Claim 31, for example, even [Defendants] do[] not
allege the claim references a user—much lesmslapecific ‘user action.” (Dkt. No. 146 at 39

(citation and internal quotation marks omittedp)aintiff submits that “the limitation to which
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[Defendants] point[] shows that it does not edescribe a method step;simply describes, in
functional detail, onecapability of the disclosed network.” Id.) Likewise, Plaintiff argues,
“Claim 35 simply discloses a terminal for useainetwork wherein certagctions are capable of
being performed.” Il. at 40.)

Defendants respond, as to Claim 35: “[Ijn orfler a terminal to directly infringe the
claim, the network in which it operates must perform certain actions. Infringement of an
apparatus claim cannot properly turn on the tiolesof a third party’sactions, and the claim
must be invalid.” (Dkt. No. 160 &8.) Defendants urge that i& unclear whether infringement
of claim 35 occurs when the terminal is manufaatyuwhen the terminal issed during a period
of network congestion, or whenethterminal is used such that it attempts to send M2M data
during a period of network congestion.1d.(at 39—40.) As to Clail31, Defendants similarly
argue: “The phrases ‘are exedlitand the ‘terminals . . . ardenied access’ are not merely
functional language, and do not merely describemfiguration or capaliy. They require
action.” (d. at 40.)

Plaintiffs reply that “[tlhe Court does not need to look beybfidC Corp. v. IPCom
GmbH & Co., KG 667 F.3d 1270, 1277 (Fed. Cir. 2012), teece[Defendants’] mixed-method
arguments.” (Dkt. No. 163 at 14.)

At the April 19, 2016 hearing, the parties eedtted the arguments set forth in their
briefing.

(2) Analysis

“A single patent may include claims directiedone or more of thelasses of patentable
subject matter, but no singldaim may cover more than one subject matter claBdXL

Holdingq, LLC v. Amazon.com, Ifc.430 F.3d [1377,] 1384 [(Fed. Cir. 2005)] (holding
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indefinite a claim covering bbt an apparatus and a method wding that apparatus).”
Microprocessor Enhancement Corp. v. Tex. Instruments §20 F.3d 1367, 1374 (Fed. Cir.
2008).

Claims 31 and 35 of the '667 teat recite (emphasis added):

31. A telecommunications network configdrfor providing access to a plurality
of terminals, each terminal associateth a unique identifier for accessing the
telecommunications network, wharei the telecommunications network
comprises:

a register configured tstore the unique identifier of at least one terminal
in combination with identification o&t least one associated deny access time
interval, the at least one associatedydaccess time interval being a time period
during which telecommunications netwa&cess for the terminal is denied;

one or more processors;

memory storing processor instructeothat, when executed by the one or
more processors, cause the one or mum@cessors to ¢g out operations
including:

an access request operattorreceive an access regtigrom the terminal
and to receive or determitiee unique identifier associated with the terminal;

an access operation to deny access for the terminal if the access request is
received within the time period,

wherein the telecommunications netwas further configured to monitor
a network load of the Eecommunications network,

wherein the telecommunications netw@Kurther configured to adapt the
time period depending on the monitored network load, and

whereinmachine-to-machine applications are executaod whereirthe
plurality of terminals for the machine-tonachine applications are denied access
to the telecommunications network during peak load time intervals, the time
period being within peak load time intervals.

* % %

35. A terminal for use in a ®stommunications network, wherein the
telecommunications network is configured for providing access to a plurality of
terminals, each terminal being assamiatvith a unique ientifier for accessing
the telecommunications network,

wherein the terminal comprisea message receiver configured for
receiving a message from the telecommunications network, the message
comprising information relating to a deny access time interval, the deny access
time interval being a time period diog which telecommunications network
access for the terminal is denied,

wherein the time period is adaptdy the telecommunications network
depending on a monitored network load, and
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wherein the terminal further comges one or more processors, and
memory storing processor instructiotiiat, when executed by the one or more
processors, cause the onermre processors to caroyt operations including:

an access request operation fansmitting an access request to the
telecommunications network in accordarwith the deny access time interval,

wherein machine-to-machine applications are executad the
telecommunications network, and wherdime terminal for the machine-to-
machine applications are denied access the telecommunications network
during peak load time intervals, the time period being within peak load time
intervals.

In the HTC case relied upon here by Plaintiff,twwerk environment limitations were
likewise at issue:

A mobile station for use with a networkcinding a first basstation and a second
base station that achieves a handover franfitht base station to the second base
station by:
storing link data for a linkn a first base station,
holding in reserve for the link resaes of the first base station, and
when the link is to be handeger to the second base station:
initially maintaining a storage of the link data in the first base
station,
initially causing the resources of the first base station to remain
held in reserve, and
at a later timepoint determined by a fixed period of time
predefined at a beginning of the handover, deleting the link
data from the first base stat and freeing up the resources
of the first base station, the mobile station comprising:
an arrangement for reactivating the link with the first base station if the
handover is unsuccessful.

HTC, 667 F.3d at 1273.

On balance, the network limitations in ClaiBk and 35 of the '667 Patent are analogous
to the network limitations that were at issu¢dinC. See HTC667 F.3d at 1277 (“If the network
performs the functions, the claims are not inté&di because the claims merely describe the
network environment in which the mobile station must be uses€®; also Microprocessor

Enhancement520 F.3d at 1375 (noting that “functionlahguage” is permissible in claims);
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Typhoon Touch659 F.3d at 1381-82 (“We discern no errothie district cours view that this
term requires that the device is programmedomfigured to perfornthe stated function.”).

The authorities cited by Defendants involveéruaction limitationgather than network
environment limitations and ertherefore unpersuasiv&ee IPX|.430 F.3d at 1384 (“the user
uses the input means'jge also In re Katz Interagg Call Processing Patent Litig639 F.3d
1303, 1318 (Fed. Cir. 2011) (“wherein . . . callemgitdily enter data” antiwherein . . . callers
provide ... data”)H-W Tech., L.C. v. Overstock.com, |Iné¢58 F.3d 1329, 1336 (Fed. Cir.
2014) (*wherein said user completes . arid “wherein said user selects . . UltimatePointer,
LLC v. Nintendo Co., Ltd.No. 6:11-CV-496, 2013 WL 2325118, at *22—*23 (E.D. Tex.
May 28, 2013).

Accordingly, the Court hereby rejects Defendaargument that Claims 31 and 35 of the
'667 Patent are invalid as impropaixed apparatus and method claims.

VIIl. CONCLUSION

The Court adopts the wstructions set forth in this opom for the disputed terms of the
patents-in-suit. In reachingdbke conclusions, the Court has ¢desed and relied upon extrinsic
evidence, including expert declarations, submitigdhe parties. The Court’s constructions thus
include subsidiary findings of fact based upoa éxtrinsic evidence presented by the parties in
these claim construction proceedingzee Teval35 S. Ct. at 841.

The parties are ordered that they may nérredirectly or indirectly, to each other’s
claim construction positions in the presence @f jilry. Likewise, the parties are ordered to
refrain from mentioning any portion of this apn, other than the actual definitions adopted by
the Court, in the presence of the jury. Any refee to claim construction proceedings is limited

to informing the jury of the dmitions adopted by the Court.
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Within thirty (30) days of the issuance of this Memorandum Opinion and Order, the
parties are herebRDERED, in good faith, to mediate this @awith the mediator agreed upon
by the parties. As a part of such mediatiorcheparty shall appear byounsel and by at least
one corporate officer possessing sufficient autynand control to unilaterally make binding
decisions for the corporation adequate talrads any good faith offer or counteroffer of
settlement that might arise during such mediatiBailure to do so shall be deemed by the Court
as a failure to mediate in good faith and may etibjhat party to such sanctions as the Court

deems appropriate.
So ORDERED and SIGNED this 6th day of May, 2016.

HEARE

RODNEY GIL%FRAP
UNITED STATES DISTRICT JUDGE
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