Promethean Insulation Technology LLC v. Reflectix, Inc. Doc. 57

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

PROMETHEAN INSULATION
TECHNOLOGY LLC,

Plaintiff,

CaseNo. 2:15ev-00028JRGRSP
V. LEAD CASE

REFLECTIX, INC, ET AL.,
Defendans.

MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction brief of Promethean Insulation
Technology LLC(“Plaintiff’) (Dkt. No. 44, filed on October 6, 2035 the responsend motion for
partial summary judgment of indefinitenest Reflectix, Inc., SOPREMA, Inc. (United States),
SOPREMA, Inc. (Canadagnd SOPREMA U.S.A., Inc. (collectively “Defendantg§Dkt. No. 48,
filed on October 20, 20)pand the reply of Plaintiff@{kt. No. 49, filed on October 27, 2015The
Court held a hearing on the issues of claim construction and claim definiamé$ésvember 17,
2015 Having considered the arguments and evidence presented by the parties at the hearing and i

their briefing, the Court issues this Order.

! Citations to the parties’ filings are to the filing’s number in the docket (D). &d pin cites
are to the page numbers assigned through ECF.
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BACKGROUND

Plaintiff alleges infringement of U.S. Patent Ng936,847(the “847 Patent”). The 847
Patent is entitled “Metallized Polymeric Film Reflective Insulation Mateaatl names a single
inventor, Furio Orologio. The application leading to tf@&17 Patent was filed olNovember 8,
2012 and the patent issued on January 20520he '847 Patent is related through a foreign
priority claim and a series of continuation, divisional, and continudtigrart applications to a
Canadian patent application filed on April 19, 2006 Promethean Insulation Tech. LLC v.
SeakdAir Corp., et al, No. 2:13cv-1113JRGRSP, the Court considereeveralof the patents
in this priority chain.

In general, the847 Patent is directetb insulation materialshat incorporate a reflective
metallized polymeric film to effect an improved fire ratioger reflective insulation materials
that incaporate a reflective metal foil

The abstract of the847 Patent provides:

The invention relates to a reflective insulation material product including a

metallized polymeric film laminated to an insulation material with the metallized

polymeric film having its exposed metallic surface facing away from the
insulation material. The product can meet Class A standard thermal insulation

material standards characterized by a flame speed rating of from 0 to 25 and a
smoke developed rating value of 0 to 450.

Il. LEGAL PRINCIPLES

A. Claim Construction

“It is a‘bedrock principleof patent law thatthe claims of a patent define the invention
to which the patentee is entitled the right to excftdehillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotingova/Pure Water Inc. v. Safari Water Filtration Sys.,
Inc.,, 381 F.3d 1111, 1115 (Fed. Cir. 2004)). determine the meaning of the claims, courts start

by considering the intrinsic evidendd. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor888



F.3d 858, 861 (Fed. Cir. 2008Bgll Atl. Network Servs., Inc. v. Covad CortmscGroup, Ing.
262 F.3d 1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the
specificaton, and the prosecution histoBhillips, 415 F.3d at 1314;.R. Bard, Inc.388 F.3d at
861.The general rule-subject to certain specific exceptions discusagd—is that each claim
term is construed according to wsdinary and accustomed meaninguaslerstood by one of
ordinary skill in the art at the time of the invention in toatext of the patenkhillips, 415 F.3d
at 1312-13; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. Cir. 2008rure
Networks, LLC v. CSR PLC/71 F.3d 13361347 (Fed. Cir. 2014) (“There is a heavy
presumption that claim terms carry their accustomed meaning in the relevant comenuingy
relevant time.J (vacated on other grounds

“The claim construction inquiry. . beginand ends in all cases withethctual words of
the claim? Renishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[l n all aspects of claim constructiorthé name of the game is the claimApple Inc. v.
Motorola, Inc, 757 F.3d 1286, 1298 (Fed. Cir. 2)Xquotingin re Hiniker Co, 150 F.3d1362,
1369 (Fed. Cir. 1998. First, a terms context in the asserted claim can be instruckNdlips,
415 F.3d at 1314. Other asserted or unasserted claims can also aid in detdahaimciagis
meaning, because claim terms are typically used consistently throudi®upatent.id.
Differences among the claim terms can also assist in understanding’ & neeaningld. For
example, when a dependent claim adds a limitation to an independent claim, iumqutebat
the independent claim does not include the limitationat 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are apdut.
(quotingMarkman v. Westview Instruments, |fe2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).

“[T]he specification'is always highly relevant to the claim construction analysis. Usually, it is



dispositive; it is the single best guide to the meaning of a disputed’tédm(quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199@)gleflex, Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the
court in interpreting the meaning of disputed claim language, particular embaosliaenh
examples aping in the specification will not generally be read into the cl&inSomark
Comm¢ns, Inc. v. Harris Corp.156 F.3d 1182, 1187 (Fed. Cir. 1998) (quotdgnstant v.
Advanced MicreDevices, Ing.848 F.2d 1560, 1571 (Fed. Cir. 1988ge also Phillips415
F.3d at 1323%[l]t is improper to read limitatios from a preferreembodiment described in the
specificatior—even if it is the only embodimestinto the claims absent a clear indication in the
intrinsic record that the patentee intended the claorzetsdimited.” LiebelFlarsheim Co. v.
Medrad, Inc, 358 F.3d 898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim
construction becausike the specificationthe prosecution history provides evidence of how the
U.S. Patent and Trademark Officd’T'O’) and the inventor understood the pat&ttillips, 415
F.3d at 1317. However, “because the prosecution history represents an ongoing negotiation
between the PTOna the applicant, rather than the final product of that negotiation, it often lacks
the clarity of the specification and thus is less useful for claim constructipogas. Id. at
1318; see alscAthletic Alternatives, Inc. v. Prince Mfg/3 F.3d 1573, 1580 (Fed. Cir. 1996)
(ambiguous prosecution history may be “unhelpful as an interpretive re§ource

Although extrinsic evidence caalsobe useful, it is* less significant than the intrinsic
record in determining the legally operative meaning of clamguage” Phillips, 415 F.3d at
1317 (quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a

court understand the underlying technology and the manner in which one skilled in thghart mi



use claim terms, but technical dictionaries and treatises may provide defirtitagnare too
broad or may not be indicative of how the term is used in the paderdgt 1318. Similarly,
expert testimony may aid a court in understanding the underlying technology anuidieig
the paticular meaning of a term in the pertinent field, but an ekpe&dnclusory, unsupported
assertions as to a tersndefinition are entirely unhelpful to a coultl. Generally, extrinsic
evidence is'less reliable than the patent and its prosecution history in determining how to read
claim terms. Id. The Supreme Court recently explained the role of extrinsic evidence in claim
construction

In some cases, however, the district court will need to look beyond the’ patent

intrinsic evidence and to consult extrinsic evidence in order to understand, for

example, the background science or the meaning of a term in the relevant art

during the relevant time perio8ee, e.g., Seymour v. Osbqrb& Wall. 516, 546

(1871) (a patent may Beso interspersed with tecisal terms and terms of art that

the testimony of scientific witnesses is indispensable to actamelerstanding of

its meaning). In cases where those subsidiary facts are in dispute, courts will

need to make subsidiary factual findings about thatresitrievidence. These are

the “evidentiary underpinningsof claim construction that we discussed in

Markman and this subsidiary factfinding must be reviewed for clear error on
appeal.

Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] general rule” that claim terms are construed
according to their plain and ordinary meanind)) twhen a patentee sets out a definition and acts
as his own lexicogrdyer, or 2) when the patentee disavows the full scope of the claim term
either in the specification or during prosecutiérGolden Bridge Tech., Inc. v. Apple Ing58

F.3d 1362, 1365 (Fed. Cir. 201@uotingThorner v. Sony Computer Entr&m. LLC 669F.3d

2 Some cases have characterized other principles of claim construction as “estéptiba
general rulesuch as the statutory requirement that a mearssfunction term is construed to
cover the corresponding structure disclosed in the specific&em.e.gCCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1367 (Fed. Cir. 2002).
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1362, 1365 (Fed. Cir. 20128pe alsdGE Lighting Solutions, LLC v. AgiLight, In&Z50 F.3d
1304, 1309 (Fed. Cir. 2014)T] he specification and prosecution history only compel departure
from the plain meaning in two instances: lexicography andvdisal’). The standards for
finding lexicography or disavowal are “exactin@GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee nulsarly set forth a definition of the
disputed claimédrm,” and “clearly express antent to define the term.Id. (quoting Thorne,
669 F.3d at 1365)see alsoRenishaw 158 F.3dat 1249 The patentee’s lexicography must
appear tvith reasonable clarity, deliberateness, and precisk®erishaw158 F.3d at 1249

To disavow or disclainthe full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amount toledl and unmistakable” surrend€ordis
Corp. v. Boston Sci. Corpb61 F.3d 1319, 1329 (Fed. Cir. 2008e also Thorne669 F.3dat
1366 (“The patentee may demonstrate intent to deviate from the ordinary and accustomed
meaning of a claim term by including in the specification expressions of siaexelusion or
restriction, representing a clear disavowal of claim scope.”) “Wheapjglicants statements are
amenable to multiple reasonable interpretations, they cannot be deemed clear iatekabie!
3M Innovative Props. Co. v. Tredegar Corp25 F.3d 1315, 1326 (Fed. Cir. 2013).

C. Definiteness Under 35 U.S.C. § 112, 1 2 (pA&A) / § 112(b) (AIA)®

Patent claims must particularly point out and distinctly claim the subject mattededgar
as the invention. 35 U.S.C. 8§ 112 A claim, when viewed in light of the intrinsic evidence,
must ‘inform those skilled in the art about the scope of thentioe with reasonable certainty.”

Nautilus Inc. v. Biosig Instruments, Ind.34 S. Ct. 2120, 2129 (2014). If it does not, the claim

3 As the application for the '847 Patent was filed after September 16, 2012, theveffieté of
the America Invents Act (“AlA”), the AIA version of 35 U.S.C. § 112 governs. Since 8§ 112(b)
(AIA) is substantially identical to § 112, 1 2 (pre-AlA), the Court appliesApbeprecedent on
the issue of definiteness.



fails 8 112, 1 2 and is therefore invalid as indefifdeat 2124.Whether a claim is indefinite is
determined from the perspective of one of ordinary skill in the art dsedfme theapplication

for the patent was filedld. at 2130.As it is a challenge to the validity of a patent, the failure of
any claim in suita comply with 8 112 must be shown by clear and convincing evidé&hca.
2130 n.10. [ljndefiniteness is a question of law and in effect part of claim construceétus,
Inc. v. Lawson Software, In@00 F.3d 509, 517 (Fed. Cir. 2012).

When a term oflegree is used in a claim, “the court must determine whether the patent
provides some standard for measuring that degiesig Instruments, Inc. v. Nautilus, Inc.
783 F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omitted). Likewise, when aigebject
term is used in a claim, “the court must determine whether the patent’s specifsgjalies
some standard for measuring the scope of the [teDatdmize, LLC v. Plumtree Software, Inc.
417 F.3d 1342, 135(Fed. Cir. 2005)accord Interval Licensng LLC v. AOL, In¢.766 F.3d
1364, 1371 (Fed. Cir. 20149iting Datamize 417 F.3d at 1351).

1. CONSTRUCTION OF AGREED TERMS
The parties have agreed to the following constructions set forth imAtmendedJoint

P.R. 45(d) ClaimConstruction Chart (Dkt. No. 1

Term? Agreed Construction
“is exposed” The reflective metallized layer with the
lacquer coating positioned externally to the
e Claims 1, 56, 57, 60, 66 polymeric material such that the reflective

* For all term charts in this order, the claims in which the term is found are listethwvitérm

but: (1) only the highest level claim in each dependency chain is listed, and (2)samteds
claims identified irthe Amended Joint P.R. 4-5(d) Claim Construction Chart (Dkt. No. 51) are
listed.



Term?

Agreed Construction

“exposed”

Claims 16, 17, 19, 36

metallized layer of the thermoplastic film
facesaway from the polymeric material.
(Claim 1)

The reflective metallized layer with the
lacquer coating positioned externally to the
bubble pack assembly such that the reflect
metallized layer of the thermoplastic film
faces away from the bubble pack asbéy.
(Claim 57)

The reflective metallized layer with the
lacquer coating positioned externally to the
multilayer assembly such that the reflective
metallized layer of the thermoplastic film
faces away from the multilayer assembly.
(Claim 60)

ve

Having reviewed the intrinsic and extringeidenceof record, the Court agrees wiind

hereby adoptthe parties’ agreed constructsn

V.

CONSTRUCTION OF DISPUTED TERMS

The parties'soleclaim-constructiondispute is whetheahe tems “flexibility for potential

wrapping applicatiorisand “flexible for potential wrapping applicationgthe “Flexible Terms”)

render any claim indefinit¢Dkt. No. 51-1).

Disputed Term

Plaintiff's Proposed

Defendants’Proposed

wrapping applications”

Claim 36

Construction Construction
“flexibility for potential No construction necessary. | Indefinite.
wrapping applications”
e Claimsl, 19
“flexible for potential No construction necessary. | Indefinite.

® In its reply brief, Plaintiff explained that a common construction for thessgbmitations

would apply to Claims 1, 16, 17, 19, 36, 56, and 66. Dkt. No. 49 at 5.
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Because the parties’ arguments and proposed constructions with respect terthese
are related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits thatthe Flexible Terms “merely require that the claimed reflective
insuldion product be flexible enough to enable its use in potential wrapping applica@ns,
such as wrapping a pipe or duct workDkt. No. 44 atl4). Plaintiff further submits that the
issue of indefiniteness was expressly and successfully addressed in fiwosadie application
which issued as th&847 Patent, wherPlaintiff (as the patent applicangxplained that the
Flexible Termamean that the produtdlefinitely” has “flexibility of such a nature that it can be
used for wrapping applicatiofisvhether or not it is used in a wrapping applicatipa. at 14-
15). And Plaintiff submits that the '847 Patent provides examples of wrapping appigaduch
as wrapping of “water heaters, pipes and the likel.”at 15. Finally, Plaintiff submits thathe
terms “flexible” and “flexibility” are readily understoagrmsthat have appeared in claims in
over 900,000 issued patentsl. @t 14-15).

In addition to the claims themselvd3aintiff cites the following intrinsic and extrinsic
evidence to support its positioimtrinsic evidence: '847 Patent col.1 I.1:20; '847 Patent File
Wrapper, Response to Office Actiduailed January 15, 201#&xcerpts) (Plaintiff's Ex. 12, Dkt.
No. 4412). Extrinsic evidence List of Results ofSearch of US. Patent Collection Btebasefor
“flexibility " or “flexible” in the claimqundated) (Plaintiff's Ex. 13, Dkt. No. 44-13).

Defendand respond thaindependent @ims 1, 19, and 36equire the insulation product
to be “sufficiently flexible” for “potential wapping applications.[Dkt. No. 48 at4). And,
Defendants’ argue, becautiee range of “potential wrapping applications” is unboundbd,

degee of flexibility is undefined(ld. at 3-5). Defendants thus conclude thoate of skill in the

10



art cannot reasonably ascertain whethgragicular product is “sufficiently flexiblé and the
claims are therefore indefinitgld.) Defendantsfurther argue thatPlaintiff (as the patent
applicant) essentially concedtdht an undefined level of flexibility rendersethlaims indefinite
when it conceded in prosecutitimat the ternmi'potentially flexible for wrapping applications”
would render claims indefiniteld. at 4-5).

In addition to the claims themselves, Defendaite the followingintrinsic evidence to
support its position’847 Patent File Wrapper, February 28, 2014 Response to Office Action
Mailed January 15, 2014 (Defendants’ Ex. A, Dkt. No. 48-1).

Plaintiff replies that thé-lexible Terms mean the product is definitely flexible, and that
the wod “potential” in the terms means that prodwein be—but need not beused in a
wrapping application(Dkt. No. 49 at6). Plaintiff further replies that the patent provides
“specific examples of such flexible wrapping applicatior(d’) And Plaintiff arges thatthe
terms do not render any claim indefinite becaose of ordinary skill in the art would
understandf a particular produdtas such flexibility as to bautside the scope of the claimkl. (
at 7).

Analysis

The dispute over these terms distitbswhether the ‘847 Patent provides enough guidance
regardinghow flexible the material must be to be suitable for “wrapping applicati@eause
the Court determines that the patent providdequate guidanc®r the reuired degree of
flexibility, the Court holdghat the termare definite.

“Flexible” and “flexibility” are used in the claims as terms of degreePkantiff stated
in its opening brief, the terms require the clainpeoduct to be “flexible enoughfor wrapping

applications. Dkt. No. 44 at 14. And Plaintiff, as the patent applicant, clarified in the

11



prosecution history that the term “flexibility for potential wrapping applicatiaequires a
degree of flexibility—"“flexibility of such a nature that [the product] can be used for wrapp
applications.”February 28, 2014 Response to Office Action Mailed January 15, 2014 at 19 (Dkt.
No. 48-1 at 20).

As the terms are terms of degree, “the court must determine whetheteghepravides
some standard for measuring that degr&dsig Instruments, Inc. v. Nautilus, In@83 F.3d
1374, 1378 (Fed. Cir. 2015Jhis standard must “inform those skilled in the art about the scope
of the invention with reasonable certaintyd. at 1379 (quotingNautilus Inc. v. Biosig
Instruments, In¢.134 S. Ct. 2120, 2129 (2014)) (emphasis in origifi@he degree of precision
necessary for adequate claims is a function of the nature of the subject”nidttat. 1382
(quoting Miles Labs., Inc. v. Shandon, In@97 F.2d 870, 875 (Fed. Cir. 1993)) (quotatio
modification marks omitted)But “absolute or mathematical precision is not required.”at
1381 (quotingnterval Licensing LLC v. AOL, Inc766 F.3d 1364, 13712 (Fed. Cir. 2014)).

The '847 Patent provides a standard for determining whether a particular degree of
flexibility satisfies the flexibleandflexibility limitations. The claim language itsedtates thathe
claimedproduct must be flexible for “wrapping applicationSéege.g, '847 Patent col.24 11.48
49 (Claim 1 (*wherein the reflective insulation product. has flexibility for potential wrapping
applications”).And the patent provides examples of the kpuatential wrapping applications
contemplated

It is an objectof the present invention to provide metallized polymeric film

reflective insulation material having Class A thermal insulation properties,

particularly, metallized bubble pack insulation material for use inwrapping
for water heaters, pipes and the.

Id. at col.4 .62 — col.5 l.4ee alspcol.1 11.31-44 (“metal foil bubbl@ack is used as

12



. .wrapping for hot water heaters, hot and cold water pipes, air ducts and theThe’patent
disclosednsulation suitable to wrap objects afsize comparable to water heaters, water pipes,
and air ductsAs such, the patent provides a standard for sufficient flexibility. Even though the
patent does not numerically state a minimum degree of flexibility, one of oydikidl in the art
would understam that material that was not flexible enough to wrap objects of a size comparable
to that of water heaters, water pipes, and air ducts would not satisfytheefler flexibility
limitations. For example, Defendants positechgpothetical material thasiflexible enough to
wrap an object with a Hbdot diameter (the fuselage of a 757 jet), but not flexible enough to
wrap around an object with a-P&” diameter (a water heater). Contrary to Defendants assertion,
one of ordinary skill in the areading the patent specificatismould understand that material not
sufficiently flexibleto wrap a water heater wouldll outsidethe scope of the flexible/flexibility
limitations, regardless of whether that material was flexible enough to wraphalanger object.
Therefore the Flexible Terms amgot indefinite.

V. CONCLUSION

The Court adopts theonstructions set forth in this opinion for the disputed and agreed
terms of theé847 Patent. The parties are ordered that they may not refer, directly or iydi@ct
each other’s claim construction positions in the presence of the jury. Likewisgarties are
ordered to refrain from mentioning any portion of this opinion, other than the actuatiolesini
adopted by the Coyrin the presence of the jury.

SIGNED this 16th day of December, 2015.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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