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Defendants

MEMORANDUM OPINION AND ORDER AND
REPORT AND RECOMMENDATION

Before the Court are the following motions:

Plaintiffs’ Motion to Strike Expert OpinionRegarding Stricken Prior Art References And
Undisclosed Invalidity TheoriedDkt. 275) (“Elbit's Motion to Strike Invalidity
Opinions”).

Defendant Hughes Network Systems, LLC’s Motion to Strike Elbit's '874 nPate
Infringement Contentions Dkt. 276) (“Hughes’ Motion to Strike Infringement
Contentions”).

Defendant Hughes’s Motion to Exclude Elbit's New Priority Date Contentiorieéd073
Patent Dkt. 277) (“Hughes’ Priority Date Motion”).

Defendants’ Motion for Summary Judgment of Noninfringement oSt#ching Means
of United States Patent No. 6,240,0{3kt. 291) (“Defendants’‘Switching Mean's
Motion”).

Defendants Motion for Summary Judgment of Noflingement of Claim 28 of the '073
Patent for Lack of &Means For Generating A RequegDkt. 292) (“Defendants*Means
for Generating Requéstiotion”).

Defendants’ Motion for Partial Summary Judgment of Madningement for Hughes’
GMR-1 ProductsDkt. 293) (“Defendants’ GMR1 Products Motion).

Defendants’ Motion for Partial Summary Judgment ofDdmages With Respect to the
‘874 PatentDkt. 294) (“Defendants’ Damages Motion”)
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Defendant Hughes Network Systemd,d’s Motion for Summary Judgment of No
Copying d U.S. Patent No. 6, 240,07BKt. 295) (“Hughes’ Copying Motion}

Defendant Hughes NetworBystems, LLC’'s Motion for Summary Judgment of No
Willfulness (Dkt. 296) (“Hughes’ Willfulness Motion).

Defendant Hughes Network Systems, LLC’s Motion for Summary Judgment of No Pre
Suit Damages Based on Plaintiffs’ Failure to Comply with 35 U.S.Z87R(Dkt. 297)
(“Hughes’ Marking Motion”).

Defendant Hughes Network Systems, LLC’s Motion for Partial Summaryndertgof
Non-Infringement of Claims -5, 7-9, 11, and 12 of U.S. Patent No. 7,245,83Kkt( 298)
(“Motion for Summary Judgment of Noninfringement of the ‘874 Patent”).

Plaintiffs’ Motion to Excludelte Testimony of Dr. Stephen B. Wick®&i¢. 312) (“Elbit’s
InfringementExpertMotion”).

Defendant Hughes Network Systems, LLC’s Motion to Exclude Expertri@syi of
Stephen G. KuninQkt. 313) (“Hughes’ Motion to Exclude Patent Office Expert
Testimony)

Defendants’DaubertMotion to Exclude the Opinions Offered by Christopher Martinez
(Dkt. 314) (“Defendants’Motion to Exclude Damages Expert Testimony”).

Plaintiffs’ Motion to Strike DefendantsExperts Opinions Regarding Previously
Undisclosed Nofinfringing Alternatives Dkt. 315) (“Plaintiffs’ Motion to Strike Nonr
Infringing Alternatives”

Hughes’ Motion to Strike Portions of Elbit's Expert Reports that Rely on Preyiousl
Unidentified Infringemat Theories Dkt. 316) (“Hughes’ Motion to Strike Infringement
Opinions).

Plaintiffs’ Motion to Exclude Certain Opinions of Defendants’ Damages Exigert\.
Christopher Bakewell(Dkt. 319) (“Elbit's Motion to Exclude Damages Expert
Testimony”).

Defendants Hughes Network SysterhéC And BlueTide Communications, Inc.’s Motion
to Transfer Under 28 U.S.C. § 148k{. 372) (“DefendantsMotion to Transfer”).

Defendants Hughes Network Systems, LLGIA&eTideCommunications, Incs'Motion
to Stay Proceedings Pending Resolution of Proper Védkte373) (“DefendantsMotion
to Stay).

The Court resolveshe rondispositive motionsand providesecommendations for the

pending motions for summary judgment as follo&seFed. R. Civ. P. 72.
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BACKGROUND

This is a patent infringement case brought by Elbit Systems Land and C4id_tlt
Systems of America LLC (collectively, “Elbit”). Elbit accuses Hughes Neta/&ysters, LLC
(“Hughes”), BlueTide Communications, Inc. (“BlueTide”), and Country Homesditments, Inc.
(“Country Home”)of infringing U.S. Patent N® 6,240,073 (“the '073 patent”) and 7,245,874
(“the '874 patent”), both of which relate generally to satellitegmnication systems.

DISCUSSION
A. Defendants’ Motions for Summary Judgment

Defendantsnovefor summary judgmeran various claims and issues underlying Elbit's
infringementand damagesontentionsSummary judgment must be granted when there is no
genuine issue a@® any material fact and the movant is entitled to judgment as a matter of law.
Fed. R. Civ. P. 56(c):A genuine issue of material fact exists ‘if the evidence is such that a
reasonable jiy could return a verdict for the nanoving party.” Crawford v. Formosa Plastics
Corp., La, 234 F.3d 899, 902 (5th C2000) (quotingAnderson v. Liberty Lobby, Inet77 U.S.
242, 2481986)).The courtmustconsider evidence in the record in the light most favorable to the
non-moving party and draw all reasonable inferences in favor of that péwyson v. Epps/01
F.3d 444, 445 (5th Cirk012) The moving party must identify the portions of the record that
demonstrate the absence of a genuinecisgumaterial factCelotex Corp. v. Catretd77 U.S.
317, 323 (1986). Once a party has made that showing, thmmawing party bears the burden of
establishing otherwiseGeiserman v. MacDonald893 F.2d 787, 793 (5th Cir. 1990) (citing
Celotex 477 U.Sat 323). The nomoving party cannot “rest upon mere allegations or denials”
in the pleadings, but “must set forth specific facts showing there is a genuindossual.”

Liberty Lobby 477 U.S. at 248. Thus, summary judgment “is appropriate if thenowant ‘fails



to make a showing sufficient to establish the existence of an element essémigbéoty’s case.”
Bluebonnet Hotel Ventures, LLC v. Wells Fargo Bank,,N®34 F.3d 272, 276 (5th Cir. 2014)
(quotingCelotex 477 U.S. at 322).
1. Motions for Summary Judgment of Noninfringement of the ‘073 Patent
a) Defendants’ Switching Means Motion (Dkt. 291)

The asserted '073 patent claims recite a “switching mearfer switching transmission
between said first communication means and said second communication meausdarae
with predefined criteria.See, e.9. /073 patent at 22:683:2. The Court construed the switching
meandimitation as a meanrglus{function term governed 85 U.S.C. § 112, | @kt. 208, at 30.
The Court defined the corresponding structure as “modem 160 or PC 150 including ggver la
158 performing the algorithms disclosedthe '073 Patent at 10:301:40 or Figure 8, and
equivalents thereof.Id. Hughes contends that “[ijn the ‘073 Patent, the modem 160 and the PC
150 are part of the terminal and not part of the’h8beDkt. 291 at 4 (citing073 Patent, Fig. )/
Accordingto Hughes Elbit has failed to identify “switching means” structure at or within the
terminal, but rather only identifies structure at the hub, and tawsmary judgment of
noninfringement should be grantiet at 9.

Elbit's expert, BruceElbert opines to the contrary. MElbert explains that the accused
terminals begin transmitting in random access mode, and when a terminatsacsy datdhe
terminalcompares the size of the data to the amount of space in the Aloha transrBissikt.
3182 111301-19. Based on that comparisdvir. Elbert opineghatthe terminal decides whether
to switch to an allocated channel, depending on whether the user data fit within the Aloha
transmissionld. The terminal then allegedhyaits for the hub to acknowledge that a specific

channel has been assign&tl This algorithm, according to MElbert, is consistent with the one



disclosed in the 073 patent at 10:B0:40.SeeDkt. 318 at 8Mr. Elbert’s testimony attributes the
decision toswitch transmission to the terminahd thus thigestimony “at least raises a genuine
issue of material fact” concerning infringemefee Vasudevan Software, Inc. v. MicroStrategy,
Inc., 782 F.3d 671, 683 (Fed. Cir. 2015).

Hughes argues Elbit is esfmgal from making such arguments because of statements Elbit
made duringnter partesreview. This argument isare notpersuasiveMr. Elbert’'s testimony
appears consistent with representations Elbit made to the Patent Offientogovhere the
decision taswitch occurs. The Court therefddCOMMENDS Defendants*Switching Means”
Motion be denied.

b) Defendants’* Means for Generating RequestMotion (Dkt. 292)

Claim 28 of the '073 patent recites a “means for generating a request.” danspius-
function limitation corresponds to algorithms described in the specification. [Qosgttam
requires that the generated request include a requeste8elid&t. 292 at 1. The other alternative
algorithm requires the request to be based on an evaluation of a pbermfsee idHughes argues
the accused terminals do not generaegaesincludinga requested data ratepmrt numberSee
id. Thus, according to Hughes, summary judgment of noninfringement of claim 28 should be
granted.

Elbit's expert testimony, howeveraises a material factual disputdr. Elbert explains
how the accused products satisfy the “means for generating a feliaéation, andMr. Elbert
includes an analysis dbw the accused structures are equivaletitgcstructure corresponding to
the claim limitation.SeeDkt. 3182 1145154, 45861. Infringement under the doctrine of
equivalentss a “highly factual inquiry.”Jeneric/Pentron, Inc. v. Dillon Co., In@205 F.3d 1377,

1384 (Fed. Cir. 2000Mr. Elberts testimony suggesting that the “means for generating” limitation



is metunder the functiomway-resultsor substantial similarityess precludes the grant of summary
judgment.See Vasudevan Softwaré82 F.3d at 683 (Fed. Cir. 2019)he Court therefore
RECOMMENDS Defendants”Means for Generating Requébtotion be denied.

c) Defendants’ GMR-1 Products Motion (Dkt. 293)

Defendants explaithat Elbit originallyaccused Hughes’ produdisat complywith the
GMR-1 standard of infringing the '073 patent. Dkt. 293 at 1. Himt not however,include
opinions concerningheseinfringement theaesin its expert report, and Elbéicknowledgeshat
it will not pursuesuchtheoriesat trial. Id. As a resultDefendants contend they are entitled to
summary judgment of noninfigement aso the GMR 1 productsld.

The Court disagrees Elbit voluntarily dropped the GMR products before expert
discovery—an action that issimilar to amending a complaint or voluntarily dismissing claims
without prejudice See Sandisk Corp v. Kingston Tech.,@®5 F. 3d 1348, 1353 (treating a
plaintiff's withdrawal of asserted claims “as being akin to either d.[Re Civ. P.] 15 amemdent
to the complaint, or a Rule 41(a) voluntary dismissal of claims without prejudatations
omitted).Defendants highlight that Elbiefusedo enter into a stipulation dismissing the GMR
products from the casbut Defendants do not cite authorguggestindelbit has an obligation to
do so.See Alcon Research Ltd. v. Barr Labs.,,Iid5 F.3d 1180, 1193 (Fed. Cir. 2014)/]e
have not previously held that a formal motion or stipulation was required to remove fctaims
a case and we decline to do so here. On the contrary, we recently decided that a patentee’
announcement that was no longer pursuing certain claims, coupled with its ceasing to litigate
them, was sufficient to remove those claims from the case even without suelities.”). The

Court thereforeRECOMMENDS Defendants’ GMRL Products Motiorbe denied.



2. Defendants’ Damages Motion (Dkt. 294)

Hughes contends that it is entitled to summary judgment of no damages arising from the
alleged infringement of the '874 patent because Elbit's damages expetthitopher Martingz
“offers no opinion on damages fthre ‘874 Patent.” Dkt. 294 at JAccording to Hughes, there is
no other evidence in the record on which Elbit may rely, and thus summary judgment of no
damages is appropriatel.

Hughes’owndamages expert’s report, however, is part of the summary pritgmecord,
and thereport includes MrChristopher Bakewell’s opiniothat theappropriate royalty for the
“alleged infringement of the pateritssuit isa lumpsum of no greater than $3.5 million, which
can be allocated as $2.5 million for the '073 patent and $1 million for the '874 patent.” Dkt. 319
1 1559. Hughesrguesthis report is not comgient summary judgment evidence because it is
hearsayput Hughes’argumentappears to conflicvith Fifth Circuit law finding an opponent’s
expert’s statemera@dmissible under Rule 801(8)(c). Seeg.g, Collins v. Wayne Corp621 F.2d
777, 782 (5th Cir. 1980) (statement by experhhearsay because expert “was performing the
function that [the party opponent] had employed him to perform.”

The Court need not reathe hearsayssue however,becausehere is other summary
judgment evidence suggesting that a zero royalty is not thereedpnableoyalty for the '874
patent.Mr. Bakewell opines that products accused of infringing the ‘874 patent “are a subset of
those that are accused of infjing the ‘073 patent.SeeDkt. 3191, 1325.Mr. Martinez opines
thatthe parties would have had a single hypothetical negotiation for both assdeeis,pand
Mr. Martinez’'stestimonycan be regarded as profferiagnonzero royalty opinion for the B
patent otherwise, there would have been no need to opine that a “joint” hypothetgatiation

for both asserted patents would haeeurred SeeDkt. 321 at 4.



“At summary judgment, as is the case here, a judge may only award a zetp fayal
infringement if there is no genuine issue of material fact that zero is the astneble royalty.”
Apple Inc. v. Motorola, In¢.757 F.3d 1286, 1328 (Fed. Cir. 201%he contraryauthority cited
by Hughes—Unicom Monitoring, LLC v. Cencom, IndNo. CIV.A. 06-1166 MLC, 2013 WL
1704300, at *6 (D.N.J. Apr. 19, 20E3was decided befor&pple Indeed,Unicomreliesonthe
summary judgment decisioracated by the panel ipple i.e.,Apple, Inc. v. Motorola In¢.869
F.Supp.2d 901 (N.D.lll.2012Posrer, J.,sitting by designation)in sum, because the summary
judgment evidence does not suggest that zero is ther@sdpnableoyalty for the 874 patent,
the CourtRECOMMENDS Defendants’ Damages Motion denied

3. Hughes’ Copying Motion (Dkt. 295)

Hughesseekssummary judgment that Hughes did not copyittivention claimed in the
'073 patent which, according to Huwes, should preclud&lbit from relying on copying as
objective evidence of nonobviousneSeeDkt. 295. Hughes contends Elbit has not shown
copyingof “a specific produgt id. at 5, because Shiron (Elbit's predecessor) “did not have a
product practicing the ‘073 Patent until 2003, two years after Hughes begag sedlallegedly
infringing [product],” Dkt. 324 at 1.

To establish copying, a pateatvner may present evidence that an accused infringer
replicated the patentee’s produather thanndependently develdps own productSeeWyers v.
Master Lock Cq.616 F.3d 1231, 1246 (Fed. Cir. 201Dhe patent owner need not establish that
the accused fninger copied a specific physical product emleadby an issued patertopying a
written formula or prototype is sufficient, for examphadvanced Display Systems, Inc. v. Kent

State University212 F.3d 1272, 1276 (Fed. Cir. 200@deed, an accused infringer’s efforts to



replicate a claimed invention from the disclosure in a patent or patent applitaty be sufficient.
DePuy Spine, Inc. v. Medtronic Sofamor Danek,, 1567 F.3d 1314, 1328-29 (Fed. Cir. 2009).

Consistent withhis standard, Elbit presents evidence of a presentation (albeit before the
'073 patent issued) in which Shiron showed Hughes a confidential proposal for espleigth
return link via satellite” product, similar to the written formulaAidvanced Display SyemsSee
212 F.3d at 127; Dkt. 322 at 1Blbit also presents evidence that Hughes was gendéaatljiar
with Shiron and Elbit’s products and, on one occasion in 2fdMpared Hughes’ products with
Elbit's products as part of an effort to secure a contBedDkt. 295-8 at 14.

Hughes and Elbit are competitors, which gives credence to this evigae®V/BIP, LLC
v. Kohler Co, 829 F.3d 1317, 1336 (Fed. Cir. 2016) (“The fact that a competitor copied technology
suggests it would not have been obviougdughes contendthat Elbit fails to show a nexus
between the alleged copying and the patented invention, but Elbit provides reasopgolsted
expert testimony othe matter, thuseducing the dispute to a factual one for the jury to resolve.
SeeDkt. 322;WBIP, 829 F.3d at 1336 (“Copying is a question of fact and, as with any question of
fact, the factfinder (here, the jury) was entitled to credit WBIP’s evidence over Kohlergne
Court thereforeRECOMMENDS Hughes’ Copying Motion be denied.

4. Hughes’ Willfulness Motion (Dkt. 296)

Hughesseeksummary judgment of no willfulness because Elbit “cannot point to evidence
that is sufficient, as a matter of law, to show that Hughes willfully infringegl’aserted patents.
Dkt. 296 atl. In response to Hughes’ motidBlbit highlights evidence supporting its contention
that Hughes knew the asserted patevese valid and infringed. For example, Elbit points to
evidence that its predecessor, Shiron, presented an embodiment of the '073opkiieghes

senior executives in 1997, that Hughes had knowledge of the asserted patenth throug

10



correspondence between Hugheshouse counsel and Shiron’s agent, and that Hughésiuse
counsel and senior engineers possessed claim cter@sding how Hughes’ products are
encompassed by the asserted patent cl@es, e.g.Dkt. 322 at 2-3, 6-9.

There is sufficient evidence to create a fact dispute as to Hughes’ state dbefonel
beginning the allegedly infringing condu@etermining willfulnessis afactbased endeavor.
Hughesargues that it had good faith reasons to believe that the patent dihaorhpasshe
accused systeand that the patent was invali8eeDkt. 296.Indeed Hughe$ summary judgment
motions of noninfringement provide suppfor thecontention that it was at least not clear that the
asserted patents wdbpeth valid and infringed. The Supreme Court daglained however, that
the issue of willfulness turns not on the objective reasonableness of a defermfahis,cbut on
the defendant’s subjective beliefdalo Elecs., Inc. v. Pulse Elecs., Ing36 S. Ct. 1923, 1933
(2016) (“The subjective willfulness of a patent infringer, intentional or knowing, waayant
enhanced damages, without regard to whether his infringemasnbbjectively reckless.”).

A jury might conclude fromHughes’objective evidence thatughesdid not subjectively
believe it was infringing a valid pateriee WesternGeco L.L.C. v. lon Geophysical C&37
F.3d 1358, 1363 (Fed. Cir. 2016) (even aHeaito, the objective reasonableness of the accused
infringer’s positions can still be relevant $284). ButHugheshas not offeredther summary
judgment evidenceegardingts executivessubjective beliefsGiven the state of the evidence, the
Court camot conclude that it would be unreasonable for a jury toHinghesknew theasserted
patents werevalid and infringed. The Court therefoRECOMMENDS Hughes’ Willfulness
Motion be denied

The Court isneverthelessnindful of the Supreme Courtdarificationthat case law has

channeled courts’ discretion in granting enhanced damages &128drtimiting the award of

11



such damages “to egregious cases of misconduct beyond typical infringelfado}.136 S. Ct.
at 1935. TheCourt will be in a better position after ragag the evzidence at trial to determine
whetherklbit has demonstratetielevel of willfulness necessary warrantenhanced damagés
Elbit prevails

5. Hughes’ Marking Motion (Dkt. 297)

Hughes moves for summary judgment of no-gug damagesinderthe '073 patent
because Elbiallegedly failed to comply witlthe notice requirements of the marking statute, 35
U.S.C. §287(a). Acording to Hughedjecause Elbit failed to comply with the statutemages
may only accrue from January 21, 2015, the date Elbit filed suit.

“The patent marking statute limits recoverable damages where a patentee fails hemar
patented productsPower Integrations, Inc. v. Fairchild Semiconductotliihc., 711 F.3d 1348,
1378 (Fed. Cir. 2013)ert. denied134 S. Ct. 900 (2014). “Where a patentee does not appropriately
mark her products, she may not recover damages for infringement occefiong hotice to the
infringer.” Id. The statute provides two ways to provide notice: a patentee can (1) proviale actu
notice; or (2) provide constructive noei “by affixing. . .the word ‘patent’ or the abbreviation
‘pat.’, together with the number of the patent” on patented articles sold by thtepate its
licensees. 35 U.S.C. § 287A} party that does not mark a patented article is not entitled to
damages for infringement prior to actual noticEfown Packaging Tech., Inc. v. Rexam Beverage
Can Co, 559 F.3d 1308, 1316 (Fed. Cir. 2009).

“For purposes of section 287(a), [actual] notice must be of ‘the infringement,” ndiymere
notice of the patent’'s xéstence or ownership. Actual notice requires the affirmative
communication of a specific charge of infringement by a specific accusedcpaddevice.”

Amsted Indus. Inc. v. Buckeye Steel Castings ZoF.3d 178, 187 (Fed. Cir. 1994) (quoting

12



§ 287(a). “It is irrelevant. . .whether the defendant knew of the patent or knew of his own
infringement. The correct approach to determining notice under section 287 must focus on the
action of the patentee, not the knowledge or understanding of the inftittger.

Elbit identifies sufficient summary judgment evidence to create a fact disputerning
whether Hughes had actual notice of the 073 patent and the charge of infringemenit.caylot
conclude that iLeverage’s former CEO, Uzi Aloush, providedadctotice sufficient to satisfy the
marking statute. MrAloush testified that iLeverage “had the right to act as the exclusive
worldwide agent to commercialize” the '073 patedgeDkt. 32211 at 35:2436:8. Mr. Aloush
explained that during talks with Hughes abolitanseto the '073 patent, he told Hughes that
infringed the patenSedd. at 139:2140:9.Hughes corroborates that suatkstook placehrough
an interrogatory responsgatingthat “[ijn 2008, Hughes was approachedilbgverage regding
Shiron’s patents, including U.S. Patent Nos. 6,240,073 or 7,245,874. At that time, Hughes
communicated withLeverageregarding U.S. Patent Nos. 6,240,073 or 7,245,83Kt. 32225
at 24.

Hughes’ argument in response to this evidence is tB87 & an affirmative step that must
be taken by the patentee, ahdt the iLeverage talks do not qualify because iLevetdigenot
have authority from Shiron to accuse Hughes of infringement.” Dkt. 324 at 8. To support this
argument, Hughes cites the following testimony from Moush’s deposition:

Q: You did not have any authority from Shiron to make any
accusation of patent infringement; is that correct?

A: We were brokers. We were not lawyers. It wasanoease and
desist letter. It was just an offer for sale.

Dkt. 297-8 at 156:14-157:1This testimonyhowever, does not suggest that iLeverage could not
have provided actual notice of the patent and the charge of infringement, assShgent, in a

mannersufficient to comply with the marking statute.
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If Hughes isarguingthat iLeverage would not have been considered an effective patentee
when it offered to sell the system allegedly covered by the '073 pataghes’argument is not
clear.“[l]f the patentee transfers all substantial rights under the patent, it amounts to an @ssignm
and the assignee may be deemed the effective patentee under 35 2&LGogpurposes of
holding constitutional standing to sue another for patent infringementawitshame.”See, e.g.
Sicom Sys., Ltd. v. Agilent Techs., @27 F.3d 971, 976 (Fed. Cir. 2008)follows that if an
effective patentee provides actual notice of the patenthaatharge of infringement, the marking
statutecould have been satisfiebllr. Aloush described iLeverage as Shiron’s “exclusive agent,
and Hughes has not met its summary judgment burden of establishing that iLesariageot
have been an effective patentee. A material fact issue as to the scope and extardragd’'s
agency relationship exists. If iLeverage was effectively the patentepuiggoses of standing, a
reasonablguror could concludehatiLeverage provided actual notice of the ‘073 patent and the
charge of infringementThe Court thereforckECOMMENDS Hughes’ Marking Motion be
denied

6. Motion for Summary Judgment of Noninfringement of the ‘874 Patent Dkt. 298)

Hughes moves for partisummary judgmendf nonnfringement ofclaims 25, 7-9, 11,
and 12 of the '874 pateriiughes explains that each of these claims degfema a claim requiring
“conversion between two protocols,” namely “E1” and “TCP/IP.” Dkt. 298 actording to
Hughes, “[t]he third party devices provided by Hughes do not convert to or use TQR/&HUlar
backhaul under any circumstancdd.™Instead, they use a different protocol known as UD..”
Thus, according to Hughes, “Elbit has no evidence of infringement of the dependestafiéine
'874 patent.”ld.

The Court does not agree. Both Ekband Hughes’ technical experts agteat “TCP/IP

refers to a suite of protocols that may be used to interconnect network devices onrie¢. Inte

14



SeeDkt. 321 at 56 (citing expert reports)On the basis of the summary judgment recard,
reasonable juror could therefore conclude that UDP is a member of the TCPIIR dawhithat if
the acusedproductsconvert to the UDP protocol, they are encompassed by clabng-2, 11,
and 12 of the '874 patent.

To the extent Hughes’ motion for summary judgment is based on an untimely claim
construction position regarding the meaning of “TCP/#&'that term isused in the asserted
claims,Hughes waived these arguments by not raising them e&@#er. e.g.Cent. Admixture
Pharmacy Servs., Inc. v. Advanced Cardiac Sols., B& F.3d 1347, 1356 (Fed. Cir. 2007)
(“The district court found thadefendants] waived any argument with respect to this term by
failing to raise it during the claim construction phase. We agrdetner Inv., Ltd. v. Microsoft
Corp., 632 F. Supp. 2d 627, 638 (E.D. Tex. 2009) (“Because this argument is contraryiaohe c
construction order and was not raised prior to or even following the claim constructim g liear
is waived.”),aff’d sub nomFenner Investments, Ltd. v. Microsoft CoiR69 F. App’'x 132 (Fed.
Cir. 2010).The Court thereforRECOMMENDS Hughes’ Motion for Summary Judgment of
Noninfringement of the '874 Pateb¢ denied

B. Motions to Strike or Exclude Contentionsor Opinions
1. Elbit's Motion to Strike Invalidity Opinions (Dkt. 275)

Elbit asks the Court to strike the followingo portions of DrStephen Wicker's expert
report: (1) prior art references previouslyuckby the Court because Hughes failed to disclose
the references through invalidity contentions, namely U.S. Patent No. 5,978,386 I@hi&ma
and U.S. PateMo. 7,050,456 (“Sprague”); and (2) a prior art product known as ‘Ad\sntagé

that Hughes allegedly failed to discldbeough contentionsSeeDkt. 275 at 1.
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With respect to the first portion of DwWicker’s reportHughes argues there is no dispute,
while Elbit contends otherwisddughesstatesit agrea, “it would not seek to present the
Hamalainen and Sprague references without first obtaining leave of Court” arithéhdtlbit
was not required to present an expert rebuttal for those refereness tivd Court grants Hughes
leave to assert them.” Dkt. 286 at 1. Hughes therefore suggests that “there was paodisipist
issue at the time Elbit filed its motion to strike, nor is there any dispute fbvibit’s reply brief
nonetheless explains that Hughes’ position on the Hamalainen and Sprague refereatas
clear as Hughes would have the Court believe. Dkt. 290 at 1-2.

The Court previously struck the Hamaldainen and Sprague references from 'Hughes
invalidity contentions because Hugh&sled to timely disclose thenor offer an adequate
explanation for the delaypeeDkt. 242 at 1; Dkt. 249 (Hearing Transcripthoughit is unclear
whether a disputaboutthese referencesxists, Dr.Wicker opines that claim 1 of the '874 patent
is obviousin view of a combination of references includiigmaléinen or SpragueeDkt. 275
2 at 1292, 1323l oclear the recordnd resolve any disputieat exists othatmay arisethe Court
GRANTS Elbit’'s motion as to the Hamalainen and Sprague referemSTRIKES portions of
Dr. Wicker’s report that relyon these reference® demonstrate obviousnesspecifically
paragraphs 1,118-1,268eeDkt. 275-2.

As for the second disputed portion of DNicker's report Elbit arguesDr. Wicker
introduces a new invalidity theory relying on an undisclosedoadtb Hughes’ Personal Earth
Station (“PES”) system prior artthe LANAdvantagefeature—which allegedly provided
Internetrelated functionality to the PES. Dkt. 275 a¥hile the phrase “LAMdvantagé may
not have appeared in Hughes’ invalidity contentions, Hughes disclosed that the RES8dincl

Transmission Control Protocol/InternBtotocol (TCP/IP) functionality and Hughescited the
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corresponding source codgeeDkt. 286 at 1. Elbit demands granulanityt required by the local
patentrules. Because Hughes adequately disclosed PES’s underlying functjotiedit¢ourt
DENIES Elbit's motion as to the LANdvantagdeature

2. Hughes’ Motion to Strike Infringement Contentions (Dkt. 276)

Hughes moves to strike Elbit’s infringement contentions regarding the '871t aite
failure to comply with Local Patent Rulel3 Dkt. 276 at 1. Hughes contends Elbit “invoked P.R.
3-1(g) for seven claim elements in the asserted clayasfailed to conply with P.R. 31(g)’s
requirement that source code correspondingpéaclaim element be identified 30 days after the
opposing party produces the relevant cade Local Pat. R. 3.(g) (included in Discovery Order,
Dkt. 55 at 23). Elbit arguest fully compliedwith Local Patent Rule-2’s requirements by timely
serving infringement contentions widim elemenby-element analysiandsupporting documents
and Elbit merely reserved the right to supplement these contentiordtivare limitations after
it received relevant source code

Local Patent 3.(g) has a cleapurpose. The Rule affords a party alleging infringement an
opportunity to delagompliancewith Patent Rule-3’s requiremerstfor claim elements that may
be satisfied by souramdethat has not yet been produceifter production of the source cade
the party claiming infringement must update its infringement contentions by degtihe
portions of the code thaatisfy relevant claimelementswithin 30 days.The Rule does npt
however, binda partythat refers to a claim element as a “software limitation” to later identify
corresponding source code. The Ruoierelygivesthe party a delayed option of doing $oa
party discloses how a “software limitation” is mathwut reference teource code, and the party’s
disclosureotherwise meets Local Patent Ruld’8 requirements, there may be no need to later

update infringement contentions with references to source code.
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Elbit chartedcertainsoftware limitations bydentifying documents allegedly establishing
the existence of the limitations in the accused systaithout reference teohird-party source
code.SeeDkt. 276-2.Elbit’s contentions also includebe following statement:

Pursuant to the Court’s Discovery Order (Dkt. 55) and P~Kg3
Plaintiffs state on information and belief that further evidence for
this limitation resides in the source code for the Accused

Instrumentalities. Plaintiffs reserve the right to supplement after
production of the source code foetAccused Instrumentalities.

See, e.g.id. at 7. Although Elbit reserved the right to supplement its contentions with- later
produced source code, it had no obligation to deireply because it identified claim elemeas
“software limitatios’ or becawse itbelievedat the time thafurther evidence fothoselimitations
would exist in thirdparty source cod@ecausdlbit did not violate Rule -3(g), Hughes’ motion
to strike iSDENIED.

3. Hughes’ Priority Date Motion (Dkt. 277)

Hughes moves to exclude Elbit's contention thsgerted claims of tH873 patentare
entitled to a priority date earlier than the patent’'s November 14, 1997 filiaglett No. 277 at
1. There have been prior disputes surrounding the '073 patent’s priority date aghdsHu
interrogatory question concerning priori§eeDkt. 277 at 2-4Suffice it to say that until January
2017, Elbit disclosed to Hughes and represented to the Court that the '073 patentysdateris
November 14, 199+#the filing date.ld. Elbit's position changed on January 9, 20%Hortly
before the close of fact discoveryhen Elbit disclosed to Hughes that the ‘073 pateentitled
to a priority date nine months earlier thihe filing date—February 11, 1994based on an earlier
conception and reduction to practi&=eDkt. 2772 at 911.

Elbit argues its change in position was justifi&keDkt. 288. According to Elbit, it
changed itgriority contention shortly after Hughes disclosedew prior art system based on

documents dated less than one year before the '073 patent’s filindSdated.at 1; 35 U.S.C.
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§ 102(a).Elbit also argues its new position was not untimely under Rule 26(e)(1) becaase it
disclosed within the fact discovery peri@keDkt. 288 at 1.

Hughes’ interrogatory understandably sought to commit Elbit to a prioriy @iae Local
Patent Rules encourage a party claiming infringement to identify the priaiéyfor asserted
claims early in a caseSeelocal Patent Rule -3(e). In many instances, a party claiming
infringement will possess factsupportingpriority before bringing the lawsuit. Even when
discovery rgeals arunforeseerarlier priority datethereis rarely gustifiable excuse for shiftig
a priority date contention near the end of fact discovery.

Elbit’'s change in priority date was untimely under Rule 26(e)(1) because it is uedisput
that Elbit possessed the underlying facts at least by September 2016biYdidshot update its
interogatory response until January 2017, nine days before fact discovery édosedlingly,
the question is whether Elbit's untimely disclosure is harmlgssCQ, Inc. v. TXU Min. Co.,
L.P., 565 F.3d 268, 280 (5th Cir. 200@pnsidering “(1) [the party]sexplanation for its failure
to disclose the evidence, (2) the importance of the evidence, (3) the potentialcprégufthe
opposing party] in allowing the evidence, and (4) the availability of a contindance”

Elbit does not adequately explain the delay. While Hughes may have suppleaented
invalidity contention based on prior art documents dated less than one year leefor8 thatent’s
filing date, Elbit had an incentive to trace the '073 patent’s priority date to as far back as possible
in light of other asserted prior art references allegedly made public in 3880kt. 277 at 8 n.2.
Elbit has knownabout such references since January 2Wlle Elbit's attempt to antedate a
prior art defense is undoubtedly importartie tpreudice to Hughes is gnificant. Hughes
justifiably developed invalidity positions under the assumption that the '073 patetitiedeto a

priority date no earlier than its filing datéinally, any continuance would delay trial, which is
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about a month awapeeS&W Enters.L.L.C. v. SouthTrust Bank of Ala., N.B15 F.3d 533, 537
(5th Cir. 2003) (affirming district court's refusal to grant continuance when it would
“unnecessarily delay the trial”). Elbit has therefore failed to show its digcawelation is
harmlessSeeFed. R. Civ. P. 37(c)(1) (If a party fails to provide information as required by Rule
26(e), “the party is not allowed to use that information . . . to supply evidenaea trial, unless
the failure was substantially justified or is harmless.”).

Hughes’ Priority Date Motion iISRANTED. Elbit may not present evidence or argue that
the '073 patent is entitled to a priority date earlier than its filing dateNoxember 14, 1997.
Additionally, Elbit is precluded from presenting evidence or argument that theansdisted on
the 073 patent reduced the invention to practice earlier than November 14, 1997.

4. Plaintiffs’ Motion to Strike Non -Infringing Alternatives (Dkt. 315)

Elbit asks the Courto prevent Dr. Wickeand Mr.Bakewellfrom offering opinions on
alleged noninfringing alternatives provided by iDirect, Iridium and GHaeDkt. 315.According
to Elbit, Dr.Wicker disclosed Defendants’ reliance on these noninfringing alternativenefrst
time in his March 6, 2017 rebuttal repdd. at 3. Mr. Bakewell inturn cites to DrWicker’'s
noninfringing alternatives analysis in his repdd.

Defendants do natisputethat the iDirect, Iridium and Gilat products were not disclosed
during discovery. Rather, Defendare$y on a loophole in the Federal Rules govermegponses
to interrogatoriesSeeDkt. 329 at 2Elbit servedHughes (and only Hughes) with one interrogatory
related to nonnfringing alternatives, and Hughes “respond[ed] to that interrogatory with the
information available to Hughesld. at 2. The iDirect, Iridium and Gilat products, howevare
only sold by otherDefendants, most notably BlueTidel. at 1. Hughes therefore contends

information concerning these products was not available to Hughdshexause the other
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Defendants were not served with the {igininging alternatives interrogatoripefendants were
not obligated to discloghe iDirect, Iridium and Gilat productsd. at 1-2.

The record nevertheless suggests that Huighesknowledgef at least Gilat's “SkyEdge”
product and the iDirect produ&eeDkt. 3531, 3532. Deposition testimongevealghat BlueTide
had little if any technical expertiseecessaryo understand wheth#éne products it selldo or do
not infringe the assertedaims SeeDkt. 3533 at 263:318. Defendants’ experts only state that
they relied on other experts and one ofghHes’ executives, anthere is no mention ahese
experts'reliance on BlueTide documents or withedsesny of the three productSeeDkt. 353
at 2-3.

Defendantgherefore had an obligation to disclose the allegedlyinfsimging iDirect,
Iridium and Gilat products, and they failed to do so. The question is whether the violation is
harmlessSeeFed. R. Civ. P. 37(c)(1) (If a party fails to provide information as required by Rule
26(e), “the party is not allowed to use that information . . . to supply evidenaea trial, unless
the failure was substantially justified or is harmlessé&g alsdCQ, 565 F.3d at 280 (considering
“(1) [the party’s] explanation for its failure to disclose the evidence, (2)ntiperiance of the
evidence, (3) the potential prejudice to [the opposing party] in allowing the evidaenté}) the
availability of a continuance”).

Defendants’ explanatiofor their failure to disclos¢he evidenceés simply that Elbit did
not ask each Defendant to answer the interrogaatnyut noninfringing alternativesrhat
explanation is natrediblebecausehe record suggests Hughes should be charged with knowledge
of the iDirect, Iridium and Gilkaproducts. The rules governing discovery in federal court are

designed toaccomplish full disclosure of the facts, eliminate surprise, and promote settléme
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Moore v. Ford Motor Cq.755 F.3d 802, 808 (5th Cir. 2014) (quotfagRy. Co. v. Lanhgm(3
F.2d 119, 127 (5th Cir. 1968)).

The importance of the opinions concerning the allegedly noninfringing iDirgltynr and
Gilat products is minimalDr. Wicker provideslittle detail as to how these products meet the
noninfringing alternativestandard Rather, DrWicker explains that “Elbit has not accused the
[products] of infringement and MEIbert has not provided an opiniontaghe infringement of
the [products] SeeDkt. 3153 {167-71. Such a conclusion is insufficient to establigh
noninfringing alternativeDroplets, Inc. v. Overstock.com, In€ase 2:14Xv-00401JRGRSP,
Dkt. 347 at 3 (Jan. 9, 2015 E.D. Tex.) (expert “should be precluded from making thiematsairt
[products] are noinfringing alternatives simply because [the plafiptifas not accused them of
infringement.”). The possibility that Defendantgould establish the iDirect, Iridium and Gilat
productsas noninfringing alternatives is therefore rem8teAllergan, Inc. v. Teva Pharm. USA,
Inc., No. 2:15CV-1455\WCB, 2017 WL 1512334, at *@E.D. Tex. Apr. 27, 2017(Bryson, J.,
sitting by designation) (“In determining the importance of the amendment, tmergat make a
pragmatic judgment as to the likelihood that the newly asserted defensecaded.”).

The potentihprejudiceto Elbit is significant because Defendarggperts, if limited to
their reportsat trial, would simplypresenttheir conclusionghat the iDirect, Iridium and Gilat
productsare noninfringing alternativesargely because the products have betn accused of
infringement Elbit has not had a chance to tdstunderlying meritof these conclusiorntfirough
discovery.Finally, any continuance would delay trial, which is about a month .a8&S5&W
Enters., L.L.C. v. SouthTrust Bank of Ald.A, 315 F.3d 533, 53{th Cir. 2003)(affirming
district court’s refusal to grant continuance when it wouldn&cessarily delay the trial”).

Accordingly,Plaintiffs’ Motion to Strike NorAnfringing Alternativess GRANTED.
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Elbit does not identify Wich specificportions of Defendants’ reparshould be struckit
appears thgiaragraphs 671 of Dr.Wicker’s reporinclude opinionghat he iDirect, Iridium and
Gilat productsaarenoninfringing alternatives. Accordingly, the Co8RIKES paragaphs 6771
of Dr.Wicker's March 6, 2017 reporiSeeDkt. 3153. Mr. Bakewell appears to reference
Dr. Wicker’s opinions in paragraphs 209, 214, and 357 (fifth bullet point amlig}s March 6,
2017 rebuttaldamageseport. SeeDkt. 3154. The CourthereforeSTRIKES paragraphs 209,
214, and 357 (fifth bullet point only)om Mr. Bakewell’s report

5. Hughes’ Motion to Strike Infringement Opinions (Dkt. 316)

Hughes moves to strike two theories of infringemalfégedly undisclosed until Elbit
served is expert reports: (1) functionality and source code in Hughes’ accused HN/HXtgroduc
allegedly corresponding to the “switching means” claim limitation; andg®)ions regarding
transmitter structure allegedly corresponding to the “first communicatiamsi®kt. 316 at 1
2.

With respect to the first theory, Hughes arg&shard Goodits infringement report
“marks the first instance of Elbit identifying that the HN/HX systenréopemed a comparison of
an amounbf data to the size of an Aloha burst agentifying that such functionality satisfied the
‘switching means’claim limitation? Id. at 7. Elbit's December 2015 Contentions, however,
disclose theelationship between the Aloha burst dhdamount ofdata that can be transmitted
“If the Aloha logical channels are configured to be large enough, the remote terminal aialg be
to send a complete transaction within the Aloha burst, depending on the appli&eedkt. 337
at 3 (quoting P.R. 3-1 Contentions).

Hughes argues this disclosusanstificient to provide notice of the theory as it relates to

the “switching means” element because, accordimfuighes, this disclosure relatesa different

23



“means for switching’element.SeeDkt. 356 at 2.The claim limitation, however, recites a
“switching means compris[ing] means for switchin§éeDkt. 363 at 1Elbit's December 2015
Contentionghereforeprovideadequate notice of the “switching meatisorydescribed in Mr.
Elbert’'s expert report.

Hughes also complainghat Elbit did not disclose the specific lines of source code
underlyingElbit's expert reportsi.e., that Elbit “abandoned” the original source code citats in
contentions in favor of new source co@eeDkt. 316 at 1.Elbit cites grsuasive authority
however, explaininghat as long as an infringement theory is adequately disclosed, every
underlying item of proof (such as source code) does not need to be displosedkdthe notice
purpose of the local patent rulisssatisfiedthrough a disclosure of an infringement the@ge
Adobe Sys. Inc. v. Wowza Media S\e. 12CV-02243JST, 2014 WL 709865, at *16 (N.D. Cal.
Feb. 23, 2014).

More important, howeveMr. Goodintestified during his deposition thide functionality

of thesource codeitedin his report is consistemtith the source code cited in Elbit’s infringement
contentionsSeeDkt. 3374 at 123:1623. According to Mr.Goodin, he chose the source code cited
in his report simply because “it was just in one place in two functions versus beritguthst a
little more, you know, across multiple files or across multiple areas of a sindlédilat 123:4-
17. Finally,Hugheshas articulatedts substantive disagreements with [@ioodin’s theory &nd
movedfor summary judgment on that theosgeDkt. 291)suggestingany prejudice is minimal.
See SSL Services, LLC v. Cisco Sys., ase No. 2:16v-433-JRGRSP (E.D. Tex. Feb. 24,
2016).

The remaining prejudice Hughes identifies does not persuade the Court thescanery

violation that may have occurred warracwsrection Hughes contends thi&iit had been on notice
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of Elbit's new “switching meanstheory, it could have identified comparable source code in the
Aloha processor module in its prior art Personal Earth Station syStesmkt. 316 at 10. Hughes
wasaware of theCourt’s claim constructionwhen it developed its invalidity positiphoweve,
and Hughes knew as much about the scope of the claims as Elbit did. ldisghlesdthe source
code for the Personal Earth Station syst8ee idlt is not cleawhy Elbit’s infringement theory
shouldmatchHughes’invalidity theory Hughes’ motion as to the “switching means” theory is
thereforeDENIED .

With respect to the second allegedly undisclosed th#wy;ourt determined during claim
construction that the “first communication means” recited in the '073 patensdigoverned by
8112, 16 and that the corresponding structure is “the random access transmittercéeddeapi

Figure 5 in its entirety.SeeDkt. 208 at 11, 14.
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Hughes argues that Elbit’s infringement contentions “did not map the structuréiedentthe

Court’s claim construction order (‘Figure 5 in its entirety’) to any Hsghreduct structure.” Dkt.
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316 at 12. Rathesccordig to HughesElbit's infringement contentions “identify only a ‘High
Level Inroute IpoS Diagram” with “no discussion of the depicted components, or how ey o
components in this higlevel figure correspond to the required structure for the ‘first
comnunication means.’Td.

Local Patent Rule-3(c) requires a party allegirigfringementto identify “whereeach
element of each asserted claim is found within each Accused Instrumeimtalitging for each
element that such party contends is governed by 35 U.312(8), the identity of the structure(s),
act(s), or material(s) in the Accused Instrumentality that performs theecafunction.”
Consistent with that standard, Elbit's contentions identify a diagtepictinga number of
structuralcomponets, including an encoder, scrambland “16-bit CRC,” among othersSee
Dkt. 337 at 8 (citing P.R.-3 Contentions)Hughes’ argument is simply that more detail or
explanation should have been included, but “the preparation and supplementation oheininge
contentions is a matter of pleading and merely notifies a defendant of theechsbepries of
infringement in order to provide adequate notice and streamline disco8egRealtime Data,
LLC v. Packeteer, IncNo. 6:08CV144, 2009 WL 2590101, at *5 (E.D. Tex. Aug. 18, 2009).

To the extent Hughes’ argument rests on the assumption that a party allegnggemént
must map each structural component corresponding to a “means” limitation to an accused
component, the Court disagrethsit such a requirement exist$he individual components, if
any, of an overall structure that corresponds to the claimed function are noticldatidns.”
Odetics, Inc. v. Storage Technology Corf85 F.3d 1259, 135(Fed. Cir. 1999)“Rather, the
claim limitation is the overall structure corresponding to the claimed functios. i$hwhy
structures with different numbers of parts may still be equivalent uridi2,916, thereby meeting

the claim limitation.”ld.
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It is true, as Hughes points odihat the Court rejected Elbit's argument during claim
constructiorthat Figure 5 without any sutbmponentgan “empty box” as Hughes characterizes
it) could constitute structure correspondinghe “first communication mearisSee Dkt. 208 at
14. But it is unclear how this should affect Hughes’ infringement contentiorvghat decision
Elbit should be “forced to live with,8eeDkt. 316 at 11Elbit unsuccessfullyargued for a broad
category of structure corresponding to the “first communication meatist’i&€ not thereafter
precluded from detailing how components in a diagramisclosed through infringement
contentiongorrespond to the structure of the “first communication mé&hsghes’ motion as to
the “first communication means” theory is therefDEeNIED .

C. Daubert Motions

Both Elbit and Defendants challengach otherséxperttestimonyunder Federal Rule of
Evidence 702When evaluating a party’s challenge to an opponent’s expert witness, the Court
assumes the role of gatekeeper to ensure the reliability and relevance of the ¢xgt@ariony.
Daubert v. Merrell Dow Pharm., Inc509 U.S. 579, 597 (199Fumho Tire Co. v. Carmichael
526 U.S. 137, 150 (1999). Rule 702 guides the inquiry, specifying that a qualified exgert ma
testify as long as his opinion will aid the fact finder and is reliable, i.e., toapnust stand on
sufficient data, reliable methods, and thets of the case&eeDaubert 509 U.S. at 590; Fed. R.
Evid. 702(a)(d); see alsiMicro Chem., Inc. v. Lextron, In817 F.3d 1387, 1391 (Fed. Cir. 2003)
(“In 2000, Rule 702 was amended in respondeaobertand cases applying it.”).

1. Elbit’s Infringement Expert Motion (Dkt. 312)

Elbit moves to exclude four portions of Wicker's testimony. First, Elbit argues

Dr. Wicker's opinions that the PES prior art system anticipates the ‘073 petamis are

unreliable because DWicker allegedly concedes tRESsystemdoes notncludeevery element
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of the asserted claim&lbit's complaint appears to be that WVicker's opinions rely on a
comparison between the accused products and the prior art PES system.

With respect to the claiméfirst communicationsneans’ Dr. Wicker includes opinions
that rest on a factual analysis of the alldggdior PES systenas compared to the asserted claims.
SeeDkt. 3272 1 230.The same is true for the claimed “second communication megesid.

1 248 While Dr. Wicker’s report does make comparisons between the PES system and the accused
products, there is enougtandalonéactual basis for DAWicker’s opinions to withstand exclusion

under Rule 702See Verizon Servs. Corp. v. Cox Fibernet Virgima,, 1602 F.3d 1325, 1339

(Fed. Cir. 2010) (“[A] reasonable jury could conclude, based on evidence in the record aaie separ
and apart from any alleged ‘practicing the prior art’ argument, that ther&eR@atents were
invalid.”).

Second, Elbit argues DWicker’s invalidity opinions are unreliable because \Dicker
used the broadest reasonable construction for a claimrtermanner thas inconsistent with the
Phillips standardSeeDkt. 312 at 1Elbit's objectionis based on a tymwaphical erroor oversight
in Dr. Wicker’s report. DrWicker clarifiedin depositiorthat he “was using what one of ordinary
skill at the time of the invention would have understood the claims to mean, which wouldibe wit
the broadest reasonable interpretation, wbitld be narrower than thaSeeDkt. 3273 at 430:3
8. Dr. Wicker will not be permitted to testiffabout a claim term’s broadest reasonable
interpretation, regardless of what is his expert report says, and it do@peat that he intends
do so.

Third, Elbit contends DiWicker’s opinions describingioninfringing alternativeshould
be excluded According to Elbit, DrWicker provided no factual basis or analysis fos

noninfringing alternativeepinions.SeeDkt. 312 at 12. HughescontendgshatDr. Wicker intends
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to supporthis opinionsat trial by pointing to testimony from live fact withessbs. Wicker cites
relevant deposition testimony in his report, and ther® dispute thatin expert mayely on fact
testimonypresented at triaFor these reasons, Elbit's Infringement Expert MotioBENIED
(Subject to the Court’s ruling oRlaintiffs’ Motion to Strike Nornfringing Alternatives Dkt.
315).

2. Hughes’ Motion to Exclude Patent Office Expert TestimonyDkt. 313)

Hughes asks th€ourt to exclude certain opinions of Elbit's patent office practice and
procedure experStephen Kunin, because Hughes contdhdssome of hisopinions aré'not
relevant to any issue in the case angbased on unreliable methodologieBkt. 313 at 1First,
Hughesargues‘Mr. Kunin improperly opines regarding [the prosecuting attorney’s] supposed
state of mind and knowledge of the '073 patent, and action®Islstrik must have taken in
responding to an office actiond.

Mr. Kunin’s testimony emphasizes that Elbit073 patent was cited as prior art to one of
Hughes’ patent applicationSee, e.g.Dkt. 3131 1137-48.Mr. Kunin includesananalysis of the
prosecution of Hughes’ patent application, including Kirnin’s assertion that the prosecuting
attorney, “in order to distinguish [the 073 patent] disclosure from the limitatset forth in the
then pending claims of the "755 application,” “would have had to review the '073 patemsich
the conclusion that it ‘does not teach or suggest the feature of a network contesl. clustid.

1 44.

Whatever relevance this testimony might have, the Court agrees with Hinghebke
testimony does not satisfy tHeaubertstandard. MrKunin does not have personal knowledge of
what Hughes’ prosecuting attorney may or may not meoessarilydone toprosecute Hughes’

patent applicatiorSee Daubertc09 U.S. at 599, 113 S.Ct. 2786 (requinngre than “subjective
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belief or unsupported speculation” from expert testimoNgy would Mr.Kunin’s testimony be
relevant or helpful to the trier of fa@eeDaubert 509 U.S. at 595 (trial court must ensure “that
an expert’s testimony both rests ome#iable foundation and is relevant to the task at hand”).
Accordingly, Mr. Kunin will not be permitted to testify about whdtighes’prosecuting attorney
“would have had to reviewas part ofprosecuting Hughes’ patent applicati@eeDkt. 3131
1944, 45, 48.

Second, Hughes contends Munin’s opinion that the '073 patent is “foundational”
should be exclude&eeDkt. 313 at 22. Mr. Kunin characterizes the ‘073 patent as “foundational”
because the patent was cited as prior art during the proseotitianleast three Hughes patent

applications,” “has been applied by the Examiners as anticipatory prtorthgn pending claims
in at least the '755 Hughes patent application,” and has been cited “in 52 Unitesi#iiznts.”
Dkt. 3131 1Y 55-56. hese factsaccording to MrKunin “is an indicator of the foundational
nature of a patentld.  58.

The Court agrees with Hughes thdt. Kunin’s testimony does not meet tiaubert
standardMr. Kunin cites two studies reporting the mean and median number of patent citations,
and Mr. Kunin compares these mean and median citation numbers with the number didimes t
'073 patent has been cite@ven assuming these studieempel a statistically significant
conclusion,it is not clear how the nuper of times a patent is cited rendehe patent
“foundational.” SeeDkt. 3131 62 n. 12. Indeed, MKunin’s testimony suggests that a patent
may be cited by Examinensorefrequently ifthe patent haa “a large omnibus specificatiorid.

1 59.An omnibusspecification of courshas nothing to do with the technical merits of a patent

specification or the patentability of its clain®e Sundance, Inv. v. DeMonte Fabricating,Ltd.

550 F.3d 1356, 1361-62 (Fed. Cir. 2008) (reversimad courtfor erroreously permitting a patent
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prosecution expert to testify on the teclahioerits of a patent in suitMoreover, the term
“foundational” is rot clearly defined by MrKunin and thus unhelpful to the jury.

Nor is it clear what relevance, if any, Mfunin’'s testimony about the supposedly
foundational nature of the '073 patdrats to the questions the jury will be required to res@ee.
Daubert 509 U.S. at 595 (trial court must ensure “that an exgestanony both rests on a reliable
foundation and is relevant to the task at hand”). In sum, Mr. Kunin’s testimony about the
foundational nature of the '073 patent lwilot assist the trier of facSee id.Accordingly,
Mr. Kunin’s testimonybased on paragphs 55 through 62 dfis expertreportis excluded See
Dkt. 3131. 2. 2. Hughes’ Motion to Exclude Patent Office Expert Testimasytherefore
GRANTED.

3. Defendants’ Motion to Exclude Damages Expert Testimony (Dkt. 314)

Hughes moves to excludmpinions byElbit's expert,Mr. Martinez related to: (1) his
royalty analysis for the ‘073 Patent that relies an allegedlynon-comparable settlement
agreement anfails to apportiorvalueto the claimed invention; (2) his lost profits analysis for the
‘073 patenthatallegedly faisto consider nofinfringing alternatives; and (8)isdamages opinion
with respect to thi874 patent in view of his failure to separately calculate damages for this patent.
SeeDkt. 314.

The parties’ arguments about Niartinez’s roydty and apportionment analysis dess
about reliability and more about credibility, i.e., they raise questmmihe juryto resolve The
parties do not dispute that the patentsuit have not been licensed befobkt. 331 at 23.

Mr. Martinez opines that the Gilat license is comparab¥ile Hughes’ expert opines that the

Caltech license is comparabld.
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The Gilat License resulefrom a lawsuit Hughes broughgainst a competitor in the
satellite communication industry for infringing patemelated toHughes’ onewvay DirecPC
systems, i.e., technology that preceded Hughes’ allegedly infringmgvay systemsDkt. 331
1 711207-39.Defendants highlight differences between the Gilat License and the hypaltheti
negotiation involving the patés4in-suit, butcomparabldicenses need not eentical as long as
they are'sufficiently comparable to thkeypothetical license at issue in suitticent Techs., Inc.

v. Gateways, In¢c580 F.3d 1301, 1328,32830 (Fed. Cir. 2009)An expertmay rely on past
licenses involving different technology as long as the eXjexounis] for differences in the
technologies and economiacumstances of the contracting partiééirnetx, Inc. v. Cisco Sys.,
Inc., 767 F.3d 1308, 133@Fed. Cir. 2014)Mr. Martinez’s report adequately accounts for such
differencesSeeDkt. 331-111207-39.

Moreover,Mr. Martinez’s explanation of the differences between the accused technology
and thetechnology subject to the Gilat license adequatebpounts for his apportionment tbie
value of thepatentsin-suit. Seeid. 11208224, 228235, 238239, 267273. “[E]stimating a
reasonable royalty and apportionment is never an exact science. At some leymramest be
allowed to rely on and use his or her judgment, provided the opinion is suppgrfacts and
data.”PerdiemCo, LLC v. Industrack LL.Glo. 2:15CV-726-JRGRSP, 2016 WL 6611488, at *3
(E.D. Tex. Nov. 9, 2016Mr. Martinez’sopinion is not so opaque as to be immune from rigorous
crossexamination, the “traditional and appropriate negeanh attacking shaky but admissible
evidence."SeeDaubert 509 U.S. at 596.

Hughes’ objection to MiMartinez'’s lost profits opinion is based on Mtartinez’s alleged
failure to consider noninfringing alternativedee e.g, Dkt. 314 at 45. The partiesarguments

concerning lost profits reveal a complex disagreement about what is requisthblish lost
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profits. Mr. Martinez’s opinion accounts for the existeiacel effecof noninfringing alternatives
assuming those alternatives ex{sthich isa factualdispute for the jury to resolve) by conducting
a market share apportionment analySieeDkt. 3311 11276-92.Mr. Martinez’s report also
accountdor the possibility that certain alternativa® not satisfactonyoninfringingalternatives
SeeDkt. 331-111161-77.

Mr. Martinez’sopinionis consistentvith Federal Circuit authority. Indeed, as the Federal
Circuit explained inState Indus., Inc. v. Mdflo Industries Inc. calculating lost profits in a
multiple-competitorenvironmentis difficult, but not impossible:

Frequently, the patent owner and infringer are the only suppliers in
the market, and the owner is seeking to recover profits lost through
every sale made by the infringer. In the t8upplier market, it is
reasonable to assume, provided the patent owner has the
manufacturing and marketing capabilities, that it would have made
the infringe’s sales. In these instances, Banduittest is usually
straightforward and dispositive.

Here we have multiple competitors and the patent oworetends

that all the competitors infringed or sold a far less preferable
alternative—fiberglass. The district court made the absence of
acceptable substitutéd3anduititem (2), a neutral factor by crediting

all the other competitors with their market stsaas State requested.

If the court is correct in its finding that the other competitors were
likely infringers of one or the other of Stasepatents, State would
have been entitled to their shares of the market on top of its own,
and a correspatingly greater share of Meflo’s sales. If it is
wrong in whole or in part, State would have been entitled to its
current share or to a lesser increase in share. We need not decide
which it is because it would make no difference to the outcome.
State would get aleast what it asked for, because as discussed
further below the district court found, and agree, that State’
share of the market was proven.

883 F.2d 1573, 1578 (Fed. Cir. 1989) (citations omitddause MrMartinez’s opinion is based
on a market siareapproachsimilar to thatdescribed inMor-Flo, the opinion does notiolate

Daubertand Rule 702.
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Hughes’ complaint with MriMartinez’s opinion concerning compensation for the alleged
infringement of the '874 patent is based on MartineZs lack of a separate royalgpinion for
the 874 patentSeeDkt. 294; Dkt. 314 at 145. Hughes fails to adequately demonstrate why
Mr. Martinez’s opinion that the parties would have engaged in a single hypothetoéiatien
for both asserted patents unreliable simpl because the '874 patent had not yet issued.
Mr. Martinez’s opinionssatisfythe Daubert standardSee, e.g.ComcastiP Holdings | LLC v.
Sprint Commc’ns Co., L.P850 F.3d 1302 (Fed. Cir. 2017) (“[aypothetical negotiation in 2006
would include each of the asserted patents, even if they ikgeedand the resulting negotiation
would include the fact that two of the patents issued latéof)these reasondefendants’ Motion
to Exclude Damages Expert TestimosyDENIED.

4. Elbit's Motion to Exclude Damages Eypert Testimony (Dkt. 319)

Elbit asks the Court to strike five portions of Makewell’s report, namely opinions
concerning: (1) “standard essential patents” (SEPs) and the related requit@iterise such
patents orfair, reasonable, and nondiscriminatory (FRAND) terms because, accooditibit,
the assertegatents are not SEPs and Elbit is under no FRAND obligations; (2) market@pproa
royalty calculations based on a valuation by third party iLeverage; (Begedly arbitrary royalty
baseline; (4) third party patent licenses that Béakewell allegedlyfails to establish are
comparable; and (5) nanfringing alternatives for which MiBakewell allegedly cites no
evidence of their availability at the time diethypothetical negotiatio®eeDkt. 319.

The Court concludes that Elbit's objections to Bakewell’'s opinions go more toward
the weighiof his testimony than to its admissibilitylith respect to MrBakewell’'s SEP opinions
the parties dispute whether the patantsuit, notably the '073 patent, are SENs. Bakewell

contendsat leasthe '073 patent is a SEP because it includes a claim thadgssarilynfringed”
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by a system that utilizes technology incorporated inédPoS standardSeeDkt. 346 at 1Elbit
emphasizes the lack of noninfringing alternatives for the accused Hughestprh@dtipractice

the IPoS standard, and thus Bakewell’'s SEP analysis &t least supported by the possible
conclusion that the '073 patent is essential to the IPoS star8&dn re Innovatio IP Ventures,
LLC Patent Litig, 956 F. Supp. 2d 925, 939 n.5 (N.D. lll. 2013) (“If there are no commercially
and technically feasiblaoninfringing alternatives, a claim is necessary. Similarly, if a claim is
necessary, it means ttibere are no feasible alternatives with which to implement the standard.”).
Elbit argues MrBakewell's discussions of FRAND obligations would confuse the juuy this
argument goes more to whether his testimony should be excluded under Rule 403, not Rule 702.
Crossexamination is thétraditional and appropriate means of attacking shaky but admissible
evidence."SeeDaubert 509 U.S. at 596.

Elbit's objection to Mr. Bakewell's reliance on the iLeverage vabmais more of a
disagreemenaboutthe reasonableness of Mr. Bakewellauation.Mr. Bakewell’s iLeverage
valuation opinions are not smreliableas to warrant exclusion undeaubertand Rule 702There
are numerous factual disputes underlying Bakewell’'s iLeverage valuatiorseeDkt. 346 at 4
7, andElbit’s objection goes to the weight of MBakewell’s testimonynot its admissibilitySee
Robocast, Inc. v. Microsoft CorgNo. 1061055RGA, 2014 WL202399, *2-3 (D. Del. January
16, 2014) decliningto exclude valuation relied updoy expertbecause “it is up to the jury to
determine the weight accorded the valuation”).

Similarly, Elbit disagrees withMr. Bakewell's royalty baselinehis reliance onthe
allegedly comparable Caltech licensand hisdiscussion of noninfringing alternativebut
Mr. Bakewell’'s economic analysis is sufficiently detailed to avoid exclusionrubaigbert As

for theroyalty baseline, Mr. Bakewell provides a range of values derived from eaaboalysis,
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see, e.g.Dkt. 3461 11358, 364, 368, 486, 48&nd this range can be tested through eross
examinationSee Summit6, LLC v. Samsung Elecs. Co., B F.3d 1283, 1299 (Fed. Cir. 2015)
(“[Dlisputes over the expert’s credibility or over the accuracy of the wyidgrfacts are for the
jury”). As for the Caltech license, the real dispute is whether the license is sufficiemibarable,
andthus theweight of Mr.Bakewell's testimonys at issugat least when th€ourt issatisfied

that theallegedly comparable licendearsa sufficient technological relationship the patented
technology as is the case hei®ee Ericsson, Inc. v.-Dink Sys., In¢.773 F.3d 1201, 1227 (Fed.
Cir. 2014) (“[T]hat a license is not perfectly analogous generally goes to the weight of the
evidence, not its admissibility.”).

Finally, as for Mr.Bakewell's discussion of noninfringing alternativédse dispute is one
that will be resolved by the jury when they determine which alternatives, if any, areatglequ
noninfringing substitutesand what affect that may have on any damages asse@®kt. 3461
1203, 358, subject to the Court’s ruling on Plaintiff’s Motion to StrikedNdringing Alternatives
(Dkt. 315). For these reasons, Elbit's Motion to Exclude Bges Expert Testimony BENIED.

D. Defendants’ Motionsto Transfer and Stay (Dkts. 372 and 373)

Hughesand BlueTide move to transfirecase under 28 U.S.C1806(a), contending that
venue is improper in this district in view of the Supreme Court’s recent aleamsT C Heartland
LLC v. Kraft FoodsGroupBrands LLG 137 S. Ct. 15142017)—a decision that reaffirmed the
Supreme Court’'s 1957 holding that 28 U.S.C480(b) is the “sole and exclusive provision
controlling venue in patent infringement actionS&eFourco Glass Co. v. Transmirra Prod
Corp, 353 U.S. 222, 2291C Heartlandclarified that venue is proper unded£00(b) “in the
judicial district where the defendant resides, or where the defendant has teamaciis of

infringement and has a regular and established place of business,” and trat thedides” refers
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“only to the State of incorporationTC Heartland 137 S. Ct. at 1521. Hughes and BlueTide
contend they are not incorporated in Texas and have no regular and established placessf busine
in the district.Elbit disputes whethddughes waiveabjections to venue and wheth@nueover
Hughesis properon the meritsSeeDkt. 386. The Court need not address the merits because
Hughesand BueTidewaivedtheir venuedefense or objection to venue under Federal Rules of
Civil Procedure 12(g)(2) and 12(h)(1)(A).
1. RelevantProcedural Background

In response to Elbit’s initial complaint, Hughes filed a motion to dismiss under Rule
12(b)(6), asking the Court to dismiss Elbit’s claims for willful patent infringenfeeDkt. 22.
Hughes made no assertion that venue was impr8perid.Hughes renewed its motion on April
20, 2015, and again on December 14, 2015, in response to Elbit's amended congaeaibks.
34; Dkt. 69. Hughes’ renewed motions made no claim of improper venue. In Hughest émsw
the complaint filed on April3, 2016, Hughes stated that it “does not contest that venue is proper
for Hughes in this District” but that Hughes “reserves the right to contdsteahae is proper in
this District based om re TC HeartlangdCase No. 18105, currently pending befotiee Federal
Circuit. . ..” Dkt. 110 at 3. Hughes later filed a sealed document requesting transfer under 28
U.S.C. 81404(a), arguing that venue would be more convenient in the District of Marfdaad.
Dkt. 130 at 5. Notably, the sealed document makes no mention of transfer 14@&(&), which
is the appropriate provision for requesting transfer of a case “laying venue inotig adwision

or district.” See§ 1406(a).

1 Elbit responded to Defendants’ motitm transferby stating it does not oppose “the Court
dismissing the action against BlueTide on venue grounds at this time.” Dkt. 386 at lourhe C
declines to do so without a joint motitm dismissBlueTide Elbit also requests “that the Court
exercise its powertdismiss Country Home under Rule 41(a)(29."at 1 n.1. The Court will
consider Elbit’s request if Elbdr the parties fila motionto dismis Country Home.
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For its part, BlueTide filed a motion to dismiss for improper venue on March 16, 20
acknowledging the existing Federal Circuit precedent holding tHe89%(c) supplements
§ 1400(b), and thus, according to that Circuit precedent, venue is proper in a patent case where a
defendant is subject to personal jurisdicti8aeVE Holding Corp. v. Johnson Gas Appliance,Co.
917 F.2d 1574, 1584 (Fed. Cir. 1990). Indeed, BlueTide stated in its motion that “[a] corporate
defendant is deemed to reside for purposes of venue ‘in any judicial distridtich wuch
defendant is subject to the cougtsrsonal jurisdiction with respect to the civil action in question.”
Dkt. 23 at 2 (quoting 8391(c)(2)). The remainder of BlueTide’'s motion assum&3%.(c)(2)
applied to this case and to patent cases generally. BlueTide’s objection wasdlabednthe
argument that this district did not have personal jurisdiction over BlueTiden{agsthe district
was a state underi891(c)(2)).Seeid. at 39. The same assumption held in BlueTide’'s second
and third motions to dismiss for improper venue filed on April 20, 2015, and on December 14,
2015, both in response to Elbit's amended complag#eDkt. 35 at 3; Dkt. 67 at 3. In BlueTide’s
answer iled on April 13, 2016, BlueTide again denied that venue is proper, but for the first time
stated that it “reserves the right to contest that venue is proper in thistuased onn re TC
Heartland Case No. 16-0105, currently pending before the Bé@arcuit.” SeeDkt. 111  10.

In sum, neither Hughes nor BlueTide affirmatively sought dismissalrsfénabecause of
the lack of “resid[ence]” or the lack of a “regular and established place of busumessr
§ 1400(b) as interpreted Hyourco 353 U.S. at 229, until June 3, 26%léss than two months
from trial. SeeDkt. 351 (Docket Control Order); Dkt. 372.

2. Waiver of Venue Defense
“A party waives any defense listed in Rule 12(bY®)by . . .omitting it from a motion in

the circumstances describa Rule 12(g)(2).” Fed. R. Civ. P. 12(h)(1)(A). Under Rule 12(g)(2),
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“a party that makes a motion under this rule must not make another motion under thisinge ra
a defense or objection that was available to the party but omitted from its eati@n.fmules
12(h)(2) and (3) exempt certain defenses from Rule 12(g)(2)’s consolidationeragoty
including “[f]ailure to state a claim upon which relief can be granted,” faifto join a person
required by Rule 19(b),” failure “state a legal defense to a claim,” and lack of soigtet
jurisdiction. See, e.gNationwide BiWeekly Admin., Inc. v. Belo Corp12 F.3d 137, 141 (5th
Cir. 2007) (discussing Rule 12(h)(2)’s exemption of a motion for failure to staaevafobm Rule
12(g)’s consolidation requirementgee alsoDoe v. ColumbigBrazoria Indep. Sch. Dist. by &
through Bd. of Trustee855 F.3d 681, 687 (5th Cir. 201Rule 12(g)(2) does not exempt a venue
defense or objection to venue under Rule 12(bX8% Albany Ins. Co. v. Almacenadora Somex,
S.A, 5 F.3d 907, 909 (5th Cir. 1993).

Thus, by filing a motion to dismiss for failure to state a claim under Rule 12@n)b)
omitting its venue defense, Hughes waived the defelassuming that defense “was available”
to Hughes at the tim&eeFed. R. Civ. P. 12(g)(2), 12(h)(1)(ARule 12(g)(2) (and by extension
Rule 12(h)(1)(A)) appliesnly to defenses or objections that were “available to the party.” Fed. R.
Civ. P. 12(g)(2). Consistent with the text of the Rule and its applicabilityvlédle” defenses
and objections, courts in th@rcuit recognize that waiver under Rule 12(h)(1)(A) does not apply
to personal defenses that were unavailable to the party when waiver would havésether
occurredSee, e.gPeacock v. Ins. & Bonds Agey of Texas, PLLONo. 3:12€V-1710-D, 2012
WL 3702920, at *1 (N.D. Tex. Aug. 28, 2012).

Hughesand BlueTide argue the defense was unavailable bedatigdeartlandis an
intervening change in lavbkt. 372 at 14 n.4citing Holzsager v. Valley Hop646 F.2d 792, 796

(2d Cir. 1981). The Court need not reach Defenddarasgument that a change in law constitutes
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an exception to waiver under Rule 12(h)(1)(A) becaihse Supreme Court’s decision TC
Heartlanddoes not qualifyFourcowas decided in 1957. While the Federal Circuit’s decision in
VE Holdingwas inconsistent witt-ourco, the Federal Circuit cannot overturn Supreme Court
precedentSee Thurston Motor Lines. Inc. v. Jordan K. Rand,, 460 U.S. 533, 535 (1983)
(“Needless to say, only this Court may overrule one of its precedeAs Ghe court in the Eastern
District of Virginia concluded, TC Heartlanddoes not qualify for the intervening law exception
to waiver because it merely affirms the viabilityrafurca” Cobalt Boats, LLC v. Sea Ray Boats,
Inc., No. 2:15€V-21, 2017 WL 2556679, at *3 (E.D. Va. June 7, 2(11.7).

Hughes arguest was well known that any motion underl80(b) suggesting that proper
venue required either incorporation within the state of Texas or ‘a regulartahtisbed place of
business’ by the defendant would be viewed as meritless.” Dkt. 372 at Wihilésuch a motion
might have beerviewed as meritless in a lower couttat does not change tharshreality that
Hugheswould have ultimately succeeded convincing the Supreme Coud reaffirm Fourca
just as the petitioner iTC Heartlanddid. See Cobalt Boat2017 WL 2556679, at *3. The
Supeme Court’s decision inC Heartlanddoes not exempt Hughes from the waiver that occurred
when Hughes left the venue defense out of its motion to dismiss for failure ta statm.See
Fed. R. Civ. P. 12(g)(2), 12(h)(1)(A).

Furthermore Hughes waive its venue defense in its answer to Elbit's complaint filed on
April 13, 2016, by stating that it “does not contest that venue is proper for Hughes in this

District . . ..” SeeDkt. 110 at 3. Hughes has “fallen victim to the wsadttled rule that a paris

2 After the decision inCobalt Boats the defendant petitioned for writ of mandamus, and the
Federal Circuit denied the petition “[ulnder the circumstances” and “on the dxial 8fover
Judge Newman'’s disserBeeln re Sea Ray Boats, In€Case No. 2017124, Dkt. 15, Slip Op. at

2 (Fed. Cir. June 9, 2017). This Court confronts similar circumstances with trial on trenhoriz
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bound by what it states in its pleadingS8e Soo Line R. Co. v. St. Louis Sw. Ry, 125 F.3d
481, 483 (7th Cir. 1997kee alsdSunday Riley Modern Skin Care, L.L.C. v. Maééa. CIV.A.
H-12-1650, 2014 WL 722870, at *6 (S.D. Tex. Feb. 20, 20Hdighes argues that Defendants
“each expressly reserved their rights to challenge venue in the E®dreartlandchanged the
law,” seeDkt. 372 at 14 n.4; Dkt. 110 at 3, but a defendant cannot state that it does not dispute
venue while reserving the allito later contest it. To conclude otherwise would underrtiae
purpose of Rule 12(g) and (h) to promeféiciency and finality See Tiernan v. Dunr295 F.
Supp. 1253, 1256 (D.R.I. 1969) (“To permit this defense to be raised now would undermine the
very purpose of Rule 12(g), (h), which is the avoidance of-tamsuming, pieceneal litigation
of pretrial motions.”). A party’s conduct in the course of a proceeding can justify weesr
when the requirements of Rule 12(h)(1) are not satisBed.e.g, Yeldell v. Tutt913 F.2d 533,
539 (8th Cir. 1990(“A delay in challenging personal jurisdictitsy motion to dismidsas resulted
in waiver, even where, as here, the defense was asserted in a timely answer.”)igesapleds.

Unlike Hughes, BlueTide has consistently denied that venue is proper in thet,chsiti
BlueTide has filed three motions articulating its argumesgeDkts. 23, 35, 67. Yet in each of
these motions, BlueTide acknowledged the applicability B83%l(c) to patent cases, a positio
that is not and never was controlling Supreme Court law, at least not sineed@®withstanding
the fact that lower courtway have beebound byWE Holding SeeTC Heartland 137 S. Ct. at
1520 (“InFourcq, this Court definitively and unambiguously held that the word ‘reside[nce]’ in
§ 1400(b) has a particular meaning as applied to domestic corporations:dtafeto the State
of incorporation.”).

By filing motions to dismiss for improper venue and omitting its objection to venue under

§ 1400(b)—as that povision was interpreted biyourco—BlueTide waived its objection under
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Rule 12(g)(2) and 12(h)(1)(ARlueTide raised thdefens@f improper venue, but Rule 12(g)(2)’'s
consolidation requirement, and hence Rule 12(h)(1)(A) waiver, is not limited toexsdefThe
Rule requires a party to include “a defeos@bjectionthat was available to the party.” Fed. R.
Civ. P. 12(9)(2) (emphasis addesgge als®lbany Ins. Cq.5 F.3d at 909-10 (applying waiver to
an available venuebjectionomitted from a priomotion to dismiss for improper venué)a party
can preserve any objection to venue by simply raising a \a@faase-regardless of thebjection
underlying that defensethen the word “objection” in Rule 12(g)(2) would seperfluous
“[Clourts ‘must giwe effect, if possible, to every clause and word of a statuse&’ Loughrin v.
United States134 S. Ct. 2384, 2390 (2014) (citation omittd8lueTide’'s venue objection is
therefore waived.

Hughes and BlueTide move to transfet&6, which applies dnto caseslaying venue
in the wrong division or district Hughes and BlueTidevaived their objections to venugSee
§ 1406(b) (“Nothing in this chapter shall impair the jurisdiction of a district court pinaatter
involving a party who does not interpose timely and sufficient objection to veringg)Vitamins
Antitrust Litig, 263 F. Supp. 2d 67, 68 n.1 (D.D.C. 2003) (“The Court need not address
Defendantsmotion pursuant to 28 U.S.C.1806(a). It is undisputed that Defendants have failed
to timely object tovenue or personal jurisdictiomhe Federal Rules clearly provide that such
objections are waivable defenses unless raised in a responsive pleadingatiobyumder Rule
12.”); see also Broad. Co. of the Carolinas v. Flair Broad. Co892 F.2d 372, 377 (4th Cir.
1989).The motion to transfer is therefobEENIED, and the motion to stay pending Defendants’

motion to transfer under 8 14060&ENIED AS MOOT .
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3. Defendants’ Pending Motion to Transfer under §1404 (Dkt. 130)

Shortly before Defedantsfiled their motion to transfer underl&06, Defendants alerted
the Court to a document Defendants filed via BE@FMay 24, 2016simply as a “Sealed
Document.”SeeDkt. 130.Although the document was titled “motion,” the Court was not aware
of it becausehe ECF system did not identify the document ageading motion bcause
Defendantscounsel did not file it as suclihe Court is now aware of the motion amidl resolve
it in due time, but under the circumstances, a stay pending resolution of the motionfés trans
under 81404 is not warrante@@efendants had numerous occasions to alert the Court to the motion,
and no such notice was given until more than a year after the motion wa\Gtdingly,
Defendants’ motion to stay pending transferem@1404 isDENIED. An Order on the pending

motion to transfer under § 1404 will be forthcoming.
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CONCLUSION

For the foregoing reasor3, IS ORDERED thattheparties’ pendingnotions areesolved

as follows

Motion Dkt. Disposition

Elbit's Motion to Strike Invalidity Opinions 273 GRANTED-IN-PART andDENIED-
IN-PART

Hughes’ Motion tdStrike Infringement 276 DENIED
Contentions
Hughes’ Priority Date Motion 277 GRANTED
Elbit's Infringement Expert Motion (Dkt. 312) 312 DENIED
Hughes'Motion to ExcludePatent Office 313 GRANTED
Expert Testimony
Defendants’ Motion to ¥clude Damages 314 DENIED
Expert Testimony
Plaintiffs’ Motion to Stike Non4nfringing 315 GRANTED
Alternatives
Hughes’ Motion to Strike Infringement 316 DENIED
Opinions
Elbit's Motion to Exlude Damages Expert | 319 DENIED
Testimony
Defendants’ Motion to Transfer 372 DENIED
DefendantsMotion to Stay 373 DENIED AS MOOT

Additionally, the CourRECOMMENDS the following motions for summary judgment

be resolved as follows:

Motion Dkt. | RECOMMENDATION

Defendants’ “Switching Meang¥lotion 291 Deny
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Defendants’ “Means for Generating Requedtition 292 Deny
Defendants’ GMRL Products Motion 293 Deny
Defendants’ Damages Motion 294 Deny
Hughes’ Copying Motion 295 Deny
Hughes’ Willfulness Motion 296 Deny
Hughes’ Marking Motion 297 Deny
Motion for Summary Judgment of Noninfringement of the298 Deny
‘874 Patent

A party’'s failure to file written objections to the findings, conclusions, and
recommendations contained in this report within fourteen days after being settvaccapy shall
bar that party from de novo review by the district judge of those findings, concluaioths
recommendations and, except on grounds of plain error, from appellate review of udetojecte
factual findings and legal conclusions accepted and adopted by the district court. Eed.FR

72(b)(2);see Douglass v. United Servs. Autcs'As79 F.3d 1415, 1430 (5th Cir. 1996) (en banc).

SIGNED this 20th day of June, 2017.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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