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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

SYNCPOINT IMAGING, LLC,
Plaintiff,

V.
Case No. 2:15-cv-00247-JRG-RSP
NINTENDO OF AMERICA INC;
NINTENDO CO., LTD; GAME X
CHANGE, INC.; GAMES2GO; PIXART
IMAGING, INC.

Defendarg

MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction brief of SyncPoint Imaging, LLC
(“Plaintiff") (Dkt. No. 143, filed on September 18, 2015he corrected response of Nintendo of
America Inc., Nintendo Co., Ltd., and PixArt Imaging, Inc. (“Defendants”) (Dkt. No. 156, filed on
October 6, 2015), joined by Game XChange (Dkt. No. 177) and Games2Go (Dkt. No. 178), and the
reply of Plaintiff (Dkt. No. 164, filed on October 9, 2015). The Court held a hearing on the issues of
claim construction and indefiniteness on October 30, 2015. Having considered the arguments and

evidence presented by the parties at the hearing and in their briefing, the Court issues this Order.

! Citations to the parties’ filings are to the fijis number in the dock¢bkt. No.) and pin cites
are to the page numbeaassigned through ECF.
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BACKGROUND

Plaintiff alleges that Defedants have infringed U.S. teat No. 6,275,214 (the “214
Patent”). The '214 Patent is titled GVMPUTER PRESENTATION SYSTEM AND METHOD
WITH OPTICAL TRACKING OF WIRELESS POINTR.” The application that eventually
issued as the '214 Patent was filed on July9®9 and the 214 Patent svessued on August 14,
2001.

In general, the '214 Patent is directed tmogely controlling a computer using a cursor
generated externaltp the computer.

The abstract of the '214 Patent provides:

A method for remotely controlling a computer having an associated screen for

displaying output from the computer andvimg an internal cursor generated by

the computer includes detecting at least one property of an external cursor relative

to the screen and generating a commimmdhe computer based on the at least

one detected property of the externatsou. In one embodiment, the invention

includes a computer connected to a @ctpr which projects an image of the

computer output onto an ext@al screen. A camera is used to capture an image of

the projected computer outpétn optical pointer, such as a laser pointer, is used

to generate and transmit an externalsou having various pperties, such as

color, shape, or intensity. The image captured by the camera is used to detect and

process at least one property of the external cursor taajere corresponding

command or commands to control tbemputer. Commands may be used to

emulate control of the computer typically provided by a pointing device such as a
mouse or track ball.

The patent describes an exemplary embodiraktite invention with reference to Figure
1 which is reproduced below and annotated byQbart. Figure 1 shows a computer (10) that
directs an image of its output (16) to a scrémmugh a projector (12). A user then uses an
optical pointer such as laser ptar (24) to position an extehcursor (22) on the screen. A
camera (14) captures the external cursor (22) and captures references to points of known
locations (fiducials or reticles (28)). This allows the system to determine the position of the

external cursor (22) with respect to the comepuautput. The computer moves a cursor generated



by the computer (the internal car} to align with the position of the external cursor relative to

the computer’s output. The propert@she external cursor, suchigsshape, color, or pattern of

external cursor (22) =2

projector (12)

internal cursor (26) 10 'omputer (20)

'214 Patent Figure 1

movement are determined and interpreted@éoerate commands. This is analogous to mouse
clicks. The computer is thereby remotely colté by the external pointer much as it could be

locally controlled by a tradibinal mouse or a track pad.

Claims 1, 24, and 25, representative method, system, Bamlregard claims

respectively, recite as follows:



1. A method for remotely controlling a computer having
an associated screen for displaying output from the com-
puter and having an internal cursor generated by the
computer, the method comprising:

detecting at least one property of an external cursor and

24. A compuler presentation system for generating com-
mands to remolely control a computer based on a plurality
of user selectable properties of an optical cursor generated
by a hand-held pointer and projected on a screen displaying
output from the computer, the system comprising:

position of the external cursor relative to the output
from the computer;

generating a command to move the internal cursor to a
position on the screen corresponding to the position of
the external cursor; and

generating a command for the computer based on the at
least one detected property of the external cursor.

a camera for capturing an image of the output from the
computer; and

a processor in communication with the camera for pro-
cessing the image to detect position of the optical
cursor and at least one property of the optical cursor
and for converting the position and at least one property
lo corresponding commands to control the computer
and move an internal cursor to a position corresponding
to the optical cursor while the optical cursor remains
within the output displayed on the screen.

25. A computer readable storage medium having stored
data representing instructions executable by a computer to
generate commands to control a cursor generated by the
computer based on a plurality of user controllable properties
of an external cursor, the computer readable storage medium
comprising;

instructions for detecting at least one of the user selectable

properties of the external cursor; and

instructions for generating a command for the computer

based on the at least one detected property of the
external cursor.

Il. LEGAL PRINCIPLES

A. Claim Construction

“It is a ‘bedrock principle’ of patent law th&he claims of a pate define the invention
to which the patentee is entitled the right to excludehillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotimgpova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc., 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To deteenthe meaning of the claims, courts start
by considering the intrinsic evidende. at 1313;C.R. Bard, Inc. v. U.S. Surgical Coy388
F.3d 858, 861 (Fed. Cir. 2008Bell Atl. Network Servs., Inc. v. Covad Commc’ns Group, Inc.
262 F.3d 1258, 1267 (Fed. Cir. 2001). The intrinsidewce includes the claims themselves, the
specification, and the prosecution histdPillips, 415 F.3d at 1314.R. Bard, Inc.388 F.3d at
861. The general rule—subject to eantspecific exceptions discussefta—is that each claim

term is construed according to its ordinanyd accustomed meaning as understood by one of



ordinary skill in the art at the time tife invention in the context of the patephillips, 415 F.3d

at 1312-13Alloc, Inc. v. Intl Trade Comm’n342 F.3d 1361, 1368 (Fed. Cir. 2008xure
Networks, LLC v. CSR PLC/71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy
presumption that claim terms carry their accustomed meaning in the relevant community at the
relevant time.”) (vacated on other grounds).

“The claim construction inquiry . . . beginsdaends in all casesithv the actual words of
the claim.”Renishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[lIn all aspects of claim construction,he¢ name of the game is the claimApple Inc. v.
Motorola, Inc, 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362,
1369 (Fed. Cir. 1998)). First, a term’s contaxthe asserted claim can be instructiR&illips,
415 F.3d at 1314. Other asserted or unassertetsclean also aid in determining the claim’s
meaning, because claim terms are typicallsed consistently throughout the patelat.
Differences among the claim terms can asgist in understandj a term’s meanindd. For
example, when a dependent claim adds a limitaticen independent claim, it is presumed that
the independent claim does not include the limitatidonat 1314-15.

“[Cllaims ‘must be read in view of the specification, of which they are a pdd.”
(quotingMarkman v. Westview Instruments, g2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always highly relevant the claim construction analysis. Usually, it is
dispositive; it is the single best gaitio the meaning of a disputed termd’ (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199a)&leflex, Inc. v. Ficosa N. Am.
Corp.,, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the
court in interpretingthe meaning of disputed claimniguage, particular embodiments and

examples appearing in the specification widt generally be read into the claimsComark



Commc’ns, Inc. v. Harris Corpl56 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@gnstant v.
Advanced Micro-Devices, Inc848 F.2d 1560, 1571 (Fed. Cir. 1988&¢ge also Phillips415
F.3d at 1323. “[I]t is improper teead limitations from a prefemleembodiment described in the
specification—even if it is the nembodiment—into the claims sént a clear indication in the
intrinsic record that the patenteddanded the claims to be so limited.iebel-Flarsheim Co. v.
Medrad, Inc, 358 F.3d 898, 913 (Fed. Cir. 2004).

The prosecution history is another totd supply the proper context for claim
construction because, like theegsfication, the prosecution hisyoprovides evidence of how the
U.S. Patent and Trademark Office (“PTQ@I)d the inventor undstood the patenkhillips, 415
F.3d at 1317. However, “because the prosSenuhistory represents an ongoing negotiation
between the PTO and the applicaather than the final product tifat negotiation, it often lacks
the clarity of the specification and thusléss useful for claim construction purposesl” at
1318;see also Athletic Alternatives, Inc. v. Prince M3 F.3d 1573, 1580 (Fed. Cir. 1996)
(ambiguous prosecution history may be “Upld as an intergetive resource”).

Although extrinsic evidence can also be useful, it is “lgigsificant than the intrinsic
record in determining thlegally operative meaning of claim languag®Hillips, 415 F.3d at
1317 (quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictioies and treatises may help a
court understand the underlyirechnology and the manner in whighe skilled inthe art might
use claim terms, but technical dictionaries and treatises may provide definitions that are too
broad or may not be indicative of haWe term is used in the pateid. at 1318. Similarly,
expert testimony may aid a céoun understanding the underlying technology and determining
the particular meaning of a term in the pestinfield, but an expert’'sonclusory, unsupported

assertions as to a term’s definitiame entirely unhelpful to a courid. Generally, extrinsic



evidence is “less reliable than the patent émgrosecution history idetermining how to read
claim terms.”ld. The Supreme Court recently explained tble of extrinsic evidence in claim
construction:

In some cases, however, the district tautl need to look beyond the patent’s

intrinsic evidence and to consult exsio evidence in order to understand, for

example, the background science or the meaning of a term in the relevant art

during the relevant time perio8ee, e.g., Seymour v. Osbqrh#& Wall. 516, 546

(1871) (a patent may be “so interspersdith technical termsrad terms of art that

the testimony of scientifizvitnesses is indispensaltitea correctinderstanding of

its meaning”). In cases where those subsydfacts are in dispute, courts will

need to make subsidiary factual findiregsout that extrinsic evidence. These are

the “evidentiary underpinnings” of clainsonstruction that we discussed in

Markman and this subsidiaryattfinding must be reviewed for clear error on

appeal.
Teva Pharm. USA, Inc. v. Sandoz, |A&5 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] gealerule” that claim terms are construed
according to their plain and ordinary meaning) When a patentee sets out a definition and acts
as his own lexicographer, or 2) when the ptge disavows the full scope of the claim term
either in the specificativor during prosecutiorf’Golden Bridge Tech., Inc. v. Apple Ing58
F.3d 1362, 1365 (Fed. Cir. 2014) (quotifigorner v. Sony Computer Entm’t Am. L1869 F.3d
1362, 1365 (Fed. Cir. 20128pe also GE Lighting Solutions, LLC v. AgilLight, Ind50 F.3d
1304, 1309 (Fed. Cir. 2014)T]he specification and prosecati history only compel departure

from the plain meaning in two instances: tgraphy and disavowal.”). The standards for

finding lexicography or diavowal are “exacting GE Lighting Solutions750 F.3d at 13009.

2 Some cases have characterized other principlelsiofi construction as “exceptions” to the general rule,
such as the statutory requirement that a means-phadibn term is construead cover the corresponding
structure disclosed in the specificati®ee, e.gCCS Fitness, Inc. v. Brunswick Cqrp88 F.3d

1359, 1367 (Fed. Cir. 2002)



To act as his own lexicographehe patentee must “clearbet forth a definition of the
disputed claim term,” and “clearly exggs an intent to define the terndd. (quoting Thorner,
669 F.3d at 1365)see alsoRenishaw 158 F.3d at 1249. The patee’s lexicography must
appear “with reasonable clariyeliberateness, and precisioRénishaw158 F.3d at 1249

To disavow or disclaim the full scope ofckim term, the patentee’s statements in the
specification or prosecution history must amaiond “clear and unmistakable” surrendeordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2008g also Thorne69 F.3d at
1366 (“The patentee may demonstrate intendéwiate from the ordinary and accustomed
meaning of a claim term by including in the sfieation expressions ahanifest exclusion or
restriction, representingcear disavowal of claim scope.”) “Where an applicant’s statements are
amenable to multiple reasonable interpretations, they cannot be deemed clear and unmistakable.”
3M Innovative Props. Co. v. Tredegar Corp25 F.3d 1315, 1326 (Fed. Cir. 2013).

C. Functional Claiming and 35 U.S.C. § 112, 1 6 (pre-AlA) / § 112(f) (AIA)

A patent claim may be exmsed using functional languadggee35 U.S.C. § 112, | 6;
Williamson v. Citrix Online, LLC792 F.3d 1339, 1347-49 & n.3 (Fed. Cir. 2015) (en banc in
relevant portion). Section 112, Paragraph 6, providaisa structure may be claimed as a “means
... for performing a specifiediiction” and that an act may blaimed as a “step for performing
a specified function.Masco Corp. v. United State303 F.3d 1316, 1326 (Fed. Cir. 2002).

But § 112, Y 6 does not apply to all fuocial claim language. There is a rebuttable
presumption that 8 112, { 6 applies when d¢l@m language includes “means” or “step for”
terms, and that it does not apph the absence of those ternasco Corp.303 F.3d at 1326;

Williamson 792 F.3d at 1348. The presumption standg$atis according to whether one of

% Because the application resulting in tB&é4 Patent was filed before September 16, 2012, the
effective date of the America Invents Act (“AlA'he Court refers to the pre-AlA version of 35
U.S.C. §112.



ordinary skill in the art woul understand the claim with thenictional language, in the context
of the entire specification, to denote sufficientlgfinite structure or acts for performing the
function. SeeMedia Rights Techs., Inc. v. Capital One Fin. Cpiyo. 2014-1218, 2015 U.S.
App. LEXIS 15767, at *10 (Fed. Cir. Sept. 4, 2018)112, 1 6 does nopply when “the claim
language, read in light of the specification, itec sufficiently definitestructure” (quotation
marks omitted) (citing/Villiamson 792 F.3d at 134%Robert Bosch, LLC v. Snap-On Ing69
F.3d 1094, 1099 (Fed. Cir. 2014)illiamson 792 F.3d at 1349 (8 112, § 6 does not apply
when “the words of the claim are understoodgaysons of ordinary skill in the art to have
sufficiently definite meaning ake name for structure”’Nlasco Corp. 303 F.3d at 132 112,

1 6 does not apply when the claim includes“act” corresponding to “how the function is
performed”); Personalized Media Commc’ns, L.L.C. v. International Trade Comb&fh F.3d
696, 704 (Fed. Cir. 1998) (8 112, 1 6 does mumilya when the claim includes “sufficient
structure, material, or acts within the claim itselperform entirely theacited function . . . even
if the claim uses the term ‘means(uotation marks and citation omitted)).

When it applies, 8§ 112, 1 6 limits the scopeh# functional term “to only the structure,
materials, or acts described tine specification as correspondito the claimed function and
equivalents thereof Williamson 792 F.3d at 1347. Construingreeans-plus-function limitation
involves multiple steps. “The first step . . aigletermination of the function of the means-plus-
function limitation.”Medtronic, Inc. v. Advance@ardiovascular Sys., Inc248 F.3d 1303, 1311
(Fed. Cir. 2001). “[T]he next step is to detene the corresponding structure disclosed in the
specification and equivalents thereofld. A “structure disclosed in the specification is
‘corresponding’ structure only if the specifitan or prosecution history clearly links or

associates that structure to the function recited in the cl&imThe focus of the “corresponding

10



structure” inquiry is not merelywhether a structure is capablepafrforming the recited function,
but rather whether the corresporglistructure is “clearlyinked or associatedith the [recited]
function.” Id. The corresponding structure “must includesatlcture that actually performs the
recited function.”Default Proof Credit Card Sys.. Home Depot U.S.A., Inct12 F.3d 1291,
1298 (Fed. Cir. 2005). However, 8 112 does natnte“incorporation of structure from the
written description beyond that necayst perform theclaimed function."Micro Chem., Inc. v.
Great Plains Chem. Cp194 F.3d 1250, 1258 (Fed. Cir. 1999).

For § 112, 1 6 limitations implemented bymgrammed general quose computer or
microprocessor, the corresponding structure desciibee patent specification must include an
algorithm for performing the functioWVMS Gaming Inc. v. International Game Tedli@4 F.3d
1339, 1349 (Fed. Cir. 1999). The corresponding sirads not a general purpose computer but
rather the special purpose computer prognauoh to perform the disclosed algorithAristocrat
Techs. Austl. Pty Ltd. v. International Game TeBRA1 F.3d 1328, 1333 (Fed. Cir. 2008).

D. Definiteness Under 35 U.S.C. § 112, 1 2 (pre-AlA) / § 112(b) (AIA)

Patent claims must particubapoint out and distinctly claim the subject matter regarded
as the invention. 35 U.S.C. § 112, § 2. A claim, when viewed in light of the intrinsic evidence,
must “inform those skilled in #hart about the scope of the intien with reasonable certainty.”
Nautilus Inc. v. Biosig Instruments, In@34 S. Ct. 2120, 2129 (2014). If it does not, the claim
fails 8 112, 1 2 and is therefore invalid as indefindeat 2124. Whether a claim is indefinite is
determined from the perspective of one of ordirdayl in the art as othe time the application
for the patent was filedd. at 2130. As it is a chaltge to the validity o& patent, the failure of

any claim in suit to comply with § 112 mus¢ shown by clear and convincing evideride at

* Because the application resulting in tB&4 Patent was filed before September 16, 2012, the
effective date of the America Invents Act (“AlA'he Court refers to the pre-AlA version of 35
U.S.C. §112.

11



2130 n.10. “[ljndefiniteness is a question of lamdan effect part of claim constructiorePlus,
Inc. v. Lawson Software, In@00 F.3d 509, 517 (Fed. Cir. 2012).

In the context of a claim governed by 35 U.S.C. § 112, | 6, the claim is invalid as
indefinite if the claim fails to disclose ade¢g&orresponding structute perform the claimed
functions.Williamson 792 F.3d at 1351-52. The disclosurénedequate when one of ordinary
skill in the art “would beunable to recognize the structure in the specification and associate it
with the correspondingufiction in the claim.ld. at 1352.

[I. CONSTRUCTION OF AGREED TERMS
The parties have agreed te tfollowing constructions set férin their P.R. 4-5(d) Joint

Claim Construction ChaRursuant (Dkt. No. 169):

Term® Agreed Construction
“at least one property dhe external cursor | “at least one property ahe external cursor
including position othe external cursor” and a position of the external cursor”
e Claim 26 e subject to the consictions of “at least

one property” and “external cursor”

“processing the image” plain and ordinary meaning

e Claims 2,17, 19, 24

“processing an image” plain and ordinary meaning
e Claim 26

“fiducials” “reference points”

e Claim 20

“capturing an image . . .” plain and ordinary meaning

e Claims 2,17, 19, 24

® For all term charts in this der, the claims in which the terimfound are listed with the term
but: (1) only the highest level claim in each degency chain is listed, and (2) only asserted
claims identified in the parties’ P.R.4-5(d) Joint Claim Construction Chart (Dkt. No. 169) are
listed.

12



V. CONSTRUCTION OF DISPUTED TERMS
The parties’ positions and thH@ourt’s analysis as to théisputed terms are presented
below. Plaintiff submits that the person having oady skill in the art, from whose perspective
the claims are interpreted, is:

a person with a bachelordegree in electrical enginéasy, computer engineering,

or computer science, or the equivaleahd two or more years of experience
designing computer systems.

Dkt. No. 143 at 9 (citing Declation of Dr. Sam Russ In Suppaift Plaintiff SyncPoint’s Claim
Construction Brief (“Russ Decl.”) T 17 (Plaint§fEx. 5, Dkt. No. 144 at 5)). Defendants do not

oppose Plaintiff's submission. Dkt. No. 156 &t Accordingly, the Couradopts Plaintiff's

proposal.

A.

The “Cursor” Terms

Disputed Term

Plaintiff's Proposed
Construction

Defendants’ Proposed
Construction

“internal cursor”

Claims 1, 17, 24, 26

“a representation of position
that is movable on a display”

“visual cue to a user on the
screen generated by the
computer”

“cursor generated by the
computer”

Claims 19, 25

“internal cursor”

“visual cue to a user on the
screen generated by the
computer”

“external cursor”

Claims 1, 17, 25, 26

“a representation of position

“a visual cue to a user on th

that is movable on an imaging screen generated by some

array”

“optical cursor”

Claims 19, 24

device other than the
computer”

“optical cursor generated b
a handheld pointer”

Claims 19, 24

y“external cursor generated by
hand-held pointer”

da visual cue to a user on th
screen generated by an
optical handheld pointer”

13




Because the parties’ arguments and propasedtructions with pect to these terms
are related, the Court addees the terms together.

The Parties’ Positions

Plaintiff asserts that the rta “internal cursor” and the word “cursor” have the same
common and widely understood meaning. The apdliadded the word “internal” to the word
“cursor,” the Plaintiff submits, to distinguish tlaternal cursor” from the “external cursor” and
to explain that the “internal cursor” is a corgenerated by the computer. Dkt. No. 143 at 14—
15. Plaintiff further submits that the termsntérnal cursor” and “cursor generated by the
computer” are synonymous in the '214 Patddt. at 13. Plaintiff adds that the significant
characteristics of a cursor, gerigrand with respect to the “inteal cursor,” are that (1) cursors
are representative of a position and (2) cursors are movdblelaintiff submits that a cursor
may be—but need not be—visiblal. at 14 (citing Russ Decl. $5). Plaintiff argues that
Defendants’ proposed limitation which adds lih@tation “to a user” is unclear and unsupported
by the intrinsic or extrinsic evidendel. at 15.

With respect to “external cursor,” Plaintifubmits that, like arfinternal cursor,” an
“external cursor” represengsposition and is movablil. at 16. Plaintiff further submits that the
“external cursor” is distinct from the “internalrsior” in that (1) the “extaal cursor” represents
a movable position on an imaging array rather thiam display and (2) the “external cursor” is
generated externally to the computer rather than internally to the comgutaintiff contends
that an “optical” cursor is an “external cursand that the term “djral” includes visible and
invisible light such that the “externalirsor” may be—but eed not be—visibleld. at 17-18
(citing Russ Decl. 1 23). Furthermore, Plaintiff asserts that anrfeteursor” isnot necessarily

“on the screen” and that the '2PRhtent discloses an “exterralrsor” that denotes a position

14



that is relative to a screen but is not necessarily on the stdeen.18-19. Plaintiff argues that
Defendants’ proposed “to a user” limitation usclear and unsupported by the intrinsic or
extrinsic evidencdd. at 19.

With respect to “optical cursor generatedayand-held pointer,” Plaintiff submits that
“for relevant purposes, an ‘opticalirsor’ is an ‘external cursor.Td. at 21-22. Thus, Plaintiff
argues, the dispute over the meaning of “opticasor generated by a hand-held pointer” can be
resolved with the dispute over the meaning of “external curkbrdt 22.

In addition to the claims themselves, Pldirtites the following intrinsic and extrinsic
evidence to support its positioimtrinsic evidence '214 Patent [54] Title[57] Abstract, col.1
.7, col.1 1.9, col.1 11.41-42, col.1 11.56-64, col.2 11.3-7, col.2 1.9, col.2 11.13-27, col.2 11.39-42,
col.2 1.53, col.2 .61, col.267 — col.3 |.1, col.3 11.22-23, £8 1.33, col.3 11.41-45, col.3 11.47—
52, col.4 1.2, col.4 11.27 — col.7 1.27, col.81P-20, col.8 1.26, col.8 11.32-33, col.8 11.40-41, col.8
.45, col.8 1.50, col.8 1.61, col.8 1.63, col.&7, col.9 1.16-24, fig.1, fig.2; 214 Patent File
Wrapper November 9, 2000 Amendment (Pl&fstEx. 2, Dkt. No. 146 at 55-62), May 4, 2001
Notice of Allowability (Plaintiff's Ex. 2, Dkt. No. 146 at 71-73, 7&xtrinsic evidence Martin
Weik, Computer Science and Communications Dictionary Vol.(2000) (“near-visible
spectrum,” “optical,” and “optics”) (Rintiff’'s Ex. 3, Dkt. No. 149 at 1-5Merriam-Webster’s
Collegiate Dictionary Deluxe Editiofi1998) (“cursor”) (Plainff’'s Ex. 3, Dkt. No. 149 at 13—
19); Brad Hansen,The Dictionary of Multimedia Terms & Acronym{§999) (“cursor”)
(Plaintiff's Ex. 4, DK. No. 148 at 7-10)]BM Dictionary of Computing(10th ed. 1994)
(“cursor”) (Plaintiff's Ex. 4, Dkt. No. 148 at 11-16YVebster’s Ninth New Collegiate Dictionary
(1986) (“optical” and “optics”) (Plaintiff’'s Ex4, Dkt. No. 148 at 38—47); Russ Decl. (Plaintiff's

Ex. 5, Dkt. No. 144).

15



Defendants respond that “cursor” is used in the '214 Patent according to the term’s
ordinary meaning. Dkt. No. 156 at 9. And, Dedants contend, the ordinary meaning of the
term, set forth in the patent amd the extrinsic evidence, is that“cursor” is part of a user
interface and is a visual cue that “indicatdp a user where the user is pointingl.”at 9-10, 14
(citing Rebuttal Expert Declarath of Garry E. Kitchen re: Clai Construction of U.S. Patent
No. 6,275,214 {1 32, 34 (“Kitchen Degl(Dkt. No. 156-11 at 10)).

With respect to “internal cursor,” Defendantspond that “internal cursor” and “cursor
generated by the computer” are used synonyimomsthe '214 Patent to denote a cursor
generated by the computéd. at 19. Defendants further respath@t “internal” and “external”
cursors are different in that theye generated by different devicéd. at 19—20. Defendants
argue that Plaintiff's proposed construction fadscapture this difference. In fact, Defendants
assert that Plaintiff's proposembnstruction blurs any distinoti between “internal cursor” and
“external cursor” in that théexternal cursor” of the prefred embodiment would satisfy
Plaintiff's constructiorof “internal cursor.”d. at 20.

With respect to “external cursor,” Defendargspond that the term is explicitly used in
the '214 Patent to denote a cursor (as that tewndigarily used) that igenerated externally to
the computer (i.e., not generated by the computater than internally to the computer (i.e.,
generated by the computeffl at 11 (citing '214 Patent c@l 11.22-28). That is, the term
“external cursor” refers to a cursor thagenerated by some device other than the comgadter.
Defendants further respond that “cursor” was spécially defined in the patent to include
anything invisible to the user, and therefore, anésxdl cursor” must be visle to the user (i.e.,
it must be a visual cueld. at 12—-14. Defendants further respanat the “externatursor” must

be visible on the screen, as per the “explicit requirements in the claims” and as is shown in “each
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and every description of the extatrcursor in tle specification.’ld. at 14. Defendants argue that
even if extrinsic evidence suggests that “opticatiudes both visible and invisible light, such
evidence should be disregarded becausenitradicts the '214 Patent’s specificatidd. at 13.
Furthermore, Defendants contend that Pldiatiproposed construction improperly defines
“external cursor” with respect to what detette cursor rather than what generatdslitat 15—
17. Defendants assert there is no mention én’'214 Patent of the “imaging array” limitation
that Plaintiff proposedd. at 15. Defendants argue that reopgrthe “external cursor” to exist
only on an imaging array would exclude theefprred embodiment imvhich the “external
cursor” is a light dot on the scredd. at 16-17.

With respect to “optical cursor generétby a hand-held pointer,” Defendants respond
that as with “internal cursor” and “external cor$ the “optical cursor generated by a hand-held
pointer” is a cursor defined by the device that generatks @t 17-18. Defendants contend that
the device that generates the cursoan opticahand-held pointerd. at 18. Defendants argue
that Plaintiff’'s proposed consittion improperly requires the corsto be on an imaging array.
Defendants claim that this conflicts with Claim 19’s limitation of “projecting an optical cursor
generated by a hand-held pointerthe remotely located screeid’

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to support their positidntrinsic evidence '214 Patent col.1 11.55-60, col.2 11.32-35,
col.3 11.22-28, col.4 1.27-28, fig.1, fig.Extrinsic evidence September 27, 2015 Deposition of
Samuel H. Russ, Ph.D. (“Russ Dep.”) (DefemdaEx. B, Dkt. No. 156-3); 2002 Prototype
Video (referenced in SyncPointResponse to Interrogatory No(Refendants’ Ex. C, Dkt. No.
156-4)); Pages from of an archivembpy of http://brilliantpoints.comavailable at https://

web.archive.org/ web/20100412134215/http://brilliamtggicom (Defendants’ Ex. D, Dkt. No.
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156-5); Merriam-Webster's Collegiate Dictionary Deluxe Edition (1998) (“cursor”)
(Defendants’ Ex. E, Dkt. No. 156-6)BM Dictionary of Computind10th ed. 1994) (“cursor”)
(Defendants’ Ex. F, Dkt. No. 156-Byentice Hall’s Illustrated Dictionary of Computin(@d ed.
1998) (“cursor”) (Defendants’ ExG, Dkt. No. 156-8); Brad Hansemhe Dictionary of
Multimedia Terms & Acronymd999) (“cursor”) (Defendants’ Ex. H, Dkt. No. 156-9); Kitchen
Decl. (Dkt. No. 156-11); Patent Owner’s Prdliary Response to Petition for Inter Partes
Review, IPR2015-01347 (excerpt) (Defenta Ex. |, Dkt. No. 156-10).

Plaintiff replies that the “external cursor” is not necessarily visible—that given the
meaning of “optical,” the '214 Rant discloses both invisible cors and visible cursors. Dkt.
No. 164 at 3—4 (contrasting “opticabinter” and “lasepointer”). Plaintiff cites Nintendo design
documents to support the contention that “@dtigointer” may refer talevices that produce
infrared light, and, thereforean optical pointer may gerade an inwible cursor.ld. at 4.
Plaintiff further replies that the “external curs@ not necessarily on a screen—that the cursor
is detected when the light is captured at the intagrray, whether the cuslight arrives at the
imaging array from the pointer directly after first being reflected off an objetd. at 6-7.

Plaintiff cites intrinsic and extrinsievidence to support its positidntrinsic evidence:
'214 Patent col.8 Il.11-14xtrinsic evidence October 6, 2015 Deposition of Garry Kitchen
(“Kitchen Dep.”) (Plaintiff's Ex. E, Dkt. No. 165-2 & Dkt. No. 176:1)lintendo, Request for
OPD (Optical Pointing Device) (Plaintiff's Ex. Akt. No. 165-1); Russ Dep. (Plaintiff's Ex. C,
Dkt. No. 164-5); Supplemental Declaration of. Bam Russ In Support of Plaintiff SyncPoint’s

Claim Construction Brief (“RusSupp. Decl.”) (Dkt. No. 164-1).
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Analysis

The parties agree that an “internal cursora isursor generated by the computer and that
an “external cursor” is a cursor generated by some device other than the computer. The parties
further agree that a cursor is used to selelst mark a position on a display or screen. The
parties dispute two issues with respect to theauterms: (1) whether the “internal cursor” and
“external cursor” must be visible to the usadg2) whether the “exterhaursor” exists on the
screen or on the imaging array of an imaging device. The Court finds that the “internal cursor”
and the “external cursor” each provide some viseatlback to the user to indicate a position on
a display for the computer’'ssual output. The Court does nomndi that the “external cursor”
must be on a screen.

While the parties have not requested consiwaadf the term “cursor” itself, their dispute
fundamentally revolves aroundettordinary meaning of “curs@ Defendants contend that a
cursor is a “visual cue” that igsart of a computer user intade and that the cursor must be
visible to the user. Plaintiff contends that a cursed not be visible to the user. The Court finds
that a cursor is a visible mark that indicat®a user a position ondisplay for a computer.

The '214 Patent uses the term “cursor” anak indicating a posdn on a display for a
computer’s visual outpuSee, e.qg.’214 Patent col.1 11.56—60 (‘Wother object of the present
invention is to provide a system and method rflemotely controlling a computer based on
characteristics of an optical pointer used to sug@ose a cursor or visual cue onto a projected
image of a computer screen.”), col.1 1.61-64 fUkther object of the msent invention is to
provide a system and method for synchronizpugition and/or movement of a cursor on a
computer screen with position and/or movement of an optical pointer.”). The “cursor” may, for

example, mark the position where informatiomdseived from the user to initiate an operation
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on the computerSee, e.qg.id. at col.1 1.52-55 (it is an objeatf the present invention to
provide a system and method for remotely controlling a computer in a similar manner as
performed by a conventional pointing device”)]).8dl.22—-62 (describingplacing an external
cursor at a position on the visual output of a patar, moving an internal cursor to that same
position, and generating “pogiti-dependent commands which are used to remotely control
computer 10. Such position or context-dependentmands may emulate &fi-click’ or ‘right-

click’ command generated by a traditional comppt@nting device, such as a mouse, track ball,
touch pad, or the like.”). Furtheore, the '214 Patent indicatesatta user may move the cursor

to various positions on the display. A cursor timalicates a position on a display and permits
movement by the user must be visible to the user.

The Court rejects Plaintiff's pposed “invisible” cursor. A cuos that the user cannot see
conflicts with the meaning of the term “cursa® used in the pateand conflicts with the
meaning of the term as used time relevant extrinsic evidenc8ee, e.g., Melam-Webster’'s
Collegiate Dictionary Deluxe Editiod45 (1998) (Dkt. No. 149 dt6—17) (defining “cursor” as
“a movable item used to mark a position; asa visual cue (as a flastyg rectangle) on a video
display that indicateposition (as for data entry)”); Brad Hansdime Dictionary of Multimedia
Terms & Acronym§1 (1999) (Dkt. No. 148 at 10) (definifigursor” as “[a]n image, arrow, or
I-beam on a computer screen that shows whdoenmation may be entered or where a mouse or
light pen are located on the screéinmay be represented by any iconlBM Dictionary of
Computingl59 (10th ed. 1994) (Dkt. No. 148 at 13) (diefg “cursor” as “[a] movable, visible
mark used to indicate a position of interesta display surface” and “[ijn SAA Common User
Access architecture, a visualecthat shows a user where keytibanput will appear on the

screen”);Prentice Hall's lllustrated Dictionary of Computing}48 (3d ed. 1998) (Dkt. No. 148 at
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20) (defining “cursor” as a “marker on thereen of a computer that shows where the
information will next appear when information is entered or retrieved. [ISO A movable, visible
mark used to indicate the position at which the next operation will occur on a display surface.]”
(brackets in original)).

Plaintiff has not identified sufficient reas to deviate from the plain meaning of
“cursor.” A patent’s “specification and proseautihistory only compeadleparture from the plain
meaning [of a claim term] in two instances: graphy and disavowal. . [and] the standards
for finding lexicography and disavowal are exactin€e GE Lighting Solutions, LLC v.
AgiLight, Inc, 750 F.3d 1304, 1308-09 (Fed. Cir. 2014) (citiftgorner v. Sony Computer
Entm’t Am. LLC 669 F.3d 1362, 1365 (Fed. Cir. 2012)). “To act as its own lexicographer, a
patentee must ‘clearly set forth a definition of tthisputed claim term,” and ‘clearly express an
intent to define the term.”ld. (quoting Thorner, 669 F.3d at 1365). “Similarly, disavowal
requires that ‘the specification or prosecutimstory make clear that the invention does not
include a particular feature.’ld. at 1309 (quotation modification marks omitted) (quoting
SciMed Life Sys. Inc. v. Advanced Cardiovascular Sys,, 242 F.3d 1337, 1341 (Fed. Cir.
2001)). There is no lexicography or disavowahttisupports Plaintiff's special definition of
“cursor” as an invisible indicator of positiofturthermore, as set forth below, Plaintiff's
argument that the term “optical’dates that a “cursor” of th@14 Patent may be “invisible” is
also unavailing.

Internal Cursor / Cursor Generated by the Computer The parties agree that an
“internal cursor” is a cursor generated by thenpater. Thus, the “internal cursor” is a visible
mark that is generated by the computer anditithtates a position on the display for the visual

output from the computer.
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The Court, however, rejects Defendangsoposed “on the screen” limitation. The
limitation does not clarify the scope of the claimay inject ambiguity into the claims, and may
improperly limit the scope of the claim. Forample, Claims 17, 25, and 26 do not recite an “on
the screen” limitation but do recite the plain magnof cursor which is a visible mark that
indicates a position on the display for the visual output from the computer.

External Cursor. “External cursor” is digned in the '214 Patent:

As used in this applicationan external cursor is one which is generated

externally relative to computer 10, i.e. generated by some other device which

could include another computer, projector, or the likén one embodiment,
external cursor 22 is generated by advaeld optical pointer 24 which has the
capability of varying at least one propexf external cursor 22. For example,
optical pointer 24 may vary the color,af®, size, intensity, illumination pattern,
motion, and/or position of external curs¢f2 to generate one or more commands

to remotely control computer 10 according to the present invention. In one

preferred embodiment, optical pointer 24aidaser pointer which generates an

external cursor in one of two userashble colors. In this embodiment, the

external cursor has a significantly highetemsity than the output of the computer
and is therefore more easily detected.

'214 Patent col.3 11.22-40 (emphasidded). An “external cursor” & cursor that igenerated by
a device other than the computer. Thus, the “external cursor” is a visible mark that is both
generated by a device other than the computethaidndicates a position on the display for the
visual output from the computer.

The Court rejects Plaintiff’'s proposed “igiag array” limitation. The '214 Patent does
not exclude an “external cursatfiat is generated or detected with an imaging array. However,
the '214 Patent also does not require the “extecnedor” to be generatear detected in this
manner. For example, the embodiment descrikidtdreference to Figure 1 (reproduced here and
annotated by the Court) includes “an externabey indicated generally by reference numeral
22, [that] is superimposed on image 16 whiclougput from computer 10.214 Patent col.3

[.21-23. The '214 Patent describes the “extemaisor” as being gengted by an “optical
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pointer 24 [such as] a laser pointer which getesraan external cursor in one of two user-
selectable colors.Id. at col.3 11.28-37. The “external curSaf Figure 1 is detected through an
imaging array in the camertd. at col.3 11.41-61, col.8 Il.11-18ut in this embodiment, the
“external cursor” operates independently frahe camera’s imaging array and may not be
“movable on an imaging array.” Thus, Plaifii “imaging array” limitation may exclude the
exemplary embodiment in Figure 1. A “constian that excludes a preferred embodiment is
rarely, if ever, correct.’C.R. Bard, Inc. v. U.S. Surgical Cor@@88 F.3d 858, 865 (Fed. Cir.
2004).
Furthermore, the Court does not find Plaintiff's argument about the meaning of “optical

cursor” persuasive. Plaintiff claims that an “extdroursor” may be invisible to the user because

external cursor (22)

‘‘‘‘‘

.

12

projector (12)

ot

internal cursor (26) 10 - omputer (10)

'214 Patent Figure 1/

an “external cursor” may be an “optical cursand the term “opticalencompasses both visible
and invisible light. This ignores the plain meamiof “cursor” which is a visual indicator of
position. The Court also rejects Defendants’ proposed “on the screen” limitations for the reasons
set forth in the Court’s discussi of “internal cursor” above.

Optical Cursor Generated by aHandheld Pointer / Optical Cursor. These terms are
found in Claims 19 and 24. In both claims, the term “optical cursor generated by a handheld
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pointer” serves as the antecedent basis for the later term “the optical cursor.” These two terms
are therefore equivalent.

An “optical cursor generated by a handhgdinter” is a subcagory of “external
cursor,” because as the claims state, it is aocuhst is generated by a handheld optical means.
See’214 Patent col.3 11.28-2@1n one embodiment, eé&rnal cursor 22 igenerated by a hand-
held optical pointer 24 which kathe capability of varying at least one property of external
cursor 22.”), col.8 11.32-35 (“Prefably, the external cursor is an optical cursor generated by a
hand-held pointer and includes at least one usectable (changeable) prape”). This “optical
cursor” differs from an “external cursor” th&t generated by other means such as “another
computer, projector, or the likeld. at col.3 11.22-28.

The plain meaning of “optical” encomgses both visible and near-visible ligBee, e.g.
Martin Weik, Computer Science and Comnueations Dictionary Vol. 111158 (2000)) (Dkt. No.
149 at 4) (defining “optical” agp]ertaining to systems, devicesr components that generate,
process, and detect lightwaves or light energyd gpJertaining to the . . . lightwave region of
the electromagnetic spectrum, i.e., the regiomwlvich the techniques and components used in
the visible spectrum also appty the region extending . . . inthe ultraviolet and infrared
regions”); Kitchen Dep. 148:3-21 (DKWo. 176-1 at 32) (testifyinthat “[o]ptics is not limited
to visual light”); Russ Decl. 1 22-23 (Dkt. Nb44 at 6) (declaring thdtoptics’ deals with
both visible and near-visible lightdnd “[o]ptical’ refers, therefordp both visibé and invisible
light (including infrared light)”). However, a csor must be visible to a user. Because an
“optical cursor” is an “external cursor” and allrsars must be visible to the user, an “optical
cursor” cannot be invisible regaeds of the type of light (e.g.,frared or ultraviolet light) used

to generate the “optical cursor.”
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Accordingly, the Court construdise “Cursor” Terms as follows:

e ‘“internal cursor” / “cursor generateay the computer” means “movable visible

mark that is generated by the compuated that indicates a position on the display

for the output of the computer”;

e ‘“external cursor” means “movable visible rkahat is generated by some device

other than the computer and that indésaa position on the display for the output

of the computer”; and

e ‘“optical cursor generated by a handhgidinter” / “optical cursor” means

“movable visible mark that is generdtby a handheld optical pointer and that

indicates a position on the disply the output of the computer.”

B. The “Detecting Position” Terms

Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

“detecting . . . position of
the external cursor relative
to the output from the
computer”

e Claim1l

“detect position of the
optical cursor”

e Claims 19, 24

“detect . . . position of the
external cursor relative to
the output”

e Claim 26

plain and ordinary meaning

“detecting on the associated
screen the presence of the
external cursor and output
from the computer, and the
position of the external curs
in relation to the output”

Because the parties’ arguments and propa@sedtructions with respect to these terms

are related, the Court addees the terms together.
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The Parties’ Positions

Plaintiff submits that once éhCourt construes “éarnal cursor,” the meaning of the
Detecting Position terms should become readpgparent. Dkt. No. 143 at 22. Plaintiff argues
that Defendants’ construction improperly includes limitations, namely, that the “external
cursor” be “on the associated screen” and ttatecting” includes detging the “output from
the computer.ld. at 22—-23.

Defendants respond that the oiai require that the detectgubsition of the external
cursor be in relation to the output of the catgp, and thus the position of the output of the
computer must also be detected. Dkt. No. 156 at 24. Defendants fiesipend that all the
exemplary embodiments in the '214 Patent ddteth the position of the output and the position
of the external cursor. Id. at 24-25.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to support their positidnirinsic evidence: '214 Patent [57] Abtract, col.1 11.55-59,
col.1 11.61-64, col.2 11.43-45, ¢8 11.22—-24, col.3 11.41-48, col.3d3 — col.4 1.8, col.4 11.42-44,
col.7 11.21-27, col.7 1.60-64, col.8 1.11-12, fig.1, fig.2, figBxtrinsic evidence Russ Dep.
(Defendants’ Ex. B, Dkt. No. 156-3).

Plaintiff replies that detecting the position of the external cursor in relation to the output
requires knowledge of the positiofithe output, but this knowdige does not necessarily require
detecting the computer output. Dkt. No. 164 a®Rintiff argues that the preferred embodiment
in the '214 Patent does nottdet the output; rather, it detects the fiducials and uses the
information about the fiducials to detarma the position of the external curstd. Plaintiff
further argues that there iglsstinction between “capturing” arfdetecting,” and that the system

may capture an image yet detect only the fidu@al$ external cursor in the image to determine

26



the position of the externalirsor relative to the outpud. at 9-10. Finally, Platiff replies that
the external cursor is not necessarily detectad the associated screen,” but need only be
detected “relative to the outputd. at 10.

In addition to the claims themselves, Pldfrtites further intrinsic and extrinsic evidence
to support its positionintrinsic evidence: '214 Patent [57] Abs#ct, col.1 11.55-59, col.1 11.61—
64, col.2 1.16-17, col.2 11.43-45, col.3 11.22-2¢p|.3 11.41-48, col.4 11.42-44, col.8 1.11-12,
col.8 11.26-27, fig.1Extrinsic evidence Russ Dep. (Plaintiff's Ex. C, Dkt. No. 164-5).

Analysis

The parties raise two disputes the Detecting Positionrtas: (1) whether the output
must also be detected to detect the positiadh@fexternal cursor” relative to the output, and (2)
whether the “external cursor” bptical cursor” must be on thersen. For the reasons stated in
the Court’'s discussion of the Cursor termisove, the Court rejects Defendants’ proposed
“screen” limitation. As explained below, the Court also rejects Defeadproposed “detecting

..the . . . output of the computer” limitation.

Defendants’ base their proposed constructanthe concept that a computer’s output

must be detected in order to determine the 50
=1 DISPLAY COMPUTER ouTPUT |-~
“external cursor’s” position relative to the ’ o SUPEIVROSE lf”
, o . TG F
output. But the '214 Patent’s disclosurgs [ caPTURE iMaGE OF ourpuT |/~
. . . 56
contradict this. The patent describes| a "’“p%%ﬁﬁfu'p'."’éf%ﬂcﬁ{%“
58 i — INTENSITY o
position-detecting scheme that detects the N ceRe 'M"fE OF QuTRUT |J_{ COLOR o4
66
AN —
" : B = B
position of the “external cursor” with EXTERNAL CURSOR =1 pa
' r 70
. .|| 74~_] conver proPERTIES TO PATTERN OF MOVEMENT
reference to pre-known fiducial positions. P o ORRESPONDING po— 72
_
Figure 3 of the '214 Patent, for
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example, describes a system in which fiducalks superimposed on the computer output (52),
captured in an image of the output (54), and usethlibrate the systei®6). '214 Patent col.7
I.65—col.8 1.27. The calibration routine includedetmining the positions ahe fiducials in the
image (56)1d. Once the calibration routine has been cletgal and the position of the fiducials
is known, the system repeatedly captures and processes images (58, 160a74nl.8 11.28—-67.
The system uses the fiducial positions known fitbin calibration routing¢56) to determine the
position of the external cursor (72) relative to the computer output col.8 11.24-27, 11.40-43.
But the system does not again process the fidugrdéss another calibration routine is initiated.
Id. at col.8 11.21-30. That is, the system doesduiect the output to determine the position of
the external cursor relative toetloutput, and the system does detect the fiducials each time it

detects the position of the external cursor.

The use of fiducial-position informatio

captured image (40) f 40

known before the capture of the external cur
to detect the position of the cursor relative

the output is also explained with reference

Figure 2, reproduced here and annotated by|the L B g Y
b4. __';:4, - . i - ?03(';3
1

external cursor (22) fiducials (28)

Court. Id. at col.4 1.27 — col.7 1.27. An imag

D

(40) of the display for the computer output [is image of computer output (42)

captured while fiducials (28) are superimposgedil4 Patent Figure 2

on the computer output (the image of whicldeoted 42, in yellow) at known positions (C1
C2, C3, C4) relative to the outputd. at col.4 11.27-54. The system detects the positions of the
fiducials (28) with respect to the captured image (4@).at col.4 1.54-65. Then the system

determines a set of equations that are useditslate a position relative to the captured image
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(40) to a position relativéo the computer output (42)d. at col.5 |.1-calf 1.4 (defining the
position with respect to the image using (X,Ypoodinates and the position with respect to the
output using (T,U) coordinates). Thus, “oncé, €2, C3, and C4are known, and the (X,Y)
coordinates of external cursBg are determined, a [| computatigields values for (T,U) which
represent the ‘mouse coordinates’ for intd cursor 26 of the computer outpud” at col.7 I1.5—

9.

As shown above, the patent contemplatesatietg the position of the “external cursor”
relative to the output bfd) detecting the positioof the “external cursorielative to the captured
image, (X,Y) and (2) translating that (X,Y) pii@n to a position relativéo the output, (T,U).
The translation of the cursoreX,Y) position to its (T,U)position is accomplished through
application of equations derived from thdilmation routine and th&nown positions of the
fiducials with respect to the output. There is no needetect the output tetect the position of
the cursor relative to the output.

Defendants’ proposed construction would ede embodiments in which the position of
the external cursor relative the output is detected withodétecting the position of the output.
A “construction that excludes a preferredomdiment is rarely, if ever, correctC.R. Bard, Inc.

v. U.S. Surgical Corp388 F.3d 858, 865 (Fed. Cir. 2004).
Accordingly, the Court rejects Defendanpsbposed “associated screen” and “detecting
. the . . . output” limitations and determineattdach of the “Detecting Position” Terms has its
plain and ordinary meaning.

C. The “At Least One Property” Terms

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
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Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction

“at least one property”

e Claims 1, 17, 19, 24, 26

“at least one . . . property” | “an optically detected
characteristic that is not the
e Claims 1,19, 25 position”

“a property not based on
position”

“at least one . . . properties

e Claim 25

Because the parties’ arguments and propesedtructions with igpect to these terms
are related, the Court addees the terms together.

The Parties’ Positions

Plaintiff submits that the “propty” of these terms is a property of the cursor that, while
not the cursor’s position, may be based on thiearis position. Dkt. No. 143 at 10-11. Plaintiff
argues that there is no intrinsic evidenceupp®rt Defendants’ proposed exclusion of properties
based on the cursor’s positidd. at 11. Plaintiff als@rgues that one of ¢hproperties disclosed
and claimed in the patent, a cursor’s “pattermoivement,” is necessarily based on the cursor’'s
position.ld.

In addition to the claims themnises, Plaintiff cites the followingntrinsic evidence '214
Patent [54] Title, [57] Abstract, col.223, col.3 11.31-33, col.7 11.23-24, col.8 11.36—-40, col.9
[.L10-12, fig.3; '214 Patent File Wrapper Noveanl®, 2000 Amendment I@ntiff's Ex. 2, Dkt.

No. 146 at 55-62).

Defendants respond that a “pattern of nmoeat” may or may not be based on the
cursor's position. Defendants assert thatirttproposed constructioproperly excludes any
“property” that is position-based and properly udgs any “property” that is not position-based.

Dkt. No. 156 at 21-23. Defendants contend a peosakill in the artin 1999 would know of
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cursor patterns of movemesntch as the Windows rotating hglass or the Apple spinning

wheel that are not based on the cursor’s positebr{citing Kitchen Decl. I 35 (Dkt. No. 156-11

at 11)). Defendants also respotitht a position-based patteai movement, such as a path
through which the cursor travels,nst a property of the cursor dsise the path is not intrinsic
to the cursor itselfld. at 22. Defendants contend that positi@sed properties were disclaimed
during prosecution leading tssuance of the 214 Pateid. at 23.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to suppbrtheir position.Intrinsic evidence 214 Patent File Wrapper (excerpts)
(Defendants Ex. A, Dkt No. 156—2xtrinsic evidence Russ Dep. (Defendants’ Ex. B, Dkt.
No. 156-3); Kitchen Decl. (Dkt. No. 156-11).

Plaintiff replies that there is no evident® support Defendants’ proposed “intrinsic
property” limitation. Dkt. No. 164 at 7-8. Plaifftifurther replies that the '214 Patent uses
“pattern of movement” to include a patteoh changing positions, and that the term, and
therefore the pattern of movement “property,’h restricted to patterns that are not position-
basedld. at 8. Plaintiff arguethat the applicant’s statements in the prosecution history are not a
disclaimer of position-based properties, but of position itsdlf(“The Applicant limited the ‘at
least one . . . property’ limitation to propertteat are not positiori).

Plaintiff cites furtherextrinsic evidenceto support its position: Russ Supp. Decl. (Dkt.
No. 164-1).

Analysis

The dispute here centers on whether the ptppd the “external cursor” may be based
on the position. The parties agree that the '214rPdtescribes a cursor’s “pattern of movement”

as a “property.” Plaintiff contend$at this “pattern of movement” includes changes in position
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of the cursor, that is, it includes position-basetigpas. Defendants contend that this “pattern of
movement” is limited to movement of the curstiner than change of position (such as changes

in shape or orientation of theursor)—that the '214 Patent*pattern of movement” property
excludes position-based patterns because position-based characteristics are not intrinsic
properties of the cursor. The Court agrees \Wkhintiff that “at least one property” does not
include the position itself, but does incluatber properties thare based on position.

Defendants have not established that “pattdrmovement,” and therefore “property,”
does not include position-based movement. “patentee is free to choose a broad term and
expect to obtain the full scope of its plaindaordinary meaning unless the patentee explicitly
redefines the term or disavows its full scopBibrner v. Sony Computer Entm’t Am. L1869
F.3d 1362, 1367 (Fed. Cir. 2012ge also GE Lighting Solutions, LLC v. AgiLight, Jik50
F.3d 1304, 1308-09 (Fed. Cir. 2014) (“the specificatand prosecution history only compel
departure from the plain meaning in two argtes: lexicography and disavowal” (citihgorner,

669 F.3d at 1365)). And “the standards for figliexicography and disavowal are exacting.”
GE Lighting 750 F.3d at 1309. The parties cannot seriod@pute that théerm “patterns of
movement,” broadly interpreted, includes itios-based movement. Defendants have not
identified anything in the intrinsic evidence tleatablishes either lexicography or disavowal that
justifies narrowing “patterns of moveméntand thus “property’—as they suggest.

For example, with respect to the prosecuhi@tory, Defendants’ haveot shown that the
applicant disclaimed all position-based movements. The evidence of disclaimer that Defendants
point to in the prosecution history is better rpteted as disclaimers of commands based solely
on the position of the cursor. The claims were amended to reflect this. For example, in

distinguishing a first referencelauck the applicant stated:
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In contrast,Applicant’s invention as disclosed and claimed uses an external
cursor having a plurality gbroperties (such as shapeovement patterncolor,
etc.) to remotely control the computer, alwes not rely solely on cursor position
(i.e. presence or absence of a cursdhiw a button) to control the computer.
Applicant respectfully submits that theteletion of the variousiser selectable
properties of the externalursor is patentablgistinct from detecting the mere
presence of a cursor at a pacular position on the screen

'214 Patent File Wrapper November 9, 2000 Amendment 6 (Dkt. No. 146 at 60) (emphasis
added). The applicant similarly arguieddistinguish a second referenéeita:

Similar to Hauck, Arita requires display afparticular structure or function on the
screen which is then selected by the presan absence of a@&ular cursor. To

track multiple cursors, each associated with a particular operator or user, Arita
teaches the use of a cursor property aratteristic, such as shape. However,
unlike Applicant's invention, the cursorgperty is used to associate the cursor
with an operator and the operator's digplarminal. There is no disclosure or
suggestion in Arita to utilize a pointer withultiple user selectable properties to
control the computer. To the extent anyirol to the computer is provided, the
control is based on the position of the curand not the charaaristic or property

of the cursor.

Applicant's invention as disclosed anthimed includes a number of features
which are patentably distinguidiia over Arita. In particular,Applicant's
invention as defined in the independentagins controls the computer based on
at least one user selectable propertytb& external cursor in addition to the
position of the external cursor

Id. at 7 (Dkt. No. 146 at 61) (emphasis added). Tthesapplicant characteed his invention as
controlling the computer based orrsor properties in addition the position of the cursor—the
inventiondoes not rely solely on cursor positionhe claims were amended to reflect this aspect

of the inventionSee, e.gid. at 2 (Dkt. No. 146 at 56) (amendi pending claim 1, issued Claim

1, to recite “detecting at least one propertyaof external cursor and position of the external
cursor” (added language underlined)), 3 (DMb. 146 at 57) (amending pending claim 19,
issued Claim 17, to recite “processing the imamdetermine position and at least one property

of the external cursor” ¢(lled language underlined)).
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The prosecution history statements do ndisBathe exacting standards required for
disclaimer of position-based motion from “patte of movement” or “movement pattern” to
narrowly define “property’as Defendants suggeSeeOmega Eng’g, Inc. v. Raytek Carf334
F.3d 1314, 1324-26 (Fed. Cir. 2003) (to qualify adisclaimer, a statement must be “so
unmistakable as to be unambiguous evidence of disclaimer”).

Accordingly, the Court rejects Defendants’ “not based on position” limitation and
construes the “At Least One Property” Terms as follows:

e ‘“at least one property” means “at leage property that is not position”;

e “atleast one ... property” means “at lease . . . property that is not position”;
and

e “at least one . . . properties” means faast one . . . properties that is not

position.”
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D. “a processor . . . for processing . .."

Disputed Term

Plaintiff's Proposed Construction

Defendant’s Proposed
Construction

“a processor . . . fo

processing . .."

Claim 24

Plain and ordinary meaning. Not
governed by 35 U.S.C. § 112, 1 6.

If § 112, 1 6 applies:

Function:

“processing the image to detect
position of the optical cursor and
least one property of the optical
cursor and for converting the
position and at least one property
corresponding commands.”

Structure:

a processor

Indefinite. Governed by 35
U.S.C. 8112, 1 6.

Function:

At

Structure:

“processing the image to
detect position of the
optical cursor and at leag
one property of the
optical cursor and for
converting the position
and at least one property
to corresponding
commands to control the
computer and move an
internal cursor to a
position corresponding tq
the optical cursor while
the optical cursor remains
within the output
displayed on the screen”

indefinite

denotes sufficient structure—a “computer”—forfpeming the recited function of “processing.”

The Parties’ Positions

Plaintiff submits that the term does not invoke 35 U.S.C. § 112, { 6 because “processor”

Dkt. No. 143 at 27-28. Plaintifargues that the meaning ofrfjgessor” as a structure for

processing is well-understood as shown by dictioms@fnitions and judicial constructions of

the term “processor.1d. Plaintiff further submits that & '214 Patent didoses specific

optical cursorld. at 28—-29 (citing '214 Patent cols.4—7). Pldimotes that the patent references

examples of image processing and an exempddgorithm for deteting the position of the

“known imaging processing tkniques” disclosed in th#achine Visionreferenceld. at 29
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(citing '214 Patent col.4 11.49-62Jhus, Plaintiff argues, even if the term invoked 8§ 112, 1 6, the
patent discloses sufficient structure andtdren does not render the claim indefinite.

In addition to the claims themselves, Pldirntites the following intrinsic and extrinsic
evidence to support its positiamtrinsic evidence: '214 Patent col.3 11.46-47, 52-55, cols.4-7,
col.7 11.28-60.Extrinsic evidence IBM Dictionary of Computind10th ed. 1994) (“processor”)
(Plaintiff's Ex. 4, DK. No. 148 at 11-16)Vebster's New World Dictiary of Computer Terms
(5th ed. 1994) (“processor”) (Plaiff's Ex. 4, Dkt. No. 148 at 32—-37)Webster's Ninth New
Collegiate Dictionary(1986) (“processor”) (Plaintif§ Ex. 4, Dkt. No. 148 at 38—-47).

Defendants respond that the term invoke®J35.C. § 112, { 6 because “processor” does
not connote sufficient structure to parh the recited functions of (1pfocessingthe image to
detect position of the optical cursor and asleone property of theptical cursor” and (2)
“converting the position and at least one propertyctoresponding commands to control the
computer and move an internal cursor to a pwsitorresponding to the optical cursor while the
optical cursor remainsithin the output displayed on thereen.” Dkt. No. 156 at 26 (emphasis
in original). Defendants further respond that cqurtsluding thisCourt and the Federal Circuit,
have recognized thdprocessor” alone does not connote wifint structure to perform such
specialized functionand therefore, #hterm must be analyzed under § 112, {d6at 26-27.
Defendants also claim dh both Plaintiff's andDefendants’ experts téfied that a general-
purpose processor cannot perform the recibedtfons without being specially programmét.
at 28.

According to Defendants, the term fails tiequirement of § 112, 1 6 and therefore Claim
24 is invalid as indefiniteld. at 29-31. Defendants first argtieat the functin of the claim

requires both the “pamssing” and “converting”functions recited inthe claim, not the
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abbreviated function #t Plaintiff proposes in the alternative. at 29. Defendants next argue
that because a processor must be specially gmoged to perform the recited functions, the '214
Patent must disclose an algorithm that phecessor preforms to accomplish the functidn.at
29-30. Defendants contend that the '214 Patent’s citation tdlalcgine Visiorreference is not
sufficient disclosure of an algorithm to perfothe function of “processing the image to detect
... at least one property of the optical cursod #rat the patent doestrmtherwise disclose any
such algorithmld. at 30. Defendants further contend ttieg '214 Patent does not disclose an
algorithm to perform the “converting” functiotd. at 31. Defendants conclude that because the
patent does not disclose aga@iithm adequate to perform thecited functions, Claim 24 fails
the requirement of § 112, fl@. at 30-31.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to suppottheir position.Intrinsic evidence '214 Patent col.4 I.57—-653Extrinsic
evidence Russ Dep. (Defendants’ Ex. B, DktoNL56-3); Kitchen Decl. (Dkt. No. 156-11).

Plaintiff replies that Defendamthave failed to rebut theggumption that § 112, 1 6 does
not apply to a claim term that lacks “meams”“step for” language. Dkt. No. 164 at 10-11.
Plaintiff argues that the claim recites a “prag@sin communication with the camera” and that
the addition of “in communicatiowith the camera” results in special-purpose coputer with
sufficient structure to avoid invakg § 112, 1 6. Plaintiff contendsat even if 8§ 112, 6 applies
there is no need for a detailedsdeption of aralgorithm to perform the oited functions as “it
would have been within thardinary skill in the art to generate [such] algorithnid.”at 11.

Plaintiff cites further intrinsic and é&nsic evidence to support its positiomtrinsic

evidence '214 Patent col.4 11.39-41col.4 11.52 — col.7 1.27, d8B 11.21 — col.9 I.25, fig.3.
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Extrinsic evidence Kitchen Dep. (Plaintiff's Ex. E, Dk No. 165-2 & Dkt. No. 176-1); Russ
Supp. Decl. (Dkt. No. 164-1).

Analysis

The dispute centers on whether this term is governed by 8§ 112, { 6. Because the Court
finds that the “processor . . . for . . .” languaganotes sufficiently definite structure to one of
ordinary skill in the art, the Court condes that § 112, {1 6 does not apply. And because
Defendants’ indefiniteness argument is predi®n the application of § 112, § 6, Defendants
have failed to establish by cleand convincing evidence that thiesm is indefinite and renders
any claim invalid.

The Court has previously considered wiegt“processor’—without the term “means”™—
invokes 8§ 112, § 6. For example,Rersonal Audipthe Court held tha§ 112, § 6 was invoked
based in part oristocrat Techs. Australia Pty Ltd. v. Int'l Game Ted&R21 F.3d 1328 (Fed.
Cir. 2008).See Personal Audio, LLC v. Apple Indo. 9:09-cv-00111, 2011 U.S. Dist. LEXIS
157778, at *60—*63, *68—*72, n.13 (E.D. Tex. Jan. 30, 2011). The Coeeiisonal Audiagead
Aristocratto hold that when a claim discloses a ‘g@ssor” alone it does not connote sufficient
structure to avoid invoking 8 112, ®ersonal Audip2011 U.S. Dist. LEXIS 157778, at *68—
*70 (citing Aristocrat, 521 F.3d at 1333, 1336).

SincePersonal Audiphowever, the Federal Circuit has clarifi&dstocrat The Federal
Circuit held inApplethat theAristocratrule applies only after §12, § 6 has been invoked. The
Aristocrat rule should not apply when determining whether § 112, 1 6 should be ind®d&ed.
Apple Inc. v. Motorola, In¢.757 F.3d 1286, 1298 (Fed. Cir. 2014)Apple the Federal Circuit
stated:

The district court misapplied our preesd by requiring the claim limitations of
the 949 patent themselves to disclasestep-by-step algorithm as required by
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Aristocrat TechnologiesAristocrat and related cases hold thidita patentee has
invoked  computer-implemented  means-plus-function  claiming the
corresponding structure in the spexmation for the computer implemented
function must be an algorithm unless agm®l purpose computer is sufficient for
performing the function. . . .

In all these cases, the claims recitegl tlrm “means,” thereby expressly invoking
means-plus-function claiming. In additiothe parties in these cases did not
dispute on appeal that these claims wdnated in means-plus-function format.
Hence, where a claim is not drafted in means-plus-function format, the
reasoning in theAristocrat line of cases does not automatically apply, and an
algorithm is therefore not necessarily requiredrhe correct inquiry, when
‘means’ is absent from a limitation, is ether the limitation,ead in light of the
remaining claim language, specifieatj prosecution history, and relevant
extrinsic evidence, has sufficiently definggucture to a person of ordinary skill
in the art.

Id. (quotation marks omitted, firemphasis in original, second emphasis added). The Federal
Circuit has later held that the presumptiomiagt application of § 112, { 6 is not “stron§é&e
Williamson v. Citrix Online, LLC792 F.3d 1339, 1349 & n.3 (Fed. Cir. 2018j (bancin
relevant portion). However, it has not altered its holding thaAtistocrat rule does not apply
when determining if 8 112, { 6 should be invoked.

The Court considered whether the termofessor” without “means” invoked § 112, 1 6
after Apple See Smartflash LLC v. Apple In€7 F. Supp. 3d 535 (E.D. Tex. Dec. 4, 2014). In
Smartflash the Court held that an alleged infyer did not show that 8§ 112, { 6 should be
invoked.ld. at 543. The Court noted tHiéte “detector” and “circuit,” “processor,” while it “may
not define a specific gicture, [] describes a class of structuréd.”(citing Personalized Media
Commc’ns, L.L.C. v. International Trade Commh6l F.3d 696, 705 (Fed. Cir. 1998)
(detector);Linear Tech. Corp. v. Impala Linear Coy@879 F.3d 1311, 1320 (Fed. Cir. 2004)
(circuit)). The Court therefore found thatrgessor” was not a nonce word like “means,”

“element,” or “device.”ld. The Court reaffirmed thikolding in later rulingsSee Smartflash
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LLC v. Apple Inc.No. 6:13-cv-447-JRG-INM, 2015 U.Bist. LEXIS 91669, at *7—*10 (E.D.
Tex. July 7, 2015) (finding processor not a nonce word @itiamson.

Personalized MediandLinear Technologyare instructive. IrPersonalized Mediathe
Federal Circuit reversed the International Trade Commission’s holding that the term “digital
detector for [performing a function]” wagoverned by 8§ 112, § 6 and that the claim was
indefinite for lack of structurePersonalized Media Commc’)n$61 F.3d at 700-01, 703-707.
The Federal Circuit held that “detector’ had a well-known meaninthose of skill in the
electrical arts connotative of structuréd. at 704—05 & n.12 (citing dictionary definitions of
detector). The Federal Circwitent on to explain that,

neither the fact that a ‘detec’ is defined in terms of itRunction, nor the fact that

the term ‘detector’ does not connote agise physical structure in the minds of
those of skill in the art detracts frometdefiniteness of structure. . . . Even though
the term ‘detector’ does not specificalgvoke a particular structure, it does
convey to one knowledgeable in the art a variety of structures known as
‘detectors.” We therefore conclude that the term ‘detector’ is a sufficiently
definite structural term to pclude the application of § 112, P 6.

Similarly, in Linear Technologythe Federal Circuit reversed district court’s holding
that “circuit for [performing a funabin]” terms were governed by § 112, {Léhear Tech. 379
F.3d at 1319-21. The court determined that:

Technical dictionaries, which are evidenof the understandings of persons of
skill in the technical artsplainly indicate that # term ‘circuit’ connotes
structure. . . . For exampl&he Dictionary of Computing5 (4th ed. 1996)
defines “circuit” as “the combinatiomf a number of electrical devices and
conductors that, when interconnectedféeom a conducting path, fulfill some
desired function.” . . . Thus, when tlsructure-connoting ten “circuit” is
coupled with a description of the cirtsioperation, sufficient structural meaning
generally will be conveyed to personsastlinary skill in the art, and § 112 P 6
presumptively will not apply.

Id. at 1320. Because the claims themselves incltlieedobjectives or operations” of the circuit

and because “persons of ordinary skill in thewsould understand the structural arrangements of
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circuit components from the rta ‘circuit’ coupled with the qualifying language of [the]
claim[s],” the court heldhat § 112, 1 6 did not applid. at 1320-21.

Here, the Court finds that § 112, 1 6 does mpgiyafor three reasongirst, “processor”
connotes structureSee, e.q.IBM Dictionary of Computind10th ed. 1994) (Plaintiff's Ex. 4,
Dkt. No. 148 at 15) (defining “processor” as “() a computer, a functional unit that interprets
and executes instructions. A processor consistat déast an instruction control unit and an
arithmetic and logic unit. (T) (2) One or more grated circuits that pcess coded instructions
and perform a task”Webster's New World Dianary of Computer Tern#64 (5th ed. 1994)
(Plaintiffs Ex. 4, Dkt. No. 148 at 32-37) (deihg “processor” as “(1) The CENTRAL
PROCESSING UNIT of a computer”). These défons are analogouso the dictionary
definitions relied on by thd.inear Technologycourt See Linear Tech.379 F.3d at 1320
(defining “circuit” as “the comimation of a number of electial devices and conductors that,
when interconnected to form a conducting path, fulfil some desired functiae®);also
Personalized Media Commc’)n$61 F.3d at 704—05 (finding that “detector” connotes a class of
structures”).

Second, Claim 24 itself recites the objectia®l operations of & processor in the
“processor . . . for” limitation:

processing the image to deteposition of the opticatursor and aleast one

property of the optical cursor and foonverting the position and at least one

property to corresponding commands dontrol the computer and move an

internal cursor to a position corresponding to the optical cursor while the optical
cursor remains within the quit displayed on the screen.

'214 Patent, col.11 1.34 — col.12 |.6ee alsd.inear Tech.379 F.3d at 1320 (holding that the
objectives and outputs of the “circuit for monitorimgignal from the output terminal to generate
a first feedback signal” limitation are “monitoring a signal from the output terminal” and

“generating a first feedback signal”)
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Third, one of ordinary skill ithe art would understand thewsttural arrangements of the
processor from the recited objectivasd operations of the process8ee, e.g.Russ Decl. |
26-28 (stating that the one ofilkn the art would know “howto determine the position and
other properties of an external cursor” and “hmmse the position another external cursor
properties to generate commarfds a computer, including tgenerate commands to move an
internal cursor to a position gesponding to the position of tlexternal cursor”); Kitchen Dep.
31:7 — 33:21 (testifying &t one skilled in the art could cteaan image-processing algorithm to
detect the shape and position of a cursor @ndonvert the data to commands to control a
computer), 37:14 — 38:25 (testifying that one skiiledhe art could create an image-processing
algorithm to generate a command based on a charigeensity or color of the cursorgge also
Linear Tech. 379 F.3d at 1320 (relying on the patenteelpegt's statement “that a person of
ordinary skill in the art readintpe claims would have an undersiang of, and would be able to
draw, structural arrangements tbie circuit elements defined by the claims” (quotation marks
omitted)).

Defendants’ attempt to overcome the prestimmpthat 8 112, 1 6 dsenot apply to the
“processor . . . for [performing function]” term fails becausi is premised on requiring an
Aristocratlevel disclosure in the claims therhsss. Dkt. No. 156 at 28. Federal Circuit
precedent does not require this levkdisclosure in the claim&ee Apple757 F.3d at 1298.

Accordingly, the Court finds that 8 112, 1 6 does not apply to the “a processor . . . for
processing . . .” terms, andathDefendants have not esiabed by clear and convincing
evidence that the term rendensy claim indefinite. The term kats plain and ordinary meaning

and needs no further construction.
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E. The “Instructions For” Terms
Disputed Plaintiff's Proposed Construction Defendant’s Proposed
Term Construction

“instructions
for detecting .

Claim 25

Plain and ordinary meaning. Not governed |
35U.S.C. §112, f 6.

If § 112, 1 6 applies:

Function:
“detecting at least one of the user
selectable properties of the external curs

Structure:
Computer readable storage medium that
includes processor instructions to conve
optical data to digital data representing
instructions executable by a computer fo
“detecting at least one of the user
selectable properties of the external
cursor.”

yvindefinite. Governed by 35
U.S.C. 8112, 1 6.

Function:

“detecting at least one
of the user selectable
properties of the
external cursor”

Or”

Structure:
indefinite

t

=

“instructions
for generating

Claim 25

Plain and ordinary meaning. Not governed &
35U.S.C. 8112, f 6.

If § 112, 1 6 applies:

Function:
[}
based on the at least one detected propg
of the eternal cursor”

Structure:
Computer readable storage medium that
includes data repreating instructions

executable by a computer to convert the
digital data into a command, or otherwise

“generating a command for the computer

based on the at least one detected prope
of the eternal cursor.”

“generating a command for the computer

yvindefinite. Governed by 35
U.S.C. 8112, 6.

Function:

“generating a comman
for the computer based
2rty on the at least one
detected property of th
external cursor”

112

Structure:
indefinite

14

L

rty
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Disputed
Term

Plaintiff's Proposed Construction

Defendant’s Proposed
Construction

“instructions
for processing

Claim 26

Plain and ordinary meaning. Not governed [
35U.S.C. §112, ] 6.

If 8§ 112, 1 6 applies:

Function:
“processing an image of the output to
detect at least one property of the extern

cursor and position of the external cursor

relative to the output”

Structure:

Computer readable storage medium that
includes processor instructions to conve
optical data to digital data representing
instructions executable by a computer fo
“processing an image of the output to
detect at least one property of the extern
cursor including [and] position of the
external cursor retave to the output.”

yvindefinite. Governed by 35
U.S.C.§112, f 6.

Function:

“processing an image ¢
the output to detect at
least one property of
the external cursor
including position of
the external cursor
relative to the output”

al

Structure:
te indefinite

=

al

“instructions
for converting

Claim 26

Plain and ordinary meaning. Not governed [
35U.S.C. §112, ] 6.

If 8§ 112, 1 6 applies:

Function:

“converting position and the at least one
property to a command to control the
computer to move an internal cursor to a
position corresponding to the external
cursor”

Structure:

Computer readable storage medium that
includes data repreating instructions
executable by a computer to convert the
digital data into a command, or otherwisg
for “converting position and the at least
one property to a command to control the
computer to move an internal cursor to a
position corresponding to the external
cursor.”

yvindefinite. Governed by 35
U.S.C.§112, f 6.

Function:

“converting the positior
and the at least one
property to a commang
to control the computer
to move an internal
cursor to a position
corresponding to the
external cursor”

Structure:
indefinite

14

L

117}
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Because the parties’ arguments and propasedtructions with pect to these terms
are related, the Court addees the terms together.

The Parties’ Positions

Plaintiff submits that Claims 25 and 26 aBeauregar8 claims and that, the
“instructions” of the terms refers to compufaogram instructions for performing the recited
processes. Dkt. No. 143 at 31-32. Plaintiff furtegbmits that the instructions should not be
severed from the structure recited in greamble, the “computer readable mediuid.”at 32.
Plaintiff finally submits, the structure is suffictindefinite to avoid aplication of 35 U.S.C. §
112, {1 61d.

Plaintiff contends that ithe terms are construed according to 8 112, § 6, then the
structure for the “instructions fodetecting . . .” and the “itsictions for processing . . .”
limitations are found in the claims in conjunctiafith the disclosures at “Fig. 3 box 60 (boxes
62, 64, 66, 68, 70, and 72); 3:41-61; 4:54-65; 4:65 — 7:4; 7:5-43; 8:12K35.at 33.
Furthermore, the structure foretHinstructions for generating...” and the “instructions for
converting . . .” limitations are found in the claims in conjunctigiin the discloste at: “Fig. 3
(box 74) and 3:41-61; 7:44-60; 8:33-67.”

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positidmtrinsic evidence '214 Patent col.3 11.41-61, col.4 11.54 — col.7

.60, col.8 11.12-67, fig.3EXtrinsic evidence Russ Decl. (Plaintiff's Ex. 5, Dkt. No. 144).

® Named aftetn re Beauregard53 F.3d 1583 (Fed. Cir. 1995), “[c]laimsBeauregardormat
formally recite a tangible article of mamgture—a computer-readable medium, such as a
computer disk or other data storage device—bci slaims also require the device to contain a
computer program for directing a com@uto carry out a specified procesSI'S Bank Int’l v.
Alice Corp. Pty 717 F.3d 1269, 1287 (Fed. Cir. 2013)
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Defendants respond that the word “instructions” is a generic placeholder that does not
connote sufficient structure to perform the recitedctions, and therefer the term must be
analyzed under 8§ 112, 1 6. Dkt. No. 156 at 31. badiets argue that because the “instruction”
limitations are software for a specially progwaed computer, the '214 tat must disclose
algorithms for performing the functionksl. at 33—-35. Defendants alsspend that the patent’s
references to “known image-processing techniques” andvitehine Visionreference do not
qualify as a disclosure of adequate structiate.Therefore, Defendants contend, as the patent
does not disclose the requisiigorithms, the claims faild.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to support their positidntrinsic evidence '214 Patent col.3 11.45-46, col.3 11.52-55,
col.4 11.57-67, col. 7 1.L16-2%0l.7 11.35-37, col.8 11.21-22, fig.Extrinsic evidence Kitchen
Decl. (Dkt. No. 156-11); .

Plaintiff replies that applyin@ 112, § 6 is inappropriate forBeauregardclaim, and
such application is unsupported bydegal authority. Dkt. No. 164 at 12.

Analysis

The dispute here largely pael8 the dispute over the “processor . . . for . . .” terms.
Defendants argue that: (1) 35 U.S.C. § 112, 1 6 applies to each of the “instructions for” terms, (2)
the '214 Patent does not adequately disclosetsimel and therefore faithe requirements of the
statute, and (3) Claims 25 and 26 are invalichdsfinite. For similar reasons to those expressed
in the analysis of the “processor . . . for .” term, the Court determines that Defendants
argument fails on its first point—8§ 112, | 6 doesaqmly. The “instructiongor . . .” language
connotes sufficiently defite structure to one abrdinary skill in the ar therefore the statute

does not apply.
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Here, the term “instructions,” like “detector” iRersonalized Mediaand “circuit” in
Linear Technologyconnotes sufficiently definite struce to avoid invokig 8112, 1 6. First,
“instruction” connogés structureSee, e.qg.’214 Patent col.12 I.7-9“A computer readable
storage medium having stored data reprisgninstructions executable by a computer to
generate commands wwontrol a cursor.”);Webster's Ninth NewCollegiate Dictionary627
(1986) (Dkt. No. 148 at 43) (defirgrt'instruction” as “a code that tells a computer to perform a
particular operation”); Kitche Decl. § 63 (“instructions” fers to “executable processor
instructions” or “program code to be convertedprocessor instrucns”) (Dkt. No. 156-11 at
20); Affymetrix, Inc. v. Hyseq, Incl32 F. Supp. 2d 1212, 1231-33 (N.D. Cal. 2001) (finding
that “code” connotes structure)rading Techs. Int'l v. eSpeed, Inblo. 04-c-5312, 2006 U.S.
Dist. LEXIS 80153, at *38-*40 (N.D. Ill. Oct31, 2006) (finding that “code” connotes
structure);Affinity Labs of Texas, LLC v. Samsung Elecs, 8o. 1:12-cv-557, 2014 U.S. Dist.
LEXIS 184075, at *12—*13 (E.D. Tex. June 4, 2014) (Clark, J.) (finding that “software”
connotes structure).

Second, Claims 25 and 26 themselves recite the objectives and operations of the
instructions in the “Instructions For” limitations:

e detecting at least one of theeuselectable properties of theternal cursor (Claim 25),

e generating a command for the computer baseti®at least one detected property of the
external cursor (Claim 25),

e processing an image of the output to detet#adt one property of the external cursor
including position othe external cursor relag to the output (Claim 26),

e converting the position and the at least praperty to a command to control the
computer to move an internal cursor tpasition corresponding to the external cursor
(Claim 26).

'214 Patent, col.12 11.14-18, 11.26—38ee alsd_inear Tech,.379 F.3d at 1320hplding that the

objectives and outputs of the “circuit for monitorimgignal from the output terminal to generate
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a first feedback signal” limitation are “monitoring a signal from the output terminal” and
“generating a first feedback signal”)

Third, one of ordinary skill ithe art would understand thewsttural arrangements of the
instructions from the recited objectives and operations of the instrucBers.e.g.Russ Decl.

19 26-28 (stating that the one of skill in thevaould know “how to determine the position and
other properties of an external cursor” and “hmmse the position another external cursor
properties to generate commarfds a computer, including tgenerate commands to move an
internal cursor to a position mesponding to the position of tlexternal cursor”); Kitchen Dep.
31:7 — 33:21 (testifying tt one skilled in the art could cteaan image-processing algorithm to
detect the shape and position of a cursor @ndonvert the data to commands to control a
computer), 37:14 — 38:25 (testifying that one skiiledhe art could create an image-processing
algorithm to generate a command based on a charigeensity or color of the cursorgge also
Linear Tech. 379 F.3d at 1320 (relying on the patenteelpegt's statement “that a person of
ordinary skill in the art readintpe claims would have an undersiang of, and would be able to
draw, structural arrangements thie circuit elements defined by the claims” (quotation marks
omitted)).

Numerous district courts have cometh@ same conclusion on similar terrSee, e.g.
Affymetrix, Inc. v. Hyseq, Incl32 F. Supp. 2d 1212, 1231-33 (N@al. 2001) (holding that §
112, § 6 does not apply to the claim term “combep code that [performs a function]Jrading
Techs. Int'l v. eSpeed, In&No. 04-c-5312, 2006 U.S. Dist. LEX 80153, at *34—*44 (N.D. Il
Oct. 31, 2006) (holding that 8 112, § 6 does aply to the claim term “program code for
[performing a function]”);Versata Software, Inc. v. Sun Microsystems,, IN0. 2:06-cv-358,

2008 U.S. Dist. LEXIS 63645, at *36—*37 (E.D.xXtéAug. 19, 2008) (holding that § 112, 1 6
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does not apply to the claim term “computeadable program code configured to cause a
computer to [perform a function]”Aloft Media, LLC v. Adobe Sy&70 F. Supp. 2d 887, 897—
98 (E.D. Tex. 2008) (holding that § 112, 1 6 doesapply to the claim term “computer code for
[performing a function]”);Eolas Techs., Inc. v. Adobe Sys., |80 F. Supp. 2d 795, 810 (E.D.
Tex. 2011) (holding that 8 112, 1 6edonot apply to the claim terfoomputer readable program
code for [performing a function]”RLIS, Inc. v. Allscriptéiealthcare Solutions, IncNo. 3:12-
cv-208, 2013 U.S. Dist. LEXIS 98840, at *41—*48[@STex. July 16, 2013) (holding that § 112,
1 6 does not apply to the claim terms “exabile software [for performing a function]” and
“computer software for [performing a function]Affinity Labs of Texad,LC v. Samsung Elecs.
Co, No. 1:12-cv-557, 2014 U.S. Dist. LEXIS 184075, at *11-*18 (E.D. Tex. June 4, 2014)
(Clark, J.) (holding that § 112, fiddes not apply to the claim tefisoftware . . . configured to
[perform a function]”); SuperSpeed, LLC v. Google, In&o. H-12-1688, 2014 U.S. Dist.
LEXIS 4479, at *72—*79 (S.D. Tex. Jan. 14, 2014) ¢hod that § 112, 6 deenot apply to the
claim term “executable . . . code for [performing a function]”).

Defendants’ attempt to overcome the prestimmpthat 8 112, 1 6 dsenot apply to the
“Instructions For” terms fails becae it is premised on requiring @mistocratlevel disclosure
in the claims themselves. Dkt. No. 156 at 33-B& that premise is contrary to lafpple 757
F.3d at 1298. Because the statute does not appfgndants’ argument that Claims 25 and 26
are indefinite because they faildomply with the statute is moot.

The Court finds that § 112, { does not apply to the “Insictions For” terms, that
Defendants have not established by clear @ntvincing evidence that the terms render any
claim indefinite, and that the terms have th@ain and ordinary meaning and need no further

construction.
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V. CONCLUSION

The Court adopts the above constructionsfah in this opinion for the disputed and
agreed terms of the '214 Patent. The partiesoatlered that they may not refer, directly or
indirectly, to each other’s claim construction positions in the presence of the jury. Likewise, the
parties are ordered to refrain from mentioning portion of this opinion, other than the actual
definitions adopted by the Court, in the presesfciae jury. Any referece to claim construction
proceedings is limited to informing the juoy the definitions adopted by the Court.

SIGNED this 5th day of January, 2016.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTMTE JUDGE
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