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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

OPTIS WIRELESS TECHNOLOGY LLC &
PANOPTIS PATENT MANAGEMENT,
LLC,

Plaintiffs,

V. Case No. 2:15-cv-300-JRG-RSP

ZTE CORPORATION & ZTE (USA) INC.,
Defendants.

MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim counstion brief of Plaintiffs Optis Wireless
Technology, LLC and PanOptis Patent ManagameLC (“Plaintiffs”) (Dkt. No. 66, filed on
December 22, 2018)the response of ZTE Corporatiamd ZTE (USA) Inc. (“Defendants”)

(Dkt. No. 78, filed on January 12016), the reply of Plaintiffs (K. No. 83, filedon January 27,

2016), and the sur-reply of Defgants (Dkt. No. 92, filed on Beuary 9, 2016). The Court held

a hearing on claim construction and defingss on February 17, 2016. Having considered the
arguments and evidence presented by the parties at the hearing and in their briefing, the Court

issues this Order.

! Citations to the parties’ filings are to thbng’s number in the docket (Dkt. No.) and pin cites
are to the page numbeaassigned through ECF.
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BACKGROUND

Plaintiffs allege infringement of U.S. Patents No. 6,356,631 ‘(6&L Patent”), No.
6,865,191 (the “191 Patent”), No. 8,064,919 (tf@l9 Patent”), No. 8,199,792 (the “792
Patent”), and No. 8,411,557 (the 5% Patent”) (collectively, thAsserted Patents”). Generally,
the Asserted Patents are diexl to computer- and radioyplemented telecommunications.

The '631 Patent is entitled “Multi-ClienObject-Oriented lterface Layer.” The
application leading to the '631 Patent wasditen September 24, 1998 and the patent issued on
March 12, 2002.

The 191 Patent is entitled “System andthted for Sending Multimedia Attachments to
Text Messages in Radiocommunication Systeriiié application leading to the 191 Patent
claims priority to a provisinal application filedon August 12, 1999 and the patent issued on
March 8, 2005.

The '919 Patent is entitletRadio Communication Base Station Device and Control
Channel Arrangement Method.” The application iegdo the '919 Patentlaims priority to a
number of Japanese patent aptiens through a seried continuation apirations. The earliest
Japanese applicatiomas filed on March 23, 2007 and thee®Patent issued on November 22,
2011.

The '792 Patent is ent#ttl “Radio Communication pparatus and Response Signal
Spreading Method.” The applicati leading to the '792 Patentaghs priority to a number of
Japanese patent applications through a seriesrdinuation applications. The earliest Japanese
application was filed on June 15, 2007 #mel'792 Patent issued on June 12, 2012.

The '557 Patent is entitled “Mobile Stati Apparatus and Random Access Method.” The

application leading to #h’'557 Patent claims priby to a Japanese pateapplication through a



series of continuation applitans. The Japanese applicatizvas filed on March 20, 2006 and
the 557 Patent issued on April 2, 2013.
Il. LEGAL PRINCIPLES

A. Claim Construction

“It is a ‘bedrock principle’ of patent law thahe claims of a patd define the invention
to which the patentee is entitled the right to excludehillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotimgova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc., 381 F.3d 1111, 1115 (Fed. Cir. 20040 determine the meanimg the claims, courts start
by considering the intrinsic evidende. at 1313;C.R. Bard, Inc. v. U.S. Surgical Coy388
F.3d 858, 861 (Fed. Cir. 200Begll Atl. Network Servs., Inc. v. Covad Commc’ns Group, Inc.
262 F.3d 1258, 1267 (Fed. Cir. 2001). The intrinsic@wvie includes the claims themselves, the
specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861. The general rule—subject to eémtspecific exceptions discussefta—is that each claim
term is construed according to its ordinanyd accustomed meaning as understood by one of
ordinary skill in the art at the time tfe invention in the context of the patdphillips, 415 F.3d
at 1312-13Alloc, Inc. v. Int'l Trade Comm’)n342 F.3d 1361, 1368 (Fed. Cir. 2008¢ure
Networks, LLC v. CSR PLC/71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy
presumption that claim terms carry their accustomed meaning in the relevant community at the
relevant time.”) (vacated on other grounds).

“The claim construction inquiry . . . beginsdaends in all casesitiv the actual words of
the claim.”Renishaw PLC v. Marposs Societa’ per Azid®8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[lIn all aspects of claim construction,h¢ name of the game is the claimApple Inc. v.
Motorola, Inc, 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362,

1369 (Fed. Cir. 1998)). First, a term’s contexthe asserted claim can be instructiRéillips,
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415 F.3d at 1314. Other asserted or unassertetsclean also aid in determining the claim’s
meaning, because claim terms are typicallsed consistently throughout the patelat.
Differences among the claim terms can asagist in understantj a term’s meanindd. For
example, when a dependent claim adds a limitaboen independent claim, it is presumed that
the independent claim does not include the limitationat 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are a pdd.”
(quotingMarkman v. Westview Instruments, Ie2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always highly relevant tbe claim construction analysis. Usually, it is
dispositive; it is the single best gaido the meaning of a disputed termd: (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 1998)gleflex, Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the
court in interpretingthe meaning of disputed claimniguage, particular embodiments and
examples appearing in the specification widt generally be read into the claimsComark
Commc'ns, Inc. v. Harris Corpl56 F.3d 1182, 1187 (Fed. Cir. 1998) (quotgnstant v.
Advanced Micro-Devices, Inc848 F.2d 1560, 1571 (Fed. Cir. 1988&¢ge also Phillips415
F.3d at 1323. “[l]t is improper teead limitations from a prefemleembodiment described in the
specification—even if it is the dnembodiment—into the claims sént a clear indication in the
intrinsic record that the patenteddanded the claims to be so limited.iebel-Flarsheim Co. v.
Medrad, Inc, 358 F.3d 898, 913 (Fed. Cir. 2004).

The prosecution history is another totd supply the proper context for claim
construction because, like theegfication, the prosecution histoprovides evidence of how the
U.S. Patent and Trademark Office (“PT@INd the inventor undstood the patenkhillips, 415

F.3d at 1317. However, “because the proseouhistory represents an ongoing negotiation



between the PTO and the applicaather than the final product tifat negotiation, it often lacks
the clarity of the specification and thusléss useful for claim construction purposesl” at
1318;see also Athletic Alternatives, Inc. v. Prince M3 F.3d 1573, 1580 (Fed. Cir. 1996)
(ambiguous prosecution history may be “Uphd as an intergetive resource”).

Although extrinsic evidence can also be useful, it is “lgigsificant than the intrinsic
record in determining thlegally operative meaning of claim languag®Hillips, 415 F.3d at
1317 (quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictioies and treatises may help a
court understand the underlyirechnology and the manner in whighe skilled inthe art might
use claim terms, but technical dictionaries and treatises may provide definitions that are too
broad or may not be indicative of haWe term is used in the pateifd. at 1318. Similarly,
expert testimony may aid a coun understanding the underlying technology and determining
the particular meaning of a term in the petinfield, but an expert’'sonclusory, unsupported
assertions as to a term’s definitiane entirely unhelpful to a courd. Generally, extrinsic
evidence is “less reliable than the patent @mgrosecution history idetermining how to read
claim terms.”ld. The Supreme Court recently explained tbie of extrinsic evidence in claim
construction:

In some cases, however, the district ¢oauitl need to look beyond the patent’s

intrinsic evidence and to consult exsio evidence in order to understand, for

example, the background science or the meaning of a term in the relevant art

during the relevant time perio8ee, e.g., Seymour v. Osbgrh& Wall. 516, 546

(1871) (a patent may be “so intersperséith wechnical termsrad terms of art that

the testimony of scientifizvitnesses is indispensalitea correctuinderstanding of

its meaning”). In cases where those subsydfacts are in dispute, courts will

need to make subsidiary factual findiregsout that extrinsic evidence. These are

the “evidentiary underpinnings” of clainsonstruction that we discussed in

Markman and this subsidiaryattfinding must be reviewed for clear error on
appeal.

Teva Pharm. USA, Inc. v. Sandoz, |A&5 S. Ct. 831, 841 (2015).



B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] gealerule” that claim terms are construed
according to their plain and ordinary meaning; When a patentee sets out a definition and acts
as his own lexicographer, or 2) when the ptge disavows the full scope of the claim term
either in the specificatioor during prosecutiorf’Golden Bridge Tech., Inc. v. Apple Ing58
F.3d 1362, 1365 (Fed. Cir. 2014) (quotifigorner v. Sony Computer Entm’t Am. L1869 F.3d
1362, 1365 (Fed. Cir. 20128pe also GE Lighting Solutions, LLC v. AgilLight, Int50 F.3d
1304, 1309 (Fed. Cir. 2014)T]he specification and prosecati history only compel departure
from the plain meaning in two instances: tography and disavowal.”). The standards for
finding lexicography or diavowal are “exacting GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographehe patentee must “clearbet forth a definition of the
disputed claim term,” and “clearly exgss an intent to define the ternid. (quoting Thorner,

669 F.3d at 1365)see alsoRenishaw 158 F.3d at 1249. The patee’s lexicography must
appear “with reasonable clarityeliberateness, and precisioRénishaw158 F.3d at 1249

To disavow or disclaim the full scope ofclim term, the patentee’s statements in the
specification or prosecution history must amaotond “clear and unmistakable” surrendeordis
Corp. v. Boston Sci. Corp561 F.3d 1319, 1329 (Fed. Cir. 20093e also Thorne669 F.3d at
1366 (“The patentee may demonstrate intendéwiate from the ordinary and accustomed
meaning of a claim term by including in the spieation expressions ahanifest exclusion or
restriction, representingaear disavowal of claim scope.”) “Where an applicant’s statements are

amenable to multiple reasonable interpretations, they cannot be deemed clear and unmistakable.”

2 Some cases have characterized other princigflasaim construction as “exceptions” to the
general rule, such as the statutory requirentiegit a means-plus-function term is construed to
cover the corresponding structutssclosed in the specificatiosee, e.9.CCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1367 (Fed. Cir. 2002).

8



3M Innovative Props. Co. v. Tredegar Corg25 F.3d 1315, 1326 (Fed. Cir. 2018ge also
Avid Tech., Inc. v. Harmonic, In812 F.3d 1040, 1045 (Fed. C016) (“When the prosecution
history is used solely to suppa@ conclusion of patgéee disclaimer, the standard for justifying
the conclusion is a high one.”).

C. Functional Claiming and 35 U.S.C§ 112, 1 6 (pre-AlA / § 112(f) (AIA)®

A patent claim may be exmsed using functional languadggee35 U.S.C. § 112, | 6;
Williamson v. Citrix Online, LLC792 F.3d 1339, 1347-49 & n.3 (Fed. Cir. 2015) (en banc in
relevant portion). Section 112, Paragraph 6, providaisa structure may be claimed as a “means
... for performing a specifiediiction” and that an act may blaimed as a “step for performing
a specified function.Masco Corp. v. United State303 F.3d 1316, 1326 (Fed. Cir. 2002).

But 8 112, § 6 does not apply to all fuoctal claim language. There is a rebuttable
presumption that 8 112, § 6 applies when ¢l@m language includes “means” or “step for”
terms, and that it does not apph the absence of those ternasco Corp.303 F.3d at 1326;
Williamson 792 F.3d at 1348. The presumption stands or falls according to whether one of
ordinary skill in the art wod understand the claim with thenictional language, in the context
of the entire specification, to denote sufficiendgfinite structure or acts for performing the
function. SeeMedia Rights Techs., Inc. v. Capital One Fin. Cpgf0 F.3d 1366, 1372 (Fed.
Cir. 2015) (8 112, 1 6 does not apply when “ttensllanguage, read in lighbf the specification,
recites sufficiently definite structe’t (quotation marks omitted) (citing/illiamson 792 F.3d at
1349;Robert Bosch, LLC v. Snap-On Iné¢69 F.3d 1094, 1099 (Fed. Cir. 2014))illiamson
792 F.3d at 1349 (8 112, 1 6 does not apply whies words of the claim are understood by

persons of ordinary dkiin the art to have sufficiently definite meaning as the name for

% Because the applications resulting in thssérted Patents were filed before September 16,
2012, the effective date of the America Invents AAIA”), the Court refers to the pre-AlA
version of § 112.



structure”);Masco Corp,. 303 F.3d at 13268 112, | 6 does not apply when the claim includes
an “act” corresponding to “howthe function is performed”)Personalized Media Commc’ns,
L.L.C. v. Int'l Trade Comm’n161 F.3d 696, 704 (Fed. Cir. 1998) (8 112, § 6 does not apply
when the claim includes “sufficient structure, metle or acts within the claim itself to perform
entirely the recited function ...even if the claim uses the term ‘means.” (quotation marks and
citation omitted)).

When it applies, § 112, | 6 limits the scopeha functional term “to only the structure,
materials, or acts described time specification as correspongdito the claimed function and
equivalents thereof Williamson 792 F.3d at 1347. Construingreeans-plus-function limitation
involves multiple steps. “The first step . . aigletermination of the function of the means-plus-
function limitation.”Medtronic, Inc. v. Advance@ardiovascular Sys., Inc248 F.3d 1303, 1311
(Fed. Cir. 2001). “[T]he next step is to detene the corresponding structure disclosed in the
specification and equivalents thereofld. A “structure disclosed in the specification is
‘corresponding’ structure only if the specifitan or prosecution history clearly links or
associates that structure to the function recited in the cl&imThe focus of the “corresponding
structure” inquiry is not merelwhether a structure is capablepafrforming the recited function,
but rather whether the corresporglistructure is “clearlyinked or associatedith the [recited]
function.” Id. The corresponding structure “must includesatlicture that actually performs the
recited function.”Default Proof Credit Card Sys.. Home Depot U.S.A., Inctl2 F.3d 1291,
1298 (Fed. Cir. 2005). However, § 112 does natnite“incorporation of structure from the
written description beyond that neceyst perform theclaimed function."Micro Chem., Inc. v.

Great Plains Chem. Cp194 F.3d 1250, 1258 (Fed. Cir. 1999).
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For § 112, 1 6 limitations implemented bymgrammed general quose computer or
microprocessor, the corresponding structure desciibe patent specification must include an
algorithm for performing the functio®WMS Gaming Inc. v. Int'l Game Tecli84 F.3d 1339,
1349 (Fed. Cir. 1999). The corresponding structuretsa general purpose computer but rather
the special purpose computer programntederform the disclosed algorithiristocrat Techs.
Austl. Pty Ltd. v. Int'| Game Tegtb21 F.3d 1328, 1333 (Fed. Cir. 2008).

D. Definiteness Under 35 U.S.C. § 112, 1 2 (pre-AlA) / § 112(b) (AIA)

Patent claims must particubapoint out and distinctly claim the subject matter regarded
as the invention. 35 U.S.C. § 112, T 2. A claim, when viewed in light of the intrinsic evidence,
must “inform those skilled in thart about the scope of the intien with reasonable certainty.”
Nautilus Inc. v. Biosig Instruments, Ind.34 S. Ct. 2120, 2129 (2014). If it does not, the claim
fails 8 112, 1 2 and is therefore invalid as indefildeat 2124. Whether a claim is indefinite is
determined from the perspective of one of ordireayl in the art as ofhe time the application
for the patent was filedd. at 2130. As it is a chaltge to the validity of patent, the failure of
any claim in suit to comply with § 112 mus¢ shown by clear and convincing evideride at
2130 n.10. “[ljndefiniteness is a question of lamdan effect part of claim constructiorePlus,

Inc. v. Lawson Software, In&Z00 F.3d 509, 517 (Fed. Cir. 2012).

When a term of degree is used in a cldithe court must determine whether the patent
provides some standard for measuring that degi&esig Instruments, Inc. v. Nautilus, Inc.
783 F.3d 1374, 1378 (Fed. Cir. 2015) (quotatiomksiamitted). Likewisewhen a subjective
term is used in a claim, “the court mustetenine whether the patent’s specification supplies

some standard for measuring the scope of the [teDajtdmize, LLC v. Plumtree Software, Inc.

* Because the applications resulting in thesérted Patents were filed before September 16,
2012, the effective date of the America Invents AAIA”), the Court refers to the pre-AlA
version of § 112.
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417 F.3d 1342, 1351 (Fed. Cir. 200&gcord Interval Licensing LLC v. AOL, Inc766 F.3d
1364, 1371 (Fed. Cir. 2014) (citimptamize 417 F.3d at 1351).

In the context of a claim governed by 35 U.S.C. § 112, | 6, the claim is invalid as
indefinite if the claim fails to disclose ade¢g&orresponding structute perform the claimed
functions.Williamson 792 F.3d at 1351-52. The disclosurénedequate when one of ordinary
skill in the art “would beunable to recognize the structure in the specification and associate it
with the correspondingufction in the claim.ld. at 1352.

[I. CONSTRUCTION OF AGREED TERMS
The parties have agreed to the following ¢artions set forth in their Amended Joint

Claim Construction Chart PursudatP.R. 4-5(d) (Dkt. No. 104):

Term® Agreed Construction
“line device” “a hardware device that provides access toja
communications service”

e ’'631 Patent Claim 10

“allocation information indicating one or a | “allocation information indicating one or a
plurality of allocated resource block(s) of | plurality of resource block(s) of uplink
uplink” allocated to a mobile station”

e '919 Patent Claims 1, 10

“resource of downlink” downlink channel

e '919 Patent Claims 1, 10

“resources” downlink channels

e ’'019 Patent Claims 1, 10

® For all term charts in this order, the claims in which the term is found are listed with the term
but: (1) only the highest level claim in each dependency chain is listed, and (2) only asserted
claims identified in the parties’ Amended Joiaim Construction Chart Psuant to P.R. 4-5(d)

(Dkt. No. 104) are listed.
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Term® Agreed Construction
“wherein: the indices of a plurality of the wherein: the indices of a plurality of the
consecutive resource blocks are respectivelgonsecutive resource blocks are associated
associated with a plurality of the resources| one-to-one with a pluréy of the resources
which are different in a frequency domain” | which are different in a frequency domain

e ’'919 Patent Claims 1, 10

The Court adopts the parties’ agreed constructions.
V. CONSTRUCTION OF DISPUTED TERMS

The parties’ positions and tHeourt’'s analysis as to thdisputed terms are presented

below.

A. The '631 Patent

In general, the '631 Patent is directedgohnology for facilitatingoftware applications’
communications over telephonic systems by imprgihe telephony software interface through
object-oriented programming. '631 Patent £dl.5-10, col.2 11.46-59. The telephony software
interface is the interface bet®n the applications and a telephony system’s line devitest
col.1l 1.41-54, col.1 1.65-col.2 I.11. Line dees are used to access the telephony system’s
communication channels and it includes things such as a public switched telephone network
(PSTN), integrated services diditaetwork (ISDN), and T1/E1 linedd. at col.1 11.41-54.
Object-oriented programming utilizes software “obgec¢hat include data as well as instructions

for manipulating the data. Objects include thegpam components’ attributes, relationships, and

methodsld. at col.2 11.28—-34.

With reference to Figure 3, reproduce 631 Patent, Figure 3
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application programs (105, in yellow) and thiepdony software interface (305, in green) to the
line devices (110, in red)d. at col.4 1.42—65. This interface layer performs a number of
functions meant to improve thg/stem by removing the need ¢onform applications to the
specification of the telephony software interfand &y creating a single point of contact for the
telephony software interface so as to reduce the message traffic between the interface and the
applicationsld. at col.2 11.25-28, col.2 11.43-49, coll431-41, col.4 1.56 — col.5 1.35.

The abstract of the '631 Patent provides:

The present invention is rdicted to a system, method, and apparatus for adding
the benefit of object-origdad programming to conforming application programs
to the specifications of telephony softwameerfaces and reducing the traffic load
from messages generated and sent bydences to application programs. An
object-oriented interface layer is insertaetween the appktion program which
accepts objects from the applicatiomgmrams and causes the telephony software
interface to perform a gstdard set of operations. From the standpoint of the
telephony software interface, the object-om@ehinterface layer is the application
program utilizing the line devices, thaswusing the line devices to generate a
single message to the object-oriented interface layer which distributes the
message to the appropriate applicatpyograms. Accordingly, the traffic load
caused by the generation of messages is reduced.

1. A method comprising the steps of:

abstracting model specific details of at least one line
device from at least one application program at a
dynamic link library included within an object-oriented
interface;

receiving an application object from said at least one
application program at said object-oriented interface
layer;

converting said application object to an executable opera-
tion using said dynamic link library;

forwarding said executable operation from said object-
oriented interface to said telephony software interface;
and

performing said executable operation by said telephony
software interface using said at least one line device,
wherein said performing step further comprises the step
of performing a function by a line device in response to
said executable operation.

10. A method for transmitting messages from at least one
line device to a plurality of applications, said method
comprising the steps of:

generating, by a line device, a message including model

specific information in an application independent for-
mat for at least one application program;

receiving said message from at least one line device at an

object-oriented interface layer;
forwarding said message 1o at least one of a first party
connection point and a third party connection point;

forwarding said message to appropriate first party appli-
cation programs when said message is forwarded to
said first party connection point;

forwarding said message to appropriate third party appli-

cation programs when said message is forwarded to
said third party connection point; and

performing an executable operation, configured using said

model specific information, by a telephony software
interface.

Claims 1 and 10 are reproducedéas representative claims.
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A-1. “model specific information”

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“model specific “information about the “specifications for the model
information” particular line device” of the line device”

e ’'631 Patent Claim 10

The Parties’ Positions

Plaintiffs submit that “model specific infomtion” is described and claimed as going
from the line device to the application. Dkt. N&6 at 14-15. This, according Plaintiffs, is in
contrast to the “model specific details” whicke @alescribed and separately claimed as going from
the application to the line devickl. at 15-16 (citing Claim 1). Plaiffs argue that while the
“model specific details” may include specificatiafshe line-device model, the “model specific
information” does not necessarilyclude such specificationkl. Instead, Plaintiffs contend, the
“model specific information” is information aboutetiparticular line device, such as whether it is
connected to a networld. at 15.

In addition to the claims, Plaintiffs cite the followingrinsic evidenceto support their
position: '631 Patent, at [57] Abstract, col.25 — col.2 1.16, col.2 11.24-27, col.3 .34 — col.4
.32, col.4 11.34-35, col.4 11.50-53, col.5 11.32-34.

Defendants respond that their proposed consrugives effect to the word “model” in
the “model specific information” and that Ri&ffs’ proposed construction would improperly
flip the plain meaning of “model” to insteadean a “particular” deee. Dkt. No. 78 at 29.
Defendants argue that contrary to Plaintiffgdnesentation, the '631 Patent neither teaches nor
claims sending model specific details from the application progidmat 29-30. Instead,

Defendants contend, the patent teachestiigatletails are abstracted, not s&htat 30.
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In addition to the claims, Defendants cite the followingginsic evidence to support
their position: '631 Paterdol.1 11.55-64, col.3 11.45-46.

Plaintiffs reply that the intrinsic recodbes not support a limitation requiring the model
specific information to include the specificatiofta the model. Dkt. No. 83 at 7-8. Rather,
Plaintiffs contend, thepatent describes that the linevae sends “useful” informationld.
(quoting '631 Patent col.5 Il.32—B4Plaintiffs reiterge that Defendantgroposed construction
improperly ignores the differendgetween the “model specific dé¢d of Claim 1, which the
patent describes as the “specific technicalibetd the particular line device,” and the “model
specific information” of Claim 10d. at 8 (quoting '631 Paterbl.3 11.34-38, 11.45-46).

Analysis

The dispute turns on two main issues. First, whether the model specific information is
necessarily about the model or whether it inekithformation about the particular line device
without reference to the model tfat device. Second, whether thedel specific information is
necessarily the specifications te model of the line device. Ti@ourt understands this term to
mean information about the model of the line deyibut the term is natoextensive with the
specifications of the model.

7w

To give effect to “model specific,” “modeapecific information” mst be construed as
information about the model of the line deviBeeBicon, Inc. v. Straumann Got41 F.3d 945,
950 (Fed. Cir. 2006) (“claims are impeeted with an eye toward gng effect to all terms in the
claim”). Construing “model specific information” asformation about the particular line device
fails to give effect to the “model specific” language.

Plaintiffs are correct that éhpatent describes messages iitmafrom the line device to an

application through the objected-emied interface layer as “contamy] useful information for
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the application programs 105 utilizing thendmg line device 110.” This, however, does not
specially define “model specific information” aaformation about the particular line device.”
Thorner v. Sony Comput. Entm’t Am. LL&&9 F.3d 1362, 1365—-66 (Fed. Cir. 2012) (requiring
that the patentee “clearly express an intent to redefine the term” or to “deviate from the ordinary
and accustomed meaning of a claim term”). Bgttmodel specific information” plainly means
information about the specific model.

But “model specific information” should not m®nflated with the model specifications.
To begin, the term “model spéci information” is found inClaim 10 of the '631 Patent, a
“method for transmitting messages from at least loreedevice to a plutay of applications.”
'631 Patent col.8 11.8-9. The claim includedir®e device generating a message that includes
model specific informationid. at col.8 I1.12-14. The messageréseived at ambject-oriented
interface layerld. at col.8 I1.15-16. And the resage is forwarded to the appropriate application
programs.ld. at col.8 I.17-25. Thus, the “model specific information” flows from the line
device to the application program.

The application program does not use the rhegdecifications. The patent describes that
model specifications (or “modsepecific technical dails”) are abstraed in the telephony
software interface. '631 Patent col.1 1.65cel.2 |.11, col.3 11.45-67. This abstraction “is
advantageous because the application progr@mneed not be aware of any of the specific
details of the line device 1101d. at col.4 1l.1-3;see alspid. at col.1 1.55-64 (noting the
failings of requiring the application programkoow technical details of the line devica), at
col.3 11.34-44 (same). So requiring the “modekdfic information” sent to the application
programs to necessarily include model speatfons improperly threatens to exclude an

exemplary embodiment in which the applicatmogram specifically does not know the details

17



of the line deviceC.R. Bard, Inc. v. U.S. Surgical Coy@88 F.3d 858, 865 (Fed. Cir. 2004)

(“[a] construction that excludespeferred embodiment is rarelfever, correct”). And Claim 1

refers to abstracting such details (at a dyndimiclibrary in the object-oriented interface layer)

as “abstracting model specific detailkd’ at col.6 11.43—-46see alspid. at col.7 11.20-23 (Claim

4, using “model specific details” in a mannemgar to Claim 1's use). So equating “model

specific information” with model specificationSmodel specific details”) would equate two

different terms without justificationrSeeCAE Screenplates, Inc. v. Heinrich Fiedler GmbH &

Co. KG 224 F.3d 1308, 1317 (Fed. Cir. 2000) (“we mustsume that the use of . . . different

terms in the claims connotes different meanings”).

Accordingly, the Court construes “modglecific information” as follows:

e “model specific information” means “information about the specific model of the

line device.”

A-2.

“object-oriented interface layer”

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“object-oriented interface
layer”

e ’'631 Patent Claim 10

No construction necessary. Plajrfan interface that

and ordinary meaning.
Alternative:

e “object-oriented software
that sits between user

applications and a telephon

software interface”

establishes a session with
telephony software
interface”

The Parties’ Positions

a

Plaintiffs submit that under its plain meagj an “object-orientednterface layer” is

readily understood to have twoashcteristics, namely, it usebject-oriented programming and

it forms an interface layer. Dkt. No. 66 at-1B. Plaintiffs argue thabefendants’ proposed
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construction improperly limits the term to a single function (establishing a session with a
telephony software interface) and fails to accountte interface layer’'s object-oriented nature.
Id.

In addition to the claims, Plaintiffs cite the followingrinsic evidenceto support their
position: 631 Patent, at [57] Abstract,|doll.7-10, col.2 11.46-50, col.4 11.56-59, col.4 11.61-65,
col.51.22, col.5 1.34-36.

Defendants respond that the '631 Patexpressly states that the “object-oriented
interface layer is an tarface which establishes a session whih telephony software interface.”
Dkt. No. 78 at 31 (quoting '631 Patent col. £@-61). And Defendants fimer respond that they
do not dispute that the “object-oriented interfageetais object-oriented, but they contend that
the Court should adopt the defioh provided in the patend. & n.17.

In addition to the claims, Defendants cite the followingginsic evidence to support
their position: '631Patent col.4 11.56—64.

Plaintiffs reply that Defendants’ proposednstruction improperly focuses on one of
several functions of the “objeoriented interface layéthat are described in the '631 Patent.
Dkt. No. 83 at 8.

Analysis

The parties appear to dispute whether ahjéct-oriented interface layer” necessarily
establishes a session with a p#leny software interface and whether it is limited to that
function. The Court does not understand that anethpriented interface layer” must establish a
session with a telephony software interfacéhat it is limited to such a function.

The “object-oriented interface layer” is notegmlly defined in the patent as Defendants

propose. The '631 Patent describes that—inéaamplary software architecture embodying the
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present invention”—*[t]he object-oriented intace layer 310 is an inface which establishes a
session with the telephony software interface 30&3’1 Patent col.4 1.46—61. That is, in the
exemplary embodiment, the object-oriented riiatee layer establishes a session with the
telephony software interface and performs a number of other listed functions in the embodiment.
Id. at col.4 11.61-65. But this does not define thentéobject-oriented intéace layer” generally,

only what it does in the particular embodime®¢eThorner, 669 F.3d at 1366 (“It is likewise

not enough that the only embodimerdsall of the embodimentspntain a particular limitation.

We do not read limitations from the specificatioto claims; we do not redefine words. Only

the patentee can do that.”). Thene, the intrinsic record does rgitow that an “object-oriented
interface layer” must establish a sesswith a telephony software interface.

Furthermore, the intrinsic evidence does sbbw that an “object-oriented interface
layer” is limited to the function of establishing a session with an interface. The purported
advantage of the object-oriented interface layer is not that it establishes a session, or that it
performs any of the specifitnctions listed in the descriph of the exemplary embodiment.
Rather, the advantage is that it incorpesabbject-oriented programing methodologies to
facilitate communicatiorbetween an application and a lidevice. '631 Patent col.1 [.7-10,
col.2 11.52-59. Defendants do not plige that the “object-orienteidterface layer” is object-
oriented and an interface, as those tears ordinarily used. Ok No. 78 at 31 & n.17.
Accordingly, the Court determines that “objecieoted interface layer” is not specially defined
as, or limited to, an interfaceahestablishes a session witheéephony software interface as
Defendants propose. The Court detmes that the term has tph&in and ordinary meaning of

its constituent words andeads no further construction.
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A-3.

The First Party and Third Party Terms

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“first party connection point”

e '631 Patent Claim 10

“an interface that receive
messages for first party
applications”

sThis term renders the claimg
indefinite under pre-AlA 35
U.S.C.8112, 1 2.

“first party application progran’

e ’'631 Patent Claim 10

“appropriate first party
application programs”

e ’'631 Patent Claim 10

“first . . . party application
program”

e ’'631 Patent Claim 11

“an application that
receives messages

pertaining to an individual

line device”

This term renders the claimg
indefinite under pre-AlA 35
U.S.C.8112, 9 2.

“third party connection point”

e ’'631 Patent Claim 10

“an interface that receive
messages for third party
applications”

sThis term renders the claims
indefinite under pre-AlA 35
U.S.C.8112, 9 2.

“third party application
program”

e ’'631 Patent Claims 10, 11

“appropriate third party
application programs”

e ’'631 Patent Claim 10

“an application that
receives messages
pertaining to multiple line
devices”

This term renders the claims
indefinite under pre-AlA 35
U.S.C.8112,12.

Because the parties’ arguments and propasedtructions with pect to these terms

are related, the Court addresses the terms together.

The Parties’ Positions

Plaintiffs submit “first partyconnection point,” “fist party application,and “appropriate

first party application’are defined in the '631 Patent. DNo. 66 at 18—20 (citing '631 Patent

col.5 11.40-44). According to Plaintiffs, “first party application”used in the patent to denote an

application that receives messages gengrayeand pertaining to individual line devicéd. at
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19-20 (citing '631 Patent col.5 IR444). Plaintiffs contend thatifét party connection point” is
used in the patent to denoteiaterface that receives messages for first party applicatisbhnat
18-19 (citing '631 Patent col.5 l.40-4#)laintiffs finally assert @t an “appropriate” first party
application is something that isasonably ascertainable to afeordinary skill in the artld. at
20.

Plaintiffs similarly submit that “third partgonnection point,” “thirdparty application,”
and “appropriate third partapplication” are defied in the '631 Patenid. at 19-21 (citing '631
Patent col.5 11.47-55). According ®laintiffs, “third pary application” is used in the patent to
denote “application programs {yhich generally have global, system level perspective and
involve most, if not all of the line devicedd. at 20-21 (quoting '631 Patent col.5 11.48-51).
“Third party connection poiitis used in the patent to denate interface thateceives messages
for third party applicationdd. at 19 (citing '631Patent col.5 1.47-55).

In addition to the claims, Plaintiffs cite the followingrinsic evidenceto support their
position: '631 Patent col.5 11.40-44, col.5 11.47-55, fig.3.

Defendants respond that “firparty application,” and therafe “first party connection
point,” renders the claims indefinite because ddfined in the '631 Patent as an application that
“generally involve[s] individual line devices.” DkiNo. 78 at 31-32 (quoting '631 Patent col.5
I.42—-44, emphasis added by Defendants). Defetsddurther respond that “third party
application,” and therefore “thirgarty connection point,” rendetise claims indefinite because
it is defined in the '631 Patent as an application tlgghérally [has] global, system level
perspective and involve[shost, if not all of the line devices.1d. (quoting '631 Patent col.5
[.49-51, emphases added by Defendard€fendants argue that “gamally” and “most, if not

all” are terms of degree, thatetipatent does not provide anyratard for measuring that degree,
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and therefore the terms render the claims indefildteAnd Defendants alsargue the Plaintiffs’
proposed constructions are wrong because theyotloomport with the definitions of the terms
provided in the patentd. at 32. Specifically, Defendants arguattRlaintiffs misinterpret “most,
if not all of the line devices” as “multiple line device$d. With respect to “appropriate” first
party and third party afipations, Defendants submit that théseno guidance in the patent that
would inform whether a particat application is “appropriatednd therefore # “appropriate”
terms render the claims indefinitd. at 32—-33.

In addition to the claims, Defendants cite the followingginsic evidence to support
their position: 631 Patent cblll.37-40, col.5 1.42—-44, col.5 11.49-51.

With respect to the “application” and “conniect point” terms, Plaintiffs reply that the
'631 Patent’s express definitions of the terms prewdfficient certainty tone of skill in the art
as to the scope of the claims. Dkt. No. 83afciting Declaration of Robert Akl, D.Sc., in
Support of Plaintiffs’ Opening @Im Construction Brief 8 (Dkt. &l 83-1 at 9) (“Akl Decl.”)).
With respect to “appropriate . . . application progsd Plaintiffs reply that in the context of the
claim language and descriptiongethappropriate” application progms are the afipations to
which the line-device message should be forwarttedat 9 (citing Akl. Decl. 9 (Dkt. No. 83-1
at 10)).

Plaintiffs cite furtherextrinsic evidenceto support their position: Akl. Decl. (Plaintiffs’
Ex. J, Dkt. No. 83-1). In response to [Akl's declaration, Defendants cite furthexktrinsic
evidenceto support their position: Declarati of Tipton Cole (Dkt. No. 105-1).

Analysis

The issues here are twofold. First, whettdescribing first party applications as

applications that “generally” involve individual line devicesdathird party applications as
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applications that “generally” involve “most, if not all” line devices renders the claims indefinite.
Second, whether it is reasonablytee what constitutes an “appriate” first party or third
party application. The Court finds that Defenddrase not shown either issue renders any claim
indefinite.

The issue turns on the '631 Patent’s apprdaanessage-distribain. This approach can
be understood in the context oktprior-art, in which a line dece sends separate messages to
each application program that is using the line@ak The patent explains the prior-art approach:

As each application program conducts operations on the various line devices, the
line devices send messages to the apfitin programs. In many cases, several
application programs simultaneously merh operation on a isgle line device.

Where the line device requires commutima to the application programs, a
separate message is sent to each application program. Sending a separate message
to each application program results ircess traffic within the telephony software
interface.

'631 Patent col.2 11.36—46. The patent hat explains the prior-art approach:

Additionally, where the DLL 120 andAPISRV 125 serve a number of
application programs 105, more than one application program 105 may conduct
operations on a line device 110. Responsive to certain events, the line device 110
send messages to the applicatiomgoams 105. Where the line device 110
requires communication to the applicatiprograms 105, a separate message is
generated and sent to eabplication program performing operations on the line
device 110. Generating and sending pasate message to each application
program 105 results in egss traffic within the tephony software interface.

Id. at col.4 11.31-41.

The patent’s approach to megsalistribution, on the othérand, is meant to reduce the
traffic in the telephony software interface by tiog all line-device messages through the object-
oriented interface layer rathéétran sending the messages todpplication programs directly.

From the standpoint of the Telephony Saite Interface 305, the object-oriented
interface layer 310 is the program utilizing line devices 110, even though
application programs 105 are the progsawhich provide the information and

data transmitted on the line devices. Acaagty, when a line device 110 needs to
communicate information to the applice program utilizing the line device, a
single message is generated and directed towards the object-oriented interface
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layer 310. Because the messages contafulgformation for the application
programs 105 utilizing the sending line devil10, the object-ented interface
layer 310 must distribute the messagéwappropriate application programs.

Id. at col.5 11.24-36. The Ierdevice messages are distributedthe “approprite application
programs” using a “First Party Connectioni®d0 or a “Third Party Connection Point,”
depending on the application prograld. at col.5 11.37-59. In thigontext, the “appropriate
application programs” are the applications to white message is directed by the line device.

The patent states that thedtiParty Connection Point handiegssages directed to “first
party applications” which are ahacterized by their associatiaith individual line devices:

The First Party Connection Point 320 is an interface for receiving messages for
application programs 105 which generailywolve individual line devices 110,
known as first party applications. A messdigan a line device 110 that needs to

be distributed to dirst party application is routed to the First Party Connection
Point 320 which forwards the messagettie appropriate application program
105.

Id. at col.5 .40-47.

The patent states that the Third Pargn@ection Point handles messages directed to
“third party applications” which &rcharacterized by their asso@atiwith most or all of the line
devices:

The Third Party Connection Point 325as interface for receiving messages for
application programs 105 which generdilgve global, systertevel perspective
and involve most, if noll of the line devicesl10, known as third party
applications. Because third party apations have a global, system level
perspective, messages franost, if not all of the line device[s] 110 are relevant
to the proper operation difie third party applicatn. Accordingly, any message
received by the object-oriented irfece layer 310 from a line device 110 is
routed to the Third Partgonnection Point 325. The Third Party Connection Point
325 then broadcasts the messagevtery third party application.

Id. at col.5 11.47-59.
The Court understands the distion between first partypplications and third party

applications to be their perspective with resgecthe system. Their association with the line

25



devices stems from this perspective. Third yapplications have a gbal perspective; first
party applications do not. Thisan be understood with refecento Figure 3, which depicts a
system that includes a server 210 and mulighknts 205. A third party application program’s
perspective includes the entire system, and theghird party application would be concerned
“with most, if not all’ of the line-device nssages. A first party application program’s
perspective is limited to the client, and thusfirst party application would be concerned with a
limited subset of the line-deviamessages that generally comenfr an individual line-device
associated with the application program.

The Court understands “generally” in the cobtgixthe '631 Patent’'explanation of first
party and third party apipations to mean that the appli¢arecognized there are exceptions to
the stated rules but that tiheles apply notwithstanding the @ptions; namely, a first party
application is associated with a single line dewnd a third party applit@n is associated with
most if not all of the line devise The Court does not perceiveyauncertainty irthe meaning of
“most, if not all” line devices. The plain meaniafjthis phrase is “most or all” line devices.

Accordingly, the Court construes the Firstrty and Third Party terms as follows:

e “first party connection point” means “amterface for receiving messages for first
party application programs”;

e “first party application ppgram” means “application pragmn that is associated
with a single line device”;

e ‘“appropriate first party application prams” means “first party application
programs to which the message is directed”;

e “third party connection point” meansrianterface for receiving messages for

third party application programs”;
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e ‘“third party application program” means ‘f@ation program that is associated
with most or all ofthe line devices”; and

e ‘“appropriate third party application pr@gns” means “third party application
programs to which the message is directed.”

A-4. ‘“performing an executable operation, configured using said
model specific information, bya telephony software interface”

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“performing an executable | “performing an executable | “the telephony software
operation, configured using operation, using particular interface uses the model

said model specific information about the line specific information when
information, by a telephony device received in the messagperforming an executable
software interface” from the line device through a operation”

telephony software interface”
e ’'631 Patent Claim 10

The Parties’ Positions

Plaintiffs submit that the ordef operation of th method of Claim 10 of the '631 Patent,
the description of the inventiotggic, and the context of the other claims dictates that the
executable operation is performgdan application program and not in the telephony software
interface. Dkt. No. 66 at 21-22. Plaintiffs arguattkach step of Claim 10 is performed only
after the previous step is completed, and tloeeethey are performed in the order they are
written. Id. at 21. Plaintiffs further gue that the model specific information is passed from the
telephony software interface to an applicatiprogram before the executable operation is
performed using the model specific informatiorccArding to Plaintiffsit is the application
program that has and uses the model sigeitiformation to pgorm the operationld. at 22.
Plaintiffs asserts that, ithe context of the desption of the invention, t only logical reason to
pass the model specific information to an agtlan program is so thapplication program can

use the information iperforming an operatiorid. Plaintiffs note thathe '631 Patent uses
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language distinct from the Claim 10 term s$ue to separately claim the telephony software
interface performing an executable operation. Theeetbtie different language indicates that the
executable operation of Claim 10 is notfpemed by the telephony software interfakek.(citing
Claim 1).

In addition to the claims, Plaintiffs cite the followingrinsic evidenceto support their
position: '631 Patent col.4 11.59-61, col.5 1.24-48, col.6 11.56-57, col.8 11.12—-29.

Defendants respond that under the plain nmgaof the claim language, the executable
operation is performed by a telephony softwiaterface. Dkt. No. 78 at 33. Defendants further
respond that the '631 Patent teaches tia telephony software interface performs the
executable operations in that it teaches thatttieeobject-oriented interface layer . . . causes the
telephony software interface [] to nfi@rm a number of operationsldl. (quoting '631 Patent
col.4 11.61-65). Defendants submit that, in the cowfsgrosecuting the appation the led to the
'631 Patent, the patentee explained that it esttlephony software interface that performs the
executable operation, “Application objects are absteived at the objectriented interface, and
based on the application object and thetails of the specific line devicen executable
operation is forwarded to the tephony software interfaceld. at 33—-34 (quoting '631 Patent
File Wrapper May 29, 2001 Amendment 6 (Dkt. No. 79-7 at 7), emphasis added by Defendants).
Defendants argue the Plaintiffs’ proposed construaifdhis term is inconsistent with Plaintiffs’
proposed construction of “model specific infotroa” in that Plaintiff proposes that “model
specific information” in the “performing” ternmeans “particular information about the line
device” and otherwise proposes that “model dperiformation” means “information about the

particular line device.ld. at 34.
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In addition to the claims, Defendants cite the followingginsic evidence to support
their position: '631 Patent, §67] Abstract, col.2 11.51-59, ¢d 1.61-65; '631 Patent File
Wrapper May 29, 2001 Amendment (Defendants’ Ex. 4-B, Dkt. No. 79-7).

Plaintiffs reply that while tare is no dispute that the esutable operation of Claim 1
occurs in the telephonyterface as the messages are passdtetdine devices, Claim 10 is
different because the message® passed to the applicatigmograms. Dkt. No. 83 at 9.
Plaintiffs further reply that Defendants citatrinsic evidence pertaining to the Claim 1
embodiment in an attempt to improperly limit Claim 1. Thus, Plaintiffs contend, the
operation of Claim 10, in which the message is é&mh the line device to the application, is
performed in the application.

Analysis

The issue here distills to whether théepdony software inteaice or the application
program performs the executable operation. Toert agrees with Defendants that the plain
meaning of the claim language dictates ttte telephony software interface performs the
executable operation.

Commas have consequences. A plain irepadf the limitation indicates that the
telephony software interface performs the exalgle operation. The phrases “performing an
executable operation” and “by a telephony wafe interface” are separated by the comma
clause “configured using said model specififormation.” Reading this plainly, the Court
understands that the “configurecdmma clause simply modifi¢se “executable operation” that
is performed “by a telephony softreainterface.” That is, the egutable operation performed is

configured using the model agfic information. Thus, undethis plain reathg, the Court
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understands the limitation to mean “performargexecutable operatiday a telephony software
interface using the modelegfic information.”

The Court does not understatie surrounding claim language or the description of the
invention to preclude, or even counsel agaissth a plain reading. For example, one of the
exemplary functions of the object-oriented irded is to cause the telephony software interface
to perform a “Drop Call” operation. '631 Paterl.4 11.59—-65. So, even accepting Plaintiffs’
contention that the steps of Clailrfi must be performed in ordéhg last step ithe method may
be to invoke an opation to end the caflindeed, Plaintiffs haveot identified any exemplary
embodiment in which the application exemutan operation usinghe model specific
information.

Accordingly, the Court construes “perfommgi an executable operation, configured using
said model specific information, by dephony software interface” as follows:

e ‘“performing an executable operatiomnéigured using said model specific
information, by a telephony software interface” means “performing an executable
operation by a telephony software interface using the model specific
information.”

B. The 191 Patent

In general, the '191 Patent is directedtéchnology for sending tachments with text

messages. '191 Patent col.1 11.12-16, col.3 1.33—

46. With reference to Bure 3, reproduced herg’191 Patent, Figure 3
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and annotated by the Court, the patent descabhesxemplary system in which a text message
and attachment are sent to a recipient (34, liow with the text message going to the recipient
through a text-message server (36, in greentlamdttachment going to the recipient through an
attachment server (32, in bludd. at col.5 11.20-36. The sender (30, in purple) adds information
to the message regarding the address of the attachment kkraecol.5 11.9-19, col.5 11.33-48.
The recipient may use this address information (e.g., a link) to download the attaddmaint.
col.5 11.48-55.

The abstract of the 191 Patent provides:

Methods and systems for transmittingaahments to text messages without

turning terminals into e-mail clients aresdebed. When an attachment is to be

transmitted, an address of an attachment server is appended to the text message.

The text message is then forwardedhe intended recipient, e.g., via an SMS

server, while the attachment is sent to the attachment server. Upon receipt of the

text message, the recipient can then doadlthe attachment from the attachment
server using the addresglnded in the text message.

17. A mobile station comprising:

a processor for associating a text message with an
attachment, the text message being addressed to a
receiving terminal having a phone number associated
with it, the addressing being based on the phone
number of the receiving terminal, and for adding infor-
mation to the text message that identifies a server; and

a transceiver for sending the attachment to a server and for
transmitting the text message to the receiving termi-
nal’s phone number based address.

18. The mobile station of claim 17, comprising a memory

wherein the server identifying information is stored.

19. The mobile station of claim 17, wherein the server

identifying information is a uniform resource locator (URL).

20. The mobile station of claim 17, further comprising:

means for querying a user of the mobile station regarding
whether the attachment is to be transmitted with the
lext message.

Claims 17 through 20 are reprodudeste as representative claims.

B-1. “text message”

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
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Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“text message” No construction necessary. | “an electronic message
Plain and ordinary meaning. | carrying user-readable
e '191 Patent Claim 17 content that is limited to text]

The Parties’ Positions

Plaintiffs submit that the meaning of “tertessage” is readily apparent to both lay
persons and those of ordinary skill in the arid therefore does not require construction. Dkt.
No. 66 at 9. Defendants respond that “textssage” should be construed as it would be
understood in the context of the91 Patent and as of 1999, the tiofehe invention. Dkt. No.

78 at 34-35. Defendants argue that a lay jur@2016 could misunderstand “text message” to
include information not found in a text sgage, as that term was understood in 1@9%t 35.

In addition to the claims, Defendants cite the following intrinsic and extrinsic evidence to
support their positionintrinsic evidence '191 Patent col.1 I1.24-2&0l.3 11.4-11, col.4 11.63—

67. Extrinsic evidence Text Messaging Wikipedia, https://en.wikipedia.org/wiki/Text
messaging (Defendants Ex. 5-C, Dkt. No. 80-1).

Plaintiffs reply that the issue is whether the meaning of “text message” is limited to user-
readable content. DkiNo. 83 at 5. Plaintiffs contend that the time of ta invention, text
messages contained fieldsathwere not part of the user-readable conti&ht.Plaintiffs cite
furtherintrinsic evidenceto support their positioni91 Patent col.5 11.20-23.

Analysis

The issue here is whether a text message cagy information othethan user-readable
text. The Court understands tha¢ thlain and ordinary meaning tiext message,” as reflected

in the 191 Patent, is not liked to user-readable text.
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The Court agrees with Defendants that tteressage” must be understood as of the time
the application for the '191 Patent. But basedthe record, the Court does not understand the
term “text message” to contain Defendant®pmsed limitations. For example, the Court
understands that the “text message” of the patent inclinegsis not limited to, the SMS
messages described in the patent. '191 rPatel.1 11.12—-27, col.7 11.11-20. These messages
include information that is not found in the useadable portion of the message. For instance,
an SMS message originating from a mobile dewncéudes, as part afs overhead, the address
of the service center assignedite mobile and an identificatiaof the intended recipient of the
message. '191 Patent col.1 11.46+%0l.2 11.23—-26. Further, the f@mt explains that the SMS
message has a text “portion” indicating that thessage is not coextensive with the text of the
messageld. at col.5 11.29-33. The patent explains ttha text message mayclude a “link” to
the attachment server, indicating that tini@ssage may contain more than just “tekt.”at col.5
11.48-52.

Accordingly, the Court finds that “text messagg not limited to user-readable text, as

Defendants’ propose, thithas its plain and ordinary meagi and that it doesot need further

construction.
B-2. ‘“attachment”
Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“attachment” No construction necessary. | “a file that is separate from

Plain and ordinary meaning. | the text message”
e ’'191 Patent Claim 17

The Parties’ Positions

Plaintiffs submit that “attachment” has adely accepted plain and ordinary meaning and

does not require construction. Dkt. No. 66 at 9-Rl@intiffs also submit that the '631 Patent
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discloses this concept, which was well knowrnhat time of the invendin, in the context of e-
mail. Id. (citing '631 Patent col.3 Il.4-5). Plaintifeggue that Defendants’ proposed construction
improperly injects ambiguity and complexity inteetterm in that it is unclear what it means for
a file to be “separatefrom the text messagéd. at 10. Plaintiffs furtheargue that there is
nothing in the intrinsic evidence that justifissaying from the plainral ordinary meaning of
“attachment” and defining it as a filgeparate from the text message. In addition to the
claims, Plaintiffs cite the followingtrinsic evidenceto support their pagon: ‘191 Patent col.3
[1.4-5.

Defendants respond that construing “attachmenthasterm is useth the context of e-
mail would improperly exclude the exemplary emloogint in which a link to the “attachment” is
part of the text message but the linked-to filaas itself part of the message. Dkt. No. 78 at 35—
36 (quoting '191 Patent col.3 1.346% In addition to the claimf)efendants cite the following
intrinsic and extrinsic evidence to support their positlatrinsic evidence: '191 Patent col.3
[1.34—46. Extrinsic evidence Julie K. PetersornThe Telecommunications lllustrated Dictionary
(2d ed. 2002) (“attachment”) (Defeants’ Ex. 5-D, Dkt. No. 80-2).

Plaintiffs reply that Defendants’ proposednstruction would immperly include files
that are not associated with the text messagngpas they are separdtem the text message.
Dkt. No. 83 at 5. Plaintiffs coahd that the patent does not requirat the text and attachment
be transmitted independently of one anothegardless of where each is receivdd.

Analysis

The issue is whether an “attachment” is neadgsseparate from the text message at all
points along the transmission pattine Court does not find the intsic evidence to require such

a limitation.
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The Court understands that “attachment’uged in the '191 Patent according to its
ordinary and customary meaning. For instancetélm is used in theontext of contrasting e-
mail and text messages with respect to theirtglii communicate attachments as part of the
message:

With the advent of the Internet, e-mh#dving multimedia attachments is a service

that is growing in popularity withconsumers. Today, although the SMS

technigues described above provide functibhavhich is comparable to the text

messaging attribute of e-mail, there exists no mechanism which would permit

transmission or reception of an attached file, e.g., image files or audio files, by a
remote, wireless terminal.

191 Patent col.3 1.4-11. Thus, while the patenteted the deficiencies of then-existing SMS
technology with respect to conumicating attachments, it didot redefine “attachment” as
anything other than its @in and ordinary meanin&eeThorner v. Sony Comput. Entm't Am.,
LLC, 669 F.3d 1362, 1367 (Fed. Cir. 2012) (“The paens free to choose a broad term and
expect to obtain the full scope of its plaindaordinary meaning unless the patentee explicitly
redefines the term or digaws its full scope.”).

Further, the Court understandsitlan attachment may be an integral part of the message
to which it is attachedSee, e.g.Julie K. PetersonThe Telecommunications lllustrated
Dictionary 71 (2d ed. 2002) (“attachment”) (Dkt. N&O-2 at 5.) But the Court understands that
an “attachment” does not have to be embedded in the message to which it is aBaelted.
(noting that “the message text part of manyagraystems cannot transcribe or transmit 8-bit
binary code” so that binaryilés have to be sent as attawmnts). Thus, the Court does not
understand any exemplary embodiment of the 'P@ient to be excledl under the plain and

ordinary meaning of “attachment.”
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Accordingly, the Court determines that “atta@nt” is not limited such that it is separate

from the text message, as Defendants’ propbke.Court finds that ‘ttachment” has its plain

and ordinary meaning drthat it does not neddrther construction.

B-3.

identifies a server,” “sending the attachment to a server,” and
“transmitting the text message tothe receiving terminal’s phone
number based address”

The Server Terms: “adding information to the text message that

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“adding information to the
text message that identifieg
a server”

'191 Patent Claim 17

No construction necessary.

5 Plain and ordinary meaning.

PanOptis agrees that the two
claim references to “a server’
can be the same server.

Indefinite under pre-AlA 35
U.S.C. § 112, 1 2 unless
PanOptis agrees that the tw:
claim references to “a serve
are the same server.

Provisional construction:

e ‘“inserting a server
identity in the user-
readable content of the

text message”

-

“sending the attachment to
server”

191 Patent Claim 17

aNo construction necessary.
Plain and ordinary meaning.

PanOptis agrees that the two
claim references to “a server’
can be the same server.

Indefinite under pre-AlA 35
U.S.C. § 112, 1 2 unless
PanOptis agrees that the tw
claim references to “a serve
are the same server.

Provisional construction:
e ‘“sending the attachment
to the server separately

from transmitting the text
message”

rl

“transmitting the text
message to the receiving
terminal’s phone number
based address”

'191 Patent Claim 17

No construction necessary.
Plain and ordinary meaning.

“transmitting the text
message so that the text
message, including the
information identifying the
server, is configured to arriv
at the receiving terminal’s
phone number based addre

124
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Because the parties’ arguments and propasedtructions with pect to these terms
are related, the Court addresses the terms together.

The Parties’ Positions

As to the term “adding information to the temessage that identifies a server,” Plaintiffs
submit its meaning is readily apparent to a pa&yson and does not needb® construed. DkKt.

No. 66 at 10. Plaintiffs further submit that the “seftva this term does not need to be the same
server as the one separately recited in Claimd.7Plaintiffs argue that Defendants’ proposed
construction improperly conflicts with the clailenguage and strays from the plain meaning of
the term because it requires the server-identifinfgymation be in the “ser-readable content of
the text messageld.

With respect to the term “sending the attachment to a server,” Plaintiffs submit that the
term does not need to be ctosd, and that Defendants’gwisional construction improperly
requires that the attachment be sent “separétein transmitting the text” without any support
in the intrinsic recordor such a limitationld. at 11. Plaintiffs reiteratthat Defendants’ server-
based indefiniteness positionussupported by the patend.

With respect to the term “transmitting the text message to the receiving terminal’s phone
number based address, aRitiffs submit that the term consigsiEwords with plain and ordinary
meanings. Plaintiff asserts that the meaning efabmbination of words is also readily apparent.

Id. at 11-12. Plaintiffs argue that Defendantgigmsed construction chges the meaning of the
term rather than alifies its meaningld. at 12. Plaintiffs conted that Defendants’ proposed
construction improperly imports limitations from the exemplary embodiments into the claims
because it requires the text message be configorettiude information identifying the server

and be configured to arrive at the reogy terminal’'s phone number based addrdds.In
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addition to the claims, Plaintiffs cite the followimgfrinsic evidence to support their position:
191 Patent col.3 11.39-4@0l.4 1.27—col.5 1.36.

Defendants respond that the twaeited servers in @m 17 must be the same server or
the claim is inoperable. Dkt.d\ 78 at 36. Defendants argue ttia '191 Patent ates that the
“attachment” is sent to a server and that the senasldress is separately sent to the user in a
text message so that the user can retrieve the attacHohefuiting '191 Patent col.5 11.48-55,
fig.3). According to Defendants, tiie server identified in the textessage is not the same server
as that storing the attachment, the usiirnit be able to retrieve the attachmedt. at 36-37.
Defendants contend that this identity of sesweas recognized by the examiner and the patentee
in the prosecution historyd. & n.28.

With respect to “adding information to the text message that identifies a server” and
“transmitting the text messag® the receiving terminal’phone number based address,”
Defendants respond that taken together, thesestaliow the user to teeve the attachment
from the serverld. at 37. Defendants contend that in pasging the application that led to the
191 Patent, the patentee explalnthat the text message idiéied the server where the
attachment was sent. at 37-38 (quoting '191 Patent File Wrapper June 30, 2004 Amendment
14 (Dkt. No. 79-9 at 12)). Defendants contend tireg of the reasons the examiner allowed the
patent was that the claimed invention retrieves the attachment from the server using the server
identification in the text messagéd. at 38 (quoting '191 Patent File Wrapper Notice of
Allowability 2—-3 (Dkt. No. 79-9 at 3-4)). Defeants argue that the construction of the
“transmitting” term must make clear that thevee-identifying information reaches the recipient

phone or the claim is inoperabld. Defendants also argue thedting information” term must
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be construed to clarify that the server-idgmtfy information be part of the text message’s
readable content, else the claim is inoperdbleat 38—39.

With respect to “sending the attachmenatserver,” Defendantsspond that the essence
of the '191 Patent’s invention that it sends the attachmenpagate from the text message—and
that the problem the invention solved was thability to send a text message and attachment
together.ld. at 39-40. Defendants argue theparation of the attachment from the text message
is reflected in the claims, which separately recite “sending the attachment” and “transmitting the
text message.ld. at 39. Defendants further argue cerfamtations are rended nonsensical if
the attachment and text message are senth@genamely, the stepsf “associating a text
message with an attachment,” and “adding infttran to the text message that identifies a
server” that holds the attachmembuld not be necessary if theathment is part of the same
transmitted data unit as the text messé&tjeat 40.

In addition to the claims, Defendants cite the followingginsic evidence to support
their position: '191 Patent 4§67] Abstract, col.1 11.43-54¢ol.3 11.41-46, col.5 11.22-25, col.5
[1.30-34, col.5 11.48-55, fig.3; '191 Patent File Wrapplatice of Allowability (Defendants’ Ex.
5-B, Dkt. No. 79-9 at 2-5), June 30, 2004 AmendniBefendants’ Ex. 5-B, Dkt. No. 79-9 at 6—
14.

Plaintiffs reply that Defendants’ proposembnstructions requiring a single server
excludes the exemplary embodiment depicteBigure 3 of the 191 Patent. That embodiment
shows one server for the text and a secomdesdor the attachment. Dkt. No. 83 at 5-6.
Plaintiffs assert that éhclaim allows the attachment servaddext server to be the same server

or be separate servers. Plaintdfsert that this not indefiniteld.

39



With respect to “adding information to thext message that identifies a server,”
Plaintiffs reply that nothing in the intrinsi@gord justifies construing the claim to require the
information be in the user-readable portion of the text meskhg#. 7. Plaintiffs contend that at
the time of the information, text messages incluggdrmation that was not part of the user-
readable contentd. (citing '191 Patentol.5 1.20-33.)

With respect to “sending the attachment to a server,” Plaintiffs reply that Claim 17
expressly recites associating the attachmedt the text message and that “transmitting” and
“sending” are not used in theaain to indicate that text message and attachment are separately
sent, but rather to indicate the text messageatiadhment take different paths to the receiving
phone.ld.

With respect to “transmitting the text message to the receiving terminal’s phone number
based address,” Plaintiffs reply the ternumambiguous and Defendants’ proposed construction
improperly attempts to define the claimedsention by the specification rather than by the
claims.ld. at 6. Plaintiffs contend that what happenthatreceiving phone isrelevant to Claim
17, which is directed to a sending phone, amd Erefendants’ proposed construction would limit
that claim based on what hapgeat the receiving phone Wwiut justification for such a
limitation in the intrinsic recordd.

Analysis

There are four main issues in dispute withpext to these terms. First, whether the two
instances of “a server” recited in Claim 17 necessarily refer to the same server. Second, whether
the server-identifying information is necessarilythie user-readable content of the text message.

Third, whether the attachment is necessarily sent separately from transmitting the text message.
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Fourth, whether the claim requires that the sergientifying information reaches the recipient
phone.

To begin, the Court does not understand thatvleeinstances of “a seer” must refer to
the same server. The plain meaning of the clamguage does not suppsuch a construction.
Defendants’ reliance on the exier's Reasons for Allowance support such a limitation is
unavailing because an examiner’s unilateralestant cannot alone work a disclaimer to limit
the claims.Salazar v. Procter & Gamble Co414 F.3d 1342, 1345-47 (Fed. Cir. 2005). The
patentee only described the priot @r broad terms, thereforapthing the patentee said in the
prosecution history was used tstiliguish the invention from thatior art. Thepatentee did not
make a disavowal of scope tosjily the same-server limitatio®mega Eng’g, Inc. v. Raytek
Corp., 334 F.3d 1314, 1325-26 (Fed. Cir. 2003) (“for prosecution disclaimer to attach, our
precedent requires that the alleged disavowing@a€tor statements made during prosecution be
both clear and unmistakable’M Innovative Props. Co. v. Tredegar Corg25 F.3d 1315,
1326 (Fed. Cir. 2013) (“Where an applicant’s esta¢énts are amenable to multiple reasonable
interpretations, they cannot be deemed clear and unmistakable.”). Finally, there is no compelling
reason to believe the claim isoperable if the two instances ‘@ server” do not refer to the
same server. For example, the Court understémat the invention can operate by sending the
attachment to one server and that server fatingrthe attachment tosecond server identified
in the text message. Even if the exemplary embodiments can be interpreted such that the two
servers would be the same, it is the claims, rotdthe preferred embodiments, that define the
scope of the inventiorSeeThorner, 669 F.3d at 1366 (“It is likewise not enough that the only

embodiments, or all of the embodiments, contain a particular limitation. We do not read
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limitations from the specification into claims; we do not redefine words. Only the patentee can
do that.”).

Similarly, the Court rejects Defendants’oposal to require the server-identifying
information be inserted into the user-readablgeat of the text message. As set forth above, the
Court does not understand a “text message” to be only user-readable text. And the Court does not
understand the plain meaning of “adding informatimthe text message” to necessarily require
that the information be inserted into theemseadable content of the message. Neither the
prosecution history statements cited by Deéstd nor the descriptions of the exemplary
embodiments justify importing suehlimitation into the claimsSeeSalazar 414 F.3d at 1345—
47; Omega Eng’'g334 F.3d at 1325-2@horner 669 F.3d at 1366. Indeeithe patent explains
that the server-identifig information may be “appended” tfoe text message. '191 Patent col.3
[1.39-41. While “inserting” and‘appending” both constitute “@ehg,” the Court does not
understand “inserting” and “appending” to bgnenymous. The patent describes that in an
exemplary embodiment, the recipient may recéavenessage containintpe text message, the
link to the server 32 where the [attachment] ssesd and, optionally, a fileype associated with
the attachment.ld. at col.5 11.48-52. Thisndicates that the “linkthe server-identifying
information—is not necessarily inserted inte thser-readable content of text message. Thus,
Defendants’ proposed constructittmeatens to exclude the embmoéint, and a “construction that
excludes a preferred embodimentrasely, if ever, correct’C.R. Bard, Inc. v. United States
Surgical Corp, 388 F.3d 858, 865 (Fed. Cir. 2004).

With respect to “sending the attachment seeaver” and “transmitting the text message to
the receiving terminal’s phone nber based address,” the Cofinds that these limitations do

not require the attachment and texéssage be sent from the mols&parately or that the text
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message actually reach the receiving termigakn if the exemplary embodiments show the
attachment and text message saf@y issuing from the mobileéhat alone is not sufficient to

read the limitation into the claim$§horner, 669 F.3d at 1366 (“It is Idwise not enough that the
only embodiments, or all of the embodimentsntain a particular linbation. We do not read
limitations from the specification into claims; we do not redefine words. Only the patentee can
do that.”).

Further, the Court does not understand séplgreeciting sending and transmitting means
that they must be distinckee, e.g.In re Kelley 305 F.2d 909, 915-16 (C.C.P.A. 1962) (“The
fact that one or more structural elementdgrening more than one function are common to the
mechanisms which are recited separately incthems does not prevent the claims from being
sufficiently supported by the disclosure.”ntellectual Prop. Dev.Inc. v. UA-Columbia
Cablevision of Westchester, In836 F.3d 1308,1320 n.9 (Fed. &Z003) (“we see no reason
why, as a matter of law, one claim limitation mayt be responsive to another merely because
they are located in thes@ physical structure”Powell v. Home Depp663 F.3d 1221, 1231-
32 (Fed. Cir. 2011) (rejecting the argument thataim “can only be infringed by a device that
has separate structures corresponding to tendi claim elements”). Indeed, Claim 20, which
depends from Claim 17, indicateethttachment may be “transmittadth the text message.”
191 Patent col.8 1.62—65 (emptia added). Critically, the @irt does not find the invention
addresses the failings of the prior art by sending the mesedghea attachment independently
from the mobile. Rather, the invention teached the text message and attachment reaching the
recipient via differenpaths.

Finally, Claim 17 is directed to a componerfitthe described enodiments: the sending

mobile station. The claim is directed to a g@ssor for associating aattachment with and
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adding server-identifying information to a temtessage. The claim is further directed to a

transceiver that is configured to transmit the teetssage to a particular address. The claim is

not directed to receipt of thiext message or the associasthchment. The Court declines

Defendants’ invitation to inject any receipt limitations into the Claim.

Accordingly, the Court rejects Defendants’ proposed limitationd ofequiring the two

instances of “a server” to refer to the same eer{2) “inserting a server identity in the user-

readable content of the text message,” (3) dsafely from transmitting the text message,” and

(4) “configured to arrive at the receiving temal’'s phone number based address.” Each of the

terms “adding information to the text message that identifies a server,” “sending the attachment

to a server,” and “transmitting the text messegthe receiving terminal’s phone number based

address” has its plain and andry meaning, and does not ndéedher construction.

B-4.

“means for querying a user of the mobile station regarding

whether the attachment is to be transmitted with the text
message”

Disputed Term

Plaintiffs’ Proposed

Defendants’ Proposed

regarding whether the
attachment is to be
transmitted with the text
message”

'191 Patent Claim 20

Construction Construction
“means for querying a user 35 U.S.C. § 112, { 6. 35U.S.C. 8112, 1 6.
of the mobile station Indefinite.

Structure: Querying
algorithm and/or equivalents
thereof, as shown in Fig. 2
and described in col./line
5:4-15

Function: querying a user
regarding whether to

transmit the attachment with
the text message

5 Structure: Indefinite due to
lack of sufficient structure
disclosed.

Function: “querying a user of
the mobile station regarding
whether the attachment is to k
transmitted with the text
message”

e

The Parties’ Positions

Plaintiffs submit that at Figure 2 and the aopanying text in the 191 Patent provides

structure for querying the user regarding whether the attachment is to be transmitted with the text
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message. Dkt. No. 66 at 12-13. Speaily, Plaintiffs submit that #h patent states that “the
terminal can ask the user whether an attactinfiie should be included” or that “a menu
selection item or keypad stroke combination rhayinvoked by the user (without prompting) to
add the attachmentld. (quoting '191 Patent cd 11.9-13). In addition tdhe claims, Plaintiffs
cite the followingintrinsic evidence to support their position: '191 Patent col.3 11.55-58, col.5
11.9-13, fig.2.

Defendants respond that the '191 Patdoes not meet 8 112, § 6’s standard for
disclosure of a structure for a computer-implemented functionsatiterefore indefinite. Dkt.
No. 78 at 40-41. In addition to the claims, Defendants cite the followirigsic evidence to
support their position: '191 Patent col.5 11.4-19.

Plaintiffs reply that the '19Patent’s algorithm connotes sufnt structure. Dkt. No. 83
at 7 (citing Akl Decl. 7-8 (Dkt. No. 83-at 8-9)). Plaintiffs cite furtheextrinsic evidenceto
support their position: Akl. Decl. (Plaintiffs’ Ex. J, Dkt. No. 83-1).

In response to Dr. Akl's declation, Defendants cite furthesxtrinsic evidence to
support their position: Declaration of Tipton Cole (Dkt. No. 105-1).

Analysis

The issue is whether the '191 Patent adejyaliscloses an gbrithm for querying the
user regarding whether the attachment ibaotransmitted with the text message. The Court
determines that it does. Defendants hailedao prove that Glim 20 is indefinite.

Figure 2 of the '191 Patent, reproduced hemed annotated by theo@rt, is a flowchart
depicting a method for transmitting messages aitachments. '191 Patent col.3 11.56-58, col.5
[1.4-19. The flow is described as follows:

According to exemplary embodiments tife present inverdn, an advanced
messaging application provides the capabitit attach such files to an SMS

45



message for routing within the radiocommunicatig :
system. For example, with reference to thﬁg91 Patent, Figure 2
exemplary method of FIG. 2, consider that a uger

first creates a conventional SMS message in his or @

her terminal at step 2@hen, before the user sends

the SMS message, the terminal can ask the user REATE |,

whether an attachment file should be included at HSMESHE

step 22. Alternatively, a menu selection item or

keypad stroke combination may be invoked by the ¢
user (without prompting) to add the attachment. If |, o Sap ns
the user opts not to attach a file to the SMS messpge,

then the SMS messagetransmitted conventionally
at step 24, i.e., in the manner described above With
respect to FIG. 1. Othervas as indicated generally sewo ks wessge |
at step 26, certain information is added to the SMS ##enetr 7 scavee
message, which is forwarded to the intended
recipient, and the attachment is sent to a special

server for retrieval by the recipient of the SMS

message. e >

Id. at col.5 I.4-19 (emphasis added). Thus, the query is depsted decision point (22, in

yellow) in the flow chart. The input of the dsion point is connected to the output of the
“CREATE SMS MESSAGE” process (20) and the puitof the decision point directs to the
“SEND SMS MESSAGE” process (24) in the event of a “no” and to the “SEND SMS
MESSAGE TO RECIPIENT AND ATACHMENT TO SERVER” procss (26) in the event of
a “yes.” The decision-point query may be resolved in three different ways. First, the terminal can
prompt the user, by which the arscan respond to add anaattment (or not). Second, the
terminal can provide a menu by which the user segct an item to adderattachment (or not).
Third, the terminal can provide a keypad k&racombination by which the user can add the
attachment (or not).

This disclosure satisfies tistructure-disclosure requiremenit35 U.S.C. § 112, § 6. To
satisfy § 112, {1 6 for a computer-implementeeans-plus-function limitation the patentee may
express an algorithm “in any understandable semeluding as a mathematical formula, in

prose, or as a flow chart, or in any other manner that provides sufficient strudiypbdon
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Touch Techs., Inc. v. Dell, In&659 F.3d 1376, 1385 (Fed. C#011). The required level of
detail of the disclosure “depends on the subjeetter that is described and its role in the
invention as a whole, in view of the exmji knowledge in the fidl of the invention.”ld. “A
description of the function in words may discloat|east to the satisfaction of one of ordinary
skill in the art, enough of an algorithm to provide the necessary structure under 8112, %t6.”
1386 (quotation marks omitted).

Here, the function is a simple query to a useis Hescribed to one of skill in the art of
computer-implemented radio coramications involving message prgseg at client and server
levels according to different messaging protoc8kse, e.g.col.1 .17 — col.3 .30 (GSM SMS
messaging, IMAP4 and POP3 email),.60l.20 — col.6 B (WAP and HTTPY. As such, the
disclosed algorithms are sufficient “for a person of skill in the field to provide an operative
software program for the specified functierand are therefore adequate under § 112)d Gt
1385; Akl. Decl. 1 28 (Dkt. No. 83-1 at 8-9).

The Court does not find the statements of Daéats’ expert, Mr. Colgo show that the
claim is indefinite. Mr. Cole does not opineathithe query steps are not carried out by known
computer-implemented operations or that theyreot readily implemented by persons of skill in
computer programmingSeeCole Decl. 11 11-16 (Dkt. Nd.05-1 at 3-5). Rather, Mr. Cole
states that the patent does podvide an algorithm for posingcaestion to a user and receiving
the response and relies on one of ordinail iskthe art to crege such an algorithnd. at § 15

(Dkt. No. 105-1 at 5). Mr. Cole states that th&m requires that the computer pose a question to

" Both Plaintiffs’ and Defendantgxperts agree that “a personastlinary skill in the art would
have an undergraduate degree Hiectrical Engineering, Coputer Science, or Computer
Engineering, or a related field, and around tveang of experience in the design, development,
and/or testing of cellutanetworks” or equivalent combinatiaf education and experience. AKI.
Decl. § 18 (Dkt. No. 83-1 at 6); Colzecl. | 8 (Dkt. No. 105-1 at 2).
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a user and that the user answer it and ‘tkeypad stroke combination” and “menu selection
items” discussed in the gt are not questionsl. First, the Court rejects Mr. Cole’s limited
understanding of “query.” The cant of the patent shows thajuery” is best understood as an
invitation to provide particular information. Thetpat explains that the system can directly ask
for the information, provide for entry of thefammation through a keypastroke combination,
and provide for entry of the information throughmenu. Second, given the level of skill in the
art, the Court determines that, similar to the disclosufeyphoon Touchthe disclosure of the
191 patent is an in-prose algorithmffazient for one ofskill in the art.See Typhoon Touch59
F.3d at 1386.
Accordingly, the Court construes “meang fguerying a user of the mobile station

regarding whether the attachment is to be transmitted with the text message” as follows:

e function: “querying a user of the mobile stat regarding whether the attachment

is to be transmitted with the text message”
e structure: Item 22 in Figure 2, agescribed at col.5 11.4-19.

C. The '919 Patent

In general, the '919 Patent is directeddohnology for improving how a base station in a
mobile communication system acknowledges messagat to the base station from mobile
devices. '919 Patent col.1 11.21-32, col.2 1.46—67thHe prior art, a base station processes data
sent from a mobile (in uplink) to identify errarsthe transmission and then sends a response (in
downlink) to the mobile to acknowledge an ernaef receipt (the respongean “ACK”) or to
indicate that there was an error in the transmission (the response is a “NACt)col.1 11.21—

32. The response signal is sent via a downlink communication resource (a downlink control

channel) that can be determined based erufilink communication resource (resource blocks,
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or “RBs”) used by the mobile to send the uplinkaddt can be determined without the need to
separately report the downlink cortrchannel allocated to the mobilkl. at col.1 11.33-42.

Uplink resource blocks are frequency banmk. at col.1 11.61-65, fig.1. Downlink control
channels are also frequency bands. Downlioktol channels may compe more than one

band and may be spread and code-multiplexed so that more than one downlink control channel
uses a particular frequency baidi.at col.1 .65 — col.2 .10 & fig. 2 (spread/code-multiplexed),
col.21 1.27-35 & fig.22 (not spread/code-multipdel). The invention of the '919 Patent
purports to improve the frequency diversity tbe mapping of response signals to downlink
communication resourcelgl. at col.2 11.53—-67.

With reference to Figures 1, 3 and 6, reproduced below and annotated by the Court, the
patent describes a particuléirequency-distributed mappingf response signals to code-
multiplexed downlink control channelgith a repetition factor of 4Ad. at col.7 11.35-65, col.21
[1.27—-39. Figure 1 depicts a mapping of uplim@source blocks to frequency bantdk. at col.1
1.61-65, col.3 I.4. Figure 3 is a table showingaasociation between the uplink resource blocks
(e.g., RB#1, RB#2) and downlink cookt channels (e.g., CH#1, CH#2Q. at col.2 1.11-3
(stating they are “associated one by one”gyuké 6 depicts a mapping of downlink control
channels to frequency subcarriers (e g f2f grouped in four frequency bands (Eff, 2: fo—f1o,

3: fir—fa0, 4: fsfg). Id. at col.7 1.35-65. The control cmaels “are mapped to different
frequency bands in a distributed mannéd.” at col.7 11.35-39. One dhe advantages of this
distributed mapping is that firevents the response signalsuglink data transmitted using
consecutive resource blocks fromrmpi‘concentrated in identical bands$d. at col.7 11.49-53;
see alspid. at col.1 1.65 — col.2 1.34 8ig.2 (describing a mapping that results in identical-band

concentration). The patent depicts various othstributed mapping patterns that have various
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advantagesSee, e.g.id. at col.8 1.36 — col.9 .25 & fig.7 (different mapping patterns for
different control channels), col.9 1.29 — dd). .11 & fig.8 (different mapping patterns for

different cells in a cellular netwk an different mapping patterng fifferent sectors in a cell).
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The abstract of the '919 Patent provides:

Provided is a radio communication baswtion device which can obtain a
maximum frequency diversiteffect of a downstream line control channel. The
device includes: an RB allocation tn(101) which allocates upstream line
resource blocks continuous on theeduency axis for respective radio
communication mobile stations by the frequency scheduling and generates
allocation information indicating whichipstream line resource block has been
allocated to which radio communication mobile station device; and an
arrangement unit (109) which arrasgea response signal to the radio
communication mobile station device fhe downstream line control channels
distributed/arranged on the frequenaxis while being correlated to the
continuous upstream line resource blocks ating to the allocation information.

Claims 1 and 10, reproduced here, are agpmtative apparatus and method claims,

1. A mobile station apparatus comprising:

a reception unit configured to receive, from a base station,
allocation information indicating one or a plurality of
allocated resource block(s) of uplink, the resource
blocks being consecutive in a frequency domain: and

a determination unit configured to determine a resource of
downlink, to which a response signal transmitted from
the base station is mapped, from an index of the allo-
cated resource block based on the allocation informa-
tion,

wherein: the indices of a plurality of the consecutive
resource blocks are respectively associated with a plu-
rality of the resources which are different in a frequency
domain; the plurality of the resources are respectively
comprised of a plurality of subcarrier groups which are
inconsecutive in a frequency domain; and the response
signal is mapped to the subcarrier group.

10. A method for determining a response signal resource
comprising;

receiving, from a base station, allecation information indi-
cating one or a plurality of allocated resource block(s) of
uplink, the resource blocks being consecutive in a fre-
quency domain; and

determining a resource of downlink, to which a response
signal transmitted from the base station is mapped, from
an index of the allocated resource block based on the
allocation information.

wherein: the indices of a plurality of the consecutive

50 resource blocks are vespgctively qs§ocial<_ed wjth a plu-

rality of the resources which are different in a frequency
domain; the plurality of the resources are respectively
comprised of a plurality of subcarrier groups which are
inconsecutive in a frequency domain; and the response
signal is mapped to the subcarrier group.




respectively.

C-1.

“determination unit”

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“determination unit”

'919 Patent Claim 1

No construction necessary.
Not governed by 35 U.S.C. §
112, 7 6.

Alternative:

e Structure: Mapping
specifying section 209
and/or equivalents thereof
as shown in Figure 5, as
further shown and
described at: Figs. 2—3, 5-
8, col./line 6:8-20, 6:64 —
8:32.

Governed by 35 U.S.C. §
112, 1 6. Indefinite.

Structure: Insufficient
because only software and 3
general purpose processor 4
disclosed.

,Function: “determine a
resource of downlink, to
which a response signal

-transmitted from the base
station is mapped, from an
index of the allocated
resource block based on the
allocation information”

1S4

Are

The Parties’ Positions

Plaintiffs submit that “determination unitih the context of the surrounding claim

language connotes definite struetuAccording to Plaintiffs, § 112, 6 does not apply. Dkt. No.

66 at 37—38 (citing Declaration Biichard Gitlin, Sc.D., in Support of Plaintiffs’ Opening Claim

Construction Brief 7 49-51 (Dkt. No. 66-2 at 15-16) (“Gitlin Decl.”)). Pinturther submit

that the 919 Patent’s description of theemplary mapping section 209 and its correlation of

resource blocks to downlink resources also evitlcesstructural naturef “determination unit.”

Id. Finally, Plaintiffs contendhat even if § 112, § 6 appliethe description of mapping

specifying section 209 satisfies the struatutisclosure requed by the statutéd. at 38—39.

In addition to the claims, Plaintiffs cite the following intrinsic and extrinsic evidence to

support their positiorintrinsic evidence '919 Patent col.4 11.21-240l.6 11.8-20, col.8 11.8-14,
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col.22 11.27-28, col.22 11.30—4&Xxtrinsic evidence Gitlin Decl. (Plaintifs’ Ex. B, Dkt. No. 66-
2).

Defendants respond that “unaf “determination unit” is a nonce word and therefore the
term does not connote sufficiently definite sttre which overcomes the presumption against
applying 8 112, § 6. Dkt. No. 78 at 41-42. Defendglaarigue there is no extrinsic evidence
showing that “determination unit” is a term oft éinat refers to strugte and that Plaintiffs’
expert’s opinion is based solely on the disal@ in the '919 Patent. Therefore, Defendants
contend the term invokes § 112, fJ&.Defendants submit that the purported structure identified
by Plaintiffs expert is either fution (not structure) or is unconatned structure (i.e., any and all
structure).ld. at 42. Thus, Defendants argue, the pati@s not sufficiently disclose structure
for performing the claimed function and “determination unit” renders the claims invalid as
indefinite. Id. at 42—-44. In addition to the claims, Defendants cite the following intrinsic and
extrinsic evidence to support their positidntrinsic evidence '919 Patent col.22 11.27-49.
Extrinsic evidence Kotzin Decl. (Defendants’ Ex. 7, DkiNo. 79-11); Gitlin Decl. (Plaintiffs’

Ex. B, Dkt. No. 66-2); Gitlin Dep. (Bfendants’ Ex. 8, Dkt. No. 79-14).

Plaintiffs reply that Defendds’ indefiniteness argument improperly focuses on the term
“determination unit” in a vacuum and fails torssider the structural effect of the surrounding
claim language. Dkt. No. 83 at 15-16. Plaintiffs reiterate their contention that “determination
unit,” in the context of the claims, is structurl. at 16 (citing Declaration of Richard Gitlin,
Sc.D, in Support of Plaintiffs’ Reply Claim Cdnsction Brief §{ 33—-38 (Plaintiffs’ Ex. K, Dkt.

No. 83-3 at 12-14) (“Gitlin Reply Det)). Plaintiffs further reply tht even if § 112, § 6 applies,

the statute allows structure be disclosed through an algoritrand the 919 Patent discloses a
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detailed algorithm that meets the statutory requiremdnf(citing '919 Patent cols.6-8, fig.3,
fig.6; Gitlin Reply Decl. 18338 (Dkt. No. 83-3 at 12-14)).

Plaintiffs cite further intrinsic and extisic evidence to support their positidntrinsic
evidence '919 Patent cols.6-8, fig.3, fig.&xtrinsic evidence Gitlin Reply Decl. (Plaintiffs’
Ex. K, Dkt. No. 83-3).

Analysis

The issues are twofold: whether 35 U.S8112, f 6 governs the construction of the

limitation and if 8 112, 1 6 governs, whether the

'919 Patent discloses adequate structure. Becauge..mooe Sation apparatus comprising:

qcccptiou unit configured to receive, from a base station,
allocation information indicating one or a plurality of
allocated resource block(s) of uplink, the resource

the Court determines that the term is not goverfed . veing consecutive in a frequency domain: and

a determination unit configured to determine a resource of
. downlink, to which a response signal transmitted from
by 35 US.C. 8§ 112’ ﬂ 6’ it does not reach the the base station is mappgd. I'romgun index of the allo-
cated resource block based on the allocation informa-
tion,
wherein: the indices of a plurality of the consecutive
resource blocks are respectively associated with a plu-
rality of the resources which are different in a frequency
domain; the plurality of the resources are respectively
comprised of a plurality of subcarrier groups which are
inconsecutive in a frequency domain; and the response
signal is mapped to the subcarrier group.

second issue.
The “reception unit” term does not incluge

the “means” language. Therefore, the Coprt

presumes that 8§ 112, § 6 does not apply.
Williamson v. Citrix OnlineLLC, 792 F.3d 1339, 1347-49 & n.3 (Fegir. 2015) (en banc in
relevant portion). “[T]he presumption can bgercome and § 112, para. 6 will apply if the
challenger demonstrates that the claim term faileetite sufficiently definite structure or else
recites function without reting sufficient structure for performing that functiond. at 1349
(quotation marks omitted). Here, Defendah&ve not overcome the presumption.

In the claims of the 919 Pate “unit” is used in combiation with a recitation of
capability to denote structure. For instanckhaagh the parties origifig disputed whether

“reception unit” and “transmission unit” are struictl, Dkt. 66 at 36—37, the parties ultimately
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agreed that these terms did not need to be presented to the Court for construction, Dkt. No. 104-
1. From this, the Court understands that éhé& no dispute thatreception unit” and
“transmission unit” ag structural.

“Determination unit,” like “reception unit”rad “transmission unit,” connotes structure.
Even if the term “determination unit” does notigonlation connote sufficientlgefinite structure,
the claim connotes structure to one of skill ia #rt by reciting details dfow the unit functions
as part of the claim. The claim states the dbje®f the “determination unit” is “to determine a
resource of downlink.” It further states theetdrmination unit” achieves this objective using “an
index of the allocated resourddock based on the allocatianformation” received by the
“reception unit.” That is, the claim requires theception unit” be “configured to receive” the
allocation information and requires the “detamation unit” be “configured to determine” a
resource of downlink from an index from th#location information. So, together, the claims
require the “determination unit” to be connected to the “reception unit” in such a way as to have
access to the allocation information the “deterriamaunit” uses to determine the resource of
downlink. The claim also provides structureadigh the details of indicesf the allocation
information—"the indices of a plurality of theonsecutive resource blocks are respectively
associated with a plurality of the resouredsch are different in a frequency domain.”

In the context of a mobile-communication-gretpatent and a claim to a “mobile station
apparatus,” the “determination unit” is a specialyfigured electronic circuit. For example, the
patentee noted that although themplary embodiments are “cagiired by hardware,” the unit
may be an integrated circuit (e.g., LSI, 1@)programmed processoratiit, or a programmed
logic circuit (e.g., FPGA)See’919 Patent col.22 11.26—48. THeourt recognizes the patentee

noted that the particular circuit implementatismot limited to the tbn-known cirait-building
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technology—advancements in semiconductonrietogy or biotechnology may allow the circuit
to be otherwise constructed—acding to the objectives and apéons of the “determination
unit.” Seecol.22 11.44-48. But technology does not chatigefundamental stoture of the unit
as a circuit.

Such a disclosure of the objectives of tHetermination unit” andow the unit operates
within the context of the claimeadvention connotes sufficiently defte structure to one of skill
in the ar® SeeLinear Tech. Corp. v. Impala Linear CorB79 F.3d 1311, 1319-21 (Fed. Cir.
2004) (“circuit [for performing a faction]” found to be sufficiently definite structure because
the claim recited the “objectivesd operations” ofhe circuit);Apple Inc. v. Motorola, In¢.757
F.3d 1286, 1295, 1301 (Fed. Cir. 20 @heuristic [for performing a function]” found to be
sufficiently definite structure in part becaubke claim described the operation and objectives of
the heuristic);Finjan, Inc. v.Proofpoint, Inc, No. Case No. 13-cv-05808-HSG, 2015 WL
7770208, at *11 (N.D. Cal. Dec. 3, 2015) (“proced$or performing a @inction]” found to be
sufficiently definite structure because the clalescribed how the processor functions with the
other claim componentsguperSpeed, LLC v. Google, InCivil Action No. H-12-1688, 2014
WL 129225, at *22 (S.D. Tex. Jan. 14, 2014pde for performing a function connotes
sufficiently definite structure).

Accordingly, the Court finds that thisrte is not governed by 35 U.S.C. § 112, 6 and

needs no further construction.

8 According to Dr. Gitlin, “a person of ordinary skifl the art would have a bachelor’s degree in
Electrical Engineering, Computdtngineering, or a related fakl and at least two years of
experience in the design, development, and/sting of cellular basestations or mobile
devices.” Gitlin Decl. T 28 (Dkt. No. 66-2 at 7)céording to Dr. Kotzin, “a person of ordinary
skill in the art has at least adhelor's degree in electricah@neering, computer engineering,
physics, or the like and at least 1-3 yearsxpieeence working with the design, development,
and/or testing of cellular base stations or if@obevices.” Kotzin Decl. § 35 (Dkt. No. 79-11 at
12-13).
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C-2.

“[to determine / determining] a resource of downlink, to which a

response signal transmitted fromthe base station is mapped,
from an index of the allocated resource block”

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“to determine a resource of
downlink, to which a
response signal transmitte
from the base station is
mapped, from an index of
the allocated resource
block”

'919 Patent Claim 1

yNo construction necessary.
Plain and ordinary meaning.

determining a resource of
downlink, to which a
response signal transmitte(
from the base station is
mapped, from an index of
the allocated resource blog

'919 Patent Claim 10

)

Alternative:

“[to determine /
determining] a downlink
resource to which a
response signal transmitte
from the base station is
mapped based on an inde
of the resource block(s)
allocated to the mobile
station”

“[to determine / determining]

a resource of downlink, to
which a response signal
transmitted from the base
tation is mapped, based
olely on an index of the
XaIIocated resource block”

The Parties’ Positions

Plaintiffs submit that the plain meaning thapped, from an index” is not that the
mapping is “based solely on an index,” as Defnts propose, but that the mapping is just
“based on the index.” Dkt. No. 66 at 33. Plaintgtdomit that nothing in 81’919 Patent justifies
construing this term other than according to its plain mearhgn addition to the claims,

Plaintiffs cite the followingntrinsic evidenceto support their positiori919 Patent col.8 1.8—

24,

Defendants respond that the way the deterngnaiccurs in the '919 Patent is using only
an index of allocated resource blocks. Dkb. M8 at 16. Defendants further respond because the
claims recite that the determination ifrdm an index of allocatk resource blocks” the

determination is necessarily based solely on the inkex(emphasis added by Defendants).
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Defendants contend that “based am’separately recited in tlsdaims and therefore “determined
. . . from” presumptively carries different meaning than “based orid. In addition to the
claims, Defendants cite the followingtrinsic evidence to support their pason: '919 Patent
col.111.33-42, col.6 11.8-20, col.8 11.8-24, fig.3.

Plaintiffs reply to reiterate that there is hasis to rewrite “from” as “based solely on.”
Dkt. No. 83 at 13.

Analysis

The issue here is whether information othemtthe index of allo¢ad resource blocks
may be used to determine the resource of diakunThe Court finds that other information may
also be used to determine the resource of downlink.

The '919 Patent allows information other thBB allocation information to be used to
determine the resource of downlink. The patequians that the mobile “is able” to determine
downlink control channels “according to RB allocation information . . . even when allocation
information about the control channel is not m@o separately.” '919 Patent col.1 1.37—-42. The
patent does not restrict theteenination to only RB allocatiomformation. Defendants have not
identified anything in the patetitat requires thisestriction. Defendants say every embodiment
restricts the determination to Riflocation information. But “[i]iis likewise not enough that the
only embodiments, or all of the embodimentsntain a particular linbation. We do not read
limitations from the specification into claims; we do not redefine words. Only the patentee can
do that."Thorner, 669 F.3d at1366.

Indeed, Defendants’ proposed constructibreatens to exclude embodiments in which
cell or sector information is used with the alition information to determine the resource of

downlink. The patent describes an exemplarp@siment in which downlink control channels
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are determined differently depending on which cethim network, or sector in a cell, the mobile

is in. '919 Patent col.9 .26 — col.10 I. 11. This implies that information about cell or sector, in
addition to the index of allocated resource blocks, may be used to determine the resource of
downlink.

Finally, the patent states that the respgosgnal is mapped to the frequency bands
comprising a downlink control channdddsed on the associations shown in FIG. & at col.8
[.14-24 (emphasis addedjee also idat col. 2, 1.11-21. Defendés’ proposed construction
threatens to exclude this embodiment. A “congitoumcthat excludes a preferred embodiment is
rarely, if ever, correct.’C.R. Bard, Inc. v. U.S. Surgical Coy@88 F.3d 858, 865 (Fed. Cir.
2004)

Accordingly, the Court rejestDefendants’ proposed constiioa and determines that the
terms have their plain and ordinary mearangl do not need to be further construed.

C-3. ‘“response signal’

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“response signal” PanOptis objects to this term asACK/NACK”

belatedly proposed by ZTE.
e ’'919 Patent Claims 1, 1D
Alternative:

¢ Plain and ordinary meaning.

The Parties’ Positions

Plaintiffs submit that the '919 Patent e&psly describes the ACK/NACK signals as
exemplary response signals and, therefdresponse signal” shodl not be limited to
ACK/NACK signals. Dkt. No. 66 at 30—31 (quotirgfl9 Patent col.17 [20-21). In addition to
the claims, Plaintiffs cite the followinigtrinsic evidenceto support their pason: ‘919 Patent

col.1 11.25-27, col.17 11.20-21.
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Defendants respond that “respossgnal” is expressly defed as an ACK/NACK signal
and must therefore be constiduas an ACK/NACK signal. Oik No. 78 at 12 (quoting '919
Patent col.21 .63 — col.22 1.3). Defendants argaettie language Plaintiffs identify as evidence
that the ACK/NACK signal is arexemplary response signal is rather a charaation of
downlink control channeldd. at 12—13. In addition to the claini3efendants cite the following
intrinsic evidence to support their position: '919 Patent col.1 11.25-32, col.1 1.62-67, col.5
[1.37-43, col.7 11.3—4, col.12 1.64 col.13 .1, col.17 11.20-21, col.21 .63 — col.22 |.3.

Analysis

The issue is whether “response signal” basn specially defimkas the ACK/NACK
signals. The Court determines that is has not been defined. The '919 Patent repeatedly refers to
the response signal as the ACK/NAGHKnals, but it does not clepadefine “response signal” as
“ACK/NACK.” For instance, the patd states an ACK signal or a NACK signal is “fed back as a
response signal to the mobile station.” 919 Patent col.1 11.21-32. But this establishes that ACK
and NACK signals are response signals, it doegstablish that all respea signals are ACK or
NACK signals. The passage Defendaaite as an express definitiof “response signal” is not
an express definition. That passage states:

Further, the downlink control channdlts transmitting response signals used in

the explanation of the above embodimeats channels for feeding back ACK

signals or NACK signals for mobile statis. For this reason, the downlink control

channels for transmitting response signals may be referred to as “DCCHs

(Dedicated Control Channels),” “AGKACK channels,” “response channels”
and “HICH (Hybrid ARQIndicator Channel).”

Id. at col.21 .63 — col.22 |.3. Rahthan defining “response sigriahe passage states that the
response signals of the exemplary embodimardsACK and NACK signals, and that downlink
control channels for thegesponse signals may be referred to as ACK/NACK channels. Further,

the patent expressly riggs ACK/NACK channels asxemplary downlink control channels for
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the response signalsd. at col.17 1.20-21 (“[dJownlink control channels for transmitting
response signals (e.g. ACK/NACK channeBELFICHs and CCEs are multiplexed on physical
resources”)So, while every exemplary embodiment a$pense signal described in the patent
may be an ACK or NACK signal, it does not define response sighatner v. Sony Computer
Entm’t Am., LLC 669 F.3d 1362, 1366 (Fed. Cir. 2012) (“likewise not enouglthat the only
embodiments, or all of the embodiments, contain a particular limitation. We do not read
limitations from the specification into claims; we do not redefine words. Only the patentee can
do that.”)

Accordingly, the Court rejestDefendants’ proposed congttion and determines that
“response signal” has its plain and ordinary meg@mind does not need to be further construed.

C-4. *“and the response signal is mapped to the subcarrier group”

Disputed Term Plaintiffs’ Proposed

Construction

Defendants’ Proposed
Construction

“and the response signal ig
mapped to the subcarrier
group”

“and the response signal is
mapped to the subcarrier
groups”

The term the subcarrier
group” renders the claims

indefinite under pre-AlA 35
U.S.C. 8112, 1 2.
e ’'919 Patent Claims 1, 1D

The Parties’ Positions

Plaintiffs submit there is an obvious typogragahierror in the ternand that “subcarrier
group” should be construed as “subcarrier grdup&t. No. 66 at 31-33. Plaintiffs contend that
a plain reading of the claim langg@establishes th#te response signal is mapped to subcarrier
groups, and therefore establishes that “subcagieup” is a typographical erroitd. at 31. And
Plaintiffs further contend #t preferred embodiments aresdebed as mapping the response
signal to “frequency bands of subcarriers” andtth “band of subcarriers” is a “subcarrier

group.”ld. at 31-32 (citing '919 Patent col.16 I.1-3, col.18 11.19-22; Gitlin Decl. § 40 (Dkt. No.
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66-2 at 10)). Thus, Plaintiffs argue the respaigrals are clearly mapped to multiple subcarrier
groups and the typographicatror is one that the Court maprrect by construing “subcarrier
group” as “subcarrier groupdd. at 32—-33.

In addition to the claims, Plaintiffs cite the following intrinsic and extrinsic evidence to
support their positionintrinsic evidence '919 Patent col.2.5, col.7 11.10-11, col.8 11.19-21,
col.16 1.1-3, col.18 11.19-22, figs.4, 12, IExtrinsic evidence Gitlin Decl. (Plaintiffs’ Ex. B,
Dkt. No. 66-2).

Defendants respond that “subcarrier group” may be rewritten as “subcarrier groups”
because it would require the resge signal to be mapped td #ile subcarrier groups. That
would render the claim inoperable and impropestglude all the exemplary embodiments. Dkt.
No. 78 at 13-14. Defendants furtteggue that the erran the claim language is not the kind of
error that may be corrected by the Coastthe correction is subject to debdtk.at 15-16
(listing three potendl corrections).

In addition to the claims, Defendants cite the following intrinsic and extrinsic evidence to
support their positionlntrinsic evidence '919 Patent figs.6, 7, &Xxtrinsic evidence Gitlin
Decl. (Plaintiffs’ Ex. B, Dkt. No. 66-2); Gitlin Dep. (Defendants’ ExD&t. No. 79-14); Kotzin
Decl. (Defendants’ Ex. 7, Dkt. No. 79-11).

Plaintiffs reply that Defendantdist of potential corrections ila to read the term in the
context of the claim and thefore the alternative corréons posed by Defendants are
unreasonable. Dkt. No. 83 at 12—-13. Plaintiffs endtthe claim recites & the response signal
is mapped to a resource of downlink and thatréseurce of downlink is eoprised of a plurality

of subcarrier groupdd. (citing Gitlin Reply Decl. 7 29-3@Dkt. No. 83-3 at 10-11)). Thus,
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Plaintiffs conclude, a correctiadhat allows for mapping a resporsignal to a single subcarrier
group is not reasonabligl.

Plaintiffs cite further intrinsic and extisic evidence to support their positidntrinsic
evidence '919 Patent col.4 I.55-5@&xtrinsic evidence Gitlin Reply Decl. (Plaintiffs’ Ex. K,
Dkt. No. 83-3); Kotzin Decl. (Deindants’ Ex. 7, Dkt. No. 79-11).

Defendants, in a sur-reply, respond thatvriting “the subcarrier group” as “the
subcarrier groups” means the antecedent bfmis‘the subcarriergroups” would be the
immediately preceding recital dbubcarrier groups” in the phrase “a plurality of subcarrier
groups.” Dkt. No. 92 at 3. But, according to Defendants, this correction is improper because it
would result in the response sigiteeing mapped to more thame downlink control channel,
which both parties’ experts have said is impossibleat 3—4. Defendants cite furthextrinsic
evidenceto support their position: Gitlin Reply De¢Plaintiffs’ Ex. K, Dkt. No. 83-3).

Analysis

The issue here is whether the Court has tliecaity to correct the error in Claims 1 and
10, or whether all the claims of the '919 Patent fail. Because the Court finds there is no error, it
does not reach the issue of whethecorrection is needed. Specéily, the Court finds that the
antecedent basis for “the response signal is maggptte subcarrier grougd be the “resource
of downlink, to which a response signal transrdittem the base station is mapped.” Under the
plain reading of Claim 1, in theontext of its dependent clainthjs “resource of downlink” is a
resource comprising a subcarrggoup. Thus, the subcarrierogip to which the response signal
is mapped is the subcarrier group that compribe resource of downlink. Defendants have not

proven that this term renders any claim indefinite.
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To begin, the Court does not understandd-aejects—that eaclhesponse signal is
necessarily mapped to more than one subcagrigup. The patent explains as much when it

notes “although cases have been explaingt the above embodiments as examples where

spreading factor SF is 4 in spreading section !
and repetition factor RF is 2 in repetition secti
107, SF and RF are not lired to these values.]

'919 Patent col.21 11.36-9. Requiring that t

resource of downlink to which a response sigha

is mapped to comprise at least two subcar
groups threatens to exclude the exempl
embodiment in which the petition factor (“RF”)
is 1. Further, Claim 3xpressly states that th
response signal is mapped to a plurality of {
resources of downlink. Reading Claim 1

require such multi-resource mapping wol

106

1. A mobile station apparatus comprising:

a reception unit configured to receive, from a base station.
allocation information indicating one or a plurality of
allocated resource block(s) of uplink, the resource
blocks being consecutive in a frequency domain; and

a determination unit configured to determine a resource of
downlink, to which a response signal transmitted from
the base station is mapped. from an index of the allo-
cated resource block based on the allocation informa-
tion,

wherein: the indices of a plurality of the consecutive
resource blocks are respectively associated with a plu-
rality of the resources which are different in a frequency
domain; the plurality of the resources are respectively
comprised of a plurality of subcarrier groups which are
inconsecutive in a frequency domain; and the response
signal is mapped to the subcarrier group.

a.ry L

3. The mobile station apparatus according to claim 1,
wherein the response signal is mapped to a plurality of the
resources distributed in the frequency domain.

4. The mobile station apparatus according to claim 1,
wherein the response signal is spread in the base station, and

b the spread response signal is mapped to the resource.

5. The mobile station apparatus according to claim 1,
wherein a plurality of the same response signals are generated
heith a repetition in the base station. and the plurality of the
same response signals are mapped to a plurality of the
resources distributed in the frequency domain, respectively.

to 'R

7. The mobile station apparatus according to claim 1,
wherein a plurality of the response signals are mapped to the

|dcsnu rce with code-multiplexed.

DN

ne

h

fier

violate claim differentiationPhillips v. AWH Corp.415 F.3d 1303, 1315 (Fed. Cir. 2005) (en
banc) (“[T]he presence of a dependent claim #@dds a particular limitation gives rise to a
presumption that the limitation in questionnet present in the independent claim.”). And—
importantly—interpreting Claim 1 to require this multi-resource mapping would render Claim 3
inoperable, according to the parties’ expeseGitlin Dep. 128:4-14 (k. No. 79-14 at 33);
Kotzin Decl. § 69 (Dkt. No. 79-11 at 30-31).

The Court understands that under the plain meaning of the claim language, each resource

of downlink comprises at least one subcargeoup. The claim states “the plurality of the
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resources are respectively comprised of a plurality of subcarrier groups.” This phrase parallels
the phrase “a plurality of the consecutive reseublocks are respectively associated with a
plurality of the resources.” The Court understatiiis second phrase to mean that each resource
block is associated with a different resourSpecifically, it does not mean that each resource
block is necessarily associated with a pluratifythe resources because such an interpretation
would exclude the embodiment of FigureGR. Bard 388 F.3d at 865 (“[a] construction that
excludes a preferred embodimentraely, if ever, coect”). The Courtsimilarly understands
that “the plurality of the resources are respetyicomprised of a plurdy of subcarrier groups”
does not require that the eaclsaerce necessarily be comprisefla plurality of subcarrier
groups—a resource may be comprised of a sisgibearrier group. This comports with both the
patent’s disclosure of using a repetition rateeotthan 2 and Claim 3’s separate recitation of
multi-resource mapping. This is the best understanding of Clafhillips, 415 F.3d at 1316
(“The construction that stays true to theirddanguage and most naélly aligns with the
patent's description of theviention will be, in the end, thr@rrect construction.”).

The Court finds that the parties’ expergpinions that Claim 1 requires multi-resource
mapping accurately describe the claim language. experts’ understanding of Claim 1 appears
to be based on the exemplary lmdiments in which the response@nal is repeated with a
repetition factor of 2 and is spread/code-multiple with a spreading factor of 4. Claim 1 and
the patent do not require sudpetition or spreading. Indedapth spreading and repetition are
separately recited in Claim 1's dependentrokai-raising the presumption that such limitations
are not present in independent ClaimSke, e.g.Claim 3 (repetition), Claim 4 (spreading),
Claim 5 (repetition), Claim 7 (code multiplexing}laim 8 (code multiplexing). Further, under

the experts’ stated understamgliof Claim 1, Claim 3 is nainly redundant—it does not work.
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Accordingly, the Court gives onlsome weight to the experti&stimonies on this subjedtl. at
1318 (*a court should discount any expert testign that is clearly at odds with the claim
construction mandated by the claimertiselves” (quotation marks omitted)).

With this understanding of Claim 1, t@®urt does not understand “downlink channel”—
the parties’ agreed construction for “resourc@@ivnlink”—to comprise ateast two subcarrier
groups. The “downlink channel,” asxpressed in Claim 1, compeis at least one subcarrier
group.

Accordingly, the Court does not perceive amor in the issued claim language. The
Court finds Defendants have not proven thatténis renders any clainmdefinite and construes
“and the response signal is mappeth®subcarrier group” as follows:

e “and the response signal is mappeth®subcarrier group” means “and the
response signal is mapped to the subeagioup that comprises the determined
resource of downlink.”

D. The '792 Patent: “with [an/the] orthogonal sequence” and “which is
associated with [the/an] orthogonal sequence”

In general, the 792 Patent is directed¢ohnology to improve thseparation of code-
multiplexed response signals sent from the mdbilne base station in a mobile communication
system.Id. at col.1 11.9-25, col.2 .58 col.3 .41. The response sidmare sent to the base
station “using uplink control chaels such as a PUCCH (PhyaidtJplink Control CHannel).”

Id. at col.1 1.23—-25. A response signal may be spread for code-multiplexing purposes using two
different code sequences (two-dimensional spreadidgat col.1 .47 — da2 .10, fig.1. A first
spreading is done with cyclic-shift sequenfeg., Zadoff-Chu (“ZC”) sequences) and a second
spreading is done with orthogonalgsences (e.g., Walsh sequenc&ge id Different cyclic-

shift sequences are generated with different cyclic-shift valdeat col.2 [1.3-5. The invention
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of the '792 Patent purports to improve the sapan of response signals by establishing certain
relationships between the first spreadseguence and the second spreading sequéhcat
col.2 1.58 — col.3 1.41.

With reference to Figure 7, reproducedehe@nd annotated by the Court, the patent
describes an exemplary association betweens@uences and Walsh sequences for different
PUCCHSs.Id. at col.8 1.6 — col.9 1.57. In this association, adjacent Walsh sequences are
associated with different ZC sequences—no &dfacent Walsh sequences are associated with
the same ZC sequendd. at col.9 Il.1-21. For example, in Figure 7, Walsh sequence 1 (W#1) is
associated with ZC sequence 1 (ZC#1) (asws with the green line) and adjacent Walsh
sequence 2 (W#2) is associated with ZC sequén@C#2) (as shown with the yellow lind].

Such an association has the advantage oZ@wsequence spreadingpguwessing the inter-code
interference that would otheise occur in the evérnhe orthogonality othe Walsh sequences
collapses (e.g., when the mobile station is moving quickdy)at col.3 11.3-10, col.9 11.8-21. In

the Figure 7 association, adjacent ZC sequences are associated with different Walsh sequences
which works to protect the separation ofspense signals in the event the ZC-sequence

orthogonality collapsesld. at col.9 11.22—-42. The patent defs various othe associations

'792 Patent, Figure 7
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between Walsh and ZC sequencsse, e.g.id. at col.10 1.2-23 & figs. 9-10, col.10 [.24 —
coll.11 1.25 & fig.12.
The abstract of the 792 Patent provides:

A wireless communication apparatus capatifieninimizing the degradation in
separation characteristic afcode multiplexed response signal. In this apparatus,

a control part (209) conti® both a AC sequence to be used in a primary
spreading in a spreading part (214)daa Walsh sequence tme used in a
secondary spreading in a spreading part)2b7as to allow a very small circular

shift interval of the ZC sequence to atiisthe interferenceomponents remaining

in the response signal; the spreading part (214) uses the ZC sequence set by the
control part (209) to primary spread thesponse signal; and the spreading part
(217) uses the Walsh sequence set byctmrol part (209) tesecondary spread

the response signal to weh PC has been added.

Claims 1 and 24, reproduced here, are agpmtative apparatus and method claims,

1. A radio communication apparatus comprising:
a spreading unit configured to spread an ACK or NACK
with an orthogonal sequence, which is one of plural
orthogonal sequences, and with a sequence defined by a
cyclic shift value, which is one of plural cyclic shift
values and which is associated with the orthogonal
sequence; and
a transmitting unit configured to transmit the ACK or
NACK,
wherein:
cach of'the plural orthogonal sequences is an orthogonal
sequence comprised of 4 codes and having a length 4;

the plural orthogonal sequences include a first orthogo-
nal sequence and a second orthogonal sequence,
wherein a sequence comprised of 2 codes in the first
half of the first orthogonal sequence is not orthogonal
to a sequence comprised of 2 codes in the first half of
the second orthogonal sequence, and a sequence com-
prised of 2 codes in the second half of the first
orthogonal sequence is not orthogonal to a sequence
comprised of 2 codes in the second half of the second
orthogonal sequence; and

a cyclic shift value associated with the first orthogonal
sequence is different from a cyclic shift value associ-
ated with the second orthogonal sequence.

24. A response signal spreading method comprising:

spreading an ACK or NACK with a sequence defined by a
cyclic shift value, which is one of plural cyclic shift
values and which is associated with an orthogonal
sequence; and

spreading the ACK or NACK with an orthogonal sequence,
which is one of plural orthogonal sequences,

wherein, the plural orthogonal sequences include a first
orthogonal sequence [1, =1, 1, =1] and a second orthogo-
nal sequence [1, -1, -1, 1], and a cyclic shift value
associated with the first orthogonal sequence is different
from a cyclic shift value associated with the second
orthogonal sequence.

respectively.

The Dispute

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction
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Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“with an orthogonal
sequence”

e '792 Patent Claims 1, 3
4,6,12,14, 22,23, 24

“with the orthogonal
sequence”

e '792 Patent Claims 1, 3
4. 6,12, 14

No construction necessary.

Plain and ordinary meaning.

“with [the/an] entire
orthogonal sequence”

“which is associated with
the orthogonal sequence”

e '792 Patent Claims 1, 3
4,6,12, 14

“which is associated with an
orthogonal sequence”

e '792 Patent Claims 22,
23,24

No construction necessary.

Plain and ordinary meaning.

Alternative:

e ‘“which is related to
[the/an] orthogonal
sequence”

“which has a set mapping
with [the/an] orthogonal
sequence for the spreading
the ACK or NACK”

The Parties’ Positions

Plaintiffs submit that '792 Patent descsbspreading an ACK/NACK signal with an

orthogonal sequence and an associated cyclit\stlue-based sequence—without reference to

a “set mapping” between the two sequences. Nkt. 66 at 23. Plaintiffs further submit that

“associated” is used in th&92 Patent per its ordinary meagp, to connote a relationshifa. at

23. According to Plaintiffs, “mapping” and variantsthe patent refers to mapping information

to time and frequency resources—‘mapping” used to express a concept distinct from

“associated.”ld. at 23—-24. This is apparerlaintiffs argue, in thaa grandparent application

was edited to correct errors in the translation from the priority Japanese application; specifically,

correcting some instances ‘whapping” to “association.ld. Plaintiffs furthe submit that there

is nothing in the claims or intrinsic evidence thequires the association between the cyclic shift
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value and the orthogonal sequencéb#n“set” for any period of timdd. at 24 & n.4. Thus,
Plaintiffs contend, it wouldbe improper to construe “assated” as “set mapping,” as
Defendants proposéd.

Plaintiffs further submit thahe patent’s orthogohaequences include subsequences that
are also orthogonal. Dkt. No. 66 at 24-25 (citii@2 Patent col.10 [.24—41). Plaintiffs submit
that the patent describes that only one merobdéine orthogonal sequenceused at any given
time. Id. (citing '792 Patent col.1 .55 — col.2 1.16pl.2 .61 — col.3 1.1Q) Thus, Plaintiffs
contend, since the patent contemplates uportjons of the orthogonal sequence at any given
time, it would be improper to construe the terms to restrict a single cyclic shift value to an entire
orthogonal sequenckl.

In addition to the claims, Plaintiffs cite the followingrinsic evidenceto support their
position: '792 Patent col.1 1.37, col.1 1.46, col.1 I-560l.2 I.10, col.2 .61 — col.3 1.10, col.5 |.6,
col.5 1.19, col.5 I.24, col.5 1.28, col.5 1.33,1é01.50, col.8 Il.7-67, col.10 11.24-41, figs.1, 7, 9,
11-14; '721 File Wrapper April 25, 2011 Ameneint (Plaintiffs’ Ex. B-14, Dkt. No. 66-18)

Defendants respond the claims, and the emirénsic record, dictate that the claimed
spreading of the ACK/NACK signal is accompiel using all the codes of the claimed
orthogonal sequence, i.e., usitite entirety of the orthogonal sequence. Dkt. No. 78 at 17.
Defendants contend that using a single codaroforthogonal sequence to spread the signal
would not be spreading with amthogonal sequence because a sigglde is not a sequence and
cannot be orthogonal to anythidg. at 17-18 & n.6 (citig Gitlin Decl. § 72 (Dkt. No. 66-2 at

24); Gitlin Dep. 72:23 — 73:2, Certificate @orrection (Dkt. No. 79-14 at 19-20, 37)).

° The '792 Patent issued from a continuatiom @bntinuation of application number 12/593,904,
which issued as U.S. Patévo. 8,009,721 (the *'721 Patent”). ‘792 teéat, at [63] Related U.S.
Application Data.
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Defendants contend that spreading the signqlires more than one symbol and therefore
requires more than one codd. at 18 (citing Gitlin Dep. 77:3-10 (Dkt. No. 79-14 at 21)).
Finally, Defendants argue thatethwo-code orthogonal subsequenoég$-igure 11 are used in
the base station to receive the ACK/NACK signnder adverse conditions. They are not used
alone to spread the signal in the phone dimvang this would contradit the claims’ express
requirement that four codes be used to spread the dign&in.7.

Defendants also respond thag ttlaims require, and the '7%atent describes, that for a
given phone, the cyclic shifalue used in the spreadingassociated only with the orthogonal
sequence used in the spreading. Defendantstabse the orthogonasequence used in the
spreading is associated only with the cyclidftstalue used in the spreading—that they are
mapped to each otheld. at 18-19. Defendants respond that this combination of cyclic shift
value and orthogonal sequence is set for the phdnat 19-21 (citing '792 Patent figs.7, 9, 10,
12, 13, 14). Finally, Defendants argue that if “ass@d” is broader than “mapped,” then new
matter was added by changing “mapping” to “assomn” in the priorityapplication, and the
'792 Patent would be barred a late-fild applicationld. at 20.

In addition to the claims, Defendants cite the following intrinsic and extrinsic evidence to
support their positionntrinsic evidence: '792 Patent col.3 11.24-3%0l.7 11.30-60, col.10 .24
—col.11 1.24, figs.6, 7, 9, 10-14; '721 File Wpap April 25, 2011 Amendment (Plaintiffs’ Ex.
B-14, Dkt. No. 66-16); EP Application N®8764121.3 (Defendants Ex. 2-B, Dkt. N0.79-4).
Extrinsic evidence Gitlin Decl. (Plaintiffs’ Ex. B, Dkt.No. 66-2); Gitlin Dep. (Defendants’ Ex.

8, Dkt. No. 79-14).
Plaintiffs reply that the clais are open ended (i.e., these the “comprising” transitional

phrase) and thus as long as the recited assmtiexists, nothing bars the orthogonal sequence
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from being associated with more than onelicyshift value. Dkt. M. 83 at 9-10. Plaintiffs
further reply that the orthogonaéquence spreading spreadsgmai over time. Therefore, the
four codes of the spreading seqoe are not simultaneously appliéd. at 10. Thus, Plaintiffs
contend, the association between the cyclid sfailfue and the orthogonséquence need not be
the same for each code in the orthogonal sequence as the codes are applied ddeatit@-
11.

Plaintiffs cite furtheiintrinsic evidenceto support their position: ‘792 Patent col.1 1.47 —
col.2 .10, col.8 11.17-45.

Analysis

There are three issues in dispute. Firstetivear a signal is spread by a code sequence if
only a portion of the code sequence is applied to the signal. Second, whether the association
between the cyclic-shift sequence and ththagonal sequence is nsesarily a one-to-one
mapping. Third, whether this assomatis set for a given phone.

The Court does not understand that a signapread by a sequence if only a portion of
the sequence is applied to the signal. The '792nPatelains that whespreading a signal with
a Walsh sequence (an exemplary orthogonal sequehdength four, the ginal is allocated to
each of four symbols, that is, the signal isesgl over four symbols aaciing to the application
of the entirety of length-four sequence. '7Batent col.1 11.61-64. Theddrt understands this
application of each code in the sequence tanherent in spreading. Spreading with a subset of
the sequence would be spreading with a different sequence and wouléhragiifferent spread
signal. Spreading with a single codleuld not be spreading.

Further, the Court does not understand thatfsociation between the spreading codes is

either necessarily one-to-one or necessarilyased particular phone. Claim 1 separately recites
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an exclusive association. Itages “a cyclic shift value assated with the first orthogonal
sequence is different from a cyclic shift valassociated with the second orthogonal sequence.”
792 Patent col.14 11.61-63. This strongly impliést the first and send orthogonal sequences
may otherwise be associated with the same cydifit\sllue, that is, it states that the association
is not necessarily “mapped” as Defendants propsse.Phillips v. AWH Corp415 F.3d 1303,
1314 (Fed. Cir. 2005) (en banc) (mgithat the use of the termtégl baffles” “strongly implies
that the term ‘baffles’ does not inherentlyeam objects made ofestl”). While the patent
provides exemplary associations in which eBEHCCH corresponds to a particular association,
the Court does not understand this to meamatiseciation is “set” for a particular phone. The
phone may change PUCCH. '792 Patent col42#44 (*each mobile station can decide the
PUCCH to use to transmit response signals fteenmobile station”), col.7 11.14-16 (“deciding
section 208 decides a PUCCH to use to transmasponse 15 signal from the mobile station”).
So even if the association was set for a giRJCCH, it is not set for the phone. There is
nothing expressed in the claimati#tg that the association ist$er a given PUCCH, or for the
phone.Thorner, 669 F.3d at 1366 (“It iBkewise not enough that ¢honly embodiments, or all
of the embodiments, contain a particulamitation. We do not read limitations from the
specification into claims; we do not redefimerds. Only the patentee can do that.”).

Accordingly, the Court rejects Defendantset mapping” limitation, determines that
“which is associated with [the/an] orthogosalquence” has its plain and ordinary meaning, and
the term needs no further construction. Then®€ construes “with [the/an] orthogonal sequence”
as follows:

e “with [the/an] orthogonasequence” means “withHé&/an] entire orthogonal

sequence.”
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E. The '557 Patent

In general, the '557 Patent is directedrobile-communication technology for allowing
a mobile to report control information toetlbase station using the Random Access Channel
(“RACH"). '557 Patent col.1 11.11-8, col.1 .54 — col.2 1.22. The RACH is used, for example,
for a mobile to request access to commuiocatesources from the base statith. at col.1
[1.17-18. The RACH signal sent to thase station is a “signaturtéiat distinguibes the sending
mobile from other mobiles also sending RACH signkasat col.1 [1.19-22. Tis signature may
be one a series of code sequences that hawertwss-correlation and high auto-correlation (e.g.,
Constant Amplitude Zero Autodgrelation (“CAZAC”) sequenceshd. at col.1 11.23-32.

There are advantages to be gained & thobile may use the RACH signal to report
control information to the base statidd. at col.1 11.33-39. Such control information includes
information such as “mobile station 1D, the r@a$or RACH transmission, bandwidth allocation
request information (QoS information, the ambof data, and so on), and downlink received
quality information.” Id. The invention of the '557 Patemd meant to allow the mobile to
efficiently report such control information ithe RACH by establishing certain associations
between code sequences and the control infoomdtiat is to be reported to the base statun.
at col.11.54 —col.21.22.

With reference to Figures 3 and 4, reproelll below and annotated by the Court, the
patent describes an exemplary associatidwdxn control information and CAZAC-sequence
signaturesld. at col.4 .54 — col.5 1.24. In the exarapkhe potential values of the downlink
“received quality” control information are separately associated with multiple CAZAC
sequencedd. In the example of Figure 4he sequences associated with a particular received
quality are derived from a common base ZZ&L sequence (sequence number k) through

application of shift values (shift m)d. The mobile selects as IBACH signature one of the
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sequences associated with the control information it wishes to righat.col.5 11.25-44. Thus,

the base station can identify the mobile arel ¢bntrol information from a single RACH signal

sent from the mobileld. To alleviate the interference of multiple mobiles sending the same
signature (collisions), the mobile preferably randomly selects the signature sequence from the

series of appropriate sequendedsat col.5 11.45-61.
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With reference to Figure 11, reproduced beland annotated by the Court, the patent
also describes a dynamically generated association between the control information and code
sequencesld. at col.8 .27 — col.9 |.3. To accountrfgariances in the number of mobiles
reporting the same control information, the rMwbmay use information about the rates of
occurrence of the partiad pieces of control information talter the assoation between the
control information and the sequenckek. This allows for more sequences to be associated with
high-occurrence control iarmation (those that are reporttdm many mobiles) and for fewer
to be associated with losecurrence control informatioid. This reduces the rate of collisions
(multiple mobiles sending the same signature sequelicegt col.7 1.50-67. The information
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regarding the rate of occurrence of the varipigzes of control information is provided by the

base station via a “control signald. at col.8 .42-51.

Figure 11
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The abstract of the '557 Patent provides:

A mobile station apparatus includes a reiog unit configured to receive control
information; a selecting unit configured to randomly select a sequence from a
plurality of sequences contained in areup of a plurality of groups, into which

a predetermined number of sequengenerated from a plurality of base
sequences are grouped and which areedasly associated with different
amounts of data or reception qualitiasd a transmitting unfbr transmitting the
selected sequence. The predeterminedhber of sequences are grouped by
partitioning the predetermined number of sequences, in which sequences
generated from the same base sequemzk having different cyclic shifts are
arranged in an increasingrder of the cyclic shifts. A position at which the
predetermined number of sequences maditioned is determined based on the
control information, and a number of sequences contained in each of the plurality
of groups varies in accordance with the control information.

Claims 1 and 10, reproduced here, are aspmtative apparatus and method claims,

respectively.
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1. A mobile station apparatus comprising:

a receiving unit configured to receive control information;

a selecting unit configured to randomly select a sequence
from a plurality of sequences contained in one group of
a plurality of groups, into which a predetermined num-
ber of sequences that are generated from a plurality of
base sequences are grouped and which are respectively
associated with different amounts of data or reception
qualities, wherein the predetermined number of
sequences are grouped by partitioning the predeter-
mined number of sequences, in which sequences gener- v AR ) e
ated from the same base sequence and having different randomly selecting a sequence from a plurality of
cyclic shifts are arranged in an increasing order of the sequct:mcs contained in one group of the plurality of
cyclic shifts; and . gm".'ptj‘ .. o . .

a transmitting unit configured to transmit the selected wh.crcm a position at which the predetermined number of
sequence, sequences are partitioned is determined based on the

wherein a position at which the predetermined number of control 11][:0111]11110[1. :md’ a n.un}bcr of sequences con-
sequences are partitioned is determined based on the tained n cach()flllc ph.m‘.m} °‘.E’°“P”’ varies in accor-
control information, and a number of sequences con- dance with the control information.
tained in each of the plurality of groups varies in accor-
dance with the control information.

10. A random access method comprising:

receiving control information:

grouping a predetermined number of sequences that are
generated [rom a plurality of base sequences into a plu-
rality of groups, which are respectively associated with
different amounts of data or reception qualities, by par-
titioning the predetermined number of sequences, in
which sequences generated from the same base
sequence and having different cyclic shifts are arranged
in an increasing order of the cyclic shifts: and

E-1. “receiving unit” and “control information”

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“receiving unit” No construction necessary. | Governed by 35 U.S.C. §

Plain and ordinary meaning. | 112, § 6. Indefinite
e 557 Patent Claim 1 Not governed by 35 U.S.C. §

112, 1 6. Structure: signature
selecting section 111, which
Alternative: ZTE asserts under the

discussion of “selecting unit’
e Structure: Antenna 16, below has insufficient and
radio and receiving sectionindefinite structure
31, as shown in Fig. 10,
and the table of Figure 3 | Function: “receive control
and/or equivalents thereof, information”
as further shown and
described at: Fig. 1, Fig. 3,
Fig. 10 (16, 31, 33),
col./line 4:57-63, 8:37—
9:3, 9:27-48.

“control information” No construction necessary. | “information to be reported t
Plain and ordinary meaning. | a base station”

[®)

e ’'557 Patent Claims 1, 1D

Because the parties’ arguments and propesedtructions with pect to these terms

are related, the Court addresses the terms together.
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The Parties’ Positions

With respect to “control information,” Plaiffs submit that the term is well understood
to refer to information used for contratl. at 39. Plaintiffs furthesubmit that the '557 Patent
provides examples of control infoation that is not reported the base station and therefore,
that Defendants’ proposed construction should be rejelctedt 39—40 (citing '557 Patent col.2
11.30-31, col.4 11.59-60, col.7 1.50 — col.9 1.3, col.48-23). Plaintiffs arguthat the claims are
directed to a mobile stationahhas components configured receive and utilize the control
information, but the claims do naaite that the control informatias reported to a base station.
Id.

With respect to “receiving unit,” Plaintiffs bmit the term sufficiently connotes structure
such that § 112 § 6 does not apply. Dkt. Noa684-45 (citing Gitlin Decl. 11 88-90 (Dkt. No.
66-2 at 30-31)). Plaintiffs further submit thae th57 Patent describes aremplary “receiving
unit configured to receive cawol information” as having stature comprising the antenna and
receiving section of Figure 10 and the cohirdormation correlatn table of Figure 3ld.
(citing Gitlin Decl. 11 88-90 (Dkt. No. 66-2 at 30)B1Plaintiffs contendhat the structure of
the “receiving unit” is not the “signature sefieg section,” as Defendants propose. Rather,
Plaintiffs contend, the patent st@ibes that after the receivingcsion has received the control
information, pieces of control information are semthe “signature setting section,” and the
“sighature selecting section” corpmds to the claimgselecting unit.”1d. (citing '557 Patent
col.4 1.57 — col.5 1.8; Gitlin Bcl. 71 88—90 (Dkt. No. 66-2 at 30—31)).

In addition to the claims, Plaintiffs cite the following intrinsic and extrinsic evidence to

support their positiorintrinsic evidence '557 Patent col.2 11.30-31, col.4 .57 — col.5 1.8, col.7
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[.50 — col.9 1.3, col.9 11.15-23, figs.1, 3, 1Bxtrinsic evidence Gitlin Decl. (Plaintiffs’ Ex. B,
Dkt. No. 66-2).

With respect to “control information,” Defeants respond that the term is not well
understood in the art. Dkt. No. 78 at 21-2n.11 (quoting Deposition of Daichi Imamura
69:12—-20 (Dkt. No. 78-1 at 6) (“Imamura Dep.”Defendants further respond that “control
information” is used repeatedly and consistentlyhi '557 Patent to reféo information that is
reported or to be reported to the base statohnat 22. (citing the '557 Patent as annotated by
Defendants to highlight “control information” (Dkt. No. 79-5)). And, Defendants respond,
“control information” and “control signal” are disguished in the patent. The first refers to
information to be sent to the base statione Becond refers to signals coming from the base
station.Id. at 22—-23 (citing '557 Patent col.6 11.43—64)hus, Defendants contend, the '557
Patent defines “control information” as “orination to be reporteth a base stationfd. And
Defendants contend that Plaifg expert agrees that “control information” is seatthe base
stationfrom the phone and is distinct fromethicontrol signalthat is senfrom the base station
to the phoneld. at 22-23 (citing Gitlin Dep. 28:6-13, 43:18-21, 45:13-21, 46:5-15 (Dkt. No.
79-14 at 8, 12-13)).

With respect to “receiving unit,” Defendamtspond that Plaintiffs’ argument improperly
conflates “control information” and “controlgsial.” According to Defendants, the “receiving
unit” is configured to receive “control informati” and not “control signal” and therefore, the
control-signal-receiving structeridentified by Plaintiffs does naerve the claimed function of
receiving “control information.” Dkt. No78 at 24-25 (citing Gitlin Dep. at 28:6-13, 42:6 —
43:6, 43:18-21, 45:13-21, 46:5-15 (Dkt. No. 79-18,at2-13); KotzinDecl. 11 54-55 (Dkt.

No. 79-11 at 23)). Rather, Defendamiontend, the only thing dissled in the '557 Patent that
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receives “control information”is the signature selection sect Defendants note that is
described as a functional block and not as strucldréciting Kotzin Del. 1 54-56 (Dkt. No.
79-11 at 23-24)).

In addition to the claims, Defendants cite the following intrinsic and extrinsic evidence to
support their positionintrinsic evidence: '557 Patent col.2 IBO-31, col.4 11.57-63, col.6 11.43—
64, col.7 1.50 — col.9 1.3, col.9 ll.15-2@ferences to “control informationExtrinsic evidence
Gitlin Decl. (Plaintiffs’ Ex. B, Dkt. No. 66-2)Gitlin Dep. (Defendants’ Ex. 8, Dkt. No. 79-14);
Imamura Dep. (Defendants’ Ex. 3-B, Dkt. No. 78-Hotzin Decl. (Defadants’ Ex. 7, Dkt. No.
79-11).

Plaintiffs reply that Defendasffail to establish that § 112 6fapplies to “receiving unit”
and that Defendants’ expert offered no opinion on whether 8§ 112, 6 applies. Dkt. No. 83 at 14.
With respect to “control information,” Plaintiffeeply “control information” was not specially
defined as Defendants sugtjebut rather the patent itsetbrdemplates that control information
is not necessarily sent to the base station. B&. 83 at 13—14 (citing '557 Patent col.4 11.56-63;
Gitlin Reply Decl. 11 23-24 (Dkt. No. 83-3 at 8-9)).

Plaintiffs cite further intrinsic and extisic evidence to support their positidntrinsic
evidence '557 Patent col.4 11.56—-6FXxtrinsic evidence Gitlin Reply Decl. (Plaintiffs’ Ex. K,
Dkt. No. 83-3).

Analysis

There three main issues in dispute. First, whether “control information” is specially
defined as “information to be reported tbase station.” Second, whether 35 U.S.C. § 112, 1 6
governs the construction of tleeceiving unit” limitation. And,third, whether, if § 112, 1 6

governs “receiving unit,” the pate discloses adequate struetuinder the statute. The Court
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does not find the “control informain” is specially defined in 80’557 Patent. Further, because
Defendants’ understanding of “control informatias”the sole basis for its § 112, /6 argument,
the Court determines that “receivingitiims not governed by the statute.

“Control information” is used in the '55Patent to designate a broad category of
information related to control dhe mobile communication syste®ee, e.q.’557 Patent col.1
[1.33-39 (listing exemplary types of control imfoation), col.9 1.16-23 (same). Indeed, the
patent explains not all control information isported to the base station and only select
information is reported. '557 Patent col.461-63. The Court finds nepecial definition of
“control information” that would limit “control information” to information flowing from the
mobile to the base statioBeeThorner, LLC 669 F.3d at 1367 (“The patentee is free to choose a
broad term and expect to obtain the full scopats plain and ordinary meaning unless the
patentee explicitly redefines the teandisavows its full scope.”).

In fact, Claim 1 of the patent uses the term “control information” to refer to information
used to reallocate code sequences and vary the size of the groups of sequences. It uses “different
amounts of data or reception quai to refer to the informatioreported to the base station.
This reallocation information is described withference to the exemplary embodiment of
Figures 10 and 11 as coming from the base stabéid. Patent col.8 .27 — col.9 1.2 (a “control
signal” from the base station édignates to change the asations between [mobile] control
information and the code sequences in the tabldius, the “control ginal” of the exemplary
embodiment belongs to the class of “control infaiord that is not report to the base station.
This comports with Mr. Imamura’s depositi testimony that “control information” is

“information other than user information.” amura Dep. 69:1-11 (Dkt. No. 78-1 at 6).
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Based on the patents presently before the Court, the extrinsic evidence further establishes
that “control information”is not limited to “inbrmation to be reported to a base station.” The
term “control information” is used in other Asserted Patents to denote information related to
control of the communication system that floirom the base station to the mobile. For
example, the '919 Patent stat&Sontrol information that is mguired to transmit uplink data 20
from a mobile station to a base station . . tra;msmitted from the base station to the mobile
station.” '919 Patent col.10 11.19-29he '792 Patent further statéthe base station transmits
control information for reporting resource aion results of dowimk data, to mobile
stations.” '792 Patent col..26—-28. Notably, the '919 Paterthe '792 Patent, and the '557
Patent share a common origiredsignee, Panasonic Corporatiéarther, the '792 Patent and
the '557 Patent share amventor, Daichi Imamura. '792 Pateat,[75] Inventors[73] Assignee;

'557 Patent, at [75] Inventors, [73] Assignee; 919 Patent, [73] Assignee. Again, this comports
with Mr. Imamura’s deposition testimony that “coitinformation” is “information other than
user information.” Imamura Dep. @911 (Dkt. No. 78-1 at 6).

Because the Court rejects Defendants’ propagetstruction of “control information,”
the Court determines that there is no remainiisgute with respect to whether “receiving unit”
is governed by § 112, T 6—or whetHeeceiving unit” renders any claim indefinite. At the
hearing, Defendants confirmed whatapparent from the bfiag—Defendants’ challenge to
“receiving unit” as an indefinite means-plus-function limitation rests on its contention that the
unit is configured to receive infimation to be reported to thedeastation. Having rejected that
contention, Defendants necessarily fail to prow theceiving unit” isgoverned by 8 112, 1 6 or

that it renders any claim indefinite.

81



Accordingly,

the Court

rejects Defends’

proposed construction of

“control

information,” determines that “control informati” carries its plain and ordinary meaning and

needs no further construction, finds that Defents have failed overcome the presumption

“receiving unit” is not governeldy § 112 Y 6, and holds that Defenttahave failed to prove that

“receiving unit” rendersiny claim indefinite.

E-2.

“selecting unit”

Disputed Term

Plaintiffs’ Proposed
Construction

Defendants’ Proposed
Construction

“selecting unit”

'557 Patent Claim 1

No construction necessary.
Plain and ordinary meaning
. Not governed by 35 U.S.C.
112, 7 6.

Alternative:

Structure: Signhature
selecting section 111, ag
shown in Figures 1 and
10 and/or equivalents

thereof; as further showr
and described at: Fig. 1,
Fig. 3, Fig. 10, col./line

4:57-63, 8:37 — 9:3, 9:2]
—48.

Indefinite

8
Structure: Insufficient because

only software and a general purpg
processors are disclosed.

Function: “randomly select a
sequence from a plurality of
seqguences contained in one grouf
of a plurality of groups, into which
1a predetermined number of
sequences that are generated fror
plurality of base sequences are
7 grouped and which are respective
associated with different amounts
data or reception qualities, wherei
the predetermined number of
sequences are grouped by
partitioning the predetermined
number of sequences, in which
sequences generated from the sa
base sequence and having differe
cyclic shifts are arranged in an

Governed by 35 U.S.C. § 112, 1 6.

increasing order of the cyclic shifts

se

ly
of

me
nt

4
D

The Parties’ Positions

Plaintiffs submit that “selecting unit” connotssfficient structure so that § 112, § 6 does

not apply. Dkt. No. 66 at 41-44. Plaintiffs camdethe claim language it$ekcites the function
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and environment of the selecting unit in suctadlevhich connotes sufficigly definite structure

to one of skill in the art—"a random access sequence selection strudturat’41-43 (citing
Gitlin Decl. 11 76-85 (Dkt. No. 66-2 at 25-29)). Btdfs further contend that the structural
nature of “selecting unit” is also apparenorfr prior-art referencesited on the face of the
patent.Id. (citing Patent Applicatin Publ'n No. 2010/0278114 236 (“sequence selecting unit”)
(Dkt. No. 66-14 at 32); U.S. Patent Apgation Publ’'n No. 2008/0192678 | 42 (“sequence . . .
selected by a preamble genergtg (Dkt. No. 66-15 at 20)). Platiffs note that the '557 Patent
describes the “selecting unit” as stture—the signaturselecting sectiond. at 42 (citing '557
Patent col.2 1.59-61). And, Plaiffs argue, even if § 112, { 6 were to apply, the signature
selecting section, and how it fis;d operates in the contexttbke exemplary embodiments, is
described in detail in the pateid. at 43—44.

In addition to the claims, Plaintiffs cite the following intrinsic and extrinsic evidence to
support their positionntrinsic evidence: '557 Patent, at [54] Title, col.1 1.65 — col.2 1.7, col.2
[1.57-67, col.3 1.18 — col.7 1.49, col.8 .55 — @&l.3, col.9 1.6-12, cad 11.30-32, figs.1, 4, 5, 9,

10, 11; U.S. Patent Application Publ'oN2010/0278114 (Plaintiffs’ Ex. B-12, Dkt. No. 66-14);
U.S. Patent Application Publ'n No. 200802678 (Plaintiffs’ Ex. B-13, Dkt. No. 66-15).
Extrinsic evidence Gitlin Decl. (Plaintiffs’ Ex. B, Dkt. No. 66-2).

Defendants respond that “unit” of “selectianit” is a nonce word and the presumption
against applying 8§ 112, 6 is overcome. Dkt. No. 78 at 41-42. Defendants argue that there is no
extrinsic evidence that “selection uni§’a term of art that refers to structure, that the Plaintiffs’
expert’s opinion is based solely on the disclosurté’557 Patent, and that, therefore, the term
invokes § 112, 1 6ld. Defendants submit that the structure identified by Plaintiffs expert is

either function (not structure) or is uncomasted structure (i.e.ng and all structure)d. at 42.
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Thus, Defendants argue, the patdoes not sufficiently disclosstructure for performing the
claimed function and “selection unit” rendehe claims invalid as indefinitil. at 42—44.

In addition to the claims, Defendants cite the following intrinsic and extrinsic evidence to
support their positionintrinsic evidence '557 Patent col.4 I57-67, col.5 11.25-36, col.5 11.45—
57, col.5 1.62 — col.6 .6col.9 1127-29, col.9 lI37-49EXxtrinsic evidence Kotzin Decl.
(Defendants’ Ex. 7, Dkt. No. 79-11); Gitlin DeéPlaintiffs’ Ex. B, Dkt. No. 66-2); Gitlin Dep.
(Defendants’ Ex. 8, Dkt. No. 79-14).

Plaintiffs reply that Defendds’ indefiniteness argument improperly focuses on the term
“selecting unit” in a vacuum, and fails tooresider the structuresanoting effect of the
surrounding claim language. Dkt. No. 83 at 15-1@irfffs reiterate their contention that
“selecting unit,” in the context of the claims, is structuid@l.at 16 (citing Gitih Decl. Y 76-85
(Dkt. No. 66-2 at 25-29); Gitlin Reply Decl. 1§22 (Plaintiffs’ Ex. K, Dkt. No. 83-3 at 5-8)).
Plaintiffs further replythat even if 8 112, § 6 applies, thatse allows that structure may be
disclosed through an algorithm and the '919 Patiistloses a detailemlgorithm that meets the
statutory requirementd. (citing '557 Patent cols.1-6; GitlReply Decl. 1 13—-22 (Dkt. No. 83-
3 at 5-8)).

Plaintiffs cite further intrinsic and extisic evidence to support their positidntrinsic
evidence '557 Patent cols. 1-@xtrinsic evidence Gitlin Reply Decl. (Plaintiffs’ Ex. K, Dkt.
No. 83-3).

Analysis

The issues are whether 35 U.S.C. 8§ 112, §pfies and whether th&57 Patent discloses
adequate structure if § 112, 6 applies. BectuseCourt finds that 35 U.S.C. § 112, 1 6 does

not apply, it does not reldhe second issue.
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The “selecting unit” term does not inclutlee “means” language. Therefore, the Court

presumes that § 112, § 6 does not appiliamson

L . The invention claimed is:
v. Citrix Onlineg LLC, 792 F.3d 1339, 1347—49 &1.A mobile station apparatus comprising:
a receiving unit configured to receive control information;
. . . a selecting unit configured to randomly select a sequence
n.3 (Fed. Cir. 2015) (en banno relevant portion). olurality of sequences contained in one of
a plurality of groups, into which a predetermined num-
ber of sequences that are generated from a plurality of
“[T]he presump“on can be overcome and § 1 | 2 base sequences are grouped and which are respectively
associated with different amounts of data or reception
qualities, wherein the predetermined number of
para. 6 will apply if the challenger demonstrates thateauences are grouped by partitioning the predeter-
mined number of sequences, in which sequences gener-
ated from the same base sequence and having different
H H H A HE cyclic shifts are arranged in an increasing order of the
the claim term fails to recite sufficiently definite 5 Gind S
a transmitting unit configured to transmit the selected

. . . - sequence,
structure or else recgefunction without reCItlng wherein a position at which the predetermined number of

sequences are partitioned is determined based on the

.. . . ) control information. and a number of sequences con-
SUﬁ|C|ent structure for pel’formlng that funCtloﬂd. tained in each of the plurality of groups varies in accor-

dance with the control information.

at 1349 (quotation marks omitted). Here, Defendants

have not overcome the presumption.

In claims of the 557 Patent, “unit” in conmation with a recitatiof capability, denotes
structure. For instance, although the partiesimeaity disputed whethe“transmitting unit” is
structural,seeDkt. 66 at 44, the parties ultimately agreélee term did not need to be presented to
the Court for construction, Dkt. No. 104-1. Frdiis, the Court understands that there is no
dispute that “transmitting i is structural.

The term “selecting unit,” likehe term “transmitting unit,tonnotes structure. Even if
the term “selecting unittoes not in isolation cmote sufficiently definitestructure, the claim
itself recites details of how the unit functions witthe claim. The claim states that the objective
of the selecting unit is “to ...select a sequence.” The claimither states the “selecting unit”
operates to achiewhis objective by “randomly” selectingdm a “plurality of sequences” that
are “contained in one group of @urality of groups” of a spedd structure. The selected

sequence is transmitted via the “transmitting unit.afTis, the “selecting unit” is configured to
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randomly select a sequence from a plurality @fussices contained in aesfically structured
group of groups of sequences and the “transmittimgj’ is configured to transmit the selected
sequence. So, the “selecting unit” is connecteithéo‘transmitting unit” in such a way so as to
enable the transmitting unit to transmit deguence selected by the “selecting unit.”

In the context of a mobile-communication-gmtpatent and a claim to a “mobile station
apparatus,” the “selectingnit” is a specially onfigured electronic ciwgt. For example, the
patentee noted that although theemplary embodiments are “capired by hardware,” the unit
may be an integrated circuit (e.g., LSI, I@)programmed processoraiit, or a programmed
logic circuit (e.g., FPGA)See’557 Patent col.9 11.26-48. EhCourt recognizes the patentee
noted that the particular circuit implementatismot limited to the tn-known cirait-building
technology—advancements in semiconductonrietogy or biotechnology may allow the circuit
to be otherwise constructed—acding to the objectiveand operations of the “selecting unit.”
Seecol.9 11.44-48. But this does not c¢iges the fundamental structuretio¢ unit as a circuit.

Such a disclosure of the objectives of thelecting unit,” and how it operates within the
context of the claimed invention, connotes suffitiewlefinite structure tamne of skill in the
art’® See Linear Tech. Corp. v. Impala Linear Cor879 F.3d 1311, 1319-21 (Fed. Cir. 2004)
(“circuit [for performing a functiorf]found to be sufficiently defiibe structure because the claim
recited the “objectives andperations” of the circuit)Apple Inc. v. Motorola, In¢.757 F.3d

1286, 1295, 1301 (Fed. Cir. 2014) (“heuristicr[fperforming a function]” found to be

19 According to Dr. Gitlin, “a person of ordinaskill in the art would have a bachelor’'s degree
in Electrical Engineering, Compart Engineering, or a related figland at least two years of
experience in the design, development, and/sting of cellular basestations or mobile
devices.” Gitlin Decl. T 28 (Dkt. No. 66-2 at 7)céording to Dr. Kotzin, “a person of ordinary
skill in the art has at least adhelor's degree in electricah@neering, computer engineering,
physics, or the like and at least 1-3 yearsxpieeence working with the design, development,
and/or testing of cellular base stations or if@obevices.” Kotzin Decl. § 35 (Dkt. No. 79-11 at
12-13).
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sufficiently definite structure in part becaubke claim described the operation and objectives of
the heuristic);Finjan, Inc. v.Proofpoint, Inc, No. Case No. 13-cv-05808-HSG, 2015 WL
7770208, at *11 (N.D. Cal. Dec. 3, 2015) (“proced$or performing a @inction]” found to be
sufficiently definite structure because the clalescribed how the processor functions with the
other claim componentsguperSpeed, LLC v. Google, In€Civil Action No. H-12-1688, 2014
WL 129225, at *22 (S.D. Tex. Jan. 14, 2014pde for performing a function connotes
sufficiently definitestructure).

Accordingly, the Court determines that tkésm is not governeldy 35 U.S.C. 8§ 112, 1 6
and needs no further construction.

E-3. “which are respectively associatedavith different amounts of data
or reception qualities”

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction

“which are respectively No construction necessary. | “where each of the plurality
associated with different | Plain and ordinary meaning. | of groups is associated with
amounts of data or reception only one of different amount
gualities” of data or reception qualities’

[92)

e ’'557 Patent Claims 1, 1

(@)

The Parties’ Positions

Plaintiffs submit the claim allows associatwith both the differenamounts of data and
with reception quality—that the “or” in “assiated with different amounts of daba reception
quality” is an inclusive “or.” Dk No. 66 at 40. Plaintiffs comd this is the plain meaning of
“or.” Id. Plaintiffs submit that the '557 Patentsdebes exemplary embodiments that use both

the amounts of data and the reception qualiktegciting '557 Patent col.9 11.17-21).
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In addition to the claims, Plaintiffs cite the following intrinsic and extrinsic evidence to
support their positionintrinsic evidence: 557 Patent col.9 |l.17-21Extrinsic evidence
Merriam Webster’'s Collegiate Dictionaor”) (Plaintiffs Ex. H, Dkt. No. 66-22).

Defendants respond that to give “respectiVeheaning, each group of sequences that is
respectively associated with “different amounts of datareception qualities” is associated with
either “different amounts of data” or withéteption qualities,” but not both. Dkt. No. 78 at 25—
28. Defendants further respond that the ordinagammg of “or” is disjunctive—that “or” in a
list means the items in the list are mutually exclusive and “or” should not be interpreted as
“and/or.” Id. (citing Kustom Signals, Inc. v. Applied Concepts,, @64 F.3d 1326, 1331 (Fed.
Cir. 2001)). Defendants respondatithe '557 Patent describesnding only a single type of
control information—it does not describe sitaneously sending multiple types of control
information.ld. at 27. Defendants contend that simultaneously sending multiple types of control
information requires complexity beyond the patéhtat 27—-28.

In addition to the claims, Defendants cite the followingginsic evidence to support
their position: '557 P&nt col.9 I.17-21, fig.4.

Plaintiffs reply that “respectively” in thierm does not mean what Defendants advocate;
rather, “respectively” means thaach group is associated wilfferent information—that the
groups are not collectively assatgd with the same informati. Dkt. No. 83 at 14. Plaintiffs
contend that '557 Patent does dattate that each group restricted tanly “amounts of data”
or “reception quality,” and not both. According Riaintiffs, the patentee established in the
prosecution of a parent applicatithat in some instances, “eagfoup provides an indication of
an amount of datand a reception quality.Td. (quoting '473 Patent File Wrapper December 22,

2011 Amendment 2 (Dkt. No. 83-4 at 3)) (emphkamilded by Defendants). Plaintiffs contend
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that the 557 Patent expressly states that desiitgpe” of control information can indicate both
“amounts of data” and “reception qualityd. at 10-11 (citing '557 Rant col.9 11.17-21).

Plaintiffs cite furtherintrinsic evidence to support their position: '473 Patent File
Wrapper December 22, 2011 Amendment (Plaintiffs’ Ex. L, Dkt. No. 83-4).

Analysis

The issue here is whether a group of sequent@gsbe associated with both “different
amounts of data” and “reception qualities.” The Court determines that under the plain meaning
of the claim language, it cdre associated with both.

To begin, the Court agrees with Plaintiffs thia term “respectively” is used in the claim
language at issue to denote teath group of sequences is assedatith different information.

That is, the groups in the “plurality of grotipare respectively associated with different
information. No two groups are associated with the same information and that different
information is the “different amountd data or receptn qualities.”

The Court also agrees witRlaintiffs that each group mabe associated with both
“different amounts of data” andifferent “reception qalities,” so long asno two groups are
associated with the same information. The terni ilo a list does not necessarily mean that the
items in the list are mutually exclusive alternativiéss not clear thathe case that Defendants
cite dictates this result. Iustom Signals, Inc. v. Applied Concepts, ,Itiese Federal Circuit
construed “or” in a process list to denote a ralljuexclusive list based on the presence of the
words “either” and “or.” 264 Bd 1326, 1329 (Fed. Cir. 2001). ¢ontrast, numerous Courts

have noted that “or” may be e to denote an inclusive liskee, e.g., Allstaténs. Co. v.

'U.s. Patent No. 8,139,473 (the “473 Patent”) issued from application number 12/293,530.
The '557 Patent issued from a continuatafnapplication numbef2/293,530. '557 Patent, at
[63] Related U.S. Application Data.
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Plambeck 66 F. Supp. 3d 782, 788 (N.D. Tex. 2014) (“Tdrdinary meaning of ‘or,” as used
disjunctively, is not tondicate an exclusive alternative—thatase or the othdsut not both. At
least, that is not the only ordinary usage ofwwed ‘or.” Rather, the word ‘or’ can be used in
both an ‘inclusive’ sense (‘A d@ [or both]’) and an ‘exclusive’ sese (‘A or B [but not both]’).”
(quotingShaw v. Nat’'l Union Fire Ins. Co. of Pittsburgh, P@05 F.3d 1250, 1254 n.8 (11th Cir.
2010))); B-50.com, LLC v. InfoSync ServkLC, Civil Action No. 3:10-cv-1994-D, 2014 WL
285096, at *6 (N.D. Tex. Jan. 27, 2014) (“Authoritiesesgthat or haan inclusivesense as well
as an exclusive sense. . . .ldugh ‘or’ is used in both sensescommon usage, the meaning of
or is usually inclusive.” (quatig Bryan A. Garner, Garner’s @ionary of Legal Usage 639 (3d
ed. 2011) (emphasis in original, quotation and modification marks omitt€d¢tGoal
Innovations LLC v. Chipotle Mexican Grill, IncCivil Action No. 2:12-cv-764-WCB, 2015 WL
164072, at *3 (E.D. Tex. Jan. 13, 2015) (Bryson, J.)ig"Wwell recognized that the word ‘or’ can
be used in either an inclusive or an exclusigase, depending on context.”). Indeed, the Federal
Circuit has held that, depending on the contéx¢ word “or” can be either conjunctive or
disjunctive.See, e.g., Vasudevan Softwdre, v. MicroStrategy, In¢.782 F.3d 671, 680 (Fed.
Cir. 2015) (“The conjunctive interpretation issalconsistent with proper grammar, where the
phrase ‘not A, B, or C’ mean®06t A, not B, and not C.”). Leer courts have also construed
“or” in a list of items in a patent claim to be inclusiee, e.g., B-50.com, LL.Q014 WL
285096, at *6 (construing “enables the restaurant-tnglwser to view orwbtain the generated
custom report using the Internet” to encosgabut not require, bothiewing and obtaining
(modification marks omitted)).

In the context of the patent, “or” in the pheds conjunctive. For example, the purpose of

the invention is to provide ¢bnology for “efficiently reportig control information in the
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RACH.” '557 Patent col.1 I1.60—-63 hat control information igliverse, including both amounts
of data and reception qualitiel. at col.1 11.33-39, col.9 .16-23. And the technology is
efficient because the mobile “does not need to transmit control information in addition to
signatures” and the base statfean detect control informatioby detecting the signature at the
same time.”ld. at col.5 1.36—44. The only agplexity that the Court peeives with respect to
associating more than one typecohtrol information with a group aequences is that there will
be more categories of different information. Tigl require more goups of sequences, and
therefore more sequences. But the Court doesimiérstand that the invention is limited in the
number of sequences it may generate ng aay that would dictat Defendants’ proposed
construction.

Accordingly, the Court rejects Defendantstoposed “associated with only one of
different amounts of data oraeption qualities” and determingisat “which are respectively
associated with different amounts of datareception qualities” has its plain and ordinary
meaning and needs no further construction.

E-4. “different amounts of data or reception qualities”

Disputed Term Plaintiffs’ Proposed Defendants’ Proposed
Construction Construction
“different amounts of data | No construction necessary. | “(1) amounts of data that are
or reception qualities” Plain and ordinary meaning. | different than amounts of
data associated with all of the
e 557 Patent Claims 1, 1D other groups; or (2) reception

gualities that are different
than reception qualities
associated with all of the
other groups”

The Parties’ Positions

Plaintiffs submit that meaning of the termtive context of the claim is plain: “one group

of sequences is associated with amountsdata or reception quéks, another group is
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associated with different amounts of dataeweption qualities, and sm.” Dkt. No. 66 at 40.
Plaintiffs contend that the claiallows for overlap in the amount$ data or regation qualities
associated with two diffent groups of sequenced.

Defendants respond that “different” in “diffetteamounts of data aeception qualities”
means that the amounts of data or receptionitegpsaassociated with one group of sequences
cannot overlap with the amounts ddita or reception qualitiessociated with a different group
of sequences. Dkt. No. 78 at 28-29. Defendantsecdnthe invention is described such that
there is no overlap and that the lack of oveilmgssential to the operation of the described
invention. Id. Specifically, Defendants contend, if tiidormation associated with one group
overlaps with the information associated witthif&erent group, then the phone would not be able
to determine which code to send to the basgost@nd the base statiomould not be able to
definitively determine what information is regsented by the code—and the invention would not
work. Id. (citing Gitlin Dep. 28:19-24Dkt. No. 79-14 at 8)).

In addition to the claims, Defendants cite the following intrinsic and extrinsic evidence to
support their positiorintrinsic evidence '557 Patent figs.3, Zxtrinsic evidence Gitlin Dep.
(Defendants’ Ex. 8, Dkt. No. 79-14).

Plaintiffs reply that the557 Patent allows overlap amotige different amounts of data
and among the different reception qualities, andtti@invention works witlsuch overlap. Dkt.
No. 83 at 15 (citing Imamura Dep. 89:4-95;11-12, 98:1-5, 100:18-23 (Dkt. No. 83-5 at 3—
4)).

Plaintiffs cite furtherextrinsic evidence to support their position: Imamura Dep.

(Plaintiffs’ Ex. M, Dkt. No. 83-5).
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Analysis

The issue is whether “diffen¢’ in the claim term mean“without any overlap.” The
Court understands that the “different amounts ¢d da reception qualitiesillows for overlap.

The Court does not understane thvention—or the claims—toifaf there isan overlap
of information between or among groups of ses. First, in the exemplary embodiments, the
sequences are associated with ranges mdrticular piece of control informatio8ee, e.g.'557
Patent figs.3—4 (ranges of SINFBo even in the exemplary embodiments, the base station knows
only the range of the particular piece of contrébimation that is associated with the sequence.

If there the ranges overlap, the base statidlh still know the range associated with the
transmitted sequence, even if the particular piece of control information may fall into another
range associated with a differesgquence group. Second, it is olaar that the mobile station
would be unable to choose a sence if the control information fell into more than one range.
The only evidence on that issue is the depostgstimony of one of the inventors named on the
'657 Patent, presumably one of at least ordinary skill in the art. Imamura Dep. 89:4-15, 97:11—
12, 98:1-5, 100:18-23 (Dkt. No. 83-5 at 3—4). Mr. Imaartestified that the invention will work

with overlap among the “different amounts of datareception qualities” and the Court has no
reason to believe otherwise.

Accordingly, the Court rejects Defendanoposed construction, and determines that
“different amounts of data or reception qualitiésls its plain and ordinary meaning and needs
no further construction.

V. CONCLUSION
The Court adopts the above constructionsfah in this opinion for the disputed and

agreed terms of the Asserted Péde The parties are ordered thiady may not refer, directly or
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indirectly, to each other’s claim construction positions in the presence of the jury. Likewise, the
parties are ordered to refrairofn mentioning any portion of thigpinion other than the actual
definitions adopted by the Court in the preseate¢he jury. Although any reference to claim
construction proceedings is limited to informing the jury of the actual definitions adopted by the
Court the testimony of all witnesses are bobpdhe Court’s reasoning in this Order.

SIGNED this 19th day of April, 2016.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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