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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

INTEGRATED CLAIMS SYSTEMS,
LLC,

Plaintiff,

Case N02:15¢cv-00412JRG

V- (Lead Case)

OLD GLORY INSURANCE COMPANY

Defendant

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction bridht#grated Claims Systems, LLC
(“Plaintiff") ( Dkt. No. 102, filed on September 8, 20Rbthe response of Old Glory Insurance
Company andSeton Health Plan, Indcollectively “Defendants”) Dkt. No. 106 filed on
September 22, 2020andPlaintiff’'s reply (Dkt. No. 107, filed on September 29, 2020). The Court
held a hearing on the issues ddim construction and claim definiteness October 20, 2020
Having considered the arguments and evidence presented by the parties at the hearihgiand in t

briefing, the Court issues this Order.

! Citations to the parties’ filings are to the filing’s number in the dodBkt. No.) and pin cites
are to the page numbers assigned through ECF.
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l. BACKGROUND
Plaintiff alleges infringement of U.S. Patent N§199,155(the 115 Patent). The 115
Patent is entitled Attachment Integrated Claims SysiedhOperating Method Therefor.” The
application leading tthe "115Patent was filed odune 5, 2000 and states an earliest priority claim
of March 28, 1996.
In general, thell5 Patent idirected to technology for improving the filing, transmission,
and processing of forms such as insuraciaén forms
The abstract of thd 15 Patent provides:
An attachment integrated claims (AIC) system includes -amaié form (with
specific fields that must be filled out) that adjusts itself, in both information
required and formatting, to meet the demands of the viageiparty. It is
particularly advantageous for Electronic Data Interchange (EDI) sihsatvhere a
user must send similar (but not necessarily identical) messages to several
organizations. This is particularly important where, once-arai is receivedy
those organizations, the information in the message must be digitally integrated int
differing legacy information systems. In other words, the AIC system permits
transmission of a dynamic claim form and integrated attachment to an insurance
carrier viaa nonrclearinghouse communications channel. An AIC system including

several computers connected via a communications channel, an electroniclfile, an
an operating method therefor are also described.

Il. LEGAL PRINCIPLES

A. Claim Construction

“It is a‘bedrock pinciple’ of patent law thatthe claims of a patent define the invention to
which the patentee is entitled the right to excltidehillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)h determine the meaning of the claims, courts start by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Sws., Inc. v. Covad Comnrs Group, InG.262 F.3d

1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the
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specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861.The generatule—subject to certain specific exceptions discuseéd—is that each claim
term is construed according to wsdinary and accustomed meaning as understood by one of
ordinary skill in the art at the time of the invention in toatext of the patenkhillips, 415 F.3d

at 131213; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. Cir. 2008yure
Networks, LLC v. CSR PL.C71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant community dvaatréme.)
(vacated on other grounds).

“The claim construction inquiry . beginsand ends in all cases with thetual words of the
claim” Renishaw PLC v. Marposs Socigber Azionj 158 F.3d 1243, 1248 (Fed. Cir. 199@]).n
all aspects of claim constructiorthé name of the game is the claimA&pple Inc. v. Motorola,
Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.
Cir. 1999). First, a terms context inhe asserted claim can be instructiRaillips, 415 F.3d at
1314. Other asserted or unasserted claims can also aid in detetiméngtegms meaning, because
claim terms are typically used consistently throughout the padetifferences among the chai
terms can also assist in understanding a'®meaningld. For example, when a dependent claim
adds a limitation to an independent claim, it is presumed that the independent clainotdoes
include the limitationld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are d"phtt.(quoting
Markman v. Westview Instruments, |82 F.3d 967, 979 (Fed. Cir. 1995) (en bant])j]he
specificatiortis always highly relevant to the claim construction analysis. Usuabydigpositive;
it is the single best guide to the meaning of a disputed 'tetch. (quotingVitronics Corp. v.

Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.
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299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the court in
interpreting the meaning of disputed claim language, particular embodiments anplesxam
appearing in the specification will not generally be read into the clai@smark Commias, Inc.
v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@gnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 1988&gg also Phillips415 F.3d at 1323]l]t is
improper to read limitatios from a preferredmbodiment described in the specifiocat—even if
it is the only embodimertinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to belisoted.” LiebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim construction
becausglike the specificationthe prosecution history provides evidence of howlilte Patent
and Trademark Office PTQO’) and the inventor understood the patéillips, 415 F.3cat 1317.
However, “because the prosecution history represents an ongoing negotiation between the PTO
and the applicant, rather than the final product of that negotiation, it often lacksrityeoflthe
specification and thus is less useful for claimstouction purposesid. at 1318;see alsdthletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resorce

Although extrinsic evidence catsobe useful, it$“ less significant than the intrinsic record

in determining the legally operative meaning of claim langtagehillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a court
understand the underlying technology and the manner in which one skilled in the art might use

claim terms, but technical dictionaries and treatises may provide definitions thab &read or

may not be indicative of how the term is used in the patkrdat 1318. Similarly, expert testimony
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may aid a court in understanding the underlying technology and determining the particular
meaning of a term in the pertinent field, but anezkp conclusory, unsupported assertions as to a
term's definition arenot helpful to a courtld. Extrinsic evidence iSless reliable than the patent
and its prosecution history in determining how to read claim térthsThe Supreme Couhas
explainedthe role of extrinsic evidence in claim construction
In some cases, however, the district court will need to look beyond the’ patent
intrinsic evidence and to consult extrinsic evidence in order to understand, for
example, the background science orrtteaning of a term in the relevant art during
the relevant time perio&ee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)
(a patent may béso interspersed with technical terms and terms of art that the
testimony of scientific witnesses is indispdrisato a corret understanding of its
meaning”). In cases where those subsidiary facts are in dispute, courts wilbneed t
make subsidiary factual findings about that extrinsic evidence. These are the

“evidentiary underpinningsof claim construction thawe discussed iMarkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, |34 U.S. 318, 331-32 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions tih¢] general rule” that claim terms are construed according
to their plain and ordinary meaning: “1) when a patentee sets out a definition and acts as his ow
lexicographer, or 2) when the patentee disavows the full scope of the claim termreither i
specification or during prosecutiorf.Golden Bridge Tech., Inc. v. Apple In£58 F.3d 1362, 1365
(Fed. Cir. 2014) (quotinghorner v. Sony Computer Entm. LLC 669 F.3d 1362, 1365 (Fed.
Cir. 2012));see also GE Lighting Solutions, LLC v. AgiLight, I7&0 F.3d 1304, 1309 (Fed. Cir.

2014)(“[T] he specification and prosecution history only compel departure from the plain meaning

2 Somecases have characterized other principles of claim constructitexe@sptions’to the
general rut, such as the statutory requirement that a rglaissfunctionterm is construed to
cover the corresponding structure disclosed in the specific@®s. e.g CCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1367 (Fed. Cir. 2002).
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in two instances: lexicography and disavowal.”). The standards for finding lexicography or
disavowal are “exacting GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee nulstfly set forth a definition of the
disputed claimdrm,” and ‘tlearly expres an intent to define the termd. (quotingThaner, 669
F.3d at 1365)see alsoRenishaw 158 F.3dat 1249 The patentee’s lexicography must appear
“with reasonable claritydeliberateness, and precisioRénishaw158 F.3d at 1249

To disavow or disclaim the full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amount toleal and unmistakable” surrend€ordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2008ge also Thornei669 F.3dat
1366(“ The patentee majemonstrate intent to deviate from the ordinary and accustomed meaning
of a claim term by including in the specification expressions of manifest exclusiestiction,
representing a clear disavowal of claim scp&WVhere an applican$ statements aramenable
to multiple reasonable interpretations, they cannot be deemed clear and urestadd
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

C. Definiteness Under 35 U.S.C. 812, 12 (pre-AlA) / 8§ 112(b) (AIA)

Patent chims must particularly point out and distinctly claim the subject matter regarded as
the invention. 35 U.S.& 112 2. A claim, when viewed in light of the intrinsic evidence, must
“inform those skilled in the art about the scope of the invention eatfonable certaintyNautilus
Inc. v. Biosig Instruments, InG72 U.S. 898, 910 (2014j it does not, the claim fails 12, 2
and is therefore invalid as indefinite. at 901 Whether a claim is indefinite is determined from
the perspective of one of ordinary skill in the art atheftime theapplication for thgatent was
filed. 1d. at911.As it is a challenge to the validity of a patent, the failure of any claim in suit to
comply with 8 112 must be shown by clear and convincing evideB&&SF Corp. v. Johnson

Matthey Inc.875 F.3d 1360, 1365 (Fed. Cir. 2017)]ndefiniteness is a question of law and in
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effect part of claim constructionePlus, Inc. v. Lawson Software, In¢00 F.3d 509, 517 (Fed.
Cir. 2012).

When a term of degree is used in a claim, “the court must determine whethgatehée
provides some standard for measuring that degBesig Instruments, Inc. v. Nautilus, In¢83
F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omitted). Likewisen a subjective term is
used in a claim, “the court must determine whether the patent’'s specificatioreSiggne
standard for measuring the scope of the [teridhtamize, LLC v. Plumtree Software, [nd17
F.3d 1342, 135{Fed. Cir. 200k The standrd “must provide objective boundaries for those of
skill in the art.”Interval Licensing LLC v. AOL, Inc766 F.3d 1364, 1371 (Fed. Cir. 2014).

[I. CONSTRUCTION OF DISPUTED TERMS

A. “selected ones of the N fields which accept text data are determined
responsiveto text entered into a first predetermined one of the N fields

Disputed Term?3 Plaintiff's Proposed Defendants Proposed
Construction Construction
“selected ones of the N field| plain and ordinary meaning:| indefinite

which accept text data are
determined responsive to textthe one or more of the

entered into dirst form’s fields which are
predetermined one of the N | allowed to accept data, i.e.,
fields’ must be filled in, are

determined based on text
e ’'115Patent Claim 1, 23 | entered in a specified field of
theform”

The Parties’ Positions

Plaintiff submits As described in the '115 Patettige fields in the insurance forms that must

be filled out are determined based on the insurance company designated as the payerdn the fiel

3 For all term charts in this order, the claims in which the term is found are listed withrthe te
but: (1) only the highedevel claim in each dependency chain is listed, and (2) only asserted claims
identified in the parties’ Joint Claim ConstructionadthPursuant to P.R-3 (Dkt. No. 108) are
listed.
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for identifying the payer (citing '115 Patent col.16 I63). Thus, the meaning of the term at
issue is plainly the one or more of the form’s fields which are allowed to accept data are
determined based on text entered in a specified field of the form.” Dkt. Nat 18213.

In addition to the claims themselves, Plaintiff cites the follovimmignsic evidenceto support
its position:’115 Patent col.16 11.60—-63.

Defendarg respond It is unclear what the terms “selected gheé¥N fields,” and “first
predetermined one of the N fields” encompass in the sldiitne '115 Patent does not describe
“selected onesfthe N field$ in sufficient detail to ascertain its scope andtdrenis not a term
of art. Thus, ‘it is not possible for one to know whetHeelected ones of the N fieldsould
merely require more than one of the N fields to be selected or if aélés fcould be selected
assumingarguendothat one would know what constitutes N fields within the '115 P&tent
Similarly, the patent does not describe “first predetermined one of N fieldsifficient detail to
ascertain the scope of the term and #mmtis not a term of art.his uncertainty persists through
all the claims thtdepend from Claims 1 or 23, rendering them all indefinite. Dkt. Noal668.

In addition to the claims themselves, Defendanie the followingintrinsic evidence to
suppot their position: 115 Patent col.16 11.60-63.

Plaintiff replies The selected ones of the N fields are those fields that must be fillEueise
fields arethosedetermined based on data in the predetermined field of the N. fidldderm “N
fields” plainly refers to a number of fields (which the claims state must be gtieatetwo).And
the “first” predetermined one of the fields in Claims 1 and 23 is distinct from tleridé
predetermined one of Claims 3 and 25, which depend from Claims 1 aesjp28tively, and may
be a field that can accept a “payer name” as set forth in Claims 4 and 26, which depend fr

Claims 3 and 25 respectively. Indeed, Defendant Seton acknowledges in its Motion &sEhsti
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“the selected ones of N fields. are determined respaums to text entered into a first
predetermined one of the N fieldsind has a definite meaningotingDkt. No. 74" at 13-14).
Dkt. No. 107at6-13.
Plaintiff cites furtheiintrinsic evidenceto support its position: 115 Patent, at [57] Abstract,
co0l.16 1.41 — col.17 |.9.
Analysis
The issue in disputs whether the meaning ofélected ones of the N fields which accept
text data are determined responsive to text entered into a first predetkonm of the N fields
is reasonalyl certain in the context of the claims and the rest of the intrinsic record. It is.
The meaning of this term is reasonably certain in the context of the surrounding claim
language. For instance, Claims 1, 3 and 4 provide as follows:
1. A graphical user interface (GUI) instantiated by computer software for
generating a file from text data entered isgtected ones of N fields in the GUI
whereinthe selected ones of the N fielddich accept text data agetermined

responsive to text entered into a firstgoletermined one of the N fieldand
whereinN is an integer greater than.2

3. The GUI as recited in claim 1, wherein the selected ones of the N fields is
further limited responsive to text entry int@@cond predetermined orad the
N fields.

4. The GUI as recited in claim 3, wherein firet predetermined one of the N
fields accepts a payer namand wherein the second predetermined on of the N
fields accepts a CPT code.

115 Patent col.29.43-49, col.29 11.5460 (emphasis added). Claim 1 tes—with reasonable
certainty—a GUI that includes at least three (N>2) fields, wherein certain of thedde fccept
text data and wherein which of the fields tre selected onas determined in response to text in

a predetermined field (the predetened one of the N fields). The “first” predetermined field is

4 Seton Health Plan, Inc.’s Motion to Dismiss
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distinct from the “second” predetermined field in Claim 3. And Claim 4 provides anpéxaifra
predetermined field: a field & accepts a payer nam€laims 23, 25 and 26 provide similar
contex.

In the claims, “one” refers to a singular field and “ones” refers to a plualitields. For
instance, Claims 1 and 23 each recite “selected ones” to indicateekbeedfields and
“predetermined one” to indicate the fiakdth the text which detenines the selected fields. The
distinctive use of the plural and singular forms “ones” and “one” indicates thaidf@eplurality
of selected fieldsSee Leggett & Platt, Inc. v. Hickory Springs Mfg.,@85 F.3d 1353, 1357 (Fed.
Cir. 2002)(“ At the outset, the claim recitésupport wires’ in the plural, thus requiring more than
one weldedsupport wire?). Thus, the Court rejects Plaintiff’'s position that “ones” indicates one
or more.

While the meaning of the claim languageaeasonablygertainon its face, the description of
the invention provides a clarifying example:

In order to increase the efficiency of the clerical staff at the prdgiadfice, it is
desirable to give them basically the same form to fill out every time, i.e.,
information is always in the same place on the form. To do this a template is created.
What actually appears on the screen of the preparer is always the same. What
changes is that any given insurance company will desire only a particular subset of
the total number of fields. Sib insurance company A is chosen, then fields
1,2,3,7,9, ... have to be filled jnvhereasif insurance company B is chosen, then
fields 2,3,4,5,7,11, ... have to be filled.ihhe fields not needed are automatically
signified in some way by the AIC software, e.g., if insurance company A does not
need Field #4 then that block on the screen is gray and can't be typed into (i.e., is
“write protectd”). Thus & customized claim forthis provided for every insurance
company based on a single, universal compilation of fields. As described below,
what allows this method to work is that thereAl€ software at the insurance
company that has been coordinated with the AIC software at the providers office.

The AIC Software GUI asks for the name of the insurance compamhich can
be typed in or selected from a directoBnce the insurance company has been
identified, the fields needed to completeetimsurance comparig PAC form are
displayed on the screen 212 of the service provisleomputer system 210
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Id. at col.16 .53~ col.17 1.9 (emphasis added). This describes a system in which a spedfic fiel
(a predetermined field)as thename of an isurance company (a payer) and in response to entry
of the name (text entered into the predetermined field) the other fieldsubabencompleted are
determined. This passage parallels and informs the meaning of the claims, eventttoeg/mot

use theexact phrasing of the clainSeeMPEP § 2173.05(e) The mere fact that term or phrase
used in the claim has no antecedent basis in the specification disclosanegot mean, necessarily,
that the term or phrase indefinite’); Enzo Biochem, Inc. GenProbe Inc.,323 F.3d 956, 964
(Fed. Cir. 2002]“T he Guidelines, like the Manual of Patent Examining ProcedvteéEP ), are

not binding on this court, but may be given judicial notice to the extent they do not conflict with
the statuté).

Accordingly, Defendants have failed to prove any claim is indefinite for includsedetted
ones of the N fields which accept text data are determined responsive totéegtiento a first
predetermined one of the N fieldlsWhile the term is not indefinite, th€ourt provides the
following construction for clarity:

e “the selected ones of the N fields which accept text data are determined
responsive to text entered into a first predetermined one of the N fieddss
“thetwo or more seleedfields of the N fietls which accept text data are
determined in response to text entered into a first predetermined field of the N

fields.”
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B. “first portion of the selected ones of the N fields
Disputed Term Plaintiff's Proposed Defendants Proposed
Construction Construction

“first portion of the selected | plain and ordinary meaning:| indefinite
ones of the N fields”
“a portion of the selected

e ’'115Patent Claim 2, 24 | ones of the N fields in which
data is entered automatically

The Parties’ Positions

Plaintiff submits:The “first portion of the selected ones of the N fields” refer&atportion
of the selected ones of the N fig]ldin which data is entered automaticdllipkt. No. 102at 13—

14.

In addition to the claims themselves, Plaintiff cites the follovimtignsic evidenceto support
its position:’115 Patent fig.5A, col.17 11.10-13.

Defendarng respondThe meaningof “the selected ones” and “N fields” in the term at issue
are not reasonably certaifrurther, “portion” is a term of degree and the '115 Patent does not
provide the requisite objective boundaries for that degree. Finally, the phras@dfiish” is
introduced with “the” but the claims do not provide an antecedent reference for the. Jimase
the claim language is indefinitBkt. No. 106at8-11.

Plaintiff replies: As stated in the claims, the first portion of the selected fieldslladce f
automaticallywhen the text is entered in the first predetermined field. Such automatic population
of fields is alsadescribed in the 115 Patefditing '115 Patent col.17 1:517). And Defendant
Seton recognized this definite meaning sMotion to Dismiss (citingOkt. No. 74 at 14)Dkt.

No. 107at13-16.
Plaintiff cites furtherintrinsic evidence to support its position: '115 Patent col.16 1.53

col.17 1.17.
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Analysis
The issue in dispute is whether the meaning of “first portion of the selected ones\bf the
fields” is reasonably certain in the context of the claims and the rest of the inteicid.It is.
The meaning of this term is reasonably certain in the context of the surrounding claim
language. For instance, Claims 1 and 2 provide as follows:
1. A graphical user interface (GUI) instantiated by computer software for
generating a file from text datatered intcselected ones of N fields the GUI,
wherein the selected ones of the N fields which accept text data are determined

responsive to text entered into a first predetermined one of the N fields, and
wherein N is an integer greater than 2.

2. The @JI as recited in claim Myhereinthe first portion of the selected ones
of the N fieldsare automatically filled in when the text is entered into the first
predetermined one of the N fields.

115 Patent col.29 11.43-53 (emphasis added). Claim 1 recaéshibre are at least three figid
the GUI (N>2) andat least twdields are selected to accept text data (the selected ones). Claim 2
recites that some of the selected fields are automatically filled (the first pofttbe eelected
fields). As thae are at lest two selected fields, the “selected fields” inherently includes portions.
The Court therefore understands reference to “the first portion” has inglieitedent basis in
the “the selected onesSeeEnergizer Holdings, Inc. v. Int'| Trade Con'n, 435 F.3d 1366, 1370
(Fed. Cir. 2006) (holding that “an antecedent basis can be present by implicafttoeCourt
understands “first” is used in “first portion” to provide a name to the pattianis automatically
populatedin a manner similar tihe use of “first” in “first predetermined one” as explained above.
Claims 23 and 24 provide similar context.

While the meaning of the claim language is reasonedifainon its face, the description of
the inventioralsoprovides a clarifying example:

The AIC Software GUI asks for the name of the insurance company, which can be

typed in or selected from a directory. Once the insurance company has been
identified, the fields needed to complete the insurance corrp&®AC form are
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displayed on the screen 212 of the service provider's computer systeifh210.
AIC software advantageously caautomatically fill in all the parts of the form

that are specific to the service provider, e.g., name, address, Provider
Identification Number (PIN), etclt is estimated that this alone eliminates 20% of
the work needed to fill out the PAC form. An electronic signature could
advantageously be addedtais time for the service provider or could be added as
part of the final review and approval before the completed PAC application is
transmitted.

Id. at col.17 11.518 (emphasis added). This describes that parts of the form (a portion of the
selected fiels) may be automatically populated. This passage parallels and informs the meaning
of the claims, even though it does not use the exact phrasing of the claims.

Accordingly, Defendants have failed to prove any claim is indefinite for includfirgt“
portion of the selected ones of the N field§he Court determines that this term has its plain and
ordinary meaning without the need for further construction.

C. “selected one of M recipientsand “ the respective file requirements of the M
recipients changé

Disputed Term Plaintiff's Proposed Defendants Proposed
Construction Construction
“selected one of M Plain and ordinary meaning:| indefinite
recipients

“the recipient of the

e 115 Patent Claim 23 generated file, e.g., an
insurance company receiving
an insurance form”

“the respective file
requirements of the M
recipients change

e '115 Patent Claim 23

Because the parties’ arguments and proposed constructions with respect tiertimssare

related, the Court addresses the terms together.
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The Parties’ Positions

Plaintiff submits: In the context of the claims the “[selectmu of the M recipients is the
recipient of the generated file, e.g., an insurance company receiving an insurant®korido.
102at14.

Defendard respond:The meaningsof these terms are unclear as the meaning of “M
recipients” is unclear. For instanceM” is used in earlier neasserted claims to refer to items
other than recipientsAnd “M recipients” is not a term of art. Thus, “other than knowing thikit
would refer to an integer, there is no other context for Wiaecipients would encompass. More
specifically, neither the claims nor the specification define who a recipie®insilarly, it is not
clear if “selected one of M recipients” is limited to only one selected recifidht No. 106at
11-12.

Plaintiff replies:In context, “M recipients” refers to an integer number of receiving parties
and “the selected one of M recipients” refers to the recipient of the transmittedraardtgd file.
The '115 Patent describes an example of a system by which a user cansseinatil, a form to
several organizati@according to the demands of the receiving party (citing 115 Patent, at [57]
Abstract). And Defendant Seton recognized this definite meaning in it MotiDrsitoiss (citing
Dkt. No. 74 at 13). Dkt. No. 10at17-19.

Plaintiff cites furthelintrinsic evidenceto support its position: '115 Patent, at [57] Abstract.

Analysis

The issues in dispute are whether the meaningsalécted one of M recipients” anthé
respective file requirements of the M recipients chaage reasonably certain in the context of

the claims and the rest of the intrinsic record. They are.
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The meanings of these termereasonably certain in the context of the surrounding claim
language. For instance, Claims 23, 25, 26, and 27 provide as follows:

23. A graphical user interface (GUI) instantiated by computer software for
generating dile transmittable to aselected one of Mecipientsfrom text data
entered into selected ones of N fields in the GUI, wherein:

the selected ones of the N fields which accept text data are determined

responsive to text entered into a first predetermined one di firelds,

the computesoftware is updated as the respective file requirementheiM

recipientschange and
N is an integer greater than 2.

25. The GUI as recited in claim 2&herein the selected ones of the N fields
is further limitedresponsive to text entry into a second predetermined one of the
N fields.

26. The GUI as recited in claim 25, wherein the first predetermined one of the
N fields accepts a payer name, and wherein the second predetermined on of the
N fields accepts a CPT code.

26. The GUI as recited in claim 26, wherein the computer software is
automatically updated whenever thke is transmitted tothe one of the M
recipientscorresponding to the payer name.

115 Patent col.33 11514, col.33 11.19-25 (emphasis addedClaim 23 recites a file that is
transmittable to one of several (M) recipients. Claim 26 further specifies tHae tisdransmitted
to the recipient corresponding to the payer naffeese claims do not state that the file is
transmittable only to the selected recipient. Rather, they state that it must be tralestoittab
selected recipient. Given that “a” in a claim routinely denotes “one or more” antheéhaaims
refer to a plurality of “recipients” it is reasonably certain that the file may beniéiable to more
than one recipient.

Accordingly, Defendants have failed to prove any claim is indefinite for includsedetted
one of M recipientsor “the respective file requirements of the M recipients changee Court
determines that these terimave their plain and ordinary meanings without the need for further

construction.
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D. Transitional Phrases

The Parties’ Positions

Plaintiff submits:In context, the “wherein” transitional phrase of the claims plainly indicates
openended claimsDkt. No. 102at 14-15.

In addition to the claims themselves, Plaintiff cites the follovimtignsic evidenceto support
its position:'115 Patent col.16 11.63—66.

Defendand respondit is not clear whether the transitional phrase “wherein” introduces
limiting featues of the claims since Federal Circuit precedent allows that a wherein clause may
not be limiting And the description of the invention is too vague and abstract to allow one to
determine whether the “wherein” clauses are meant to be limiting. Thus,sClaand 23, and
their dependent claims, are indefinite. Dkt. No. 2062—15.

In addition to the claims themselves, Defendantes the followingintrinsic evidence to
supporttheir position:’115 Patent figs,.2A, 4, 5A, 5B, col.10 11357, col.1011.43 —col.13 .21,
col.13 1.54— col.14 1.8, col.14 11.4#49, col.29 11.3%#41;'115 Patent File Wrapper, June 5, 2000
Utility Patent Application Transmittal (Defendants’ Ex. A, Dkt. No. l06September 11, 2000
Notice of Allowability (Defendants’ Ex. BDkt. No. 1062); U.S. Patent No. 6,003,007U.S.
Patent No. 6,076,066.

Plaintiff replies:The 115 Patent provides detailed and concrete exaraplesv to build and

operate the invention. Dkt. No. 1@719-21.

® The '115 Patent is related to U.S. Patent No. 6,003,007 through continuation applications. '115
Patent, at [63] Related U.S. Application Data. U.S. Patent No. 6,003,007 is available at
https://patentcenter.uspto.gov/#!/applications/08824010.
® The '115 Patent is related to U.S. Patent No. 6,076,066 through continuation applications. '115
Patent, at [63] Related U.S. Application Data. U.S. Patent No. 6,076,066 is available at
https://patentcenter.uspto.gov/#!/applications/09232805.
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Plaintiff cites furtherintrinsic evidenceto support its position: '115 Patent col.16 1.30
col.17 1.13.

Analysis

The issue in dispute is whether it is reasonably certain that the “whereintior@stroduce
limitations It is and they do.

The “wherein” transitional phrase in Claims 1 and 23, and in their dependerd,dli@inotes
an operended claim and introduces limitations. This is plain from the claim language Fself.
instanceClaims 4 provide as follows:

1. A graphical user interface (GUI) instantiated by computer software for
generating a file from text data entered isétected ones of N fields in the GUI,
whereinthe selected ones of the N fields which accept text data are determined
responsive to text entered into a first predetermined one of the N fields, and
whereinN is an integer greater than 2.

2. The GUI as recited in claim Wvhereinthe first portion of the selected ones

of the N fields are automatically filled in when the text is entered into the first
predetermined one of the N fields.

3. The GUI as recited in claim «hereinthe selected ones of the N fields is
further limitedresponsive to text entry into a second predetermineabtiee
N fields.

4. The GUI agecited in claim 3whereinthe first predetermined one of the N
fields accepts a payer name, avitereinthe second predetermined on of the N
fields accepts a CPT code.

115 Patent col.29 11.430 (emphasis added). The phrases following the wherein transition plainly
state more thaa result or intended purpose of the limitations recited before. For insthace, t
wherein clause of Claim 1 provides that the selected fields are determined by dmddred into

a predetermined field. This introduces a limiting feature of the sdldekls (how they are
selected) and also a new field (the predetermined field). The clause also intradimésg
feature of the N fields (that there are at least 3). Claims 2, 3, and 4 each iafiwduer limiting
features: Claim 2 introdus@utanatic filling of some of the selected fieldSlaim 3 introduces a
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second predetermined field that further limits the selected fields, and Claim 4 thenitgst
predetermined field to a payer name and the second predetermined field tocadePThese
claims establish that the wherein clausescargainly not of the kind that are not limitin§ee
Griffin v. Berting 285 F.3d 1029, 1@3-34 (Fed. Cir. 2002fholding a wherein clause limiting
when it elaborates the meaning of other claim languayed tat the dependent claims add
limitations to the claims from which they depend indicates that wherein should tpedated as

an operended transition. See MPEPL11.03 8§ Il (*The transitional phraseonsisting of
excludes any element, step, or ingretlieot specified in the claim.. A claim which depends
from a claim which consists dfthe recited elements or steps cannot add an element dj;step.
Enzo Biochem, Inc. v. Gd®robe Inc, 323 F.3d 956, 964 (Fed. Cir. 2002) (“The Guidelines, like
the Manual of Patent Examining Procedure (‘MPEP’), are not binding on this court, but may be
given judicial notice to the extent they do not conflict with the statytedinpi Corp. v. Am.
Power Prods. 228 F.3d 1365, 1%~/ (Fed. Cir. 2000)noting the presnce of narrowing
limitations in a dependent claim indicates that a transitional phrase in the inddpeaiens an
open-ended transitional phrase).

Accordingly, Defendants have failed to prove any claim is indefinite for includingparéin”
transitonal phrase. The Court determines that “wherein” has its plain and ordinary meaning
without the need for further construction.

V. CONCLUSION

The Court adopts the constructions above for the disputed and agreed terms of theeiitl5 Pa
Furthermore, the paés should ensure that all testimony that relates to the terms addressed in this
Order is constrained by the Court’s reasoning. However, in the presence of the juryiése part

should not expressly or implicitly refer to each other’s claim constructionqguseind should not
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expressly refer to any portion of this Order that is not an actual constructioe@tgghe Court.
The references to the claim construction process should be limited to informipgytioé the

constructions adopted by the Court.

SIGNED this 17th day of November, 2020.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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