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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

CELLULAR COMMUNICATIONS 8
EQUIPMENT LLC, 8
8§
Plaintiff, §
8 C.A. No. 2:15¢cv-00576
V. 8
8 LEAD CONSOLIDATED CASE
AT&T INC,, et al, 8
8
Defendants. §

MEMORANDUM AND ORDER

Apple movesthe Court to compel CCE to obtain and produce documentstifricain
parties to this lawsuit-namely,Nokia Siemens Networks GmbH & Co. KG, Nokia Sie-
mens Networks Oy, Nokia Networks Oy (collectively, “NSNRpple’s Mot. [Dkt. #396].
Apple further asks the Court to compel E© providea privilege log for anglocuments
withheld by NSN so Apple can assegsivilege claims. Finally, Apple requests that the
Court compelCCE to produce the inventoos U.S. Patents 8,457,6/8,570,957 and
8,867,472 (the Asserted Patgrits additional depositiongDkt. # 3961] at 3.

After reviewing the parties’ briefingthe CourtDENIESthemotion.

. BACKGROUND
In 2012, NSN and CCE’s parent company, Acacia Research Graepg@mto a

Patent Purchase AgreemégRPA) whereby NSN soldhe Asserted Patents Acacia.As
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part of thePPA NSN and Acacia agreed to “fully cooperate with each other in agg-li
tion [related to]enforcing or defending tHéAsserted] PatentsApple’s Mot [Dkt. # 396]
at 2-3.!

At some point, the Asserted Patents were transferred to CCE, thhbidued Apple
for patent infringementDuring discoveryApple requestedertaindocumentsn NSN’s
possessiorApple also asked to depose the invenadrthe Asserted Patentl] of whom
werecurrent or formeemployees of NSN.

CCEconveyedApple'srequests to NSN and instructiédo treat the requests as if
they had come from CCHRastegar DeclCCE’s Resp[Dkt. # 4104] { 6.In responsg
NSN producediocuments to Appland made the inventoavailable for examinatioi\p-
ple’s Mot. [Dkt. # 3962] at 4 During February and March 2017, Apple deposed the inven-
tors still employed by NSNd. at 4-5.

Apple seeks further relief. For one,NSN withheld certain documents based on
privilege and work producCCE’s Resp[Dkt. # 4103] at 4. And despitdoth Apple’s
andCCE'srequest, NSN refused tgrovide a privilegdog for the withheld documents
Id. at4-5 (“A pple and CCE asked yesterday whether NSN would be willing to provide a
privi-lege log for its withheld documents. NSN declines to do so. NSN would

object toproducing a privilege log as unduly burdensome.”

1 The Court notes Apple did not include the source documents withdtion, but CCE
does not contest the accuracy of Appltatements concerning ownership or the coopera-
tion provision.
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Apple now has twoconcerns First, because NSN “voluntarily” produced docu-
ments—as @posed to producing in response to a court erdgrple doesn’know which
documents have been collected and produced by WEple’s Mot. [Dkt. # 396] at 1.
Second, because NSN refdge create a privilege log, Apple cannot assksssalidity of
NSN's privilege assertionsld. at 2.

1.  APPLICABLE LAW

Fed R. Civ. P. 34 permits a party to request production of any items in another
party’s “possession, custody, or control.” Fed. R. Civ. P. 34(a). Adistsurt may order
the production of documents in the possession of a relat@anprentity under Rule 34(a)
if those documents are under the custody or control of a paity tidigation. See, e.g.,
Societe Internationale Pour Particpations Industrielles et Commerciales, SA. v. Rogers,

357 U.S. 197, 204, 78 S.Ct. 1087, 2 L.Ed.2d 1255 (1958). “Control’ has been construed
broadly by the courts as the legal right, authority, or practicityetio obtain the materials
sought on demant SEC v. Credit Bancorp, Ltd., 194 F.R.D. 469, 471 (S.D.N.Y. 2000)
(citations omitted) (applying the interpretation of control urfdiele 34 to a Rule 45 sub-
poena).

[11. DISCUSSION

A.  TheDocuments

Apple argues CCE has “contra¥er NSN’s documents by virtue of tR€As co-
operation provisiorAccording to Apple, that provision gives CCE the “right, autlypat

practical ability” to obtain relevant documents from N8Nple’s Mot. [Dkt. # 396] at 5
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In support of its positiorApple citedsola USA Corp. v. Taiwan Union Tech. Corp.,

No. 2:12CV-01361SLG, 2015 WL 12592702 (D. Ariz. Apr. 6, 2015) that caseTaiwan
Union moved the court to comgdsbla (the patent ownet) produce documenpossessed

by Akzo Nobe| the prior owner ofhe patentlsola USA Corp., 2015 WL 12592702at *2.
Much like the PPAere the assignment instrumengiquiredAkzo Nobelto “generally do
everything possible whiclisola] shall consider desirable for aiding in securing and main-
taining proper patent protectignd. Isola argued it did not have control over Akzo Nobel’s
documentsbutthe @urtrequired Isoldo “exercise its contractual right to obtain any Akzo
Nobel documents responsive[faiwan Union’s]request for production/d.

Apple also relies oicidos Display, LLC et al. v. AU Optronics Corp. €t al., No.
6:11-CV-201- JRG (JDL) (E.D. Tex. Jan. 10, 201%).that caseEidos refused to request
responsivelocuments from the thirgarty assignor, buhe movant showeHidosalready
hadsomeresponsivelocuments because of an obligatimposedon the thirgoartyby the
assignment instrumeriEidos Display, [Dkt. # 648] at3-4. The court also found the third
party had a continued financial interest in the litiggtiwhich suggested Eidos had a “prac-
tical ability” to obtain the documents in questidd. at 5. Therefore the court ordered
Eidos to request the remaining responsiseumens from the third partyd. at 6-7.

In both cases, the courts’ specific relief is worth notindzidos Display, the court
first required Eidos toequest the documents, artten to producethe documentsix weeks

later Eidos Display, [Dkt. # 648] at 67. In Isola USA, the court required Isola to exercise
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its contractuatight under the assignment agreemeiletoand responsive documents from

the third partylsola USA Corp., 2015 WL 12592702at *3. But reither case addressed the
possibility thatasin this case, thehird party mightrefuseto provide the requested docu-
ments.

Here, the Court agrees CCE must exercise its right to request eloisuinom NSN,
but CCEhasalready doneso by instructing NSN to treat Apple’s requests as if they had
come from CCE. Andh responseNSN provided documents, produced witnesses for ex-
amination, and represented the amlgponsivelocuments notetproduced are being with-
heldasprivileged. The Court is unsure of what more CCE could do.

Isola USA andEidos Display are helpfulput distinguishable becaubethplaintiffs
refused to request documents from the third patéye, howeverCCE has provided as
broad of annstruction to NSN as it couldTteat Apples requests as though they had come
from CCE” Rastegar Decl. [Dkt. #10-4] § 6.And unlike the court ifcidos Display, the
Court finds no evidence that CCE is atteimgpto use N8I as botH a sword and a shield,
or thatNSN hasafinancial interest in thitigation giving CCE a practical ability to obtain
the documents.

Accordingly, the Court denies Apple’s motion on this point.

B. ThePrivilegeLog

Apple alsoasks the Court to compel CCEqmovidea privilege log for the docu-
mentswithheld by NSN. Again, the Court agrees that CCE must reqpestilege log for

the docurents, but CCE has already doneHuus, the Courtleclines to compel CCE to
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do anything more

C. Thelnventors

Finally, Apple asks the Court to compel CCE to producdrthentorsfor deposi-
tions in California.Apple argues CCE has “contradver the inventors undeihe PPAs
requirement tdacilitate “the reasonable access to inventakpple’s Mot. [Dkt. # 396] at
7. The inventors, however, are not employees of CCE, or even of it#,feracia—they
are(or were) employees of NSNhus, at bestthe Court could order CCE tequest that
NSN produce the inventors for depositions, but there is no esde6& wouldn’'t dso
anyway.

Moreover, Apple’s requesbncerning the inventorsdependentn the Court grant-
ing relief with respect to the doments—that is Apple wants tae-depose the inventors
overanydocumentshe Court compels CCE to produ@ecause the Court desApple’s
requested reliefoncerninghe documents, this requesimoot and alsalenied
V. ORDER

Based on the evidence of record, the Court finds CCE has cdmplieitsdiscov-
ery obligationsAccordingly, the CourDENIESApple’s Motion to Compel [Dkt. 896].

SIGNED this 25th day of May, 2017.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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