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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
SCRIPT SECURITY SOLUTIONSQ.LC,
Plaintiff,
Case No. 2:1%V-1030WCB

V.

AMAZON.COM, INC., ET AL,,

w W W W W W W W W

Defendants.

MEMORANDUM OPINION AND ORDER

Before the Court ishe Emergency Motion to Strike Protection One’s Untimely Motion
to Dismissfiled by plaintiff Script Security Solutions, LLC (“Script”) Dkt. No. 273. The
motion is DENIED.

BACKGROUND

On October 19, 2016, defendant Protection One Alarm Monitoring, (fiRrotection
One”) filed a motion to dismiss U.S. Patent No. 7,113,091 (“the '09datent) from the
complaint in this caseDkt. No. 269. The '091 patent is one of two remagnpatents asserted
by Script SeeDkt. No. 248. Becaise the motion was filed long after the date on which
dispositive motions were scheduled to be filed, Script filed the preseatgencymotion to
strike Protection One’s motion to dismess untimely

Protection One’s motion to dismiss the '091 patertaised on its contention that Script
lacks standing to press claims under the '091 patent because it lacks any ownershipimteres
that patent. On that ground, Protection One seeks dismissal of the portion of the complaint

relating to the '091 patent for lack of jurisdiction.
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In its emergency motion, Scriphticipated that Protection One wowadjue thabecause
it was moving for dismissal based tack of jurisdiction, Protection One’s motion to dismiss
could be filed at any time. Script responded that on a motion to dismiss, the ‘Gougtiction
is judged by the allegations of Script’'s complaint, which must be accepted &s Dkie No.

273, at 1. Script noted that Protection One did not contend that the complaint failed to plausibly
allege ownership of the '091 patent, but instead argued that Script lacked an owneesbgb int

in the '091 patent as a matter of factd “asked] the Court to rule on the underlying merits of
Protection One’s claim that Script does not own[th@91 patent.” Id. at 2. For that reason,
Script argued, Protection One’s motion was “not a challenge to the subjeatjorégtiction of

the Court that can be made on a motion to dismilsk.”

Protection One responded that its moti®not a “facial” challenge to the complaint, but
a “factual” challenge. Protection One’s RespPl Script Security’'s Emergency Mdb Strike,

Dkt. No. 285, at 1. Protection Ommted that its challenges not to the sufficiency of the
complaint to plead standing, but to the correctness of Script’'s allegations of ownersg of
'091 patent. That question, according to Protection One, is a factual challenge to the Cour
jurisdiction over the case, which can be raised at any time and is not dedeapdgby Script's
allegations of ownership in the complaid. at 1-2.

Script filed a reply on October 28, 2016. Dkt. No. 295. In its reply, Script atbaéd
patent ownership is not an issue of subject matter jurisdiction, and that the ownership
requirement in the Patent A@®5 U.S.C.8 281,“do[es] not speak to the power of the Court to
hear a patent dispute, but rather set[s] forth elements of a patent infemgelaam.” Id. at 2.
Script also contended that “[bJecause ownership is an element of patent infrmgémsea jury

issue,” and that the merits of the factual issue of standindparefore questions for the jury, not



the court. Id. at 3. Finally, even assuing the issue of standingone for thecourt, and not the
jury, to decide, Script urgedithCourt not to address the standing issue until tichlat 4-5.

The Court held a telephonic hearing on Script’s emergency motion on October 28, 2016.
At the conclusion of that hearing, the Court denied Scriptigergency mtion to strike
Protection One’s motion to dismissThis memorandum opinion and order is beihedfto set
forth in more detail the Court’s reasons for its ruling.

DISCUSSION
Standing to sue ia jurisdictional matter that is #areshold requirement in every federal

action. Vt. Agency of Natural Ress. United States ex rel. Steveri9 U.S. 785, 771 (2000);

Steel Co. v. Citizens for a Better Eny523 U.S. 83, 86 (1998Nat’l Org. for Women, Inc. v.

Scheidley 510 U.S.249, 255 (1994)Canadian Lumber Trade Alliance v. United Statek7

F.3d 1319, 1330 (Fed. Cir. 2008icom Sys., Ltd. v. Agilent Techs., Inc., 427 F.3d 971, 975

(Fed. Cir. 2005). Standing must be present at the time the suit is brought. Keene Cuoitedv. U

States 508 U.S. 200, 207 (1993Media Techs. Licensind_LC v. Upper Deck Co., 334 F.3d

1366, 1370 (Fed. Cir. 2003) The party invoking federal jurisdiction has the burden of
establishing thatt hasstanding in order for the court to exercise jurisdiction over the. case

Lujan v. Defenders of Wildlife, 504 U.S. 555, 561 (199R&rd PeripheraVascula, Inc. v.

W.L. Gore Assocs., Inc776 F.3d 837, 842 (Fed. Cir. 201®erry v. Village of Arlington

Heights 186 F.3d 826, 829 (7th Cir. 1999
Because standing is a jurisdictional issueaih be raised by the opposing party at any

time or by the codrsua sponteNat’l Org. for Women, 510 U.S. at 25Barlow & Haun, Inc. v.

United States805 F.3d 1049, 1060 n(ked. Cir. 2015)Bd. of Trustees of Leland Stanford Jr.

Univ. v. Roche Molecular Sys., Inc., 583 F.3d 832, 841 (Fed. Cir. 2669, 563U.S. 776




(2011);Pandrol, USA, LP v. Airboss Ry. Prods., Inc., 320 F.3d 1354, 1367 (Fed. Cir. 2003).

the court finds that the plaintiff lacks standing, tbeurt must dismiss the action for lack of

jurisdiction. Warth v. Seldin, 422 U.S. 490, 501-02 (1975).

Challenges to jurisdictignncluding standingcan be either “facial” or “factual.”See

Lewis v. Knutson, 699 F.2d 230, 237 (5th Cir. 1983) (“This procedure encompasses two modes

of standing challengesa facial attack and a factual attackQaxaca v. Roscqe541 F.2d 386,

391 (5th Cir. 1981)see generall$B Charles Alan Wright & Arthur R. Millefzederal Practice

& Procedure8 1350, at 14458 (3d ed. 2004) A “facial” challenge to jurisdiction is directed to
the sufficiency of the complaint to allege facts that give the court jurisdiction.e loade of a
facial challenge to jurisdiction, the factual allegations in the complaint are éskiene, and the
court’s task is to determine whether those allegations, if proved, are suffeiestablish that
the court has jurisdiction over the matter beforéB. Wright & Miller § 1350,at 147-54.

A “factual” challenge tqurisdiction, by contrastdoes not assume the correctness of the
factual allegations in the complaint. Rather, in the cdsa factual challenge to jurisdiction, the
guestion is whether the facts actually establish that the court has jurisdetiothe matter. In
that setting, the burden is on the plaintiff to show jurisdiction, @endies mayoffer factual
evidence baring on that questionld. at 154-180. Thetask of resolving that factuaésue is for
the district court, not the jury unless the jurisdictional issue is inextricably intertwined with the
merits of the underlying disputdd. at 24346 (“The district court, not a jury, must weigh the
merits of what is presented in a Rule 12(b)(1) motion to dismiss, including regalwnissues
of fact . . . . If, however a decision of the jurisdictional issue requires a ruling ondkeé/ing
substantive merits of the case, the decision should avedatermination of the merits . . .;.5ee

Smith v. Red Transit Auth, 756 F.3d 340, 347 (5th Cir. 2014); Williamson v. Tucker, 645 F.2d




404, 414 (5th Cir. 1981%)ee generallyand v. Dolar, 330 U.S. 731, /3n.4 (1947) (“[W]hen a

guestion of the District Court’s jurisdiction is raised, either by the partyy dhd court on its
own motion, . . . the court may inquire by affidavits or otherwise into the facts as ibe§).ex
The party aserting federal jurisdiction must establish standing undeptéponderance of the
evidence standar@nd the district court’8ndings relating to that issue asabject toclearerror

review by the court of appealSeeAm. Soc.for the Prevention of Cruelty to Animals v. Feld

Ent, Inc, 659 F.3d 13, 222 (D.C. Cir. 2011);ABF Freight Sys., Inc. v. Int'l| Bhdof

Teamsters645 F.3d 954, 958 (8th Cir. 2011); United States ex rel. Vuyyuru v. JeaaF.3d

337, 347 (4th Cir. 2009 anadian Lumbefrade Alliance 517 F.3d at 1331Lee v. City of

Chi., 330 F.3d 456, 468 (7th Cir. 2008Bruce v. UnitedStates 759 F.2d 755, 758 (9th Cir.

1985);Williamson 645 F.2d at 413.
These principles apply with full force in patent cases. In patent law,cdlsanfields, the

standing requirement is consideradhresholdurisdictional question. Alps S, LLC v. Ohio

Willow Wood Co, 787 F3d 1379,382 (Fed. Cir. 2015)Madstad Eng’g, Inc. v. U.S. Patent &

Trademark Office 756 F.3d 1366, 1371 (Fed. C2014); Abraxis Bioscience, Inc. v. Navinta

LLC, 625 F.3d 1359, 1363 (Fed. Cir. 201Ggia Techs., Inc. v. Reconversion Techs, Inc., 93

F.3d 774,777 (Fed. Cir. 1996)Rite-Hite Corp. v. Kelley Co., Inc., 56 F.3d 1538, 1551 (Fed.

Cir. 1995) (en banc)Accordingly, in a patent casas elsewhere, the plaintiff has the burden of
establishing by a preponderance of the evidence that it has standing andhddasténding at

the time the action was broughtiyco Healthcare Grg P v. Ethicon Endésurgery, hc., 587

F.3d 1375, 1378 (Fed. Cir. 2008ge als@braxis BioScience625 F.3d at 13667; Enzo APA

& Son, Inc. v. Geapag A.G., 134 F.3d 1090, 1983(Fed. Cir. 1998). To do so, the plaintiff

must show that it had enforceable title in the patent in 3yito, 587 F.3d at 1378.



As in other fieldsa party in a patent case ordinarily not entitled to have a jury decide

the isue of standing SeeDBB Techs., L.L.C. v. MLB Advanced Media, L.P., 517 F.3d 1284,

129091 (Fed. Cir.2008) (holding that the standing issue is not for the jury if the juosdilct
facts bearing on standing are not intertwined with the substantivet patergoverning the

parties’ infringement and invalidity contentions). Arbaugh v. Y & H Corp., 546 U.S. 500, 514

(2006) (“[ljn some instances, if subjemiatter jurisdiction turns on contested facts, the trial
judge may be authorized to review the evidence and resolve the dispute on her own. If
satisfaction of amssentiaklement of a claim for relief is at issue, however, the jury is the proper
trier of contested facts.{internal citations omitted) In this case, the Court detects no overlap
betweea the jurisdictional facts bearing on standing and the elements of the’padm@sctive
claims of infringement and invalidityand therefore finds no reason to depart from the normal
course of having the court decide the factual questions bearing on the issue of standing

In pressing the proposition that the faoding underlying the standing issue in a patent

case is for the jury, not the cou8gcript relies on a district court cadesighton Techs. LLC v.

Oberthur Card Sys., S.A., 531 F. Supp. 2d 591 (S.D.N.Y. 2008). That case, however,

distinguishable based on its unusualdadthe question before the court in that case was not the
typical question of ownership, which depends on the viability of a chain of assigroheigtss

to the patent, as in this caskn Leighton,the evidence presented at thearing orthe standing
guestionregarding the timing of inventorshigvealedthe more fundamental issugf whether

the claimed inventarMr. Leighton,invented theasserteghatented process all. The defendant
then submitted a brief arguing, in addition, tlsatmmary judgment should be granted to
defendant on the basis of invalidity under 35 U.S.C. § 10#fauseMr. Leighton did not

invent the patented process ahd patents incorrectly namédn as the inventor. 531 F. Supp.



2d at 59293. That question, as the district court explained, was an issue that went not just to
standing, but also to the validity of the pateSteid. As a result, the court noted that it was “in

the uniquesituation of confronting inventorshipa meritsbased defensein the standing
context.” 1d. at 594. After noting that a district court “must generally resolve material factual
disputes and establish that it has federal constitutional jurisdiction lukfoiding a case on the
merits,” the court concluded that in the unusual setting before iffifigatg on the jurisdictional

issue would “adjudicate factual issues required by the Seventh Amendment to bedrésoa

jury,” and that as a result the cowds required to leave the jurisdictional issue for decision by
the jury at trial.1d.

This case is not onm which a meritdbased issue such as inventorship is inextricably
intertwined with the factual questions necessary to resolve the issue of gtamditead, this
case presentshe more quotidian question whether the chain of assignments effectively
transferred the patent rights to the plaintiff. Although Script argues thasghe of patent
ownership goes to the merits of the plaintiff's inf@ment contentions, the Court disagrees.
The issue of ownership goes to the plaintiff's standing to bring an infringerogon.a The
merits of the action involve the questions whether the defendant has infringed titeapate
whether the patent is valid. If Script were correct thatentownership is a meritbased
guestion that must be left to the jury, it would never be appropriate for a court to thexide
ultimate factual questionof patent ownership, on which the issue of standing turns. That
guestion wouldalwayshave to be given to the jury¥et that positiowould be inconsistent with

Federal Circuit law If that position wereorrect, then the DBB Technologiease would have

to have come out the other way. Moreover, Protection One ipressing a meritbased

argument of patent invalidity based tre issue of ownershiprather as Protection One stated



during the telephonic hearinthe issueof ownership is presented simply as one of stanfiing
the Court, not the jury, to decide. Accordingly, forgeeasons, the factual questions bearing
on the issue of standing will be heard by, dadided bythe court and not by the jury.

In summary, the Court holds, first, thadause a challenge to jurisdiction can be brought
at any ime, the Court will not strike Protection One’s motion to dismiss the portions of the
complaint that are based on the '091 patent. Whether the motion is viewed as a motion to
dismiss under Fed. R. Civ. P. 12(b)(1) or simply as a suggestion of lack @ihgtahe matter is
properly before the Coyreven though it was raised at a time after dispositive motions in this
case were dueSee5B Wright & Miller 8 1350, atl15-19. Second, the Court holds thhie
showing made in Protection One’s motion andsmccompanying exhibits is sufficient taise
the issue of standing, on which the plaintiff bears the burden of proof. Thus, the burden is on
Script to demonstratdy a preponderance of the eviderntbat it owns the '091 patenfThird,
the question of standing will be addressed by the Court, based on appropriate preddeding
will allow the parties an opportunity to offer evidence bearing on the fastigs underpinning
the standing inquiry.

The proceedings that will lead to a decision om ifsueof standinghave already been
initiated by Protection One’s motion to dismiss. Script will have an opportunityspomd to
that motion on the merits of the standing issue, with documentary or testimonial evagenc
appropriate, and the Court wilecide the motion prior to the date set for trial.

Protection One’s motion to dismiss the '091 patent was filed on October 19, 2016
Script’s response ithereforedueon November 7, 2016. By that date, both parties shall inform
the Court whether they wish to proceed to decision on this issue on the papers orkedhiel i

Court to conduct an evidentiary hearinfeither party wishes an evidentiary hearing, that party



will be required at the time of making the request to provide the Court with & ligtnesses
who would testify at the hearing and an affidavit in the form ofledailed proffer of the
testimony to be provided by each witnesBach party will also be required at that time to
provide to the Court all documentary evidence that the party intends to rely on intfgpor
position on the standing issue. If arguments or evidence presented by the partefteaitioat
time require either party to submit additional evidence, the Court will entertaomgpprequest

to supplement theecord prior to any hearintipat may be scheduled by the Court or other time
specified by the Court.

IT IS SO ORDERED.

SIGNED this31st day of October, 2016.
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WILLIAM C. BRYSON
UNITED STATES CIRCUITJUDGE




