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IN THE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

THE LINCOLN ELECTRIC COMPANY ET §
AL., 8
)
Plaintiffs, )
)

V. g Case No. 2:15-cv-1404-JRG-RSP
THE ESAB GROUP, INC. ET AL., )
8§
Defendants. 8

MEMORANDUM ORDER

Before the Court are (1) Plaintiffs the Lincoln Electric Conypand Lincoln Global,
Inc.’s Motion to Compel Production of Documser{Dkt. No. 71); and (2plaintiffs’ Motion to
Compel Production of Defendants’ Clawed-Back Documents (Dkt. No. 103), which came on for
hearing on August 29, 2016 and October 5, 2016entsely. For the reasons assigned below,
the first motion is DENIED, and the second motion is GRANTED.
The First Motion to Compel (Dkt. No. 71):

This motion addresses two setis: (1) the emails of Katjurss, and (2) the sufficiency
of the Amended Privilege Log provided by Defenglavhich formed the basis for redaction of
the documents listed thereon.

First, the Court concludes that the documentsls. Jurss are entitled to privilege. Ms.
Jurss became an attorney in Sweden in 2006 and became in-house counsel for Defendant in
2008. In 2010, the Swedish Code of Judicialdédure was amended ¢oeate a category of
attorney referred to as an “authorized patent attorney.” The attorney-client privilege, ordinarily
restricted to trial counsel, was extended toe¢hemsthorized patent att@ys, who were required

to meet certain criteria and pass an examinats. Jurss became an authorized patent attorney
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on January 26, 2012. It is settled law in Swedanfttine privilege attaches to documents created
and maintained by the attorneys to whom theilpge extends. While natettled, the Court is
convinced that the better view of Swedish law & the privilege is exteled retroactively to the
communications and documents involving attorney® become authorized patent attorneys,
like Ms. Jurss. (Dkt. No. 85-1,dglaration of Hakan Borgenhall)Accordingly, the Court finds
that the emails of Ms. Jurgbroughout her involvementith Defendant, are privileged.

Second, the Court finds that the Amendealvilege Log produced by Defendants is
sufficient under the unique circumstances of this case. On its face, the log is plainly insufficient.
It fails to connect the documents listed witpaaticular attorney and communication. However,
the process is complicated by the fact thatdibeuments were createdaye ago under a foreign
legal regime and in a different language. Mafythe people involved in the creation of the
documents are no longer employed by the Defenddi$endants have identified a small group
of attorneys as responsible for the communicatiofBe problem is mitigated by the fact that,
rather than wholesale withholdj of the listed documents, tiefendants are merely redacting
the information that was communicated by coundéiis allows the remaining context to serve
as a means to verify the claim that attorneys wleeesource of the information redacted. All in
all, the Court finds that the log was sufficientsterve the notice function for which such logs are
intended.

The Second Motion to Compel (Dkt. No. 103):

The second motion deals withetkegitimacy of the claim of pilege as to three specific
sets of documents: (1) appromately 40 pages of source code with embedded comments, which
Defendants initially produced to Plaintiffs atater “clawed back” and redacted as privileged;

(2) a “risk assessment document” also produced and later clawed back; and (3) a May 2009



document created by Joakim Ed, also producedlated clawed back. As to each of these
documents, Plaintiffs have challged Defendants’ claim that the documents contain privileged
communications, and further argue that any privilege been waived by the initial disclosure
and the failure to take reasonable steps to prevent and later rectify the disclosure.

As to the comments embedded in the sewode, Defendants Ve failed to provide
persuasive evidence that the comments refleformation generated by patent attorneys,
authorized or otherwise. Dug the October 5 hearing, Defenddntounsel argued that their
best evidence to support this claim was thgod#ion testimony of Mr. Ljungkvist that Mr. Berg
told him that Berg got some information frahe attorneys, and the deposition testimony of Mr.
Berg that all of his knowledge éflaintiffs’ patents came fromattorneys. (Dkt. No. 134 at pp.
23-35). However, Berg did not testify that heoterthe comments or that the information in the
comments came from attorneys. The Courtdaasfully reviewed the testimony of both Berg
and Ljungkvist and finds that rtleer comes close to establisgithat the embedded comments
reflect advice of authorizgghtent attorneys, as oppogedion-lawyer personnel.

As a secondary matter, the Court also fithdd any privilege woual have been waived by
the manner in which the documents were handlBge documents at issue in this motion were
produced to Plaintiffs in mid-Junevere relied upon by Plaintifia the infringement contentions
exchanged in mid-July, and were further usedeapositions in AugustOnly after Defendants’
witnesses, under questioning from Plaintiffgfuasel, raised the question of privilege did
Defendants attempt to claw them back. Thesenat documents that were mistakenly produced.
Counsel for Defendants made the determinatian tiine documents were not privileged. Once
the documents have been produced to and lgexgbposing counsel in preparing pleadings and

deposition questions over a ceerof months, it is too late to claw them back based on



information that was always available to courfsam their own clients’ employees. The Court
is also not persuaded thatetliProtective Order entered inighcase provides any different
standard than F.R.E. 502(b). &wtl, that section of the Order opevith the clauséPursuant to
Federal Rule of Evidence 502(b) and (d) ...(Dkt. No. 65 at 11). Nwithstanding this, the
primary basis of the granting ofishmotion is the abseaf evidence to support the privilege in
the first instance.

With respect to the Risk Assessthédocument (EASB AB 00147178-147200), it is
subject to the same analysis as the source @ociements discussed above. Further, it was used
during the deposition of Mr. Berg on August 918, wherein a discussion of privilege occurred
(at pp. 229-232) but there was nitoe to claw it back until itwas used again two weeks later
during the deposition of Mr. Aberg on August 18, 2016. As to both this document and the
Joakim Ed document (ESAB AB155855), the Court finds insuffemt evidence to support the
claim of privilege, independewnf the issue of waiver.

Accordingly, Plaintiffs the Lincoln ElecttiCompany and Lincollobal, Inc.’s Motion
to Compel Production of Documts (Dkt. No. 71) is DENIED and Plaintiffs’ Motion to

Compel Production of Defendants’ Clawedd® Documents (Dkt. No. 103) is GRANTED.

SIGNED this 17th day of November, 2016.
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ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE




