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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

ZIRCORE, LLC,
Plaintiff,

V. Case No. 2:15-cv-01557-JRG-RSP

STRAUMANN MANUFACTURING,
INC. ET AL.,

Defendants.

CLAIM CONSTRUCION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim couastion brief of Zircore, LLC (“Plaintiff”)
(Dkt. No. 128, filedon August 19, 2016),the response of Straamn Manufacturing, Inc.,
Straumann USA, LLC, and Dental Wings Incol(ectively “Defendarg”) (Dkt. No. 138, filed
on September 2, 2016), and the reply of PIti(@kt. No. 142, filed on September 9, 2016). The
Court held a hearing on the issues of claonstruction and claim definiteness on September 26,
2016. Having considered the arguments and evideresented by the parsiat the hearing and

in their briefing, the Courissues this Order.

! Citations to the parties’ filings are to thbng’s number in the docket (Dkt. No.) and pin cites
are to the page numbeaassigned through ECF.
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BACKGROUND

Plaintiff alleges infringemenof three related U.S. Patts: No. 7,690,920 (the “920
Patent”), No. 7,967,606 (the “606 feat”), and No. 8,751,031 (the031 Patent”) (collectively,
the “Asserted Patents”). The '920 Patent istlati“High Strength Substructure Reinforcement
for Crowns and Bridges.” The application thsegsued as the '920 Patent was filed on April 15,
2005 and the patent issued on April 6, 20Ihe '606 Patent is entitled “Process for
Manufacturing Custom Crown Copings and Infragies.” The application leading to the '606
Patent was filed on September 17, 2008 and ttenpasued on June 28, 2011. The '606 Patent
purports to be a continuation of the DecemberZZ®)4 application that issued as U.S. Patent
7,445,409 and claims priority tortee provisional applications, the earliegtd on February 6,
2004. The '031 Patent is entlé’'System and Method for Ma Custom Manufacturing of
Dental Crowns and Crown Components.” The ajgpiin leading to theD31 Patent was filed on
December 30, 2008 and the patent issued on June 10, 2014. The '031 Patent purports to be a
continuation-in-part of the '920 Patent’'s &ipgation and a continuation-in-part of the '606
Patent’s application.

In general, the Asserted Patents are direttddchnology for dentakstorations, such as

crowns and bridges. The technology of t820 Patent can be generally understood with

reference to Figure 2 dhat patent, reproduceg
'920 Patent Figure 2

here and annotated by the Court. A crown (35] in

blue) is formed about a coping (20, in yellow) th

is placed over an abutment portion (10) in t

patient's mouth. A protrusn (25, in red) that is




formed on, or as part of,eélcoping, supports the crowbee’920 Patent col.4 .64 — col.5 |.35.

The technology of the '606 Patent can be generally understood Wétkrree to Figures
2 and 5 of the patent, reproduced here and atewby the Court. An abutment comprising an
insert portion (20, in red) and a core portion (40, in blue) is customized in concert with a crown
coping (50, in yellow). The customization invoh&sanning a model of the patient’'s mouth with
an insert portion installed and then desmgnand making the custom core portion and crown

coping in  conjunction. See '606 Patent col4 |65 - col6 1.34.

'920 Patent

AN

The technology of the '031 Patent can beagyally understood with reference to Figure
9, reproduced here by the Court. Data regardimgua components of a dahtrestoration, such
as the abutment, coping, and crown, are collected and used to manufacture multiple components

of the restoration in conjunctioBe€’031 Patent col.7 .59 — col.9 1.47.



'031 Patent Figure 9
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The abstracts of thes&erted Patents provide:

'920 Patent:

A reinforcement for a dental restoration substructure is provided. The
reinforcement is a generally annular sture that protrudes from the body of the
substructure generally nean occlusal portion ofthe restoration. The annular
structure provides a suppdadr veneering porcelain at the location of the greatest
thickness of the porcelain and at the lamativhere occlusal stress is applied, and
fractures of veneering pore@h are commonly experienced.

'606 Patent:

A method of manufacturing custom crowoping and infrastructures is provided.

A metal portion (base) of an abutmentdsated in a model o patient's mouth

and the model is scanned. The data froendtan is then utilized to manufacture

the ceramic portion of the abutmeand the coping. In one embodiment, the
coping and infrastructure is desigheby first determining the shape and
orientation of the final @wn, subtracting a thickness for the crown from the
shape to determine the shape and orientation of a coping, and subtracting a
thickness for the coping to form theagie and orientation of an abutment.

‘031 Patent:

A Mass Custom Manufacturing Systeamd methods are provided. A single
master file is created for a restoration (or multiple restorations for a single patient)
from a scan. Copings/cores, abutmeartd other companion pieces are designed
using the master file thugh a deconstruction methaflowing for simultaneous
CAM of those pieces. A centralized systeontrols design and manufacturing,
allowing the system to “learn” from fdback from the CAM operations of prior
pieces and incorporate such feedback into the design phase.



Claim 1 of the '920 Patent, Claim 1 of tl&96 Patent, and Clairh of the '031 Patent,

exemplary independent ctas, recite as follows:

'920 Patent

1. A dental restoration comprising:

a one piece integrally formed substructure body having an
open distal end, a closed proximal occlusal end and a
side wall extending between said distal and proximal
ends, said side wall including a generally uniform outer
surface. said substructure body further including a sup-
port structure protruding from said outer surface of said
side wall at a location spaced from, but generally near,
said occlusal end of the substructure body, said support
structure having a smooth shape and generally encir-
cling the entire periphery of the substructure body,
wherein the substructure body forms a hollow frame-
work for receiving a dental preparation, and

a veneer formed over and contacting the outer surface of
the side wall, the support structure and the occlusal end
of said substructure body;

wherein said support structure is located generally proxi-
mate to the location of greatest occlusal stress and pro-
trudes a distance from the surface of'the side wall surface
s0 as to provide support for said veneer that reduces the
sheer stress exerted on said veneer.

‘606 Patent

1. A method of manufacturing custom crown copings and
infrastructures comprising the steps of:

preparing a three-dimensional model of a patient’s mouth;

fitting an implant abutment insert into the model:

storing data about the implant abutment insert standard
size and shape in a file;

scanning the model while the implant abutment insert is in
the model;

utilizing the implant abutment insert size data and data
from said scanning step to determine and design a core to
fit over the insert and at the same time determine and
design a coping to fit over the core; and

manufacturing said core and said coping.



‘031 Patent
1. A method of Mass Custom Manufacturing of dental
crowns and crown components comprising the steps of:

obtaining a single master electronic file including a virtual
model including a final external shape of a virtual ideal
tooth replacement of a restoration for a patient;

utilizing said master file to manufacture in a coordinated,
sequential, simultaneous or partly simultaneous and
partly sequential, manner. from end-stage materials, two
or more components of a single artificial tooth of a dental
restoration; and

wherein said two or more components of said dental res-
toration mate together to make up a single artificial tooth
of a dental restoration; or

wherein at least one of said two or more components is
utilized to make one or more pieces that mates together
with at least one other of said two or more components to
make up a single artificial tooth of a dental restoration.

Il. LEGAL PRINCIPLES

A. Claim Construction

“It is a ‘bedrock principle’ of patent law thahe claims of a patd define the invention
to which the patentee is entitled the right to excludehillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotimgova/Pure Water Inc. \Bafari Water Filtration Sys.,
Inc., 381 F.3d 1111, 1115 (Fed. Cir. 20040 determine the meanimg the claims, courts start
by considering the intrinsic evidende. at 1313;C.R. Bard, Inc. v. U.S. Surgical Coy388
F.3d 858, 861 (Fed. Cir. 200Begll Atl. Network Servs., Inc. v. Covad Commc’ns Group, Inc.
262 F.3d 1258, 1267 (Fed. Cir. 2001). The intrinsic@wie includes the claims themselves, the
specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861. The general rule—subject to eémtspecific exceptions discussefta—is that each claim

term is construed according to its ordinanyd accustomed meaning as understood by one of



ordinary skill in the art at the time tife invention in the context of the patePhillips, 415 F.3d

at 1312-13Alloc, Inc. v. Intl Trade Comm’n342 F.3d 1361, 1368 (Fed. Cir. 2008)ure
Networks, LLC v. CSR PLC/71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy
presumption that claim terms carry their accustomed meaning in the relevant community at the
relevant time.”) (vacated on other grounds).

“The claim construction inquiry.. begins and ends in all cases with the actual words of
the claim.”Renishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[lln all aspects of claim construction,he¢ name of the game is the claimApple Inc. v.
Motorola, Inc, 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362,
1369 (Fed. Cir. 1998)). First, a term’s contaxthe asserted claim can be instructiR€illips,

415 F.3d at 1314. Other asserted or unassertetsclean also aid in determining the claim’s
meaning, because claim terms are typicallsed consistently throughout the patelat.
Differences among the claim terms can assist in understantj a term’s meanindd. For
example, when a dependent claim adds a limitaticen independent claim, it is presumed that
the independent claim does not include the limitationat 1314-15.

“[Cllaims ‘must be read in view of the specification, of which they are a pdd.”
(quotingMarkman v. Westview Instruments, g2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always highly relevant the claim construction analysis. Usually, it is
dispositive; it is the single best gaitio the meaning of a disputed termd” (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199a)&leflex, Inc. v. Ficosa N. Am.
Corp.,, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the
court in interpretingthe meaning of disputed claimniguage, particular embodiments and

examples appearing in the specification will not generally be read into the cla@®astark



Commc’ns, Inc. v. Harris Corpl56 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@gnstant v.
Advanced Micro-Devices, Inc848 F.2d 1560, 1571 (Fed. Cir. 1988&¢ge also Phillips415
F.3d at 1323. “[I]t is improper teead limitations from a prefemleembodiment described in the
specification—even if it is the nembodiment—into the claims sént a clear indication in the
intrinsic record that the patenteddanded the claims to be so limited.iebel-Flarsheim Co. v.
Medrad, Inc, 358 F.3d 898, 913 (Fed. Cir. 2004).

The prosecution history is another totd supply the proper context for claim
construction because, like theegsfication, the prosecution hisyoprovides evidence of how the
U.S. Patent and Trademark Office (“PTQ@I)d the inventor undstood the patenkhillips, 415
F.3d at 1317. However, “because the proBSenuhistory represents an ongoing negotiation
between the PTO and the applicaather than the final product tifat negotiation, it often lacks
the clarity of the specification and thusléss useful for claim construction purposesl” at
1318;see also Athletic Alternatives, Inc. v. Prince M3 F.3d 1573, 1580 (Fed. Cir. 1996)
(ambiguous prosecution history may be “Upld as an intergetive resource”).

Although extrinsic evidence can also be useful, it is “lgigsificant than the intrinsic
record in determining thlegally operative meaning of claim languag®Hillips, 415 F.3d at
1317 (quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictioies and treatises may help a
court understand the underlyirechnology and the manner in whighe skilled inthe art might
use claim terms, but technical dictionaries and treatises may provide definitions that are too
broad or may not be indicative of hale term is used in the patefd. at 1318. Similarly,
expert testimony may aid a céoun understanding the underlying technology and determining
the particular meaning of a term in the peastinfield, but an expert’'sonclusory, unsupported

assertions as to a term’s definition are not helpdulExtrinsic evidence is “less reliable than the



patent and its prosecution history in determining how to read claim telsC’he Supreme
Court recently explained the role oftersic evidence in claim construction:
In some cases, however, the district tautl need to look beyond the patent’s
intrinsic evidence and to consult exsio evidence in order to understand, for
example, the background science or the meaning of a term in the relevant art
during the relevant time perio8ee, e.g., Seymour v. Osbqrh#& Wall. 516, 546
(1871) (a patent may be “so interspersdith technical termsrad terms of art that
the testimony of scientifizitnesses is indispensaltitea correctinderstanding of
its meaning”). In cases where those subsydfacts are in dispute, courts will
need to make subsidiary factual findiregsout that extrinsic evidence. These are
the “evidentiary underpinnings” of clainsonstruction that we discussed in

Markman and this subsidiaryattfinding must be reviewed for clear error on
appeal.

Teva Pharm. USA, Inc. v. Sandoz, |A&5 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] gealerule” that claim terms are construed
according to their plain and ordinary meaning). When a patentee sets out a definition and acts
as his own lexicographer, or 2) when the ptge disavows the full scope of the claim term
either in the specificatioor during prosecutiorf’Golden Bridge Tech., Inc. v. Apple Ing58
F.3d 1362, 1365 (Fed. Cir. 2014) (quotifigorner v. Sony Computer Entm’t Am. L1869 F.3d
1362, 1365 (Fed. Cir. 20128pe also GE Lighting Solutions, LLC v. AgilLight, Inté50 F.3d
1304, 1309 (Fed. Cir. 2014)T]he specification and prosecati history only compel departure
from the plain meaning in two instances: tgraphy and disavowal.”). The standards for
finding lexicography or diavowal are “exacting GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographehe patentee must “clearbet forth a definition of the

disputed claim term,” and “clearly exgss an intent to define the ternid. (quoting Thorner,

2 Some cases have characterized other princigflasaim construction as “exceptions” to the
general rule, such as the statutory requirentiegit a means-plus-function term is construed to
cover the corresponding structutssclosed in the specificatiosee, e.9.CCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1367 (Fed. Cir. 2002).

10



669 F.3d at 1365)see alsoRenishaw 158 F.3d at 1249. The patee’s lexicography must
appear “with reasonable clariyeliberateness, and precisioRénishaw158 F.3d at 1249

To disavow or disclaim the full scope ofckim term, the patentee’s statements in the
specification or prosecution history must amationd “clear and unmistakable” surrendeordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2008g also Thorne669 F.3d at
1366 (“The patentee may demonstrate intendéwiate from the ordinary and accustomed
meaning of a claim term by including in the sfieation expressions ahanifest exclusion or
restriction, representing a cledisavowal of claim scope.”). “Whe an applicant’s statements
are amenable to multiple reasonable intdgtiens, they cannot be deemed clear and
unmistakable.”3M Innovative Props. Co. v. Tredegar Cqrg25 F.3d 1315, 1326 (Fed. Cir.
2013).

C. Functional Claiming and 35U.S.C. § 112, 1 6 (pre-AIAj

A patent claim may be exmsed using functional languadggee35 U.S.C. § 112, | 6;
Williamson v. Citrix Online, LLC792 F.3d 1339, 1347-49 & n.3 (Fed. Cir. 2015) (en banc in
relevant portion). Section 112, fagraph 6, provides that arstture may be claimed as a
“means . . . for performing a specified functionidathat an act may be claimed as a “step for
performing a specified functionMasco Corp. v. United State303 F.3d 1316, 1326 (Fed. Cir.
2002).

But § 112, 6 does not apply to all fuocial claim language. There is a rebuttable
presumption that 8 112, { 6 applies when d¢l@m language includes “means” or “step for”
terms, and that it does not apph the absence of those ternvasco Corp.303 F.3d at 1326;

Williamson 792 F.3d at 1348. The presumption stands or falls according to whether one of

% Because the applications resulting in the matén-suit were filed before September 16, 2012,
the effective date of the America Invents Act (A&), the Court refers tahe pre-AlA version of
§112.

11



ordinary skill in the art woul understand the claim with thenictional language, in the context
of the entire specification, to denote sufficientlgfinite structure or acts for performing the
function. SeeMedia Rights Techs., Inc. v. Capital One Fin. Cog00 F.3d 1366, 1372 (Fed.
Cir. 2015) (8 112, 1 6 does not apply when “ttensllanguage, read in liglof the specification,
recites sufficiently definite structe’t (quotation marks omitted) (citing/illiamson 792 F.3d at
1349;Robert Bosch, LLC v. Snap-On In¢69 F.3d 1094, 1099 (Fed. Cir. 2014))illiamson

792 F.3d at 1349 (8 112, 1 6 does not apply wiles words of the claim are understood by
persons of ordinary dkiin the art to have sufficiently definite meaning as the name for
structure”);Masco Corp,. 303 F.3d at 13268 112, { 6 does not apply when the claim includes
an “act” corresponding to “how the function is performedPersonalized Media
Communications, L.L.C. v. International Trade Commissi@i F.3d 696, 704 (Fed. Cir. 1998)
(8 112, 1 6 does not apply when the claim includeffitsent structure, material, or acts within
the claim itself to perform entirely the recitegh€tion . . . even if the claim uses the term

‘means.” (quotation marks and citation omitted)).

When it applies, 8§ 112, 1 6 limits the scopeh# functional term “to only the structure,
materials, or acts described tine specification as correspondito the claimed function and
equivalents thereof Williamson 792 F.3d at 1347. Construingreeans-plus-function limitation
involves multiple steps. “The first step . . aigletermination of the function of the means-plus-
function limitation.”Medtronic, Inc. v. Advance@ardiovascular Sys., Inc248 F.3d 1303, 1311
(Fed. Cir. 2001). “[T]he next step is to detene the corresponding structure disclosed in the
specification and equivalents thereofld. A “structure disclosed in the specification is

‘corresponding’ structure only if the specifitan or prosecution history clearly links or

associates that structure to the function recited in the cl&imThe focus of the “corresponding

12



structure” inquiry is not merelywhether a structure is capablepafrforming the recited function,
but rather whether the corresporglistructure is “clearlyinked or associatedith the [recited]
function.” Id. The corresponding structure “must includlest&ructure that actually performs the
recited function.”Default Proof Credit Card Sys.. Home Depot U.S.A., Inct12 F.3d 1291,
1298 (Fed. Cir. 2005). However, 8 112 does natnte“incorporation of structure from the
written description beyond that necayst perform theclaimed function."Micro Chem., Inc. v.
Great Plains Chem. Cp194 F.3d 1250, 1258 (Fed. Cir. 1999).

For § 112, 1 6 limitations implemented bymgrammed general quose computer or
microprocessor, the corresponding structure desciibee patent specification must include an
algorithm for performing the functio®WMS Gaming Inc. v. Int'l Game Tecli84 F.3d 1339,
1349 (Fed. Cir. 1999). The corresponding structuretsa general purpose computer but rather
the special purpose computer programntederform the disclosed algorithiristocrat Techs.
Austl. Pty Ltd. v. Int'| Game Tegtp21 F.3d 1328, 1333 (Fed. Cir. 2008).

D. Definiteness Under 35 U.S.C. § 112, 1 2 (pre-AlA)

Patent claims must particubapoint out and distinctly claim the subject matter regarded
as the invention. 35 U.S.C. § 112, § 2. A claim, when viewed in light of the intrinsic evidence,
must “inform those skilled in #hart about the scope of the intien with reasonable certainty.”
Nautilus Inc. v. Biosig Instruments, In@34 S. Ct. 2120, 2129 (2014). If it does not, the claim
fails 8 112, 1 2 and is therefore invalid as indefindeat 2124. Whether a claim is indefinite is
determined from the perspective of one of ordirdayl in the art as othe time the application
for the patent was filedd. at 2130. As it is a chaltge to the validity o& patent, the failure of
any claim in suit to comply with § 112 mus¢ shown by clear and convincing evideride at
2130 n.10. “[ljndefiniteness is a question of lamdan effect part of claim constructiorePlus,

Inc. v. Lawson Software, In&Z00 F.3d 509, 517 (Fed. Cir. 2012).
13



When a term of degree is used in a clditine court must determine whether the patent
provides some standard for measuring that degiesig Instruments, Inc. v. Nautilus, Inc.
783 F.3d 1374, 1378 (Fed. Cir. 2015) (quotatiomksi@mitted). Likewisewhen a subjective
term is used in a claim, “the court mustetenine whether the patent’s specification supplies
some standard for measuring the scope of the [teDatdmize, LLC v. Plumtree Software, Inc.
417 F.3d 1342, 1351 (Fed. Cir. 200&gcord Interval Licensing LLC v. AOL, Inc766 F.3d
1364, 1371 (Fed. Cir. 2014) (citim@ptamize 417 F.3d at 1351).

In the context of a claim governed by 35 U.S.C. § 112, | 6, the claim is invalid as
indefinite if the claim fails to disclose ade¢g&orresponding structute perform the claimed
functions.Williamson 792 F.3d at 1351-52. The disclosurénedequate when one of ordinary
skill in the art “would beunable to recognize the structure in the specification and associate it
with the correspondinguhction in the claim.ld. at 1352.

[I. AGREED CONSTRUCTIONS
The parties have agreed to the followingnstructions set forth in their Joint Claim

Construction Chart (Dkt. No. 148).

Term* Agreed Construction

“distal end” “end closest to the gum-line or root”

e ’'020 Patent Claim 1

“proximal occlusal end” “end closest to the biting surface”

e '920 Patent Claim 1

* For all term charts in this order, the claims in which the term is found are listed with the term
but: (1) only the highest level claim in each dependency chain is listed, and (2) only asserted
claims identified in the pads’ Joint Claim Construction @int (Dkt. No. 148) are listed. The
Court notes at least one discrepancy betwegarty’s position as stated in the briefing and
advocated at the hearing and as stated in the4?5d) chart. The part$ positions stated in

this Order are from the P.R. 4-5(d) chart.

14



Term* Agreed Construction

“sheer stress” “force that is opposite but parallel to the force
that is [exerted on said veneer]’
e 920 Patent Claim 1

“generally encircling the entire periphery of| “generally surrounding the entire periphery |of
the substructure body” the substructure body by way of a single
structure or multiple structures”

e '920 Patent Claim 1

“generally proximate to the location of plain and ordinary meaning
greatest occlusal stress”

e ‘920 Patent Claim 1

“protrudes a distance from the surface of theplain and ordinary meaning
side wall surface so as to provide support for
said veneer that reduces the sheer stress | NOTE: “sheer stress” is a typographical error
exerted on said veneer” for “shear stress”

e ‘920 Patent Claim 1

“subtracting a thickness” plain and ordinary meaning

e '606 Patent Claims 11, 12

Having reviewed the intrinsic and extrinsic evidence of record, the Court agrees with and
adopts the parties’ agreed constructions.
V. CONSTRUCTION OF DISPUTED TERMS

A. U.S. Patent No. 7,690,920

A-1. “one piece integrally formed”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction

“one piece integrally formed? plain and ordinary meaning | “[substructure body] formed
from the same component”
e ’'920 Patent Claim 1 Alternative Construction:

e “formed as a single unit”

The Parties’ Positions

Plaintiff submits that the meaning of “oneepe integrally formed” is clear and the term

does not need to be construed. Dkt. No. 128 At6ording to Plaintiffthe '920 Patent teaches

15



that the “one piece integrally formed” sulstiure body of the claim may be formed from
multiple componentdd. at 9-10 (citing '920 Patent col.6 [.15-21).

In addition to the claims themselves, Plaintiff cites the followirgnsic evidence to
support its position: '920 Patent figs.2, 3a, 3b, col.6 11.15-21.

Defendants respond that the '920 Patent distsigas an integral portion of a structure
from a portion that is a separatargmonent attached to the structure:

the ‘protrusion’ of the instantivention may be designed asiategral portion of

an infrastructure (as is shown and didmx herein with rgpect to coping 20

protrusion 25)0r alternatively the ‘protrusion’ may be aeparate component
that is attached to or otherwisembined with an infrastructure.

Dkt. No. 138 at 9 (quoting '920 Patentl.€oll.15-21 (emphasis added by Defendants)).
According to Defendants, the teatee added “one piece intally formed” (via Examiner
Amendment) to the claims during prosecution areddhy restricted the claims to the described
“integral portion” embodimentd.

In addition to the claims themsels, Defendants cite the followimggtrinsic evidenceto
support their position: '920 Patent col.5 Il.14+-tol.5 11.38—40, col.6 I15-21, col.6 1.53; '920
Patent File Wrapper January 15, 2010 Supplemétate of Allowability (Defendants’ Ex. A,
Dkt. No. 138-2).

Plaintiff replies that “integrally formed” gans “formed as a single unit” rather than
“from the same componehDkt. No. 142 at 7.

Analysis

There issue in dispute here is whether ‘thee piece integrally formed substructure
body” is necessarily formed from a single qmnent. In the context of the '920 Patent, a
substructure body is “integlly formed” if it is male as one component drit is made as

separate components that are integrated into one component.
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The Court is not persuaded by Defendantguarent that the '920 Patent distinguishes
“integral” from “attached or otherwise comlid.” The description relied on by Defendants
states:

Furthermore, it will be appreciated thaettprotrusion” of the instant invention

may bedesigned as an integrgbortion of an infrastructure (as is shown and

described herein with respect to copi®@ protrusion 25), or alternatively, the

“protrusion” may be a separate component thigt attached to or otherwise
combined with an infrastructure

'920 Patent col.6 11.15-21 (emphasis added). Toheart does not understatiis to distinguish
“integral” from “separately made then jeid,” as Defendants posit. Rather, the Court
understands this to allow two ways in in wheclprotrusion may be “integrally formed” with the
substructure. First, it can be “designed as #agial portion” of the substructure. And second, it
can be designed as “a separabenponent” that is then integeat with the substructure (i.e.,
“attached to or otherwise combined with iafrastructure”). Defendast proposed construction
would exclude an expressly described exemmanpodiment. And “a construction that excludes
a preferred embodiment is rarely, if ever, corre€LR. Bard, Inc. v. U.S. Surgical Cor[388
F.3d 858, 865 (Fed. Cir. 2004). Ultitey, the patent describesetinvention as including two
ways of integrally forming the substructure agen that nothing of reed indicates an intent
to exclude integrally forming by connectingultiple components, the claims should be
construed consistentlyith this descriptionPhillips v. AWH Corp.415 F.3d 1303, 1316 (Fed.
Cir. 2005) (en banc) (*The construction that stay® to the claim language and most naturally
aligns with the patent's description of the intven will be, in the endhe correct construction.”
(quotingRenishaw PLC v. M@oss Societa' per Aziqrii58 F.3d 1243, 1250 (Fed. Cir. 1998)).
Accordingly, the Court construes “one pieicéegrally formed substructure body” as

follows:
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e “one piece integrally formed substture body” means “substructure body
formed as or into one piece.”

A-2. “said side wall including a generally uniform outer surface”

Disputed Plaintiff's Proposed Constructior® Defendants’
Term Proposed
Construction
“said side “said external side portioof the substructure body | “said side wall
wall extending between the distal end and the occlusal eimdluding a surface
including a | including a “generallyniform outer surface”, that does not include
generally meaning an outer surfacéthe substructure body | any significant
uniform (other than the protrudingupport structure) which | variations in contour
outer does not include any significewariation in contour at from the surface of
surface” the external surface of the substructure body, and | the restoration for
which can be any simple or complex shape desired,which it is a
e 920 whether now known or hereafter discovered, and | substructure”
Patent which is not necessarilymooth, symmetrical, or of
Claim 1 | uniform thickness” Alternative
Construction:
Alternative Construction: e indefinite.
¢ “said side wall including a surface that does not
include any significant variens in contour at the
external surface of the substructure body, and
which can be any simple or complex shape
desired, and which is not necessarily smooth,
symmetrical, or of uniform thickness”

The Parties’ Positions

Plaintiff submits that what it means for a surface to be “generally uniform” is expressly
defined in the '920 Patent. Dkt. No. 128 at 11-12 (citing '920 Patent col.5 11.36-53, col.6 11.32—
39). According to Plaintiff, Defendants’ gguosed construction impperly—and meaningfully—
truncates the definition séorth in the patentld. at 12. Specifically, Plaintiff argues that the
patent allows a “generally uniform” surfaceathis not necessarily “smooth or even,”

“symmetrical,” or of a “uniform thicknessld. (quoting '920 Patat col.5 11.44-53).

> Plaintiff's proposed constructio presented in its briefing ithe alternative construction
presented in the parties’ Joint Claim Construction Chart that was filed pursuant to Local Patent
Rule 4-5(d). Dkt. No. 128 at 11; Dkt. No. 142 at 7-8, Dkt. No. 148-1 at 2-3.

18



In addition to the claims themselves, Plaintiff cites the followirgnsic evidence to
support its position: '920 Patent col.5 1.36-53, col.6 11.32-39.

Defendants respond that their proposed constrycand not Plaintiff’'s, comports with
the '920 Patent’s definition of “generally uorin” as used in the context of the claims:

[T]he phrase ‘generally uniform’ to describe the outer surface of the body of

coping 20 of the instant invention refershe fact that the dear surface of coping

20 generally d@ther than protrusion 2% does not include any significant

variations in contour from those varans typically found inconventional coping

structures which generally follow the coants of (i.e. are ancentric with) the
surface of the restorations for which they are sub-structures.

Dkt. No. 138 at 10 (quoting '920 Pateodl.5 11.36—-44 (emphasis added by Defendants)).
Defendants argue that if “generally uniform”net a measure of the sade of the substructure
relative to the surface of threstoration then the term renders claims indefiddeat 11. This,
according to Defendants, is because “generalljoumi’ is a term of degree, and the patent’s
only guidance on how to determine whether a substire surface is generally uniform is to
examine how the substructure surfaceesrelative to the restoration surfalkce.at 11-12.

In addition to the claims themsels, Defendants cite the followinggrinsic evidenceto
support their position: '920 Patent col.5 |38}, '920 Patent File Wrapper September 10
Amendment (Defendants’ Ex. B, Dkt. No. 138-3).

Plaintiff replies that while the surface tife wall may follow the contour of the final
restoration in some instancespéed not do so. Dkt. No. 142 at 8.

Plaintiff cites furtherintrinsic evidence to support itosition: '920 Ptent figs.3a, 3b;
'920 Patent File Wrapper September 10 AmeediniDefendants’ Ex. B, Dkt. No. 138-3).

Analysis

The issue in dispute here is whether a “generally uniform outer surface” of a side wall

necessarily follows theontour of the surface of érestoration. It does.
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The Court agrees with the pias that thigerm is expressly defed in the '920 Patent.
The patent provides:
It will be appreciated that the usetbe phrase “generally uniform” to describe
the outer surface of the body of coping 20 of the instant invention refers to the
fact that the outer surface of coping0 generally (other thn protrusion 25)
does not include any significant variatis in contour from those variations
typically found in conventional coping structures which generally follow the
contours of (i.e. are concentric with) ghsurface of the restorations for which
they are sub-structures. Such contours often include various asymmetrical and
irregular shapes that may include both noave and convex patterns in a single
structure Therefore, the generally uniformrgace does not require the surface to
be smooth or even, or of any standardivedymmetrical shape or form. It will
further be appreciated that reference to the outeasaidf the body of coping 20
as being generally uniform is not intked to require a uniform thickness for

coping 20, even though the embodiment of coping 20 shown in FIG. 2 does
include a generally uniform thickness.

'920 Patent col.5 11.36-53 (emphasis added). WhigeGburt agrees with &htiff that under this
definition a “generally uniformbuter surface “can be any simple or complex shape desired, and
which is not necessarily smooth, symmetrical, oumiform thickness,” that does not mean that
every “simple or complex shape desired” is “gely uniform.” Rather, the shape of the outer
surface is irrelevant, provided tloaiter surface (other than the protrusion) generally tracks the
surface of the restoration.
Accordingly, the Court construes “said sideall including a gemally uniform outer
surface” as follows:
e “said side wall including generally uniform outer sta€e” means “said side wall
including an outer stace that, other than the prading support structure, does
not include any significant viations in contour fronthose variations typically
found in conventional coping structuresiethgenerally follow the contours of
(i.e. are concentric with) the surfacetbé restorations for which they are

sub-structures.”
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A-3. “protruding from said outer surface of said side wall”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“protruding from said outer | “protruding (projecting) from| “having a shape that
surface of said side wall” said outer surface of said sidesignificantly varies from the
wall, as an integral portion of contour of the side wall in a
e '920 Patent Claim 1 the infrastructure from which manner that does not

it protrudes, or alternatively,| generally follow the contour
as a separate component thabf the surface of the final

is attached to or otherwise | restoration”

combined with the
infrastructure, and having anyAlternative Construction:
shape including but not ¢ indefinite

limited to bulges, power-
swells, tumors, bumps, blobs
raised protuberances, etc.”

The Parties’ Positions

Plaintiff submits that the '920 Patent defiriee protrusion of the claims. Dkt. No. 128 at
13 (quoting '920 Patent col.6 Il.15-24)laintiff further submits thatwhat it protrudes from, the
“said outer surface of said side wall,” ieadily understood without constructiokal. This,
Plaintiff argues, is evinced by each side’sarporation of “side wall” into the proposed
constructionsld. And, Plaintiff argues, “outer surface” @gars elsewhere in the claim and is
defined in the patent as “the euttontour shape of the copingdd. at 13-14 (citing '920 Patent
col.7 11.3-5). Accordingto Plaintiff, Defendants’ proposedonstruction improperly injects
“significantly varies” and “dog not generally follow the contour of the surface of the final
restoration” limitations into the claim&d. at 14. Plaintiff submits that the patent discloses an
embodiment in which the “support structure” thatpsotruding” generally follows the contour
of the surface of the final restoratidd. (citing '920 Patent @is. 1, 3a, col.7 11.34-36).

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic

evidence to support its positiolmtrinsic evidence '920 Patent figs.13a, col.6 11.15-24, col.7
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[1.3-5, col.7 1.34-36 Extrinsic evidence Merriam Webster's Collegiate Dictionarfi1th ed.
2003) (“protrude”) (Plaintiffs Ex. 4, Dkt. No. 128-4).

Defendants respond that the supmtructure that mtrudes from the side wall must not
generally follow the contours of the restoratsurface else it would not be “protruding.” Dkt.
No. 138 at 12-13. This understanding, according to Defendants, naturally follows the '920
Patent’s definition of what it means for abstructure surface tbe generally uniformld.
Defendants further respond that, during proseaytpatentee explained that certain prior-art
references did not disclose a protruding suppartsire because those references disclosed only
generally uniform surfacedd. at 13. As Defendants argued witbspect to the “generally
uniform” term, they argue that if “protruding$ not defined in reladn to the surface of the
restoration, the “protruding” terrwould render claims indefinitas there would be no way to
determine whether a region of the side-wall stefavas a protrusion orgtia generally uniform
variation.ld. at 14.

In addition to the claims themselsy, Defendants cite the followingtrinsic evidenceto
support their position: '920 Patefigs.3a, 3b, col.4 11.45-46, col.5 11.36—-44, col.7 11.46—-49; '920
Patent File Wrapper September 10 AmendniBetfendants’ Ex. B, Dkt. No. 138-3), May 13,
2009 Office Action (Defendants’ Ex. EDkt. No. 138-6); U.S. Patent 5,342 ,50(excerpts)
(Defendants’ Ex. C, Dkt. No. 138-4); U.S. Patent No. 5,810,69@erpts) (Defendants’ Ex. D,

Dkt. No. 138-5).

® U.S. Patent 5,342,201 to Oden is cited on e fof the '920 Patent. '920 Patent, at [56]
References Cited.

" U.S. Patent No. 5,810,590 to Friedaétis cited on the face oféti920 Patent. '920 Patent, at
[56] References Cited.
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Plaintiff replies that it woul be improper to rely on th®20 Patent’'s definition of
“generally uniform” to define # protrusion as the protrusion“excluded in tle parenthetical”
of the definition. Dkt. No. 142 at 9.

Plaintiff cites furtheiintrinsic evidenceto support its position: '920 Patent fig.3b, col.5
1.39.

Analysis

The issue here is whether the support stru¢pn@ruding from said outer surface of said
side wall” necessarily deviates from the “generalyform” nature of th@uters surface. It does.

The protruding substructure of the claimglefined in the '920 Patent in the context of
the “generally uniform” outer surface. As set foabove, a “generally umfm” outer surface of
the substructure body’s side wgknerally tracks the siace of the restoration. The protruding
substructure is that part of the surface thatsdo& qualify as “generally uniform”—it is that
portion of the side wall’s surface that does naotegally track the restorian surface. As with the
side wall's surface, the shape of the protrusiamréevant so long as it protrudes from the side
wall's outer surface and thereby does not track¢lseoration’s surface. '920 Patent col.5 .36 —
col.6 1.24. Specifically, the patent provides:

the terms “protrusion” and “protruding”@intended to includéout not be limited

to, any convex shape that is not a caleat concentric duplicate shape of the

preparation; any complex amplificatioof shape that is not just a convex

derivative of the shape of the prepasatiany shape having a concave approach

from each side approach to an ametif area of protrusion that can not be

described in simple harmonics, but only complex wave form; any superseding

amplification of form that is not accid&l or rendered for strictly artistic
purpose; any concentric enlargement thatisproportionately distributed toward

the superior (non-apical) portion of ethlong axis of the preparation; any

asymmetrical appendage added to aigie by computer generated pre-made

shape or file added for specific structucahsiderations cfubsequent materials
added to a restorat infrastructure.

Id. at col.51.67 — col.6 |.15.
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Accordingly, the Court construes “protruding fraaid outer surface of said side wall” as

follows:

e ‘“protruding from said outer surface of said side wall” means “having a shape that
extends out from the side wall's outerfage and is not generally uniform with
the surface of the restoration.”

A-4. “veneer”
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“veneer” Plain and ordinary meaning.| “porcelain or ceramic layer
that is [formed over ...]"
e ‘020 Patent Claim 1 Alternative Construction:
e “acoating or over-
structure material”

The Parties’ Positions

Plaintiff submits that “veneer” is well und#ood in the art andoes not need to be
explained to one of ordinary ilkin the art. Dkt. No. 128 at 16. Plairffi further submits that
under the customary meaning of “veneer” in theitis, not limited to “porcelain” or “ceramic,”
as Defendants’ contenttd. And, Plaintiff submits, the '920 Patent specifically states that “the
materials used to manufacture théstructure (as well as the veneer) of the instant invention are
not limited to those described hereifd” (quoting '920 Patent col.B830-33). Finally, Plaintiff
submits that “veneer” was described as an “ovectiire” in the course gfrosecuting the '920
Patentld.

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positioimtrinsic evidence '920 Patent col.8 11.3-33; '920 Patent File

Wrapper July 21, 2008 Interview SummpafPlaintiff's Ex. 5, Dkt. No. 128-5)EXxtrinsic
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evidence Merriam Webster's Collegiate Dictionarfi1th ed. 2003) (“veneer”) (Plaintiff's Ex.
25, Dkt. No. 128-25).

Defendants respond that “vene@r”the '920 Patent is used grio refer to porcelain or
ceramic layers and that “the word ‘coating’ agfgenowhere in the patent.” Dkt. No. 138 at 14—
15. Defendants further respond that during @cosion, the patentee equated “veneer” with
“porcelain veneer.ld. And, Defendants contend, while“@eneer” may be a kind of over-
structure, not all over-structures are vendersat 15. Thus, they conale, construing veneer as
an over-structure would impropeiyoaden the scope of the clairtd.

In addition to the claims themsels, Defendants cite the followimgtrinsic evidenceto
support their position: '920 Patent File Wper December 17, 2008 Amendment (Plaintiff's Ex.
6, Dkt. No. 128-6).

Plaintiff replies to reiterate that a “veneeriay be of a material other than ceramic or
porcelain. Dkt. No. 142 at 9.

Analysis

The primary issue here appears to be wheth@mneer is necessarily limited to “porcelain
or ceramic.” It is not.

To begin, the Court does nosdern a difference between aating” and a “layer” in the
context of a “veneer formed over and contactimg outer surface.” Anthe Court agrees with
Defendants that not every “avstructure” is a veneer.

Not all “veneers” are porcelain or cerami/hile it may be that every exemplary
embodiment of a veneer in the '920 Patenpascelain or ceramic, thatlone is not enough to
limit “veneer” to those material®hillips v. AWH Corp.415 F.3d 1303, 1323 (Fed. Cir. 2005)

(en banc) (“we have expressly rejected the contention that if a patent describes only a single
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embodiment, the claims of the patent mustbestrued as being limited to that embodiment”);
Thorner v. Sony Comput. Entm’'t Am. L1869 F.3d 1362, 1366 (Fed. C2012) (“It is likewise
not enough that the only embodimerdsall of the embodimentspntain a particular limitation.
We do not read limitations from the specificatioto claims; we do not redefine words. Only
the patentee can do that.3RI Int'l v. Matsushita Elec. Corp775 F.2d 1107, 1121 (Fed. Cir.
1985) (en banc) (“The law does not require the issfme. Hence, it does not require that an
applicant describe in his sp&cation every conceivable and possible future embodiment of his
invention.”). Indeed, the patergxpressly allows for other naials: “Further, it will be
appreciated that the materials used to manufattersubstructure (as well as the veneer) of the
instant invention are not limited to thosesdebed herein.” '920 Patent col.8 11.30-33.

The prosecution history statements Defendangsie are disclaimesf all but porcelain
(and ceramic) veneers do not rise to the level sgldimers. The Court perceives an error in the
prosecution-history characterization of thecember 17, 2008 amendments. While the patent
practitioner may have characterizéte amendments as, “the independent claims of the instant
application have been amended to now positivediteghe porcelain veneérat is formed about
the body,” inspection of the actual amendmentsddada contrary conchion. ‘920 Patent File
Wrapper December 17, 2008 Amendment at 4-11, Dkt. No. 128-6 at 4-12. Pending independent
claim 11 was amended to include “a porcelainear about said body” wh the other pending
independent claims (1, 9, 13) were amended to include “a veneer about said body"—no
recitation of “porcelain.’ld. That is, only pending claim 11 wamended as characterized. That
the term “porcelain” was added to claim 11—anud to the other claimsstrongly suggests that
the patentee did not intend to linvieneer to a particular materi@ee Phillips v. AWH Corp

415 F.3d 1303, 1314 (Fed. Cir. 2005) (en banc) (ndhatythe use of the term “steel baffles”
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“strongly implies that the term ‘baffles’ does nioherently mean objectsade of steel”). Given
that the patent clearly states thia¢ veneer may be of materiaiher than what is described in
the patent, '920 Patent col.8 11.30-33, and thatetli®no discernable reason that a restriction to
“porcelain” was meant to overcome prior @uring prosecution, the Court holds that the
characterization of the amendments is eromiseand does not give rise to a disclaintze
Biotec Biologische Naturverpackungen GmbH v. Biocorp, 249 F.3d 1341, 1348 (Fed. Cir.
2001) (*A person of reasonable intelligence would not be misled into relying on the erroneous
statement [in the prosecution history], for itasntrary not only to thglain language of the
claims and the specification, but also to othateshents in the same prosecution document.”).

The Court's understanding of “veneer” cpomts with the customary meaning of
“veneer.” Specifically, the extrinsic evidence édighes that veneers whaterials other than
porcelain or ceramic are used in the Bterriam Webster's Collegiate Dictiona®y387 (11th ed.
2003) (defining veneer, in relevapart, as “a plastic or porcébacoating bondedo the surface
of a cosmetically imperfect éoh”), Dkt. No. 128-25 at 2.

Accordingly, the Court construes “veneer” as follows:

e ‘“veneer’ means “layer of material.”

A-5. “coping”
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“coping” “an intermediate structure | “layer supporting the veneer|
disposed over an abutment or
e ’'920 Patent Claim 5 natural tooth”

The Parties’ Positions

Plaintiff submits that the '920 Patent expiaia “coping” as something designed to fit

over an abutment or a prepaneaortion of a tooth. Dkt. No. 128 4d19. According to Plaintiff,
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Defendants’ proposed construction improperlguiees the “coping” tesupport the veneer and
improperly requires the tping” to be a layerld. Plaintiff submits the patent describes that
which supports the veneer as the prsion which is the “support structurdd. And Plaintiff
submits that it is known in the art that not all copings require a veltkeat 19-20 (citing
Mosby’s Dental Dictionary2004)).

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiolmtrinsic evidence: '920 Patent col.4 11.9-13, col.4 .65 — col.5
.1, col.5 11.26-29, col.7 Il.22-23Extrinsic evidence Mosby’s Dental Dictionary(2004)
(“coping”) (Plaintiff's Ex. 8, Dkt No 128-8).

Defendants respond that “copinig’ described in the '920 Patent as a “layer.” Dkt. No.
138 at 16 (citing '920 Patent col.4 11.9-13). Defemafurther respond that Claim 1 requires the
veneer to contact the outer surface of the sulisteidbody and that Claim 5 requires the
substructure body to comprise a “coping” andréfiore the veneer must be supported by the
coping.ld.

In addition to the claims themsels, Defendants cite the followinggrinsic evidenceto
support their position: '920 Patent col.4 11.9-13, col.5 1.18-19.

Plaintiff replies that while the '920 Patent refers to the coping as a layer in one
embodiment, it refers to the coping as a stracthroughout the specification. Dkt. No. 142 at 3.
Plaintiff further replies that it is the protrusion that supports the veneer and not all surfaces of the
coping support the venedd.

Plaintiff cites furtheiintrinsic evidenceto support its positiori920 Patent col.7 |.66.
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Analysis

The parties dispute whether‘@oping” is a “layer” and whether a “coping” necessarily
supports a veneer. With respect to whether a capiadayer, the Court ¢ermines that a coping
may be used as a layer in tlita designed to cap or cover sdimiag, but a coping alone is not
necessarily a layer. With respect to wheth@oping necessarily supports a veneer, the Court
determines that a coping may be usedstpport a veneer, but a coping alone does not
necessarily suppba veneer.

A “coping” is a covering or gap. Claim 4 of the '920 Pateexpresses that the “coping”
is “adapted to be positi@d over a preparation.” And the pateescribes that the “coping” fits
over other structuresSee, e.g.’920 Patent col.4 1.65-67 (“éhimplant includes abutment
portion 10 over which thin coping0 is fit”). This comports with the customary meaning of the
term in the artMosby’s Dental Dictionary 37 (2004) (defining “coping,h relevant part, as “a
thin metal covering or cap over a prepatedth” and “a casting placed over an implant
abutment”), Dkt. No. 128-8 at 2. That is, a “coping/a structure that iglaced over some other
structure—it is a covering or cap.

The “coping” of Claim 5 doesot necessarily support the veneer. To begin, the Court
agrees with Defendants that Claim 1, anddfae Claim 5, requires\ageneer “formed over and
contacting the outer surface of tside wall” of the substructuteody. The Court also agrees that
Claim 5 requires that the “subgcture body comprises a copindgut that a substructure body
“comprises” a coping does not preclude the subsire body having other features that support
the veneer. Indeed, Claim 1 requires a “suppoucgire” “to provide supporfor said veneer.”
The patent also describes exemplary embodisnantwhich the protrusion is supporting the

veneer.See, e.¢g.'920 Patent, at [57] Absict (the protruding subsitcture “provides a support
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for veneering porcelain”)col.5 11.25-29 (“protrusior25 is located in clas proximity to (right
under in the shown embodiment)stiinigh stress region to provi@decontact region and support
for the veneering porcelain of crown 30”)nd nothing in the extrinsic evidence of record
establishes that a copingaessarily supports a veneer.
Accordingly, the Court constes “coping” as follows:
e “coping” means “covering or cap.”

A-6. “subtracting”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“subtracting” “using an ‘outside-in’ plain and ordinary meaning

approach, deconstructing to|a
e '920 Patent Claim 20 desired shape”

Alternative Construction:
e “deconstructing to a
desired shape”

The Parties’ Positions

Plaintiff submits that “subtraction” is useéd the '920 Patent other than according to its
ordinary meaning. Dkt. No. 128 at 20. SpecifigaPlaintiff contends, “subtracting” in the
context of determining the shape of a substrudtody refers to starting with “the desired shape
for the restoration and then stdaiting away or deconstructifipom that shape to leave the
desired substructure shapdd. (quoting '920 Patet col.8 11.4-8 (Plaitiff's modifications
omitted)). This, according to Plaintiff, is distinitbm a “simple mathematical subtraction” and
the term should be clarified for the julg. at 20-21.

In addition to the claims themselves, Plaintiff cites the followirtgnsic evidence to

support its position: '920 Patent figs.1, 2, 3a, 3b, col.8 I1.4-25.
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Defendants respond that because the “subtracting” is from a shape, there is no risk that a
jury will view it as a simple mathematicallgtraction calculation. Ok No. 138 at 17. Rather,
according to Defendants, the entirety o€ thurrounding claim language makes clear that
“subtracting” refers toubtracting “layers” fronthe final desired shaptl. Defendants object to
Plaintiff’'s proposed construction as failing to clarify the claim scope as it introduces “outside-in”
and “deconstruction”—conceptsathare not readily understodd.

Plaintiff replies that “subtracting” is not lited to removing layers from a shape to get a
smaller version of the shape, but includes remopigjons of a shape to get a smaller, different
shape—i.e., deconstructing to a desired shape. Dkt. No. 142 at 10.

Analysis

It appears that the dispute here is whethabtracting from a final desired shape for the
restoration” necessarily requires removing taydrom the “final desired shape for the
restoration.” It does not.

To begin, the Court does not agree with Defendants implicit assumption that the final
desired shape is comprised of “layers.” Ratheax lélyers of the restoration are determined based
on the desired shape for the restoration. Evéreishape was described mathematically as a sum
of layers, the '920 Patent describes exemplafiwsoe that “embellishes or diminishes certain
key areas . . . to design the final substure shape.” '92®atent col.8 11.19-21see also, idat
col.2 1.60-66 (describing software that allowme to “distort the shape in one/multiple
vanishing points”), col.3 1.25-32 (“the part of thedl [restoration] shape dhis subtracted is
determined to maximize the aesthetppearance of the final resation”), col.6 .25-39 (noting
the aesthetic benefits baving a thicker veneer at the top of the restoration than at the bottom).

Thus, the subtraction is not litred to removing layers, but inades removing points, areas, and
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parts. Importantly, to the extent that Defendants intend their argument to limit the meaning of
“subtracting” to removal of generally uniformi¢kness from the entirety of the shape, it is
unclear how one would account for the protrudsngport structure. “Sulacting” is not limited
to removing layers, it refers to removing portiobs, they layers, parts ddyers, or otherwise,
from the final shape.

That said, Plaintiff's proposed constructidoes not clarify claim spe for the jury. The
term “deconstructing” is no modear than “subtracting.”

Accordingly, the Court constes “subtracting” to mean:

e ‘“subtracting” means “removing portions.”

A-7. Alleged Product-By-Process Claims 15, 16, 19-21

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction

e '920 Patent Claim 15

e '920 Patent Claim 16

e '020 Patent Claim 19 not product-by-process product-by-process

e '020 Patent Claim 20

e ’'920 Patent Claim 21

Because the parties’ arguments and propasedtructions with pect to these terms
are related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits that Defendants have neitlproposed a constiimn for these claims
nor contended that they are indefinite, and tlueesthat there is no claim-construction dispute.
SeeDkt. No. 128 at 21.

Defendants respond that Claims 15, 16, 19, 8@, 21 define the restoration in part by

the process used to manufactthre restoration, and ¢hnefore the claims arproduct-by-process
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claims. Dkt. No. 138 at 17-18. Specifically, Dadants contend that &m 15 defines the
restoration as having substructure with a shape “determined through the use of a software
application” and Claim 20 defines the restoration as one that is “miltkcht 18.

Plaintiff replies that claim construction isot the appropriate vehicle for resolving
whether these claims are product-by-process cladks No. 142 at 10. Plaintiff further replies
that the claims cannot be product-by-processrddias they contain structural limitationkd.

(citing Union Carbide Chemicals & Plastickech. Corp. v. Shell Oil Co308 F.3d 1167 (Fed.
Cir. 2002);Hazani v. U.S. Intern. Trade Comm126 F.3d 1473 (Fed. Cir. 1997)).

Analysis

The issue here is whether Claims 15, 16, 19, 20, and 21 are product-by-process claims.
They are.

Each of Claims 15, 16, 19, 20, and 21 includengation that defines the restoration in
part by a process to produce it. Specificallyai@l 15, and its dependentuhs, require that the
shape of the restoration’s substructure yodts determined through use of a software
application” and Claim 21 requires that the restoration is “milled.” These limitations are not
structural characteristics of thestoration, they are limitations that define the restoration by the
steps taken to form the restoration. Thtise claims are product-by-process clairfigee
SmithKline Beecham Corp. v. Apotex Co#89 F.3d 1312, 1313 (Fed. Cir. 2006) (“A product-
by-process claim is one in whichetiproduct is defined at leastpart in terms of the method or
process by which it is madg§uotation marks omitted)).

Plaintiff posits that a claim to a product that includes purely structural limitations in
addition to reference to process steps by wthiehstructure was formezhnnot be a product-by-

process claim. The Court disagrees. The Féderauit has stated #i a claim to a product
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defined “at least in part” by the procdss making it is a product-by-process clailth. (quoting
Bonito Boats, Inc. v. Thunder Craft Boats, |89 U.S. 141, 158 (1989)). The cases cited by
Plaintiff do not suggest otherwise. For exampleUmon Carbide Chemicals & Plastics Tech.
Corp. v. Shell Oil Cq.the Federal Circuit held a claim svaot a product-by-process claim not
because the claim also included clearly structural limitations, but because the limitation at issue
described a capability of the product—it was “characterizable by an efficiency equation.” 308
F.3d 1167, 1177-79 (Fed. Cir. 2002). The court thestindiuished such language from language
such as “determined from the efficiency etijua’—the “determined from” language denotes a
product defined, at least part, by a process stapstead of by a capabilityd. Likewise,Hazani
v. U.S. Intern. Trade Comm’nejected a product-by-process muetation because the limitation
at issue “read in contexdescribes the product more by itsusture than by the process used to
obtain it,” not because the claim also had ntleearly structural, limitations. 126 F.3d 1473,
1479 (Fed. Cir. 1997).

Accordingly, the Court construes Claird$, 16, 19, 20, and 24s product-by-process
claims.

B. U.S. Patent No. 7,967,606

B-1. “three-dimensional model,” “model,” and “scanning”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“three-dimensional model” / | “a physical object or a
“model” mathematical or graphical
representation of an object” “physical three-dimensional

e ’'606 Patent Claims 1, 12 model”
Alternative Construction:
e ‘“physical or virtual three-

dimensional model”
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Disputed Term Plaintiff's Proposed Defendants’ Proposed

Construction Construction
“scanning” “obtaining data about a plain and ordinary meaning
physical object or
e ’'606 Patent Claim 1 mathematical or graphical

representation of an object”

Alternative Construction:

e “obtaining data about the
model”

Because the parties’ arguments and propesedtructions with igpect to these terms
are related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits that neither “model” nor “scanning,” as thosenseare used in the
claims, are necessarily physical. Dkt. No. 1225kt24. Specifically, Plairfficontends that the
ordinary meaning of “model” encompasses a virtual model, i.e., a “mathematical or graphical
representation[s] of a realenld situation or object.1d. at 21-22 (quotingMicrosoft Computer
Dictionary 344 (5th ed. 2002), Dkt. No. 128-9 at 2). And Plaintiff contethds$ “scanning” a
model encompasses software obtaining data from a virtual niddai.23—24.

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence '606 Patentcol.5 [1.32—38. Extrinsic
evidence Merriam Webster's Collegiate Dictionarfd1th ed. 2003) (“model”) (Plaintiff's Ex.

10, Dkt. No. 128-10)Microsoft Computer Dictionary5th ed. 2002) (“model”) (Plaintiff's Ex.
9, Dkt. No. 128-9); Merriam Webster's Collegiate Dictionaryllth ed. 2003) (“scan”)
(Plaintiff's Ex. 26, Dkt. No. 128-26).

Defendants respond that the only three-dimeradinodel disclosed in the '606 Patent is

a physical model. Dkt. No. 138 at 18-19. Defensldatther respond that the patent describes

that the “instant invention” usegpaysical model and a physical scanner:
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the manufacturing method difie instant inventionbegins with the purchase of
the metal portion of the abutment from a manufacturer. . the metal portion of
the abutment, whicls located in the model, is scanned

Id. at 19—20 (quoting '606 Patent col.4 .67 —8dl5 (emphasis added by Defendants)). And,
Defendants contend, “scanning”—under itdinary meaning—is a physical proceks.at 20.
This, according to Defendants, is evinced bydicgonary definition of scanning: “to examine
systematicallyds by passing a beam of radiation over or throggh order to obtain data esp.
for display or storagescanned the patient’s heart<radar ~s the horizor <~ the photos into
the computer.” Id. (quotingMerriam Webster'€ollegiate Dictionaryl512-13 (11th ed.
2003), Dkt. No. 128-26 at 2—3 (empmadded by Defendants)).

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to suppbtheir position:ntrinsic evidence '606 Patent col.2 11.50-53, col.3 11.25-26,
col.4 1.67 — col.5 |5, col.5 I.9-11Extrinsic evidence Merriam Webster's Collegiate
Dictionary (11th ed. 2003) (“scan”) (HHiff's Ex. 26, Dkt. No. 128-26).

Plaintiff replies that instead of limiting thevention to the description, the patent notes
that “the disclosed embodiment is merely epiary of the principles of the invention, which
may be embodied in various forms.” No. 142 &t 3pecifically, Plaintifitontends, the invention
includes virtual models and scanners—it is Ioited to physical models and scanndds.at
10-11.

Plaintiff cites furtherintrinsic evidence to support itgosition: ‘606 Ptent col.3 1l.17—

29, col.4 11.41-45.
Analysis
The issue in dispute here is whether the “three-dimensional model” and “scanning”

limitations are necessariphysical. They are.
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“Scanning” is described in theatents as a physicatocess and the extrinsic evidence of
record establishes that it & physical process. @his, the Court understands the plain and
ordinary meaning of “scanning,” ithe context of the '606 Pateno refer to a physical process
to collect information about the real world fase on a computer. For example, in describing the
prior-art approach to manufacturing the abutnoamé and the coping, thetpat provides that a
“stone model of the patient’s mouth is prepareanfra master impression,” a lab technician will
then “fit the metal portion of the abutment irttte appropriate implant analog location in the
model,” and “modifies the ceramic portionf[the abutment] by grinding down the factory
sintered Zirconia ceramic piece” to the appraeriahape, and scans the modified abutment
“which is located in the modél’606 Patent col.1 [.53-67. The &tla from the scan” is used to
make the copindd. at col.1 .67 — col.2 1.4. Here, the physical nature of the model and scanning
is clear, for example, from the material oétmodel and abutment (“stone” model, “metal” and
“ceramic” abutment), the method of preparing thodel (from an “impression”), and the method
of shaping the abutment (“grinding”). Th€ourt similarly understands the “model” and
“scanning” of the described embodiments topbgsical. For example, the patent provides an
overview of the process: a “lab technician witl the metal portion of the abutment in the
appropriate location in the model,” “the model wikkthbe scanned” to collect data, and that data
will be used with Storeddata” about the abutment diesign the core and coping. at col.49—

62 (emphasis addedjee also, idat col.4 1.65 — col.5 .21 (sameJlaim 1 (“storing” data about
the abutment, “scanning” the model to acquireadand using the storeahd scanned data to
design the core and copinglhis contrast betweestoreddata and scan data strongly suggest

that the scan data was not already stored imgpater—it is data acquired from the real world
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for use in a computer. “Scanning” is the psx®f acquiring that realorld data—a physical
process.

The Court's understanding of “scanning”ngports with the customary meaning of
“scanning.” Specifically, the extrinsic evidence wdcord establishes that “scanning” is a
physical process. “Scan” is defohén relevant part as: “to exane systematically (as by passing
a beam of radiation over or tugh) in order to obtain data fdisplay or storage <scanned the
patient’s heart> <radar [scsinthe horizon> <[scans] thghotos into the computer>NMerriam
Webster’s Collegiate Dictionar§107—-08 (11th ed. 2003), Dkt. No. 128-26 at 2—3. Notably, this
definition does not refer to manipulating dataotatain data, as is encompassed by Plaintiff’s
advocated understanding of “scanning,” but umifly refers to examining physical objects to
obtain data.

Because the Court determines that “scannia@ physical act andecause the described
three-dimensional models are all physical madile Court determines that the models of the
'606 Patent are physical modeBee Phillips v. AWH Corp415 F.3d 1303, 1316 (Fed. Cir.
2005) (en banc) (“The construction that staysetto the claim langgg and most naturally
aligns with the patent's description of the intien will be, in the enadhe correct construction.”
(quotingRenishaw PLC v. M@oss Societa' per Azigrii58 F.3d 1243, 1250 (Fed. Cir. 1998)).

Accordingly, the Court determines thatémning” has its plain and ordinary meaning,
which does not encompass “obtaining data abauathematical or graphical representation of
an object,” and requires no furtheonstruction. The @urt construes “three-dimensional model”

as follows:

e ‘“three-dimensional model” means “physical three-dimensional model.”
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B-2. “implant abutment insert,” “core,” and “core blank”
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“implant abutment insert” “a reference of known “lower insert portion of a
standard size and shape for| two-piece abutment”
e ’'606 Patent Claim 1 use in design of a core or

abutment and coping”

“core” “the central or foundational | “upper portion of a two-piece
part of a tooth restoration; | abutment”
e ’'606 Patent Claims 1, 12| abutment”

“core blank [material]” “a form for a core component“cylindrical block with an
from which a core of a tooth| axis running through it”
e ’'606 Patent Claim 5 restoration is manufactured”

Because the parties’ arguments and propesedtructions with gpect to these terms
are related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits that the '60Batent expressly contemplat@se-piece abutments in that
it teaches “the material and process allow pieee ceramic/zirconium abutments.” Dkt. No. 128
at 22, 24 (quoting '606 Patent col.2 1.43—-44)airtiff further submits that the “implant
abutment insert” is simply a design refereraogd does not necessarily support the restoration or
serve as a mounting point for the cdre.at 22—23. According to Plaifft the patentee used the
terms “core” and “abutment” interchangeablygrosecution and such use comports with the
ordinary meaning of the ternid. at 25 (citing '606 Patentile Wrapper November 16, 2010
Amendment 9, Dkt. No. 128-11 at 8losby’s Dental Dictionaryi37 (2004), Dkt. No. 128-12 at
2). Plaintiff further contends #t the embodiment of Figures 6a and 6b of the patent show that
the core is milled from a “core blank” and that such a milled product would be the entire
abutmentld. at 24. And, Plaintiff submitghe “core blank” may be ainy shape or dimension,
and specifically is not linted to a cylindrical blockid. at 27—28.
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In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positioimtrinsic evidence: '606 Patent figs.2—5%a, 6b, col.2 11.41-44,
col.5 11.30-38, col.5 1.42 — colK18; '606 Patent File Wrapper November 16, 2010 Amendment
(excerpts) (Plaintiff'€Ex. 11, Dkt. No. 128-11)Extrinsic evidence Mosby’s Dental Dictionary
(2004) (“core”) (Plaintiff's Ex. 12, Dkt No 128-12).

Defendants respond that “implant abutmergem’ refers to the insert piece of the
abutment and that “core” refers to the piece efdbutment that fits over the insert—that is, the
abutment comprises two pieces, the “implant adeuit insert” and the “core.” Dkt. No. 138 at
20-21. Defendants contend that the “instantention” of the '606 Patent, throughout its
prosecution history, is describad including an abutment comgirig two pieces, an insert and a
core.ld. at 21-23. Defendants further contend thglaah meaning of the claim language evinces
that the “core” and “implant abutmeinsert” together form the abutment as it requires the core
to “fit over” the insertld. at 22.

According to Defendants, the only mentiafi a one-piece abutme in the patent
establishes that the patentee did not possesstiaod for making such, and therefore such an
abutment is outside oféhscope of the invention:

The objects of the stant invention are accomplishfdough the use of a system

that includes a two piece abutmestnilar to that described abovanil such
time as the material and process allmme piece ceramic/zirconium abutmeits

Id. at 24 (quoting '606 Patent col.2 Il.41-4émphasis added by Defendants)). Further,
Defendants argue, the embodimentFijures 6a and 6b is thensa “core” that fits over the

insert as elsewhere describedhe patent as it designated thye same item number, 40, in the
description and figuresld. (citing '606 Patent col.5 B5-56). And Defendants argue the
“implant abutment insert” is never described sasiply a reference but, rather, as the lower

portion of the abutmenld. (citing ‘606 Patentigs.2-5, col.5 1.30-38).
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With respect to the “core blank,” Defendants respond that it is distinct from the “block”
from which the coping is milled in Clai 5 and should be construed accordingfy.at 28—29.
Thus, Defendants argue, the “core blank” of the claims should construed as the core blank is
described and depicted—a cylinder watf axis depicted at various anglies.

In addition to the claims themsels, Defendants cite the followimggtrinsic evidenceto
support their positionntrinsic evidence: '606 Patent figs.2-5, 6&p, col.2 11.41-45, col.2 1.54,
col.2 11.56-60, col.3 11.19-21, col.3 11.29-31, col.3 1.33, col.3 11.39-42, col.3 11.59-61, col.3 .66,
col.4 1.67 — col.5 1.6, col.5 1.13, col.5 I.16, é®l.25, col.5 11.30-38, col.5 1.40, col.5 1.52 — col.6
.15; U.S. Patent Application No. 60/543,83®efendants’ Ex. H, Dkt. No. 138-9): U.S. Patent
Application No. 60/566,855(Defendants’ Ex. |, Dkt. No138-10); ‘606 Patent File Wrapper
September 17, 2008 Application (Defendantg’. H, Dkt. No. 138-11), September 24, 2010
Office Action (Defendants’ Ex. K, Dkt. & 138-12), January 4, 2011 Supplemental Amendment
(Defendants’ Ex. L, Dkt. No. 138-13).

Plaintiff replies that the abuonents of Figures 6a and 6beasne-piece abutments. Dkt.
No. 142 at 12 (citing '606 Patent File Wrap@eptember 17, 2008 Drawings at figs.6a, 6b, Dkt.
No. 142-3 at 8). Plaintiff furthrereplies thata related patent appétion recognizes that
abutments may be one piece. “it would be beidfito provide a system for simultaneously
manufacturing a custom dental crown coping and ceramic infcagte (abutment or ceramic

portion of the abutment if two piece)d. (quoting U.S. Patent No. 61/099,386 [0005], Dkt.

® The '606 Patent claims priority to and imporates U.S. Patent Application No. 60/543,038.
'606 Patent, at [60] Related U.8pplication Data, col.1 I.7-14.

° The '606 Patent claims priority to and imporates U.S. Patent Application No. 60/566,855.
'606 Patent, at [60] Related U.8pplication Data, col.1 I.7-14.

10°y.S. Patent Application No. 61/099,566 incorpesathe application that issued as the '606
Patent and purports to be a continuation-in-part of the '606 Patent’s application. U.S. Patent
Application No. 61/099,566 { [00Q1Dkt. No. 142-1 at 3.
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No. 142-1 at 5). Plaintiff further pdies that the core need notdier the insert used for the scan
so long is it “fits over th shape from the stored data” for the indertAnd Plaintiff replies that
the “core blank” is not a blocknd is not necessarily a cylindéd. at 13.

Plaintiff cites furtherintrinsic evidence to support itgosition: ‘606 Peent col.2 11.57—
60; '606 Patent File Wrapper September 17, 2D@8vings (Plaintiff's Ex. 30 Dkt. No. 142-3);
U.S. Patent Application No. 61/099,5@®8aintiff's Ex. 28, Dkt. No. 142-1).

Analysis

There are three issues in dispute with resfmettese terms. First, whether the abutment
of the '606 Patent’s invention is necessarilyva-piece abutment. Second, whether the “implant
abutment insert” is the insert that is actualsed with the implant. Third, whether the “core
blank” is necessarily a cylindricalock. With respect to the firsgsue, the Court determines that
the abutment of the patent’s invention is netessarily a two-piece abutment. With respect to
the second issue, the Codetermines that the “implant abutmiensert” is an insert portion of
an abutment (whether two-pieoe one-piece), and not merelyreference. And with respect to
the third issue, the Court deterragthat the “core blank” is naecessarily a cylindrical block.

The “implant abutment insert” and “core’eatwo portions of an implant abutment. The
'606 Patent refers to abutmentgth two portions, an insert (na) portion and a core (ceramic)
portion.See, e.9. 606 Patent, at [57] Abstract (“A metabrtion (base) of an abutment is located
in a model of a patient's mouth and the modet@nsed. The data from tlsean is then utilized
to manufacture the ceramic portion of the abutnaeak the coping.”), cdl 11.42—46 (noting that
in the prior art “[tlhe ceramic portion of thewment, which is cemented to the metal portion in
the lab prior to constructing the crown coping, simulates a laboratory analog of a prepared tooth

stump base for fabrication of a custom crasaping”), col.2 11.45-48 (“Tk metal insert portion
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of the abutment is a standard piece. Themé portion of the abutment becomes a custom-
made piece, which is manufactured at the same time the coping is manufactured.”). The patent
provides an overview description tife manufacturing process, nefeg to the portions of the
abutment and the role eapbrtion has in the process:

a lab technician will fit the metal portion of the abutment into the appropriate

location in the model. The model will then be scanned. . . . The data from the

scan, along with stored data about the dadath shape of the metal insert to which

the ceramic portion is to be mounted, used to determine and design the
appropriate shape for the ceiiamportion of the abutment.

Id. at col.2 [1.51-60. In a more detailddscription, the patent provides:
Referring to FIG. 2 is a schematictbe method of manufacturing custom crown
copings and infrastructures of the ingtarvention. As is Bown in FIG. 2, the
manufacturing method of the instant intien begins with the purchase of the
metal portion of the abutment from a méaaiurer. The abutment is located in a
model of the patient's mouth and thetaheyortion of the abutment, which is

located in the model, is scanned. The data from the scan is then utilized to
manufacture the ceramic portion of the abutment and the coping.

Id. at col.4 1.65 — col.5 |.6. Thas, the abutments that are ausized according the invention
have two portions, and insgrdrtion and a core portion.

While the customized abutment of thevéntion may comprise two portions, these
portions are not necessarily separate pieces—dbutment is not wessarily a two-piece
abutment. The problem the invention sets forth to solve is stated as follows: “Therefore, it would
be beneficial to provide a system for sltaneously manufacturing a custom dental crown
coping and ceramic infrastructure (abutmanteramic portion of the abutment if two piecto
reduce the amount of labor, time and materidts.’at col.2 11.25-29 (empls&s added). That is,
the problem to be addressed twe invention exist§or abutments that may be—but are not
necessarily—two pieces. In thertext of this problem, the patemtovides certain objectives of

the invention:
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A principal object of the instant invention is to provide a system for
simultaneously or mechanico-sequentiafibricating a custom dental crown
coping and infrastructure (abutment) to reduce the amount of labor, time and
materials. The process is accomplishBdintegrating, sharing and interpreting
stored Cad/Cam digital job informati@md CNC machining programs to achieve
optimized custom milling results.

The objects of the stant invention are accomplishétdough the use of a system
that includes a two piece abutmesitnilar to that described abovantil such
time as the material and process allmme piece ceramic/zirconium abutmeits
The metal insert portion of the abutmént standard piece. The ceramic portion
of the abutment becomes a custom-engiece, which is manufactured at the
same time the coping is manufactured.

'606 Patent col.2 11.33-48 (emphasidded). This does not mean tlia¢ “instant invention” is
limited to two-piece abutments, as Defendants emwht Rather, it means that the invention is
agnostic on the issue of whethee @ibutment is one-piece or tyaece. That is, the invention—
a manufacturing process—will workith a two-piece abutmennhd with a one-piece abutment,
when the one-piece abutment becomes available.

As stated above, the “implaabutment insert” is a portion ah abutment. But the patent
provides that this “inséportion of the abutment is a standipiece” with a “standard shapéd.
at col.2 1.45-59; ee also, idat col.3 11.17-24 (“a custom crown core and custom crown coping
is made for use with aaff-the-shelf lower abutment portion” (epihasis added)). That is, the
insert is not a unigue or custom part—it is stadda&d. All inserts of a particular type are the
same—they have a standard “size and shape€, e.g., idat col.3 11.22-24 (“[iinformation
regarding the size and shape of the off-the-shelfegiece stored in a ddfige or library”). So,
while the patent is clear th#te “implant abutment insert” ia physical portion of an implant
abutment, the Court discerns no reason that sertifitted into the model of a patient’'s mouth
must be the same physical piece thattisnaltely placed in the patient’'s mouth.

Finally, a “core blank” is not Biply a form or a cylindricablock, it is material that has

been pre-formed partially in the shape of a cOlee '606 Patent does nptovide much in the
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way of a description of a “core blank” otherathit is something from which a core can be
milled. '606 Patent col.5 1.52 — col.6 1.15. The exemplary blanks come loaded in a frame at
different angles, with each angle capending to a different implant angld. And the blanks

come in different sizes, each size alsaegponding to a different implant angld. This does

not distinguish a blank from a block, but rather defines how the blanks are fed to the milling
machine for manufacture. The prosecution hysfmovides more guidanc&pecifically, Figure

6a as originally filed denotes the blankgha‘Implant Connection & Emergence pre-milled.”
'606 Patent File Wrapper September 17, 2008 Drgwifig.6a, Dkt. No. 142-3 at 8. From this,

the Court understands that the critical characterddtithe blank it that ithas part of the core
shape pre-formed, it is pre-formed toward the shape of the core.

Accordingly, the Court construes “implant alment insert,” “core,” and “core blank” as

follows:
e ‘“implant abutment insert” means “lowarsert portion of an abutment”;
e “core” means “upper portion of an abutment”; and
e “core blank material” means “material gally formed toward the shape of the
core.”
B-3. “atthe same time”
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“at the same time” “referencing data sets for the “simultaneously and from
core and coping concurrently that same data”
e ’'606 Patent Claim 1 or so close in time as to
appear concurrent” Alternative Construction:
e indefinite
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The Parties’ Positions

Plaintiff submits the '606 Patent describeattthe core and coping are designed “at the
same time” in that they are designed in conjiamc Dkt. No. 128 at 25 (citing '606 Patent col.2
[1.56-62, col.5 11.15-21). This, according to Pk#f, was explainedby the patentee in
prosecution—the core and coping were designemicert rather than designing the coping only
after the core was designed and manufackuas was previously done in the &it.at 25—-26.
Plaintiff contends that this meaning of “at teame time” comports with independent Claims 10
and 11, one of which requires the coping to begiesl after the core, the other requires that the
core design be based on thepimg design, even while theagin from which they depend
requires that design of tleere happen at the same time as design of the cdgdirag.26.

In addition to the claims themselves, Pldirtites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence '606 Patent col.2 11.25-29, col.2 11.33-40,
col.2 1.56-62, col.3 1.46-50, col.5 l.15-21; '6@atent File Wrapper November 16, 2010
Amendment (excerpts) (Plaif's Ex. 11, Dkt. No. 128-11)Extrinsic evidence Merriam
Webster’s Collegiate Dictionarfdl1th ed. 2003) (“concurrent{Plaintiff's Ex. 27, Dkt. No. 128-
27); Merriam Webster’s Collegiate Dictionaifl1th ed. 2003) (“simultaneous”) (Plaintiff's EXx.
23, Dkt. No. 128-23).

Defendants respond that construing “at the same time” to encompass “so close in time as
to appear concurrent” would rdsin an uninformed term of degree and therefore render the
claims indefinite. Dkt. No. 128 at 25-27. Defenddntsher argue that dependent Claims 10 and
11 should not be used to change the meanir@tofhe same time” and that those claims are
invalid because they fall outside of the scope of the claim from which they deégeati26 &

n.7. Specifically, Defendants contend that the @rd coping can’t be designed “at the same
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time,” as required by Claim 1, and also be designed in sequence, as required by Claims 10 and
11.1d. at 26.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to support their positiomtrinsic evidence: '606 Patent File Wrapper November 16,
2010 Amendment (excerpts) (Plaifis Ex. 11, Dkt. No. 128-11)Extrinsic evidence Merriam
Webster’s Collegiate Dictionarfi1th ed. 2003) (“concurrent{Plaintiff's Ex. 27, Dkt. No. 128-

27); Merriam Webster’s Collegiate Dictionamfl1th ed. 2003) (“simultaneous”) (Plaintiff's Ex.
23, Dkt. No. 128-23).

Plaintiff replies thathe claim language is “at the satiree,” not “simultaneously.” Dkt.

No. 142 at 12-13. Plaintiff furthereplies that whéter the components are designed close
enough in time so as to be desidriat the same time” is satisfidxy an objective measure, i.e.,
whether they appear to be concurréat.

Analysis

The issue in dispute distills to whether the same time” means “simultaneously.” It
does not.

In the context of the '606 Patent, design of the core and coping happens “at the same
time” when they are designed in conjunction—hwiit an intervening manufacture of the core.
For instance, the patent describes the priorfgtaach as first using model-scan data to design
and manufacture the core and thigsigning the coping based stan data for the manufactured
core.See, e.9.606 Patent fig.1, cal.11.49—64. The approach of thevention is different in that
the design of the coping is based not on the naaturfed core, but rather on the model-scan data
or the design of the corkd. at fig.2, col.4 1.65 — col.5 |.21.I#&rnatively, the core design can be

based on the coping desidd. at col.6 11.19-34. That is, the dgsiof the coping and the design

a7



of the core occur contemporanelyysvith the design of one inforimg the design of the other or
both being designed from the same data.

The Court’s understanding comports with tlse of “at the same time” in Claims 10 and
11. Claim 10 recites “designing theping to fit over the core once there is designed.” This is
the scenario in which the coping is designed utiegcore design or using same data as used for
the core design. Claim 1laiges “subtracting a thimess of the copingdm the coping shape to
form a shape and orientation of the core.” Tisighe scenario in which the coping design
informs the core design. And tlkeping and cores of these claiar® designed at the same time
in that they are designed without antenvening manufacturingstep—they are designed
contemporaneously.

Accordingly, the Court construést the same time” as follows:

e “at the same time” means “contemaneously and in conjunction.”

B-4. “coping”
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“coping” “a structure disposed over an“substructure layer
abutment which may be the | supporting a crown and
e ’'606 Patent Claims 1, 12| final shape of the tooth covering an abutment”

replacement or may itself be
an intermediate structure to
the final shape”

The Parties’ Positions

Plaintiff submits the '606 Patent teacheattthe coping may be the final shape of the
tooth replacement, and therefore need not sagporown. Dkt. No. 128 at 27 (citing '606 Patent
col.2 11.7-10).

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic

evidence to support its positioimtrinsic evidence: '606 Patent fig.5, col.2 11.7-10, col.3 11.53—
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58; U.S. Patent Application No. 60/543,638Plaintiff's Ex. 13, Dkt. No. 128-13)Extrinsic
evidence Mosby’s Dental Dictionary2004) (“coping”) (Plaintiff's Ex. 8, Dkt No 128-8).

Defendants respond that the “coping” of 686 Patent necessarily supports a crown
because it is understood that ywan the art, it is described that way in the exemplary
embodiments, and it is described that wayhe claims. Dkt. No138 at 27-28. Specifically,
Defendants contend that Clairh% and 12 both require that theping shape depends on, and is
not coextensive wht, the crown shapéd. at 27. This, Defendants arguwinces that a coping is
not a crownld. Defendants contend that the descaptof building up the coping to resemble
the tooth further evinces d@h a coping is not a crownd. at 27-28. That is, the patent’s
description that “the coping is completed, amdlt-up with porcelain to resemble a natural
tooth” indicates that the coping is an interméglstructure on which a veneer crown is budlt.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to support their positioimtrinsic evidence: '606 Patent, at [57] Abstract, figs.4, 5,
col.3 11.55-56, col.5 1.38-51, col.6 I.31-3Extrinsic evidence Mosby’s Dental Dictionary
(2004) (“coping”) (Plaintiff's Ex. 8, Dkt No 128-8).

Plaintiff replies that a coping can functi@s a crown, as recognized in a '606 Patent
priority application: “In the context of theava TM System, a Computer Numeric Control
(CNC) Machine is utilized to manufacture the coping by milling a block to the shape of the
crown.” Dkt. No. 142 at 13 (quoting U.S. Patté\pplication No. 643,038 at 1, Dkt. No. 128-

13 at 3).

1 The '606 Patent claims priority to and imporates U.S. Patent Application No. 60/543,038.
'606 Patent, at [60] Related U.8pplication Data, col.1 I.7-14.
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Analysis

The parties dispute whether the “coping” of t606 Patent necessarily supports a crown.
In the context of the '606 Patenhe “coping” of the claims is ‘@rown coping” and therefore is
meant to support a crown.

The “coping” of the claims of the '606 Patesta “crown coping.” For example, Claim 1
and Claim 12 each recite “a thed of manufacturing custorrown copings.” The abstract
provides the that patent isrécted to a “method of manufadtg custom crown coping.” '606
Patent, at [57] Abstract. And the summary of itmeention provides that §rincipal object of
the instant invention is to prale a system for . . . fabricajrm custom dental crown copindd.
at col.2 11.33-35see alspid. at col.6 .27—-29 (refemng to the “custom deak crown coping . . .
of the instant invention”). The Court understafiden these repeated references to the “crown
coping” that the “coping” of tl claims is a “crown coping.”

As set forth above, the Court understands a “coping” to be a covering or a cap. With that
understanding, a crown coping is a covering or twagupport a crown. The description of a
coping that Plaintiff comnds is a description @bping without a crown igot. In relevant part,
the patent provides that “[o]nce the coping is completed, and built-up with porcelain to resemble
a natural tooth, the entire pie@eoping and abutment) is reaftyr placement in the patient’s
mouth. The crown coping/crown is cemented caotie@ally (like any crown to aooth) to the
installed abutment.” '606 Patent col.2 Il.7-ITZe Court understands the porcelain build up on
the coping is the crown, nathe coping. With this veneerthe coping is the “crown
coping/crown”—it is the combation of coping and crown.

Accordingly, the Court consies “coping” as follows:

e “coping” means “covering or cap to support a crown.”
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C. U.S. Patent No. 8,751,031

C-1. “single master electronic file”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“single master electronic file] “a single collection of data | “exactly one computer file
pertaining to a main or containing all scan and design
e ’'031 Patent Claim 1 critical subject matter for use data for a restoration for use
by a computer program” by a computer program”

Alternative Construction:

e “asingle collection of
data pertaining to
manufacturing
components for a dental
restoration for use by a
computer program”

The Parties’ Positions

Plaintiff submits that a “file” is a collectioof related data, and need not be “exactly one
electronic file.*? Dkt. No. 128 at 29. This, according toaRiiff, is evinced by the ordinary
meaning of “file"—"a collectionof related data records (as f@ computer)’—and by the '031
Patent’s depiction of an exemplary master iiig=igure 9 as containing multiple data séds.
(citing Merriam Webster's Collegiate Dictionad67 (11th ed. 2003), Dkt. No. 128-14 at 2; '606
Patent fig.9). Plaintiff submits that the termirnige” was inserted into the claim in order to
distinguish a prior-art approach that used mldtgtigital models to produce a single component.
Id. at 29-30. Plaintiff further submits that the madilerneed not include “all scan and design
data” because the patent discloses thatikhenay be created byeans other than a scdd. at

30 (citing ‘031 Patent col.4 11.64—66).

12 Defendants originally proposed that “single reastlectronic file” beconstrued as “exactly
one electronic file containing all scan andsige data for a singleestoration for use by a
computer program.” Exhibit A to Joint Claino@struction and Prehearing Statement 6, Dkt. No.
111-1 at 6.

51



In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence: ‘031 Patent fig.9, d@8 11.38—-42, col.4 11.64—

66, col.5 II.1-6; '031 Patent File Wrapper December 3, 2013 Amendment — RCE (Plaintiff’'s EX.
16, Dkt. No. 128-16)Extrinsic evidence Merriam Webster's Collegiate Dictionarfi1th ed.
2003) (“file”) (Plaintiff's Ex. 14, Dkt. No. 128-14Microsoft Computer Dictionary5th ed.
2002) (“file”) (Plaintiff's Ex. 15, Dkt. No. 128-15).

Defendants respond that the '6B&tent’s prosecution histogstablishes that the “single
master electronic file” is extlg one file. Dkt. No. 138 at 30—38pecifically, Defendants argue,
the word “single” was added to the claimsprosecution in order tdistinguish the “single
master electronic file” from the “multipldigital models” of a prior-art referencll. at 30-31.
Defendants further respond that thetent describes the contentstloé master file: “the master
file includes scan data regandithe operative archnd preparation area, as well as the software
generated (virtual) final external shape of th&tamtion(s) to fit ovethe preparation area(s).”

Id. at 32 (quoting '031 Patent col.8 11.48-53 (Defendant’'s modifications omitted)). And,
Defendants argue, the “other datag tRlaintiff argues may be in tiheaster file is also described

in the patent as “scan data”: “a 3D scan, or otligital, electronic or virtual input of information
relating to the real condition of the a patient's mo(ith. scanning a patient's mouth,
impression taken from the mouth, or a modelrsiructed from an impresion taken from the
mouth).” 1d. at 32 (quoting '031 Patenbl.4 1.64 — col.5 .1 (emplsés added by Defendants)).

In addition to the claims themsels, Defendants cite the followinggrinsic evidenceto
support their position: ‘031 Pateotl.3 11.38—-42, col.4 11.64—-66, c@ 11.48-53; '031 Patent File

Wrapper June 29, 2012 Amendment (DefendalBis’ M, Dkt. No. 138-14), October 18, 2012
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Office Action (Defendants’ Ex. N, Dkt. No. 138-15), December 3, 2013 Amendment — RCE
(Plaintiff's Ex. 16, Dkt. No. 128-16).

Plaintiff replies that “single nsder electronic” file should beonstrued to give effect to
“master.” Dkt. No. 142 at 14. This, according to Piffintneans that the maatfile “controls the
operation of” separatdata collectionsld. Plaintiff further replies tat the ‘031 Patent describes
that the master file includes scan data, it does not require the master file to include “all” scan
data.ld.

Plaintiff cites further intrinsic and é&xsic evidence to support its positiolmtrinsic
evidence '031 Patent fig.11, col.8 .48&xtrinsic evidence Merriam Webster's Collegiate
Dictionary (11th ed. 2003) (“master”) (Plaintiff's Ex. 29, Dkt. No. 142-2).

Analysis

There are two issues in dispute: First,etffer the “single master electronic file” is
exactly one file. Second, whether this file @n$ “all” the scan and design data for a
restoration. With respect to the first issue, the Court determines thatrtke ‘imaster electronic
file” is one electronicife. With respect to the second isstlee Court determines that the while
this master file directs manufacturing efforts, what it includes is set forth in the claims: “a virtual
model including a final externahape of a virtual ideal toothplacement of a restoration for a
patient.”

The master file is the filased to manufacture componeriisr example, the '031 Patent
explains that the “master file... may be utilized to desigmy component . . . of the dental
restoration.” ‘031 Patent fig.9, col.8 1.34-39. The patent further explaais‘tte master file
may be utilized to make any of tetemponents . . . of the restoratioid’ at col.8 11.48-64. But

the patent also explains that “completed defilga are saved for manufacture . . . the data in the
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stored digital/electronidiles are accessed and utilized . . . to aid in the design and/or
manufacture of ‘companion’ ofcollateral’ components.”ld. at col.18 [1.51-56 (emphasis
added)see also, idat col.6 11.3—7 (“Information regardirthe size and shape of the off-the-shelf
pieces are stored in a data file or libragcessed by a milling machine (such as a DCS milling
machine) or otherwise accessegad of the CAD process (i.ey the central control system).”),
col.11 11.19-21 (referring to the “library of shapes and sizes that will be utilized in designing
components through the instanvéntion”), col.13 11.17-20 (“The custom ceramic portion of the
abutment 40 will be designed to have predeined minimum dimensions 42 (stored in
library).”). The Court understands this to metimat while the data may exist in multiple
computer files (e.g., in a library), the single neadile coordinates or directs any design or
manufacture based on the da&ee id at col.7 1.66-67 (“The inventive system provides an
automated CAD/CAM dental manufacturing systemt treates a virtual placement tooth file
thatdirectssubsequent deconstructive comporaagign.” (emphasis added)).

The prosecution history does ribittate Defendants’ proposéekactly one computer file
containing all scan and design data.” In digtiishing a prior-art reference (“Schmitt”), the
patentee argued that

Schmitt fails to disclose single master file that isitilized to manufacture two

or more components of a single arficial tooth of a dental restoration in the

manner currently claimed by the ApplitarTo the contrary, Schmitt utilizes

multiple digital modelsto_produce a single componenithe “substructure”).

Moreover, the component of Schmittrist an artificial tooth, it does not replace

the tooth structure at all. Instead, the component of Schmitt is a substructure to

support an artificial toditeeth that is manufactured separately from the
substructure.

'031 File Wrapper December 3, 2013 AmendmeRIGE at 8, Dkt. No. 128-16 at 9 (emphasis in
original). Thus, the patentee tiigjuished its claimed invention from the prior art in that the

prior art “utilizes multiple digitamodels to produce a single compotighat is not an artificial
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tooth, but rather is the struceuto support to support antificial tooth (o teeth). The patentee
characterized the prior{areference in three relevant wayk (1) “utilizes multiple digital
models,” (2) “to produce a single componer(8) that is “not arartificial tooth.” See alsp’031
File Wrapper December 3, 2013 Amendment — RCE at 8 (amended claim), Dkt. No. 128-16 at 6.
It is unclear how these characations pertain to how data i®std. Indeed, how the prior-art’s
model data is stored is not memted in the patentee’s remarks. Thus not clear that “a single
master electronic file including a virtual model” is distinct from “multigigital models” in the
way the Defendants contend. Simply, the prosecthistory cited by Defendants does not give
rise to a disclaimer of any way of storing maéacturing data other than “exactly one computer
file containing all scan and design datdM Innovative Props. Co. v. Tredegar Cqrp25 F.3d
1315, 1325 (Fed. Cir. 2013) (“in order for prosecutiigclaimer to attdt, the disavowal must
be both clear and unmistakable”).

Finally, the extrinsic evidence establishes tlaat,relevant here, aglectronic file is a
collection of related reeds treated as a unit by computer applicatiorSee, e.g.Merriam
Webster's Collegiate Dictionarg67 (11th ed. 2003) (defining “fifein relevant part, as “a
collection of related data records (as for a computaind “a complete collection of data (as text
or a program) treated by a computer as a umpit s purposes of input and output”), Dkt. No.
128-14 at 2Microsoft Computer Dictionarg11 (5th ed. 2002) (definirtile,” in relevant part,
as “[a] complete, named collection of infornuatj such as a program, as set of data used by a
program, or a user-created document”), Dkt. No. 128-15 at 2.

Accordingly, the Court construes “sieginaster electronic file” as follows:

e “single master electronic file” meansfigie complete collection of data treated

by a computer as a unit thatelits component manufacture.”
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C-2. ‘*virtual ideal tooth repla cement of a restoration”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“virtual ideal tooth “a mathematical or graphical indefinite

replacement of a restoration| representation of a conceptipn
of a tooth, for a crown,
e ’031 Patent Claim 1 bridge, partial denture, or
complete denture, that
restores or replaces lost tooth
structure”

The Parties’ Positions

Plaintiff submits that “ideal” is used hert® denote that theooth replacement is
conceptual, not actual. Dkt. No. 128 at 31-32. Spedifi, Plaintiff contends, “ideal” is not used
to denote that the tooth replacemen‘perfect” but rather that is the product oflesign process
that is based on approximations and preferendes.

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence '031 Patent co8 1.50, col.15 11.17-20,
col.16 11.11-14, col.16 1.24—-34,01.16 11.63—64, col.18 |I.25-2FXxtrinsic evidence Merriam
Webster’'s Collegiate Dictionargllth ed. 2003) (“ideal”) (Piatiff's Ex. 17, Dkt. No. 128-17);
Mosby’s Dental Dictionary2004) (“restoration”) (Platiff's Ex. 18, Dkt No 128-18).

Defendants respond that whether a tooth replaceiméideal” is subjective and the 031
Patent does not provide guidanae to what constitutes “ide” Dkt. No. 138 at 33. Thus,
Defendants conclude, the term renders the claims indefiditénd, according to Defendants,
redefining “ideal” as “acceptable” does not ctine indefiniteness problem as “acceptable” is
also subjectiveld. Defendants further respond that intetimg “ideal” to mean any conception
of a tooth would make “ideal” mere surplusagehe phrase “virtual ideal tooth replacement.”

Id. Defendants also argue thelaintiffs proposed constrtion improperly broadens the
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“restoration” of the patent to @ude dentures and needlessly rewrites “virtual” as “mathematical
or graphical representatiorid. at 33—-34.

In addition to the claims themselves, Defendants cite the following intrinsic and extrinsic
evidence to support their positiolmtrinsic evidence '031 Patent col.18 1I.25-2%xtrinsic
evidence Giordano Dect? {1 22, 25, 29-30 (Dkt. No. 138-1 at 6-8).

Plaintiff replies that the “ideal” tooth regtement is one that the restoration designer
conceives as appropriate for th@ecific patient based on thattiipat’s data. Dkt. No. 142 at 14—
15. And, Plaintiff contends, “an ‘ideal’ conceptioha tooth replacement for one [designer] may
differ from another [designer’s] conception for that tooth replacemiehtat 15.

Plaintiff cites furtherintrinsic evidence to support itgosition: ‘031 P&ent col.5 11.30—

38.

Analysis

There are two issues in dispute: First, valeet“ideal” in the claims is an uninformed
subjective measure that renders the claimsfimite Second, whether éstoration” should be
broadly construed to include dergar With respect to the first issue, the Court determines that
“ideal” here is used to denote that the tomplacement is conceptual, and not physical. With
respect to the second issue, the Court fitidg under its plain and ordinary meaning, a
“restoration” includes dentures and the '031telA& uses the term aading to its plain and
ordinary meaning.

The patent contemplates using the inventionvieualizethe final external shape of the

restoration” regardless of thesteration. ‘031 Patent col.15 .66col.16 .4 (emphasis added).

13 Declaration of Dr. Russel A. Giordano |I.
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For example, the patent describes using amgary embodiment to visualize the final shape
for a restoration, “whether a single tooth isnigereplaced, multiple teleta bridge, etc.”:
In a preferred embodiment of the softeiathe models are die-cut and ditched
prior to scanning (as is shown in FIG.t@)identify all individual restorations to
be designed and manufactured for thygerative arch. Nevertheless, in one
preferred embodiment, although die-cut atitthed prior toscanning, all the
pieces are scanned in a single process and are individually identified by the
software. Identification ofhe operative arch, the pamed teeth and the opposing
arch are obtained by the software as design inp@pending upon the
restoration being designed (i.e. whether a single tooth is being replaced,
multiple teeth, a bridge, etc.), the fs@are may utilize one or more tooth

libraries that are selected automaticgllby the software or manually by the
operator to be used to visualize thedi external shape of the restoration.

'031 Patent col.15 .58 — col.164(emphasis added). The visuation aid extends to operator
interaction with the modeled resabion to change the restorationnmre closely align with what
the operator conceivesee, e.g.id. at col.16 .59 — col.17.2 (“Should fully parametric
modeling of the coping fail to produce an accelgtabsult the software will provide tools for
manual editing of the coping shape.That is, the operator concesvef the rest@tion he wants
and uses the system to create the model ofdbateption—to create \drtual representation
(model) of the conceivestoration (ideal).

The Court’s understanding ofdgal” comports with the extrsic evidence, which allows
that “ideal” refers to “mentaimages, ideas, or conceptiondderriam Webster's Collegiate
Dictionary 616 (11th ed. 2003), Dkt. No. 128-17 at ZdAit more naturally aligns with the
description of the invention than Defendantsbposed definition of “ideal” as “perfectSee
Phillips v. AWH Corp.415 F.3d 1303, 1316 (Fed. Cir. 2005) tamc) (“The construction that
stays true to the claim languagad most naturally aligns wittihhe patent’s description of the
invention will be, in the end, & correct construction.” (quotinenishaw PLC v. Marposs
Societa' per Azionil58 F.3d 1243, 1250 (Fed. Cir. 1998)). On this issue, the Court finds that

Defendants’ expert is not crediblee states but ignores the exsimevidence that “ideal” refers
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to “mental images, ideas, or conceptions”—whichrigon comports with the disclosure of the
'031 Patent—and focuses on an extrinsic debnitof “ideal” as “a standard of perfection,
beauty, or excellence”™—which finds no support i@ gatent. Specifically, wie the patent states
the invention is to help visualize the restayat(i.e. form mental imags of—conceptualize—the
restoration), there is no relevamention of even the conceptd “perfection, beauty, or

excellence” in the patent.

Given the patent’s open-ended list of applicaklgorations, “a single tooth . . ., multiple
teeth, a bridge, etc.,” the patent has not narrdwesdorations” to specific restorations. The term
takes on its plain and ordinarngeaning, which includes denturédosby’s Dental Dictionary
549 (2004) (“restoration”), Dkt. No. 128-18 at 2.

Accordingly, the Court determines that Defemidahave failed to prove that any claim is
rendered indefinite by the terfideal” and construes “virtualdeal tooth replacement of a
restoration” as follows:

e ‘“virtual ideal tooth replaceent of a restoration” means “virtual representation of
a conceived tooth replacemt of a restoration.”

C-3. ‘*utilizing said master file to manufacture”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“utilizing said master file to | Plain and ordinary meaning | “creating one or more output
manufacture” of “utilizing” and files readable by a CAM
“manufacture.” machine from said single
e ’'031 Patent Claim 1 master electronic file to
Alternative Construction: manufacture”
e “making use of said
master file to make the
components”

59



The Parties’ Positions

Plaintiff submits that other than “said mastiée,” which is the subject of a separate
dispute, “utilizing said mastdile to manufacture” consists oérms the meanings of which are
clear without construction, namge‘utilizing” and “manufacture’. Dkt. No. 128 at 32. Plaintiff
further submits that the '031 &t allows manufacture usingettmaster filewithout creating
one or more output files readable by a CAMamnine as it teaches that “a single software
application may control both the CAD and CAdocesses” and that “any CAM machine or
other manufacturing process . . . may be utilizéd."at 32—33 (quoting031 Patent col.9 I.7—
10, col.9 1.39-47).

In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence '031 Patent co@ I11.7-10, col.9 11.39-47.
Extrinsic evidence Merriam Webster's Collegiate Dictionaryllth ed. 2003) (“utilize”)
(Plaintiff's Ex. 19,Dkt. No. 128-19)Merriam Webster's Collegiate Dictionafil1th ed. 2003)
(“manufacture”) (Plaintiff' sex. 20, Dkt. No. 128-20).

Defendants respond that the omgy the '031 Patent describesing the master file to
manufacture is by creating CAM files and the migishould be limited to that embodiment. Dkt.
No. 138 at 34 (citing '031 Patentlé1.65 — col.9 I.1). Further, Defendants contend, the patent
describes the use of CAM as a teatof the “instant inventionId. at 34-35 (citing ‘031 Patent
col.5 I1.3-5).

In addition to the claims themsels, Defendants cite the followinggrinsic evidenceto

support their position: ‘031 Patent coll.8-5, col.8 .65 — col.9 1.1, col.9 1.46-47.
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Plaintiff replies the '031 Rant provides that “any CAM athine or other manufacturing
process . . . may be utilized” and therefore the patent is not limited to CAM machines. Dkt. No.
142 at 15 (quoting '0O3Patent col.9 11.39-47).

Plaintiff cites furtherintrinsic evidence to support itgosition: ‘031 Ptent col.4 11.15—
21.

Analysis

The issue here is whether “utilizing said master file to manufacture” necessarily entails
producing one or more files for a CAM machine. It does not.

The '031 Patent specifically lists example$ manufactures #t do not use CAM
machines:

The manufacturing facility shown in FIG0 includes CAM machines capable of

manufacturing abutments, temporaryowns, Cores (copings/infrastructures),

crown molds (in the embodiment shown, maihel female portions of a two-piece

mold), and ultimately crowns. In the bodiment shown, the crowns must be

pressed using the two-piece crown dwolThus, it will be necessary to

manufacture the crown molds prior pressing the crowrveneer. All other
components may be manufactured in amyeoror simultaneously. In a preferred
embodiment, the CAM machines of FIG.10 utilize a continuous production
system as is described inSJ.application Ser. No. 11/023,990evertheless, it

will be appreciated that any CAM machénor other manufacturing process now

known or hereinafter developed may heilized without departing from the

spirit and scope of the instant inventiofzor example, pieces may be injection

molded, milled, built-up, sintered, welded, etc.

'031 Patent col.9 11.26-47 (emphasidded). That is, the patentpeessly contemplates injection

molding, milling, building up, sintering, and wehgdj as alternatives to using a CAM machine.
Such a disclosure is inconsistent with itimg to the claims to a CAM machine based on
statements regarding the “instant inventioB€eAbsolute Software, Inc. v. Stealth Signal, ,Inc.

659 F.3d 1121, 1136 (Fed. Cir. 2011) (“we have found that use of the phrase ‘present invention’

or ‘this invention’ is not always [] limiting, sucis where the references to a certain limitation as
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being the ‘invention’ are not uniform, or wieeother portions of theatrinsic evidence do not
support applying the limitation tihe entire patent”).

Accordingly, the Court rejects Defendanggbposed “creating one or more output files
readable by a CAM machine from said singlestaa electronic file” limitation and determines
that “utilizing said master file to manufacturkas its plain and ordima meaning without the
need for further construction.

C-4. *“coordinated, sequential, simultareous or partly simultaneous
and partly sequential, manner”

Disputed Term Plaintiff's Proposed Construction Defendants’
Proposed
Construction
“coordinated, plain and ordinary meaning indefinite
sequential,
simultaneous or | Alternative Construction:
partly e “one or more of four processes for
simultaneous manufacturing, namely: 1) a coordinated manrjer;
and partly or 2) a sequential manner; or 3) a simultaneous
sequential, manner; or 4) a partly simultaneous and partly
manner” sequential manner;
e ’'031 Patent wherein the terms ‘coondated,” ‘sequential,’
Claim 1 ‘simultaneous,’ ‘partly simultaneous’ and ‘partly
sequential’ each have a plain and ordinary
meaning”

The Parties’ Positions

Plaintiff submits this term is already clear and would not beneifih ftonstruction. Dkt.
No. 128 at 33. Plaintiff further submits that tte#m defines a manner ofanufacture that is
distinct from the prior-artapproach in which one componte (implant abutment) was
manufactured, modified, andécanned before a second component (coping) could be

manufacturedld. at 33—34 (citing ‘031 Rant col.3 11.26-31).
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In addition to the claims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence '031 Patent figs.10, 10a, col.3 11.26-31,
col.4 1.15-21, col.7 1.61-64, c@.l1.48-55, col.9 11.23-25, col.9.28-35; U.S. Patent No.
7,445,44%" col.3 11.18-26 Extrinsic evidence Merriam Webster's Collegiate Dictionaii1th
ed. 2003) (“coordinate”) (Plaiiff’'s Ex. 21, Dkt. No. 128-21)Merriam Webster's Collegiate
Dictionary (11th ed. 2003) (“sequential”) Igntiff's Ex. 22, Dkt. No. 128-22);Merriam
Webster’'s Collegiate Dictionargl1th ed. 2003) (“simultaneous”) (Plaintiff's Ex. 23, Dkt. No.
128-23);Merriam Webster’'s Collegiate DictionaiiL1th ed. 2003) (“partly (Plaintiff's Ex. 24,

Dkt. No. 128-24).

Defendants respond that there are two possittégpretations of this phrase, and that
there is no way to select baten them—so the phrasanders claims indefinite . Dkt. No. 138 at
35. Specifically, Defendants contend that the phiaauld mean: (1) “acordinated, sequential,
simultaneous manner [or] a partly simultaneond partly sequential, maer” or, as Plaintiff
proposes, (2) “a coordinated manner; [] a sequemizaner; [] a simultaneous manner; or [] a
partly simultaneous and gy sequential mannerld. at 35-36 (modifications by the Court).

Plaintiff replies that there is only one readaleainterpretation of ik phrase as it makes
no sense for the manufacture to be bottusatial and simultaneous. Dkt. No. 142 at 10.

Analysis

The only issue in dispute is whether the té¥as more than one reasonable interpretation.
It does not.

The Court agrees with Plaintiffiat an interpretation of this term that requires the manner

of manufacture to be botsequential” and “simultaeous” is unreasonable.

4 The '031 Patent claims priority to and incorpesathe application thassued as U.S. Patent
No. 7,445,449. '031 Patent, at [63] Relat&&. Application Data, col.1 11.8-21.
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Accordingly, the Court construes “in a cdorated, sequential, multaneous or partly
simultaneous and partly sequential, manner” as follows:
e “in a coordinated, sequential, simultaneous or partly simultaneous and partly
sequential, manner” means‘a coordinated manner, ansequential manner, in a
simultaneous manner, or in a partly simultaneous and partly sequential manner.”

C-5. “end-stage materials”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“end-stage materials” “materials that do not require “materials that do not require
material-altering post- material-altering post-
e ’'031 Patent Claim 1 production processes or production processes or
transformation” transformation, such as

factory sintered and HIP’'d
blocks or rods of zirconia or
medical grade pure titanium’

The Parties’ Positions

Plaintiff submits the '031 Patent teachesttii'end stage’ materials” are materials
“requiring no post production material proseg or transformation.” Dkt. No. 128 at 35
(quoting '031 Patent col.5 11.47-49). Plaintiff argues that Defendantgiosed exemplary list of
such materials threatens to improperly limit ttlaims and contradictthe patent’s express
teaching that the material may be “any otheitable end stage material now known or later
discovered.’ld. (quoting '031 Patertol.5 [1.51-52).

In addition to the claims themselves, Plaintiff cites the followirtgnsic evidence to
support its position: ‘031 Patent col.4 11.49-50, col.5 1.47-52.

Defendants respond that the parties agyeethe construction except for the list of

examples in Defendants’ proposed constructiod that the Plaintiff daenot disagree that the
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items of the list are in fact drstage materials. Dkt. No. 138 2. Defendants contend that the
list of examples will assist the jurid.

In addition to the claims themsels, Defendants cite the followimggtrinsic evidenceto
support their position: '031 Patent col.1 11.45-47, col.2 11.60-63, col.4 11.48-50, col.5 1.47-52,
col.511.61-62.

Plaintiff replies that the examplesiwot help the jury. Dkt. No. 142 at 16.

Analysis

The parties dispute whether an exemplaryodisend-stage materials” in the construction
of “end-stage materials” is helpful to a jury. The Court determines that such a list will likely not
be helpful to a jury and declinesitelude such in the construction.

The '031 Patent definéend-stage materials”:

As discussed with respect to the prior atifting the ceramic pieces in the green
stage is much easier to accomplish than cutting once the pieces have been
sintered. Nevertheless, the sintering pssaéself is an additional time consuming
step that is required when working wigineen stage pieces and the shrinkage of
organic shapes such as dental restonatioccurs in a ndinear manner that is
difficult, if not impossible, to quangfin any accurate ahreliable equations.
Therefore, in the instant invention the pieces are milled ffemd stage”
materials (requiring no post production material processing or transformation)
such as factory sintered and HIP'd bl&s or rods of ziconium or medical

grade pure titanium or any other swble end stage material now known or
later discovered)Cutting of the factorgintered block is slower than cutting from

a green stage blocks; however the additional sintering step is eliminated. The use
of a factory sintered and HIP'd block®ypides additional advantages over the use

of a greenware block, such as allowinggkx pieces to be milled from a single
block or rod (i.e. full arches versus siagirowns or bridges)n one preferred
embodiment, as is discussed above, any &l crown and bridge Cores, and/or
companion and collateral components are made only femigh-stage” materials

that do not require material-altering pogtroduction processes, such as factory
sintered HIP'd (Heat and Isostatic Pressure)

'031 Patent col.5 1.39-63 (empdia added). That is, “end-stagnaterials” are defined as

“materials that do not require material-alteripgst-production processeor transformation.”
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The parties agree. This lexicography govern® parties disagree whether to include examples
from the description in the construction.

The Court declines to include examplesnir the description in the construction.
Importantly, Defendants’ proposed construction orfatsy other suitable end stage material now
known or later discovered.” Includirthis example in the list esseily converts the list to “any
suitable material,” which adds nothing to the ¢omdion. Excluding it fronthe list threatens to
improperly limit the term beyond the expressfil@on. On whole, the Court finds that
Defendants’ truncated list of examples is improper and the full listashpbes is unhelpful.

Accordingly, the Court construes ‘@&stage materials” as follows:

e ‘“end-stage materials” means “materialattdo not require narial-altering post-
production processes or transformation.”

C-6. “collateral component”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“collateral component” plain and ordinary meaning | “peripheral piece, such as a
mold, that is used to make &
e ’'031 Patent Claim 2 Alternative Construction: final piece that mates together
e ‘“peripheral piece” with other components of a
restoration”

The Parties’ Positions

Plaintiff submits that the '031 Patent perssly defines “collateral components” as
“peripheral pieces.” Dkt. No. 128 at 36 (og '031 Patent col.4 11.39-50, col.18 11.51-63).
Plaintiff objects to Defendantgroposed “such as a mold” language, arguing that it threatens to
improperly limit the claims and it excludes otleemplary collateral coponents listed in the

patent, such as “provisionatrylic splints/temporariesld. (quoting 031 Patent col.18 11.51-62).
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In addition to the claims themselves, Plaintiff cites the followirgnsic evidence to
support its position: ‘031 Patent col.4 11.39-50, col.18 |.51-63.

Defendants respond that while the '031 Pasedéfinition of a “collateral component”
includes “peripheral piece” the defion further requires that the component is “used to make a
final piece that mates together with othempmnents of a restoration.” Dkt. No. 138 at 36—37
(quoting '031 Patent col.4 11.43-45). And, Defentdacontend, the exemplary language “such as
a mold” is part of the patent’s definition obllateral component, but isot essential to the
construction so long as the constiion expresses that the compuonis “used to make a final
piece that mates together witthet components of a restoratioid” at 37.

In addition to the claims themsels, Defendants cite the followimggtrinsic evidenceto
support their position: ‘031 Patent col.4 11.43-45, col.18 11.63-67.

Plaintiff replies that the example will nadtelp the jury and that the “collateral
component” is not limited to one “that is usedmake a final piece that mates together with
other components of agt@ration” as the ‘031 Patent debes that a collateral component may
mate with components other than a restoratiokt. No. 142 at 16 (citing '031 Patent col.18
11.51-63).

Analysis

The parties dispute whether a collateral pisceecessarily “used to make a final piece
that mates together with other cpoments of a restation.” It is.

The '031 Patent definésollateral component”:

In all software embodiments discussaubve, completed design files are saved

for manufacture. In a preferred embodiment, the data in the stored

digital/electronic files are acssed and utilized by the fsware application to aid

in the design and/or manufacture of figeanion” or “collateal” components,

such as implant abutments (made from ditga regarding the inside of the crown
Core), provisional acrylic splints/temporaries (made from data regarding the
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whole final restoration/tooth shape), Caneerlays (made from data regarding the
exterior of the crown Core), super-moltsform first stage ceramics on Cores,
simultaneous abutments to fit under Comether digital/graptu driven services,
etc. As used herein companion components refer to components that mate
together with each other, whitellateral components refer to peripheral pieces,
such as molds, that are used to makefinal piece that mates together with
other components of a restoration

'031 Patent col.18 11.51-67. Thisexicography governs.

Accordingly, the Court construésollateral component” as follows:

e ‘“collateral component” means “peripheraépe, such as a mold, that is used to
make a final piece that mates togethéhwther components of a restoration.”

V. CONCLUSION

The Court adopts the constructions above tfee disputed and agreed terms of the
Asserted Patents. Furthermore, the parties sheadire that all testimony that relates to the
terms addressed in this Order is constrainethbyCourt’s reasoning. However, in the presence
of the jury the parties should not expresslynoplicitly refer to each other’s claim construction
positions and should not expressly refer to anytigorof this Order that is not an actual
construction adopted by the Court. The referenoethe claim construction process should be
limited to informing the jury of theonstructions adopd by the Court.

SIGNED this 17th day of October, 2016.

oy S. QM_;__

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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