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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
IRIS CONNEX LLC,
Plaintiff,
CaseNo. 2:15ev-1909JRG
V.

ACER AMERICA CORRP et al,

Defendants

MEMORANDUM OPINION AND ORDER

Before the Court arenotionsto dismiss pursuant to Fed. R. Civ. P. 12(b)(6) filed by
Defendarg Dell Inc. (Dkt. No. 13Case No02:15-cv-1915), Huawei Device USA, Inc. (Dkt. No.
37, Case No. 2:1%6v-1909), Sony Mobile Communications (USA), Inc. (Dkt. No. 40), Acer
America Corp. (Dkt. No. 44), Panasonic Corporation of North America (Dkt. No. 51), Sharp
Electronics Corp. (Dkt. No. 52), HTC America Inc., (Dkt. No. 53), BlackBerry Corporékt.
No. 57), HewlettiPackard Company (Dkt. No. 72), Toshiba America Information Systems, Inc.
(Dkt. No. 75), Microsoft Corporation (Dkt. No. 78), Apple Inc. (Dkt. No. 81), Lenovo (United
States)inc. and Motorola Mobility LLC (Dkt. No. 82)and Fujitsu America, Inc. (Dkt. No. 84)
(the “Motions to Dismissfiled by the “Moving Defendants!’)

For the reasons stated below, pursuant to Federal Rule of Civil Procedur¢HEX{a) rt
converts these ations into motions for summary judgment under Federal Rule of Civil Procedure
56,GRANTS such motions for summary judgment and as a rad3L3iMISSES all claims against

all defendant®VITH PREJUDICE .

L All citations to record aréo Case No. 2:15:¢2909 unless otherwise stated.

Dockets.Justia.com


https://dockets.justia.com/docket/texas/txedce/2:2015cv01915/164589/
https://docs.justia.com/cases/federal/district-courts/texas/txedce/2:2015cv01915/164589/21/
https://dockets.justia.com/

Background

Plaintiff Iris Connex, LLC(*Iris ConneX) is aTexas limited liability companwith its
principal placeof businessllegedly locatecat 211 East Tyler Street, Suite 680 Longview,
Texas.(Dkt. No. 1 at § B but seeDkt. No. 17,Case No2:15cv-1915) (arguing that physical
inspection of Iris Connex purported office showsisitnot there, and never has been there
Plaintiff is the owner by assignment of United States Paten6N@.7,950(“the '950 Patent”)
entitled ‘Multifunctional portable telephorie(Dkt. No. 1at 19.)

Iris Connexalleges that the Defendarntgringe Claim 1 of the’'950 Patent by making,
using, selling, or offering for sale various smartphones and tablets cogtaifiontfacing and
rearfacing camera Claim 1 of the '950 patent reads:

A personal communicatioregtice, comprising:

a display for displaying data and video signals;

a loudspeaker for generating an audible signal;

a microphone for receiving an audio signal,

a keypad for entering data;

a telecommunications interface for receiving and transmitting irgftbom; and

an internal multi-position and multi-function reading head for producing an image
signal when in a first position using a first lensing and for reading for in@geersion using a
second lensing when in a second position.

(Dkt. No. X1 at 23 (disputed phrase is emphasizddintiff also assert®efendantsdevices

infringe dependent claims 2, 16, 19, 24 angtBatcertainaccused smartphones infringe Claim

22;and that certain accused devices that include fingerprint recognizingserisoge Claim 35.
1. Technology

The '950 Patent relates wpersonal communication device that includes a number of
elements, such as “an internal mygasition and multfunction reading head for producing an

image signal when in a first position using a first lensing and for reading &gyeirmonversion
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using a second lensing when in a second position.” '950 Patent at ABsftaetspecification
states that “[t]he present invention, known as the ‘Multiphone’ is a 4fiomlttional hand held
portable device, which provides a fully igtated video teleconferencing, data entry, and image
capture systemfd. at 1:8-11.Figure 1A of the '950 Patent illustrates an exemplary embodiment

of the “Multiphone.”
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Id. at Figure 1A. The specification states that the device includes “a reading,Headxample a
camera or infraed optical reading head (e.g. laser diode), suitable for capturing data and/or
images . . . .1d. at 5:3840. The specification further states that “[tlhe reading head is preferably
interchangeable through the use oflip-on enclosure 99, to allow the use of different types of

reading heads.ld. at 5:4244. The specification adds that “[a]n adjustment thumbwheel 3,

2 The Abstract of the '950 Paxtprovides asollows:

A personal communication device includes a display for displaying datavided signals; a
loudspeaker for generating an audible signal; a microphone foriregaiv audio signal; a keypad
for entering data; a telecommunications interfaceeceiving and transmitting information; and an
internal multiposition and multfunction reading head for producing an image signal when in a
first position using a first lensing and for reading for image cormerssing a second lensing when
in a seond position.
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connected to the clipn enclosure 99 by suitable means (e.g. a gearbox), allows the reading head
to be adjusted to various working positionsl”at 5:44-47.

The '950 Patent resulted from PCT International Application PCT/CA97/00029, which
was filed on January 17, 1997. The relevant timeline and sequence of events in the prosecution of

the '950 Patent follws:

Date Event Exhibit(s) Reference Term

January 17, Original PCT International Dkt. Nos. 217-3 | Original PCT

1997 Application for patent & 217-4 Application
PCT/CA97/00029 filed

July 17, 1997 | PCT Written Opinion of Dkt. No. 217-5 | PCT Written
International Preliminary Opinion

ExaminingAuthority
April 27,1998 | PCT International Preliminary | Dkt. No. 217-6 | PCT Prelimnary
Examination Report Exam Report

July 16, 1998 | Application enters national stag Dkt. No. 217-7
at the USPTO under 35 U.S.C.

8371
July 16, 1998 | Preliminary Amendment of Dkt. No. 217-8 | Preliminary
applicant filed with the USPTO Amendment
October 27, Office Action, Non¥Final Dkt. Nos. 217-9 | Non-Final
1999 Rejection & 217-10 Rejection
April 26, 2000 | Amendment in Response to Dkt. No. 217-11 | Responsive
Non-Final Office Action Amendment
July 14, 2000 | Notice of Allowance from Dkt. Nos. 217-12 Notice of
USPTO & 217-13 Allowance
January 23, Issuance date of the '950 Paten Dkt. No. 217-2

2001

The specification and figures of the OrigiCT Application are similar to those in the
'950 Patent. The Original PCT Application contained 29 clainhsdependent claim 1 of the

Original PCT Application recites “a camera reading sensor on a rofgtisoafor sensing images

% The ‘950 Patent claims priority to Great Britain provisional patent egijipin 9600804, dated January 17, 1996.
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in various positionsallowing interactive communation.” (Dkt. No. 217-3 at 3.

As indicted in the PCT Written Opinion and the PCT Original Exam Report, tge@lri
PCT Application was rejected. (Dkt. No. 2h7t 2; Dkt. No. 216 at 3).The reason for rejection
was “Nonestablishment of opinion with regard to novelty, inventive step and industrial
applicability.” (d.) The examiner found that Great Britain publication GB 2289558¥I€ka” or
the “Wilska Reference”) disclosed a hand hefdt comprising a camera reading sensor for
sensing images allowing interactive communication. (Dkt. No-22&¥5-7; Dkt. No. 2176 at 7~
9). The examiner further found that a skilled person, seeind\tihaka was disadvantageous due
to the camera reauty sensor having a fixed viewing position, would combiviégska with a
reference identified as #R06 141 306.I¢.). The examiner stated that the second reference
disclosed an audio visual data entry unit with a camera reading sensor on a rqiatainédl.)

The examination of the application then moved to the USPTO, with the patentee
submitting a Preliminary Amendment that canceled clain2® bf the Original PCT Application
and added claims 300. (Dkt. No. 2177 at 2; Dkt. No. 218 at 7). Claims30-70 in the
Preliminary Amendment correspond to claims4l of the '950 Patent.Claim 30 of the
Preliminary Amendment is identical to claim 1 of the '950 Patent, except forstheléanent. The
last element of claim 30 of the Preliminary Amendmenit@sc‘an internal adjustable reading
head for producing an image signal.” (Dkt. No. 217-8 at 2.)

In response to the Preliminary Amendment, the USPTO issued -&iNainRejection.

(Dkt. No. 2179; Dkt. No. 21710). The examiner rejected the claims undedS®& 8103 as being

* Unless otherwise indicated, all citations to documents filed with the Couxs #te ECFdocket anchage number
assigned by the Cadts filing system.

® For instance, claim 30 of the Preliminary Amendment can be compared to adéatire?950 Patent, claim 31 of the
Preliminary Amendment can be compared to claim 2 of the '950 Patenp and s
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unpatentable ovaWilska in view of U.S. Patent 5,436,654 (“Boyd” or the “Boyd Reference”).
(Dkt. No. 217-10 at 2). The examiner found that Boyd disclosed a lens tilt mechaneswidenp
conferencing unit. (Dkt. No. 2170 at 3).In reonse to the Nokinal Rejection, the patentee
amended the last element of claim 30 as follows:

an internal [adjustable] mulposition and multfunction reading head for producing an

image signal when in a first position using a first lensing and fatingafor image

conversion using a second lensing when in a second position.
(Dkt. No. 21711 at 3).In the Responsive Amendmetite patentee argued that “all of those cited
references appeafsic] to lack such a reading head having multiple functionsl” §t 5-6).
Specifically, with respect té/il ska and Boyd, the patentee argued that “[n]eNligska et al. nor
Boyd et al. have a reading head that is both spalsitional and multfunctional. Moreover, since
Wilska et al. and Boyd et al. lack a mydasitional and multfunctional reading head, they
necessarily lack the recited ‘first lensing’ and ‘second lensinigl."af 6).

In response to the amendments, the examiner allowed thesc(®kt. No. 21712 at 26).
The examiner did not provide any details and only stated that “the prior arhdbésach a
personal communication device recited in the independent claims 30Id. at"3.) Claims 3670

in the Responsive Amendmentmeeenumbered as-41, respectively, in the '950 Patend.(at

2)
2. Procedural History

On March 8, 2016, Dell filed a motion to dismibe Complaintunder Federal Rules of
Civil Procedure 12(b)(6) and 12(b)(3) (Dkt. NIB, Case No.3-cv-1915). In its motion, Dell
argues thathte Complaint does not explain hawe accused Dell product$ablets with a

front-facing camera and a refacing camerd could infringe a claim directed to a personal



communication device having“anulti-postion and multifunction reading headith first and
second positiorisas claimed in the '950 Patentccording to Dell, not only are such allegations
unclear—little more than a “formulaic recitation of the elements of a cause of actiantating
dismissal undetgbal and Twombly—but the allegation of infringement is also implausible
Under the plain language of this claim, Dell contendstti@tmulti-position . . . reading head” must
be capable of being oriented into “a first position” and “a second pqgsiéind that“a front-facing
camera” and “a redmacing camera” could not comprise a singukeading head capable of being
oriented into a first and second positioBetweenApril 4, 2016 andApril 25, 2016, the other
Moving Defendants filed similar motions under Federal Rule of Civil Procedure(&R(bach
urging dismissal of the Complaint on similar implausibility grouhds.

Plaintiff contends that the “muidposition and multfunction reading head. .” limitation
as described in Claim 1 is met by a unified “Camera” system in each of the Accusedt$rod
(See, e.g Dkt. No. 1231 at 8-9). The frontfacing camera of each “Camera” system constitutes
the first lensing position of the claimed reading head the reafacing camera of each “Camera”
system constitutes the second lensing position of the claim; ofrveisa. According to
Plairtiff's infringement theory, such system is “muttosition” becauseusing the software, the
user can toggle between these two lensings and positions. (Dkt. No. 21714t) Thus, it is
Plaintiff's contention thaboth cameras in the Accused Products, along with the user interface and

the software controlling the user interfacemprises the claimed “reading hea(SeeDkt. No.

® NeitherDefendants TCT Mobile, In@and TCTMobile (US) Inc. (“TCT Mobile”) Samsung Electronics America,
Inc. (“Samsung”) nor LGElectronics U.SA., Inc. movedto dismiss the Complaint under 12(b)(6J.CT Mobile has
joined in the supplemental summary judgment briefing, Dkt. Nos. 234 andS=EDKt. No. 240). On Agust 1,
2016, Samsungmoved for judgment on the pleadings under Federal Rule of Civil Procedurejdifijey in and
adopting arguments made in the Motions to Dismiss. Samsung alst jjoithee supplemental summary judgment
briefing, Dkt. Nos. 234 and42. Defendant LG Electronics U.S.A., Incand ASUS Computer Internatiorjained
Defendants Lenovo Inc. and Motorola L1sCMotion toDismiss. GeeDkt. Nos. 90,110)
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241 at 10 (“Iris Connex accuses the Accused Producttyding the camera system as a
‘multi-position and multfunction reading head [cameravith at least two lensirgy. . . . It does
not accuse a ‘front camera’ or a ‘rear cameggarately.”) To the extensuch“Camera” system
does not literally meet the claim limitation, Plaintiff argues it infringeseuride doctrine of
equivalents.$eeDkt. No. 233 at 3-5.)

Through the process of conducting an early review of these Motions to Didrei€urt
became aware that the Motions to Disntiseed on the construction of the last element of Claim
1 of the '950 patent. Accordingly,on May 25, 2016,the Courtsua sponteentered an Order
setting an early claim construction in this case on July 20, [#@itéd to disputed terms from the
last element of Claim 1 of the '950 pate(ikt. No. 176) SeeWordcheck Tech, LLC Wlt-N
Techs., Ltd.No. 6:10CV-457, 2012 WL 975725, at *2 (E.D. Tex. Jan. 11, 2QdR)ning that a
“mini-Markmari is appropriate early in a case where “construction of a very narrow set of terms
could resolve the case as to most, if not all, pafiiedniloc USA, Inc. v. Inmagine Cord-LC,

No. 6:12CV-93-LED, 2013 WL 3871360, at *5 (E.D. Tex. July 24, 20¢3)he Court utilizes the
mini-Markmanproceeding to address terms that, if construed, are case disptsitiVee Court
nextordered the partie® med-andconfer and jointly submit a list of proposed terms in need of
construction. (Dkt. No. 176.Yhe Court considered the partigsint submission andrdered
that the following terms in the last element of Claim 1 be briefed and arfguedaim
construction “a[ ] . . . multiposition . . . reading head” and “an internal mptisition and

multi-function reading head.” (Dkt. No. 180.) OnJuly 20, 2016, the Couconductedan early

" The Court required the Defendants to comply Patent Local R8lar®l 34 by June 16, 2016. The rule requires
accused infringers to produce “[s]ource code, specifications, schenfédiw charts, artwork, formulas, or other
documentation sufficidrio show the operation of any aspects or elements of an Accused Ins#litsnelantified by
the patent claimant in its P. R.18c) chart.” Gee, e.g.Dkt. Nos. 194, 195, 196, 198, 199, 200, 201, 206.)
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and targetedlaim construction hearing to determine the proper constructite afisputederms.
During briefing for the Motions to Dismiss andarly claim constructionthe parties
submittedvarious materials outside the pleadings. The Caleemedthese materialso be
helpful and relevant to the issues before the Codrherefore, pursuant to Fed. R. Civ. P. 12(d),
the Court converted the Motions Dismissinto motions for summary judgment under Rule 56,
see Trinity Marine Prods., Inc. v. United Stat@$2 F.3d 481, 487 (5th Cir. 2016), and gave notice
to the parties of the samagthe claim construction hearing(SeeDkt. No. 231 at 71:622.) The
Court instructed the parties to submit materials that would be relevant to suchimiienand
ordered the parties to subntiite materials theyeachconsidered to be releviato the motion
accompanied by ten page brielby August 8, 2016(See id.at 72:722; Dkt. No. 229.) The
Court later allowed the parties to file seven pages to respond to issues raised by #iegoppo

parties by August 29, 2016deDkt. No. 238.).

[l Discussion

“An infringement analysis entails two step$e first step is determining the meaning and
scope of the patent claims asserted to be infringed. The second step is compariogetie pr
construed claims to the device accused of infringiMatkman v. Westview Instruments, |r&2

F.3d 967, 976 (Fed. Cir. 1995) (citations omitted).

1. Claim Construction

The rarties disputefocuses on thmeaning and scope ahephraséan the '950 Pateritan
internal multiposition and multfunction reading heatl For the reasorstated belowhe Court
finds that the phras&n internal multi -position and multi-function reading head” should be

construed to mearfa single internal multi-function reading head that is physically
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moveable.”

a. Claim Construction Standards

“It is a ‘bedrock principleof patent law that ‘the claims of a patent define the invention to
which the patentee is gthed the right to exclude.’Phillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d1111, 1115 (Fed. Cir. 2004))o determine the meaning of the claims, courts start by
consdering the intrinsic evidenc8ee idat 1313, C.R. Bard, Inc. v. U.S. Surgical Coyf388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Sws., Inc. v. Covad Commc’ns Group, 262 F.8
1258, 1267 (Fed. Cir. 2001)he intrinsic evidence includes the claims themselves, the
specification, and the prosecution hist@ge Phillips415 F.3d at 1314;.R. Bard, Inc.388 F.3d
at 861.Courtsgive claim terms their ordinary and accustomed meaning as understood by one of
ordinary skill in the art at the time of the invention in the context of the entiretpakalfips, 415
F.3d at 1312—13Alloc, Inc. v. Int'l Trade Comm’ 8342 F.3d 1361, 1368 (Fed. Cir. 2003).

The claims themselves provide substantial guidance in determining the meéning o
particular claim termshillips, 415 F.3d at 1314. First, a term’s context in the asserted claim can
be very instructiveld. Other asserted or unassdrtéaims can also aid in determining the claim’s
meaning because claim terms are typically used consistently throughout tre. fht
Differences among the claim terms can also assist in understanding a termilsgmiearkor
example, when a dependetdim adds a limitation to an independent claim, it is presumed that the
independent claim does not include the limitatiodnat 1314-15.

“The foundation of judicial claim construction is theritten desription’ in the

specification.”Fenner Invs.Ltd. v. Cellco P'ship778 F.3d 1320, 1323 (Fed. Cir. 2015Jhus,
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“claims ‘must be read in view of the specificatiocof which they are a part.’l[d. (quoting
Markman v. Westview Instruments, |nfs2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)). “[T]he
specifcation ‘is always highly relevant to the claim construction analySsually, it is
dispositive; it is the single best guide te tmeaning of a disputed termlt. (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199@)gleflex, Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. C2002).This is true because a patentee may define his own
terms, give a claim term a different meaning than the term would otherwiseg@ss#isclaim or
disavow the claim scopePhillips, 415 F.3d at 1316. In these situations, the inventor’s
lexicography governdd. The specification may also resolve ambiguous claim terms “where the
ordinary and accustomed meaning of the words used in the claims lack suffeigptclpermit
the scope of the claim to be asta@ned from the words aloneTeleflex, InG.299 F.3d at 1325.
But, “[a]lthough the specification may aid the court in interpreting the mganfidisputed claim
language, particular embodiments and examples appearing in the spenificHtioot generby
be read into the claims.Comark Commc’ns, Inc. v. Harris Cord.56 F.3d 1182, 1187 (Fed. Cir.
1998) (quotingConstant v. Advanced MiciDevices, InG.848 F.2d 1560, 1571 (Fed. Cir. 1988));
see also Phillips415 F.3d at 1323. The prosecution history is another tool to supply the proper
context for claim construction because a patent applicant may also defineia prosecuting the
patentHome Diagnostics, Inc., v. Lifescan, In881 F.3d 1352, 1356 (Fed. Cir. 20@4As in the
case of the specification, a patent applicant may define a term in prosecuting.d) paten

Although extrinsic evidence can be useful, it is “less significant than thesitrecord in
determining the legally operative meaning of cldemguage.” Phillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a court

understand the underlying technology and the manner in which one skilled in the art might use
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claim terms, but technitdictionaries and treatises may provide definitions that are too broad or
may not be indicative of how the term is used in the pdtkrdat 1318. Similarly, expert testimony
may aid a court in understanding the underlying technology and determinirgatieular
meaning of a term in the pertinent field, but an expert’s conclusory, unsupportecassestio a
term’s definition are entirely unhelpful to a coud. Generally, extrinsic evidence is “less reliable

than the patent and its prosecutiortdmg in determining how to read claim termkd’”

b. The Parties’ Positions

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“an internall “an internal multiposition and “a multi-function reading
multi-position and multi-function reading head with at leg head that is physicall
multi-function two lensings, wherein such reading h¢ moveable within th device”
reading head may comprise one or more cameras,
wherein “camera” should be read within th€o the extent “reading head”
context of ‘an internal muHposition and is construed: “a

multi-function canera’ and otherwise hasmulti-function reading hea
its plain and ordinary meaning within tl that is physically moveabl
context in which it is used, and which is natithin the device; where the
limited to merely the lens(es) nor to merelyeading head” has a single
the lens(es) and image sensor.” sensor.”

The parties dispute whethitrerecited “reading head” must be “physically moveable,” as
Defendants proposer only needs to be “capable of being oriented in different directions,” as
Plaintiff proposes. The parties also dispute whether the “reading head” canéer‘omore
cameras,” as Plaintiff proposes, or if it is limited to a “singlessehas Defendantsrppose. The
parties ado dispute whether a “camera” should‘lmited to merely the lens(es)” or “to merely
the lens(es) and image sensor.”

Plaintiff argues that the recited “mufibsition and multfunction reading head/camera
with at least two lensingsnust be construed as a whole and in context. (Dkt. No. 217 at 27.)

Plaintiff contends that the actual words of the last limitation of claim 1 are commoarendt
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difficult to understand, particularly in light of claim 2 identifying the readirgd a “a camera.”
(Id.) Plaintiff submits that the disputed phrase should be given its plain and ordinary meaning, with
the added clarification that the “mufipsition and multfunctionreading head” must have at least
two lensings.I.)

Additionally, Plaintiff contends that Defendants are trying to insert a “physically
movealte” limitation and ardrying to impose that the “reading head” has “a single senddr at(
28.) Plaintiff agues that there are many types of “cameras” that exist, and that the words that
describe the characteristics of the camera provide critical context and give lifeeanthg. Id.)
Plaintiff further argues that extrinsic evidence illustrates @fatamera means more than just a
lens or just a lens and image sensor, andatltamera” can have multiple lensings and/or multiple
sensors.I¢l. at 29) €iting Dkt. No. 217-16 through Dkt. No. 217329

Plaintiff also argues thatuire 3A and Figure @emonstree that a number of elements are
required to meet the claim limitation of being “mwgbsition and multfunction.” (Dkt. No.at
29-32.) According to Plaintiff, the “mulpositon and multfunction reading head [camera]” with
at least two lensings is nggnonymous with the “camera 2” identified in the specificatitzh.at
33.) Plaintiff contends that “camera 2" does not include several additional components that
embodiments of the reading head/canmatst haveo be “multiposition” and “multifunction.
(Id. at 32.) Plaintiff further argues that the claims are clear that the “gehdad” of claim 1 may
include a rotational pivot (claim 5), a rotational reflective mirror (claim 7), a lmgitce (claim 8),
and/or a shroud for the light source (claijp @hich are not included as part of “camera 2” in
Figure 6. [d. at 33.)

In response t@efendantsproposedphysically moveable” construction, Plaintiff argues

that the words “physical” and “physically” do not appear in the '950 Patent, and thaotthe w
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“moveable” only appears in the text of claims 40 and Kil). Plaintiff further argues that there is
nothing in the claims, the specification, the file history, or any extrinsic reséddai(1) requires
“multi-position” to mean “physically moveable within the device;” (Rgat requires the
“multi-position and multfunction reading head/camera” to be “phgdlie moveable within the
device; or (3) that limits the reading head/camera to something that is “physically moveable
within the device.” Id.) According to Plaintiff, theportion of the specification thadiscusses
multiple positions focuses only on the orientation of the reading head with resges{personal
communication device itselfld. at 34) (citing '950 Patent at 3:40:9).

Plaintiff also argues that the when the applicant intended to limit the claim to a déhice
a “rotational pivot” that was “physically moveable within the device,” he knewtbam® so. (Dkt.
No. 217 at 34.) Plaintiff contends that independent claim 1 of the @H&ET Application
contained a limitation identifying “a camera reading sensor on a rotational fpiveensing
images in various positions allowing interactive communicatidd.) Plaintiff argues that the
“rotational pivot” language was eliminated when the applicant filed his Prelinhkraendment,
with the express purpose of “ensur[ing] that the Applicant claims the subjget toavhich it is
entitled.” (d.) Plaintiff contends that claim 1 of the '950 Patent includes no “rotational pivot”
limitation, but instead, requires a “mgttosition and multifunction reading head [camera]” with at
least two lensingsid.)

In response tdefendants’proposed‘single sensor” requirement, Plaintiff argues that
there is nothing in the claims, the specificatithe file history, or any extrinsic evidence that
requires the “reading head” to have “a single sensor,” or limits the “reading leebd¥ihg “a
single sensor.”l(l. at 35.) Plaintiff contends that because the “rqudisition and multfunction

reading head [camera]’ is requiredtiave two lensingsa reasonable embodiment of claim 1
14



would have different sensors associated with the different lensldgsPlaintiff further argues
that Defendants’ proposed “single sensor” limitation also runs contrary asthielished rulef
claim constructiorthat “a” means “one or more.Id; at 35-36.) Plaintiff contends that there is no
disclaimer, prosecution history estoppel, or “clear intent” in the '950 Patent ta departhis
established ruleld. at 36.)

Defendants respond that the claim language at issue necessarily requirakitpesition
reading head to be able to move between at least two positions within the device o([21419 st
8.) According to Defendants, the “mufiosition” reading head must be capable of being in a “first
position” at one point in time (“when in a first position”) and of being in a “secondiqusat
another point in time (“when in a second positioniy).)(Defendants argue that the reading head
must be physically moveable in order to be in different positions at different poimsel (d.)

Defendants also argue that Plaintiff ignores the claim language andofaléer any
contrary construction ahe term“multi-position.” (d. at 5.) According to Defendants,aiitiff
argues that a reading head can be a “smal$ition” reading head even if that reading heacdhot
move from a “first position” to a “second positionlti(at 8.) Defendants contend that Plaintiff
focuses primarily on what the claimaycover €.g, “may include one or more cameras” and “is
not limited to merely the lens(es) nor to merely the lens(es) and image $efidordt 89.)
Defendants argue that the dispute properly before the Court is whether thepwsitlon”
reading head must be neable. [d. at 9.)

Defendants further argue that the specification is consistent with the plaimmézat an
internal “multiposition” reading head must be able to be in two different positions at different
points in time. id.) According to Defendantshe patent discloses that the “mydasition” reading

head must be physically moveable inside the deMidg.(€iting '950 Patent at 1:1334, 5:38-40,
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5:42-47, 3:2840, 3:4247). Defendants contend that none of the embodiments describe a
stationary mlii-directional reading head with multiple sensors, as Plaintiff proposes. (Dkt. No.
219 at 10.) Defendants further argue that the remainder of the specification deaaribes
embodiment where the “reading head 2” is embodied in “camera 2,” such as an “on chip camera,”
which is contained within clhon enclosure 99Id. at 10) (citing '950 Patent at 7:324, 7:5161,
7:62-8:3, 10:35-38, 10:49-56, 14:5-9, Figure 6).

Defendants further contend that Figure 6 of the '950 Patent illustrates thef tygaeling
head configuration that is recited in claim 1. (Dkt. No. 219 at 11) (citing '95hPat 10:3648).
Defendants argue that Figure 6 shows the mapalsition reading head housed within the -dip
enclosure. (Dkt. No. 219 at 11) According to Defendantsihii-position reading head in this
embodiment (camera 2) can rotate into three different positions correspondingetadlifferent
lensings (93, 94, and 95)d()

Defendants further argue that the file history confirms the plain meaning aflahm
language. Id. at 1213) (citing Dkt. Nos. 21-B, 21710, 21714, 21715, 21711). According to
Defendants, the prosecution history indicates that claim 1 requires an ingachaly head that is
not merely “adjustable.” (Dkt. No. 219 at 13) (citing Dkt.7215 at 3:3467, 4:1-31, Figure 7).
Defendants argue that the claimed reading head must be physically movehatetsan perform
one function “when in a first position” and perform another function “when in a second position.”
(Dkt. No. 219 at 13.)

Defendants also argueathclaims 5, 7, and 37 all recispecific reading head structures
that further limit the reading head in claim 1 to a particular type of physical mougideat 14.)
Defendants contend that claims 10 and 11 similarly require the device ofldiaifurther include

specific types of structures for moving the reading heddd. (
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Regarding Plaintiff’'s construction for “reading head,” Defendants eatpat Plaintiff
attempts to relefine the “reading head” to include “at least two lenses’asul triesto define a
“camera” as “not limited to merely the lens(es) nor to merely the lens(es) and enage’s(d.)
Defendants contend that claim 1 recites lensings as being used by the headibgt not as part
of the reading headld;) Defendants further argue that the specification discloses that thegeadi
head €.g, camera 2) moves relative to the lenskies at 15 (citing '950 Patent at 10:4%4, Figure
6).) Defendants contend that the dependent claims confirm that the reading headetaiixe to
the lensings. (Dkt. No. 219 at 15 (citing '950 Patent at claims 6 andl#fendants also argue
that Plaintiff's construction would render the dependent claims nonsensical. (Dkt. Nd.1819 a
(citing '950 Patent at claims 5, 6, and 37)

Regarding Plaintiff’'s “one or more cameras” proposal, Defendants contanithéhclaim
requires a reading head that can perform one function when in a first position, andfancttcer
when in a second position. (Dkt. No. 219 at 16.) Aceggdo Defendants, a first camera fixed in a
first position and a second camera fixed in a second position, do not meet theseestsjrand
thus directly contradict the claim languagkl.)( Defendants argue that the Federal Cirbais
consistently hel that where singular and plural claim elements “are defined in relation to each
other,” then the recitation of “a” component related to multiple separate rdkemdimited to a
single, unitary componentd( (citing Abtox, Inc. v. Exitron, Corp122 F.3d 1019, 10224 (Fed.

Cir. 1997) (as amended, 131 F.3d 1009)).)

Defendants also argue that in order for a rudsition and multfunction reading head
(e.g, a camera as recited in claim 2) to meet the recited positions limitation it does notteuffice
have two cameras, each able to perform one of the functions when in just the one corresponding

position. (Dkt. No. 219 at 17.) Defendants further contend that dependent claim 2 spkatfie
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this “reading heads a camera,” not that the reading head “may comprise one or more cameras.”
(Id. at 1718.) Defendants argue the requirements of claim 1 cannot be satisfied by one camera
fixed in a first position and another camera fixed in a second posittbrat(18.) Defendants
further argue that Plaintif construction would also “render the claims invalid for lack of written
description.” (d.) Defendants contend that the specification does not describe or contemplate that
a single “reading head” can contain more than one sensor for performingitheddimitations.
(Id. (citing '950 Patent at 5:38-44, 10:33-58, Figure 6.)

Regarding Plaintiff's reliance on extrinsic evidence, Defendants angtéhe bulk of this
evidence addresses different types of cameras and is irrelevant to the meaniadiaj tread.”
(Dkt. No. 219 at 18.) Defendants also argue that it is black letter law that the “claims may not be
construed with reference to the accused devidée.”at 19) Wilson Sporting Goods Co. v.
Hillerich & Bradsby Co, 442 F.3d 1322, 13381 (Fed. @. 2006)). According to Defendants, the
Court should disregard Plaintiff's references to the accused products and sfemilBleentiff's
proposal to define “reading head” in terms of a “camera.” (Dkt. No. 219 at 19.)

Defendants further argue that t@eurt should disregard Plaintiff's cited Wikipedia entries
and articles as irrelevant hearsay because they were published far afteetbkitvention [d.)
Defendants contend that use of Wikipedia is particularly problematic betasismieliable ad
potentially changes on a d&yday basis. Ifl. at 20.) Defendants further contend that the
third-party patents that were filed after the date of invention carry little weight tegsex
evidence. Id.) Finally, Defendants argue that it is improperrédy on extrinsic evidence to
broaden the claims or contradict the intrinsic recdd) (

Plaintiff replies that Defendants attempt to define the “apdsition and multfunction

reading head [camera]” strictly in terms of a preferred embodiment anebyhersert an
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additional limitation of “physically moveable within the device.” (Dkt. No. 221 at Snkff
argues that that “mulposition” is not a complicated word and is not difficult to understddd. (
Plaintiff contends that the plasndordinarymeaning definitions do not require anything to be
“physically moveable.”Ifl. at 67.) In addition,Plaintiff argues thato the extent any construction
of “multi-position” is necessary, it can be defined as “capable of being oriented irerdiffer
directions with respect to the personal communication device,” or “capable of beingdtient
different situations or conditions with respect to the personal communication.tiéhdcat 6.)
Plaintiff further argues that there is nothing in the specification or file Fiditoiting
“multi-position” to “physically moveable.'1d.) Plaintiff alsocontends that there is nothing in the
specification that teaches away from the way the accused products operate, witipte mu
positions are achieved using niplk camera lensings and a software switch to change or toggle
from one position to the othetd(at 7.) Plaintiff argues that there is no place in the file history or
specification where the patentee disclaimed the construction it seeks ondiddiie scope.If.)
Plaintiff also contends that there was no amendment during prosecution thatasydont
its proposecconstruction. Id.) Plaintiff argues that the applicant’'s amerehthad nothing to do
with being “physically moveable.”ld.) Plaintiff contends that the amended claim language
distinguishedWilska and Boyd because each of those references lacked a reading head that was
both multipositional and multfunctional, andthey also lacked the recited first lensing and
second lensingld.)
Plairtiff further argues that there was no effort by the patentee to act as its own
lexicographer and explicitly define “muitiosition.” (d. at 8.) Plaintiff contends that the examples
Defendants reference are désed as a “preferred embodiment” and never as “the invention” or

“the current invention.”Il.) Plaintiff also argues that Defendants’ proposed requirement that a
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component of the “muHposition and multfunction reading head [camera]’ be “physically
moveable” is merely “a specific feature of peutar embodiments that should not be imported into
the construction” hereld.) (citing Koninklijke KPN N.V. v. Samsung Elecs. Co.,, 12016 WL
2610649 at *21 (E.D. Tex. May 6, 2016)).

Plaintiff contends that Defendants incorrectly argue that the lensingeapart of the
reading head. (Dkt. No. 221 at 9.) Plaintaifguesthat in any applicable plain and ordinary
meaning of “camera,” a camera has a lens, and that claim 2 expressly states that a reading head
may be “a camera.ld.) Plaintiff contend that the examples cited by Defendants, Figure 6 and
claim 37, describe one embodiment where the device could have separate, respecipseftens
various positions of the reading hedd.)(Plaintiff stateghat these examples do not demonstrate
thatlensings are necessarily separate from the “mpokition and multfunction reading head
[camera].” (d.)

In response t@efendantsargument concerning the term “camera,” Plaintiff argues that a
key part of its claim construction position is that “myplasition and multfunction reading head
[camera]” is a single claim element that must be caesdt as a whole(ld. at 10.) Plaintiff
contends that the term “reading head [camera]’ cannot be divorced from its cadteRiajntiff
further argues that Defendants cannot prove an exception to the gelesttzit “a” means “one or
more.” (d.) According to Plaintiff, a construction of “one or more” is consistent withcthien
language and the file historyd(at 11.)

Plaintiff also agues that Defenads do notontend that anything in the extrinsic evidence
is incorrect or inaccurateld() Plaintiff stateghat Defendants do not offer any contrary evidence.
(Id.) Plaintiff further arguethatthecited patent references are from the relevant timege(td.

at 12) (citing Dkt. No. 2125 through Dkt. No. 2128). According to Plaintiff, nothing in the
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extrinsic evidence contradicts the intrinsic record. (Dkt. No. 221 at P2a)ntiff also contends
that Defendants do not contest any of Plaintiféists or characterizations of how the accused
products work.Ifl.) Finally, Plaintiff argues that the Court may consider the accused products i

order to understand the claim construction disputésa( 13.)
c. Analysis

Thephrase an internal multposition and multifunction reading heddppears in claim 1
of the '950 Patent. The intrinsic evidence indicates that “Apolsition” means “physically
moveable.” The only description of the recited “mypltisition” reading head is one that moves
(e.g, rotates) within the device. For example, the specification states that the device irifddes
adjustment thumbwheel 3, connected to the-atipenclosure 99 by suitable means (e.g. a
gearbox), allows the reading head to be adjusted to various working positions.” '950 Patent at
5:44-47. Similarly, the specification states that “[t]he position of the camera Becadjusted via
the thumbwheel 3 and/or a servo motor 88."at 7:62-632 The specification further describes
the positions of the readirgeadas fdlows:
In positionl the reading head is in a vertical position and faces up to point at the user.
In position2 the reading head is in a horizontal position and faces out horizontally from the
Iunsf):).sitionB the reading head is in a vertical position and faces down to point away from
the user.
Id. at 3:4147. The specification adds that position 1 “[a]llows the capture of the end users face to
enable a video teleconferencing capability between another dbreghgyvice either in the field, at

home or place of work.ld. at 3:563-53. The specification further states that position 2 “[a]llows

the user easy access to capture images to facilitate the identification oftpradd/or items

8 The specification describes “reading head 2,eommple a camera or infrad optical reading heae.g. laser
diode).” '950 Patent at 5:340.
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and/or persons, for example information such as bar codes, dot codes, blob codesairanyeffe
suitably coded data or distinctive feature which can be used for identification purddses
3:58-63. The specification also states that position 3 “[a]llows the user to cajattareand/or
images below the device while viewing the self same data and/or imagedispiag screen.ld.

at 364-66. As indicatd, the specification discloses that the reatigayis physically moved to a
different positona perform a differenfunction.

In summary, every embodiment disclosed in the '950 Patditiates that “multposition”
requires the reading head to be physically moveahteeed, the embodiment disclosed in Figure
6 is described as having “a camera 2 which is mounted on a rotational printed ciral{fRSORy
91 centrally located on a pivotal axis 98,” and that “[a] servo motor 65, controlled by tesswoc
(41, FIG. 3) via a servo controller (64, FIG. 3), can be used to rotate the rotational PCB §ii throu
180° into three distinct functional positionsd. at 10:3544. Figure 6 shows the multosition

reading head housed within the clip-on enclosure.
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In this embodiment, the mulpiosition reading head (camera 2) (in red) can rotate into
three different positions corresponding to three different lensings (93, 94, and 95) XiThise
configuration is like the one recited in claim 1, which requires the pagition, multiffunction
reading head (camera 2, in red) to perform a first function when in a first passiiog a first
lensing (rotated to face one of the lensings 93, 94, or 95, in blue) and to perform a second function
when in a second position using a second lensing (rotated to face a different one ofrtgg)lens
The specification contains no other erdimoents or indication that the recitedeading headis
required to be anything but “physically moveable.”

The structure of the claims further indicatlat “multi-position” means “physically
moveable.” Caim 1 recites that the “reading head” producesimage signal when in a first
position and is used for image conversion when in a second position. This indicates that the
reading heads physically moved from the recited “first position” to the recited “seconiipos
The dependent claims narrow thgoe of physical movement required of the “myltisition”
reading head. For example, dependent claim 5 recites that “the reading head mcbhidasnal
pivot which rotates to three positions.” Likewise, dependent claim 7 reciteshtbatading heh
includes a rotational reflective mirror.”

The dependent claimgo to further recite specific structure for achieving the physical
movement. For example, claim 10 recites “a thumbwheel for controllengetiding head,” and
claim 11 recites “a servo mottor controlling the reading head.” In addition, independent claims
41 and 42 recite “an internal adjustable mfulfiction reading heachoveableghrough a range of
180 degrees and having multiple settable positiqesiphasis addedJhus, the claim langage
itself indicates that “muliposition” means physically moveable. Accordingly, the Court fihds

“physically moveable” ishe construction that “most naturally aligns with the patent’s description
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of the invention."See Trustees of Columbia Univ. v. Symantec C8id. F.3d 1359, 1366 (Fed.
Cir. 2016).

The prosecution history furtheronfirms that the “multiposition reading head” is
“physically moveable” from the “first position” to the “second positio@laim 1 of the issued
'950 Patent was origally filed asclaim 30 of the Original PCT Application. (Dkt. 2B7at 2.)
Application claim 30 recited “an internal adjustable reading head for prodacimgage signal.”
(Id.) The examiner rejected claim 30 and other claims as obviousiMilgka and Boyd. (Dkt.
217410 at 23.) Wil ska discloses an embodiment with a mfutiction, but stationary, camera unit.
(Dkt 217-14 at 9, 10, 13.) Boyd discloses a video conferencing device with an adjustable camera
lens. (Dkt. 217-15 at 3:34-67, 4:1-31, Figure 7.)

Application claim30 was amended as follows:

“an internal multi-position and multfunction [adjustable] reading head for

producing an image signathen in a first position using a first lensing and for
reading for image conversion using a second lensing when in a second gosition

(Dkt. 217-11 at 3.Yhe patenteexplained:

Independent Claim 30 has been amended to now recite that the personal
communication device includes “an internal mplbisition and multfunction
reading head for producing an imagignal when in a first position and for reading

for image conversion when in a second position.” Nelligska et al. nor Boyd et

al. have a reading head that is both mpdtsitional and multfunctional.
Moreover, sinceWilska et al. and Boyd et al.cla a multipositional and
multi-functional reading head, they necessarily lack the recited “first lensing” and
“second lensing.”

(Id. at 6.) The file history confirms that “mupiosition” means “physically moveable.” Claim 1
requires an internal reading head that is not merely$alple,” as recited in Application claim
30. Indeed, the Boyrkference described a camera with an adjustable lens. (DkL32473:34

67, 4:131, Figure 7).Clearly, the recited “reading headnust be physically moveable duat it
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can perform one function “when in a first position” and perform another function “when in a
second position.”

Plaintiff argues that muHposition implies more than one position, but not necessarily
physical movement. Specifically, Plaintiff contnthat thescope of the claims includeso
different reading heads or image sensass, cameras) oriented at different positions. Plaintiff
further contends that the cameras do not have to physically move but instead critrdited
by software that switches betwedme two fixed-position cameras. The Court disagrees with
Plaintiff's argument that thecope of the claims includ@sstationary multdirectional reading
head with multiple image sensors or camerass is beyond thecope of the claim language.

As Plaintiff conceded during the claim construction hearing, there is nothingein t
intrinsic record disclosing two reading heads or two image sensors, muchddassatye senser
being controlled by software toggle. The Court recognittest the scope of the claims should not
be limitedto the disclosed embodimenihillips v. AWH Corp.415 F.3d 1303, 1323 (Fed. Cir.
2005) (“[W]e recognize that the distinction between using the specification expriet the
meaning of a claim and importing limitations from the specification into the claim can be
difficult one to apply in practice.”see also Comark Communs., Inc. v. Harris Coip6 F.3d
1182, 118687 (Fed. Cir. 1998) (“[T]here is sometimes a fine line between reading a claghtin |
of the specification, and reading a limitation into the claim from the specificatidaivever, the
Court finds thaPlaintiff's interpretations overly broad andffectivelydivorced from the intrinsic
evidence.Slimfold Mfg. Co. v. Kinkead Industries, In810 F.2d 1113, 1116 (Fed. Cir. 1987)
(“Claims are not interpreted in a vacuum, but are part of and ack inedight of the
specification.”).

A person of ordinary skill would understand that the intrinsic evidence inditetethe
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recited “reading head’ physically moveablbetween at least two positions. This is the scope of
the actual invention and is the proper understanding of the phrase-psition.” Retractable
Techs., Inc. v. Bector653 F.3d 1296 (Fed. Cir. 2011) (“In reviewing the intrinsic record to
construe the claims, we strive to capture the scope of the exteation, rather than strictly limit
the scope of claims to disclosed embodiments or allow the claim language tcebdigonsed
from what the specification conveys is the invention.”). Indeed, the Court is not lithiérmgims
to the types of physical movement described in the disclosed embodiments, bdtfingethat
claim 1 requires the reading head to be phylsicabveablebetween the recited first and second
positions. While each of the disclosed embodiments uses a different mechanism tthenove
reading head between different positiomspthing describesor suggest a stationary
multi-directional reading head with multiple image sensors, as Plaintiff prof®seRrofectus
Tech. LLC v. Huawei Techs. C823 F.3d 1375, 1381 (Fed. Cir. 2018)n every embodiment
disclosed in the specification, the picture display or frame includes a féatum@unting the
device to a wall or on a tabletop . . . . The specification does not disclose a bare embadiment i
which the picture display or picture frame lacks a feature for moufting.

Regarding Plaintiff’'s proposal that the reading head may include “attVeasénsings,”
the Court rejects this argument. Claim 1 indicates that the lensings are useddadihg head,
but are not necessarily requiredoi® a part of the reading head. Specifically, claim 1 recites “an
internal multiposition and multfunction reading head for producing an image signal when in a
first position using a first lensing and for reading for image conversion usiagoad lensig
when in a second position.’h€&re is no reason to redraft the claim to explicitly require thengad
headto include “at least two lensings.” Indeed, the intrinsic evidence indidaaeshe recited

“lensings” may not be part of the “reading head.t &wample, the specification discloses that the
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reading headeg(g, camera 2) moves relative to the lenses. '950 Patebd:40-54 (“In each
functional position, respective lensing 93, 94, and 95 incorporated in the lens body 96 absists in t
correct foaising of the camera 2.”). Likewise, Figure 6 illustrates the moveable a@separate
from the lens body 96 that incorporates lensings 93, 94, and 95.

Plaintiff agrees that this is one embodiment where the device could have separate,
respective lensing®r various positions of the reading head. (Dkt. No. 221 at 9.) Plaintiff argues
that these examples do not demonstrate that lensings are necessarily separatiee from
“multi-position and multfunction reading head [camera]lti() However, it is also tre that these
examples demonstrate that the reading head is not necessarily requiredde ind lensings.

More importantly, Plaintiff has not providedypersuasiveationalewhy the Court should redraft
claim 1 so that it would potentially exclude a predd embodimentVitronics Corp. v.
Conceptronic, In¢g.90 F.3d 1576, 1583 (Fed. Cir.1996) (stating that a construction that excludes a
preferred embodiment “is rarely, if ever, correct and would require hightyasirve evidentiary
support.”).

In additian, each of the dependent claims that recite “lensings” does so as a structure added
to the personal communication device, and not as a feature of the reading head. For eaample, c
6 recites “[tjhe device of claim 5, further comprising respective lensingah of the three
positions.”Thus, contrary to Plaintiff’'s construction, the claims indicate that the leaimg) the
reading head are claimed as separate structures. Moreover, dependenbciand 37 require
the reading head to rotate to thpasitions. The claims further require that a lensing be “at” each
of those three positions. The lensings cannot be part of the reading head and alsanattiheesa
be located “at” each of the three positions to which the reading head rotat€xoudrhénds that

Plaintiff's proposal is contrary to the intrinsicidgnce and is directed at construing the claim so
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that it reads othe accused dewecSource Vagabond Sys. Ltd. v. Hydrapak,,I/i63 F.3d 1291,
129941300 (Fed. Cir. 2014) (“[A]n ‘analysighat adds words to the claim language without
support in the intrinsic evidence in order to support a claim of infringement does not follow
standard canons of claim construction.”) (internal quotations omitted).

Regarding Defendants’ proposal that themiiag head has a single sensor, the Court agrees.
The specification states that an example of the recited “reading head” intdudasera or
infra-red optical reading heae.@.laser diode), suitable for capturing data and/or images.” '950
Patent ab:38-40. The specification further states that the reading head in Figure 6 is “a camera 2
which is mounted on a rotational printed circuit board (PCB) 91 centrally locatepivota axis
98.”Id. at 10:36-38. Likewise, claim 2 recites that the device of claim 1, wherein the reading head
is a camera. Thus, a person of ordinary skill in the art would understand thatatdmgrhead”
may include a camera. Indeed, Plaintiff equates the “reading head” to the camaghotlirits
briefing.

The specification further states that “[ijn a preferred embodiment of theedd»e camera
2 will include an integrated image sensing array and associated signal ipgpcessitry with all
the necessary support circuitry to produce a fully functional camereedeg a fully formatted
composite video signal and automatic exposure control. ... An example of such a ather
VVL1063 miniature monochrome on chip cameid.”at 7:5161. This indicates that a person of
ordinary skill in the art would understand that tineading head” has a single senslr.the
embodiment disclosed in the specificatitim “reading head” is a “camérthat hasa single
image sensing array.

Plaintiff fails to supplyany intrinsic evidence to support its argument that a “camera” can

have multiple lensings and/or multiple sensors. (Dkt. No. 217 at B%s)ead, Plaintiff relies
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exclusively on extrinsic evidence and argues that U.S. Patent No. 6,288,742 (the 742 Patent”
illustrates a digital video camera with at least two lensings and at least two imagesséh

(citing Dkt. No. 217-26).Thetitle of the '742 Patent explicitly states that it is directetMideo
Cameramcluding Multiple Image SensorgConsistent with its title, the '742 Patent specification
discloses a duakhs digital camera that includes two image sensors. '742 a9:Zkhis is not
surprising because a dual lens camera is a “preferred embodiment of the presditn” of the

742 Patent.

However, unlike the '742 Patent, there is no mention of “meltimage sensors” in the
intrinsic evidenceregardingthe '950 Patent. Indeed, as discussed above, the specification
indicates that the camera includes only one image sensing array. Agbgrttia Court find that
the extrinsic evidence is not consistent whk intrinsic evidence, anthereforeshould not be
relied upon to construe the terms “camera” or “reading heRdillips, 415 F.3d at 1319
(“[E]xtrinsic evidence may be useful to the court, but it is unlikely to result neliable
interpretation of patent claim scope unless considered in the context of the imvidgicce.”);
see als®SRAM GmbH v. IntTrade Comm’n505 F.3d 1351, 1356 (Fed. Cir. 2007) (“The patent
specification is the primary resource for determining how an invention would be wodebst
persons experienced in the fielyl.”

Finally, the Court rejectRBlaintiff's argument that the general rule that “a” means “one or
more” applies to the “reading head” recited in clainorlthe “camera” reciteth claim 2. The
claim language, thepecificaton, and the prosecution histdtgvincel[] a clear intent’ to limit ‘a’
or ‘an’ to ‘one.’ ... [and] necessitate a departure from the raldwin Graphic Sys., Inc. v.
Siebert, Inc 512 F.3d 1338, 13443 (Fed. Cir. 2008) (internal citation oteid). First, claim 38

recites a first reading heaide(, a first camera) and a second reading heag 4 second camera).
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This indicates that when the patentee intended to claim multiple reading kepdmyltiple
cameras), he did so explicitly.

Likewise, the specification consistently discloses a single reading headthia¢ placed
in multiple positions. The specification describes “reading head 2, for examdenera or
infra-red optical reading head.@.laser diode).” '95@Patentat 5:38-40.The reading head may be
contained within “clipon enclosure 99.1d. at 5:4247. The specification describes that the
reading head can be positioned to different viewing positions that correspond tendliffe
functions:

In a preferred embodiment of the invention, the hand held unit includes a three way

semtlockable rotational pivot and/or a rotational reflective mirror(s) and/or an

electronically manipulated substrate, all of which can be electronicallyotiedt

and/or adjusted by an adjustable thumbwheel and/or keypad, either of which can

both change the viewing position of the reading head and alter the primary function

of the system. . . . Depending on the viewing position of the reading head the device
is programmed to serve various primary functions.

Id. at 3:28-40; see alsadd. at 3:4247 (describing “vertical” and “horizontal” positions). While
each of these described embodiments uses a different mechanism to move the esatling h
between different positions, none describe more than one readidgdsePlaintiff proposes.

The remainder of the specification describes an embodiment where the “readir®j isea
embodied in “camera 2,” such as an “on chip camera,” which is contained withonaipclosure
99.1d. at 7:3244, 7:5161, 7:628:3, 10:3-38, 10:4956, 14:59, Figure 6. The specification
describes bw the primary function ofcamera 2” is altered by moving the camera between
different positions through the use of the thumbwheel or a servo motor:

The position of the camera 2 can be adjusted via the thumbwheel 3 and/or a servo

motor 65. The servo motor 65 is connected to the processor 41 via a servo

controller 64. Consequently the user can alter the primary function of the

Multiphone 20, as mention [sic] previously, via the thumbwheel 3 and/or the
keypad 6. A more detailed discussion of the mechanical function of the servo
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motor 65 and thumbwheel@ll be given with reference to the clgm enclosure
99, which is described later in FIG. 6.

Id. at 7:628:3. Figure 6 of the '950 Patent illustrates the type of reading head cotiigutat is
recited in claim 1. The specification describes:
The clipon enclosure 99 houses a camera 2 which is mounted on a rotational
printed circuit board (PCB) 91 centrally located on a pivotal axis 98. .servo
motor 65 . . . can be used to rotate the rotational PCB 91 through 180° into three
distinct functional positions. Additionally a thumbwheel connected to the main
body of the Multiphone 20, can be used to rotate the rotational PCB 91 through the
useof a gearing mechanism (not shown) which is incorporated into th@rlip

enclosure. In each functional position, respective lensing 93, 94, and 95,
incorporated in the lens body 96, assists in the correct focusing of the camera 2.

Id. at 10:3648. In thisembodiment, the muklposition reading head (camera 2) can rotate into
three different positions corresponding to three different lensings (93, 94, and 95). This
configuration is like the one recited in claim 1, which requires the paogition, multiffunction
reading head (camera 2) to perform a first function when in a first posgiog a first lensing
(rotated to face one of the lensings 93, 94, or 95) and to perform a second function when in a
second position using a second lensing (rotated tcefadgerent one of the lensings).

The prosecution history further indicates that the claim should be limited to ahegrea
head. During prosecution, the patentee’s argumentspr@secuted withithe context of a single
camera. In response to a rejection that inaad@lt mechanism for a single camera, the patentee
amended the claims and argued that the prior art failed to include a multi-posgadiag head.

The patentee added that since the prior art did not include apusitional reading head, “they
necesarily lack the recited ‘first lensing’ and ‘second lensing.” (Dkt. No.-217at 6.) In other
words, the prior art lacked a single reading head that could make use of two difasamg

located at two different positon. This is exactly the claim amemd made by the patentee.
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However, the Court finds that the scope of the claims do not necessarily excluds devic
that have more than one reading head or more than one camera. Instead, thequaienthat at
least one “reading head” satisfies eacthefrecited limitations. In other words, claim 1 requires
“a single internal multi-function reading head that is physically moveable for producing an
image signal when in a first position using a first lensing and for readg for image

conversion using asecond lensing when in a second positiofi.”
2. Summary Judgment

In the Motions to Dismiss, the Moving Defendants argue that Plaintiff's infmegé
theory, in light of the accused products, fails to state a algiom which relief can be granted

because it is implausible that the accused products have a-frosition and multfunction

° Statements made by the applicant during prosecution of the Europeaerparirto the '950 further support the
Court’s constructiorand foreclose Plaintiff's claim construction argumenfeeProsecution Historjor European
Patent No. 087510%ovember 20, 2001 Communication to European Patent Office. During sagcption, the
applicant distinguished the claimed mydbtisition reading head from thergara disclosed iWVilska, noting that the
latter camera ifwVil ska was “stationary” and it did not contain any teaching that “the camesaiierent lensings in
different positions as required by new claim [tl’at 2/23. The applicant further notedtm the invention ofthe
European Patent Claim 1, “[t]he use of multiple reading positibowsathe reading head to be used for a variety of
purposes, for example, in a first position the reading head allenvsatiture of the end user’s face . . aisecond
position the reading head allows the user access to capture bar codieks at 3/23. Accordingly, in overcoming
Wilska, the applicant explicitly characterized the inventioBuwbpean Patent Claim 1 (corresponding to the asserted
claim) asa single reading head as using at least two different lensings enediffpositions, performing a different
function in each position. These statements further support thégQgdtinhate construction that requires at least one
single reading head thet physically moveable between two positions using two lensings, angesmejection of
Plaintiff's arguments to the contrary.

The Court is mindful that use of foreign prosecution history is isé in most contexts. However, such
statements can be useful and probative to claim construction in narosmstances such as those presented here.
For example, inApple Inc. v. Motorola, In¢.757 F.3d 1286, 13312313 (Fed. Cir. 2014), the Federal Circuit
considered statements made during the prosecnft@dapanese counterpart to be probative to the claim construction
inquiry because the later prosecuted foreign counterpart (1) shared alfaehdtionship with the pateir-suit
claimed priority to the same PCT application; (2) shared the saméicgtean; and (3) contained a claim identical to
the construed claim. The Federal Circuit has also endorsed the use ofrdistaade in foreign prosecutewhere
they constituted “blatant admissions” by the applicant directed at the meldaims. Gillette Co. v. Energizer
Holdings, Inc, 405 F.3d 1367, 1374 (Fed. CR2005). Use of the more detailed statements made by the applicant
during the European prosecution directed to overcome a similar rejecti@mticularly appropriate here. The
European application and the '950 patent have the same specification,dd&soerthe same PCT International
Application, and theEuropeanclaim and proposed amendmestnearly identicato same ofthe patenin-sut.
Under such circumstancesjchstadements havprobative valueelevantto the present claim construction inquiry.
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reading head . . .” as claimed. Under Rule 56, such motions and supporting nmeepatperly
addressed as a motion for a judgment of-mfimngement. Having determined the proper
construction of “an internal muposition and multfunction reading head” of Claim 1 of the '950
Patent is “a single internal muftinction reading head that is physically moveable where the
reading head has a single sensdrg¢’ Court now turns next to the question of whethere is a
genuine issue of material fact and in turn, whether a reasonable jury could fitltktaicused
Products contains the properly construed limitation, either literally or thrdweglidctrine of

equivalents.
a. Legal Standards

Summary judgment is appropriate when “there is no genuine issuarag waterial fact”
and thus “the moving party is entitled to judgment as a matter of law.’R=&lv. P. 56(c).The
court must draw all reasonable infezen in favor of the nemoving party.See Masson v. New
Yorker Magazine, Inc501 U.S. 496, 520, 111 S.Ct. 2419, 115 L.Ed.2d 447 (1%@®);also
Matsushita Elec. Indus. Co. v. Zenith Radi@5 U.S. 574, 5881986). However, the opposing
party “must do rmre than simply show that there is some metaphysical doubt as to the material
facts.” See Matsushita475 U.S. at 588. “Where the record taken as a whole could not lead a
rational trier of fact to find for the nemoving party, there is no ‘genuine isswe frial’ ” and
summary judgment is thus warrant&gde Matsushital75 U.S. at 587.Thus, he existence of a
mere scintilla of evidencenisupport of the opposing party’s positiai| not prevent entry of
summary judgmentthere must be evidence on which the jury could reasonably find for the
opposing partyAnderson v. Liberty Lobby, Inet77 U.S. 242, 252 (1986)

Regarding patent infringemerisummary judgment of nemfringement is proper when
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no reasonable jury could find that every limitation recited in a properly constanedi€ found in
the accused device either literally or under the doctrine of equivaléwtsahced Steel Recovery,
LLC v. XBody Equipment, Inc808 F.3d 1313 (Fed. Cir. 2015)There can be no infringement
as a matter of {& if a claim limitation is totally missing from the accused devidehdon v.
Carson Pirie Scott & C9 946 F.2d 1534, 1538 (Fedir. 1991). “Granting summary judgment
of noninfringementprior to or early during factdiscovery is highly unusual, “bugntirely
appropriate at an early stage in a case where . . . the issues are cut’aRdrdoga, Corp. v.
Gaiam, Inc, No. 11 CIV. 5703 KBF, 2012 WL 573999, at *3 (S.D.N.Y. Feb. 22, 2012) iy
one conclusion as to infringement could be reachedrbgsonable jury TechSearch, L.L.C. v.
Intel Corp, 286 F.3d 1360, 1369 (Fed. Cir.2002).

For example, irClark v. Walt Disney Cp664 F. Supp. 2d 861 (S.D. Ohio 2009), the Court
converted a motion to dismiss under 12(b)(6) to a motion for summary judgment of
non-4nfringement. InClark, the patentin-suit covered an invention that allowed the user to
activate a preecorded message by pushing a button attached to the surface of a jehséér.
863—-64.TheClark plaintiffs allegeal that Defendantsfringed the '272 Patents through its sale of
Hannah Montana and Cheetah Girls Talkiogteérs TheClark defendants moved undeederal
Rule of Civil Procedure 12(b)(6dr failure to state a claim upon which relief can be graatedt
arguedthat Clark plaintiffs could not succeed otmeir patent infringement claimld. at 864.
Specifically,the defendantargued thatheaccused talking posters could not infringe because the
surface of the housing unit on such postees not prepared with a “matching art which is
substantially the same as that anéaaid poster art which appears on said portion of said poster
that said housing covers when said housing is attached to said poster, such that said housing

artistically blends in with the surrounding poster art tisahot covered by said housihga
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limitation of the asserted claims.

The Clark court convertedhe motiors to dismiss intomotions for summary judgment
gave notice to the parties of the same along with an opportunity to supplement theared@n,
that recorddismissed the claimslId. at 864. First, the court construed tloéaim limitation at
issue holding that the claims unambiguously required that the artwork on the surface of the
housing be substantially the identical to the artwork on the area of the posters it soteas the
housing iscamouflaged and the visual flow of the poster art is not interrujokeat 871. Of note,
the court noted that theanguageat issue, Wherein a surface of said housing is prepared with a
matching art which is substantially the same as that area gisstiel art . .” had been added to
overcome prior art which disclosed a display device containing the speakers ieparats
pieces, in contrast to the invention of the '272 patent which was a singlelgiec8econd, the
courtcompared the constrdelaim tothe accused product to determine if a reasonable juror could
find that the accused posters infringed such claims, an inquiry that coulsillyeaaawered based
on a superficial examination of the accused posters. Each of the nine accussaposisted of
a solid color bar running the entire width of the bottom of the poster, thereby integrilnaivisual
flow of the artwork directly underneath the color bdd. at 87172. Therefore, ince the
“matching art . . .” limitation was conspigusly absent, it found that no reasonable juror could
find that the accused posters literally infringe@lhe Court also rejectdtieplaintiff’s doctrine of
equivalents argument as barrgddsosecution history estoppel because the language at issue had
been addd to overcome prior art aritle plaintiffs failed to overcome th&estopresumption
accompanying such amendmddt.at 872—73.

Similarly, in Barron v. SCVNGR, Inc13-cv-40084, 2014 WL 3109966 (D. Mass July

2014),the court granted summary judgment of ofningementearlyin the casgprior to any
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scheduling conference or discovery. The patent in that case;8#& patent, entitled
“Communication Through a Financial Services Network,” desdrével claimed amethods for
communicating a message from a sender to a recipient in possession of a unigfuer.idexti
note, @ch of the asserted claims required a “transaction terminghé Barron plaintiff asserted
that the user’s cell phone having the LevelUp mobile application installed therednbeotiie
claimed transaction terminal as described by the 873 patent cladnmsonth after answerinthe
complairt, SVNGR d/b/a/ LevelUp (“LevelUp”) moved for summary judgmenbf
non4infringement LevelUp’s motion addressedsingle dispositive issue: it argued that the
accused mobile phones could not serve as a transaction terminal and theeesfloretdahion
“cause a message to be delivered to a transaction terminal” was absolutelg.migsst, he
court construé the term *“transaction terminal” as “a device that communicates financial
transaction information for authorization via a secure financial netiiitkat *2. Second, the
Court concluded thatnder that construction no reasonable juror could concludéhaccused
products infringed.

TheBarron court explained thah the LevelUp systemmerchants can install a LevelUp
scanner which can read a two dimensional LevelUp barcode from a display on the user’s phone.
Id. at *2. In such configuratiorlhe LevelUpscannereads the barcode from the phone display
andthen sends the encoded information and the transaction amount entered by the merchant to a
LevelUp serverwhich retrieves the customer stored account information and transmits the
transaction for autirization. Id. Thereforethe user’s cell phone as used in the LevelUp service
couldnot function as a transaction terminal becaudike the LevelUp scannérnever connects
to a financial network or communicates transaction informatieh.at *3. Accordingly, while

the service sent an emails or push notifications to the mobile phone, because the phone could not
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be a transaction terminal. LikewisbetLevelUp scannarever receives a message to display to
the user Accordingly, the Court foundsaa matter of law that the LevelUp service did not
infringe, and on appedahe Federal Circuit summarily affirmedo days after oral argumergee
Barron v. SCVNGR, Inc595 Fed. App’x 988 (Fed. Cir. 2015)

The Court also finds that Parallel Networks, LLC v. Abercrombie & FitchNo.
6:10-CV-111, 2011 WL 3609292, at *8 (E.D. Tex. Aug. 12, 2QHLrase from this Districts
paticularly instructive In that case, Plaintiff Parallel Networks, LLC brought suit aganst
100large retailedefendants alleging infringement of a single patefhe patenin-suit, the'l1l
Patent, entitled “Method and Apparatus for Ch&drver Communications Using a Limited
Capability Client Over a Low Speed Communications Network,” geneedlyes to a method and
apparatus for clieaterver communication.ld. at *1. After a status conference to discuss the
most efficient manner in which tbandle the case, the Defendants requested an early claim
construction and summary judgment hearirld. The Defendants contended that construction of
three claim terms would be case dispositive for nearly all Defenddnts.

The court agreedheld anearly claim construction hearing on three claim terarsl
subsequently granted summary judgmeiithe Courtadoptedhe moving defendantgroposed
constructiorfor one of thehreetermsresulting in the dismissal & out of the 112lefendants
TheCourt construedhe claim limitatiorf[applet] dynamically generated by the server in response
to the requestto mean “constructed at the server, by combining the requisite functionality wit
the necessary data, at the time of and response to the client request” andifggiaerakecutable
applet] dynamically in response to the data request” to raamstructing at the server, by
combining the requisite functionality with the necessary data, at the tiarelof response to the

client request.’ld. at *8. Both constructions required thecused instrumentaliti¢s combine
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the dataand functionality at the serveld. The patent “[taught] away from the necessity of
multiple transmissiorisby transmitting both functionality and the required data bundled in a
single group.ld. at *9. By contrast, themoving defendants’accused instrumentalities
“function[ed] in the precise way t@iht away from by the patent” by including either the data or
functionality in a link, rather than actual code, necessitatingpteutransmissiongas opposed to
a single transmissiorf)etween the server and the client to transmit the necessary parts of the
appletid. at *10. Accordingly,the Court entered summary judgment of4n@inngement and on
appeathe Federal Circuitfirmed. SeeParallel Networks, LLC v. Abercrombie & Fitch C@04
F.3d 958, 967 (Fed. Cir. 2013).

The Court also findRaylon LLC v. Complus Data Innovatioiéo. 6:09€V-355, 2011
WL 1104175, at *1 (E.D. Tex. Mar. 23, 2014ff'd in part, vacated in part, remanded sub nom.
Raylon, LLC v. Complus Data Innovations, |Jit00 F.3d 1361 (Fed. Cir. 2012)pother case
from this District, to be particularly instructiaand factually apposite Raylon accused three
Defendants of infringing the '589 patent entitled “Identification Invesing and Ticket Issuing
System.” Théb89 patengenerally relates to handheld computers that read magnetic tapes on an
identification card, display and transmits information, and print ticketse day after filing its
answer, two defendants filed motions for summary judgment. The Courtyrdtgalied the
motions as premature, bDefendantse-urged th&@ motions representing that the motions turned
on construction of a single term, “display being pivotally mounted on said housing.brdiug
to Defendant¢and as discussed below, nearly identical to the case tierépivotally mounted”
limitation could not be mdiecause the displays on the accused productsimeksputablyfixed.

Id. at*4.
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Accordingly, the Court granted leave and permitted summary judgment argumtm@s at
claim construction hearing.-The Courtfirst construed “display being pivotally mounted on said
housing”to mean‘the display must be mounted on the housing so that the display and housing
may pivot with respect to each other,” atifengranted summary judgment of norfringement
becauseét was undisputed that each of the accused products had a fixed display Isciaets.
The Court likewise rejected Raylon’s doctrine of equivalents argument bedawssuld
effectively read “pivotdy” out of the claim andllow infringement by products functioning in a
way “opposite” to what the claims requitd. at *6.

As these casedemonstrategarly claim construction on a limited set difputedterms
followed by entry ofsummary judgment is appropriaife a superficial understanding of the
accused products makesciear that a single limitation isbviously absenfrom the accused
products and thdull blown discovery couldchot lead a reasonablary to any other conclusion.
Once the claims are properly construils case fits squarely within that gerseeBallard Med.
Prods.v. Allegiance Healthcare Cor268 F.3d 1352, 1362 (Fed. Cir. 2001Because there is no
dispute over the structure of the accused device, resolution of the claim caorstisstte in this

case dictates the outcome of the infringement indiry

b. Literal Infringement

A finding of no literal infringement follows directly from the claim construction amalys
The dispositive issue on summary judgment is whether the Moving Defendetissed
instrumentalities contain at least one physically moveable camera.

NeitherPlaintiff nor its experiargue that the Accused Produlitsrally infringe under a

construction requiring a single, physically moveable camseaDkt. Nos. 233243, 2431) and
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no reasonable jurocould conclude that they doEach of the accused produtiasat leastwo
distinct cameras—one frontfacing and one redacing—each having a different sensoFor
example,the Dell Venue 8 7000 Series tablet has four cameras: a front facing camera, a rear
camera, and two rear depth came &eeDkt. No. 23412 at 2, Quintero Decl. { 3(a). Such
cameras aréxed. (SeeDkt. No. 23412 at 214 (stating that each camera in each accused Dell
produwct is “fixed”); Dkt. No. 23413 at 229 (stating that each camera in each accused Acer
product is “fixed”).*® Fixed cameras are not physically movealflé. Raylon 2011 WL
1104175, at *5 (E.D. Tex. Mar. 23, 2011) (fixed display screens are not pivotally mounted).
Accordingly, the accused products do not literafifyinge Claim 1 becauseno accused

producthasasingle“physically moveable” reading head as the Court’s construction requires.
c. Doctrine Of Equivalents

Plaintiff argues that even if the adopted construction of Claim 1 requires trestciirsed
reading head have a single sensor and be physically moveagdkesing literal infringementthe
camera system of each of the Accused Products infringes the last element of Clidna ‘D50
Patent under the Doctrine of Equivalene¢Dkt. No. 233 at 11.)

“To support a finding of infringement under {dectrine ofequivalents]a patentee must

12 While only two Defendants submitted declarations statiiag tieir products have only have “fixed” cameras,
Plaintiff has represented that all of the accused “smartprammesablets all work in materially the same way with
respect to this claim element.” (Dkt. No. 217 as& also idat 5 (“All of the accused products work the same way”).
Further, nothing cited by either party suggests the accused cameras in lamprotiticts work differently than the
fixed Dell or Acer cameras for the purposes of infringement, nor Blzastiff address this issue in itssponsive
brief. Indeed, Plaintiff's expert, Dr. Nigel Jones, opines that eatheoccused products work iasentially the
same way for purposes of assessing infringem8egkt. No. 233 at 56, Jones Decl. at  12; Dkt. No. 24ht 5-

7, Jones Decl. at 1 245 (describing and depicting Accused Products having “two image ssrstems”)jd. at 10-

11, Joms Decl. at 25 (“To determine the impact of a system with a physically maaisor versus a system with
a logically moveable system utilizing two fixed sensors . .DRt. No. 233 at 4 (“Mr. Jones performed his analysis
and formed his opinions undeoth tests, comparing a system with a single physically moveable $erskmygically
moveable system utilizing two fixed sensors (i.e., the Accusediuets)”). Accordingly, the Court properly deems
the fact that all accused devices in this case haleast twofixed cameras to be uncontroverted.
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either: (1) demonstrate an insubstantial difference between the claimetian\aerd the accused
product or method; or (2) satisfy the function, way, result’t€sactus, S.A. v. Samsung Elecs.
Co, 876 F. Supp. 2d 802, 81&.D. Tex. 2012)citing AquaTex Industries, Inc. v. Techniche
Solutions 479 F.3d 1320, 1326 (Fed. Cir. 2007))Equivalence must bassesseds to the
individual elements of the claimed invention, not to the invention as a Wifal@er-Jenkinson
Co. v.Hilton Davis Chem. Cp520 U.S. 1729 (1997) Freedman Seating Co. v. Am. Seating, Co.
420 F.3d 1350, 1358 (Fed. Cir. 2005)ccording tothe “triple identity test” or “function way,
result” test an accused produutill be deemed an equivalent if the missing element performs
substantially the same function, in substantially the same way, with substahgadlgme result.
Graver Tank & Mfg. Co. v. Linde Air Prods. C&39 U.S. 605, 608 (1950)However,“the
guestion of insubstantiality of the differences is inapplicable if a claim limitatiotaitytmissing
from the accused deviceEagle Comtronics, Inc. v. Arrow Comimd.abs., InG.305 F.3d 1303,
1315 (Fed. Cir. 2002).

Prosecution histgrestoppemay foreclose a patent holteability to rely on the doctrine
of equivalents to prove infringemefYarner-Jenkinson Co. v. Hilton Davis Chem. (820 U.S.
17, 30 (1997) “Ordinarily, the doctrine of equivalents allows a patentee to clawh,only
subject matter literally delineated by the claims, but also insubstantial alteratioactainis as
written.” GeoTag, Inc. v. Frontier Commc'ns CqriNo. 2:10€V-00265-JRG, 2014 WL 282731,
at*1 (E.D. Tex. Jan. 24, 2014) (citikrg@sto Corp. v. Shoketsu Kinzoku Kogyo KabushikilGd.,
535 U.S. 722, 7334 (2002)) However, e doctrine of prosecution history estoppel prevents
the patentee from using the doctrine of equivalents to recapture matter sudehdarg patent
prosecutionAquaTex Indus479 F.3dat 1325 see alsdAllen Endg Corp. v. Bartell Indus.299

F.3d 1336, 134%0 (Fed. Cir. 2002) UnderFesto Corp. v. Shoketsu Kinzoku Kogyo Kabushiki
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Co, 535 U.S. 722 (2002)a narrowing amendment to a claim creates a presumfiein
prosecution history bars a later equivalency by the pegemnt an infringement action‘The
burden of rebutting thEestopresumption lies with the patente@ihgen Inc. v. Hoechst Marion
Roussel, In¢.457 F.3d 1293, 1312 (Fed. Cir. 2006poTag/nc., 2014 WL 282731 at *2 The
guestion of whether and to what extent prosecution history estoppel bars argument einder th
doctrine of equivalents is a question of law to be determined exclusively by thdd.cairt1.

To overcome thd-esto presumption of estoppelnd recapture the ability to assert the
doctrine of equivalents, the patentee must show either (1) the equivalentforasesable at the
time the claim was drafted; (2) the amendment did not surrender the particulalesguin
guestion; or (3) there was some reason why the patentee could not have reciedvtient in
the claim.SeeFestq 535 U.S. at 740—4Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushikj Co.
344 F.3d 1359, 13680(Fed. Cir. 2003)Rhodia Chimie v. PPG Indus. Ind02 F.3d 1371, 1382
(Fed.Cir. 2005).Here,the Court finds that none of thebeee groundaddressed ifrestoand its
progeny applyo overcome theresumption of estoppel.

Regardingforeseeability,independent claim 38wfich is not aserted in this lawsuit)
demonstrates that a person of skill in the art could have foreseen and knetwv tlawn the
allegedequivalent. Claim 38 claims a personal communication system comprising first
interchangeable reading head . . . aseband interchangeablereading head.” (emphasis added).
Further,Plaintiffs own submissions clearly establish that the alleged equiwa#entoreseeable.
During claim construction, Plaintiff relied on priart references as extrinsic evidence to support
its position that the term “camera” can have multij@asing and/or multiple sensors.As
discusseduprag according to Plaintiff, U.S. Patent No. 6,288,742 to Ansari titled “Video camera

including multiple sensors” illustrates a digital video camera with at least two leasidgs least
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two image sensors. Ansari has a filing date of May 27, 1997 and a priorityf ptember 21,
1995. Ansari demonstratethat the alleged equivalenta digital cameraystem comprising a
plurality of sensors, each having a lens for capturing an image—was known in thetpribha
Ansarisystem includesa processing unit for processing the first electrical signal and the second
electrical signal and a switch feelectively coupling either the first electrical signal or the second
electrical signal to the processing uniThe reference furthaliscloses that such a system was
advantageous because there often occurs a need to switch camera views quickhe frmaszmo
view to another or from fae-face view to facéo-document view, in contrast to the then present
methods for achieving these views with motor driven pan/tilt stages and and/@ieredtneras.
Accordingly, Plaintiffcamotarguethat the allegedaivalent wasinforeseedk at the time of the
amendment

Next, the tangential relatiagroundsdoes notpply because the amendment was made to
overcome prior art. As discussedupra during prosecution, the examiner noted thatthleska
reference taughevery element of Claim 1, exceptdid not explicitly disclose “an adjustable
reading head The examiner found salthitation in the Boyd referenc€Dkt. No. 21710 at 3-
5.) Boyd discloses, among other things, a camera attached to a video tewanteunit with
lenstilt mechanism so that the lens can be manually adjusted without having to adjust the
positioning of the entire teleconferencing unfiubsequentlyto distinguish the combination of
these two references, the applicant amendeddima to include thémulti-position” languaget
issue whiclrelate to the equivalémat issue in this case(SeeDkt. No. 217411.) Therefore e
amendments can hardly be said to be merely tangential.

Finally, nothing in the prosecution history warrants application of the third grdands

overcoming thé-estopresumption. There is no shortcoming of language to describe the alleged
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equivalent. As explained above, Claim 38 demonstrates that a patent prosecutdnaveul
easily described the proposestjuivalentand further, thathe alleged equivalent structure was
describedn the prior art.

The Court holds th&laintiff’ s unavailabledoctrine of equivalents argumeaisofails as a
matter of law No reasonable juror could find theccused camera systeathe dualfixed
front-facing and reafacing camers.employing a software toggteas equivalent to thesingle
multi-positioral camera recited in the claimslhe way in whid the claimed “reading head”
performs the function of capturing image signalsignificantly differenfrom the wayin which
the accused products perform said functioRundamentally, therarereally only two ways to
perform such image capturing function: using a singb@eablecamerawvith multiple lensings (as
recited by the claim)r using multipldixed camerasvith multiple lensings Themulti-camerd
softwaretoggling system,such as that used by the accused produstsessentiallythe
“fundamental opposite” of the single, muftositional and multfunctional camera recited the
claims.Wileklinski v. Targus, Inc258 F. Appx 325, 329 (Fed. Cir. 2007) (“[lng Targus strap,
which has an auxiliary strap means composed of a single unitary materialfrttagleaome fabric,
is the fundamental opposite of the claimed invention, in which the ayglieap means requires
separatesections made of different materid)s. see also Raylon, LLC v. Comlus Data
Innovations, InG.700 F.3d 1361, 1367 (Fed. Cir. 2012) (affirming that “fixed” screens could not
be equivalent to a display “pivotally mountedPlanet Bingo, LLC v. GameTech’lntnc., 472
F.3d 1338, 1345 (Fed. Cir. 2006 his court has refused to apply the doctrineother cases
where the accused device contained the antithesis of the claimed strydtuesman Seating
Co. v. Am. Seating Co420 F.3d 1350, 1361 (Fed. Cir. 2008pining that accused products with

moveable end confined to a “fixed location” anseatbase could not be equivalent to claim
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limitation requiring“a moveable end slidably mounted tos@atbase A device with twofixed
cameras, neither of which perfosrall of the claim limitationscamot be said tooperate in the
same way as the claimed structure which requires a shggcally moveablandmulti-function
reading head perform tlodaim limitations.

Accordingly, the accused products do not have an equivalent structure to the claimed
multi-positionand multifunctionreading head The doctrine of equivalents does not apply, as a

matter of law.
. Conclusion

In sum, the Court construéise phraséan internal multi -position and multi-function
reading head” to mean“a single internal multi-function reading head that is physically
moveable.” The present recorteflectsthat there is no material disputeone of theaccused
productshave a physically moveable reading headher literally or under the doctrine of
equivalents. Therefore, for the reasons set forth herein, pursuant to Federal RN& of
Procedure 12(d)the Court CONVERTS the pending Motions to Digiss into motions for
summary judgment under Federal Rule of Civil Procedure 56 and, having d@&BISSES

all claims against abDefendantVITH PREJUDICE .

So ORDERED and SIGNED this 2nd day of September, 2016.

SR

RODNEY GILﬂ RAP
UNITED STATES DISTRICT JUDGE
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