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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

NEUROVISION MEDICAL PRODUCTS, §
INC.,

CaseNo. 2:16CV-00127JRGRSP
Plaintiff,

V.

MEDTRONIC PUBLIC LIMITED
COMPANY, MEDTRONIC, INC.,
MEDTRONIC XOMED, INC., HCA
HOLDINGS, INC., HEALTHTRUST
PURCHASING GROUP, L.P.,

Defendants.
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MEMORANDUM OPINION AND ORDER

The patrties in this patent infringement action appeared to have settled their, digptite
final settlement agreement fell through whzefendantdearned that the Patent Trial and Appeal
Board (PTAB) instituted inter partes review (IPR) ohe of the asserted patents. Neurovision
Medical Products, Inc. (“Neurovisionmow seeks emergency religd enforce the parties’
settlement agreement. ECF No. 1Bar the following reason®eurovision’s emergenayotion
is GRANTEDIN-PART—the Court finds that at least Neurovision and Medtronic entered into an
enforceable settlement agreement by email on February 17, 2017.

BACKGROUND

Neurovision’s Complaint alleges that Defendants Medtronic Public Limited Compan
Medtronic, Inc., Medtronic Xomed, Inc. (collectively, “Medtronic”), HCA Holdingsc.
(“HCA"), and HealthTrust Purchasing Group, L.P. (*HPG”) infringe U.S. iRao. 8,467,844

and 8,634,894. ECF No. 1 atThe allegations concerniftgCA and HPC are based on devices
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made and sold by Medtronic, and Medtronic is indemnifying HCA and I386ECF No. 107 at
1n.2

After the Complaint was filedyledtronic Xomed, Inc. petitioned for IPR afl asserted
claims of the '894 and '844 patentdwo petitions were filedon July 11, 2016and one on
Decembe 9, 2016challenging the 894 paterandonepetition was filedon September 19, 2016
challenging the '844 paternfee ECF No. 99 at 1. On December 29, 2016, the PTAB instituted
IPR ofall asserted claims of the '894 patduit. The parties thereafteddd a joint motion to stay
the actionjd., and the Court granted the motion, ECF No. 100.

By late December 201iBe parties had attended a mediation session butditadachea
settlementSee ECF No. 95Settlement discussions continyadd in February 2017, a Medtronic
director and Neurovisios’ avnerbegan exchanging offers and counteroffeysemail See ECF
No. 1027. Medtronics director ultimatelyemailedan offer that included Medtrorigcupfront and
subsequent payment obligation to Neurovision in addition to Medtscmeeement to withdraw
the four IPR petitions, in exchange for a license to the patents and Neurovisieaserfrom the
district courtaction. Seeid. On February 1,72017, Neurovisiors ovnerresponded to Medtrong
email, indicating that he had “briefed the shareholdergthat] we accept your offer.Id. at 67.
This response email summarized various terms, including payment, the patent licahse, an
Medtronics agreement to withdraw the four IPRK. at 7. Neurovision’s owneconcluded,
“Advise us as to how you wish to proceed to create the conttdct.”

Counsel for the parties began exchanging drafts of a settlement agreement)Mardio
23, 2017, Medtronis counsel emailed Neavision’s counsel a finished agreement with only “a
final clarifying edit.” See ECF No. 102 at Drafts of the agreement and the Marcha2B8eement

all included clauses indicating that the agreement was effective upon signifgvBndESS



HEREOF” clauses, in addition to empty signature blo&e.ECF No. 106 at -P. Edits to the
settlement agreement appear to have been complete by the morning of Mavcher23
Neurovision’s counsel sent Medtronic’s counsel a signed copy of the agreSee&€F No. 102
at 56.

Things changed latehat afternoorwhen the PTABeleased its decision institutingR
of the '844 patentSee ECF No. 104.The timing of the PTAB’s decision, however, was not
unexpected. The parties expected the PTAB’s decisioheoi®44 patent no later than March 30,
2017.See ECF No. 99 at 1. By statute, the PTAB must decide whether to institute IPR witren thr
months after the patent owner’s preliminary response, or if no respofik, within three
months after the date any preliminary respasstue. 35 U.S.C. 814(b).Neurovision filed a
preliminary response on December 30, 2016, and thus the PTAB’s institution decisaunewss
later than March 30, 2017.

The PTAB’s deaion onthe '844 patenmneverthelesprompted Medtronic to inform
Neurovision on March 27, 2017 that Medtronic “does not intend to execute the [settlement
agreement] in its current form” because “circumstances changed materialyetdstwhen the
PTAB indituted inter partes review of the ‘844 pater8& ECF No. 102 at 6. Neurovision filed
its emergency motion to enforce the settlement agreement on March 28, 2017. ECF No. 102.
Specifically, Neurovision asks the Court to force Medtronic to sign the Mz3chgreement,
which, according to Neurovisiofs the final written agreemerfieeid.

DISCUSSION

A district courtin the Fifth Circuithas inherent power to enforce a settlement agreement

in a case pending beforeMid-S. Towing Co. v. Har-Win, Inc., 733 F.2d 386, 390 (5th Cir. 1984).

The court has the ability to summarily enforce a settlement “if no matertaldee in disputé,



but “when opposition to enforcement of the settlement is based not on the merits ainthieut|
on a challenge to the validity of the agreement itself, the parties must bedakovdentiary
hearing on disputed issues of the validity and scope ofgifleeient.'In re Deepwater Horizon,
786 F.3d 344, 354 (5th Cir. 2015) (internal quotations and citatiortedin

“Questions regarding the enforceability or validity of such agreemeatdesermined by
federal law—at least where the substantive rights and liabilities of the parties denwddderal
law.” Mid-S Towing, 733 F.2dat 389.To the extent state law applies, the parties have not
identified a conflicof law that would aféct the outcome of the dispute. Moreover, federal contract
law is often indistinguishable from general state contract law, and where federal law is
undeveloped, courtely on treatises and general state law principles to fill gaps in federdhl
re Deepwater Horizon, 786 F.3d at 354-55.

The partiesdispute raises two questierdirst, whether the email exchange culminating
on February 17, 2017 qualifies as a valid settlement agreement, and second, whether the
subsequent and more complete March 23, 2017 agreement is enforceable, even tremdgnizef
had not signed. Much of the parties’ briefing is devoted the second question, but the first question
is relatively easy to answeBecause the Court believes resolution of the first questioraliailv
the partiego acomplete their settlementhe Court does not address the second question.

There is no dispute tha¥ledtronic’s drector and Neurovision’sswner exchanged a
number of offers and counteroffers between February 13 and February 17S2OETF No.
102-7.Most important, Defendants do not contehdt the email from Medtronis’drector on
February 17, 2017 wasot a valid offer under applicable contract la®ee id. at 7. Indeed,
Neurovision’s owner responded the emailby saying “we accept your offerjh addition to

summarizingmaterial terms of the agreemei@ee id. at 67. In response to Neurovision’s



purported acceptanc&ledtronics drector wrote, among other things, “This is excellent news.
Thanks for working through.Id. at 6. The Medtronic director did not dispute angterial term
summarized in Neurovision’s email, nor did the Medtronic director take issue witlo\Wson's
characterization of the state of negotiationara%accepted offer.Seeid.

Accordingly, there is o dispute of material fact thas of February 17, 2017, Medtronic
and Neurovision entered into a settlement agreerSeatn re Deepwater Horizon, 786 F.3d at
355 (contract formation judged by parties’ “overt acts and wordsi¢. material terms of the
settlement agreemerdire evident from Medtronic and Neurovision’s email exchange
Medtronic’s payment obligation, the patent license (or ability to “practicerthasaNeurovision
characterized it), and Medtrorscagreement to withdraw the fopendinglPRs. See ECF No.
102-7at 7.

Defendants’ arguments to the contraryergrelywithout merit.First, Defendants contend
that “Neurovisionexpressly disclaimed that it was trying to enforce this email exchange as a
contract.” ECF No. 108 at 2 (citing Neurovision Br.4 n.2, ECF No. 102). This is simplyueot tr
The footnote cited by Defendants simply explains Neurovision’s belief teatVidwrch 23
agreement would resolve the dispute with all Defendauttisi no waydoes this footnotédisclaim
that the earlier email exchange between Neurovision agdtrighic was not itself a settlement
agreementSee ECF No. 102 at 4 n.2. Second, Defendants contend that the email exchange “did
not even involve all of the parties tios case. See, e.g., ECF No. 108 at 2. But it did involve at
least Neurovision and Medtronic, and thus at ldhssetwo parties have amnforceable
agreement.

Third, Defendants argue that the email exchange was missing “numerous metasal t

id., yet Defendants do not identify any spexifnaterial term that is missingCourts generally



find there is agreement on all of the material terms of settlement wherartles ihnave agreed
upon the monetary amount of the settlement payment and the fact that plaintiffele@er
specific claims’ See In re Deepwater Horizon, 786 F.3d at 357 n.2@nternal quotation and
citation omitted).Fourth Defendants contend that the material tetha were includedin the
email exchangare “unintelligibly vague,” presumably because Neurovisiemsiilrefers to the
ability to practice “the patent,” as opposed to “the patents,” pl8ealECF No. 108 at 2The
email exchange as a whole, howevwarambiguouslyclarifies that the parties were referring to
both asserted patentee ECF No. 107-2.

Finally, Defendants insist that “the emails expressly contemplated a subsequiegtwr
See ECF No. 108 at 2. This, of courss irrelevantto whetheran agreement was formeuh
February 17, 2017“Courts routinely enforce settlement agreements even where éoesr
wording . . .has not been finalizedI'n re Deepwater Horizon, 786 F.3d at 357 n.2@nternal
guotations and citation omittedo be clear, the email exchange does contemplsidsequent
writing. Neurovisiors emailrefers to creating “the contractgr exampleput this unquestionably
refers toa subsequent and more complete written agreement. Nothing in the email exchange
culminating in the parties’ settlement agreengentlitions theagreement on a subsequentore
detailedwritten agreementt is true, as Defendants contend, that subsequent draft agrseand
the final March 23agreement includmtegration clauses, but unless the March 23 agreement is
enforceable, these clauses have no legglrative effect.

Finally, Neurovision requests that the Court sanctimDefendants and award fees for
the positions taken in opposition to Neurovision’s emergency motion. The Court finds such an
award unnecessary because Neurovision’s primary request was tthba@eurt enforce the

March 23 agreementDefendants raise bona fide arguments for why this agreement is not



enforceable until it is signed, namely the numerous parts of the agreement isggtiest

signatures are required. Although Defendamtggumets concerning the February 17 email

agreement are meritless, thiges not warrant sanctions under the circumstances.
CONCLUSION

Because the Court finds that there is no dispute of material fact that Neurossl
Medtronic entered into a valid settlement agreement by email on February 17, 20aotidlon’s
emergency motion, ECF No. 102, GRANTED-IN-PART. Because there is not sufficient
evidence in the record to conclude that Medtronic also bound Defendants HCA and HPG on
February 17, the Coustdetermination is limited to the agreement formed between Neurovision
and Medtronic.

The Court believes that this determination eillable the parties t@solvetheir dispute
regarding the settlement. Accordinglgnd given the timesensitive nature fothe dispute,
Neurovision’s request that the Coertforcethe March 23agreements deferred To the extent
foreshadowing may affect the parties’ final resolution of this action, the Goutt likely find
an evidentiary hearing necessary before determining whether the Maregr@8ment is
enforceablevithout Defendants’ signatures.
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ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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