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|. BACKGROUND

Plaintiff brings suit alleging infringement of United States Patents/[84.0,437“the
'437 Patent”), 8,719,090the '090 Patent”) 8,955,029 “the '029 Patent”)and 9,053,49¢'the
'494 Patent”) (collectively, the “patenis-suit”). Plaintiff submits thathe patentsn-suit relate
to managing data.SeeDkt. No. 36, at 4 & 13

The '090 Patent, titled “System for Data Management andD@nand Rental and
Purdhase of Digital Data Products,” issued on May 6, 2014, and bears an earliest gaiariof
June 12, 1997. The '494 Patent is a continuation of the ‘090 Patent.

The 437 Patent, titled “System for Data Management andD@nand Rental and
Purchase of jital Data Products,” issued on November 23, 2010, and bears an earliest priority
date of June 12, 1997. The ‘029 Patent is a continuation of the '437 Patent.

The Abstract of the '090 Patent is representative and states:

A system for handling data and transactions involving data through the use of a

virtual transaction zone, which virtual transaction zone removes the dependency

of such transaction on the delivery medium of the product. The invention may

reside and operate on a variety of electronic asvatich as televisions, VCRs,

DVDs, personal computers, WebTV, any other known electronic recorder/player,

or as a stand alone unit. The transaction zone also provides a mechanism for

combining mediums, data feeds, and manipulation of those féé@stansaction

zone also provides a mechanism for controlling the content, delivery, and timing

of delivery of the end consumer’s product.

Shortly before the start of the February 2, 2017 hearing, the Court provided tbg parti
with preliminary constructionwith the aim of focusing the parties’ arguments and facilitating

discussion. Those preliminary constructions are set forth below within the disctseach

term.



Il. LEGAL PRINCIPLES

It is understood that “[a] claim in a patent provides the metes and bounds of the right
which the patent confers on the patentee to exclude others from making, using@tisell
protected invention.’Burke, Inc. v. Bruno Indep. Living Aids, Int83 F.3d 1334, 1340 (Fed.
Cir. 1999). Claim construction is clearly an issue of law for the court to deididekman v.
Westview Instruments, In&2 F.3d 967, 970-71 (Fed. Cir. 1995) (en baait), 517 U.S. 370
(1996).

“In some cases, however, the district court will need to look beyond the patéritisic
eviderce and to consult extrinsic evidence in order to understand, for example, the background
science or the meaning of a term in the relevant art during themetewa period.” Teva
Pharms. USA, Inc. v. Sandoz, Int35 S. Ct. 831, 841 (2015) (citation itbed). “In cases
where those subsidiary facts are in dispute, courts will need to make subsictiaay fiadings
about that extrinsic evidence. These are the ‘evidentiary underpinnings’mfodastruction
that we discussed Markman and this subdiary factfinding must be reviewed for clear error
on appeal. Id. (citing 517 U.S. 370).

To ascertain the meaning of claims, courts look to three primary sources: the thes
specification, and the prosecution histodarkman 52 F.3d at 979. TEhspecification must
contain a written description of the invention that enables one of ordinary skill in tharaake
and use the inventiond. A patent’s claims must be read in view of the specification, of which
they are a partld. For claim castruction purposes, the description may act as a sort of
dictionary, which explains the invention and may define terms used in the cldim®©ne
purpose for examining the specification is to determine if the patentee has lireissbge of

the clams.” Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).



Nonetheless, it is the function of the claims, not the specification, to set fotihmitiseof
the patentee’s invention. Otherwise, there would be no need for claiRidnt’l v. Matsshita
Elec. Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en banc). The patentee is free to be his own
lexicographer, but any special definition given to a word must be clearly setrfahe
specification. Intellicall, Inc. v. Phonometrics, Inc952 F.2d 1384, 1388 (Fed. Cir. 1992).
Although the specification may indicate that certain embodiments are prefeargdular
embodiments appearing in the specification will not be read into the claims whdaithe
language is broader than the embodimeBisctro Med. Sys., S.A. v. Cooper Life Sciences, Inc.
34 F.3d 1048, 1054 (Fed. Cir. 1994).

This Court’s claim construction analysis is substantially guided by ther&e@ircuit’s
decision inPhillips v. AWH Corporation415 F.3d 1303 (Fed. Cir. 2005) (en banc)Phrlips,
the court set forth several guideposts that courts should follow when construing claim
particular, the court reiterated that “the claims of a patent define thetimwéo which the
patentee is entitled the right to exadutd 415 F.3d at 1312 (quotingnova/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc381 F.3d 1111, 1115 (Fed. Cir. 2004)). To that end, the words
used in a claim are generally given their ordinary and customary meddin@he ordinary and
customary meaning of a claim term “is the meaning that the term would have to agferson
ordinary skill in the art in question at the time of the invention, i.e., as of the effattigedate
of the patent application.id. at 1313. This principle ofgtent law flows naturally from the
recognition that inventors are usually persons who are skilled in the field of tidiamvand
that patents are addressed to, and intended to be read by, others skilled in the pattitadilar

Despite the importance of claim tern®hillips made clear that “the person of ordinary

skill in the art is deemed to read the claim term not only in the context of the partiautamc



which the disputed term appears, but in the context of the entire patent, including the
specification.” Id. Although the claims themselves may provide guidance as to the meaning of
particular terms, those terms are part of “a fully integrated written insttumieinat 1315
(quotingMarkman 52 F.3d at 978). Thus, tihillips court emphsized the specification as
being the primary basis for construing the clairts.at 1314-17. As the Supreme Court stated
long ago, “in case of doubt or ambiguity it is proper in all cases to refer back testhniptiee
portions of the specification to aid in solving the doubt or in ascertaining the trueantent
meaning of the language employed in the clainiates v. Coed98 U.S. 31, 38 (1878). In
addressing the role of the specification, Binéllips court quoted with approval its earlier
observations fronfRenishaw PLC v. Marposs Societa’ per Azidai8 F.3d 1243, 1250 (Fed. Cir.
1998):

Ultimately, the interpretation to be given a term can only be determined and

confirmed with a full understanding of what the inventors actually invented and

intended to envelop with the claim. The construction that stays true to the claim

language and most naturally aligns with the patent’s description of the invention

will be, in the end, the correct construction.
Phillips, 415 F.3d at 1316. Consequenillips emphasized the important role the
specification plays in the claim construction process.

The prosecution history also continues to play an important role in claim intagpretat
Like the specification, the prosecution history helps to demonstrate how the inventioe and
United States Patent and Trademark Office (“PT@idlerstood the patenkd. at 1317. Because
the file history, however, “represents an ongoing negotiation between the PTi@@and t
applicant,” it may lack the clarity of the spication and thus be less useful in claim

construction proceedingdd. Nevertheless, the prosecution history is intrinsic evidence that is

relevant to the determination of how the inventor understood the invention and whether the



inventor limited the imention during prosecution by narrowing the scope of the clalichssee
Microsoft Corp. v. Multi-Tech Sys., In857 F.3d 1340, 1350 (Fed. Cir. 2004) (noting that
“a patentee’s statements during prosecution, whether relied on by the examiner i@ not, a
relevant to claim interpretation”).

Phillips rejected any claim construction approach that sacrificed the intrinsic record i
favor of extrinsic evidence, such as dictionary definitions or expert testinidmgen banccourt
condemned the suggestionaedbyTexas Digital Systems, Inc. v. Telegenix,,|1808 F.3d 1193
(Fed. Cir. 2002), that a court should discern the ordinary meaning of the claim teoungt(t
dictionaries or otherwise) before resorting to the specification foricdirtated purposes
Phillips, 415 F.3d at 1319-24. AccordingRaillips, reliance on dictionary definitions at the
expense of the specification had the effect of “focus[ing] the inquiry on thaetsteaning of
words rather than on the meaning of claim terms withirctmext of the patent.td. at 1321.
Phillips emphasized that the patent system is based on the proposition that the claims cover only
the invented subject matteld.

Phillips does not preclude all uses of dictionaries in claim construction piogsed
Instead, the court assigned dictionaries a role subordinate to the intrilst rétdoing so, the
court emphasized that claim construction issues are not resolved by any nragle.forhe
court did not impose any particular sequence of steps for a court to follow whendecsnsi
disputed claim languagédd. at 1323-25. RathePhillips held that a court must attach the
appropriate weight to the intrinsic sources offered in support of a proposed clatnicioos,

bearing in mind the gerarrule that the claims measure the scope of the patent grant.



lll. AGREED TERMS

In theirbriefing (seeDkt. No. 42, at 1 n.

following terms in the patenis-suit:

1), the parties set fdtibir agreemerds to the

Term

Agreement

“automatically”

(Claims 1,5, and 6 of the 090 Patent;
Claims3 and 43 of the '494 Patent)

Plain meaning

“a storage device built in to the system and
which is not removable from the system . .

(Claim 1 of the 437 Patent)

Plain meaning

V. DISPUTED TERMS IN U.S. PATENTS NO. 8,719,090 AND 9,053,494

A. “individually controlled and reserved advertising data storage section adapte
specifically for storing the specifically identified advertising daa” / “individually controlled

and reserved advertising data storageextion”

Plaintiff’'s Proposed Construction

Defendants’ Proposed Construction

“plain meaning”

“individually controlled data storage section
set aside just for storing specifically identifig

1%

v

advertising data”

(Dkt. No. 35, Ex. A, at 1; Dkt. No. 42, af Dkt.
theseterms appean Claimsl, 4, and 8 of the

No. 44, Ex.A, at 1)

No. 44, Ex. A, at 1-3.The parties gbmit that

'090 Patent. (Dkt. No. 35, Ex. A, at 1; Dkt.

Shortly before the start of th&ebruary 2, 2017 hearing, the Court provided theqsart

with the following preliminary construction: “individually controlled data storagggisn set

aside just for storing the specifically identified advertising .data



(1) The Parties’ Positions

Plaintiff argues thatrfo intrinsic evidence requires deping from theplain and ordinary
meaning of ‘reserved,” and Plaintiff argues that Defendants’ propaseabhtrary to the explicit
prosecution histofybecause applicant removed from a draft vessiof the claims the very
word ‘only’ that[Defendantsjpropose[jin effect to reinsert” (Dkt. No. 36, at 6.)Plaintiff
urges that “[bgcause Applicant and Briner thoughtfully considered ‘only’ and Applicant
choose to remove it, [Defendants] cannot re-insert ‘only’ by using insteaakigetjust for’

....0 (Id., at 7.) Plaintiff also argues thatHere is no support in the specification that the
reserved space must be used exclusively for contelat,’a 9.)

Defendants respond that during prosecution the patentee “disclaimed the commin use
reserved storage sections and instead clagpedificstorage sections ‘just for’ storing
advertising data. . .” (Dkt. No. 42, at 1.Defendants explain that “[b]ecause the Examiner
could not find written description support for ‘only,” Applicant removed ‘only’ . . . but
maintained the ‘specifically for storing’ language..” (Id., at 7.)

Plaintiff replies that Defendants are “attempting to limit the claim in a manner that was
expressly rejected by the examiner and abandoned by the applidgagtgiosecutiori. (Dkt.

No. 45, at 1.)Plaintiff also urges thathe specification and prosecution history teach that the
claimed reserved storage space is memory allocated or re$enaetvertising data, but that
memory is not a completely separateisture or used ‘onlyfor that datd (Id., at 2.) Finally,
Plaintiff proposes that if construction is found to be necessary, then Defendantsapodpsst
aside just fdrshould be replaced with “allocated.1d(, at 3;seeDkt. No. 47, Notice of

Customedia’s Corrected P.R. 4-5(d) Joint Claim Construction Chart, Ex. B, at 16312.)

-10 -



At the February 2, 2017 hearing, Plainatfidedthat “reserved” simply means having

control over what goes into the space that has been reserved.

(2) Analysis
Claim 1 of the 090 Patent (from which Claims 4 and 8 deperuifles(emphasis added):

1. A data delivery system for providing automatic delivery of multimedia data
products from one or more multimedia data product providers, the system
comprising:

aremote account transaction server for providing multimedia data
products to an end user, at least one of the multimedia data products being
specifically identified advertising data; and

a programmable local receiver unit for interfacing with the remateuat
transaction server to receive one or more of the multimedia data products and for
processing and automatically recording the multimedia data products, said
programmable local receiver unit including at leastiodevidually controlled
and reserved @vertising data storage section adapted specifically for storing the
specifically identified advertising dataaid at least one advertising data storage
section being monitored and controlled by said remote account transaction server
and such that said sgifically identified advertising data is delivered by said
remote account transaction server and stored in said at least one individually
controlled and reserved advertising data storage section.

The specification discloses:

... Programmable designatiof advertising “sections” within VPR/DMS)3

internal storage areas. These permanent or programmable “sections”, “data
boxes” or “spaces” are monitored and controlled by both content providers (or
VPR/DMS 30 central data base) as well as by end usersdaug to preset or
negotiable criteria. The designated advertising “sections” mightdukfas
delivering advertising feeds, which are processed and recorded by VPR/DMS 30
systemfor reattime orsubsequent viewing by end usdihese advertisindata
feedsmight be masdistributed or broadcast to VPR/DMS 30 customers, or might
be selectively distributedccording to customer profiles, demographics, or other
criteria. Profile criteria can be established through analysis of customer activity
history from on-line monitoringAlternatively, it may be developed from

customer information inquiries acquired directly through system interaction or
from outside customer profile data sourcé@slvertising “sections” or “spaces” or
“data boxes” may be reservadnted, leased or purchased from end user, content
providers, broadcasters, cable/satellite distributor, or other data comranscat
companies administering the data products and services. For example, a wide
band, multi-media cable distributor may prb®;j lease or sell a cable “set top

box” containing the VPR/DMS system. This VPR/DMS 30 comprises a built-in
non-movable storage device 14 which has certain areas that are reserved and

-11 -



controlled by the cable company. These areas are available for coalrsales

or leasing to others, who may include movie distributors, advertisers, data product
suppliers, video game suppliers, video magazine publishers, or video product
catalogue companies.

'090 Patent at 31:44—-32:6.
During prosecutionhie patenteegpeatedly relied upon specific storage sections being
“reserved” for advertising data

None of the cited prior art includes or suggests a system where specifie storag
sections of the local receiver unit are designated as advertising storagessectio
and are theneserved specificallfjor storage of advertising data. * * * In both

Logan et al. and Herz et al., all storage can be used for any type of data.storag
For example, there may be times when all storage is used for movie programming
leaving no staage left for advertisingln the aspect of applicant’s system where
specific advertising storage sections are provided, there is always storage
provided for advertising dataThis is a significant and unobvious difference
between the prior art systemsdaapplicant’s system.

(Dkt. No. 42, Ex. K, Nov. 2, 2007 Amendment, at 12 (emphasis adsksal)d, Ex. L, June 2,
2008 Request for Reconsideration After Final, at 11 (“dedicated advertisingafatgest
space”).)

Applicant’s claimed system requires hayia memory for the data transmitted
from the heaeknd and having at least one advertising storage section in that
memoryspecifically reserved for advertising datansmitted from the heaghd.
... It provides fospecifically dedicating a section d&fet memory for storage of
advertising data as opposed to other programming ,d&igardless of whether or
not the other programming data may have a higher priority in some priority
scheme.

(Id., Ex. M, Dec. 9, 2008 Amendment, at 15 (emphasis added).)

In the present Claim 1, a programmable local receiver unit is required which
includes a memory divided into a plurality of individually controlled storage
sections. This memory and the individual controlled storage sections are
structural elements. The langéa‘at least one of the plurality of individually
controlled storage sections beimgervedas an advertising data storage section
specifically for storing advertising data” recites a structural limitatioHfer
receiver which requires that structurathe receiver reserves at least one of the
plurality of storage sectionast for storing advertising data. This means that the
programmable local receiver unit is configured or structurdichibaccesdo at

-12 -



least one of the storage sections of the orgro just advertising data One of
the storage sections is structurat asiddor advertising data.

(Id., Ex. B, June 17, 2009 Request for Reconsideration After Final, at 14 (emphasis added).)

The patentee then amended the limitation here at ss588 to recite that the section is
“adaptedspecifically for storingonly the specifically identifiedadvertising data.”(Id., Ex. O,

Oct. 21, 2009 Supplemental Amendment, aelphasis in original) In response to a
subsequentejection that the wml “only” lacked support in the specification, the patercits
disclosure regarding “reservednd citeddictionary definitions of “reserve” and “reserved.”

(See id.Ex. N, June 18, 2010 Response, a('i6 ‘reserve’ a memory space for advertising data
would mean to a person skilled in the art that such memory space is kept for onl\semyverti
data and only for that advertising data for which the specific storage spesersed”)

(emphasis omitted)

The patentee timately removed the word “dyi’ and instead relied upon tkeord
“reserved.” (See id.Ex. P, Jan. 3, 2011 Amendment, at 16-sEgé also idat 18) Nonetheless
the patentee continued to distinguish the “Logan” prior art refeteexause “thelownloaded
data as taught by Logangsnply storedn a storage device in a random fashion or in whatever
memory locations are available” rather than in an “individuadiytrolled and reserved storage
section.” (d., at 18(emphasis omittedyee id.(“At best, Logan, again, simply teaches
downloading data in a random fashion to memory and does not teach any monitoring or
controlling of such memory, let alone a reserved advertising data storéiga asaecited in
these claims)’)

In a Notice of Allowability, the Examiner set forth a section titled “Interpreatatio

Claim Language” and statéiderein

-13 -



9. Areserved storage section has been defined in the instant application to mean
an allocation or assignment otiaiquely identified portion of computer memory
(spec. para. [0186] and Microsoft Press Computer Dictionary definition of
“storage location”). Reservation in this sense is analogous to reseicénigiza

hotel room for an indefinite period of time or buying a resort apartment under a
time-share contract.

10. This is a case where the limits of language failed the inventor. “Reésefvat

is not uncommonly used in the prior art to mean any allocation of memory space.
And although the inventor’s concept was known at the time of the invention
(para.14 below), it was so uncommon as to not have acquired its own name.
Today the instant invention might be called a “static allocation” of memory, but
this term did not exist at the time of the invention (1999).

11. The examiner was perhaps slow to catch on, but eventually cedithat the
inventor met his burden for redefining the term reserved by disclosing “leased”
and “purchasedstorage. Further support is provided by the disclosure that
sections are reserved for the use of individual family members (spec|(ixg4]
and [0173]) and for advertisers (spec para. [0179] and [0186]). This implies
complex scheduling that could be facilitated by making the allocationituely
identified portions of computer memory

(Dkt. No. 42, Ex. A, July 10, 2013 Notice of Allowabilitgt 3-4 (emphasisnodified).)! The
Examiner thus found that the patentee used “reserved” in this context to efelusive
allocation of a uniquely identified portion of storage. The above-reproduced discloswe in t

specifications likewise consignt with such a reading because it refers to “leasing” particular

1 (See also id.at 4, 1 14 (emphasis omitted)):

The following is an examiner’s statement of reasons for allowance: thetcloses
prior art, Herz eal. (US pat. 5,758,257, “Herz” hereafter) in view of Logan et al.
(US pat. 5,721,827, “Logan’dneafter) does not teach or suggest at least one data
storage sectioheingreservedor advertising data storage. Marsh et al. (US
6,876,974 B1) teaches this limitation, literally as, a designated portion of the
storage devic06having a predetermineademory capacity (e.g., 10 MB) which
is specifically reserved for storage of advertisements at the time the ghtrns
software is installed. This is done to assure there is sufficient space for
advertising, to support the special email applicationibhg March fic, Marsh]

et al. There is no basis upon which one of ordinary skill in the art would have
found it obvious, at the time of the invention, to add this specialized teaching to
those of Herz and Logan.

-14 -



storage areas.5e€'090 Patent at 32:2—6. Also of note, the prosecution history includesl! e-
correspondence between the Examiner and the patentee in which the Examiner stated:
“Searching the claim is not easy becaasel, explained in the reasons for allowanttee phrase,
‘[] reserved data storage section{s)}¢ommonly used in the prior art to mean something far
broader than the instant inventor means.” (Dkt. No. 42, Ex. Q, Oct. 3, 2048 ffom
Champagne to Owens (p. 8 of 10 in Ex. Q) (emphasis ajldedhe correspondence that
followed, the patentee did not challenge the Examiner’s interpretativeserved’ (See id.

Ex. Q at pp. 5-7 of 10.)

Defendants’ proposed construction does not impropeliytreduce a limitation of
“adaptedspecifically for storingpnly the specifically identified advertising data” because this
language required that the memanystbe unusable for any other purposéd.(Ex. O, Oct. 21,
2009 Supplemental Amendment, at(&@hphasis omitted).hat is, this language required that
the capability of theparticularmemorybelimited to storing onlyadvertising dataDefendants’
proposed construction, by contrast, is consistent with the pdtestagements that “the receiver
reservest least one of the plurality of storage sectijmss for storing advertising data (Id.,

Ex. B, June 17, 2009 Request for Reconsideration After Final, at 14 (emphasis seleladl);
(“the programmable local receiver unit is configured or structured to limit accaskeast one
of the storage sections of theemory to just advertising data’)Plaintiff's reliance upon
ZiiLabs Inc. v. Samsung Electronics Clor example, is therefore unpersuasigeeNo. 2:14-
CV-203, 2015 WL 3955997, at *33 (E.D. Tex. June 25, 2QE¢ecting proposal of language
that had been added but then removed during prosecution).

Plaintiff hasalsoargued that the reserved storage space is not “just for storing

specifically identified advertising dataas Defendants have proposed, because the specification

-15 -



discloses collectingustomer profile dataSee, e.g.090 Patent at 31:56-60 & 32:28-48.
Plaintiff has not shown, however, that such data must be stored in a “reservégdiadwvdata
storage section” rather than in some other location. Thus, Plaintiff has not detedrestia
inconsistency between Defendants’ proposal and the disclosures regardomgecysbfile data.
Moreover, towhateverextentthis amounts to an argientas to what types of datae

“advertising datg 2 any underlying dispute as to the scope of “advertising data” has not been
presented as a matter for claim construction #seee disputeterms.

On balance, the patentee’s consistent statementgydunasecution should be given
effect such that the disputed terms refesttvage sectionset aside just for storirgdvertising
data. See, e.g.Typhoon Touch Techs., Inc. v. Dell, 859 F.3d 1376, 1381 (Fed. Cir. 2011)
(“The patentee is bound bgpresentations made and actions that were takerder to obtain
the patent.”)Springs Window Fashions LP v. Novo Indus., L33 F.3d 989, 995 (Fed. Cir.
2003) (“The public notice function of a patent and its prosecution history requires thattaga
be held to what he declares during the prosecution of his gatent.

Plaintiff's alternative suggestion of “allocated” rather than “set asidequs{deeDkt.

No. 45, at 3) does not appear to give proper effect to thatpate abovaliscussed t&ance

during prosecution, upon exclusivig to a specific storage areaso, whereas Plaintiff argued
at the February 2, 2017 hearitingit the storage is “reserved” for advertising datdong as an
advertiser has control over what is stored thiee disputed terms refer to “advertising data,” not
“advertiser’s data,” so the term “reserved” must be given effect with respect totisidger

data”

2 (See, e.g.Dkt. No. 45, at 2 (Plaintiff referring to “various types of advertising dataalike
gueues, ads in any format, and ad statistics”).)
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Further, Plaintiff appeareid argue at the February 2, 2017 hearing that whereas
advertising data calme stored only in a storage area that is “reserved” for advertising data, othe
data can be stored anywhere, including in areas that are “reserved” for advdgiaing
Plaintiff's argument appears to turn the patentee’s consistent usagsastzed” m its head by
restrictingthe availability of storagdor advertising dataather tharensuringit. Such an
interpretation is inconsistent with the abaliseussed intrinsic evidence and is therefore hereby
expressly rejectedAlso, although Plaintiff agued at the February 2, 2017 hearing that
advertising data coulcherelybe givenpriority for use of “reserved” storage areas, the patentee
distinguishedmere prioritizatiorwhen distinguishing the “Travaille” referendaring
prosecution. $eeDkt. No. 42, Ex. M, Dec. 9, 2008 Amendmegit15-16 (arguing that the
applicant’s ‘advertising storage sectibtprovides for specifically dedicating a section of the
memory for storage of advertising data as opposed to other programming datdessgof
whetheror not the other programming data may have a higher priority in some priority
schemd).)

Nonethelessto whatever extent Defendants are propothagthe “reserved” memory
must be on a physically separdtyvice or on a physically contiguous portioracgftorage
medium, no such limitation has been shown.

Finally, Plaintiff has argued that Defendants’ proposal of the same adiestrtor all of
Claims 1, 4, and 8 is improper because Claims 4 and 8 of thé#18at do not recite
“specifically identified” advertising data. The Court reje&intiff's argumengs follows.

Claim 8 depends from Claim 5, which in turn depends from Claim 1. Fu@ilaem 8 itself
recites “specifically identifiecddvertising data. In a similar fashion, Claim 4 depenfiem

Claim 3, which in turn depends from Claim 1. i@lal recites “customer specifadvertising
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data; and Claim 3 recites that “the specifically identifedlvertising data is customer specific
advertising data.” Defendants’ proposal of “specifically identified” ésdfore appropriate as to
the disputed term in all of Claims 1, 4, and 8.

The Court therefore hereby constrtslividually controlled and reserved
advertising data storage section adapted specifically for storing the speacdilly identified
advertising data” and“individually controlled and reserved advertising data storage
section” to meartindividually controlled data storage section set aside just for storing the
specifically identified advertising data.”

B. “addressable and reservedtorage space[s] for storing digital advertising data” /
“addressable and reserved storage space for storing the particular advertising @&

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “individually controlled datatorage section
set aside just for storing specifically identifig
advertising data”

(3%
o

(Dkt. No. 35, Ex. A, at 9; Dkt. No. 42, at 11; Dkt. No. 44, Ex. A, at 10-12.) The parties submit
that theseerms appean Claims 1, 19, and 33 of the '494 Patent. (Dkt. No. 35, Ex. A, at 9
Dkt. No. 44, Ex. A, at 10.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary constructions: “addressable and reserved storamggssfar
storing digital advertising data” means “data storage section set aside gistriing digital
advertising data”’; and “addressable and reserved storage space for storamtj¢chiap
advertising data” means “data storage section set aside just for storpagttbelaradvertising
data.”

In their briefing as well as at the February 2, 2017 heatnegparties referred their

arguments as to thentividually controlled and reserved advertising data storage sétgions,

-18 -



which are addressed abov&eé€Dkt. No. 36,at 1Q see alsdkt. No. 42, at 11; Dkt. No. 45,
at1-3.)

The Courtherefore reaches the same conclusions here as fondnadually controlled
and reserved advertising data storage sectennis addressed abov&he Courtaccordingly

hereby constres the disputed terms as set forth in the following chart:

Term Construction

“addressable and reserved storage space[q “data storage section set aside just for
for storing digital advertising data” storing digital advertising data”

“addressable and eserved storage space | “data storagesection set aside just for
for storing the particular advertising data” | storing the particular advertising data”

C. “customer specific advertising data”

Plaintiff's Proposed Construction Defendants’ Proposed Constration

“plain meaning” “promotional content consisting of at least
two media types that is targeted for
consumption by a specific customer or end
user by a particular identifier or selection
code”

(Dkt. No. 35, Ex. A, at 4; Dkt. No. 42, at 11; Dkt. No. 44, Ex. A, at Be parties submit that
this term appeaiis Claims3-5, 17, and 23 of the ‘090 Patent. (Dkt. No. 35, Ex. A, at 4; Dkt.
No. 44, Ex. A, at 3.)

Shortly before the start of theebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “promotional content that is targeted for
consumption by a specific customer or a specific group of customers.”

(1) The Parties’ Positions

Plaintiff argues that Defendants’ proposal should be rejected bechu§@efendants]

replace[] ‘advertising data’ with ‘promotional conterat,phrase fond nowhere in the patent”;

-19 -



(2) Defendants’ proposab limit “advertising data” to content “consisting of at least two media
types”is inconsistent with claim differentian as to dependent Claims 98 and 102; and

(3) “[t] here is nothing in the specification or the claims requiring thparticuar identifier or
selection codebe used to pair advertising data to customers.” (Dkt. No. 36, at 11-12.) Finally,
Plaintiff urges that to the extent that [Defendants] argue[] that ‘customer specsfiemited to
content created forsinglecustomer, the specification offers no support for such a limitation.
(Id., at 12.)

Defendants respond that “advertising data meanadhertisements, not simply data
regarding the advertisement,” and “‘customer specific’ means that theiauhgedata is targeted
for consumption by a specific end user customer.” (Dkt. No. 42, at 12.)

Plaintiff replies by reiterating thatle specitation discloses various types of
advertising data (both advertisements and data associated with advettiddig) No. 45, at 4.)

At the February 2, 2017 hearing, Plaintiff argued tbastomer specific advertising
data”may include suitability créria and therefore is not limited to only the promotional content
itself.

(2) Analysis

Claim 3 of the '090 Patent, for example, depends from Claim 1 and recites:

3. The system of claim 1, wherein the specifically identified advertising data is

customeispecific advertising data and the customer specific advertising data is

recorded in raw form by said programmable local receiver unit and subsgquentl
processed or edited by a content filter according to preprogrammed user

suitability criteria.

Defendars’ proposal of “promotional conteénproperly clarifies that the phrase

“advertising data” in the disputed term does not refer merely to any datdreladvertising

but rather refers to actual adveri content This interpretation is consistenttithe context
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provided by surrounding claim language in above-reproduced Claim 3, which tleattdse
data is “recorded in raw form” angfocessed or edited by a content filter according to
preprogrammed user suitability critefiaAlso, the parties have citdtie followingstatements
by the Examiner in a section titled “Interpretation of Claim Language”:
8. Advertising data is disclosed (spec. para. [0173] and [0186]) to be promotional
informationprovided in a special way (“targeted” or “speciflgatientified”) for
consumption by the end usdfere, by definition, advertising data is the
information placed in one or more reserved storage sections. Advertising data is
functional descriptive material and accordingly given patentable weighERV
211.051.A).
(Dkt. No. 42, Ex. A, July 10, 2013 Notice of Allowability, at 3 (emphasis modified).) Although
Plaintiff argues that this reference to “promotional information” demonsttias “advertising
data” need not be actual advertisemébis. No. 45, at 4), the subsequ@htase' for
consumption by the end user” undermines Plaintiff's interpretation of the Exé&rstaements.
As to Defendants’ proposal of requiring “at least two media types,” no suitation is
evident in the claim language or in any definition or disclaimer in the intrinsic eeidenc
Also, Defendants have not shown that customer specific advertising data catuds i
data that is associated with the promotional content, such as control informatioayhz m
necessaryor proper storage and playback of promotional content. Further, Defendants have not
shown that any claim language or any definition or disclaimer requiradetifier or selection
code.”
Finally, Defendants have not demonstrated that “customer gjeungans that an
advertisement is targetedagparticularend user. On one hand, the specification discloses that
“advertisements which are delivered to the VPR/DMS 30 advertising ‘séateombe customer

specific by use of systems buiilt signal decoding and the data content filter/editing algorithm.”

'090 Patent at 32:7—1More specifically, the specification discloses:
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This customized editing feature allo@ach member of a familyg enjoy a
customized edition of the broadcast program/movie according to their own
personal preferencesr those of the VPR/DMS system administrator. This
functionality gives parents greater control over content to be viewed by thei
children. It also provides many new opportunities for broadcasters and content
providers to transmit various editions of custom programs and custom targeted
advertising data all contained within a single broadcast transmission.

Id. at 30:29-38 (emphasis added).

On the other hand, the specification suggests that advertising may be tasggtedps

ratherthan for one particular end user:

The designated advertising “sections” might be used for delivering advertisi
feeds, which are processed and recorded by VPR/DMS 30 system fomesal
subsequent viewing by end user. Thesesdthing data feeds might loeass
distributedor broadcast to VPR/DMS 30 customers, or might be selectively
distributed according toustomer profiles, demographics, or other criteria

Id. at 31:49-56 (emphasis addesBe id.at 32:54-57 (“Providing thadvertiser has immediately

available advertsment formats (audio/video/textc.) for transmission, then instantaneous

advertisement delivery can be transmitted tabt€0,000 qualified customets(emphasis

added).

The Court therefore hereby constriesstomer specific advertising data”to mean

“promotional content (and associated data, if any) that is targeted for consumioin by a

specific customer ora specific group of customers

D. “user suitability criteria”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

“plain meaning”

“contentbased filter preferences set by the
user, such as a program name, theme, ge
favorite actors or actresses, directors,

producers or other parameters, such as ke

nre,

y

words, television/motion picturating”
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(Dkt. No. 35, Ex. A, at 6; Dkt. No. 42, at 12; Dkt. No. 44, Ex. A, atbThe parties submit that
this term appearns Claims 3 and 23 of the ‘090 Patent. (Dkt. No. 35, Ex. A, at 6; Dkt. No. 44,
Ex. A, at 6.)

Shortly before the start of theebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meaning (reject Defendantgosed list of
examples

(1) The Parties’ Positions

Plaintiff argues that “[Defendants] propostf]impermissibly limit this term to specific
examples from the specification...” (Dkt. No. 36, at 12.)

Defendants respond that they “propose[] a construbsed on express statements in
the specificatiori (Dkt. No. 42, at 12-13.)

Plaintiff replies that Defedants “seek[] tampermissibly limit the term to an exemplary
list in a preferred embodiment.” (Dkt. No. 45, at 4-Blaintiff submits “[Defendants] argue]]
that[they are]only attempting to provide exemplary guidance to the jury as opposed to a
congruction that defines the scope of the term by limiting it to those criteria; that, cecasir
notthe function of claim construction, and the risk of jury confusion is too gr@at, at 5.)

At the February 2, 2017 hearing, the parties presented no oral argument as to this
disputed term.

(2) Analysis

The specification discloses:

[T]he preferred embodiment makes significant improvements over the manual

timer or VCR+ type recording methods by allowing the user to personalize his or

her own parameters for recording broadcast programs. . . . [T]he system includes

a builtin automatic discretionary content filter/editarhis content filter/editor

allows a user to program the unit to automatically record broadcast content by
selection of a “User Suitability Criteria”, which may be defined as a program

-23-



name, theme, genre, favorite actors or actresses, directors, producees or oth

parameters, such as key words, television/motion picture ratingl le¢cUser

Suitability Criteria may be used alone nrdombination, and can be used to either

select or prohibit programming to be recorded.
'090 Patent at 5:51-65.

Although the specification thus sets forth the examples that Defendants Hadednao
their proposed constructiothis list is disclosed merely as how “User Suitability Criteria. .
may bedefined . . .” Id. (emphasis added). Any benefit of including tlgsof examples in the
constructionis outweighed by the risk that the finder of fact might percthiigelist as limiting.
Theexamples thereforghould not be included in the construction.

Further, Defendants have not shown why the criteria must necessarily‘by thet
user” rather than in some other mannido such limitation is apparent in the claim language,
and Defendas have not shown any definition or disclaimer in this regard.

Finally, Defendantpropose that theriteria must be “conteriiased.” The specification
discloses:

In a preferred embodiment, the user may program the system to process the

received data @ording to the User’s Suitability Criteria. For example, the

system may be preset to automatically filter, edit, record or not recordeaedi/or

part of thecontentof the data based on User’s Suitability Criteria, by interpreting

control data encoded mta broadcast signal.

Id. at 8:18-23emphasis added)Nonetheless, the above-quoted disclosure of “other parameters,
such as key words, television/motion picture rating, etc.,” weighs against mg@o%tontent-

based” limitation.See idat 5:51-65.For example, the specification discloses that entire
programs could be categorically blockegke id.at 8:26-53“The V-chip, which is well known,

merely blocks out entire programs that are considereglitable.”). Also of note, the

specification redrs to user suitability criteria in the context of agee idat 9:50-@ (“For
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examplethis feature allows parents to have greater control over the programntingaihae
accessed by their children.”).

The Court therefore hereby expressly rejectebafnts’ proposed construction. No
further construction is necessargeelU.S. Surgical Corp. v. Ethicon, InA03F.3d 1554, 1568
(Fed. Cir. 1997) (“Claim construction is a matter of resolution of disputed meamdgs
technical scope, to clarify and when necessary to explain what the patenteel tyvire
claims, for use in the determination of infringemelttis not an obligatory exercise in
redundancy); see alsdd2 Micro Int’l Ltd. v. Beyond Innovation Tech. €621 F.3d 1351,
1362 (Fed. Cir2008) (‘{D]istrict courts are not (and should not be) required to construe every
limitation present in a patestasserted claims.”[Finjan, Inc. v. Secure Computing Cqarp26
F.3d 1197, 1207 (Fed. Cir. 2010) (“Unlik¥ Micro, where the court failed to resolve the
parties’ quarrel, the district court rejected Defendants’ constructidgkctiveVideo Networks,
Inc. v. Verizon Commcen’s, In694 F.3d 1312, 1326 (Fed. Cir. 2018ymmit 6, LLC v.
Samsung Elecs. Co., L1@02 F.3d 1283, 1291 (Fed. Cir. )1

The Court therefore hereby constrtieser suitability criteria” to have itplain
meaning

E. “automatically”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “without human intervention”

(Dkt. No. 35, Ex. A, 87 & 12.) The parties submit that this term appe@arGSlaims 1, 5, and 6
of the 090 Patent and Claims 3 and 43 of the '494 Patent. (Dkt. No. 35, Ex. &,18.Y
Defendantsubmitthat “[t]he parties have agreed to plain meahfogthis term. (Ikt.

No. 42,at1n.l1.)

.25 -



Because this term is no longer disputed, the Court does not further address this term

F. “multimedia data products”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
“plain meaning” “content consisting of at least two media
types such as video, audio, images, or text

(Dkt. No. 35, Ex. A, at 6; Dkt. No. 42, at 14; Dkt. No. 44, Ex. A, atY-he parties submit that
this term appeais Claims 1 and 2 of the '090 Patent. (Dkt. No. 35, Ex. A, at 6; Dkt. No. 44,
Ex. A, at7.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary constructioriicontent consisting of at least two media types
(examples of media types may include video, audio, isyagetext)’ (reject Defendants’
argument that a downloaded broadcast program cannot be a ‘multimedia data product’).”

(1) The Parties’ Positions

Plaintiff argues: While multimedia could certainly include media types such as video,
audio, images, or text, providing a limited ‘such as’ list is confusing to the jury and tema
to create an exhausted list rather than an opened ended exemplafyglditienally, the patent
discloses downloaded broadcast programs over cable or satellite as beitignaadruldata
product.” (Dkt. No. 36, at 16.)

Defendants respond that they intend their proposal to “simplify the terprewging
concrete examples for an otherwise abstract concept to avoid any confusiojutg.théDkt.
No. 42, at 14.)Defendants also urge that “[tlhe specification does not support ‘downloaded

broadcast programs’ as multimedia data products as argued by [Plair{tdf).”
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Plaintiff replies that “[o]riginal Claim 2 of the 090 Patent is part of the specificatnol
stateghat ‘multimedia data products are received via Network TV broadcast, Cable TV
broadcast, or Satellite broadcast.” (Dkt. No. 45, at 5.)

At the February 2, 2017 hearing, Plaintiff argued that Defendants’ proposal &ieoul
rejected because, in patent parlance, the word “consisting” is a-elnded term that excludes
anything other than what is set forth. Plaintiff proposed that “including” would bee mor
appropriate term.

(2) Analysis

The specification does not define “multimedia” but rather matsigioses that
“information may .. . be blended into a Multimedia Data Display/Playback 65, for the
user’s discretionary enjoyment.” ‘090 Patent at 29:%e8;idat Fig. 9(illustrating reference
numeral 65 as “BLENDED Multimedia Data Display/Playbacklhe specification also refers
to a“multimedia array of sports programmirigld. at 20:24-31 (“The processing means 13 may
include any or all of the features and attributes as described hereindbadkies. manner, the
user, through user interface 17 and microprocessor 12, may specify the exatigmessing
he/she wishes the received raw data in the form of a movie to undé¢sgg the example of the
multimedia array of sports programminipe digital information would pass from the storage
device 14 to the playback device.”) (emphasis added)

The specification thus appears to contemplate audio/video program broadaasts
typical example of multimedialata productsSee also idat 1:51-53 (“program broadcasts such
as network televisionadio, cable television channels[,] satellite feeds, UHF/VHF channels,
videotapes, and even the Interneid);at 26:29-30 (“Broadcast program data (e.qg., television

audio and video signals) are received on data feed 10a at the receiv@h2. Qourt terefore
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hereby expressly rejects Defendants’ argument that a downloaded broadgesnhprannot be a
“multimedia data product.”

In order to give effect to the terrmtltimedia,”however, Defendants’ proposal of
requiring ‘content consisting of at least two media types” is appropriate. Further, providing a
non-exclusivelist of examples will assist the finder of fact and will prevent or mitigatéusion
as to the meaning of “media typesSee Funai Elec. Co. v. Daewoo Elecs. Cosfh6 F.3d
1357, 1366 (Fed. Cir. 2010) (“The criterion is whether the explanation aids the court ang the jur
in understanding the term as it is used in the claimed invention.”).

The Courtaccordinglyhereby construesnultimedia data products” to meart‘content
including at least two media typegexamples of media types may includeideo, audio,
images, or text).”

G. “digital multimedia data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “digital content consisting of at least two
media ypes such as video, audio, images, or
text”

(Dkt. No. 35, Ex. A, at 12; Dkt. No. 42, at 14; Dkt. No. 44, Ex. A, a} The parties submit that

this term appeaiis Claims 19 and 33 of the '494 Patent. (Dkt. No. 35, Ex. A, at 12.)
Shortly before thetart of theFebruary 2, 2017 hearing, the Court provided the parties

with the following preliminary construction: “digital content consisting of at least twaiane

types (examples of media types may include @j@eidio, images, or text).”
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(1) The Partig’ Positions

Plaintiff argues that “[Defendantgjroposal does nothing othityan add ‘digital'to its
proposed construction for multimedia data product, and thus is nothing other than an attempt to
define multimedia twicé. (Dkt. No. 36, at 16.)

Deferdants respon¢hnd Plaintiff replies) as to this term together with the term
“multimedia data products,” which is addressed abo%eeldkt. No. 42, at 14see alsdkt.

No. 45, at 5-6.)The parties likewise addressed all of these terms together atliheaFy 2,
2017 hearing.

(2) Analysis

The Court reaches the same conclusions for this term as for the similar term “mialtimed
data products,” which is addressed above.

The Court therefore hereby constrieigital multimedia data” to mearf'digital
content including at least two media typegexamples of media types may includedeo,
audio, images, or text).”

H. “the suitability criteria data is collected by at least one method selecteddm the group
consisting of . . .”

Plaintiff's Proposed Constructon Defendants’ Proposed Construction

“plain meaning” Indefinite

Not subject to §112(6).

(Dkt. No. 35, Ex. A, at 13; Dkt. No. 44, Ex. A, at 1431 he parties submit that this term
appearsn Claims 5, 25, and 39 of the '494 Patent. (Dkt. No. 35, Ex. A, at 13; Dkt. No. 44,

Ex. A, at 14.)
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Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meaning (reject Defendangsiraent that
these claims are improper mixetethodapparatus claims)

(1) The Parties’ Positions

Plaintiff submits that “[Defendants] simply labelfiis term indefinite without
explanation or support from any expert.” (Dkt. No. 36, at 16.)

Defendants respond that “Claims 5, 25, and 39 o#®% Patent impermissibly
introduce method steps into system claims.” (Dkt. No. 42, at 15.)

Plaintiff replies that “[tjhese functional limitations do not create ambiguity ahémw
infringement may occur but rather define the functionality that mugtésent for
infringement.” (Dkt. No. 45, at 6.)

At the February 2, 2017 hearing, the parties presented no oral argument as to this
disputed term.

(2) Analysis

A single patent may include claims directed to one or more of the classes of

patentable subg matter, but no single claim may cover more than one subject

matter classIPXL Holdingg, LLC v. Amazon.com, If¢430 F.3d [1377,] 1384

[(Fed. Cir. 2005)] (holding indefinite a claim covering both an apparatus and a

method of using that apparatus).

Microprocessor Enhancement Corp. v. Tex. Instruments326. F.3d 1367, 1374 (Fed. Cir.
2008).

Claims 1 and 5 of the '494 Patent, for example, recite:

1. A system for providing targeted advertising to a multimedia content end user,

comprising:

at least one storage device, wherein at least one of said at least one storage
device comprises at least one addressable and reserved storage spacegior storin

digital advertising data;
at least one processor; and
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software implemented by said at least one processor wherein said software
comprises a program to reserve said at least one addressable storage space and
wherein said software further comprises a program to select particulangidgert
data suitable for targeting to at least one end user based wo=iiped criteria
data, wherein particular advertising data is stored in said at least one alldress
and reserved storage space and is accessible to the at least one end user.

* % %

5. The system of claim 1, wherein the suitability criteria data is collected by at
least one method selected from the group consisting of monitoring at least one
activity of an end user, monitoring a search routine of an end user, monitoring a
key word, monitoring an end user inquiry, monitoring a selection of media
content by an end user, monitoring a selection of television programming by an
end user, monitoring playback of a media program, monitoring an advertising
preference of an end user, monitoring a product rental or purchase by an end user,
monitoring a broadcast time schedule, examining end user profile data, examini
demographics, and combinations thereof.

Defendants have citdditimatePointer, LLC v. Nintendo Co., Ltdvhich found a
“pointing device” claim to be invalibecause the claim also “requir[@dg user to use the
pointing device.” No. 6:115V-496, 2013 WL 2325118 (E.D. Tex. May 28, 201Bijkewise,
Defendants have citeriba, Inc. v. Emptoris, Ingcwhich found an improper mixed method-
apparatus claim where the claim recited “[a] bidding devict atso recitedwherein a bid
submitted by the potential seller operating the bidding device is compared tordsponding
bid ceiling of the potential seller operating the bidding device,” and this “comggrflid not
occur on the bidding device. No. 9:@¥-90, 2008 WL 3482521 (E.D. Tex. Aug. 7, 2008),
aff'd, No. 2009-1230, 2010 WL 55625 (Fed. Cir. Jan. 8, 2010).

Claims1 and 5 of the '494 Paterity contrast, recite a “systemParticularly because
abovereproduced Claim 1 recites a “processor” and “software” configured so agdamper
various functions, dependent Clainmrely recies an additional configuratidimitation rather

than requiring the actual performance of any method $ep. Microprocessor Enhancement

520 F.3d at 1375 (notintpat “functional language” is permissible in claimsgge alsor'yphoon
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Touch 659 F.3dat 1381-82(“We discern no error in the district court’s view that this term
requires that the device is programmed or configured to perform the stated function.”)
The Court therefore hereby expressly rejects Defendants’ indefinitenesseaty No
further construction is necessary.
The Court accordingly hereby constritee suitability criteria data is collected by at
least one method selected from the group consirgg of . . .” to have itlain meaning

I. “the particular advertising data is configured for presentation to an end useby a
method selected from the group consisting of. .”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” Indefinite

Not subject to §112(6).

(Dkt. No. 35, Ex. A, at 13-1% The parties submit that this term app@aiGlaim 28 of the '494
Patent (Dkt. No. 35, Ex. A, at 13-14.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meaning (reject Defendangsiraent that
this claim is an improper mixed metha@paratus claijy’

(1) The Parties’ Positions

Plaintiff argues that “[Defendants] simply labetljjs term indefinite without explanation
or support from any expert.” (Dkt. No. 36, at 16.)

Defendants respond that “dependent claim 28 recites the method step ‘thégpartic
advertising data is configured for presentation to an end user by a metwddsélom the
group consisting of . . . ;" which may be performed by a user. Furthermore, the appgapaisis s
not limited to the elements of the system. The claim as read in light of the specificatinlep

no guidance as to who or what performs the step.” (Dkt. No. 42, at 17.)
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Plaintiff's reply brief does not address this terrBe¢Dkt. No. 45.)
At the February 2, 2017 hearing, the parties presented no oral argument as to this

disputed term.

(2) Analysis
Claims 19 and 28 of the '494 Pateatite (emphasis added):

19. A device for providing targeted advertising to an end user, comprising:

at least one input port for receiving digital multimedia data, wherein the
digital multimedia data comprises particular advertising data for targetatg to
least one end user based upon predefined criteria data assadilatie at least
one end user,;

at least one storage device;

at least one addressable and reserved storage space for storing the
particular advertising data;

at least one processor configured to reserve said at least one addressable
storage space and to present the particular advertising data to the at leadt one en
user.

* % %

28. The device of claim 19, wherein the particular advertising idatanfigured

for presentation to an end user by a method selected from the group consisting of

a dynamic insertion of the particular advertising data in or around a usgedele

media program, a transfer of the particular advertising data to a seconceend us

device, a menu screen, a headefigoter, angic, a] picture in picture, a split

screen, an overlay, a keyword search item, a user selectable interactive

advertisement, and combinations thereof.

Claim 28 thus recites a limitation tshow the advertising data “is configured.” This
configuration limitationdoes not amount to introducing a method st&g®e Microprocessor
Enhancemen20 F.3d at 1375 (noting that “functional language” is permissible in claees);
alsoTyphoon Touch659 F.3cat 1381-82 (“We discern no error in thsestrict court’s view that
this term requires that the device is programmed or configured to performatégkfsinction.”).

The Court therefore hereby expressly rejects Defendants’ indefisstangument. No

further construction is necessary.
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The Cout accordingly hereby construéthe particular advertising data is configured
for presentation to an end user by a method selected from the group consisting ¢d have
its plain meaning.

V. DISPUTED TERMS IN U.S. PATENTS NO. 7,840,437 AND 8,955,029

J. “limited-use digital data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “rented digital data”

(Dkt. No. 35, Ex. A, at 23; Dkt. No. 42, at 23; Dkt. No. 44, Ex. A, at 47-80e parties damit
that this term appeans Claims +4, 6-9, 13-15, 19, 20, 22, 25-28, 30, 31, and 68 of the '029
Patent (Dkt. No. 35, Ex. A, at 23; Dkt. No. 44, Ex. A, at 47.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following prelimirary construction: “Plain meaning (reject Defendants’ proposal that
‘limited-use’ means ‘rented’).”

(1) The Parties’ Positions

Plaintiff argues that Defendants’ proposed construction should be rejectedd&ta
claims themselves distinguish ‘limitegse digital data’ from ‘rented digital data(Dkt. No. 36,
at 18.)

Defendants respond that whereas Plaintiff’'s proposal amounts to expandingithe te
cover some unknown scope of data,” Defendants’ proposal “is consistent with the plaagkng
of the claim and the specificatidn(Dkt. No. 42, at 23.)Defendants also argue ti@aim 68 of
the '029 Patent uses “rented digital data” and “limitse digital data” interchangeablyld.(
at 24 (citingEdwards Lifesciences LLC v. Cook |Me82 F.3d 1322, 1329 (Fed. Cir. 2009) (“The

interchangeable use of . two terms is akin to a definition equating the two.”)).)
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Plaintiff replies that “[chntrary to the assertions fiyefendants]the specification
discusses a wide variety of data that mayHtaioed without rental.” (Dkt. No. 45, at 6.)
Plaintiff argues that “while all rented data will be considered limiteel data (subject to
restrictions), not all limitedise data will be rented.”ld(, at 7.)

At the February 2, 2017 hearing, Plainéiffjued that the specification discloses
restrictions and limited uses other than rentals, such as previews and demos.

(2) Analysis

Ononehand, “[c]laims that are written in different words may ultimately cover
substantially the same subject matteviultiform Desiccants, Inc. v. Medzam, Lt#l33 F.3d
1473, 1480 (Fed. Cir. 1998) (citations omitted). Likewise, “it is not unknown for different words
to be used to express similar concepts, even though it may be poor drafting pr&ziveorp
Servs.L.L.C. v. Hartford Life Ins. Cp359 F.3d 1367, 1373 (Fed. Cir. 2004).

On the other hand, Plaintiff has highlighted that whereas Claim 1 of the '029 Patent
recites “limiteduse digital data,” Claim 68 of the ‘029 Patent recites “rented digital dSee”
Tandon Corp. v. U.S. Intern. Trade Comn881 F.2d 1017, 1023 (Fed. Cir. 1987)l{ére is
presumed to be a difference in meaning and scope when different words or plerases! an
separate claims.”gee also CAE Screenplates, Inc. v. Heinrich Fiedler GmbH & Co2R&
F.3d 1308, 1317 (Fed. Cir. 2000)(the absence of any evidence to the contrary, we must
presume that the use of these different terms in the claims connotes differsimgsidaChi.
Bd. Options Exch., Inc. v. Int'l Sec. Exdi_C, 677 F.3d 1361, 1369 (Fed. Cir. 2012) (noting
“[tlhe general presumption that different terms have different meanings”).

Defendants have emphasized that the specificagians to “rental (limited use)”

A variation of the invention offers content providers the capability of direct
instant deliveringsic] multi-formatted programs (movies, direct Compact Disc or
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other audio medium, video catalogs, etd.he data management zone (or ring)

would allow forrental (limited usepr purchase to home based or business based

customers. It effectively eliminates need for transporting, inventorymy, a

physical delivery of digital data productBirect data rental or purchase provides

far more convenience, data security, versatility, cost effectivenebsjdal

quality, accessibility, product variety, product durability (no broken tapes or

damaged compact disg$)anti-piracy protection, various preview/rental/purchase

options, secure transactions, auto return (no late fees), user privady aéto.

provides the added benefit to the rental industry of reducing or eliminating retail

space and physical inventory.

'029 Patent at 7:9—24 (emphasis added). Even assuming for the sake of argunti@st that
disclosure of “rental (limited use)” means thdrantal” is a “limited use,” Defendants have not
shown that it necessarily follows that “limited use” meanly “rental.” Instead, detterreading
of the abovereproduced disclosure is that “rental” is an example of “limited uSeg id.see
also id.at 36:36 (“the system iprogrammable to automatically return, erase, scraomidock
out the datafmgram when the rental, previedemotime has expired”).The same is true as to
the recital in Claim 68 of both “rented digital data” and “lim#esk digital data.”

The Court therefore hereby expressly rejects Defendants’ proposed ciimisiriNo
further construction is necessargeeU.S. Surgical 103 F.3d at 156&ee alsdD2 Micro, 521
F.3d at 1362Finjan, 626 F.3d at 120ActiveVidep 694 F.3d at 132&8ummit 6802 F.3d
at1291.

The Court accordingly hereby constrilesited -use digital data” to have itgplain

meaning

K. “data supplier”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “data product supplier, e.g. movie studios,
distributors, sports broadcasters, network and

cable broadcasters, news media outlets, music
publishers, and book distributors”
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(Dkt. No. 35, Ex. A, at 21; Dkt. No. 42, at 17; Dkt. No. 44, Ex. A, at 25-3be parties damit
that this term appears in Clairhs8, 9, 19, 21, 22, 25, 31, 36, 53, 58, 64, 68, 70, 79, anfl 82
the '029 Patent. (Dkt. No. 35, Ex. A, at 21; Dkt. No. 44, Ex. A, at 25.)

Shortly before the start of tlieebruary 2, 2017 hearing, the Court provided dmtigs
with the following preliminary construction: “Plain meaning (reject Defendantgosal of
‘product’ as well as Defendants’ proposed list of examples).”

(1) The Parties’ Positions

Plaintiff argues that “[while data supliers could certainly includerovie studios,
distributors, sports broadcasters, network and cable broadcasters, news netdianousic
publishers, and book distributoras stated ifDefendants’] proposed construction, providing a
limited ‘e.g.’list is confusing to the jurgnd would tend to suggest an exhausted list rather than
an exemplary oné.(Dkt. No. 36, at 19.)

Defendants respond that “[t]he term must be read in light of the specificdtioh anly
supports content providers as ‘data suppliers.” (Dkt. No. 42, atO&fé¢ndants argue that a
“satellite provider may receive the movie from the broadcast network but is cetbasupplier’
(such as HBO) within the meaning of the specificationd. (discussing ‘029 Patent at 44:29—
35).)

Plaintiff replies: The daims require that the data supplier be allowed to monitor and
receive notifications and communications concerning the use of the supplieddgtantity
that is responsible for supplying data to the end user is thus covered by thas€e qlBikt.
No.45, at 7.)

At the February 2, 2017 hearing, the parties presented no oral argument as to this

disputed term.
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(2) Analysis

The specification discloses:

The Content Providers 41 may consist of movie studios, distributors, sports
broadcasters)etwork and cable broadcastersys media outletsnusic
publishers, book distributors, and generally any content providers that would

otherwise utilize the television, personal computer, the internet, or telephone lines
to convey information.

* % %

This VPR/DMS30 comprises a built-in non-movable storage device 14 which has
certain areas that are reserved and controlled by the cable company. These areas
are available for commercial sales or leasing to others, who may include movie
distributors, advertisers, data product suppliers, video game suppliers, video
magazine publishers, or video product catalogue companies.

'029 Patent at 21:21-26 & 32:22-28.

Although the pecification thus sets forgxamples that Defendants have includetheir
proposed construction, Defendants have not shown thak#mples necessarily pertamthe
term “data supplier.”In addition,Defendants have not shown that including their propbsed
of examples in the construction is necessary or that any benefit would outweiigk that the
finder of fact might perceive the list as limitin@n balance, the examplpsoposed by
Defendantshould not be included in the construction.

Defendants alsbave not adequately justified their proposal of requiring that a “data
supplier’must be a “dataroductsupplier.” See idat 32:24-28 (“data product suppliers”).
Instead, “data product suppliers” simply appear to be one potential type ofddptees” See
id. at 32:22-28.

Finally, Defendants have not showrat the term “dataupplier” refers only t@ntities

that generateontent as opposed to, for example, distribution network providers. No such

limitation is apparent in the claim language, and Defendants have not gtradvime intrinsic
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evidence contains any relevant défon or disclaimer.Also of note, the specification refers to
“premium channel broadcast network[s] such as Direct TV, HBO, or SHOWTIME .Id.
at44:29-30. This reference to “Direct T,¥which the parties appear to agree isfarence to a
satelite television providergeeDkt. No. 36, at 19see alsdkt. No. 42, at 18)urther weighs
against limiting “data supplier” toontent generators as opposed to distributors.

The Court therefore hereby expressly rejects Defendants’ proposed cimstriNo
further construction is necessaryeeU.S. Surgical 103 F.3d at 156&ee alsd2 Micro, 521
F.3d at 1362Finjan, 626 F.3d at 120ActiveVide9 694 F.3d at 132&ummit 6802 F.3d
at1291.

The Court accordingly hereby constridata supplier” to have itglain meaning.

L. “notifying a data supplier of said simulated return”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “communicating the simulated return of the
rented data to the data product supplier, e.g.
movie studios, distributors, sports
broadcasters, network and cable broadcasters,
news media outlets, music publishers, and
book distributors”

(Dkt. No. 35, Ex. A, at 15; Dkt. No. 42, at 18-19; Dkt. No. 44, Ex. A, at 17.) The parties submit
thatthis term appeaiis Claim 1 of the '437 Patent. (Dkt. No. 35, Ex. A, at 15; Dkt. No. 44,
Ex. A, at 17.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “communicating to the data supplier thdeagau

return of the rented data.”
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(1) The Parties’ Positions

Plaintiff argues thatthere is naeason to substitute the term ‘notifyirfgr
‘communicating” and “[clommunication may infer a specific type of action or ragesbeing
sent that is not required in the clain{Dkt. No. 36, at 19.)

Defendants respond that their proposal is consistent with the prosecution histdry. (D
No. 42, at 19.)

Plaintiff replies as to this term together with the term “data supplignch is addressed
above. (Dkt. No. 45, at 7.)

At the February 2, 2017 hearing, Plaintiff expressed concern that “communicatgig”
carry more restrictive connotations than “notifying.” In particular, Afasuggested that
“‘communicating” might benterpreted as requiring two-way communication. Defendants
responded that they are not arguing that the communication must be two-wagd, Inste
Defendants argued, this disputed term simply requires a communication back tiathe da
supplier.

(2) Analyss

On one handhe specification discloses example that includésotifying the digital
data provider that the transaction is compléted

Virtual Video Game rental is operationally the same as the Virtual Movie Rental,

except the data is video gamdalée.g., SONY PLAYSTATION,

NINTENDO 64). Data is stored on built-in storage device 14, and output from

digital output to rewriteable adapter cartridge, which may be inserted into a game

console. A return is initiated by deleting the rented software from theiouilt

storage device 14 ambtifyingthe digital data provider that the transaction is

completed.

'437 Patent at 38:30—37 (emphasis added).
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On the other hand, the specification also refers to “communicat[ing],” “ndgaiidt
and “signal[ing].” Id. at 17:3%+36 (“unless the downloaded movie is erased (and such erasure
communicated back to the microprocessor 12), ‘legs’fcould be assessed”), 35:6Z (“[t]he
VPR/DMS interfaces with the ATS to negotiate the ‘return’’B820-25 (“the micracontroller
31 signals the remote ATS 29 that the movie data has been properly erased”).

Further, during prosecutiothe patentee explainglat “[i]f the user decides from the
menu of options to return the rental, then the user has to take aataarahe rental and the
return iscommunicatedo the data provider.” (Dkt. No. 4Ex. T, Mar. 16, 2009 Response to
Requirement for Election and Amendment, at 13 (emphasis addéd.patentee distinguished
the “Tsukamoteet al” reference, arguing th&applicant teaches that the simulated or virtual
returnwith notice to the data providés an alternate to the automatic return such as provided by
Tsukamoto eal. .. ..” (Id. (emphasis addeq).

The specification and the prosecution history are thus consistent with Defendants’
proposal that the disputed term requires communicaeaTyphoon Touch659 F.3cat 1381
(“The patentee is bound by representations made and actions that were t@kiem to obtain
the patent.”)see also Springs Windo®23 F.3cat 995 (“The public notice function of a patent
and its prosecution history requires that a patentee be held to what he declagethduri
prosecution of his patef\.

The Court therefore hereby constrtiestifying a data supplier of said simuated
return” to mearfcommunicating to the data supplierthe simulated return of the rented

data.”
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M. “enacting a simulated return of said rented data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
“plain meaning” “making said rented data inaccessible to th
user of the storage device”

(Dkt. No. 35, Ex. A, at 16; Dkt. No. 42, at 19; Dkt. No. 44, Ex. A, at 18-20.) The parties submit
that this term appeais Claims 1 and 13 of the '437 Patent. (Dkt. No. 35, Ex. A, at 16; Dkt.
No. 44, Ex. A, at 18.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meaning (Expressly rejetéfmants’
proposed construction).”

(1) The Parties’ Positions

Paintiff argues that “[the claim tself defines what is meant bgriacting a simulated
return . . .’by stating a simulated return is accomplished ‘by deleting or scrambling said data
from said built in storage device or blocking further access to std’déDkt. No. 36, at 20
(quoting 437 Patent at 36:34—33i¢, 46:34-37]").) Plaintiff also argues that “[Defendants]
incorrectly focus[Jon access to the data when the claim refers to use of thé (laka No. 36,
at 20.)

Defendants respond thga] jury would not readily ascertain the meaning of this term”
because “[iJt is unclear from the claim term itself what a ‘return’ is at all, mustalesmulated
return.” (Dkt. No. 42, at 19-20.)

Plaintiff replies that Defendants’ proposal of “inaccessibly” is copti@disclosures in
the specification thad return can be performed by encrypting or scrambling data, and

“[e]ncrypted and scrambled data is still accessible to potentially be decryptescoambled at
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a later timeg’ (Dkt. No. 45, at 7-8.)Plaintiff reiterates that “[fjdata can be made available in
the future, then it must be accessibléd., at 8.)

At the February 2, 2017 hearing, the parties presented no oral argument as to this
disputed term.

(2) Analysis

The specificabn discloses, for example:

In order to avoid late charges or fees for rental transactions, the uséretwst’

the data product by selecting a return option from the electronic nidreu.

VPR/DMS interfaces with the ATS to negotiate the “retyenid he data product

is erased from the VPR/DMS storage device esammbled (authorization key

voided, where the data product remains stored for future access/rental/purchase

The data product has been transferred to portable medium; the control data keeps

a record of such transfer, and requires the portable medium to be erased before

successfully negotiating the “returnli this way, the system is programmable by

the end user and broadcaster/content provider to enact a “virtual retulata

products stored on the nomeveable storage device.

'437 Patent at 8:4-17.

The disputed term appears in Claims 1 and 13 of the '437 Patent. Claim 1 of the '437
Patent recites, in relevant p&mphasis added): “enacting a simulated return of said rented data
by deleting or scrambling said data from said built in storage device or blocking further access
to said datd’ Claim 13 of the '437 Patent depends from Claim 9, which in turn depends from
Claim 1. Claim 13 recites13. The system of claim @%herein theenacting of the simulated
return of said rented data by deleting or scrambling said data from said non-ersteaade
device or blocking further access to said data, additionally requires thagelescrambling of
the rented data from said portablerage device on which the rented data has been recorded or
blocking further access to said data.”

Because surrounding claim language tlagstesthe manner ofénacting a simulated

return of said rented data,” no further construction is necesSasgu.S. Surgical 103 F.3d
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at1568;see alsd2 Micro, 521 F.3d at 136Finjan, 626 F.3d at 120ActiveVideo 694 F.3d
at1326;Summit 6802 F.3d at 1291.

The Court therefore hereby constrtiesacting a simulated return of said rented
data” to have itlain meaning

N. “performing a virtual return of the [limited -use / stored rented] digital data that has
been transferred to the portable playback device”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “making said limiteeuse data inaccessible o
the portable playback device and making the
processing circuitry aware that the user of the
portable playback device no longer has
access®

(Dkt. No. 35, Ex. A, at 20Dkt. No. 44, Ex. A, at 41-4y The parties submit that this term
appearsn Claims 1, 35, and 68 of the '029 Patent. (Dkt. No. 35, Ex. A, at 20; Dkt. No. 44,
Ex. A, at 41.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following prelimnary construction: ‘thaking said [limiteeuse / rented] data
inaccessible on the portable playback device’ (reject Defendants’ proposalong the

processing circuitry aware that the user of the portable playback devicegeo las access’)

3 Defendants previously proposed: “making said [limibseé-/ rented] data inaccessible on the
portable playback device and making the data product supplier, e.g. movie studios, alistribut
sports broadcasters, network and cable broadcasters, news media outlets, mulsergudohid

book distributors, aware that the user of the portable playback device no longardsastasaid
[limited-use / rated] data.” (Dkt. No. 35, Ex. A, at 20.) Defendants also previously proposed:
“making said [limiteeuse / rented data] inaccessible on the portable playback device and making
the processing circuitry aware that the portable @akldevice no longer hascess.” (Dkt.

No. 42, at 22.)
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(1) The Parties’ Positions

Plaintiff argues that “[Defendants’] requirement wfgking the data supplier . . . aware’
that the user no longer has access to the rented data is unsupported by thatgpeaituch
allows for an automatic return of rented data . . . .” (Dkt. No. 36, at 21.)

Defendants respond that construction is necessary because “[t]he claim$rdkaadt
apparent what a ‘virtual return’ is or how one would be performed, particulagjaitnon to
material that has been transferred to portable playback devices.” (Dkt. No. 42, at 22.)

Plaintiff replies as to this term together with the tegmécting a simulated return of said
rented data,” which is addressed abov&eeDkt. No. 45, at 7-8.)

At the February 2, 2017 hearing, Plaintiff urged that Defendants’ proposal of
“inaccessible” is inconsistent with disclosures in the specificatiorthibatata might not be
deleted but rather could be kept on a device and might be accessed later if, for gkenusier
rents the same content again. Plaintiff sugggesas an alternatiygoposalthatDefendants’
proposed construction should be modifimdreplacing “inaccessible” with “unplayable.”
Plaintiff also argued claim differentiation as to Claims 19 and 21 of the '029 Patent

(2) Analysis

Claim 1 of the029 Patent, for example, recites in relevant gamiphasis added)
“wherein said processing circuitry further comprises a prograrmngosferringto a portable
playback device the stored limitede digital data and control data for use by the portable
playback device foperforming a virtual return of the limited-use digital data that has been
transferred to the portable playback device

The specification discloses, for example:

If a copy has been made for use on outside players, then the VPR/DjliSriss
the user to insert a disc or tape into the portable medium player/recorder 19. The
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micro-controller 31 reads the control data information on the disc to make sure

that the disc is the proper one. When this is confirmed, the programming in the

VPR/DMS 30 causes the portable medium recorder/player ééase the disc or

otherwise render it unusabldNext, the micrecontroller 31 issues instructions to

delete the movie data from the bdiitdigital storage device 14. Finally, the

micro-controller 31 signals the remote ATS 29 that the movie data has been

properly erased from the built-in storage device 14, and any portable copies that

may exist.

'029 Patent at 38:30-42 (emphasis added).

Based on this and other disclosures, Defendants’ proposahotessiblé gives proper
effect tohow the specification uses the phrase “virtual retue®id.; see also idat 8:6-14
(“The VPR/DMS interfaces witthe ATS to negotiate the ‘returmand the data product esased
from the VPR/DMS storage devioe re-scrambledauthorization key voided, where the data
productremains stored for future access/rental/purchadéhe data product has been transferred
to portable medium: the control data keeps a record of such transfer, and requiresitie port
medum to be erased before successfully negotiating the ‘réjutarhphasis added)y. at
34:36-52("the user may enjoy access to the data product” and “[a]ccess would occur for a
limited period if rented”)

Nonethelessas Plaintiff emphasized at the FFed@ry 2, 2017 hearing, the data need
merely be inaccessibte the usebecausehe data might “remain[] stored for future
access/rental/purchase” ('029 Patent a8, such as if the user rents the same content again.

Further, Defendants have not shotliat the claim language recites any limitation of
“making the processing circuitry aware that the portable playback deviomger has access
Although the specification discloses that “unless the downloaded movie is exadesli¢ch
erasure communated back to the microprocessor 12), ‘late fees’ could be assessed to the user

until such rental was virtually ‘returned’id at 17:3841), this is a specific feature of particular

disclosed embodiments thatnot required by the claims unless recit&ge Phillips415 F.3d
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at 1323. Also of note, the specification discloses that a “virtual return’ may be an ‘atumt,
where the data is automatically erased at the expiration of the rental pedodt™38:17-19.

The Court therefore hereby constrtigsrforming a virtual return of the [limited -use /
stored rented] digital data that has been transferred to the portable playbz device” to
mean“‘making said [limited-use / storedrented] datainaccessible to the useon the
portable playback device.”

O. “by deleting or scrambling said data from said built in storage device or blockig
further access to said data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “by only one of: (1) deleting; (2) scrambling
said chta from said built in storage device;
and (3) blocking further access to said datg

(Dkt. No. 35, Ex. A, at 18; Dkt. No. 42, at 20; Dkt. No. 44, Ex. A, at 20-22.) The parties submit
that this term appeans Claims 1 and 13 of the '437 Patent. (Dkt. No. 35, Ex. A, at 18; Dkt.
No. 44, Ex. A, at 20.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meaning (reject Defendants’ proposal of
‘only one of’).”

(1) The Parties’ Positions

Plaintiff argues that “[Defendantgjroposed construction should be rejected because it
improperly limits these options Isgating ‘only onetan be utilized (Dkt. No. 36, at 21-22.)

Defendants respond that “[Plaintiff's] assertithat the plain and ordinary meaning of the
term provides an inclusive list . goes against the specification and the readily understood use

of ‘or’ as linking alternatives.” (Dkt. No. 42, at 21.)
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Plaintiff replies that “[ijn the context of this patt, ‘or’ is conjunctive as it provides
various alternatives to effect a simulated retuiiidkt. No. 45, at 8.)

At the February 2, 2017 hearing, the parties presented no oral argument as to this
disputed term.

(2) Analysis

The specification disclosgfr example, that “the system is programmable to
automatically return, erase, scramble or block out the data/program whenttdepreview,
demo time hasxpired.” '437 Patent at 35:54-55e idat 8:6-10(“erased .. or re
scrambled”) 9:9-11(“The data may be scrambled, encrypted, or otherwise locked from viewing
or playback (audio) until the user agrees to pay for access.”) & 34:34e+B8ing, encrypting or
scrambling the data product”)

None of these disclosures suppoeading “or” in theclaims as nezssarily being an
exclusive “or; and Defendants have not otherwise justified imposungh a restrictionln other
words, Defendants have not shown that the recitaleleting “or” scrambling “or” blocking
necessarily preclude a combimatithereof. Compare DietGoal Innovations LLC v. Chipotle
Mexican Grill, Inc, No. 2:12CV-764, 2015 WL 164072, at *3 (E.D. Tex. Jan. 13, 2015)
(Bryson, J.) (“It is well recognized that the word ‘or’ can be used in either lusive or an
exclusivesensedepending on context.iyith Kustom Signals, Inc. v. Applied Concepts,,Inc.
264 F.3d 1326, 1330 (Fed. Cir. 2001) (affirming construction that “eithesr” meant “a choice
between either one of two alternativieat not both}.

The Court thereforbereby expressly rejects Defendants’ proposed construction. No

further construction is necessargeeU.S. Surgical 103 F.3d at 156&ee alsd2 Micro, 521
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F.3d at 1362Finjan, 626 F.3d at 120 ActiveVide9 694 F.3d at 132&ummit 6802 F.3d
at1291.

The Court accordingly hereby constribg deleting or scrambling said data from
said built in storage device or blocking further access to said datad have itglain
meaning

P. “a storage device built in to the system and which is noemovable from the system . .”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “a storage device that is not removable fror
the system without rendering the system
inoperable”

(Dkt. No. 35, Ex. A, at 18 The parties submit &t this term appeais Claim 1 of the '437
Patent (Dkt. No. 35, Ex. A, at 18.)

Defendantsubmitthat “[t]he parties have agreed to plain meaning” for this term. (Dkt.
No. 42, at1n.1.)

Because this term is no longer disputed, the Court does tttrfaddress this term.

Q. “a user interface operatively connected to the processing circuitry for programming
which processing functions are to be applied to the received data”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“plain meaning” “a user interface operatively connected to t
processing circuitry for customizing the
received data”

(Dkt. No. 35, Ex. A, at 19; Dkt. No. 42, at 21; Dkt. No. 44, Ex. A, a} Zhe parties submit that
this term appeais Claim 1 of the '437 Btent (Dkt. No. 35, Ex. A, at 19; Dkt. No. 44, Ex. A,

at 23)
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Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary onstruction: “Plain meaning (reject Def[endants]’ proposal of
‘customezing’).”

(1) The Parties’ Positions

Plaintiff argues that “[ajury would be able to understand a user interface being
connected to processing circuitry to program the various functionality aiaetion.” (Dkt.

No. 36, at 23.) As to Defendants’ proposed construction, Plaintiff argues thailé[w]
customization of data may be one aspect of the preferred embodiment of the inventiamthe ¢
is not limited to customizatioh.(ld.)

Defendants respond that “[Plaintiff] argues that a jury would understandténess but
fails to clarify what the claimed ‘processing functions’ are or how avjiunyld recognize them.”
(Dkt. No. 42, at 21.)

Plaintiff replies: That the patent discloses display and recording functions that do not
customize, alter, awhange the data in any way as ‘processimigonclusive evidence that
[Defendants’]construction is wrong.” (Dkt. No. 45, at 9.)

At the February 2, 2017 hearing, the parties presented no oral argument as to this
disputed term.

(2) Analysis

Claim 1 d the '437 Patent recites (emphasis added):

1. A sygtem for the processing, recording, and playback of audio or video data,

comprising:

a. a receiver apparatus for receiving audio or vidés fdam at least one
data feed;

b. memory circuitry comprising a storage device built in to the system and
which is not removable from the system,;

C. processing circuitry for processing the data and for storing thespeate
datain the built in storage device;

-50 -



d. a user interface operatively connected to the pser®y circuitry for
programming which processing functions are to be applied to the received data
by the processing circuitry

e. playback circuitry, which reads the data from the built in storage device
and which converts the data to electronic signaisifiving a playback apparatus;
and

f. a microprocessor having software programming to control the operation
of the processing circuitry and the playback circuitry enabling the recpodi
rented data and enacting a simulated return of said rentedyddsdeting or
scrambling said data from said built in storage device or blocking furthessacce
to said data, and notifying a data supplier of said simulated return.

On one handhe specification discloses:

Processing may include recording, editing,asmsing, rearranging data

segments, displaying, or otherwisgstomizinghe content.This is especially

useful when the User Suitability Criteria is a ratings based &ti. processor

decodes the received content, interprets the control informatidatagpthe

previously stored control information, and then automatically edits the signal to

censor unsuitable content (e.g., bleep out expletives, or eliminate scenes involving

nudity or graphic violent or sexual contenfihe processedlata may then be

played back though the playback unit in real time and/or sent to the recording unit

to be recorded onto the nemevable storage device for later access, editing,

and/or playback by the playback unit.

'437 Patent at 8:4662 (emphasis added).

On the othehand, a Plaintiff has emphasized, the specification discloge€hip
program blocking” that can “merely block[] out entire programs that are coedide
‘unsuitable.” Id. at 8:26—-28 & 14:57 Thisdisclosure weighs against Defendants’ proposal of
“custamizing.”

On balance, Defendants have not shown“thagtomizing” is a limitatiorof the disputed
termor that any construction @herwise necessary, and the Court therefore hereby expressly
rejects Defendants’ proposed constructi@eeU.S. Surgical 103 F.3d at 1568Claim
construction is a matter of resolution of disputed meanings and technical scopefytarth

when necessary to explain what the patentee covered by the claims, for usesterthedtion

of infringement. It is not an obligatty exercise in redundancy.§ee alsd?2 Micro, 521 F.3d

-51 -



at 1362 (“[D]Jistrict courts are not (and should not be) required to construelieviéayion
present in a patent’s asserted claims.”).

The Court accordingly hereby constriasiser interface operatively connected to the
processing circuitry for programming which processing functions are to be apd to the
received data”to have itplain meaning.

R. “a user interface operatively connected to said processing circuitry for programmig
one or more processing functions to be performed by said processing circuitry” / “aser

interface operatively connected to the processing circuitry for programming the deast
one processing function”

Plaintiff's Proposed Construction Defendants’ Proposed Construtton

“plain meaning” “a user interface operatively connected to t
processing circuitry for customizing the
[limited-use / rented] digital data”

(Dkt. No. 35, Ex. A, at 22; Dkt. No. 44, Ex. A, at 36—-40.) The partibmgithat this term
appears in @Gims 1, 35, and 68 of the '029 Patent. (Dkt. No. 35, Ex. A, at 22; Dkt. No. 44,
Ex. A, at 36.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following prelminary construction: “Plain meaning (rejectf®edants’ proposal of
‘customizing’).”

(1) The Parties’ Positions

Plaintiff incorporates its arguments as to the similar teranser interface operatively
connected to the processing circuitry for programming which processingpofusiare to be
appliad to the received datavhich is addressed aboveSdeDkt. No. 36, at 23see alsdkt.
No. 45, at9.)

Defendants likewise addreaB of these terms togethe(SeeDkt. No. 42, at 21-22.)
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At the February 2, 2017 hearing, the parties presented hargument as to this
disputed term.

(2) Analysis

For the same reasons set forth above as to the similar term “a user intpdiately
connected to the processing circuitry for programming which processingpofusiare to be
applied to the receivkdata’ the Court finds that no construction is necessary.

The Court accordingly hereby constriasiser interface operatively connected to
said processing circuitry for programming one or more processing functions toe
performed by said processing circuitry” and“a user interface operatively connected to the
processing circuitry for programming the at least one processing functionto have their
plain meaning.

S. “portable playback device”

Plaintiff's Proposed Construction Defendants’ Proposed Constration
“plain meaning” “portable device with a speaker system ang
display on the device”

(Dkt. No. 35, Ex. A, at 23; Dkt. No. 42, at 24-25; Dkt. No. 44, Ex. A, at 60-71.) The parties
stbmit that this term appears @laims 1, 19, 20, 31, 32, 35, 38, 41, 53, 54, 59, 64, 65, antl 68
the 029 Patent. (Dkt. No. 35, Ex. A, at 23; Dkt. No. 44, Ex. A, at 60.)

Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meani(rgject Defendants’ proposal of
‘a speaker system and a display on the device’)

(1) The Parties’ Positions

Plaintiff argues that the specification contains no support for Defendants’ gk dipatsa

“portable playback device” must include a display. (Dkt. No. 36, at 24.)
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Defendants respond that “[o]nly [Defendants’] construction properly rdesrtbie
addition of the word portable to the term ‘playback device.” (Dkt. No. 42, at 25.) Defendants
also argue: “[Plaintiff] confuses the term ‘portaplayback device’ with what the specification
refers to as a ‘stand alone playback unit’ or a ‘portable recorder/playéiile @efendants]
agree[] with [Plaintiff’'s] assertion that a ‘portable playback devie€apable of reading content
from a video cassette or DVD, the only feasible construction of portable playbac& de
requires a portable device with a display or speaker systdth, ai( 26.)

Plaintiff replies that the specification distinguishes the playback device from the
speaker/displayystem as separate componént®kt. No. 45, at 9.)

At the February 2, 2017 hearing, Defendants urgedhkathraséportableplayback”
must be given meaning so that the term “portable playback device” does not ass@mpere
storage device.

(2) Analysis

On one handhte specification discloses a playback devicedbpatars to includa
speaker system and an LED display:

Once the received signal has been processed, it may be stored for future use on

the built-in, non-movable storage device 4,romediately accessed for present

use. If needed for present use, the processed data is transmitted from the

microprocessor 3 to a playback device 5, which interprets the processed data and

prepares it for displayfFor example, an audio signal is received from a compact
disc player at receiver 2, and then processed and decoded by microprocessor 3 so
that any audio data is separated from-Idformation on the discOnce the data

has been fully processed in the microprocessor 3, it is sent pathEck

device5 which plays back the audio data through a speaker system and displays

the CDI information on a LED display
'029 Patent at 13:9-21 (emphasis addség id.at 15:2—-3, 15:16—-20 & 25:14-15ee also idat

Cl. 32 (“32. The system of claim 1, wieén the portable playback device is selected from a
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group consisting of a portable telephone, portable digital recorder/playetablp@omputer, a
PDA, nd Eic, and] combinations theredf.

On the other handkigures 1 and 2a illustrate a “playback device 5” and a “playback
devicelb,” respectively, that are connected “To Display,” which implies thatdagisieed not
be integrated with each “playback devic&eée idat 13:18-21 & 15:14-21. Alsthe
specification refers to a “DVD player” or “VCRis examples of a “stand alone playback unit”:

Once receipt of the dats acknowledged by the VPR/DMS and the transaction is

completedthe usemay play back the data produstore it,or transfer it to

portable medium for use on a stand alone playback unit (&/@,dayer, VCR,

etc.) provided alhecessary transactions ammpleted.

Id. at 7:61-66.Because the specification refers to a VCR as being “well known equipnient” (
at 6:43-44), the ordinary meaning of VCR appears to apply, in partesutara VCR being a
device that can record and play but that usually does not itself have a displayakea spe
system. The distinct disclosures of TV/VCR and TV/DVD combinations further support this
interpretation.See idat 10:41-44 (“For example, in the television and video market éxést
television/VCR combinations ‘bundles’ which include a television set and a videdteasse
recorder combined into the same enclosjyre€e alsad. at 2:33 (“regular DVD players”) &
10:4546 (“TV DVD combinaton”). Further, the specification discloses “radio” embodiments
and“radio broadcasts,and playback ofradio” presumably could be achieved without any
display. See, e.qg., idat 10:36-41, 10:51-54, 12:24-34, 22:28, 24:46 & 33:64-67.

Figure 8 of the '02 Patent is also consistent witht requiring a display or speakers
because Figure 8 illustrates@oftable recorder/player 19” without any apparent display or

speakers, as contrasted witle “user’s audio/video system 36” illustrated in Figures@e'029

Patent aP9:44-47.
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Finally, Defendants submit that “fi¢ Federal Circii recently held that the term
‘portable’ was subject to multiple constructions and thus [Plaintiff's] redae&lain and
ordinary meaning’ is inappropriate(Dkt. No. 42,at 25 (citingeon Corp. IP Holdings v. Silver
Spring Networks815 F.3d 1314, 1319 (Fed. Cir. 2016)Y¢t, Defendants themselves include
the word “portable” in their proposed construction withexplicitly setting forth any special
meaningfor “portable.” As to Defendant@&rgument thathe word “portablémeans that the
disputed ternrmequires alisplay and a speaker system built into the playback device, no such
limitation is evident in the intrinsievidence cited by the parties, such as discussed abore, or
the extrinsic evidence submitted by Defendasé®Dkt. No. 42, at 25-26). In short, the
foregoing evidence demonstrates that Defendants have not shown that what de’portest be
everything that is necessary for the user to fully experigslagback.” Instead, the above-
discussed evidence demonstrates that what is portable is merely the “device.”

To the extent that Defendants have argued that Plaintiff is improperly toogfla
“portable playback device” arfgortable storage device,” Defdants’ argument appears to bear
upon factual questions as to application of the claims to the accused instrureentghier than
any legal question for claim constructioBeeAcumed LLC v. Stryker Corpt83 F.3d 800, 806
(Fed. Cir. 2007)“The resaltion of some line-drawing problems . . . is prdp left to the trier
of fact.”) (citing PPG Indus. v. Guardian Indus. Coyd56 F.3d 1351, 1355 (Fedir. 1998)
(“after the court has defined the claim with whatever specificity and predssigarrantd by
the language of the claim and the evidence bearing on the proper construction, the task of
determining whether the construed claim reads on the accusshatcpis for the finder of fact”));

see EON815 F.3cat 1318-19 (CitingPPG).
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The Court therefore hereby expressly rejects Defendants’ proposed cimstriNo

further construction is necessargeeU.S. Surgical 103 F.3d at 156&ee alsd2 Micro, 521

F.3d at 1362Finjan, 626 F.3d at 120ActiveVidep 694 F.3d at 132&ummit 6802 F.3d

at1291.

The Court accordingly hereby constripsrtable playback device” to have itglain

meaning

T. “processing circuitry comprising software . . .”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

No construction necessary: Not gedi to
8112(6).

Subject to 8112, 16
Indefinite

Function:

“controlling operations of said memory
circuitry and said playback circuitry and
controlling at least one operation performeg
upon the stored limitedse digital data as

permitted by at least omestriction on the use

of the limiteduse digital data and transferrin
to a portable playback device the stored
limited-use digital data and control data for
use by the portable playback device for
performing a virtual return of the limitaease
digital dda that has been transferred to the
portable playback device.”

Structure:
microprocessor 3 without a disclosed

g

algorithm

(Dkt. No. 35, Ex. A, at 24-26; Dkt. No. 42, at 26; Dkt. No. 44, Ex. A, at 71-77.) The parties

submit that thesgéerms appean Clams 1, 35, and 68 of the '029 Patent. (Dkt. No. 35, Ex. A,

at24-26; Dkt. No. 44, Ex. A, at 71.)
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Shortly before the start of tikeebruary 2, 2017 hearing, the Court provided the parties
with the following preliminary construction: “Plain meaning (35 U.S.C. 8 112, Y 6 does not
apply).”

(1) The Parties’ Positions

Plaintiff argues that Defendants cannot overcome the presumption that 35 U.S.C. § 112,
1 6 does not apply to these non-means terms. (Dkt. No. 36, at 25.)

Defendants respond that “[Plaintiffifempts to engage in purely functional claiming in a
system claim, thereby improperly claiming all potential structures for perforracigaaimed
function.” (Dkt. No. 42, at 26.)

Plaintiff replies by reiterating that Defendants fail to rebut the prpsamagainst
meansplus-function treatment. (Dkt. No. 45, at 10.) Alternatively, Plaintiff argues|iha
any event, the '029 Patent discloses definite structure to perform thel fecietions: (Id.)

At the February 2, 2017 hearing, Defendaaiterated their arguments.

(2) Analysis

Claim 1 of the '029 Patent, for example, recites (emphasis added):

1. A system for receiving, processing, and playback of lidnitee digital data,
comprising:

circuitry for recéving limited-use digital data;

memory circuitry for storing the limitedse digital data as@ed limited
use digital data;

playback circuitry that reads the stored limitesk digital data from said
memory circuitry and converts the stored limitexe digital data to electronic
signals for driving a playback device;

processing circuitry comprising softwat@ control operations of said
memory circuitry and said playback circuitry and to control at least one igperat
performed upon the stored limitede digital data as permitteg &t least one
restriction on the usef the limiteduse digital data;

a user interface operatively connected to said processing circuitry for
programming one or more processing functions to be performed by said
processing circuitryand

- B8 -



at least one dital output operatively connected to said processing

circuitry that communicates with a data supplier to allow monitoring by the data

supplier of the at least one operation performed upon the stored linsitedigital

data as permitted by the at least ogsriction on the use of the limitetse

digital data,

wherein said processing circuitry further comprisggrogram for

transferring to a portable playback device the stored limiseddigital data and

control data for use by the portable playbackickefor performing a virtual

return of the limiteelise digital data that has been transferred to the portable

playback device.

Title 35 U.S.C. § 112, {@vhich has since been renanfetil12(f)) provides “An
element in a claim for a combination may beressed as a means or step for performing a
specified function without the recital of structure, material, or acts in sughgoeof, and such
claim shall be construed to cover the corresponding structure, material, or adtsedds the
specificationand equivalents thereof.”

“[T]he failure to use the word ‘means. .creates a rebuttable presumptian that
8 112, para. 6 does not applyVilliamson v. Citrix Online LLC792 F.3d 1339, 1348 (Fed. Cir.
2015) (citations and internal quotation kepmitted). “When a claim term lacks the word
‘means,’ the presumption can be overcome and 8 112, para. 6 will apply if the challenger
demonstrates that the claim term fails to recite sufficiently definite structureeaeeltes
function without reciting sufficient structure for performing that functioll”at 1349 (citations
and internal quotation marks omitted).

Williamson in anen bangortion of the decision, abrogated prior statements that the
absence of the word “means” gives rise to a fgifgresumption against means-plus-function
treatment.Id. (citation omitted). Williamsonalso abrogated prior statements that this
presumption “is not readily overcome” and that this presumption cannot be overcohmutvait

showing that the limitatioessentially is devoid of anything that can be construed as structure.”

Id. (citations omitted). Insteatlyilliamsonfound, “[h]enceforth, we will apply the presumption
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as we have done prior taghting World. . ..” 1d. (citing Lighting World, Inc. v. Birchwood
Lighting, Inc, 382 F.3d 1354, 1358 (Fed. Cir. 2004)). In a subsequent part of the decision not
considerecen bang¢Williamsonaffirmed the district court’s finding that the term “distributed
learning control module” was a megpisis-function tem that was indefinite because of lack of
corresponding structure, and in doingy¥dliamsonstated that “module’ is a weknown nonce
word.” 792 F.3d at 1350.

Here, “processing circuitry” is not a “nonce” terge€id.) but rather connotes a class of
structures.In particular, Plaintiff's expert has persuasively opined that “circuiteyerefers to
a particular class of hardware structureSeeDkt. No. 36, Ex. F, Dec. 9, 2016 Kesan Decl., at
1 35;see alsd029 Patent at 4:34—40 (“processing ideg”).) Further, surrounding claim
language provides details regarding how the “processing circuitrigracts with other
components . .in a way that . .inform[s] the structural character of the limitationrquestion
or otherwise impaf$] structure. . ..” Williamson 792 F.3d at 1351.

In so finding, the Court applies losganding principles articulated prior to the abrogated
Lighting Worlddecision. See,e.g.,Linear TechCorp. v. Impala Linear Corp379 F.3d 1311,
1320 (Fed. Cir. 2004) (“when the structw@anoting term ‘circuit’ is coupled with a description
of the circuit’s operation, sufficient structural meaning generallyb&iconveyed to persons of
ordinary skill in the art, and 8§ 112 § 6 presumptively will not apply”; notiagglage reciting
[the circuits’]respective objectives or operationsApexInc. v. Raritan Computer, Inc325
F.3d 1364, 1372 (Fed. Cir. 2003) (“While we do not find it necessary to hold that the term
‘circuit’ by itself always connotes sufficient structure, the term ‘cireuith an appropriate
identifier such asihterface,” ‘programming’ and ‘logic tertainly identifies some structural

meaning to one of ordinary skill in the &rt.Personalized Media Commc'ns, LLC v. Int’l Trade

-60 -



Commh, 161 F.3d 696, 705 (Fed. Cir. 1998) (“Even though the term ‘detector’ does not
specifically evoke a particular structure, it does convey to one knowledgedbéart a variety

of structures known as ‘detectors.” We therefore conclude that the teeutatéis a

sufficiently definite structural term to preclude the application b1, 16.”); Greenberg v.

Ethicon Endo-Surgery, Inc91 F.3d 1580, 158@ed.Cir. 1996) (finding that “detent

mechanism” was not a meaphkisfunction term because it denotes a type of device with a
generally understooaheaning in the mechanical arfshffymetrix, Inc. v. Hyseq, Incl32 F.

Supp. 2d 1212, 1232 (N.D. Cal. 2001) (finding that “‘computer code’ is not a generic term, but
rather recites structure that is understood bgehaf skill in the art to be a type of device for
acconplishing the stated functions”).

In sum, Defendants have failed to overcome the presumption against means-plas-funct
treatment for these nemeans terms. The Court therefore hereby expressly rejects Defendants’
proposal of means-plus-function treatment, as well as Defendants’ correspoaingteness
arguments. No further construction is necess&gelU.S. Surgicgl 103 F.3d at 156&ee also
02 Micro, 521 F.3d at 136ZFinjan, 626 F.3d at 120ActiveVidep694 F.3d at 132&ummit 6
802 F.3d at 1291.

The Court accordingly hereby constridpsocessing circuitry comprising software

...” to have itplain meaning.

4 Greenberg 91 F.3dat 1583 (“‘detent’ denotes a type of device with a generally understood
meaning in the mechanical arts, even though the definitions are expressed in fliestiosiy
id. (“It is true that the term ‘detent’ does not call to mind a single-defiined structure, but the
same could be said of other commonplace structural terms such as ‘clamp’ an&oni/hat
is important is not simply that a ‘detent’ or ‘detent mechanism’ is defined in termsabitwh
does, but that the term, as the name for structure, has a reasonably well understoaglimea
the art.”)
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VI. CONCLUSION

The Court adopts the constructions set forth in this opinion for the disjautes of the
patentin-suit, and in reaching conclusions the Court has considered and relied upon extrinsic
evidence. The Court’s constructions thus include subsidiary findings of fact based upon the
extrinsic evidence presented by fiaaties in these claim construction proceedingse Teva
135 S. Ct. at 841.

The parties are ordered that they may not refer, directly or indirectlychoo#izer’s
claim construction positions in the presence of the jury. Likewise, the partiesiared to
refrain from mentioning any portion of this opinion, other than the actual definitionseddmypt
the Court, in the presence of the jury. Any reference to claim construction prayesdimited

to informing the jury of the definitions adopted by the Court.

SIGNED this 13th day of February, 2017.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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