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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

SYCAMORE IP HOLDINGS LLC

Plaintiff,

Case No. 2:16:V-588\WCB

V- LEAD CASE

AT&T CORP. et al,

w W W W W W W W W

Defendants.

MEMORANDUM OPINION AND ORDER

In these consolidated infringement actiorBlaintiff Sycamore IP Holdings LLC
(“Sycamore”) filed suit againgt number of defendanggouped into four casesCase No. 2:16
cv-588, againstAT&T Corp., AT&T Services, Inc., andlreleport Communications America,
LLC (collectively, “AT&T”); Case No. 2:18v-589, againstCenturyLink Communications,
LLC, and Qwest Corporatigieollectively, “CenturyLink”); Case No. 2:16v-590, againsLevd
3 CommunicationsLLC (“Level 3”); and Case No. 2:1év-591, againstVerizon Business
Global, LLC, and Verizon Services Corporatiofcollectively, “Verizon”). On February 15,
2018, the Court was informed that the partiethaVerizon case have enteretb a settlement
agreement. Accordingly, this order will not address any issues relating t@sleat The Court
has set triain the action againdtevel 3to begin on April 23, 201,8with the trialsin each of the
othertwo casedo follow.

This ader addresses a number of motions filed in advanceek¢hel 3trial, some of
which are filed by, or directed at, LevelBne, and some of which are filed by, or directed at,

Level 3 and other defendantsThis order will first addressSycamore’s Motionfor Partial
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Summary Judgment of Infringement by Performing the Accusedpidg® Pursuant to the

Accused StandardsDkt. No. 185; Defendants’ Motion for Summary Judgment of

Noninfringement, No Direct Infringement, and No Willful Infringemekt. No. 193 and

Sycamore’s Motion for Summary Judgment on the Scope of Level 3's InfringenmdniN®@

191. After construing the relevant claim termwith the assistance of supplemental bristse
Dkt. Nos. 418, 419, 420, 42512, and 514and oral arguments by the partesthe motions
hearing held on January 12018, the CourDENIES Sycamore’s motion for partial summary
judgment of infringemen{Dkt. No. 185), GRANTS the defendants’ motion for summary
judgment of norinfringement(Dkt. No. 193), and DENIES 8 MOOT Sycamore’anotion for
summary judgmentrothe scope of Level 3's infringement (Dkt. No. 191).

This order als@addressefour motions for summary judgment relating to defenses raised

by Level 3 and other defendantsDefendants’ Motion for Summary Judgment of Invalidity

Under 35 U.S.C8 102(f) and 35 U.S.C§ 102(a) Dkt. No. 179; Defendants’ Motion for

Summary Judgment of Invalidity Under 35 U.S.C. Section 101, Dkt. No. 3g8€amore’s

Motion for Summary Judgment of No Inequitable Conduct, Dkt. No. &8@;Sycamore’s

Motion for Summary Judgment on Equitable Estoppel, Fraud, Patent Misuse, LachHeanUnc

Hands, and Waiver, Dkt. No. 183 he Court DENIP the first threeof those motions following

argument at the matns hearing, with an explanation for the Court’s ruling on each motiba.
Court GRANTED the fourth motion in part and DENIED it in par. this order, the Court will
expand on the explanati®given in open courfor its rulings on each of those foorotions
The reasons for the Court’s rulings in each instance incorporate both the @auaear&sduring

the motions hearing and the written elaboration on those remarks sditeflanth



BACKGROUND

Sycamore allegethatthe defendanteave infringed claims 1 and 38 of U.S. Patent No.
6,952,405 (“the '405 Patent’). The patent is directed to a problem that arises during the
electronic communication of information over networks wHgferentcommunication protocols
are usedfor different portions of the communication path. Transmission protocols that are
frequently used in locahreanetworks(“LANs”), such as Gigabit Ethernet (“GbEYy Fibre
Channel, are inefficient for transmitting data ol@ng-haul communicatiometworks that are
designed to aay data at high speeds and over long distances. -hanfnetworks sometimes
referred to as wide area networks (“WANstherefore typically use different transmission
protocols from those used in local networks; example longhaul networksoften rely on
optical communication protocols such as Synchronous Optical Networking (“SQNBIhen
multiple protocols are used, it adten desirable that messages transferred fraN system to
aWAN system be transferred withatlte loss or corruption oinformation a process known as
“transparent transcoding.”

A. The '405 Patent

A problem that engineers in the industry encountered during their efforts to devise
transparent transcoding schemes was that differences in the bandwidth ubed A and
WAN systems resulted in the inefficient use of the availdBhN bandwidth. '405 patent, col.
1, line 52 throughcol. 2, line 11. The objective of the '405 patent was to create a transcoding
protocol that wouldfor examplecompress &bE signal into fewer bits, thus enabling two GbE
signals to be sent at once 0eBONET link. Id., col. 2, Il. 5359. To achieve that objective,

the inventors of the 405 patent devised a transcoding system in which, for examplebian 80

! Claims 1 and 8 are independent claims. Claims 3 through 7 depend from claim 1.



informationgroup from the GbE transmission is converted into -®i6formation stream for
transmission over the SONET link without the loss of any informatidn.col. 7, Il. 4348;see
alsoid., Fig. 6. The 65bit stream includes not only data, but also it indicate the locations
and identities of any control characters tlvatecontained in the information grougd., col. 2,
Il. 41-52;see alsad., col. 3, Il. 37—45.

The’405 patent refers to the input for the claimed encodigihodsas an “inform#on
group.” An “information group” is a series of bits comprising data words, controlatbesaor
a combination of both data words and control characters. Dkt. Npafil@4 The output of the
encoding methodss called the “encoded information sire.” The parties agree that each
“information group” is encoded into a single “encoded information stream,” and that dhe tw
correspond onéo-one. SeeDkt. No. 419, at 1 (Defendants: “Encoded information stream’
refers only to the data corresponding to a single incoming ‘information groupkt);No. 420,
at 1 Sycamore “The parties agree that each ‘encoded information stream’ corresponds to a
single ‘information group’ andice versa.”).

Claim 1lrecitesa method in which the encoding occtinsoughone oftwo processes,
depending omwhetherthe information group includes control characte@aim limitation 1(a).
If the information group contains only data words ancdtontrol characterghe first process is
used. The first step is to generaté'@data indicator’ Claim limitation 1(b). The data indicator
consists of one or more bits indicag whetherthe information group includgeany control
characters. Dkt. No. 104. The data indicator is combined tivéldata words, and both are
included in the encoded information stream. The parties agree that the dateirahcathe
data words must be combinad part of thsame encoded information stream. Dkt. No. 419, at

10 (Defendants: “The limitations require that the recited claim componentstlieedata



indicator and data words]. . be combined/included in one encoded information stream.”); Dkt.
No. 420, at 1 n.1 (Sycamore: “Sycamore agréhe referenced fields are contained withe
same ‘encoded information stream.”).

If the information group contains one or more control characters, the encoding method
usesthe secondprocesswhich consists of four steps. First, the control oftara are encoded
form “control codes. Claim limitation 1(c)(i) Second, a transition indicator is generated based
on the number of control codélsat are present in the information grouglaim limitation
1(c)(i)). A “transition indicatoy” which consists of one or more hiisdicates the occurrence of
the lastcontrol code irtheencoded information stream. Dkt. No. 110. Third, a location pointer
is generated for each control codlee location pointer indicatdbe sequential position ahe
corresponding control character within the informatigroup. Claim limitation 1(c)(iii).
Finally, the control codes, data words, location pointers, and transition indicasdrcmebined
to formtheencoded information streanClaim limitation1(c)(iv).

Claim 8 the only other independent claim asserted in #uson, teaches a nearly
identical method for encoding a mudtiord information group. If the information group does
not include control characters, the data words and a data indicatmaded ito an encoded
information stream. Claim limitatio@(a) If the information group includes control characters,
then (i) the control characters are encoded into control codes; (i) a transitlocator is
generated; (iii) a location pointes generated; and (iv) the control codes, the transition indicator,
the location pointers, and any data words are combined into an encoded information strea
Claim limitation 8(b).

B. TheAccusedMapping Standards

Sycamore accuses the defendants’ pete/of infringing the '405 patent to the extent

that they use one of four transcoding methods, or “mappifswhichthe Telecommunication



Standardization Sector of the International Telecommunications Union «{TTJUhas issued
standards Sycamore’sheory of infringement is that those standardized transcoding metheds
covered by the claims of the '405 patent and that the defendantsif usese standarzed
methodsin their communication systems infringes the patdfdr ease of reference, the@t
adopts the defendants’ nhomenclature of referring to the four accused mappings ag$1Appin
through D. SeeDkt. No. 193.

Mapping A In 2005, the ITUT released a standard fahat it called theTransparent
Generic Framing Procedure (“GHP) in a dacument entitled ITUT Recommendation
G.7041/Y.1303. Tat standard referred to as ITU G.704Hescribé a process for mapping
LAN signals such as Gigabit Ethernet or Fibre Channel sigoai® a transport network. DKkt.
No. 185-2.

Mapping B In 2009, the ITUT released a standard for mapping Gigabit Ethesigeils
onto network that usean ODUO signalan optical data transport protorol The document
containing that standard entitled ITUT Recommendation G.709/Y.1334nd the standard is
refared to as ITU G.709r the G.709 standardDkt. No. 1853. The 2009ersionstates: “The
mapping of the 1000BASK-signal into GFPT is performed as specified in [ITU G.7041] . ...
Id. at 84(brackets in original).

Mapping C In 2012, the ITUT released aew revision tdTU G.709 that, among other
things,set out a standard for mapping 10 Gigabit Ethernet Fibre Channel signals ordksietw
thatuse an ODU2 signal (another optical data transport protocol). Dkt. No. 185-4.

Mapping D: The 2012 version of ITU G.708lsodescribed a standard forapping 40

Gigabit Ethernet signals onto ODU3 (another optical data transport protéd.ol).



DISCUSSION
[. Claim Construction

Following summary judgment briefing, the Court identifiegderalinfringement disputes
thatthe Court considered to Ipeedicated on disagreements regarditagm construction.The
Court therefore directed the parties to file briefs on the newly identified clamstraction
issues. Dkt. No. 389. The partieed briefsaddressinghose issues, Dkt. Nos. 41821,and
the Court heard oral argument on #®issues ahe January 19, 2018, motions hearinghe
Court will address two of those issues herthe meaning of the term “encoded information
stream,” andhe meaning of the term “control characters” in the plsrésecoding thecontrol
characters claim limitation 1(c)(1) and “encoding control charactgrslaim limitation 8(b).
The Court does not address the “data words” claim construction issue @bedoy
CenturyLink. SeeDkt. No. 419, at 20-23.

A. “Encoded Information Stream”

With respect to the term “encoded information streatme’ parties disgree about two
interrelated issueq1) whether an encoded information stream must be a continuous series of
bits, such that when a data indicator is “combin[ed]” with the data words the dataanditst
and the data words are physicatiyntiguousand(2) whether tle bits in an encoded information
stream may be logically connected but physically separate in the outipigngignal, such that
the data indicatobits may be separated from the datards by bits from other, unrelated
encoded information streams.

Sycamoe argues(l) that the 405 patent requires only that there be a “logical
relationship” between the bits in an encoded information stream,(2ndhat the word
“combining” does not require physical contiguity. Sycamore notes that the spemifijparmis

the user to “arrange the fields . . . as desired,” so long as the fields are semamatmyed



sequential locations in the encoded information stream.” ’'405 patent, col. 6,-19.12
Sycamore also emphasizes a sentéamtiee specificationthatreals: “It is not necessary to have
these fields [i.e., the control codes, the data words tlattansition indicator] behysically
contiguous within the encoded information stream as long as the fields can be found at¢cording
predetermined logic.”ld., col. 6, Il. 26-22; see alsad., col. 4, Il. 5660 (“It is understood that
the data indicator field . . . and the data fields . . . may be arranged ynotha&n predetermined
orders within the encoded information streamid);, col. 5, ll. 6567 (“Again it should be
appreciated that the first and second fields 414 and 418 and tfieldak!18 may be arranged

in other predetermined orders.igk., col. 8, Il. 1821 (“These fields can be arranged in any of a
variety of different orders, as desired tye user, within the constraints as described above.”).
From these descriptions in the specification, Sycamore concludes that the mtemécaled
information stream need not be contiguous in the outgoing signal.

Sycamore’s position, howevehegs the gestion. Thequoted excerpts from the
specification make clear thahe various fields may be rearranged within the encoded
information stream in any predetermined ordedpsg as those fields all appeaithin the same
encoded information streanThus,it does not matter whether the control codes are transmitted
first or last,or whether a control cods physically contiguous to its corresponding location
pointer, so long as the positioningwithin the encoded information streasn predetermined.
That much is beyond dispute. Butattdoes not answer the question whether the encoded
information stream itselfonsists ofa continuous series of bits. That is, #peecification does
not unambiguously answer the question whetdeof the bitsbelongirg to a particulaencoded

information stream need to be physically contiguous, or whether the bits belonginghto eac



encoded information stream can be intermingled with bits belonging to other ititorma
streams.

While the specification is not explicit a® that issueboth intrinsic and extrinsic
evidence suppastthe construction that an encoded information stream consists of aumrgi
series of bits. Both of the examples of encoded information streadepicted in the
specification, Figures 3(a) arg{b), depicta single block of contiguous bits. Figure 6, which
“illustrates one example of the configurations for the encoded informatieans#00 that may
be generated according to the present encoding algorithm,” 405 patent, col. 7--4b, 4&els
the bits in a 64B/65B encoded information stream sequentially, from bit 1 to bite® also
id., col. 7, line 41,through col. 8,ihe 21 (describinga preferred embodiment of thencoding
method in a sequential, dt-bit process

Althoughthe defendants concede that the specification does not expressly definmthe ter
“encoded information stredmto be limited to a continuous series of bits, they argue
persuasively that a person of ordinary skill in the art would understand the teramste
impose a requirement of contiguity. For example, although dictionary defindgiothe term
“stream,” including those cited by the defendaate notidentical nor all equally relevant, they
are consistent in suggesting that the téstream” as of tle date of the '405 patent application,
was understood to refer to a continuous or sequential series ofSaiés.e.g., Alan Freedman,

The Computer Desktop Encyclopedd. ed. 1999) (Stream:A contiguous group of data.”

Streaming data:“Data that isstructured and processed in a continuous flow, such as digital

% The notation “64B/65B” indicates that 64 bits of information payload are transmitted
together with an additional bit that serves a different function in the group. The notation
“8B/10B encoding” indicates that eight bits of information payload are trateshiit a 16bit
block. In general, the additional bits are added to preserve data integrity, tb sigra
characteristic about the payloaitsbor for other technical reasons.



audio and video.”)IEEE Standard Dictionary of Electrical and Electronics Teéiis ed. 1997)

(Stream: “An ordered sequence of characters, as described by the C StandécGigwHill

Dictionary of Scientific and Technical TerngSybil P. Parker, ed., 5th ed. 1994) (Streat&

collection of binary digits that are transmitted in a continuous sequence, and from which

extraneous data such as control information or parity bits are excludedctpsdit Computer

Dictionary (5th ed. 202) (Stream: “Any data transmissions, such as the movement of a file

between disk and memory, that occurs in a continuous flo@fficial Internet DictionaryRuss
Bahorsky, ed. 1998) (StreamindA technique for transferring data in a continuous stream to
allow large multimedia files to be viewdefore the entire file has been downloaded to a client’s

computer.”); U.S. Dep’t of Commerce, Nat’l Tech. Info. Serv., TelecommuaitatiGlossary of

Telecommunication Termd991) (Bit stream transmissiori:The transmission of characters at

fixed time intervals without stop and start elements. Note: The bits that make chatheters
follow each other in sequence without interruptiorData stream: “A sequence of digitally

encoded signals used to represent information for transmissioéhster's New World

Dictionary of ComputeiTerms(6th ed. 1997) (Stream:!A continuous flow of data through a

channel.”); Martin H. Weik, Communications Standard Dictionaf®d ed. 1989)Bit stream:

“An uninterrupted sequence of pulses representing binary thgitsmitted in a transmission
medium. For example, a continuous sequence of bits in a wireline or optical fiber.” Data
stream: “A sequence of characters or pulses used to represent information during
transmission.”).

Although the Court does not adoptyasingleone of those definitions as tlsele proper
construction othe term“encodedinformationstream,”as that term is used in the '405 patent,

the dictionary definitiongs a wholandicate that a person of skill in the art at the time of the

10



invention wouldhave understabthat the word “stream” indicates contiguity, continuousness, or
sequential ordering. IndeeeyenSycamore’s expert, Dr. Scott Nettlegpears to have agreed
with the thrust of those definitions when he testified in his depaodiiat‘stream is a term of art
and streams are sequences of things of indefinite extent.” Dkt. No. 421-1, at 74:6-8.

Sycamore argues that a person of ordinary skill in the art would understand that the
encoded information stream could be “further encoded, encrypted, or scrambled prior to
transmission over the network.” Dkt. No. 420, atFEbr example, Dr. Nettles expied thata
person of ordinary skill in the art would know that thegoingsignal would be multiplexed for
transmission and dmultiplexed at the receiver. Dkt. No. 438[f 2223. Thatmay be so. But
the patent does not addreglsetherthe streammight be further encoded, encryptestrambled,
or multiplexed once it is sent to the network; it merely requires ttietoutgoing signal be
encoded into a strearneforeit is sent to the network.See’405 patent col. 4, Il. 3841
(describing thatwhen nocontrol characters are present, the indicator bit and data words are
“sent to the serializer 280 which generates the encoded information streamednt lle the
network 290”);.id., col. 6, Il. 1012 (describing that, when control characters are pretbentata
and control fields “are sent to the serializer 280 for generating the encoded tidorsteeam
400 to be sent to the network 290iQ., col. 6 ll. 27-28 (“At the receiving end 300, a de
serializer 311 receives the encoded information streainfré@n the network 290.”). That the
stream mayindergoadditional encodings does not detract from the requirement that a stream be
generateds part of the claimed methods.

This construction ofthe term*“encoded information stredms harmonious with the
patent’s use of the term “combine.” The paterakes clear that certain fields are combined to

generate the encoded information stream. See, 403 patent, @dim 1(b), col. 9, ll. 2830

11



(“combining said data indicator with the data words of the information group to gemaarate
encoded information stream”)d., claim 11, col. 11, Il. 1617 (“generating an encoded
information stream by combining said data indicator and the data woidisgpl. 2, Il. 33-36
(“[Tlhe control codes, the data words, the location pointers, and the transition indi@tor ar
combined for each information group to form the encoded information stream.”). Under
Sycamore’s construction ¢encoded information streahthe term“combined]” would mean
merely*“logically connected’in some mannerThat interpretation of the term “combine” is not
supported by the '405 patent or any of therinsic evidence cited by Sycamore. If, however,
“encoded information stream” raps a contiguous set of bgach thathe various fields are put
together in a continuous stream, the term “combine” assumeits natural and ordinary

meaning. See, e.qg.Webster'sThird New Int'| Dictionary of theEnglish Languagg2002

(Combine: “[T]o bring into closeelationship’). The Court thereforeconstrues “encoded
information stream’to mean‘a continuous series of encoded bits that is to be sent or received
over the network and that corresponds to its respective information group.”

B. “Encoding Control Characters”

The defendants argue that two of the accused mappings, Mappings C dodnDy,
satisfy the limitatios of claims 1 and 8 that provider encoding control characters into control
codes. Tk defendants’ argumerdises two riated claim construction issues: what it means to
“encod¢’ and whatypes of information can be includedl a “control character.”

As for the term “encode the parties agree that “encoding” control characters to control
codes means that the control charaateust beconverted into a different form. Dkt. No. 418, at
11; Dkt. No. 419, at 18The partie$ agreel-uponconstruction of* control codes” as “encode
control characters Dkt. No. 104,at 2,indicates thaeachcontrol charactemustbe encodedh

somefashion. Furthemore the specification provides that the encoding of the information

12



stream results in a reduction‘ime necessary bandwidth for transporting the information,” '405
patent, col. 2, ll. 3637, andthat “[t]he control codes have fewer bits than the control characters
contained in the information grougd., col. 4, Il. 24-25 Thereforeit is clear thakach control
character must beonverted in some way thagsuls in a reduction in the numbef bits.
Accordingly, the Court construes “encoding control charactershean“converting at least a
portion ofeachpresent control character irddorm that comprises fewer bits

Second, hie parties dispute whether “control characte@isistexclusivelyof bits that
represent system control information, or whether “control characters” argairt norcontrol
information, including data informatioor blocktype information. Although the parties
previouslyagreed that “control characters” should be consttaedean‘bits in an information
group representing control information,” Dkt. No. 104, atS¥camore now argues for a
construction that permits control characters to “includfermation relating to noiwgontrol
information, so long as when considered in their entirety, they represemnl dafdgrmation”

Dkt. No. 418, at 9.

The defendantsontendthat the patent draws a clear distinction between “control
characters” and “dafasuch that “control characters” must include only bits representing control
information and may not includéata. Dkt. No. 419, at 346. The defendants note that the
asserted claims recite two distinct elements, “control characters” and “dats, rgord that the
claimstreatinformation groups that contain control characters differently from thosedhaot
Id. at 14-15. Based on thabtbservationthe defendants conclude that “control characters and
data words can’t be the same thindd: at 15

The Court agrees that thdistinctionbetween data information and control information

fundamental to the patent and its claimed encoding schetdewever, the defendants’
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constructionof “control characterslimits that termin a waythat is not supported by the
specification.

The '405 patent does not explicitly defitiee term €ontrol charactet,except to say that
the termis used‘in place of the more conventionally used term control cod405 patent, col.
3, Il. 33-40. As anexamplethe patent referto the 1 Gigabit Ethernet standard in whibkre
are 12 possible control codelsl., col. 3, Il. 3745;id., col. 6, Il. 61-62. The patent explains that
the coding scheme it teaches is applicabla variety ofnetworkingformats including Gigabit
Ethernet, Fibre Channel, and “other data formats that have been encoded usingéloo#tds,
id., col. 3, Il. 33-37; id.,col. 4, ll. 53-57, such as “256B/257B, 128B/129B, 16B/17B, [and]

8B/9B,” id., col. 2, Il.66—-67;see alsad., col. 7, ll. 32-36. The patents thereforenot limitedto

a single encoding schenm a single conception of control charactbut fatesthat it is
applicable to a variety dfong-established Ethernet standard[sld., col. 1, ll. 18—-38.

The meanng of “control character” in the 405 patent is therefore Iimotted to the
definition of control characters contained in the 1 Gigabit Ethernet standarthéhattent
describes as a preferred embodimeat is it limited to a series of bits thadnsst exclusivelyof
system control informationThe '405 patent dggnates certain bits as “control charag'tbased
on the designation assigned the LAN line encoding scheme That is to say, th@atented
scheme relies on the input signal protocol to define the distinction between dataamdrds
control characters.The encoding protocol simply reduces the numbgbits in eachcontrol
characterso asto transportthe communicatioomore efficienty over an optical network.As
Sycamore’s expesdxplained, in th&B/10B encodingpecification “there are clear definitions as
to what the control and what the data is” and “the definition of 8b/10b says these are thle contr

and these are the data.” tDNo. 4198, at 1%:6-107:7 see alsad. at 10518-20(“[W]hat is
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control and what is data is something that you have to look at contextyatly.gt 106:12
(“This applies to other transcodings besides 8b/10=0r purposes of the '405 patent,cantrol
character can therefore contain whatever the incoming line encoding sphevigdes in the
portions of the signal thatt designates as control characters, even if the control charatger
include data information.
Finally, dthough the claims @stheterms“data words” and “control characters,” which

could suggest thatachfield is limited to a single word or character, the specificamhoskes
clearthat each field could also be a blpclonsisting of multiple words or characteiSee’405

patent, col. 5, Il. 565 (“For example, if 58 blocks or wordsare included in the information

group, a suldield 418, of 3-bits is preferably selected to represent the eight different positions
where a control character may be found within the information group.” (emphasis adbtlesl)).
term“control character” can thereforefer toa block of multiple characters or words and is not
limited to a single characterfFor the foregoing reasons, the Court construes “control characters”
as ‘bits in an ifiormation groupdesignated as relateddontrol by theinput encoding scheme.”

[I. Motions Relating to Infringement

A. Infringement: Accused Mappings Aand B

1. ThelTU G.7041 Standard (Mapping A)

Like the 405 patent, the G.7041 standard describasthod for encodinghformation.
The G.7041 standard receives eight characters of 8B/10B information andheaapsnto a
64B/65B block. Dkt. No. 182, at 30. In each 6bit block, the “leading bit” or flag bit”
indicates whether “that block contains only 64B/65®it8data characters or whether client
control characters are also present in that blotd.”If the 65-bit block does not contain control
characters, thag bit is set as 0; otherwise & $et as 11d. If the 65-bit block contains control

characters, the control characters are placed at the beginning of the @ida&ach control
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character i€ncoded into eight bits. The first ofote eightbitsis a Last Control Character flag
bit, which indicates whether gélhcontrol character is the laspntrol charactemn the block The
next three bitconstitutethe Control Code Locator, which indicates the original location of the
control code character within the sequence of the eight ¢eesamontained in the block. The
last four bits in the8-bit group constitutehe Control Code Indicator, which represents the

8B/10B control code charactandis codedin 4 bits. Id. Figure 82 illustrates how the input is

encoded
Ic“]f;:tailtz'f Flag bit 64-bit (8-Octet) field
All data 0 D1 D2 D3 D4 D5 D6 D7 D8
7 data, 1 0 aaa DI 2 D3 D4 D3 D6 D7
1 control Cl
6 data. 1 1 aaa 0 bbb D1 D2 D3 D4 D5 D6
2 control Cl C2
5 data. 1 1 aaa 1 bbb 0 cce D1 D2 D3 D4 D5
3 control Cl c2 C3
4 data. 1 1 aaa 1 bbb 1 cec 0ddd D1 D2 D3 D4
4 control Cl C2 C3 C4
3 data, 1 1 aaa 1 bbb 1 cec 1 ddd 0 eee D1 D2 D3
5 control Cl1 C2 C3 C4 Cs
2 data, 1 1 aaa 1 bbb 1 cec 1 ddd 1 eee 0 fff D1 D2
6 control Cl C2 3 C4 Cs C6
1 data. 1 1 aaa 1 bbb 1 cce 1ddd 1 eee 1 fff 0ggg D1
7 control Cl C2 C3 C4 C5 Co Cc7
8 control 1 1 aaa 1 bbb 1 cce 1ddd 1 eee 1 fff 1 ggg 0 hhh
Cl1 C2 C3 Cc4 Cs Cc6 c7 Cc8
— Leading bit in a control octet (LCC) = 1 if there are more control octets and = 0 if this payload octet contains the last control
octet in that block
— aaa = 3-bit representation of the 1st control code's original position (1st Control Code Locator)
— bbb = 3-bit representation of the 2nd control code's original position (2nd Control Code Locator)
— hhh = 3-bit representation of the 8th control code's original position (8th Control Code Locator)
— (i = 4-bit representation of the ith control code (Control Code Indicator)
— Di = 8-bit representation of the ith data value in order of transmission

Figure 8-2/G.7041/Y.1303 — Transparent GFP 64B/65B code components
(See Figure 8-3 for actual superblock structure)

The eight characters th@bmposethe 64B/65B block are not transmitted over the
network as a discrete block. Rather, eight 64B/65B code blocksare combined into a

“superblock,” which is described in Figure 8-3 of the standard. Dkt. No. 185-2, at 32. The enti
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superblock is 536 bits in siznd consists of the following componentarst, the payload from

each of thesight 64B/65Bblocksare grouped into a superbleeke., 64character®f eight bits
each; next, the “leading (Flag) bitsedch of the eight 64B/65B codes are grouped together into
a first trailing octet; finally, 16 additional bits are sent, which are used “for a €RCerror
check over the bits of this superblockd. The superblock has the following structure, in which

each row is eight bits

Octet 1. 1
Octet 1. 2
Octet 1, 3
Octet 8, 7
Octet 8. 8
L1 L2 E3 L4 L5 L6 E7 L8
CRC-1 CRC-2 CRC-3 CRC-4 CRC-3 CRC-6 CRC-7 CRC-8
CRC-9 CRC-10 CRC-11 CRC-12 CRC-13 CRC-14 CRC-15 CRC-16
where:  Octet j. k is the kth octet of the jth 64B/65B code in the superblock
1 is the leading (Flag) bit jth 64B/65B code m the superblock
CRC-i 1s the ith error control bit where CRC-1 is the MSB of the CRC

Figure 8-3/G.7041/Y.1303 — Superblock structure for mapping 64B/65B code components
into the GFP frame

The G.7041standard notes that “[tjo minimize latency, the transparent GFP mappergan be
transmitting data as soon as the first 64B/65B code in the group has been fatheedhan
waiting for the entire superblock to be fardh” Id.

2. The 2009 Version of the ITU G.709 Standd@ichpping B)

As noted, in2009 the ITUT issued a standard for mapping Gigabit Ethernet signals onto
certain types obptical transport netwosk This standard was designated as ITU G.74%,it

stated thatthe mappind'is performed as specified in [ITU G.7041}hat is, Mapping A. Dkt.
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No. 1855, at 84 (brackets in original) The infringement analysis is therefore identical for
Mappings A and B.

3. Infringement of Claim Limitations 1(b) and&(

Sycamore’s theory of infringement is that the defendants practice the tppinmpa
standards at issue in this case, ITU G.7041 and ITU G.709, andmhaiarty that practices
those mapping standardsgll necessarily infringe the asserted claims of thé5 patent. The
defendantsespondhata party that practicethe G.7041 mappingtandarddoes not necessarily
infringe claim limitations 1(b) and 8(apf the '405 patent, and that proof that the defendants
practice those mapping standards therefore doesonstitute proof of infringement.

Sycamore’s infringement theory is based on the principles set out by te&alFEdcuit

in Fujitsu Ltd. v. Netgear Inc., 620 F.3d 1321 (Fed. Cir. 201Dhere, theCircuit held thata

district court “may rely on an industry standard in analyzing infringemernid: at 1327.
Specifically,the court held thdt[i] f a district court construes the claims and finds that the reach
of the claims includes any device that practices a standard, then this canidensutir a
finding of infringement. 1d. However, the court cautiondidat “in many instances, an industry
standarddoes not provide the level of specificity required to establish that pragctibst
standard would always result in infringeméntd. The court emphasized that in such cases the
patent owner cannot establish infringement simply by “arguing that the produdteaiiyni
practices the standard, therefore it infringedd. at 1328. Rather, “th@atent owner must
compare the claims to theccused products or, if appropriate, prove that the accused products
implement any relevant optional sections ofstendard.”Id. It is only in the situation in which

a patent covers “every possible implementation of a standard” that it will beglenoyprove

infringement by showing standard compliancéd. Applying the test set forth iRujitsy, this
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Court agreeswith the defendants that the evidence does not show that practicing the G.7041
standard would necessarily infringe the '405 patent thatthedefendants are therefore entitled
to summary judgment of nanfringement.

The parties do not disagree that the “information grougferred to inthe G.7041
mapping standard consiststb& eightincoming characters a@lhe 8B/10B signat-that is,80 bits
of information that comprise some combination of eight data word®raoantrol characters.
The “encoded information group” in the G.70dthndards therefore the 64B/65B encoding of
those eight data words dodcontrol characterssonsisting ofa singleflag bit and eight bits for
eachof the eightdata word or control character SeeDkt. No. 1591, at A1 (Sycamors
infringement contentionsegarding the G.7041 standard, dated September 12, 2016,\ideatif
“Input client characters” in Figure-8 as the multivord information grougor cdaim 1 and
describe the information group as containgight data wordsgeight control characters, or a
mixture ofeightdata words and control characters);atdA-20 (stating, for claim 3, “Each of the
information groups comprises 8 words . . Each of the words of the information group
comprises 10 bits (i.e., an 8B/10B character)d);at A-22 (stating, for claim 4, “Each of the
information groups comprises 80 bits (80 8B/10B characters).”see alsdkt. No. 185, at
10; Dkt. No. 245, at 3; Dkt. No. 418, at 9 (“In the G.7041 GFP-T standard, a ‘block’ is defined as
a 64b/65b portion of the outgoing signal that corresponds to 80 bits of an incoming 8aDb sig
(or 64 bits of an incoming-Bit signal). If those 80 (or 64) bits are the ‘information group’, then
each 64b/65b block is a single ‘encoded information stream.” (citation omittethe “data

indicator” is the flagbit” in the G.7041standard Dkt. No. 159-1, at A-6 through A-7.

% Sycamords not assertinthat the 536-bit superblock is the encoded information stream,
such that the information group consists of 64 8B/10B characters. Because the G.70484 mappin
standard processes data in g®wb eight 8B/10B characters, the result of that interpretation
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Under the Court’s claim constructions, Sycamore has not presented evidendbethat
G.7041 mappingtandardnecessarilysatisfes either claim limitation 1(b) or claim limitation
8(a) of the '405 patent Claim limitation 1(b) requires that the data indicator and data words be
combined to generate an encoded information stream that includes the datarirasidadata
words. Similarly, claim limitation 8(a) requires that the data words be encoitlech wata
indicator to generate an encoded information stream. The G3®@#tarddoes neither.
Although the G.7041 standard generates a flag bit for eaddit @&formation group, the data
words and the corresponding flag bit are not combined, but aremitéed separately. The
superblock structure transmits the data words and control characters fostetbby an octet of
eight flag bits. Because the eight separate information greups eight separate encoded
information streams-are transmitted ffst, and the data indicators for all eight are combined and
transmitted later, the data indicator is never put into a contiguous stream oéeintodmation
with the data words. For that reason, trensmission of thesupeblocks under the5.7041
standard does not infringe the 405 patent.

In its opposition to the defendants’ motion for summary judgment ofinfangement,
Sycamoremade an alternative argument in favor of infringement. It argued that superblock
encoding is a twgpart process, and th&he data indicator and data words are first combined
before the data indicator is separated into a trailing octekt. No. 245,at 7. As support for
that proposition, Sycamore cited two White Papers on the G.7041 and G.709 stprejzac=d
by Dr. Seve Gorshe, aengineer withPMC-Sierraand one of the principal architects of the

standards SeeDkt. Nos.245-12 and 24513. Summarizing the mapping method for Gigab

would be that the accused products would fail to satisfy various claim limitatiohe o4a5
patent, including the limitations directed at generating a data indicator, a tramsiicator and
a location pointer SeeDkt. No. 193, at 11-15.
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Ethernet onto OPU the 2011White Paper Dr. Gorshedescribedhe implementatiomof the
G.709 standards follows
“Adapt the incoming GE signal into GFP.

o Transcode the incoming GE 8B/10B characters into 64B/65B code blocks,

o Group eight 64B/65B blocks into a 67 byte superblock, and

0 Map one superblock into a GFP frame, with no 65B_PAD or GFP Idles.”
Dkt. No. 24513, at 41.Sycamore also citabe 2005 White Paper by Dr. Gorshe, Dkt. No. 245
12, which addressed the G.7041 standard. The cited portions of that White Paper describe t
GFRT mapping protocol and the way data and control characters are mapped into a 64B/65B
code. It describes the process of mapping an incoming information stream to form a 64B/65B
code, after which eight 64B/65B codes are combined into a superblock in which theatpay
data bytes of the eight cortaent 64B/65B codes are placed into the superblock in transmission
order, with the eight leading (flag) bits of these codes grouped together inrey thgiie.” 1d. at
15.

In their reply brief, the defendants did not respond to Sycamore’s argument based on the

White Papers. Because little attention had been devoted to the White Paperpantits’
briefs, the Court requested additional briefing on the relevance and adntyssibilne White
Papers. Dkt. No. 494. The defendants responded that\Wnte Papersare inadmissible as
hearsayand donot create a fact issue regarding infringement. Dkt. Bk Sycamore
responded that the White Papene admissible andhat theyraise a factual issue as to
infringement. Dkt. No514. Sycamore also pointed to certain technical docungenterated by
manufacturers of the equipmethat use the accused mappings. That evidehad not

previously been submitted as part of the summary judgment record.
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For purposes of the summary judgment motions, the Court will assume the \Afbetes P
are both admissible. The question before the Court on Sycamore’s alternative dheory
infringement is whetheBycamore’s evideng¢eonsisting primarilyof the G.7041 stadardand
the two White Papers, sufficient to create a factual issue as to whether the standards require the
formation of an infringing block of continuolsts before the data indicator is separated from the
data to which it pertains.

Sycamore argues that tlee7041 standard establishes that the decoded 8B/10B characters
are mapped into a 64B/65B block, as shown in Figu2eo8 the standard, before the 64B/65B
blocks are grouped into a superblock, as shown in Fig@ref&8he standardDkt. No. 1852, at
30, 32. Tk blockshown in Figure €, Sycamore argues, igpaysical contiguouslock of bits.

That characterization, according to Sycamore, is consistent with the statemen2@i1h#/hite
Paperreferring to “[tjranscod[ing] the incoming GE 8B/10B characters into 64B/65B code
blocks.” Dkt. No. 509-2, at 41.

The problem with Sycamore’s theory is that neither@ge041standard nor the White
Papers establigisthatthe 64B/65B block consists of physically contiguous bits, as opposed to
bits that are logically relateblut not necessarily continuousthin the communication signél.

Both the standard and the White Papers refer to the 64B/65Bslaledodes or “code blocls,”
Dkt. No. 5091, at 15-16; Dkt. No. 5092, at 41,andthe standard refers to the 64B/65B code

being “formed,” Dkt. N0.4184, at 32, but none of those references states that the standard

* Ironically, Sycamore’s alternative argument causes the parties td paisitions with
respect to whether bits that are part of a stream or block must be contiguous or ndael only
logically related. Sycamore argued that logical relationship was enowgimnection with the
construction of the term “stream,” but now argues that physical contiguiggisred for the
term “block.” The defendants have taken the opposite position. The Court’'s aredy#is in a
different construction for the two tes, based on the evidence that the term “stream” has been
interpreted as requiring continuous or contiguous bits, while there is no evidendeethetrt
“block” must be given the same construction.
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requires that a physical “block” of contiguous bits ever be generated in ordéisty thee '405
patent

For example, th005 White Paper articulates, in granular detail, the “process of going
from the 64B/65B code to a GFP frame,” which is illustrated in Figure 6 of that document. DKkt.
No. 24512, at 16. Figure 6 shows the construction of the -GFfame in four steps:irkt, it
shows a 6%5it block of contiguous bits containing the leading bit and the 64 bits of payload
information; second it shows a 5B@ block consisting of eight 6bBit blocks, in whicheach
leading bit is physically contiguowgith its respective 64bits of payload information; third, the
eight leading bits are repositioned into a trailing byte to form the superblockustruand

finally, four superblocks are fit into a GHPframe.
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Figure 6 Construction of the GFP-T frame
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Dkt. No. 24512, at 17. If this foustep process of encodiwgere necessary for implementing
the G.7041 standard, the first and second steps would satisfy the contested dlatiarisn
However, the standard itself suggests that this-$tep process need not occuthe
standard states that “[tjJminimize latency, the transparent GFP mapper can begin transmitting
data as soon as the first 64B/65B code in the group has been formed rather thgrfavatiie
entire superblock to be formed.” Dkt. No. 18bat 32. Because information can begirbé&o
transmitted immediately after the first block of information is receitledl,standard does not
require the actual physical generation of the second step of the White sPaperstep

implementation Given that the 2005 White Paper is intended to “provide an overview of GFP
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for a reader who is unfamiliar with this technology,” Dkt. No. 245 at 5, the Court cannot
infer that the White Papatescribeghe only possible implementation of the G.7041 mapping
standard It is therefore insufficient to saty Sycamore’s burden

The defendantslicited expert testimony from several withesses that 64B/65B block
referred to in the G.7041 standatdesnot have to consist of physically contiguous biee
Dkt. No. 2986, 91:2292:10 (Sharma depositiofiQ. In order to create an output 64b/65b
block, is it necessary that those 65 bits be physically contiguous? A. It's nesamgcthat they
be physically contiguous, no.”); Dkt. Nd85-10 248 (Lanning Report: “Figure-8 is a logical
representation. . . Figure 82 does not depict how products practicing the accused standard
must be implemented. Dr. Nettles has presented no evidence that the Aocstisedentalities
perform the encoding as depicted in Figuf2. 8Indeed, it would make no sermed be less
efficient to generate such a structure and then encode the 64B/65B iblmckse superblock
structure shown in Figure-8"); Dkt. No. 18511 124 (Schofield Report: “Dr. Nettles
provides no source code, documentation, or analysis as to whether the intermegdiahosin
in Figure 82 is ever generated by any of the accused line cards. Based on my experiagce, doi
so is unnecessary and could lead to added latency. Instead of generating thehHdack
Figure 82 and then transforminipose blocks into the superblock structure of FiguBe &ne of
skill in the art would generate the information stream of each octet as shdviguire 83 and
then separate the data indicator by pladinip the appropriate slot in the first trailingtet.
Thus, from an implementation stand point, one of skill in the art could place thendiattar
directly into the first trailing octet without ever combining it with the data words ierniceded

information strem as required by limitation 1(b).”
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Sycamore offered no expert evidence to the contrdnyfact, Sycamore’s expert, Dr.
Nettles, gave testimony that was squarely at odds with Sycamore’s altertiagory of
infringement. He admitted that Figure28rom the G.7041 standard does no¢pitt what is
actually generated and sent over a communications link,” but instead “is showitayitied
relationship that go into the transform. The figure which i8,8which is the superblock, is
closer to what is sent over the Wifé Dkt. No. 4274, at 15214-21 When asked‘ls 8-2
generate@’ Dr. Nettles replied, “Something that has all of the pieces®if8generated because
otherwise there would be no way to recreate theid. at 1555-8. He added, “[tlhe output
stream is generated thithe logical relationships we see 28 . . you don’t have to preserve the
physical relationships we see ir28n the serialized output.ld. at 1594-23 He conceded that
“I don’'t necessarily have visibility into what the implementation of thenéladoes and what
order they do things injd. at 160:36, buthe clarified that “picture & tells us how to encode
information groups. Figure-38 tells us more about how the serialifermats things,”id. at
162:810. When asked, “So it doesn’t matter for purposes of infringement whether what is
actually physically generated takes the form of what is shown in Fig@reitdust needs to
employ the logical relationships depicted in Figui2; 8 that correct?” he answered, “It has to
have the pieces.’ld. at 16615—-21. Thus, Dr. Nettles conceded that, as the defendants’ experts
contendedthe G.7041 standard does not require an implementation that genleegi®its of
the 64B/65B block depicted in FigureBin a physically contiguousorm. His testimony puts
the kibosh on Sycamore’s alternative infringement theory that the 64B/65B block o Bigur
is generated before the creatiohthe superblock of Figure-8 and that each of the dataly
blocks in the 64B/65B block is an encoded infolipraistreamof continuous bits that includes

both the data indicator and data words.
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In response to the Court’s request for the parties to brief the issue of theihitgiand
relevance of the White Papers, and to provide any deposition testimony drreppets in the
case that discussed the White Papers, Sycamore subspteiiation sheet from four chip
manufacturers Sycamorecontendsthat the cips made by those manufacturers generate an
intermediate block of physically contiguous bits corresponding to one of the blsgkayeid in
Figure 82 of the G.7041 standard.

Those specification sheets, Dkt. Nos. 524hrough 514, provide no significargupport
for Sycamore’s infringement claims. To begin with, Sycamore’s infrimg¢montentiorvas
that the defendants practice the G.7041 standard and that practiaingtahcird would
necessarily result in infringement of the '405 pateBeeFujitsy, 620 F.3d at 13228. Even
assuming that the specification sheets describe an infringtg 8%ck of continuous bitshe
specification sheets do nptovethat the G.7041tandardmustbe implemented in a way that
infringes Sycamore’s patent, but only that dould be Second, at leastwo of the
specifications—those from NortelNetworks and CienaCorporation—eontain language that
largely tracks the G.7041 standard. Nothing in those specifications provides support for
Sycamore’s alternative theory of infringement. The other two speaiinsatifrom Applied
Micro Circuits Corp.and Cortina Systems, Ireare ambiguous; without supporting testimony
explaining the language used those specifications, it is not clear whether the reference to
“blocks” and “codes” are meant to refer to physical structures or merely l@gicsiructs.And
finally, Sycamore represented that it was not relying on those spaoiigato prove
infringement, but was merely using thessupport for the proposition that the G.7041 standard

is consistent with Sycamore’s alternative theory of infringement.
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In sum, the Court concludes that the evidence presented on summary judgment fails to
show a genune issue of material fact as to infringement by Accused Mappay B.

B. Infringement: Accused Mappings C and D

1. The Standards

The 2012 revised version of the G.709 standard prodifler mapping of fasteLAN
networks onto faster optical transport networkd&mong otherchangs, the revised standard
provided for mapping 10 Gigabit Fibre Channel signals onto ODU2e signals (Mappamgl @D
Gigabit Ethernet signals onto ODU3 sign@apping D) The 2012docunent was released as a
new version of ITUT Recommendation G.709/Y.1331. Except for one difference at the end of
the encoding process, Mapping C and MappingrP identical. Sycamore claims thaitip
infringe the 405 patent.

MappingsC and Dareboth methods to encode data and to send it naffieiently over a
transport network. Rather than receive information in 8B/10B characters, haes’#05b patent
and theG.7041standardMappingsC and D process inptihat isin the form of 64B/66B code
blocks—i.e., 64 bits of content and two bits of overhead. Dkt. No-48at 16465. According
to the line encoding scheme, ea®$B/66B block can be one of two types: a data block, which
contains eight data bytes; or a control block, which can include tnaof data and control
information. Id. at 164.

The 64B/66B control blocks are more complex than the comtootls in the 8B/10B
scheme In the 8B/10Bschemethere are onlyl2 possiblecontrol words. The 64B/66B line
encoding schemeescribesl5 different control block types, which catontain exclusively

control information or a mixture of control and data informatith.at 166, 168. Specifically, a

®> Sycamore does not accuse Level 3 of infringing bytmiag Mappings C or D; as to
Level 3, only Mappings A and B are at issue.
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64B/66B control block contains a twat sync header, eight bits to indicate which of e
block types the control character is, and 56 bitstbérinformation. Id. Figure B.2 of th012

mapping standardbBustratesthe data block format and the 15 control block formats:
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Figure B.2 - 66B Block coding

As in the G.7041 mappingstandard in which eight 8B/10B wordsirre grouped and
processed, MappindgS and Dgroup and process eight 64B/66B blocks to encode a 512B/513B
block. Id. at 165. The composition and structure of the 512B/513B block is determined based
on the number of 64B/66B data blocks and control blocks to be included in the 512B/513B
block. Id. at 16869. If the 512B/513B structure contains at least one control block, a flag bit is
set to “1”; if the structure contains only data blocks, the flag bit is set told0.Data blocks are
transmitted withouainy further encoding. Figure B.5 shows the components of the 512B/513B

structure® based on the number of 64B/66B data blocks and control blocks:

® The statements in the chart below thaaa= 4-bit representation of the first control
code’s type (first control block type: CB TYPE)™:Bbb = 4bit representation of the second
control code’s type (Second control block type: CB TYPE)”; aidli = 4bit representation of
the eight control code’s type (Eighth control block type: CB TYPE)” appear tarbeeeus.
The references todaa”; “bbb”; and “-hhh” should read daaa”; “bbbb”; and “-hhhh.”
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Input chient |Flag Lt (64
characters bit 512-bat (64-Octet) field

All data block | 0 DB1 DB2 DB3 DB4 DB5 DB6 DB7 DB8

7 data block 0AAA aaaa
3

1 control block 1 CB1 DB1 DB2 DB3 DB4 DB5 DB6 DB7
6 data block 1AAA aaaa |0 BBB bbbb

2 control block 1 CB1 CB2 DB1 DB2 DB3 DB4 DB5 DB6
5 data block 1AAA aaaa | 1 BBB bbbb| 0 CCC ccce 5

3 contro] block ! CB1 CB2 CB3 DBI DB2 DB3 DB4 DB5
4 data block 1AAA aaaa |1 BBB bbbb| 1 CCC ccce | 0 DDD dddd

4 control block 1 CB1 CB2 CB3 CB4 DBl DB2 DB3 DB4
3 data block 1AAA aaaa |1 BBB bbbb| 1 CCC ccce | 1 DDD dddd | 0 EEE eeee

5 controlblock | 1 | CB1 CB2 CB3 CB4 CBs DBl DB2 DB3
2 data block 1 1AAA aaaa |1 BBB bbbb| 1 CCC ccce |1 DDD dddd | 1 EEE eeee | 0 FFF ffiff DB1 DB?2

6 control block CB1 CB2 CB3 CB4 CB5 CB6 -
1 data block 1 1 AAA aaaa |1 BBB bbbb| 1 CCC ccce |1 DDD dddd | 1 EEE eeee | 1 FFF ffff | 0 GGG gepe DB1

7 control block CB1 CB2 CB3 CB4 CB5 CB6 CB7

3 control block | 1 1 AAA aaaa |1 BBB bbbb| 1 CCC cece |1 DDD dddd | 1 EEE eeee | 1 FFF fiff |1 GGG geee |0 HHH hhhh

CB1 CB2 CB3 CB4 CB5 CB6 CB7 CB8

- Leading bit in a 66B control block FC = 1 if there are more than 66Bcontrol block and = 0 if this payload contains the last control
block m that 513B block

- AAA = 3-bit representation of the first control code's original position (First control code loca tor: POS)

- BBB = 3-bif representation of the second control code's original position (Second control code lo cator: POS)

- HHH = 3-bit representation of the eighth control code's original position (Eighth control code lo cator: POS)

- aaa = 4-bit representation of the first control code's type (first control block type: CB TYPE)

- bbb = 4-bit representation of the second control code's type (Second control block type: CB TYPE)

-hhh = 4-bit representation of the eighth control code's type (Eighth control block type: CB TYPE)

- CB1= 56-bit representation of the i-th confrol code caracters

- DB1= 64-bit representation of the 1-th data value mn order of transmission

G.709-Y.1331(12)_FB5

Figure B.5 — 513B code block components
Control blocks, which include eight bits of block type information and 56 bits of control
and/or data information, are encoded as followke eightbit control block type is “translated
into a 4bit code according to the rightmost column of Figure B.®” at 168. This foubit
code is shown in Figure B.5 as four lowercase letters (“aaaa,” “bbbb,” etchredbit “POS
field” is generated to indicate the position of the original 64B/66B control block isetiigence
of theeight 64B/66B blockshat arereceivedin the coding procesdd. The POS field is shown
in Figure B.5 as three capital letters (“AAA,” “BBB,” etc.). A flaapntinuation bit(*"FC”)

indicates whether the particulaontrol block is the final control block in the 51388B
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mapping grouppr whether there are additional control blodksthe group. Id. Figure

B.4

shows the structure of the eight-bit “control block header”:

FC

POS

C B TYPE

G. ?09 Y. 133I(12} FB.4

Figure B.4 — 513B block's control block header

The control block header is combined with the remaining 56 bits of the control block to

create a 64it row in the 512B/513B structurdd. Any control blocks are placed at the front of

the 512B/513B structure, in the order in which they were received, followedybyata blocks,

in the order receivedld. Figure B.3depictsan example, containing five data blocks dmacke

control blocks(the fifth, sixth, and seventh rows on the left side of the figure), of how eight

incoming 64B/66B blocks are processed and rearranged into the 512B/513B structure:

1 2 3 4 5

6 7 8 - Transmission Order
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Figure B.3 — 513B block code format

The two mappingstandardgsliverge at the final step.

In Mapping €ach512B/513B

structure is grouped with seven other 512B/513B structures to form aotd@6superblock,”

and 17suchsuperblocks are grouped to form 8300ectet GFP frame.ld. at 95. As in the

G.7041 mappingtandardthephysicalstructure of the superblock is significant for infringement

analysis. Figure 18 of the 2012 version of the G.709 standard, set out bélostrates the
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FC1200 GFP frame, with four bytes (32 biggr row,and shows in detail the structure of a

single superblock. Thiggure shows that a superblock has 512 bytes (4096 bitsfaymation

and fourtrailing bytes (32 bits) Soecifically, the eight onébit flag bits are grouped together in a

single octet at the end of the superbldttie “Superblock flags”), followed by 24 CRC ewnor

check bits.ld. at 95-96.

Transmission order

] 2345

6 7 38

Transmission order
12345678

31 32

1 PLI

/

cB1
CB2 |
CB3 ~L -]

DBI ~_ L

DB2 |
‘h""-.

DB3 S

DB4

DBS

4

|

T Block 70 (512 bit)
Block 71 (512 bi1)
Block 72 (512 bi)
Block #3 (312 bif)
Block #4 (512 bif)
Block #5 (312 bin)
Block 76 (312 bi)
Block #7 (312 bi)

1 23 456 7 8

Transmission order

Superblock data (512 bytes)

Superblock #1
(516 bytes)

CRC-24

Superblock #2 (516 bytes)

Superblock #3 (516 bytes)

2071

2199

Superblock 717 (516 bytes)

2200

PECS (CRC-32)

Figure 17-18 — GFP frame format for FC-1200

G.709-Y.1331(12)_F17-18

Mapping D combinesthe 512B/513B structures in a differemtay. Rather than being

combined into a superblockyo 512B/513B structurearecombined to form a 1027B blochd.

at 92. Mapping addsan additional leading bit, the “flag parity bit” to protect the 512B/513B

structure’s flag bit and signal the location of the code blod¢#isat 191. The two 512B/513B

32



structures are transmitted in the following order: the parity bit; the flag bit fhemfirst
512B/513B structure; the flag bitom the second 512B/513B structure; the payload (i.e., the
eight data andr control blocks) from the first 512B/513B structure; and finally, the payload

from the second 512B/513B structuréd. Figure F.1from the 2012 standarntlustrates this

structure:
F 512 F 512
512 bit payload (8 x 66b block)
Flag parity bit —— 1.024 bit payload (2 X 8 X 66b block)
h 4 r v
P|F | F 512 512
1100 Data Data
0|01 Data Confrol
0|1{0 Confrol Data
11(1 Control Control
Scramble G.709-Y.1331(12)_FFA1

Figure F.1 — Flag parity bit on two 513B blocks (1027B code)

2. Infringement of Claim Limitations 1(b) and 8(a)

As with the first two accused mappings, Sycamore’s theory of infringemehatigshe
defendants practice Mappm@ and D, and that those mapping stéaidd necessarily infringe the
asserted claims of the '405 patent. Tleéeddantsgain responthat Sycamorés evidence fails
to showthat implementing thenappingstandard necessarily satisfidemitations 1(b) and 8(a)
of the '405 patent, and that Sycamore treseforefailed to prove that practicing the mapping
standard constitutes proof of infringement. The Caaggainagreeswith the defendants.

Sycamore contends that the “information group” in the 512B/513B mgspandarslis

the set of eight 64it blocks that are shown in Figure B.5. Dkt. No. 185, as&6;alsd®dkt. No.
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15941, at G1 (Sycamore’s infringement contentions regarding Mapping C, dated September 12,
2016, which identy the “multiword information group” as the eight @it blocks shown in
Figure B.5);id. at D-1 (same, regarding Mapping D). As in the case of the G.Atdping
standardthe “data indicator’df the '405 patent correspondsttee standard’sFlag bit” Id. at

C-8, D-8.

As in the case of Mapping A and B the defendants contend that the 512B/513B
mappingstandards do not infringe the '405 patent because the data words and the data indicator
are not “combin[ed]” to “generate an encoded information stfearor that reason, the
defendants argue, the 512B/513B mapping stargldodhot satisficlaim limitatiors 1(b)or 8(a),
which require that the data words and the data indidedimclud[ed]” in a single encoded
information stream In Mapping C, as in the G.7041 standard, the fag for each of the eight
information groups in the superblock are placed in a trailing octet at the end of theatkperbl
separate from the corresponding data words. In Mapping D, the flag bits folotirddmwnation
groups are grouped first and ar@ansmitted immediately before the two information groups.

Applying the Court’s claim constructions, limitations 1(b) and &@threquire that the
data indicator and the data words be combined or included irathheencoded information
stream. Thencoded data is transmitted in a superblock in the case of Mapping C, and in a pair
of blocks in the case of Mapping D. As a result, multiple flag bits are combined anditrass
together, and they are transmitted separately from their correspondingatals. Therefore, it
is clear that the final encoded output of each mapping does not infringe the '405 patent.

In its opposition to thelefendants’ motion for summary judgment, Sycamore did not
argue that MappirggC and D perform a twstep procesghe alternative infringement argument

that Sycamore made with respect to Mappings A an8é&eDkt. No. 245, at 67 (in the context
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of its two-step theory, discussing only Figure &nd 83 of the G.7041 standard and creating a
64B/65B code block) Howeve, Sycamore raise that argument in its supplemental brief
addressing Dr. GorsheWhite Papers Dkt. No. 514, at 4. In his 20M/hite PaperDr. Gorshe
wrote that in Mapping C, the “64B/66B line codes are first transcoded into 512B/5138 bloc
codes” ad then “eight 513B blocks are grouped in abléck (64octet) superblock.” Dkt. No.
5092, at 55. Similarly, Dr. Gorshe wrote that in Mapping D, “[tlhe 1024B/1027B block code is
constructed as a concatenation of two 512B/513B block codig:sat 50.

In its supplemental brief, Sycamore also argued that the standard itself reqaires th
infringing contiguous 51-Bit block be formed. Dkt. No. 514, at 4. For Mapping C, the 2012
G.709 standard is performed by “transcoding a group of eight 66B blocks into one 513B block
(as described in Annex B)” and then “assembling eight 513B blocks into onectt6
superblock,” wherein “the leading flag bits from each of the eight 513B blockslaoated into
a single octet at the end of the Ed&et superblock data field.” Dkt. No. 185 at 95-96.
Similarly, Mapping D is described as creating a flag parity bit “acnwess13B blocks.” Id. at
191.

As with Mapping A and B,however,Sycamore has not met its burden of showing that
an infringing 513bit block is geerated. Sycamore offers no evidence or expert testimony that
these 51dit blocks must consist @ontiguous bitsandthe defendants offer expert testimony to
suggest that implementing the standard would not require generating a continudnitsbbdék
before further encoding the superblock or interleaved structure of Figet8 @7 Figure F.1,
respectively. SeeDkt. No. 18510 11 25262; id. 1271 (Lanning Report:“Indeed, although |
have not been shown evidence of the internal implementation of the line cards, in my opinion it

is more likely that the line cards would generate the superblock in the finaltfofirhes is my
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opinion because such rearrangement would be wasteful and would require additionddusme (t
potentially leading to communications latency), as well as additional compalatesources

(thus potentially leading to greater power consumption and additional circuitryip&cause
Sycamore has fatl to meet its burden to show that therangevidence that Mappings C and D
require the generation of a continuous series of 513 bits in order to perforrrstepaencoding
process, and because the final encoded outgoing stream does not combine or include the
transition indicator and the data words in a single encoded information stseammary
judgment for the defendants is appropriate.

3. Infringement of Claim Limitations 1(c)(i) and 8(b)

The defendants further contend that Mappi@gand D do notatisfy claim limitations
1(c)(i)) and 8(b) of the '405 patent, which recite encoding “control charactemntwlccodes.”
With respect to those limitations, the defendants assert that there are twanfleywsamore’s
infringement theory: First, they otend that the control blocks in the 64B/66B input
information cannot constitute “control characters” because the blocks can comtgawodds in
addition to control information. Second, they note that only the-bigliblock type” field is
encoded, while the remaining 56 bits of the control block are incorporated without change in the
encoded information stream; for that reason, they contend, these mappings do not’“encode
control characters. Dkt. No. 193, at-1@; Dkt. No. 255, at H15. Neither argument is
persuasive.

Under the Court’s construction, a “control character” is defined by the licedamy
standard that the accused infringing device uses as input. According to Sysanfargjement
theory regarding MappirsgC and D, each “informatiogroup” comprises eight 64B/66B blocks.

Dkt. No. 185, at 16see alsoDkt. No. 1591, at G1. Under both standards, “[e]ach 66B
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codeword . . . is one of the following: a set of eight data bytes with a sync header, afr ‘a1’
control block . . . beginning with a sync header of ‘10’.” Dkt. No.-48&t 164. Each control
block can be one of 15 block types, and each control block can contain either exclusively control
information or a mixture of control and data informatiold. at 164, 166. The control block
contains a leading byte that in turn contains a block type fiédd.at 166, 168. When the
mapping standard receives a 66B control block, it is “encoded into a row of the [512B/513B]
structure shown in Figure B.3” by first removing the synadeed10,” then translating the-l&@t
control block type field into a-Bit code, and finally generating a flag continuation bit and a
position indicator of three bitdd. at 168.

This encoding process satisfies the encoding “control characters into contrel' code
limitations of claims 1 and 8. The accused “control character” in these mappihgscisntrol
block, which is defined in the 64B/66B line encoding scheme as consisting of 64 pbytad
and 2 bits of overheadSee, e.qg.id. (using the phrase “66B control block” 13 times on a single
page when describing the encoding process for the accused mappings). The accused mapping
reduce an eigHbit segment of each of the ®& control blocks into four bits. The accused
mappings, like the '405 patent, rely on the line encoding standard to determine what cerastitute
“control block.” Under the Court’s construction ‘afontrol charactet,the fact that the control
block maycontain data words does not preclude infringement. Moreover, the magmagrsis
are clear that the-Bit block type field is part of the incoming 66B control block, and that the 8
bit type field is converted into a form that comprises fewer bits. Nothing moegisred to

satisfy the two disputed limitations.
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C. Remaining IssuesRelating to Infringement

In the course of the summary judgment briefing, Sycamore stated thatnbtvasrsuing
a theory of indirect infringement Dkt. No. 245, at 1 That issue, whichwas raised in the
defendants’ motion for summary judgmert,therefore moot. Because the Court grants the
defendants’ motion as to namfringement, their argument about no willful infringement is also
moot. With respect toSycamore’s mation for summaryjudgment on thescope of Level 3’s
infringement Dkt. No.191, the Court’s disposition of the summary judgment motiegarding
infringementof the accused mapping standards make it unnecessary to address the infringement
contentions in that motion. That motion is therefore DENIED AS MO®G3dr the same reason,
Sycamore’snfringementrelated motionglirectedto AT&T and CenturyLinkare DENIED AS

MOOT, specifically: Sycamore’s Motion for Summary Judgment on AT&T’s Infringement of

the Sycamore PatenDkt. No. 205 and Sycamore’s Motion for Summary Judgment o t

Scope of CenturyLink’s Infringement, Dkt. No. 20&inally, at this time,the Courtneednot

addressAT&T's Motion to Strike Plaintiff's LateDisclosed Infringement TheorieBkt. No.

417, or CenturyLink’'s Additional Opposition to Sycamore’s Motion fBartial Summary

Judagment of Infringement by Performing the Accused Mappings Pursuant to thisedcc

Standards, Dkt. No. 270.
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[ll. Motions Relating to Defenses

A. Invalidity Under 35 U.S.C. §§ 102(a) and 102(f) (2006)

1. Background

In the fall of 2000, Dr. Danny Tsang took a sabbatical from Hong Kong University of

Science and Technology and joined Sycamore Networks, a predeicesgerest to plaintiff
Sycamore IP Holdings LLC. While at Sycamore Networks, Dr. Tsang workbdigimanager,
Dr. Murat Azizoglu, on an encoding scheme to transport Gigabit Ethernet signalsGINETS
systems. On December 5, 2000, Sycamore Networks filed U.S. Provisional Patecatiyopl
No. 60/251,341 (the “Provisional Application”), which described Dr. Tsang's ang@theme
and named Dr. Tsang and Dr. Azizoglu as the inventors. Dkt. Ne4.178he Provisional
Application described methods of encoding Gigabit Ethernet signals for tramsmasser a
SONET network by encoding the control codes and grouping mutigtie words or control
codes together for more efficient transmission.

From at least August 2000 until July 2001, Sycamore Networks was a member of the
Alliance for Telecommunications Industry Standards (“ATIS”), a stanesetisg organization
that is acredited by the American National Standards Institute (“ANSI”). ANSlealitgd and
ATIS sponsored the T1 Standards Committee, which included a working group called T1X1.5
that was working on protocols for encoding data over SONET. The T1X1.5 working group was
ultimately responsible for developing a proposal for transparent encoding ¢hatdoene of the

foundations of the four accused mappings at issue in this case.

" The language of section 102 was significantly amended by the 1Sty America
Invents Act (“AIA”), Pub. L. No. 11229, 125 Stat. 284 (2011). However, the former version of
section 102 applies to this case because the AIA amendments to section 102 apply only to
patents with an effective filing date of March 16, 2013, or laB&eid. 8 3(n), 125Stat. at 293;

Solvay S.A. v. Honeywell Int'l Inc., 742 F.3d 998, 1000 n.1 (Fed. Cir. 2014).
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Dr. Tsang and Dr. Yang Cao, another employee of Sycamore Netwanesparticipants
in the T1X1.5 working group. Dr. Tsang participated in the working group from approximately
October 2000 to March 26, 2001. In the weeks after he submitted the Provisional Application,
Dr. Tsang approached Dr. Gorshe of Pi8ierra and Mike Scholten of Applil Micro Circuits
Corp. (“AMCC”) to propose presenting his transparent encoding scheme to the T1X1.Bgworki
group. PMCSierra and AMCC were both members of the T1X1.5 working group, and Dr.
Gorshe was the technical editor of the group. Dr. Tsang informed Dr. Gorshe and Mr. Scholten
that he had a patent application pending on his encoding scheme.

On December 8, 2000, Mr. Scholten wrote to Dr. Tsang wuiaak stating that he
believed Dr. Tsang's proposal “represents a simpler, more generic appraachelhcurrent
T1X1 proposal” and that “AMCC would like to support andacghor this contribution with
you.” Dkt. No. 2576, at MC00001516. However, Mr. Scholten emphasized that “we can’t do
that unless Sycamore publicly indicates they will not use tlegidipg patent to charge royalties
or restrict use of this schemeld. at MC000016. Dr. Tsang wrote back that “Sycamore will not
charge AMCC for the 64B/65B licensing fee” and suggested that “it may hiegbl better if
AMCC can present the proposal at T1X1.59d. at MCO00015. Mr. Scholten said this was
“good news” and agreed to present Dr. Tsang’s proposal at the J2004ry1X1 meeting. Id.
at MC000014.

Dr. Tsang first approached Dr. Gorshe on December 13, 2000. As with AMCC, Dr.
Tsang offerd Dr. Gorshe’s company, PMSierra, a royaltyfree license to any patent issuing
from the Provisional ApplicationSeeDkt. No. 2575, at 230:24231:6 (Dr. Tsang testifying in
deposition that “Because they . . . areacmhor of the proposal, after checking with Rick Barry

[of Sycamore Networks], he agree Sycamore would not charge thetlvor of these two
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company licensing fee for using the technology.”). During a conferencerc&lecember 19,
2000, that included Dr. Tsang, Dr. Gorshe explained that the ANSI patent policy rebaired t
any patented technology that is included in the standard would have to be availaltlefrey
or under reasonable and ndiscriminatory terms. Dkt. No. 257, at MC000006; Dkt. No. 257
17, at 78:1379:22. Dr. Gorshe’s notes from that conference call indicate that Dr. Tsang
represented that Sycamore Networks “won’t charge patent royaltieptoestdors who support
them up front” and “won’t [charge] big royalties in any case.” Dkt. No. 257-6, &10@005.
The T1 Sandards Committee applied ANSI's patent policy, which in October 2000
provided as follows:
14.2 Statement from Patent Holder
Prior to approval of such a proposed American National Standard, ANSI
shall receive from the patent holder (in a form approvedAbSI) either:
assurance in the form of a general disclaimer to the effect that the patentee does
not hold and does not anticipate holding any invention whose use would be
required for compliance with the proposed American National Standard or
assurance that:

(1) A license will be made available without compensation to applicants
desiring to utilize the license for the purpose of implementing the
standard, or

(2) A license will be made available to applicants under reasonable terms and
conditions that are demonstrably free of any unfair discrimination.

Dkt. No. 25715, at ATIS002562. ANSI has stated that its patent policy does not apply to
pending patent applications, Dkt. No. 182, at SYC0026714 (May 2003 ANSI document
elaborating on patent policy); Dkt. No. 183, at 6 (May 2004 ANSI document stating the
same), and the Vice President and General Counsel of ANSI testified to the sschéedtire

the Federal Trade Commission and the Department of Justice in April 2002, Dkt. N2D, 1882
SYC0026698.

Dr. Tsang, Dr. Gorshe, and Mr. Scholten collaborated on a series of proposals regarding

their transparent encoding scheme, which were subntgtdee working group on December 22,
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2000, December 29, 2000, and January 8, 2001. As of December 26, 20B0rdbe devised a
revision to Dr. Tsang’'s encoding scheme that rearranged some of the field$ e thatput
would be bytealigned—that is, Dr. Gorshe’s revision ensured that information fields would be
self-contained within the same byte, rather than spanning across more than one byte. Dr.
Gorshe’s idea was included in the trio’s December 29 submission to the working groep. T
encoding scheme, with Dr. Gorshe’s revisions, was adopted by the working group and was made
a part of the draft standard ianliary 2001.

On February 27, 2001, Sycamore Networks filed U.S. Patent Application No. 09/794,949
(“the '949 application” or “the NoifProvisional Application”). That application claimed priority
to the December 5, 2000, Provisional Application. The '949 application issued as the '405
patent in October 2005. The specification of the {Roovisional Application was significantly
expanded from the Provisional Application.

Meanwhile, in June 2001, the T1X1 subcommittee began working with thg IStudy
Group to create a final version of the standard. The-TT8Study Group integrated the T1X1
encoding scheme into the ITUs final adopted standaribr GFRT in the August 2005 ITU
G.7041 recommendation. Dr. Gorshe was involved in the development of idardtdor the
ITU-T. Sycamore Networks was not a member of the ITU, and neither Sycamore Netaorks
Dr. Tsang was listed in connection with the draft {TWecommendation or the June 2001 {TU
T meeting.

2. Discussion

The defendants have moved for summary judgment of invalidity of the '405 patent under
35 U.S.C. 8 102(a) and 102(f). Their claim of invalidity focuses on the use of the term

“transition indicator” in the '405 patent. Based on the language of the patent, the Court
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construed “transition mlicator” to mean “one or more bits that indicate the occurrence of a final
control code in an encoded information stream.” Dkt. No. 110, at 11.

The defendants argue th#te Provisional Application does not contain a written
description of the claimed ‘dnsition indicator” and that, as a result, the 405 patent is not
entitled to priority as of the December 5, 2000, filing date of the Provisional Apgpficati
Instead, the defendants contend that the “transition indicator” was invented only when Dr.
Gorste devised his bytaligned revision to Dr. Tsang’s encoding schémdéccordingly, the
defendants argue that the asserted claims of the '405 patent are invalid under 35 U.S.¢. 8§ 102(f
because the patent fails to name Dr. Gorshe as one of the joint inventors. In addgion, the
contend that the asserted claims are invalid under 35 U.S.02(8) because the submission
made to the working group by Dr. Gorshe, Dr. Tsang, and Mr. Scholten on DecmRe00,
anticipates the claims of the '405 patent if tpatent is not entitled to the priority date of the
Provisional Application. Sycamomesponds that the Provisional Application provides written
description support for the transition indicator, and that Dr. Gorshe was neheeotor of the
'405 patentbecause his revisions of Dr. Tsang's coding scheme merely rearranged elgiments
Dr. Tsang's invention in a way that was not required by any limitation of fegtad claims.

The term “transition indicator” appears in three of the asserted claimspendent claim

1 recites “generating #&ansition indicatorbased on the number of control characters for

indicating the occurrence of a final control code in the encoded information Stré€deam 7,

which depends from claim 1, recites “based on the w@lisaidtransition indicataordetermining

® The defendants do not argue that the '405 patent is invalid because Dr. Gorshe invented
the bytealigned modification, presumably because the patent does motlpfte alignment as a
limitation. Rather, Dr. Gorshe claimed the bgtgned encoding in U.S. Patent No. 7,127,653,
which issued in October 2006 but claims priority to a provisional application filed grb,Jul
2001.
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the locations of said location pointers, said control codes, and said data words in said encode
information stream.” And independent claim 8 recites “encoding controlatbesao control

codes, generatingteansition indicatorand location pointers, and combining said control codes,

said transition indicatar said location points, and any data words present in said information

group to form said encoded information stream when one or more control characitecBidesl
in said information group.” As the Court stated in its claim construction order, the &8 pa
specification supports the description of the transition indicator as referrihg pottion of the
encoded information stream that indicates dlccurrence of the final control code in the stream.
Dkt. No. 110, at 7 (citing '405 patent, col. 5, II.-2A2; id, col. 5, Il. 38-39; id, col. 5, Il. 4143,
id., col. 6, Il. 17-20).

For the '949 application to claim priority to the Provisional Application, “the
specification of the provisional must contain a written description of the inventian such
full, clear, concise, and exact terms, to enable an ordinarily skilled artisprad¢tice the

invention claimed in the neprovisional application.”_New Railhead Mfg., L.L.C. v. Vermeer

Mfg. Co., 298 F.3d 1290, 1294 (Fed. Cir. 2002) (quoting 35 U.S.C. 8§ 112 1 1) (quotation marks
and citation omitted). In other words, “the written description of the provismust adequately
support the claims of the ngmovisional application.” I[d. To satisfy the written description
requirement of 35 U.S.C. 8§ 112, “the disclosure of the application relied upon [must]aielys
convey[] to those skilled in the art that the inventor had possession of thedlsuiject matter

as of the filing date.” Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir.

2010) (en banc). The written description requirement does “not demand any particulaf f

disclosure, or that the specification recite th@med invention_in haec verBa Id. at 1352
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(citation omitted). However, “a description that merely renders the invention olmo@ssnot
satisfy the requirement.id.

The question, therefore, is whether the Provisional Application conveys thavémears
of the "405 patent possessed the idea of what is disclosed in thBridaisional Application as
the “transition indicator,” i.e., one or more bits that indicate the occurrence oh#ledintrol
code in an encoded information stream.

The defendants argue that the Provisional Application’s description of the sirtiwatr
Sycamore contends became the transition indicator is fundamentally diffeoent the
“transition indicator” that is described and claimed in the '405 patent. The defepdarit$o
the following text in the Provisional Application:

However, if the rate optimizing encoder determines that control code words are

present, the control location field is generated. The first part of the control

location field includes a variableimber of bits, each indicating the presence of a

corresponding code word. After all of the input words have been received and

therefore all of the control code words have been deteatedro is inserted in

this field to indicate the end of the firstrpaf the variable field For example, if

three control code words are detected, the first part of the control location field is
1110 and if seven control code words are detected, the field is 11111110.

Provisional Application at 15 (emphasis added). The defendants point out thab\tstoRal
Application’s “encoding scheme begins with a variable length field thaged to count control
codes, and the ‘0’ bit is used to end the counting. The scheme has no need for a bit that
‘indicate[s] the occurmce of a final control code.” Instead, the rules of this scheme rely on
beginning the encoded stream with a variable number of ‘1’ bits that indicatenaow control

codes are present when counted.” Dkt. No. 179, at 14. The defendants contenduhatitme
described in the Provisional Application “is indisputably different than the functiormeof t
claimed transition indicator.” Dkt. No. 281, at 3pecifically, the defendants argue that the “0”

bit in the Provisional Application indicates “stopucing”—that is, the previous “1” bit

45



indicates the occurrence of the last control eeddereas in the '405 patent, the “0” bit itself
indicates the last control code.

The defendants’ argument distinguishing the Provisional Application’s encodingeche
from the '405 patent is strained, as the encoding scheme described in the Provisionatiépplic
is identical to the one described in the specification of the '405 patent:

The rate optimizing encod&10 detects the control characters present in the
information group and generates the information for storing in the first and second
fields 414 and 418 When at least one control code is detected, the first4ibid
includes a variable number of b#d4,, . . . 414, including a transition indicator
(preferably the last bit of the first fiedil4) for indicating that no more control
characters are present in the information gro&or instance, the first field14

may include bits414, . . . 414, set to a first logical level for each time that a
control character is detected, to function as control code couiitegslast bit

414, (the transition indicator) is set to a second logical level opposite to the first
logical level when there are no more conttbhracters within the information
group, to indicate the end of the first field4. . . . For example, if four control
characters are detected in the information group, the first field 414 includes five
bits set to “11110”, where the first “1” bit indites that at least one control code

is present, the next three “1” bits each indicate the presence of control codes, and
the “0” bit or transition indicator 4l4indicates the last control code within the
encoded information stream 400 . . . .

'405 patent, col. 5, Il. 15-39 (emphasis added).

The defendants’ characterization of the disclosure of the Provisional Applidakies an
unjustifiably restrictive view of the Provisional Application’s disclosure he TProvisional
Application makes clear thatetfirst variable field of the “data/control sequence field” serves to
“indicate[] where the control code words are positioned in the data streanoVisiemal
Application at 1213. That variable field is a “set of bits for indicating which of the signal
blocks contains a control codeld. at 7;see alsad. at 8 (“The position of the data and encoded
control code words corresponding to their positions indicated by the data/control sequence
field.”). Accordingly, “[tlhe number of consecutive set bits before the first zero biroere

counted to determine the number of control fields that are presentt 16-17. The “0” bit at
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the end of the variable field is therefore necessary to determiicé wbntrol code is the final
one, thereby indicating the occurrence of the final control code in the strédmough the
language was revised, the scope of the disclosure is the same.

In sum, the evidence before the Court does not support the defEratgnment that the
Provisional Application lacks written description support for the '405 patent’s Iti@ns
indicator.” For that reason, the evidence offered by the defendants fails to shdketh#5
patent is not entitled to the Provisional Application’s priority date. Accordinigéydefendants
have failed to show that the 405 patent is anticipated by the December 29, 2000, submission t
the T1X1.5 working group. For similar reasons, the Court concludes that the defendants have
failed to slow that Dr. Gorshe must be regarded as the inventor of the “transition indicator.” The
patent has therefore not been shown to be invalid under 35 U.S.C. § 102(f), for failure to name
Dr. Gorshe as an inventor. Accordingly, the defendants’ motion for smynjudgment of
invalidity under sections 102(a) and 102(f) is DENIED.

B. Invalidity Under Section 101

The defendants have moved for summary judgment invalidating all the assairtes! afl
the '405 patent as patent ineligible under 35 U.8.@01. The defendants contend that the
claims of the 405 patent fail to satisfy the eligibility requirement of section 1€duke they are
directed to an abstract idea and lack an inventive concept. Dkt. No. 180. Becaarseothirg
procedure claimed in the ’'405 patenteffectively reduces the bandwidth of certain
communications without sacrificing the content of the communicated inform&imamore
argues thathe invention solves #echnical problem in theomputer networkindield in an
inventive nanner rather than simply claiming an abstract idea as the patentable inveSgen.

Amdocs (Israel) Ltd. v. Openet Telecom, Inc., 841 F.3d 1288, 1300 (Fed. Cir. Boldngan

invention patentable if claims are “directed to an improvement in computer fundtidrali

47



“solve a technologypased problem, even with conventional, generic components, combined in
an unconventional manner”). For that regs®ycamore contends th#te defendants are not
entitled to summary judgment of patent ineligilyilwith respect to thasserted claims of the
'405 patent.

As articulated by the Supreme Court, the analysigabént eligibility under section 101
entails two steps. Step one requires the Cmufdetermine whether the claims at issue are

directed to a patd-ineligible concept” such as an abstract idédice Corp. Pty. v. CLS Bank

Int'l, 134 S. Ct. 2347, 2355 (2014). If so, the Court proceedsemtwg which requires the
Court “to consider the elements of each claim both individually and ‘as an @teréination’
to determine whether the additional elements ‘transform the nature of the claim’paterd

eligible application.” Id. (quotingMayo Collaborative Servs. v. Prometheus Labs., Inc., 566

U.S. 66, 7879 (2012)). In that step, the Court searches “for an ‘inventive coreeet, an
element or combination of elements that is ‘sufficient to ensure that the patentciicepra
amounts to significantly more than a patent upon the [ineligible concept] itsklf.{alteration
in original) (quotingMayo, 566 U.Sat 72—-73).

In arguing that the '405 patent is not directed to a patetigible conceptSycamore
points out that the patent identifies a problem that arose in the conversion of trdorfram
one computer signal protocol to anoth@ihe patent, according to Sycamdegches a concrete
technical solution that reduces the number of bits required to transmit a particula
communication across those different protocols without losing any portion of the
communcation. Moreover, eveassuminghe patents regarded as beingjrected to an abstract

idea such as merely encoding and decodilatg Sycamore argissthat the evidence before the
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Court showghat thepatented methodffects animprovement over the pnicart andcontairs an
inventive concept.

The defendantbegin by arguinghat claim 1 of the '405 patent does not expressly
require compression, i.e., a reduction in the number of bits without loss of content, and that in
light of dependent claim 4, whiaktoes require compression, claim 1 cannot be analyzed as if it
were directed to an encoding scheme that regultompression of the transported message. The
Court disagreewith the defendants’ characterization of claimlt describing the inventiothe
specification of the 405 patent states that as a consequence of theldaitiey protocol, “the
necessary bandwidth for transporting the information is reduced after the encodomgpleted
without sacrificing any control information so that theformation is transparently and
efficiently transported over the communications link.” ’405 patent, col. 2,443&ee alsad.,
col. 6, ll. 5653 (“The coding scheme according to the embodiments of the present invention
allows information to be traparently transported across the network at a reduced data
rate. . ..”); id., Abstract (“[T]he necessary bandwidth for transporting the information is edduc
by using this encoded information stream without sacrificing any contahnattion.”).

The '405 patent is so clearly directemla method for compression that it is difficult to
interpret claim 1 aservingany function other than compression. That is so even though
compression is not expressly required by claim 1 and even though dependent aldds the
requirement of compression, which would normally call for application of the doctriclaiof

differentiation. Indeed, the Court’s construction of the claim term “encodingot@htaracters”
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to mean “converting at least a portion of eachs@né control character into a form that
comprises fewer bits” indicates that the Caamstrueslaims 1 and 8 to require compression.

The defendants also argue that the claims of the '405 patent “recite no computer” and “do
not call for any form of computer implementation of the claimed methods.” Dkt. No. 180, at
For that reason, they argue that the claims cannot be defended on the ground thatréssy add
computerrelated functionality. That argument, however, is based amauapporblereading
of the claims. The defendants’ own proposed claim constructions repeatedly defiaggvarti
claim terms by reference to “bits” and “mey of bits.” See Dkt. No. 104 (e.g., defining
“information group”to meart‘a series of bits comprising . ., “control characters” to mean “bits
in an information group . . .”; “location pointer” to mean “one or more bits . . .”;“dath
indicator” tomean “one or more bits . . .”). Those constructions effectively acknowledge that the
invention operates in a digital communication system that is, in all practical applatio
computer driven.

For purposes othe first step of thesection 101 analysis, the Federal Circuis ha
distinguished between claims that “are directed to an improvetaesamputer functionality

versus being directed to an abstract ide&nfish, LLC v. Microsoft Corp., 822 F.3d 1327, £33

(Fed. Cir. 2016)seeAlice, 134 S. Ct. at 23589 (distinguishing the pateirteligible claims at
issue in that case fromtaims that “purport to improve the functioning of the computer itself,” or

that “improved an existing technological proce$sDDR Holdings, LLC v. Hotels.com, L.P.

773 F.3d 1245, 1257 (Fed. Cir. 2014) (claiare not drawn to an abstract idé&causéethe

® Evenif claims 1 and 8 were invalidated as patierdigible based on the absence of an
express requirement of compression, the case against the defendants wouldfaotdakiafany
material respect, since claim 4 is asserted as well as claim 1, and claim 4 lexgligitres
compres®n. That claim recites: “The method according to claim 1, wherein the number of bits
in the encoded information stream is less than the number of bits in said information group.”
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claimed solution is necessarily rooted in computer techndlogyder to overcome a problem
specifically arising in the realm of computer networks”).

The defendants arguhat the claims in this case, unlike claims in other cases that have
survived challenge under section 101, do not recite any features directgudging computer
functionality. That argument is unpersuasive. Compression of signals can beamhport
computerdriven communication functionsas is the case with increasing the speed of searching,
reducing the need for memory, and increasing the efficiency of stordgetapval of dataSee
Enfish, 822 F.3d at 1337. In that regard, a compression protocol is not fundamentally different
from other computedriven programs that improve the accuracy, speed, and security of
communications such as error correction programs, encryption protocols, and methods for
synchronizig data, all of which have been held to survive section 101 challenges without

serious doubts as to their patentabilitgeeSynchronoss Techs., Inc. v. DropBox |n226 F.

Supp. 1000, 10609 (N.D. Cal. 2016); MAZ Encryption Techs. LLC v. Blackberry CofphA.

No. 13304, 2016 WL 5661981, at #B (D. Del. Sept. 29, 2016); France Telecom S.A. v.

Marvell Semiconductor Inc.82 F. Supp. 3d 987, 1004 (N.D. Cal. 2015); TQP Dev., LLC v.

Intuit Inc., No. 2:12ev-180, 2014 WL 651935, at *2—7 (E.D. Tex. Feb. 19, 2014).

Citing several Federal Circuit decisions, the defendants argue that in similar
circumstances, the Federal Circuit has held analogous claims-pegtiggible. None of the
cases cited by the defendaritewever, compels the conclusion that thentsaof the’405 patent

are patentneligible under section 101.

The case on which the defendants most heavily reResogniCorp LLC v. Nintendo
Co.,, 855 F.3d 1322 (Fed. Cir. 2017). The patent claims in that case were very general. In

essence, the clais were drawn to a method and apparatus for building a composite facial image
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by taking facial features orma display, assigninghem image codse using a mathematical
operation,and reproducing the image on another display based on the dddes$.1324. The
Federal Circuit upheld the district court’'s determination that the claims were nigtéee It
concluded that the claims were directed to an abstractitteamere operation of encoding and
decoding data“an abstract concept long used to transmibrimation.” Id. at 1326. Citing

Digitech Image Technologies, LLC v. Electronics for Imaging, Inc., #5&l 1344 (Fed. Cir.

2014), the court explained that a process that “starts with data, adds an algorithm, andhends wi
a new form of data is directeéd an abstract idea.” RecogniCp§55 F.3d at 1327.

The defendants say that is this case. While it is true that the invention in this case
involves the manipulation of data, the point of the invention is not simply the transmission of
data in coded form, but the conversion of the data into a form that makes the communication of
the data more efficient. The specific function of the re@teddingschemas toadd efficiency
to the process a particular manner. As such, the recited protocol, even though expressed (as
are all computer operations) as an algorithm, is a concrete technical contrilmatioatasimply
the embodiment of an abstract idea.

A recent decision from this court is on point and illustrates the distinctiory nitelthat

case,Raltime Data, LLC v. Carbonite, IncCase No. 6:1-¢v-121, 2017 WL 4693969 (E.D.

Tex. Sept. 20, 2017), the court held a patent on a system for compressing data to be patent
eligible. The court distinguisheé®ecogniCorpon the ground that the invention wa®t simply
encoding and decoding,” but made a technical improvement in the process of data compression,
resulting in reatime or pseudaealttime compressionld. at *5.

Essentially the same analysis applies to the other two cases on which éhdautsf

principally rely, Synopsys, Inc. v. Mentor Graphics Corp., 839 F.3d 1138 (Fed. Cir. 2016), and
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Intellectual Ventures | LLC v. Symantec Corp., 838 F.3d 1307 (Fed. Cir. 2016)Syhlo@sys

court described the claims at issag “drawn to the abstract idea of translating a functional
description of a logic circuit into a hardware component description of the dogiat.” 839
F.3d at 1150. That translation, the court explained, is a mental pradeddoreover, the court
concluded that the asserted claii@$ed step two of the section 101 analysis becauseldiokgd
an inventive concept. As the court put it, the claim did not involve a “technical solution [that]
overcame defects in prior art embodiméntén addition,asthe court noted, the clainedded
nothing inventive that took the asserted claims “beyond their abstract ideat’1152.

The Symantecase involved claims directed to methods of screeninits that the
court characterized as “receivingmail (and other data file) identifiers, characterizingail
based on the identifiers, and communicating the characterizatother words, filtering
files/email.” 833 F.3d at 1313. That function, the court explained, was an abstract idea, akin to
an indivdual discarding certain mail from unwanted sources based on the relevant cisticacter
of the letters.ld. at 1314. A recent decision by the autho6gmantecsummarized the holding
of that case succinctly: “We determined 8yfnantef that ‘[b]y itself, virus screening is well
known and constitutes an abstract idea.” We also found that performing the virus secan on a
intermediarycomputer—so as to ensure that files are scanned before they can reach a user’'s

computer—is a ‘perfectly conventional’ ggoach and is also abstractinjan, Inc. v. Blue Coat

Sys., Inc, 879 F.3d 1299, 1304red. Cir.2018). InEinjan however, the court held that the
claimed “behaviotbased” approach to virus scanning constituted an improvement to computer
functionalityand was patergligible subject matterld. at 1304-05 see alsad. at 1305(“Here,

the claims recite more than a mere result. Instead, they recite specific.stdp accomplish

the desired result.”).
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The invention at issue in this case, unlike inventions inSynopsys and&ymantec,

proposeda specifictechnical solution to a specific problem in telecommunications, i.e., creating
a method for compressing data in a transparent manner. Unlike the inverfigmantecthe
invention in this case has no direct analog outside the conmiriten communications field.
And like Finjan and unlikethe invention inSynopsysthe invention in this case was not simply
to substitute one description of a circuit component for another, but entadedracal solution

for a problem that resulted in a physical reduction in the bandwidth necessary to senthpar
communications.

Even if the asserted claims of the 405 patent are regarded as directed to an dbsiract i
such as compressing data tailitate network communications, the defendamisst establish
that the claims fail step two of the section 101 analysis. Thatpstefdes that even when
claims are deemed to be directed to an abstract idea, they are not patent inetigglylenifoody
an inventive concepty reciting a“specific, discrete implementation of the abstract.ideaee

BASCOM Global Internet Servs., Inc. v. AT&T Mobility LLC, 827 F.3d 1341, 1350 (Fed. Cir.

2016). The claimed invention recites a specifitethod of coding to effect compression,
including the use of specific field types, including a data indicator, a transiticator, and a
location pointer, which providenformation regarding the presence and location of control
characters.In their summary judgment mofi, thedefendants have not shown that th@&ms
lack a sufficieny specificinventive concept and thus dw more tharf'simply instruct the
practitioner to implement the abstract idea” on germmponentsAlice, 134 S. Ct. at 2359.

In sum, the Courholds that at a minimumi|t is not clear on the summary judgment
record before the Coutthat the asserted claims of the '405 patent are directed to an abstract idea

and do not embody an inventive conceyithin the meaning of section 10E5eeBerkheimer v.
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HP Inc, No. 20171437,2018 WL 774096at *6—8 (Fed. Cir. Feb. 8, 2018). The motion for
summary judgment invalidating all of the asserted claims as gatdigfible is therefore
DENIED.

C. Invalidity Under Equitable Estoppel, Fraud, Patent Misuse, Laches, Unclean
Hands, and Waiver

Sycamore has moved for summary judgment on the defendants’ affirmativeedeténs

equitable estoppel, fraud, patent misuse, laches, unclean hands, and waiver. Dkt. No. 183.

opposition, the defendants indicate that they do not intend to pursue their defensesl @fr fr
unclean hands. Dkt. No. 256, at 2 n.@Vith respect tathe defendants’ laches defense, the
parties agree that it is a defense only as to claims for equitable relle§yaamore has not
moved for summary judgment on that grourfseeDkt. No. 291, at 5 n.10 (“Sycamore disputes
that Defendants would have a laches defense if Sycamore were to later seekeepligglior

Defendants’ infringement. But the Court need not decide that issué (mtation omitted));

In

see alsoDkt. No. 256, at 15. The Court holds that the defendants have not presented a

cognizable theory of patent misuse. The Court concludes, however, that disputes
preclude summary judgment as to waieed equitable stoppelfor some, but not all, of the
defendants’ theorie¥ Accordingly, Sycamore’s motion is GRANTED as to fraud, unclean
hands, and patent misuse, DENIED as to laches and waiveiGRAMTED IN PART and
DENIED IN PART as taequitable estoppel.

The defendants’ equitable estoppel, patent misuse, and waiver defenses aetepredic
primarily on Dr. Tsang’'s conduct inonnection withthe T1X1.5 working group. They argue
that Sycamore Networks had a duty under the T1 Standards Committee’s patenttgolicy

disclose Dr. Tsang’s provisional application when he proposed its use to the woduapg and

19 CenturyLink does not assert the defense of equitable estoppel.
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that his failure to disclose renders the patent unenforceable. In additiatefémelants argue
that even absent a duty to disclose, Dr. Tsang’s conduct in the working group was sableequi
and anticompetitive as to bar the recovery of royalties in this case.

A participant in a standarsketting organization may be equitably estopped or may waive
its right to assert infringement claims against products thattipeathe standard. Hynix

Semiconductor Inc. v. Rambus Inc., 645 F.3d 1336, 1348 (Fed. Cir. 28Elglsdualcomm

Inc. v. Broadcom Corp., 548 F.3d 1004, 18240 (Fed. Cir. 2008). To establish implied waiver,

the defendants must show that the patentee’s “conduct was so inconsistent with ato intent
enforce its rights as to induce a reasonable belief that such right halhegnshed.” Hynix,

645 F.3d at 1348 (quotin@Qualcomm 548 F.3d at 1020). And to establish equitable estoppel,
the defendantsnust show that the patentee, “through misleading conduct, led the alleged
infringer to reasonably infer that the patentee does not intend to enforceeits ggainst the

alleged infringer.” 1d. (quotingA.C. Aukerman Co. v. R.L. Chaides Constr. Co., 960 F.2d 1020,

1028 (Fed. Cir. 1992) (en banc)). Such misleading conduct can include “specific statement
action, inaction, or silence where there was an obligation to spé&kduotingAukerman 960
F.2d at 1028).

The defendants have raised triable disputes of fact as to this theaevgivadr and
equitable estoppel. First, there is a dispute of fact as to the scope of the ANBIppaty.
Both Sycamore andhe defendantsontend that the language of the ANSI patent policy
unambiguously supports its own interpretation of the policy. Dkt. No. 183, at 8 (Sycantwe: “T
written policy is clear on its face: only disclosure of ‘patented items’ isreztju Because the
policy is unambiguous . . . .”); Dkt. No. 256, at 10 (Defendants: “Defendants agiiee w

Sycamore IP that the Committee T1 patent policy is unambiguous. . .. The plain laoithege
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Committee T1 policy required the disclosure of Sycamore Networks’ patentamplit). The
Court finds that the language of the patent policy is not unambiguous.

On the one hand, the policy is limited to a “patent holder” and a “patentee”. “ANSI shall
receive from thegpatent holder .. assurance . . . that tipatenteedoes not hold and does not
anticipate holding any invention whose use would be required for compliance atpfdposed
standard. Dkt. No. 2575, at ATIS002562 (emphasis added). These terms generally apply only
to parties who have been granted a piabe have acquired ownership of a pateaee35 U.S.C.

8 100(d) (defining “patentee” to include “not only the patentee to whom the patent wak issue
but also the successors in title to the patentee”). Dr. Tsang and SycamooekSieihaving only

filed a provisional application at the time the presentation was made to the working goolg, w
not be considered “patentees” under the statutory definition of that term.

On the other hand, the ANSI patent policy requires an assurance that the patentee “does

not hold and does not anticipate holdiagy invention whose use would be required for

compliance with the proposed” standard. Dkt. No.-257at ATIS002562 (emphasis added).

The defendants argue that Dr. Tsang anticipated holding a patent on his grsmime, as
evidenced by his provisional and subsequentprorisional patent applications. According to

the defendants, Dr. Tsang therefore had a duty under the terms of the patenopdikcjose

that he anticipated holding a patent on the invention at issue. Although the policy does not use
the term “patent application,” the use of the term “anticipates holding” suggasthdlpolicy is

not limited to patents that the participants presently hold, and could include pending or
provisional applications. Sycamore’s suggested reading of the phrase “éatleppding™—to

mean that the policy imposes a duty on patentees “who anticipate that a standard might
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encompass their patent,” Dkt. No. 291, at®ntorts the phrase “anticipatbslding” which
appears to refer to a person who does not presently hold a patent.

Given the tension between those two readings of the text, the Court turns to extrinsic
evidence, which is not conclusive in support of either interpretation. Sycamorentprese
evidence from ANSI in 2002, 2003, and 2004, including ANSI documents anddegtinom
its General Counsel, to support its contention that ANSI's patent policy did not apply tagpendi
patent applications. Dkt. No. 182, at SYC0026714; Dkt. No. 183, at 6; Dkt. No. 1820,
at SYC0026698. For their part, the defendants offetin@ny from two participants in the
T1X1.5 working group-Dr. Gorshe and Deborah Brungard, the chair of the T1X1.5 working
group in 2006-that they understood that patent applications were covered by the pDkty.

No. 2563, at 244:13246:17 Dkt. No. 57-17, at 260:26261:14. Given the existence of this
contested material fact, the Court is not prepared to conclude, for purposesnoary
judgment, that Dr. Tsang and Sycamore Networks didhaeota duty to disclose the Provisional
Application.

Even if the ANSI patent policy did not impose a duty to disclose, other conduct by Dr.
Tsang could give rise to a defense of waiver. At the least, Dr. Tsang's reptieses to Dr.
Gorshe and members of the T1X1.5 working group that Sycamore Networks natwttarge
royalties to chip vendors who supported integrating Dr. Tsang’s encoding schemhent
standard and that there would not be “big royalties in any case” raide tyiadstions of fact of
the existence of express waiveDkt. No. 2576, at MC000006. As Sycamore now seeks
royalties on products made by the same chip vendors that supported Dr. Tsang's proposed
encoding scheme, such conduct could be sufficient to satisfy the defendants’ burden to show

conduct “so inconsistent with an intent tdaoe [Sycamore’s] rights as to induce a reasonable
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belief that such right has been relinquishe#iynix, 645 F.3d at 1348%ee alsdMars, Inc. v.

TruRx LLC, No. 6:13cv-526-RWSKNM, 2016 WL 4055676, at *2 (E.D. Tex. Apr. 29, 2016)
(“[N]othing in the [Federal Circuit’'s opinion iQualcomnj indicated that implied waiver can
only be established if a patentee is under a duty to disclose information to arctsetiing
organization . . ..").

Finally, AT&T and Level 3 raise another theory of equitablemgst! that Sycamore
Networks, in its business dealings with each company, failed to disclose that iphtahtathat
might cover theaccused standasd Level 3 has been a customer of Sycamore Networks since
2005; apredecessor oAT&T installed Sycama Networks equipment in its networknd
Sycamore Networksubmitted bids in response to AT&T’s requests for informateggarding
network equipment. Sycamore notes, however, that the network equipment in question did not
useany ofthe accused mappings.

This theory of equitable estoppel is unsuccessful. Equitable estoppel appliesawhere
patent holder engages in misleading conduct that leads the alégeger “to reasonably infer
that the patentee does not intend to enforce its patent againBegjeel anfringer. Hynix, 645
F.3d at 1348."[ Slilencealone does not generate an estop@eld the alleged infringéfmust
show that, in fact, it substantially relied on the misleading conduct of the patem&eniection

with taking some action.”” Aspex Eyewear Inc. v. Clariti Eyewear, In605 F.3d 1305, 1311

(Fed. Cir. 2010) (quotindukerman 960 F.2d at 1042kee alsdAukerman 960 F.2d at 1043

44 (“[S]ilence alone will not create an estoppel unless there was a clearodapedk or
somehow he patentes’ continued ience renforces the defendant’s inference from the
plaintiff s known acquiescence that the defendant will be unmolested.” (citation omMed)

Inc. v. TruRx LLC, 2016 WL 4034789, at *Fdere,the misleading conduct allegegt AT&T or
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Level 3consists only oSycamore NetworKksfailure tovolunteer information about a patent it
held whileit wasconducting everyday business transactiom®lated to the patent. Under these
circumstancesSycamore NetworKkssilence cannot give rise to\aable defense of equitable
estoppel.

Sycamore’s motion is therefore DENIED as to wajiverd is GRANTED IN PART and
DENIED IN PART & to equitable estoppel.

The Court reaches a different conclusion, however, with respect to the defetitzorg’
of patent misuse. The doctrine of patent misuse arose “from the desirgdm nesactices that
did not in themselves violate any law, but that drew anticompetitive strength fropatiet
right, and thus was deemed to be contrary to publicybdli Qualcomm 548 F.3d at 1025

(quoting B. Braun Med., Inc. v. Abbott Labs., 124 F.3d 1419, 1427 (Fed. Cir. 1997)). The

doctrine was construed narrowly Brinco Corp. v. International Trade Commissiamere the

en banc Federal Circuit “emphasized ttia¢ defense of patent misuse is not available to a
presumptive infringer simply because a patentee engages in some kind of wrongfutr@amme
conduct, even conduct that may have anticompetitive effects.” 616 F.3d 1318, 1328 (Fed. Cir.

2010) (en banc) {tng C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1373 (Fed. Cir. 1998));

see also, e.gSoverain Software LLC v. J.C. Penney Corp., 899 F. Supp. 2d 574, 582 (E.D. Tex.

2012),rev'd on other grounds sub nor8overain Software LLC v. Victoria's SecrBlirect

Brand Mgmt., LLC, 778 F.3d 1311 (Fed. Cir. 2015). As explaindérincqg “the key inquiry

under the patent misuse doctrine is whether . . . the patentee has impermissiblyeordlaelen
physical or temporal scope of the patent grant and has done so in a manner that has
anticompetitive effects. Where the patentee has notdgedrits patent beyond the scope of

rights granted by the Patent Act, misuse has not been found.” 616 F.3d at 1328.
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Here, the defendants have not set forth a theory of patent misuse that is cowsistent
the governing case law. The defendants’ asdateéfense of patent misuse is based solely on Dr.
Tsang’s purported violation of his duty to disclose the provisional patent to the T1X1.5 working
group. Dkt. No. 256, at 12 (citifQualcomm 548 F.3d at 1022). Even assuming that Dr. Tsang
had such a duty and a violation of that duty had anticompetitive effects, the evidmridebe
insufficient to support a defense of patent misuse, as there would be an absamgdactual
allegation that Sycamore “impermissibly broadened the physical or tempopal stthe patent
grant,” particularly given the fact that the '405 patent had not issued at theftime allegedly
anticompetitive conduct. The Federal Circuit's 2008 opiniorQuealcommonly discussed
patent misuse as an analogy in defining the scope of the defense of se#bd8 F.3d at 1024—
27; the Federal Circuit's 2010 en banc decisiorPimco expressly adopted the standard for
patent misuse set forth aboveee 616 F.3d at 1329, and that decision governs here.
Accordingly, the Court holds that the defendants have not identified a viable theoremf pat
misuse, and Sycamore’s motion for summary judgment is therefore GRANSHED @atent
misuse.

D. Unenforceability for Inequitable Conduct

Sycamore has moved for summary judgment of no inequitable conduct, targeting the
defendants’ affirmative defense that all the claims of the '405 patent are weatfier because
of inequitable conduct by Sycamore. In particular, the defendants contend taatd®g’s
claim of small entity statusand its payment of reduced fees to the United States Patent and
Trademark Office (“PTO”) based on its asserted entitlement to small entitys-staas
unjustified and constituted inequitable conduct as a matter of law. Dkt. No. 186; Dkt. No. 260.
The Federal Circtiihas ruled on several occasions that, in the right circumstances, the

improper invocation of small entity status by an inventor not entitled to that statesmstitute
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inequitable conduct sufficient to render the inventor's patent unenforce&de Nilssen v.

Osram Sylvania, In¢c.504 F.3d 1223 (Fed. Cir. 2007); Ulead Sys., Inc. v. Lex Computer &

Magmt. Corp., 351 F.3d 1139 (Fed. Cir. 2003); DH Tech., Inc. v. Synergystek Int’l, Inc., 154 F.3d

1333 (Fed. Cir. 1998). In thdilssencase, the court notdbat the district court had found clear

and convincing evidence of the patent owner’s “obvious intent to mislead.” 504 F.3d at 1231. In

both Ulead and DH Technology the Federal Circuit reversed trial courts that had entered

judgments of inequitable conduct based on the improper payment of small entity feeéddand he
that further proceedings were required in order to determine whether ¢éméegalhad acted with
intent to deceive the PTO. It is clear that in this case similar evidence wouldureddgfore
the Court could find inequitable conduct based on the claim of entitlement to smalbtaitis;

At the motions hearing, the Court ruled that the defendants have adduced sufficient
evidence about the activities of Sycamore’s general counsehandging partner, Dr. Kai Zhu,
from which a finder of fact could conclude that Sycamore acted with the leveéof hgcessary

to constitute inequitable conduct under the governing stand@etsTherasense, Inc. v. Becton,

Dickinson & Co., 649 F.3d 1276, 12901 (Fed. Cir. 2011) (en banc). That evidence includes

the fact that Dr. Zhu is a patent attorney who is familiar with patent prosecutibthann light

of Sycamore’s financial situation, he had a significant incentive to avoitigoayore tharthe
small entity fee. While the evidence of intent to deceive is not especialhgssuch evidence
is often difficult to develop except from the person who is accused of deceitful intentsue
such as this one therefore is particularly appropriate for resolution dftat. aAccordingly, the
Court therefore DENIES the motion to hold, on summary judgment, that the '405 patent is

unenforceable for inequitable conduct.
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E. Exhaustion

The Court will not at this time addreBgefendants’ Motion for Summary Judgment that

Sycamore’s Rights in the '405 Patent Are Exhausted, Dkt. No. 178, which was filed only on

behalf of AT&T and CenturyLink.
CONCLUSION

This orderresolvesall of Sycamore’s claims againsach of the defendantddowever,
Level 3 AT&T, and CenturyLinkhave eachraised a number of counterclaims, including for
invalidity and unenforceability, that are not fully resolved by this ord&herefore, it is
ORDEREDthat the parties shall promptly meet and confer to determine whetherathsetrior
April 23, 2018, is necessaryf trial in the Level 3 case is not necessahg Courtwill conduct
the trial in the AT&T case (if necessary) on that date or, ifneoessarythe CenturyLink case
(if necessary).

By 3 p.m. Eastern Time on Feilary 23, 2018, Sycamore and each of the remaining sets
of defendants are directed to advise the Court whether trial will besaeges this time in any
of the three remaining casel.additional motions are contemplated, the parties Stalidvie
the Court and propose a briefing schedule.

IT IS SO ORDERED.

SIGNED thisl6thday ofFebruary 2018.

odutr O T

WILLIAM C. BRYSON
UNITED STATES CIRCUIT JUDGE
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