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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

ALACRITECH INC., 8
8
Plaintiff, 8§
8
V. 8 No.2:16-CV-00693-RWS-RSP
8§ (leadcase)
CENTURYLINK, INC., et al., §
8
Defendants. 8§

MEMORANDUM AND ORDER

In this patent case, the Court now coessdAlacritech’s Motiorior Leave to Serve
Amended Infringement Contentions Againstf@elants Wistron and Wiwynn and Assert
Infringement of U.SPatent No. 7,945,699 [Dkt. # 18#fter considering the parties’
briefing and arguments of counsel, the Court GRANT the motion as to amendment of
Alacritech’s infringement contentions (with some caveats)PDiENY Alacritech leave to
assert the '699 Patentaigst Wistron and Wiwynn.

l. BACKGROUND

A. The Technology

The technology at issue concerns tramgfgrand storing data within a network.
Compl. [Dkt. # 1] { 16. According to Alatech, traditional methodologies wasted too
much processing power performing brivece data transfer and stora¢e.  18. To ad-

dress that waste, Alacritech developed the afsdedicated network interface controllers
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(NICs) to more efficienthhandle the processinigl. Offloading processing tasks to a ded-
icated NIC implementing the methodologies taughthe asserted patents accelerates data
transfer between devices and allows the I@RUs to keep processing power for more
substantive tasksd.

Very generally, the asserted patents cathbaght of as being directed to devices
and methods enabling four “functionalities”:

(1) Large Segment Offload (LSO);

(2) Receive Side Coalescing (RSC);

(3) TCP Offload Engine (TOE); and

(4) Remote Direct Memory Access (RDNAsuch as the InfiniBand protocol,
the RDMA over Converged Ethernetd®E) protocol, the Internet Wide
Area RDMA Protocol (IWARP), the Intaet Small Computer System Inter-
face (ISCSI) Extensions for RDMA (i$H protocol, and th Server Message
Block (SMB).

Alacritech ties these functionalities teetiaarious asserted patents as follows:

U.S. Patent Functionalities Citation
7,124,205 RSC, Inifiband, RoCE ?;Sg Am. Compl. [Dkt. # 29
7,237,036 RSC Id. 7 52.

7,337,241 RSC, LSO, Inifiband, RoCE | Id. Y 64.
7,673,072 LSO Id. 1 77.
7,945,699 InfiniBandRoCE Id. § 90.
8,131,880 RSC Id.  103.
8,805,948 RSC Id.  116.
9,055,104 LSO Id.  129.
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B. Alacritech’s Lawsuit Against Wistron and Wiwynn.

In June 2016, Alacritech sued Wistrand Wiwynn in Case No. 2:16-CV-00692,
which the Court later consolidat with this action. Alacriteh asserted infringement of
each of the above-referenced patents excepta®9 Patent, which is the only asserted
patent not directed to RS® LSO in some capacity.

In September 2016, Alacritech servedintsingement contentions on Wistron and
Wiwynn, asserting 117 claims across the sexsmerted patents. The contentions named 36
Wiwynn products capable &SC and LSO functionality asiegedly infringing devices.

Later, in response to Alacritech’s disery requests, Wistron and Wiwynn identi-
fied over 400 additional productSee [Dkt. # 184-7], [Dkt. # 1848], [Dkt. # 184-9], [Dkt.

# 184-10].The identification aéach product included itssociated functionalities (e.g.,
RSC, LSO, Ifiniband, etc.). Wiron and Wiwynn disclosethese additional products by
January 30, 2017.

Two months later, Alacritech informed Wigh and Wiwynn of its intent to add the
products to its infringement contentio®se Letter From Joseph Paunovich to Harold Da-
vis (Mar. 31, 2017) [Dkt. # 184-14]. At thersa time, Alacritech fst informed Wistron
and Wiwynn of its intent tassert the '699 Patemd. Wistron and Wiwynn suggested they
might be amenable to aspects of Alacritegrgposed amendment, but rejected (1) any
amendments that would add a publicly kndWg to Alacritech’s contentions, and (2) the
addition of the '699 Rant to the lawsuitSee Letter From Harold Davis to Joe Paunovich

(Apr. 3, 2017) [Dkt. # 184-15]. The partiesutd not reach an agreement, and Alacritech
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filed this motion shortly thereatfter.
. APPLICABLE LAW

The same legal standard applies to ba¢pects of Alacritech’s motion. When a
party seeks to amend its contens, leave to amend is genfraequired aa may only be
granted upon a showing gbod cause. P.R. 3-6(b). Simija leave to amend a complaint
after the scheduling order’s deadifor doing so also requirgseod cause. Fed. R. Civ. P.
16. In determining good causeurts consider (1) the reasfan the delay and whether the
party has been diligent; (2)@ahmportance of what the coustexcluding and the availabil-
ity of lesser sanctions; (3) potential prejuditallowing the amendent; and (4) the avail-
ability of a continuance toure such prejudic&& W Enters., LLC v. SouthTrust Bank of
Alabama, NA, 315 F.3d 533, 536 (5th Cir. 2003gg also Motion Games, LLC v. Nintendo
Co., No. 6:12-CV-00878, 2015 WL 1774448,*2 (E.D. Tex. Apr. 16, 2015).
[I. DISCUSSION

A.  Amendments to Alacritech’s Contentions

In both its pleadings and its contentipAkacritech broadly frames its infringement
allegations by “accused functionalitys2e, e.g., First Am. Compl. [Dkt. # 29] 11 39, 52,
64, 77, 90, 103, 116, 128jacritech’s Infringement Chafor ‘036 Patent Claim 1 [Dkt.
# 184-3] at 1 (accusing “any ves of its server or comput@roducts capable of providing
infringing RSC functionality”). Given that, all Atritech needed to know for contention

purposes is what Wistron aiWdiwynn products are capabté what functionalities. Wis-
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tron and Wiwynn provided that informationlaast as early as January 30, 2017, yet Alac-
ritech waited two months before seeking leavartend. In light othat two-month delay,
the Court agrees Alacritech wast diligent in seeking leave.

The Court, however, finds it would serve parpose to deny the amendment as to
some of the Wistron and Wiwynn products. Foe ahe Court does not expect the addition
of these additional instrumentalities to imptet schedule in thisase. Moreover, because
Alacritech chose to identify accused mshentalities by functinality, Wistron and
Wiwynn should not besurprised by the adthn of these products and will suffer little, if
any, prejudice by way of the amendment. Aodefficiency, the Courprefers to resolve
the infringement issue concengias many of these additidmastrumentalities as possible
in one case rather than have Altech initiate a separate action.

The Court will therefore grant Alacritechrsotion for leave, butvith some limits.
First, the Court’s leave will n@xtend to the '699 Rant. Second, Alacritech may not assert
any new infringement theories or claias to the already asserted patents.

B. Assertion of the '699 Patent

By January 30, Wistron and Wiwynn hadealdy identified their products that prac-
tice or support InfinibancdRoCE, or RoCEV2 functionalitieshich are the functionalities
associated with the '699 Patefte, e.g., Wiwynn’s First Supp. Raps. [Dkt. 184-8 at 43]
(identifying 11 Wiwynn models with RoCE functionality); Wistron’s Second Supp. Resps.
[Dkt. # 184-9] at 49-64 (identifying 20 Wistn products with RoCE or Infiniband func-

tionality); Wiwynn's Second Supp. Resps. [Dktl84-10] at 44—-44.he deadline to amend
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pleadings without leave was February 28.

Alacritech argues it did not have enough miation to assert the '699 Patent until
March 14, when Wistron and Wiwynn sen&gpplemental interrogatory responses. Alac-
ritech’s Motion [Dkt. # 184] at 12. Prior that, says Alacritech, Wistron’s and Wiwynn’s
responses only identified the infringing produmggheir internal, non-public model names.
Id.

That argument is not convincing for twaas®ns. First, because the purpose of in-
fringement contentions is to put the defendamtotice of what products are alleged to
infringe, it matters not whether Alacritech’sertification of productsused the internal
names or publicly available names; Wisteosrd Wiwynn would have been on notice either
way. Second, Alacritech’s arguntas belied by use in its pposed contentions of the al-
ready discussed and veoyoad catch-all langge directed to “cagoilities.” As an exam-
ple, Alacritech’s proposed contentions &aim 1 of the '699 Patent accuse

any version of its server or compuf@oducts capable giroviding Infini-
Band, RDMA over Converged Intern¢RoCE), or IP Routable RoCE
(RoCEv2) compliant connectivity functiolitg (e.qg., [list of products]); and
(i1) any of its other activities, producksd/or services that use server or com-
puter products to practice and/or popt Infiniband and/or ROCE/RoCEvV2
compliant connectivity functionality.

Alacritech’s Proposed '699 Contentions [Dki6®9] at 1-4. As distssed with reference
to amendment of Alacritech’s current infremgent contentions, thatoad language only
requires Alacritech to know the functionalitiesaciated with each product, which Wistron

and Wiwynn provided a month before the deadline to amend.
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But despite Alacritech’s delay, the biggésirdle for finding “good cause” is that
Wistron and Wiwynn have not getipated in claim construction concerning the '699 Pa-
tent. Alacritech argues all claim constructiosdosures and briefing have been conducted
jointly by all defendants, and therefore st and Wywinn had a meaningful opportunity
to participate. Alacritech’s Motion [Dkt. # 184{ 15. The Court, hower, will not presume
Wistron’s and Wiwynn'’s attorneys spent thiine participating in claim construction pro-
ceedings regarding a patent thas not asserted against theients. So, given the im-
portance of claim construction and the ptisdrprejudice to these two defendants, the
Court must side with Wistron and Wiwynn adeny Alacritech’s motion as it pertains to
the '699 Patent. Accordingly, the Court waleny Alacritech’s motion for leave on that
point.

IV.  CONCLUSION AND ORDER

Having considered the parties’ briefirapnd arguments of counsel, the Court
GRANTS Alacritech’s Motion for Leave to SeevAmended Infringement Contentions
Against Defendants Wistron and Wiwynn afsgsert Infringement of U.S. Patent No.
7,945,699 [Dkt. # 184IN PART. Specifically, the CourGRANTS the motion as to
amendment of Alacritech’s infringement corttens as necessary, but Alacritech may not
assert any new infringementetbries or claims. The CoutENIES leave to assert the
'699 Patent against Wistron and Wiwynn.

SIGNED this 20th day of August, 2017.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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