Uniloc USA, Inc. et al v. ADP, LLC Doc. 233

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

8
UNILOC USA, INC. and UNILOC 8
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8
Plaintiffs, 8
8
V. 8 Case No. 2:16-CV-00393
8 LEAD CASE
AVG TECHNOLOGIES USA, INC. 8
8
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8
V. 8 Case No. 2:16-CV-00741
) LEAD CASE
ADP, LLC 8
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Defendant. )
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MEMORANDUM OPINION AND ORDER
On August 10, 2017, the Court heldhearing to determinedtproper construction of the
disputed claim terms in United States IRatdos. 6,324,578 (“the '57Batent”), 6,728,766 (“the
'766 Patent”), 6,510,466 (“the '466 feat”), and 7,069,293 (“the 293 fat”) (collectively “the
Asserted Patents?®). The Court has considered the argutsenade by the parties at the hearing
and in their claim construction briefs. Docket Nos. 140, 150, 155, 174, 185 % Th6.Court

has also considered the intrinemdence and made subsidiary tadtfindings about the extrinsic

! The '466 and '293 Patents share a common spatifin. Unless otheige noted, citations
related to either of these pateire made collectivelp the ‘466 Patent. Similarly, the '578 and
'766 Patents share a common specification. Unldsrwise noted, citationglated to either of
these patents are made collectively to the '578 Patent.

2 Citations to the parties’ filings are to tfiéng’s number in the docket (Docket No.) and pin
cites are to the page numbers assighemligh ECF in Case No. 2:16-CV-393.
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evidence See Phillips v. AWH Corp415 F.3d 1303, 1314 (Fed. Cir. 2005&va Pharm. USA,
Inc. v. Sandoz, Inc.135 S. Ct. 831, 841 (2015). The Coissues this Claim Construction

Memorandum and Order in light these considerations.
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l. BACKGROUND
A. The 578 Patent

The '578 Patent was filed on Decemlidr, 1998, issued on Nowdber 27, 2001, and is
titled “Methods, Systems, and Computer Progrrmaducts for Manageme of Configurable
Application Programs on a Network.” The '578 Patelates to obtaining user and administrator
preferences for the application programs instadleslserver and providing these preferences along
with an instance of the applicatignogram to a client for executiorSee, e.g.’578 Patent, col.
3:50-4:5.

Claim 1 of the '578 Patent is an exemplalaim and recites the following elements
(disputed term in italics):

1. A method for management of configurakdg@plication
programson a network comprising the steps of:

receiving anapplication launcher progranassociated with an
application programhaving a plurality of configurable
preferences from a server;

providing a user set of the pluitslof configurable preferences
from one of the plurality oduthorized users executing the
application launcher prograrto the server; and

requesting that the servprovide an instance of the application
programand a stored user set and an administrator set of
the plurality of configurable preferences for use in
executing thepplication progranresponsive to a request
from the one of the plurality of authorized users.

B. The '466 Patent

The '466 Patent was filesh December 14, 1998, issuedJamuary 21, 2003, and is titled
“Methods, Systems, and Computer Program ProdactSentralized Management of Application
Programs on a Network.” The ’4@%atent relates to installing application software on a server,
and providing instances of that software to clients for execution via a user desktop interface with
display regions associated with the installed softw&ee, e.g.'466 Patent, col. 3:48-50, 4:39—

44,
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Claim 15 of the '466 Patent is an exemplataim and recites the following elements
(disputed term in italics):

15. Anapplication programmanagement system for managing
application program®n a network including a server and
a client comprising:

means for installing a plurality application programsat the
server,

means for receiving at the server a login request from a user at
the client;

means for establishing a userski®p interface at the client
associated with the usersponsive to the login request
from the user, the desktop interface including a plurality of
display regions associated with a set of the plurality of
application programsnstalled at the server for which the
user is authorized,;

means for receiving at the servesedection of one of the plurality
of application programdrom the user desktop interface;
and

means forproviding an instance othe selected one of the
plurality of application program#o the client for execution
responsive to the selection.

C. The 766 Patent
The '766 Patent was filed on April 10, 200%sued on April 27, 260 and is titled
“Methods, Systems, and CompulRrogram Products for License Use Management on a Network.”
The '766 Patent relates to maintaining licensetedl@olicies and information in the client-server
environment for the installed software such titainse availability can be communicated to clients
on a user-specific basiSee, e.q.578 Patent, col. 3:24-28, 3:40-45, 5:38-60.
Claim 7 of the '766 Patent is an exemplalaim and recites the following elements
(disputed term in italics):
7. A license use management system for a network comprising:
means for maintaining license management policy information
for a plurality of application programsat a license

management server, the license management policy
information including at leasine of a user identity based

Page 5 of 68



policy, an administrator policy ougde definition or a user
policy override definition;

means for receiving at the licensenagement server a request
for alicense availabilityof a selected one of the plurality of
application programgrom a user at a client;

means for determining thieense availabilityfor the selected one
of the plurality ofapplication programgor the user based
on the maintained license management policy information;
and

means for providing an unavailty indication to the client
responsive to theselection if thelicense availability
indicates that a license is natailable for the user or an
availability indication if thdicensed availability indicates
that a license is available for the user.

D. The '293 Patent

The 293 Patent was filed on May 31, 2001, &bkan June 27, 2006, and is titled “Methods,
Systems, and Computer Progr&roducts for Distribution of Adation Programs to a Target
Station on a Network.” The 293 Patent relai@she distribution of application programs to a
target stationd.g, an on-demand server) from a celited network management serv8ee, e.q.
'466 Patent at 5:29-54.

Claim 1 of the '293 Patent is an exempladaim and recites the following elements
(disputed term in italics):

1. A method for distribution adipplication programgo a target
on-demand server on a netwaromprising the following
executed on a centralized twerk management server
coupled to the network:

providing amapplication progranto be distribute to the network
management server,

specifying a source directory and a target directory for
distribution of theapplication program

preparing a file packet associated with dpplication program
and including a segment configured to initieggistration
operationsfor the application programat the target on-
demand server; and

distributing the file packet tine target on-demand serventake
the application program available for us® a user at a
client.
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. APPLICABLE LAW
A. Claim Construction

“It is a ‘bedrock principle’ of patent law thdhe claims of a paterdefine the invention to
which the patentee is entitled the right to excludePHillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)jo determine the meaning thfe claims, courts start by
considering the intrinsic evidencéd. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor 838 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad Commc’ns Group, 262 F.3d
1258, 1267 (Fed. Cir. 2001). The intrinsic @nde includes the claims themselves, the
specification, and the prosecution histoBhillips, 415 F.3d at 1314Z.R. Bard, InG.388 F.3d at
861. The general rule—subject to certain speeificeptions discusseaafra—is that each claim
term is construed according to its ordinanyd accustomed meaning as understood by one of
ordinary skill in the art at the time ofdlinvention in the context of the patefhillips, 415 F.3d
at 1312-13Alloc, Inc. v. Int'l Trade Comm’)n342 F.3d 1361, 1368 (Fed. Cir. 2008¢ure
Networks, LLC v. CSR PL.€71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meanirtgerrelevant community e relevant time.”)
(vacated on other grounds).

“The claim construction inquiry . . . beginsdaends in all casesithv the actual words of
the claim.” Renishaw PLC v. Marposs Societa’ per Azid58 F.3d 1243, 1248 (Fed. Cir. 1998).
“[lln all aspects of claim construction, ‘theame of the game is the claim.” Apple Inc. v.
Motorola, Inc, 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362,
1369 (Fed. Cir. 1998)). First, a term’s contiexthe asserted claim can be instructiwhillips,
415 F.3d at 1314. Other assertedunasserted claims can alsd & determining the claim’s

meaning, because claim terms are typicallgdugonsistently throughout the patentd.
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Differences among the claim terms can alssisasn understanding a term’s meanirig. For
example, when a dependent claim adds a limitaboen independent claim, it is presumed that
the independent claim does not include the limitatioh.at 1314-15.

“[Cllaims ‘must be read in view of the sgification, of which they are a part.’ Id.
(quotingMarkman v. Westview Instruments, g2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).
“[T]he specification ‘is always lghly relevant to the claim coimgction analysis. Usually, it is
dispositive; it is the single best guittethe meaning of a disputed term.1d. (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199a)gleflex, Inc. v. Ficosa N. Am.
Corp,, 299 F.3d 1313, 1325 (Fed. Cir. 2002). Buta]lthough the specification may aid the court
in interpreting the meamg of disputed claim language, padiar embodiments and examples
appearing in the specification will not generally be read into the claimS€orhark Commc’ns,
Inc. v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quotanstant v. Advanced Micro-
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 1988gg also Phillips415 F.3d at323. “[I]tis
improper to read limitations from a prefermbodiment described the specification—even if
it is the only embodiment—into theatins absent a clear indicationthre intrinsic record that the
patentee intended the claims to be so limitediébel-Flarsheim Co. v. Medrad, I1nc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is anotheol to supply the propeontext for claim construction
because, like the specification, the prosecutiorotygirovides evidence of how the U.S. Patent
and Trademark Office (“PTO”) andehnventor understood the pateRtillips, 415 F.3d at 1317.
However, “because the prosecution history éspnts an ongoing negotiation between the PTO
and the applicant, rather tharethnal product of thamegotiation, it often lagkthe clarity of the

specification and thus is less usdf claim construction purposesld. at 1318see also Athletic
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Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful aan interpretive resource”).

Although extrinsic evidence can also be useful, it is “Ilgigsificant than the intrinsic
record in determining thlegally operative meaning of claim language Phillips, 415 F.3d at
1317 (quotingC.R. Bard, InG.388 F.3d at 862). Technical datiaries and treatises may help a
court understand the underlyirgchnology and the manner in whiche skilled inthe art might
use claim terms, but technical dictionaries ardtises may provide defiions that are too broad
or may not be indicative of howdhterm is used in the patenid. at 1318. Similarly, expert
testimony may aid a court innderstanding the underlyingahnology and determining the
particular meaning of a ternm the pertinent fial, but an expert's conclusory, unsupported
assertions as to a term’'s definitiare entirely unhelptuto a court. 1d. Generally, extrinsic
evidence is “less reliable than the patent ésmgrosecution history idetermining how to read
claim terms.” Id. The Supreme Court recently explained thle of extrinsic evidence in claim
construction:

In some cases, however, the district tautl need to look beyond the patent’s

intrinsic evidence and to consult exsio evidence in order to understand, for

example, the background science or the nmgpof a term in the relevant art during

the relevant time periodSee, e.g.Seymour v. Osborpnél1 Wall. 516, 546 (1871)

(a patent may be “so interspersed with technical terms and terms of art that the

testimony of scientific witheses is indispensable tacarrect understanding of its

meaning”). In cases where those subsidiacys are in dispute, courts will need to

make subsidiary factual findings aboutthextrinsic evidece. These are the

“evidentiary underpinnings” of claimonstruction that we discussedhitarkman
and this subsidiary factfinding must keviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, |A&5 S. Ct. 831, 841 (2015).

B. Definiteness Under 35 U.S.C. § 112, 2 (pre-AlA) / § 112(b) (AIA)

Patent claims must particubapoint out and distinctly claim the subject matter regarded

as the invention. 35 U.S.C. § 112, 2. A clawhen viewed in light othe intrinsic evidence,

Page 9 of 68



must “inform those skilled in #hart about the scoé the invention with reasonable certainty.”

Nautilus Inc. v. Biosig Instruments, In@34 S. Ct. 2120, 2129 (2014). If it does not, the claim

fails 8 112, 1 2 and is there®oinvalid as indefiniteld. at 2124. Whether a claim is indefinite is

determined from the perspective of one of ordirskii in the art as of thtime the application for

the patent was filedld. at 2130. As itis a challenge to thdigdy of a patentthe failure of any

claim in suit to comply with § 112 muke shown by clear and convincing evidente.at 2130

n.10. “[llndefiniteness is a quést of law and in effect paof claim construction.”ePlus, Inc.

v. Lawson Software, Inc/00 F.3d 509, 51

7 (Fed. Cir. 2012).

. CONSTRUCTION OF AGREED TERMS

The parties agreed to the cbmstion of the following phrase:

Claim Term/Phrase

Agreed Construction

“a segment configured to initiate
registration operations”

(293 Patent, claims 1, 12, 17)

“portion of the file packet that includes softwaré
to initiate registration operations”

“license management policy information

(766 Patent, claims 1, 7, 13)

"“a set of rules that determine whether users ca
obtain a license to useparticular application”

“license management server”

(766 Patent, claims 1, 7, 13)

“a server that determines license availability
based on license management policy informati

“centralized network management serve

(293 Patent, claims 1, 12, 17)

pr'centralized server for managing the network”

“on demand server”

(766 Patent, claims 3, 9, 15)

“a server delivering applications as needed
responsive to user requests as requests are
received”

1Y%

on”

“target on-demand server”

(293 Patent, claims 1, 12, 17)

“a server delivering applications as needed
responsive to user requests as requests are
received at the server, where those applicatior

S
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are distributed from a centralized network
management server”’

“installing a plurality of application
programs at the server”

('466 Patent, claims 1, 15, 16)

plain and ordinary meaning

“installing [an / a second] application
program having a plurality of configurab
preferences and a pélity of authorized

users on a server coupled to the networ

(578 Patent, claims 1, 14, 15,17, 30, 32
45)

plain and ordinary meaning
le

k”

“authorized user” / “[for which the] user
[is (not)] authorized”

(466 Patent, claims 1, 2, 8, 15, 17, 23,
'578 Patent, claims 1, 7, 10, 12-17, 23,
26, 32, 38, 41-46)

plain and ordinary meaning

‘user set”

(578 Patent, claims 1, 2, 4, 6, 8, 10, 11
14-18, 20, 22, 24, 26, 30-33, 35, 37, 39

41, 42, 45, 46)

plain and ordinary meaning

Docket Nos. 159-1 at 8-10; 159-2 at 10-12. kwif the parties’ agreement on the proper

construction of the identified terms, the Court her@RBDYOPTS the parties’ agreed construction.

V. RELEVANCE OF THE PROSECUTION FILE HISTORY IN RELATED

PATENTS

The parties dispute whether the

relevant for construing the terms in the '57#1a293 Patents. As background, the '578 and '466
Patents were filed on the same day. The spatifin of the '578 Paterdtates that “[t]his
application is related to the following applicatioled concurrently herewith: [the '466 Patent].”

'578 Patent at 1:6-13. Similarly glspecification of the '466 Patestates that “[t]his application

prosecutistories of the '466and '766 Patents are
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is related to the following appktion filed concurrently herewith: [the '578 Patent].” ‘466 Patent
at 1:6—-12. Moreover, the specification of the '578R&incorporates by reference the '466 Patent.
'578 Patent at 7:17-21, 11:27-30. Lwkse, the specification of the '466 Patent incorporates by
reference the '578 Patent. '46@&tent at 7:41-48, 11:17-26. Furthere, the 293 Patent is a
divisional of the '466 Patentnd the patents share a common dp=tion. Similarly, the '766
Patent is a divisional of &§'578 Patent, and the patentsusha common sp#ication.

Plaintiffs argue that the presution histories of the '466 dri766 Patents are irrelevant
and should be disregarded becailsy “form[] no part of the msecution history of the '578 or
'293 [P]atents.” Docket No. 155 at 8. In the altgive, Plaintiffs argue that “[tlhose prosecution
histories can be considered, bulyoas extrinsic evidence ..”. Docket No. 190 at 4 (citinG&C
Jewelry MFG, Inc. v. Wes2010 WL 2681921, *1 (N.D. Cal. 2010)). During the claim
construction hearing, Plaintiffs suggested thatissue was not adequately briefed by the patties.

The Court disagrees and finds that Defendpraside persuasive #hwrity and arguments
to support their position that the prosecution histoof the '466 and '766 Patents are relevant to
the construction of identical terms usadhe related '578 and '293 Patents.

Specifically, Defendants cite ¥erizon Servs. Corp. v. Vonage Holdings Casp3 F.3d
1295 (Fed. Cir. 2007), to support thebntention that disaimers of claim scope in one patent
apply to related gants. Docket N. 185 at 8. Th&erizoncourt summarized the facts in that case
as follows:

The claims of the '880 patent originatedU.S. patent application No. 08/814,291

(291 application”). During prosecuwn the examiner issued a restriction
requirement on the ground that the '23blecation covered two independent and

3 Notwithstanding Plaintiffs’ suggestion, the Cbprovided the partiesitih ample opportunity

to brief the issue of whether the prosecution hissoof the '466 and '766 Patents are relevant to
the construction of identical teamn the related '578 and '293 teats. Furthermore, the Court
specifically inquired about the issdaring the claim construction hearing.
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distinct inventions. Thapplicants then filed digional application No. 09/363,750
("750 application”), pursuing some of tledaims of the origial '291 application,
which was allowed as the '880 patent. Témainder of the cleas of the original
'291 application in turn matured intd.S. Patent No. 6,542,497 (*’497 patent”).
The claims of both applications require a “localized wirelgsteway system.”
During prosecution of the '291 applicatitine applicants’ clans were rejected
based on prior art wireless gateway systems.

The applicants gained allowance of the claims of the '291 application after stating
that the prior art systems “all appeab®directed to non-localized systems,” and
that the “present invention,” by contragtas “restricted to opate within a few

feet from a base stati¢ne. wireless handsets).”

Verizon 503 F3d at 1306-1307. Given this background, the couveiizonrejected the argument
“that the disclaimer in the '294pplication process (leading toet97 patent) should not apply
to the 880 patent because it ocadtrafter the '880 patent issuedd. at 1307. The Court held
that “ ‘it is not unsound to applthe same interpretation to thfeatent[-in-suit],” ‘even though
[that] patent had already issued.1d. (quotingMicrosoft Corp. v. Multi-tech Sys., In@57 F.3d
1340, 1350 (Fed. Cir. 2004)).

The facts inverizonare analogous to the faatsthis case. As iWerizon the '293 Patent
is a divisional of the '466 Patent, and thdégmés share a common sgeaztion. Similarly, the
'766 Patent is a divisional dhe '578 Patent, and the pate share a common specification.
Likewise, all four patents require “applicatipnogram(s);” and the ‘468766 and '578 Patents
each require an “application laurer program.” Moreover, the spfication of the '578 Patent
incorporates by reference the 466 Patent, and attplgtates the applications are related. '578
Patent at 1:.6-13, 7:17-21, 11:27-30kewise, the specification dhe '466 Patenincorporates
by reference the '578 Patent, and explicitly statesagiplications are related. 466 Patent at 1.6—
12, 7:41-48, 11:17-26.

Contrary to Plaintiffs’ contetion, a restriction requiremedbes not automatically isolate

the prosecution history of a divisianapplication from its siblingr related application. Indeed,
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in Microsoft Corp. v. Multi-Tech Sys357 F.3d 1340 (Fed. Cir. 2004), the Federal Circuit
concluded that “[a]ny statement of the patenteeerptiosecution of a relatepplication as to the
scope of the invention would Ipelevant to claim constructionnd the relevance of the statement
made in this instance is enhanced by the fadtithwas made in an official proceeding in which
the patentee had every incentive to exercise cazkaracterizing the scepf its invention.” Id.

at 1350. As discussed above, it carbereasonably disputed that thsserted Patemare related.
Accordingly, the Court finds that the prosecutiostbiies of the '466 and66 Patents are relevant

to the construction of identical terms in the related '578 and '293 PAtents.

V. CONSTRUCTION OF DISPUTED TERMS

The parties’ dispute focuses on the megnamd scope of nine terms/phrases in the

Asserted Patents.

1. “application program(s) / application(s)”

Disputed Term Plaintiffs’ Proposal Defendants’ Proposal
“application program(s) / | “code associated with “application level software program
application(s)” performing function for a | code for underlying application level

user” functions that executes locally at the
client as a separate application from
the browser”

4 Plaintiffs did not provide relevant authorttysupport their position that the prosecution history
of a sibling application that is incorporatég reference should autoti@lly be considered
extrinsic evidence. The Fedefircuit has stated that “[ijncporation by reference provides a
method for integrating materialdim various documentato a host document. . by citing such
material in @ manner that makes clear that the material is effectively part of the host document as
if it were explicitly contained therein.Advanced Display Sys. Inc. v. Kent State U2t2 F.3d
1272, 1282 (Fed. Cir. 2000). The cofurther held that the detemation of “[w]hether and to
what extent material has been incorporated f®reace into a host document is a question of law.”
Id. at 1283. For the reasons staabdve, the Court finds that tpeosecution histories of the 466
and 766 Patents are relevantth@ construction of entical terms used in the related '578 and
'293 Patents. Accordingly, the Court disagréest the prosecution histories of the Asserted
Patents in this case should bensidered in isolation. Inswathe Court will consider the
prosecution histories in the context of theplited terms to avoid reading unnecessary and
redundant language into a disputed term.
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a) The Parties’ Positions

The parties dispute whether the term “application program” should be limited to
“executefing] locally at the client as a separapplication from the browser,” as Defendants
propose. Plaintiffs argue thaktte are two ways a user can exeantapplication in the network
described in the Asserted Patents. Docket IO at 4. The first method includes downloading
and executing an applicatiam the client terminalld. Plaintiffs agree thahe asserted claims of
the '466 Patent, and claims 3, 9 and 15 of T6é Patent, are drawn to this first methdd. The
second method includes the apation remaining on the servand being executed remotely by
a user.ld. Plaintiffs contend that thelaims of the '578 and '29Batents cover both methodsl.

Plaintiffs argue that all claims of the '466tEuat, and claims 3, 9 and 15 of the '766 Patent,
recite language that unambiguouslyguies execution othe client. Id. at 5. Plaintiffs contend
that no similar language appears in the claimsrosecution history of the '578 or '293 Patents.
Id. According to Plaintiffs, the patentees drafted claims of the '57&atent to cover either
method. Id. Plaintiffs further argue that the claimstbé '293 Patent are directed to an exchange
of applications from a central magement server to the remote servers, not from the remote server
to the client. Id. Plaintiffs contend that those clairde not mention executing the application
program. Id.

Plaintiffs further argue thatothing in the ordinary and usual meaning of “application”
would limit the term to software executed only at the clight.Plaintiffs contad that applications
are frequently executed at remote servéusat 6. Plaintiffsargue that the intrinsic record of the
'578 and '293 Patents does not contain a dedinior disclaimer that would limit the claim#d.
at 7. Plaintiffs also argue thabthing in the in théntrinsic record of th '466 or '766 Patents
modifies the ordinary and uduaeeting of “application.”ld. Plaintiffs contad that the claims

of the '466 Patent are limited éxecution on the cliefitecause the claims iigxthis limitation in

Page 15 of 68



specific languageld.

Defendants respond that the '293 and '578 matexplicitly distinguish the claimed
invention from certain prior art centralizedftseare management systems on the basis that
applications were executed “aetBerver rather than the client.” Docket No. 150 at 9-10 (citing
'578 Patent at 2:50-55, 3:5-866 Patent at 2:52-57). Defendaatgue that the patentees could
not have intended to claim a system where “apiiting” were executed at the server. Docket No.
150 at 10. Defendants also arghat the “Summary of the Invean” section of the '293 Patent
states that, according to the “peat invention,” “[tlhe applicadin program is then provided from
the server and executed at the cliertd” (citing ‘466 Patent at 35—4:3). Defendants contend
that this provides additional suppdhat the claimed inventiowas directed specifically to
execution of applications atdftlient. Docket No. 150 at 10.

Defendants further argue that the disctb&enbodiments in th293 and '578 Patents
reflect that applications are “distributed” or fdered” to, and executedt, the client, and that
there are no embodiments in which apgiiens are executed at the serer.(citing '578 Patent
at 6:16-25, 11:65-12:1, Figures 2-466 Patent at 6:15-1%,22-24, 6:62—64, 9:30-33, 10:3-7,
10:61-64, Figures 3, 4, 6). Defendatdsitend that Plaintiffs do noite to any specification to
support its position regarding servédesexecution. Docket No. 150 at 11.

Defendants further argue thaetbrosecution histories of th&66 and '466 Patents confirm
the patentees’ intent to foreclose thassibility of execution at the served. at 12. Defendants
contend that the patentees repeatedly distingdishe claimed invention because the prior art
applications were not provided to the client for executilah.(citing Docket No. 150-6 at 9-11,
36, 46-47). Defendants also argue that the pagsntonfirmed this definition of “application

program” during prosecution of the '466 PateBbcket No. 150 at 12 (citing Docket No. 150-5
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at 25, 50). Defendants contend that the paterdegued that an “application program” required
both local execution d@he client and to be separate frora browser. Docket No. 150 at 13 (citing
Docket No. 150-5 at 27-29, 53-55Refendants further argue thaetbnly portion of any of the
four file histories to which Platiffs cite does not address ex#oun at all. Docket No. 150 at 13—
14.

Plaintiffs reply that the foupatents are directed towardsuf different inventions, with
each invention relating to a paxlar portion of an enterprise computer network. Docket No. 155
at 2. Plaintiffs contend that all claims o&tl66 Patent incorporatspecific language requiring
execution at the clientd. Plaintiffs further contend thatelclaims of the '578 and '293 Patents
are directed toward inventions that can be pradtin networks where execution is at a serigr.
Plaintiffs argue that nothing ithe ordinary and usual meaniofy“application” would limit the
term to software executed only at a clield. at 2—3.

Plaintiffs further argue that the '578 Patentriticism of certain mobility systems was
because they did not address “the full rangeoofiplications which may arise in a heterogeneous
network utilizing different devices and connectiondd. at 4 (citing '578 Ptent at 3:5-8).
Plaintiffs contend that this limitation of priortamobility systems would appear to be independent
of where applications are exe¢ed. Docket No. 155 at 5 (aig '578 Patent at 3:12—-27, 2:35-3:4,
2:50-55). Plaintiffs argue th#lte '578 Patent does notiticize executing japlications on the
server. Docket No. 155 at 5. Riaifs further contend that thestion of the specification entitled
“DETAILED DESCRIPTION OF PREFERRED EBODIMENTS” makes no mention of where
the applications are executell. (citing '578 Patent at 6:29-122, Figures 2—4). According to
Plaintiffs, this section only describes dowrdogy the “application laurher program,” not the

application. Docket No. 155 at ®laintiffs contend that the onlyfezence in the dire patent to
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an embodiment that describes execution at thatakein a section describing the “[a]lternative
preferred embodiments . . . describedtie '466] patentpplication.” Id. (citing '578 Patent at
11:27-12:36). According to Plaintiffs, this atiate embodiment does not disavow coverage of
systems or programs that executeacserver in the clais of the '578 Patent. Docket No. 155 at
5.

Plaintiffs further argue that ti293 Patent is a divisional of&i466 Patent and is directed
to “distribution of application progran® a target station on a networkld. at 6. Plaintiffs
contend that all claims of thé66 Patent have language unagumusly requiring execution at the
client and the '293 Patemioes not involve a clientld. at 7. Plaintiffsfurther contend that
embodiments in the shared specification that aeewed at the client correspond to the distinct
invention of the '466 Patent and where applmasi are executed is not mentioned in the '293
Patent.ld. (citing ‘466 Patat at 17:17—-20:59).

Regarding the prosecution histpPlaintiffs argue that therosecution histgrof the '466
Patent can be disregarded because the claim gongstrissue is limited to claims of the '578 and
'293 Patents. Docket No. 155 at Plaintiffs contend that theequirement of execution at the
client in the '466 Patent arises from specific language in the '466 Patent’s claims requiring
execution at the clientld. at 8. According to Plaintiffs, th&atements in the prosecution history
of the '466 Patent have noegance to the '578 Patenid.

Plaintiffs further argue that ¢éhprosecution history of the '7@&&tent also forms no part of
the prosecution history of the '578 or '293 Patents and should be disregddiedPlaintiffs
contend that the relevant claims of the '7B&tent cover a method @slystem in which an
application launcher progralmcated on the client requests a license availability from a server and

then receives from the server an indication of availalitynavailability. Id. at 8-9. Plaintiffs
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argue that the relevant clairds not discuss execution and theégmgees did not distinguish any
of those references basedwhere execution is performedt. at 9. Plaintiffs also argue that the
patentees did not distinguish Fkéin on the grounds that its appdittons were executed on the
server, but instead distingied Franklin on the groundattthe application launcheras located
on the serverld.

Plaintiffs also contend that the commengasding the Duvvoori ference was that the
reference did not disclose “a configurable instance of an application . . . for execution at the client.”
Id. According to Plaintiffs, the patentees did natisiguish the prior art ferences on the grounds
that applications would be executed at the sdygeause, in both references, the applications were
executed at the client, not the servéd. at 9—10 (citing Docket NdL55-3 at 4, 6). Plaintiffs
contend that the patentees similarly described Duvvoori as describing “an agent process . . . at the
client that controls executioprograms resident on the cliefitsDocket No. 155 at 10 (citing
Docket No. 155-4 at 4). Plaiffs argue that the patentees nedescribed either reference as
executing programs at the server. Docket No. 19% atPlaintiffs also argue that the patentees’
statement distinguishing Duvvoori related to theference not having aapplication launcher
located on the clientld.

For the following reasons, the Court finds that the téapplication program(s) /
application(s)” should be construed to meédthe code associated with the underlying
program functions that is a s@arate application from a browser interface and does not
execute within the browser window.”

b) Analysis
The term “application program(s) / apg@lton(s)” appears in claims 1-4, 8-9, 13, 15, 16—

19, 23-24, 28, 30-32, 3637 and 41 of the '466 Patéaiins 1-3, 7-9 and 13-15 of the '766
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Patent; claims 1, 2, 4,5, 7,11-18, 20, 2127333, 35, 36, 38 and 42—-46 of the '578 Patent; and
claims 1, 12 and 17 of the '293 Patent. The Couddithat the term is used consistently in the
claims and is intended to have the same gensgahing in each claim. The Court further finds
that the specification provides amplicit definition for the term.Both the '578 and '466 Patents
state that “as used herein, it is to be understood that the term *application program’ generally refers
to the code associated with the underlying paogifunctions, for example, Lotus Notes or a
terminal emulator program.” ‘578 Pateat 12:13-16; '46@atent at 14:24-27.

The patentees also argued during the prosetofithe '466 Patent that “the application
launcher program interacts with the degktsuch as a user browser interface, whilenstance
of the application programns requested through the desktop &éxecutes locally at the clieas a
separate application fronthe browser interface For example, Lotus Notegould not execute
within the browser window Docket No. 150-5 at 25, 50 (@asis added). Accordingly, the
Court construes the term “application programggglication(s)” to meafcode associated with
the underlying program functions thata separate ajpgation from a browser interface and does
not execute withirthe browser window.”

The Court rejects Defendantsgmosal of “executes locally #te client” because it would
unnecessarily add a limitation to the term “apgilaaprogram.” The intrinsic evidence indicates
that the application programs are stored at theese For example, the Summary of the Invention
of the '466 Patent states thag][plurality of appliation programs are installed at the server.”
'466 Patent at 4:24-25. The specifioa further states that “[t|heerver receives a selection of
one of the plurality of application programs from the user desktop interfacpravides an
instance of the selected one of the plurality of application programs to the client for execution

responsive to the selectidnld. at 4:34—-38 (emphasis added). Thiigs an “instance of the
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application program” that is “@cuted locally at the client."Indeed, as discussed above, the
patentees argued during the prosecuof the '466 Patent thathe application launcher program
interacts with the desktop, suel a user browser interfaeghile an instance of the application
program is requesteithrough the desktdput executes locally at the clieat a separate application
from the browser interface.” Docket No. 150-52&8t 50 (emphasis added). The claims of the
'466, 766 and '578 Patents licitly recite ether “provid[es]/[ing] an istance of th application
program” or “providing an instanca the selected onaf the plurality of aplication programs.”
Thus, it would be improper to redraft the obai to read “executes dally” into the term
“application program.”

Defendants argue that the “Background of teehtion” sections of both the '293 and
'578 Patents explicitly distinguish the claimed intien from certain prioart centralized software
management systems on the basis that applicatvens executed “at the server rather than the
client.” Docket No. 150 aB-10. Contrary to Defendantsontention, this section of the
specification does not provide a clear and ungontniis disavowal of the suggested claim scope.
Instead, this section describeswanber of prior art system&£omputer Docking Station Corp. v.
Dell, Inc, 519 F.3d 1366, 1374-75 (Fed. Cir. 2008) (“Proseauwisclaimer does not apply . . . if
the applicant simply describdsatures of the prior art andbes not distinguish the claimed
invention based on those featurgs For example, the “Backgroundtbie Invention” section also
describes prior art systems in which the application program is transmitted from a server to a client.
'578 Patent at 1:62-2:6 (“In addition, the Syas Management Server (SMS) program from
Microsoft Corporation provides an ability to tesmit an application program from a server to a
number of clients. The SMS system typicallpafk installation of programs and associated icons

at client stations for SM8nabled applications.”).
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Defendants further argue thhe prosecution histories ofgh766 and '466 Patents confirm
the patentees’ intent to forectothe possibility of eacution at the server. Docket No. 150 at 12.
Defendants contend that “the Amants repeatedly distinguishéuke claimed invention from the
prior art on the basis that the prior art applicatiese not provided to the client for execution.”
Id. The Court disagrees with Defemdisi analysis of the prosecutitwstory. In fact, contrary to
Defendants’ contention, the patentaegued that the Christiano redace “appears to describe an
environment in whickthe program’s executable is already on the cliand the client obtains
‘authorization . . . to use omfiplement’ (run) a single designatsaftware product.” Docket No.
150-6 at 11 (emphasis added) (citation omitte@hus, the patentees argued that the prior art
included an application program executed on tha@tlend they did not disiguish the claims on
this basis. Instead, the patentees distinguistee@ftnistiano reference besauit did not disclose
“receiving the request from aapplication launcher program.”ld. Similarly, the patentee
distinguished the Franklin and Duvvoori referencesaoise they did not request instance of the
application.Id. at 11, 36, 54.

Regarding the prosecutionshory of the '466 PatentDefendants contend that the
Applicants were explicit that the “application” of the invention executed locally at the client.
Docket No. 150 at 13. Defendants focus on anmpiete portion of the patentees’ statement.
The patentees argued that “thmpbcation launcher progm interacts with # desktop, such as a
user browser interfacevhile an instance of the application program is requested through the
desktop but executes locally at the cliaata separate applicatiomrn the browser interface.”
Docket No. 150-5 at 25, 50. Asdicated, it is “an istance of the appltion program” that
“executes locally at the client,” not the recit&gpplication program.” The claims of the '466,

'766 and '578 Patents explicitly recite “provid[gmg] an instance of the application program”
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or “providing an instance of the selected onehef plurality of application programs.” Thus, it
would be improper to redraft the claims to readexecute locally” intothe term “application
program.”
c) Court’'s Construction
The Court construes the terfapplication program(s) / application(s)” to mean“the
code associated with the und&/ing program functions that is a separate application
from a browser interface and does not execute within the browser window.”

2. “application launcher program”

Disputed Term Plaintiffs’ Proposal Defendants’ Proposal
“application launcher | “a program distributed to a client “a program distributed to a client
program” to initially populate a user to initially populae a user desktop

desktop and to request executionand to request the application
of the application program” O‘ program from a server”

a) The Parties’ Positions

The parties dispute whether the term “apgaion launcher program” should be limited “to
request the application prograrorin a server,” as Defendants propasr whether the term merely
“request(s) execution of the application program,P&sntiffs propose. Rintiffs argue that the
'578 Patent describes a launcheraggrogram that the server distributes to a client to “initially
populate the user desktop” by “provid[ing] for a user interfaee,(displaying an icon that
corresponds to the application) “to execute dpplication.” Docket No. 174 at 2 (citing '578
Patent at 12:26-27, 3.64—4:2). Pldfatcontend that the prograi®s called a “launcher” because
when the user “selects” the application, taancher requests exeauti of (“launches”) the

application itself. Docket No. 174 at 2{ting '578 Patent at 4:6-9, 8:14-17, 10:58-62).

5> Defendant Kaspersky Lab, Inc. indicates thatdés “not join in [Defendants’ supplemental]
brief, and proposes that the Court adopt Unilootsstruction of the two tens addressed herein.”
Docket No. 185 at 4 n.1.
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Plaintiffs also argue that the '578 Pattedescribes the launcher as providing user
information to the server “along with the requesinitate execution of the application.” Docket
No. 174 at 3 (citing '578 Patent at 4:6-9). Pifimtcontend that Defedants’ proposal is not
mentioned until later in the patent, and then only as a characteristic of an “alternative”
embodiment. Docket No. 174 at 3 (citing '5at81.1:60-12:1, 11:27-30). Aachng to Plaintiffs,
Defendants’ construction describes oaohe embodiment. Docket No. 174 at 4.

Plaintiffs further argue thabefendants’ construction doe®t cover all launchers and
would not cover launchers thareest execution at the served. Plaintiffs contend that when
an application is executed aetkerver, the launcher would nmequest the application from the
server. Id. According to Plaintiffs, the launchevould need only provide the server with a
“request to initiate execution of the applicationlt. Plaintiffs agree that the specification
describes an embodiment in which the launchguests an application from the server but argues
that the '578 Patent describes thssalternative preferred embodimemd. (citing '578 Patent at
11:65-12:1, 11:27-30).

Plaintiffs further argue that the specificationludes an embodiment in which the launcher
distributed to the client includes the entire agilon provided by the vendor. Docket No. 174 at
4 (citing ‘466 Patent at 14:32—34). According to Plaintiffs, that launcher would not “request the
application” from the server, because that ldema@already includes thelication. Docket No.
174 at 4. Plaintiffs contend thitere is nothing in the specificati to suggest that the inventors
would have wanted to exclude this embodimedt.at 5.

Defendants respond that “applicatiuncher program” is not arte of art, but instead is
an expression coined by the patentees spebyfitar these patents. Docket No. 185 at 5-6.

Defendants contend that the same claim term usesdated patents is preéwed to carry the same
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construed meaningld. at 6. Defendants argue that amplagation launcher program allows a
client to request an instance of an appiezafrom a server for execution at a cliemd. (citing
'466 Patent at 16:18-29; '578 Patent 11:60-121132-12:4). According to Defendants, no
embodiment in either specification expressly stitas an application launcher program is used
to execute programs on a server. Docket No. 185 at 6.

Defendants further argue that Plaintiffs take pihrase “request to initiate execution of the
application” out-of-context and Plaintiffs asletiCourt to hypothesize that execution could take
place on the server itselld. at 7 (citing '578 Patent at 4:6—9pefendants also argue that the full
passage specifies that the server responds byitiaing an instance of thegpplication program for
execution.” Docket No. 185 at 7 (citing '578 Ratat 10:9-12). Defendants contend that the
request is received by an “on-demand servaitiich the specification defines as a server
“delivering” applicationgo clients, not executing applicationself. Docket No. 185 at 7 (citing
'578 Patent 4:15-18, 6:51-53). According to Defenslait is the client that executes an
application program following its delivery byeton-demand server. Docket No. 185 at 7.

Defendants argue that server-side executiexpsessly discussed in the Asserted Patents
only in the “Background of the Invention,” in whithe patentees distinguish prior art mainframe
systems whose applications were executed “at ttveiseather than the client.” Docket No. 185
at 7 (citing '578 Patent at 2:50-55, 3:5-8;'466 PaghpP-57). Defendants also argue that the
patentees repeatedly assigned to the applicdéioncher program theuriction of distributing
applications to clients. [@&et No. 185 at 7. Defendantentend that when a specification
exclusively assigns functions tertain claimed elements, that assignment should be reflected in
that element’s claim constructioid.

Defendants further argue the patentees disavowed embénts in which application
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launcher programs initiate server execution of applicatidéths.Defendants contend that during
prosecution of the '766 Patent the patentees difine application laun@n program to require
local execution.ld. Defendants argue that thatentees repeatedly relien local distribution of
applications to distinguish this “application lainer program” from cited prior art application
launchers.Id. Defendants contend that the patenwissnguished the afipation launcher of
Franklin as a “launcher . . . thaierely accesses applications whare stored and launched from
a server,” while characterizingdfclaimed application launchprogram as one that “populates
clients.” Id. (citing Docket No. 150-6 at 11-12).

Defendants also argue that the patenteesnated to distinguish the Duvoori reference
because that reference’s applicat“wrapper” failed to “requesa configurable instance of an
application from a server for execution at tient as with the reted application launcher
programs of the present invention.” DocRké&i. 185 at 8-9 (citing Docket No. 150-6 at .36)
Defendants also contend that, on appeal, thefgsge repeated theirgaments regarding Duvoori
and further distinguished the Christiano refereaskacking “an applicatrolauncher program that
obtains ‘the application program’s executable ctiden the server on-demand.” ” Docket No.
185 at 9 (citing Docket No. 150-6 at 52). Accoglto Defendants, each of these arguments makes
clear that the patentees intended the term “agupdic launcher program” to mean a program that
requests application progms from a server.

Defendants also argue that Plaintiffs ineatly suggest that Dendants’ construction
reads out an embodiment in tf&’8 Patent “where the launcher distited to the client includes
the entire application the vendamovided.” Docket M. 185 at 9 (citing '86 Patent at 14:32—34).
According to Defendants, this gsage indicates that the applicatlauncher program may be an

“entire program provided by a software vendaré.(to perform all operations associated with
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application requests) or “meredy portion” of such program “disbuted to a client to perform
particular operations”i.e., a subset of operations associatgith application requests). Docket
No. at 185 at 9 (citing '466 Pateait 14:32—41). Defendants contehdt the specifications never
describe an application launechprogram as Plaintiffs comd, and that Plaintiffs’ proposed
broadening construction is imprapeDocket No. at 185 at 9.

Plaintiffs reply that Defendants refer to ‘afternative preferred embodiment” as the only
mention of where execution refers to downloadamyapplication for execution at the client.
Docket No. 190 at 3 (citing '578 Patent at 11:P7-:36). Plaintiffs contaehthat the specification
does not otherwise mention location of executi@ocket No. 190 at 3. Rintiffs argue that
whether applications are executedre server or at éhclient would be irdevant to the claimed
invention of the '578 Patentid. Plaintiffs further argue thatlalaims of the '466 Patent recite
“providing an instance of the . . . application . . thte client for execution” because that patent is
directed to a different invention, W incorporates that featureld. Plaintiffs contend that
references to that feature in the 466 Patent diook disavow the full scop# claims of the '578
Patent.|d.

Plaintiffs further argue that the '578 Patesgued on a first office action and that nothing
in its prosecution histgrcould disavow anythingld. at 4. Plaintiffs cor@nd that the prosecution
histories of the '466 and '766 Patents can be idensd, but only as extrinsic evidence as they
were not part of the negotiation with the @To obtain the claimsf the '578 Patent. Id.
According to Plaintiffs, there are no statementthimse prosecution hisies that would clearly
and unmistakably disavow the scopean§ claims of the '578 Patenitd.

For the following reasons, the Court finds that the teqpplication launcher program”

should be construed to me'aa program distributed to a client to initially populate a user
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desktop and to request an instance of thapplication for execution at the client.”
b) Analysis

The term “application launcher programpears in claims 3, 6, 10, 18, 21, 25, 31, 34 and
38 of the '466 Patent; claims 2, 8 and 14haf '766 Patent; and claims 1, 4-5, 11-17, 20-21, 27—
32, 35-36 and 42-46 of the '578 Patent. The Court fimaisthe term is used consistently in the
claims and is intended to have the same gensgahing in each claim. The Court further finds
that the term “application launcher program” is aderm of art, but instead is a term coined by
the patentees for the Asserted Patents.

The parties agree thidie term should at least be constil to mean “a program distributed
to a client to initiallypopulate a user desktop.” The Countesgg. The '578 and '466 Patents state
that “the application launchergayram distributed to initially popate the user desktop preferably
does not include the code associated with theedying application program.” '578 Patent at
12:26-29; '466 Patent at 14:36-38. The specibcaf the '466 Patent also states that
“[p]referably, the application lencher program, as describatbove, is distributed for each
authorized application program to the client station 202 at the time of establishment of the user
desktop interface without includirall of the executable code of each application as part of the
application launchers at the #nof distribution.” '466 Patersit 16:13-18. Accordingly, the
intrinsic evidence indicates that the “applicatiaancher program” is “a pgram distributed to a
client to initially popuate a user desktop.”

The Court further finds that the intrinsic egitte indicates that the “application launcher
program” requests an instance of tipplication for execution atdftlient. For example, the '578
Patent specification states that “[t]he applicateuncher applet then detects selection by the user

of the application program’s assatgd icon from the user desktoperface at cliats 24, 24’, 26,
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26’ and requests an instance of #elected one of the plurality abplication programs associated
with the icon from server syste®2. The application launcher progrémen populates clients 24,
24’, 26, 26’ with the instance of thelseted application program for executidn'’578 Patent at
11:60-12:1 (emphasis added). Likewibe '466 Patent specificatiorages that “[t|he application
launcher applet then detects s@t@atby the user of the applicati program’s associated icon from
the user desktop interface at client station 202 and requests an instance of the selected one of the
plurality of application programessociated with the icon from server system 22. The application
launcher progranthen populates client station 202 withe instance of theelected application
program for executiofi '466 Patent al6:18-25 (emphasis added).

Moreover, the patentees argued during the putigecof the '766 Paterihat the prior art
failed to disclose an application launcher program that requests an instance of the application for
execution at the client. Specifically, the pateastaggued that “while #nwrappers of Duvvoori
may request a licensney do not request a cogiirable instance of an apgation from a server
for execution at the client as with the recited application launcher programs of the present
invention” Docket No. 150-6 at 36, 5émphasis added). Likewisegtpatentee argued that “the
launcher recited in Franklin server-based resource that merely accesses applications which are
stored and launched from a sefvand does not disclose a launcheat “requests an instance of
the selected one of the pliita of application programs . . . from server system 2RI” at 11.
Similarly, the patentee argued tHateceiving the request from application launcher program’
is not disclosed in or suggested by Christiand.”at 11.

The patentees also made similar argusehtring the prosecution of the 466 Patent.
Specifically, the patentees argued that “th@liaption launcher program interacts with the

desktop, such as a user browser interface, wdmieinstance of the application program is
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requested through the desktop buecutes locally at the client . .” Docket No. 150-5 at 25, 50
(emphasis added). The patentee also distingdiistee\Win reference by guwing that “no selection
received at the server of such an applicatieagmm and no ‘providing an instance of the selected’
application program ‘to the client for esution’ is taught or suggested by Winld. at 27.
Accordingly, the intrinsic evieince indicates that “applitan launcher program” should be
construed to mean “a program distited to a client to initiallypopulate a user desktop and to
request an instance of the applioa for execution at the client.”

Plaintiffs argue that the spedaétion of the '578 Patent dedwes the launcher as providing
user information to the server “along with thguest to initiate execution of the application.”
Docket No. 174 at 3 (citing '578 Rant at 4:6—-9). The problem wiilaintiffs’ argument is that
the quote does not indicate where the executikestalace. In fact, thspecification indicates
that the server responds by “providian instance of the appliaati program for execution.” '578
Patent at 10:9-12. Furthermotbe request is received by &n-demand server,” which the
specification defines as a server “delivering” applications to clients, not executing applications
itself. '578 Patent at 4:15-18,58-53. Indeed, Plaintiffs concedhat the '578Patent only
mentions downloading an applicat for execution at the clierdnd does not otherwise mention
location of execution. Docket No. 190 at 3. eT@ourt is cognizant &t to impose a limited
construction, it is “not enough that the only emiments, or all of the embodiments, contain a
particular limitation.” Thorner v. Sony Computer Entm't Am. L1669 F.3d 1362, 1366 (Fed. Cir.
2012). However, as indicated abotlee intrinsic evidence indicatésat the application launcher
program requests an instance of theliappon for execution at the clientMedrad, Inc. v. MRI
Devices Corp.401 F.3d 1313, 1319 (Fed. Cir. 2005) (“éannot look at the ordinary meaning

of the term . . . in a vacuum. Rather, we masklat the ordinary meaning in the context of the
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written description and ghprosecution history.”).

c) Court’'s Construction

The Court construes the termpplication launcher program” to mean“a program

distributed to a client to initially populate a user desktop and to rguest an instance of

the application for execution at the client.”

3. “make the application program available for use”

Disputed Term

Plaintiffs’ Proposal

Defendants’ Proposal

“make the application
program available for
use”

“make the application program
available for use”

Bitdefender, Piriform, ADP,
LLC, Blackboard, Box, and
Zendesk

“make the application
available for access and
download, responsive to user|
requests”

Ubisoft, Square Enix, Big
Fish

“identify the individual users
to which the application
program is available for
execution”

a) The Parties’ Positions

The parties dispute whether the phrase “ntakeapplication program available for use”

requires construction. &htiffs argue that a user wouldlset an applicabn by clicking the

corresponding icon on his desktop, anithat applicaéion is “available for usé,t could either be

executed at the server or downlodde the client for execution. Docket No. 174 at 5. Plaintiffs
contend that Defendants’ proposal of “download” would improperly narrow the claims to exclude

systems that execute thgpdication at the servetd. Plaintiffs note that the claims were amended

¢ Defendant Kaspersky Lab, Inc. isdied that it did “not join in [Bfendants’ supplemental] brief,

and proposes that the Court adopt Uniloc’s coestsn of the two terms addressed herein.”
Docket No. 185 at 4 n.1.
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to add the language in disputiel. at 6 (citing Docket No. 174-2 &t7). Plaintiffsargue that the
amendment was not intended to prescribe whapbcations would be executed. Docket No. 174
at 6 (citing Docket No. 174-2 &). According to Plaintiffs, #h added language was intended to
clarify that the application was not merely distributedhe server, but distributed in a way that it
would be recognized and availableugers. Docket No. 174 at 6.

Plaintiffs further argue thain the prosecution of the 66 Patent, the PTO issued a
restriction requirement, finding thtte claimed invention of th@93 Patent was distinct from the
'466 Patent claimsld. at 7. Plaintiffs contend that the pons of the '466 Pate that appear to
pertain exclusively to the '29Batent claims do not mention where applications are execiated.
(citing '466 Patent at 34-50, 4:10-21, 5:28-54, 6:28-39, 17:18-208@ures 8-10). Plaintiffs
argue that the patentees directied four patents-in-suit to septegadistinct inventions. Docket
No. 174 at 8. According to Plaifis, the '578 and '293 Patehitare agnostic as to where the
applications are executett.

Defendants Bitdefender, Piriform, ADP, LL8lackboard, Box and Zendesk (collectively
“the First Group of Defendants”) argue that fifease should require making “the application
available for access and download, responsive toragaests.” Docket No. 185 at 10. The First
Group of Defendants contend that the claimsteeta an “on-demand” server that delivers
applications “as needed pmB1sive to user requests @Eguests are received.ld. (citing '466
Patent at 6:62—64). The First Group of Defernidargue that no embodiment of an on-demand
server expressly describes the remote “use” apglication on a server. Docket No. 185 at 10.
The First Group of Defendants furtheontend that the '293 Patent repeatedly confirms that an
on-demand server delivers omsttibutes an application.€., by download) for execution at the

client. 1d. (citing ‘466 Patent at 84—4:3, 6:15-17, 6:22-24, 10:61-64).
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The First Group of Defendants further argus @turing the prosecution of the '466 Patent
the patentees made multiple staents characterizing the intem as accessing and downloading
selected application programs focal execution at thdient. Docket No. 185 &0 (citing Docket
No. 150-5 at 25, 50). The First Gpaof Defendants also contendithlihe patentees defined “the
invention” as involving “access[ingind download[ing] selected application programs.” Docket
No. 185 at 10 (citing Docket No. 150-5 at 8). TFest Group of Defendants also argue that the
patentees defined “application programs” asliapfion level software programs that “execute(]
locally at the client aa separate applicatidrom the browser interfac” Docket No. 185 at 11
(citing Docket No. 150-5 at 25).

The First Group of Defendantsirther argue that Plairits’ restriction requirement
argument did not address where &gilons are executed and did imotite the patentees to adopt
a different meaning for an “application prograatross the two applicatis. Docket No. 185 at
11. The First Group of Defendants further argws Blaintiffs’ construction presumes that two
independent and potentially incontide inventions were filed in the same specification, and were
described in alternating paraghspthroughout the specificationld. The First Group of
Defendants contend that the natural readingas tiine managed local applications of the 466
Patent are distributed in the '293 Patentbynloading them to the client for uskel. at 12.

The First Group of Defendants also argue ®intiffs’ supplemental briefing for the
“available for use” term alsoontains a misleading quotéd. The First Group of Defendants
argue that the patentees only cited “page 28, BrdS of the originabpecification, corresponding
to the '466 Patent at 17:47-4%danot to the 466 patent a7:40-49,” as Plaintiffs contendid.
(citing Docket No. 150-7 at 8). The First Groupéfendants argue th&aintiffs arbitrarily

exclude the immediately preceding sentence irstlimee paragraph, which recites that this very
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embodiment “provides server and client softwiaralistributing a software package from a server
to a list of Tivol™ clients.” Docket No. 185 at 12 (aitj ‘466 Patent at 17:35-40). The First
Group of Defendants also contend that the portion difléhieistory relied orby Plaintiffs supports
their position that the phrase “make the aggilon program available for use” was intended to
convey the availability gbrograms for distribution.€., download) to one or more clients. Docket
No. at 185 at 12.

Defendants Ubisoft, Square Enix, and Bigsh (collectively “the Second Group of
Defendants”) argue that the phrase could be asedtto mean “identify the individual users to
which the application program is available for executiotd’ at 13. The Second Group of
Defendants contend that the phrass a specific meaning in thentext of the '293 Patentd.
The Second Group of Defendants argue thatridegendent claims of the '293 Patent require
“preparing a file packet associated withe thpplication program and including a segment
configured to initiate registratn operations for the applicatiorggram” and “distributing the file
packet to the target on-demand server to nila&epplication program aitable for use by a user
at a client.” Id. According to the Second Group of Defendathe file packet that is distributed
to the on-demand server to make the applicgirogram “available for use by a user at a client”
is the same file packet that is prepared and includes a “segment configured to initiate registration
operations.” Id. The Second Group of Defendants arthed in the context of the '293 Patent,
making an application program “available foeuvolves designating wth applications are
authorized with respetd individual users.Id. (citing ‘466 Patenat 18:7-15, 17:62—67, 19:22—
29).

Replying to the arguments of the First Groofp Defendants, Plaintiffs contend that

nowhere do the inventors state imply an application executing at the server is not an
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“application.” Docket No. 190 at Flaintiffs argue thahe statements in¢hi466 Patent requiring
execution at the client arise from the languageénclaims explicitly irposing that requirement,
which does not appear in the ol of '578 or '293 Patentdd. Plaintiffs further argue that if the
PTO determines two inventionsarsingle application aubject to restrictiorthen the claims of
one patent do not have to embrace limatasi contained in claims of the othéd. Plaintiffs also
contend that the servers are described agi&mand” because they respond only when a request
(demand) is received from a user selecting@plication for execution, nétecause of where the
application would be executedd. According to Plaintiffs, “diéver” in the agreed construction

of “on-demand server,” was intended to encossgaoth downloading andldesring for execution

at the serveid. at 5-6.

Replying to the arguments tife Second Group of Defendarf®aintiffs contend that the
passage relied on by the group describes the dextlstep as an “example,” where “server 22 may
be configured . . . .1d. (citing '466 Patent at8:10-11). Plaintiffs furthhecontend that a second
passage the Second Group of Defentslaelied on has the same deficiency. Docket No. 190 at 6
(citing '466 Patent at 17:62—67)According to Plaintiffs, thenventors added the disputed
language to clarify thepgplication should be not only delivered to the server, but also registered
“in a manner which makes it recognized andil@ble to users.” Docket No. 190 at 6.

For the following reasons, tl@ourt finds that the phrasmake the application program
available for use”should be given itplain and ordinary meaning.

b) Analysis

The phrase “make the application programilatsée for use” appears in claims 1, 12 and

17 of the '293 Patent. The Coumdis that the phrase is used consistently in the claims and is

intended to have the same general meaning indach. Before the Court ordered supplemental
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briefing for this term, all of th Defendants agreed to a singd@struction. After the supplemental
briefing, Defendants are doed into three groups. Kasperdkgh now agrees with Plaintiffs.
Docket No. 185 at 4 n.1. The First Group of Defents maintain the previous construction, and
the Second Group of Defendants propose a new catisin for the phrase. Docket No. 185 at
12-13. Unlike their previous construction, thecond Group of Defendants’ construction does
not require an application prograre available for “download.”

The Court finds that the phrase “make tpplecation program available for use,” should
be given its plain and ordinary meaning. Theagkris not ambiguous or confusing to a jury.
Moreover, the phrase appears ia ttaims of the '293 Patent, whicelates to the transmission of
applications from a central management serveaniather server and doast involve a client.
See, e.g.’466 Patent at 17:60-62 (“Thagpplication program softwares then distributed by
Tivoli™ server 20 to specified on-demand sen&2s22’ at block 116.”). The specification states
“[@a]ccordingly, with a request froma single Tivoli™ server 20 location, an administrator both
sends a new application package to all suppamedemand servers and installs the program and
configures (registers) it to be available for Uséd. at 18:26—-29 (emphasis added).

Furthermore, the intrinsic evidence does imolicate that “use” should be redrafted as
“access and download, responsive to user requests,” as the First Group of Defendants propose.
The claims of the '293 Patent require “distrilmgtithe file packet to thtarget on-demand server
to make the application program available for usa lger at a client.” As indicated, the claims
recite that the application prograsavailable for use, and do rfatther recite how the users use
the application program. Simply stated, Defertdaconstruction wouldead an unwarranted
limitation into the claims of the '293 Patent.

The First Group of Defendants argue tmat embodiment of an on-demand server
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expressly describes the remote “use” of aniappbn on a server. [@#et No. 185 at 10. The
First Group of Defendants furthargue that during the prosecutiointhe '466 Patent the patentee
made multiple statements characterizing the invention as accessing and downloading selected
application programs for local execution at the cliddt. The Court disagreethat the patentees
made a clear and unambiguous disclaimer in tbegmution history regardirfgvailable for use.”
Indeed, the patentees distinguisleedtain prior art by pointing odihe claim (that would become
claim 1 of the '293 Patent) recited “an exchamg#,involving a clientto enable availability of a
program” at a target on-demand server. Docket No. 140-6 at 10 (emphasis added). As discussed
above, the claims recite that the application progsaavailable for use, and do not further recite
how the users use the application program. Moreover, the phrase appears in the claims of the '293
Patent, which relate to the transmission of @pgibns from a central management server to
another server, and doest involve a client.

The First Group of Defendants also argimat the patentees defined “application
programs” in the '466 Prosecution as applicaterel software programs that “execute[] locally
at the client as a separate application fromltowser interface.” Docket No. 185 at 11. The
First Group of Defendants focus on an incompletetion of the patentees’ statement. The
patentees argued that “the apation launcher program interactstivthe desktop, i as a user
browser interfacewhile an instance of the apphtion program is requésd through the desktop
but executes locally at the cliead a separate application fraime browser interface.” Docket No.
150-5 at 25, 50. As indicateit is “an instance dahe application progranthat “executes locally
at the client,” not the recited “pjication program.” Meeover, the claims dhe '293 Patent relate
only to the transmission of appitons from a central management server to another server and

do not involve a client or executing an instancéhef application program locally. As with the
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term “application program,” this proposal woudé an unwarranted reading of a “download”
limitation into the phrase “make the application program available for use.”

The Second Group of Defendants argue th#héncontext of the '293 Patent, making an
application program “available for use” involvdssignating which applicains are authorized
with respect to individual users. Docket No. 18%&t The Court agrees that this is one disclosed
embodiment. However, the intrinsic evidence ¢aties that thiss not the only embodiment and
presents this embodiment as an “example,” whexevés 22 may be configured . . ..” '466 Patent
at 18:10-11. Accordingly, the Court does ramopt the Second Group of Defendants’
construction.

c) Court’'s Construction

The phrasémake the application program available for use”will be given itsplain

and ordinary meaning.

4. *“registration operations”

Disputed Term Plaintiffs’ Proposal Defendants’ Proposal
“registration “registration of the “registration of the application program
operations” application program at the | at the target on-demand server(s) so

target on-demand server so that it will be available for access and
that it will be available to download responsive to user request
users from client computers/’ from client computers”

[92)

a) The Parties’ Positions

The parties dispute whether “registratioperations” require making the application
program “available for access and download responsive to user requests from client computers,”
as Defendants contend. aRltiffs argue that therare two ways a userrcaxecute an application
in the network described in tihesserted Patents. Docket NiglO at 4. The first method includes

downloading and executing an application on the client termittal. Plaintiffs agree that the

asserted claims of the '466 Patent, and claimsaBdal5 of the '766 Patent, are drawn to this first
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method. Id. The second method includése application remainingn the server and being
executed remotely by a usdd. Plaintiffs contend that the clas of the '293 Patent cover both
methods.Id.

Plaintiffs argue that all claims of the '466t&at, and claims 3, 9 and 15 of the 766 Patent,
recite language that unambiguouslyuges execution othe client. Id. at 5. Plaintiffs contend
that no similar language appears in the claimgrosecution history of the '578 or '293 Patents.
Id. Plaintiffs further argue that the claims oetl293 Patent are directed to an exchange of
applications from a central management servéinéaemote servers, not from the remote server
to the client.Id. Plaintiffs contend that those claihs not even mention executing the application
program. Id.

According to Plaintiffs, notlmg in the ordinary and usual meaning of “registration
operation” would limit the term to only programs tha¢ “download[ed].” Riintiffs contend that
applications are frequently executed at remote servdrat 6. Plaintiffs argue that the intrinsic
record of the '578 and 293 Patents does not cordalefinition or disclaimer that would limit the
claims to only programs that are “download[edld: at 7.

Defendants respond that applications in alhefAsserted Patents are downloaded to client
computers for execution. Docket No. 150 at Dkfendants argue thatdrtiffs’ construction
omits any description of the “opei@ns” that are involved in “redisation,” allowing it to pursue
an unreasonably broad reading of this terah. at 18. Defendants contend that “registration”
entails making an applicationalable for access and downloadpessive to user requests from
client computerslid. (citing ‘466 Patent at 4:17-21, 18:26—-2®efendants further argue that the
patentees explained during prosecution of tA@83’ Patent that “redisring the application

programs at the on-demand servgr(ssults in them “be[ing] available to users accessing the
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programs from client computers.” DockBb. 150 at 18 (citing Docket No. 150-7 at 9).
Defendants also contend that the Asserted Patend their prosecution histories further make
clear that this core aspect of registrationrapen comprises making them “available for access
and download responsive to user requests from client computers.” Docket No. 150 at 18 (citing
'293 Patent at 7:65-67; Rket No. 150-5 at 49).

Plaintiffs reply that the foupatents are directed towardsuf different inventions, with
each invention relating to a padlar portion of an enterprise computer network. Docket No. 155
at 2. Plaintiffs contend thatladf the claims of the 466 Pateincorporate sgrific language
requiring execution at the cliend. Plaintiffs further contend th#he claims of the '578 and 293
Patents are directed toward inventions that capraeticed in networks where execution is at a
server. Id.

Plaintiffs further argue that ti293 Patent is a divisional of&i466 Patent and is directed
to “distribution of application progran® a target station on a networkld. at 6. Plaintiffs
contend that all claims of th&66 Patent have language unagumusly requiring execution at the
client and that the '293 Pattiedoes not involve a clientld. at 7. Plaintiffsfurther argue that
embodiments in the shared specification that aeewed at the client correspond to the distinct
invention of the '466 Patent, and where applmadi are executed is not mentioned in the '293
Patent.|d. (citing ‘466 Patat at 17:17—-20:59).

Regarding the prosecution histpPlaintiffs argue that therosecution histgrof the '466
Patent can be disregarded because the claim gongtr issue is limited to claims of the '578 and
'293 Patents. Docket No. 155 at Plaintiffs contend that theequirement of execution at the
client in the '466 Patent arises from specific language in the '466 Patent’s claims requiring

execution at the clientld. at 8. According to Plaintiffs, theatements in the prosecution history

Page 40 of 68



of the '466 Patent have noegance to the '578 Patenid.

Plaintiffs further argue that ¢éhprosecution history of the '7@&&tent also forms no part of
the prosecution history of th&78 Patent or the293 Patent and should be disregardéd.
Plaintiffs contend that the relant claims in the '766 Patent prosecution covered a method or
system in which an application launcher progrlooated on the client requests a license
availability from a server, and then receivesnirthe server an indication of availability or
unavailability. I1d. at 8-9. Plaintiffs argue that the nedat claims did not discuss execution and
did not distinguish any of those referescbased on where execution is performédl. at 9.
Plaintiffs also argue that thpatentees did not distinguish Franklin on the grounds that its
applications were executed on the server, bueausdistinguished Franklin on the ground that the
application launchewas located on the servédl.

Plaintiffs also contend that the commerggarding the Duvvoori reference was that the
reference did not disclose “a configurable instance of an application . . . for execution at the client.”
Id. According to Plaintiffs, the patentees did ndtiiguish the prior art references on the ground
that applications would be executed at the sebsrause in both references the applications were
executed at the client, not the servéd. at 9—10 (citing Docket NdL55-3 at 4, 6). Plaintiffs
contend that the patentees similarly described Duvvoori as describing “an agent process . . . at the
client that controls executioprograms resident on the cliefitsDocket No. 155 at 10 (citing
Docket No. 155-4 at 4). Plaiffs argue that the patentees nedescribed either reference as
executing programs at the server. Docket No. 19®atPlaintiffs also argue that the patentees’
statement distinguishing Duvvoori related to theference not having aapplication launcher
located on the clientld.

For the following reasons, the Court finds that the t&ggistration operations” should
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be construed to mednegistration of the application program at the target on-demand
server(s).”
b) Analysis

The term “registration operations” appears in claims 1, 12 and 17 of the '293 Patent. The
Court finds that the term is used consistentiheiclaims and is intended to have the same general
meaning in each claim. The Court further finds that “registration operation” refers to “registration
of the application program at tkerget on-demand server(s),” as ffagties now appedo agree.
Plaintiffs originally contended that it was a registration of the “file packet” on the target on-
demand server. Docket No. 140 at 6. The Cdisagrees. As discussed above, the '293 Patent
relates to the transmission of applications fraroentral management server to another server.
See, e.¢g.’466 Patent at 17: 60-62 (“The applicatiprogram software is then distributed by
Tivoli™ server 20 to specifiedn-demand servers 22, 22'mddck 116.”); 4:13-17 (“A profile
manager import call is included ithe distributed file packedlong with an import text file
containing the data required to properigtall and register the apigation program on the on-
demand serveand make it available to authorizecerss”) (emphasis addg 5:35-38 (“A file
packet associated with the ajpption program is preparedcinding a segment configured to
initiate registration operations for the application prograat the target station.”) (emphasis
added). Accordingly, to the extetiat Plaintiffs contend thatéh‘registration operation” is the
registration of “theife packet,” the Countejects that argument.

The parties also dispute whether the appbcgprogram must “be available for access and
download responsive to user requests from ctientputers,” as Defendts propose. Defendants
contend that “making applicatis ‘available to users’ andriedemand’— comprises making them

‘available for access and download responsive ¢ tesjuests from client computers.” Docket
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No. 150 at 18. The Court disagreebhe “registratioroperation” relées to the transmission of
applications from a central management seteeanother server, and does not involve the
transmission of the applications to the cliefRtr example, claim 12 recites “means for preparing
a file packet associated with the applioatiprogram, the file paek including a segment
configured to initiate registt@n operations for the applicati program at the target on-demand
server.” A separate limitation in claim 12 aess availability. Specifically, claim 12 further
recites “means for distributing the file packet the target on-demand server to make the
application program available for use by a userdient.” Thus, makinthe application program
available to a user is a separate limitatiow endicates that an “access and download” limitation
should not be read into thene “registration operations.”

The specification further confirms that the “registration operation” relates to the
transmission of applicationsoim a central management sert@ranother server, and does not
involve downloading to a user. The specificatgates that “[a]s will be understood from the
above description, the present inventidioves development and deployment of managed
applications which are deployed to servers rathaar th individual clients.” 466 Patent at 16:61—
64. In describing Figure 10, the specification pdeg the example of “an import file name . . .
[that] allow[s] for automatic installation andgistration of the new application program at each
of the target on-demand servers 22, 224" at 19:1-5.

The intrinsic evidence further indicates that once the “registration operation” is complete,
the application program will be “available for use bysar at a client,” as recited in the claims.
For example, the specification states that ‘dpplications are defined and access is controlled
centrally which provides control over various versions of softwathatdhe latest software may

always be served on-demand to the end-usdts.at 16:64—67. However, as discussed above,
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this is a separate claim limitation, and does not warrant reading an “access and download”
limitation into the term “registration operations.”

Defendants argue that that {@secution historgupports their construction. During the
prosecution history, the patentee argued that “[ade& from the highlighted recitations of Claim
15, the claimed embodiments of Claim 15 are direti@listribution of application programs from
a network management computer to on-dems@cer(s) and to regeing the application
program at the on-demand server(s) so thatwhkbye available taisers accessing the programs
from client computers.” Docket No. 150-7 at $he Court disagrees that a person of ordinary
skill in the art would read thistatement as requiring the “isggation operation” to include
downloading from a client computer. The pdées’ argument repeats the claim language, which
does not recite “downloading by ehclient” as it relates tdhe “registration operation.”
Accordingly, the Court rejects thaspect of Defendants’ construction.

c) Court’'s Construction

The Court construes the termmegistration operations” to mean“registration of the

application program at the target on-demand server(s).”

5. “the initiating execution step”

Disputed Term Plaintiffs’ Proposal Defendants’ Proposal
“the initiating Claim 6 adds to claim 1 two Indefinite
execution step” | limitations: A) storing a user set and an

administrator set on a storage device,
before initiating theexecution, and then
B) retrieving the stored sets in initiating
the execution.

Claim 8 adds to claim 1 the limitation
obtaining default preference values in
initiating the execution.
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a) The Parties’ Positions

The parties dispute whether dependent claiarsd3® of the '578 Patent are invalid because
the term “the initiating execution step” lacks antecedent basis. Defendants argue the term “the
initiating execution step” has no explicit anteeed basis, because neither claim 1, nor the
remaining sections of claims 6 or 8, recitesecpding step of “initiating execution.” Docket No.
150 at 19. Defendants contend thktim 1 only recites the stayf “executing the application
program.” Id. According to Defendants, it is uncleahether claims 6 and 8 add a new step of
“initiating execution” to the claimed method, atlte retrieval of prefences to the already-
claimed step of “executing ¢h application program” or &d separate “initiating” and
“retrieving”/“obtaining” steps to claim 1ld. Defendants contend thedich possible interpretation
is plausible, and each gives the claims a diffie scope, rendering the claims indefinite.

Defendants further argue that the '578tdP& does not resolve the ambiguityld.
Defendants contend that some passages suggeshéhatis a precursatep before execution
begins in which preferences are obtainétl.at 19-20 (citing '578 Patent at 4:9-14, 10:23-32).
Defendants further contend that other passagjemest that default preferences and user
preferences are obta@id as part of execution tife application itselfDocket No. 150 at 20 (citing
'578 Patent at 9:43-46, 11:16-22). f@wdants argue that the metes and bounds of the claim are
not reasonably clear because an accused infrimigelaims 6 and 8 has no clear indication of
where, when, or by what entity the claimed “mtrmg” or “obtaining” of preferences must be
performed. Docket No. 150 at 20.

Defendants also argue that Plaintiffs’ proglosesults in more confusion because it
introduces the phrase “iratiing the application.ld. Defendants contendahit remains unclear
(1) whether “initiating the application” is a separstiep that must be germed for infringement,

a component of the claimed step of “executing #ipplication program,” or a mere predicate
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condition on execution; (2) whether “initiating the application” occurs immediately upon
application execution, or if it occdiays or even weeks in advance; or (3) whether the same entity
that initiates the application program must also eteethie program, or if different entities perform
these stepsld. at 20-21. Defendants argue that this amtygs inherent in the faulty manner in
which these claims are drafted and carbetured during claim constructiotd. at 21.

Plaintiffs respond that claim 1 includes a stégexecuting an application, using certain
sets of configurable preferersceDocket No. 155 at 10. Plaintiffs argue that claim 6 adds two
limitations: (1) storing those sets on a storagecde before initiating t execution and then (2)
retrieving the stored seits initiating the executionld. Plaintiffs contend that if claim 6 recited
“initiating the step of executionifistead of “the initiating exetion step,” Defendants would have
no argumentld. Plaintiffs argue that alm 6, written either way dals the same two unambiguous
limitations and has the identical scopd. at 11. Plaintiffs furtherantend that even if the Court
were to find that the currefdnguage introduces an ambiguitiie Court has the authority to
correct an error in patent rather than find a claim indefinitel. (citingNovo Indus., L.P. v. Micro
Molds Corp, 350 F.3d 1348, 1354 (Fed. Cir. 2003)). Findllgintiffs argue thathe analysis is
the same with respect to claim 8, which addaslitmitation of obtaining default preference values
in initiating theexecution. Docket No. 155 at 11.

For the following reasons, the Court finds that claims 6 and 8 of the '578 Patent are not
indefinite. Claim 6 requires (1) the step sibring the obtained useset and the obtained
administrator set on a storage a®vcoupled to the server, and {2¢ step of retrieving the stored
user set and the stored administrator set fronstitrage device. Both steps occur after the steps
of “obtaining a user set” anabtaining an administrator set,” but prior to the “step of executing”

recited in claim 1. Claim 8 requse(1) the step of obtaining dedépreference values for any of
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the plurality of configurable preferences which are not specified by the user set or the administrator
set. The step occurs prior to théegfs of executing” recited in claim 1.
b) Analysis

Claims 6 and 8 of the '578 Patedepend from claim 1. The<laims recite that “the
initiating execution step includes’egts of either retrieving storedts®f preferences (claim 6) or
obtaining default preference values (claim 8). Toart finds that the phrase is used consistently
in the claims and is intended to have the samermgd meaning in eachatin. The Court further
finds that claim 1 does not provides explicit antecedent basis for the term “initiating execution
step” in dependent claims 6 and 8. However, therCdisagrees that the claims, read in light of
the specification and prosecution history, fail toférm, with reasonable certainty, those skilled
in the art about the scope of the inventioNautilus, Inc. v. Biosig Instruments, Iné34 S. Ct.
2120, 2124 (2014).

Starting with dependent claifi) the Court finds that claim 1 provides antecedent basis for
a number of terms that appearciaim 6. For example, claimpgkovides antecedent basis for “the
step of executing,” “the obtainagser set,” “the obtaimeadministrator set,and “the server.”
Moreover, claim 6 provides a lagil, sequential order for perforng the steps in light of the
antecedent basis. Claim 6 first recites that tltiadal steps are performed prior to the step of
executing recited in claim 1. Specifically, claim 6 recites “wherein the step of executing is
preceded by . . ..” It also follows that “the uset’” and “the administrateet” recited in claim 1
cannot be stored until they are first obtainetikewise, the “stored user set” and “stored
administrator set” cannot be retrez until they are first storedConsequently, the “user set” and
the “administrator set” caot be used in the “step of exéing” in claim 1 until they are first

retrieved. Thus, the steps in claim 6 must oalter the steps of “obtaining a user set” and
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“obtaining an administrator set,” but prior to the “step of executiagited in claim 1.

The analysis of claim 8 is similar to claim 6. Claim 1 provides antecedent basis for terms
that appear in claim 8. For example, clainprbvides antecedent basis for “the plurality of
configurable preferences,” “the user set,” dtite administrator set.” Like claim 6, claim 8
provides a logical, sequentialdar for performing the steps. Claim 8 recites that default
preferences values are obtained “for any of thegtity of configurablgreferences which are not
specified by the user set or the administrator seihé default preference values for the “user set”
and the “administrator set” cannot be used ir‘shep of executing” in claim 1 until they are first
obtained. Thus, claim 8 must ocquior to the stepf executing.

The logical sequential ordering recited the claims is further disclosed in the
specification. The Abstract states the following:

The application launcher program provides ttentity of the user to the server

along with the request to initiate exéon of the application program. The on-

demand server then initiates executiontled application program using stored

values for the user and adnstrator set preferences drno preferences have yet

been obtained for the particular user,antd user preferences before initiating

execution of the application program.

'578 Patent at Abstracis indicated, the specification “ingties execution” by usg stored values

for the user and administratoit peeferences. Figure 3 provide$lowchart for the management

of configurable application programs on a network.
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Id. at Figure 3. The specification states that “[dfmand server 22 receives a request to initiate
execution of the application program at block 781" at 10:6—7. The speahtion adds that the
request received by server 22 allows it “to obtain the correct user specified preferences and provide
a stored set of user and/or administrator pegfees for the application program for a particular
user.” Id. at 10:12-15. The specificationrfloer states that “[i]f a Buesting user is a new user,

at block 82, the user's preferences for the agmit@rogram are obtainedim the user and stored
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on a storage device coepl to server 22.'1d. at 10:19-22. The specificati also states that “[i]f
new user preference settings ar¢ reguired, stored user prefecenvalues associated with the
authorized user as well as stored administrato, when necessary, default values are obtained
from memory as indicated at block 84ld. at 10:26—29. The specifita concludes that “[t]he
application program is then executed at blockiS6g the retrieved user set and administrator set
of configurable preferencesThe specifications description Bigure 3 tracks the claim language
discussed above. Accordingly, tBeurt finds that the claims, re&al light of the specification
and prosecution history, informsijttvreasonable certainty, those &dl in the art about the scope
of the invention.Nautilus 134 S. Ct. at 2124.

Defendants concede that the specificationcatgis that there may be a precursor step
before execution begins in which preferences are obtained. DookdtN at 20. Defendants
argue that other passages suggest that defaultgmeésand user prefereneges obtained as part
of execution of the application itselfd. The Court agrees that the passage cited by Defendants
indicates that[f]n another embodimentthe application itself mayontain default values coded
into the application allowing the application itself to provide default values if no stored default
values are available.” '578 Patent at 9:43-46 (emphasis added). However, as discussed above, a
person of ordinary skill wouldunderstand that the claims-at-issare not directed to this
embodiment, and provide a logical, sequential order for performing the recited steps in the other
disclosed embodiments.

c) Court’s Construction

The Court finds that claims 6 and 8 of tb&8 Patent are not indefie. Claim 6 requires
(1) the step of storing the obtained user setthadbtained administrator set on a storage device
coupled to the server, and (2) the step of retngtine stored user set aie stored administrator

set from the storage device. Both steps occur after the steps of “obtaining a user set” and
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“obtaining an administrator set,” but prior to tistep of executing” recited in claim 1. Claim 8
requires: (1) the step of obtaining default preference values for any of the plurality of configurable
preferences which are not specified by the user saeadministrator set. The step occurs prior

to the “step of executing” recited in claim 1.

6. “the computer readable program code means for executing the
application program” / “the comp uter readable program code means
for initiating execution” / “the me ans for executing the application
program” / “the means for initiating execution”

Disputed Term Plaintiffs’ Proposal Defendants’ Proposal
“the computer readable Claim 35 is representative. Claim 33ndefinite
program code means | adds to claim 32 the limitation: code
for executing the that actually executes the application
application program” / | program.
“the computer readablée
program code means
for initiating
execution” / “the means
for executing the
application program” /
“the means for
initiating execution”

v

a) The Parties’ Positions

The parties dispute whether dependent clédh22, 24, 35, 37 and 39 of the '578 Patent
are invalid because the term “computer resgivogram code mearier executing/initiating
execution” and the term “the means for initiatexecution” lack antecedent basis. Using claim
35 as an exemplary claim, Defendants argue that the claims refers to “the computer readable
program code means for executing the appliogbiemgram” and specifighat it includes means
for executing an application ésponsive to a request . through the apptiation launcher
program.” Docket No. 150 at 2Defendants contend that no “cputer readable program code
means for executing” appears in any parent claim to claim I185. Defendants argue that

independent claim 32 refers to a “computesidable program code means for providing an
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instance of the applicatn program and a stored user set aedattiministrator set of the plurality
of configurable preferences for use in executing the application progrdniDefendants contend
that it is unclear what strugte is required by claim 33d.

According to Defendants, it isqually plausible that therstture could be the already-

claimed structure for “providing an instance,” or alternatively, a structure for “executing the

application program.”ld. Defendants argue that the difference between these interpretations is

material to appropriatelaim scope because, under the formegrpretation, the accused products
only need to include the “computer readable paogcode means for providing an instance of the
application program,” while under the latter meetation, the accused products need to also
include the “computer readable code nsefom executing the application programd. at 22.
Defendants concede that the '578 Patent disslcstructure that is consistent with the
“computer readable code means for executiregdpplication program” being separate and in
addition to the “computer readable programde means for providing an instance of the
application program.’ld. Defendants argue that the sameld®are also supports a single, server-
based “computer readable program code mdangroviding an instance of the application
program” that receives the claimeddteest” from the launcher progrand. (citing '578 Patent
at 11:60-65). Defendants contend that the clagope is indefinite because both of these
interpretations are equally plausible, and on@rdinary skill in the art would not be able to
determine which one to apply. Docket No. 150 at 22-23.
Defendants further argue that similar fleare found in claims 20, 22, 24, 37 and 89.
at 23. Defendants contend that each is a depentamt reciting a “means” not found implicitly
or explicitly in a parent claimld. Defendants argue that th@@t has no reason to select one

plausible interpretation of these claims owenother equally-plaise interpretation. Id.
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Defendants also argue that tblaims are indefinite becausikeir meaning and scope are not
reasonably certainld.

Plaintiffs respond that the disputed phraaes means-plus-funom limitations. Docket
No. 140 at 9. Plaintiffs argueaha person of ordinargkill in the art vould understand that the
structure corresponding to “computer readabtey@am code means for executing the application
program” would be the code (including its relevant algorithms) written to cause a processor to
execute the applicationid. Plaintiffs also argue thatehstructure corresponding to “computer
readable program code means for providing amnts of the application program . . . for use in
executing the application program” from claim 3@uld be the code written to cause the processor
to provide an instance of the applicatifor use in executing the applicatidd. at 9—10. Plaintiffs
contend that the structure that dependent clairmd®s to the structured claim 32 is the code
written to cause the processir execute the applicationld. at 10; Docket No. 155 at 11.
According to Plaintiffs, the relevant code odioh 32 provides an executable copy of the program
for use in executing the application, and theecof claim 35 actually executes the program.
Docket No. 140 at 10; Docket No. 155 at 11. Plaintiffs contendltleaanalysis is identical for
the other claims Defendantdeci Docket No. 140 at 10.

For the following reasons, ti@ourt finds that claims 2@2, 24, 35, 37 and 39 of the '578
Patent are indefinite because they fail to infowith reasonable certainty, those skilled in the art
about the scope of the invention.

b) Analysis

The terms “computer readable program codamador executing/initiating execution” and

the term “the means for initiating execution” appieagither claims 20,2 24, 35, 37 or 39 of the

'578 Patent. The parties agree ttinet disputed terms are draftedmmeans-plus-function” format.
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Docket No. 140 at 9. For means-plus-functiontttions, the Court must construe the phrase to
cover the corresponding structures disclosedhm specification that performs the claimed
function. Northrop Grumman Corp. v. Intel Cor825 F. 3d 1346, 1349-50 (Fed. Cir. 2003) (“In
construing a means-plus-functibmitation, a court must identify both the claimed function and
the corresponding structure irettvritten description for pesfming that function.”) (citingvlicro.
Chem., Inc. v. Great Plains Chem. Cb94 F. 3d 1250, 1258 (Fed. Ci999)). Thus, lack of
antecedent basis is problematic when it prevargerson of ordinary skill from determining the
corresponding structure.

Here, the lack of antecedent basis renders the claims indefinite. For example, claim 35
refers to “the computer readable program ao@ans for executing th@plication program,” and
specifies that it includes means for executin@aplication “responsive ta request . . . through
the application launcher program.” Howewveo, “computer readable program code means for
executing” appears in any parasthim to claim 35. Rather, independent claim 32 refers to a
“computer readable program code means for pmogidn instance of the application program and
a stored user set and the administrator set of the plurality of configurable preferences for use in
executing the application program.” Thereforas itinclear what structure is required by claim
35.

The structure could be the claimed structuré‘pooviding an instancé or, altenatively,
it could be a structure for “executing the apation program.” The difference between these
interpretations is material because, under thedornerpretation, the scope of the claim includes
only the “computer readéb program code means for providi an instance of the application

program,” while under the latterterpretation, the scope of the ol also includes the “computer
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readable code means for extieg the application prograni.”Because the scope of the claims are
not reasonably certain soperson of ordinary skilthe claims are indefinite.

Similar flaws are found in claim 20 (which mors claim 35) and claims 22, 24, 37 and 39.
Each is a dependent claim reciting a “means” aohd@l implicitly or explicitly in a parent claim:
“the means for initiating execution” (claims 224) and “the computer readable program code
means for initiating executior(tlaims 37, 39). However, no “computer readable program code
means for initiating execution/exdog” or “means for initiating ecution” appears in any parent
claims. Thus, the scope of the claims is not reasonably certain to a person of ordinary skill, and
the claims are indefinite.

c) Court’'s Construction

Claims 20, 22, 24, 35, 37 and 39 of th78 Patent are indefinite because they fail to inform,

with reasonable certainty, those skilled in the art about the scope of the invention.

7. “license availability”

Disputed Term Plaintiffs’ Proposal Defendants’ Proposal
“license availability” “determination that g@ADP_and Zendesk:
user can be issued a“determination that a user can be
license to the issued a license to the selected
selected application| application program, distinct from
program” any determination that the user is
authorized to access the selected
application program”

All other Defendants:
“determination that a user can be
issued a license to the selected
application program.”

" The language of the claimalso distinguishes between rtiding” and “executing” the
application programsSee, e.g.'578 Patent, claim 32 (“computezadable program code means
for providing an instance . . . for use in extaoy . . . .”). Thus, means for providing may be
unrelated to means for executing.
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a) The Parties’ Positions

The parties agree thaic¢ense availability” is a “determitian that a user can be issued a
license to the selected application programéfendants ADP and Zendesk further contend that
“license availability” is “distinct from any deteination that the user is authorized to access the
selected application program.” Opposing tleignstruction, Plaintiffsargue that defining
something by saying what it is not is poor preeti Docket No. 140 at 11. Plaintiffs further
contend that it could also mislead the jury by ymp a claim does not cover licensing availability
software that includes, as a first step in allogalicenses, determining which users are authorized.
Id.

Defendants ADP and Zendesk resgohat Plaintiffs do not adesses the disclosure of the
Asserted Patents or the disclaimer from the guoson history of the '466 Patent pertaining to
this claim term. Docket No. 150 at 24. DefendakiDP and Zendesk argue that the claims of the
'466 Patent on their face distinguish betweenthariz[ation]” and “licerse availability.” 1d.
Defendants ADP and Zendesk further argimat the describedembodiments all treat
“authoriz[ation]” and “licenseavailability” as separate and distinct stepd. Defendants ADP
and Zendesk contend that in the '466 Patentotinelemand server first ég[s] if the user is
authorized to bring up,” and in a second step¢psses a license requestaiermine if a license
is available for” that applicationld. (citing '466 Patent at3:50-56, 13:58-61, 15:37-39, 16:43—
56, Figures 6-7). Defendants ADP and Zendesk also contend that the '766 Patent similarly
incorporates this distinction bedwn “determin[ing] the license alability for the selected one of
the plurality of application programs” and “demnining if a user requesting execution of the
application program is one of the plurality oftaarized users.” Docket No. 150 at 25 (citing '578
Patent at 7:17-21, 4.62—-67, 5:45-53).

Defendants ADP and Zendesk further codtdhat the patentees argued during the
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prosecution of the '466 Patent thaerifying license availability’is “distinct” from “determining
whether a user is authorizemlaccess a resource.” Docked.N50 at 25 (citing Docket No. 150-

5 at 13). Defendants ADP and Zendesk alsoetwhthat Plaintiffs’ argument against negative
limitations cannot overcome the express disclaim=iosth in the file history. Docket No. 150 at
26. Defendants ADP and Zendesk further contivad the jury will notbe mislead by their
construction.Id. According to Defendants ADP and Zerkigbe jury will be able to apply the
Court’s instructions on patent infringement amitl understand the open-ended nature of patent
claims. Id.

Plaintiffs reply that all parties agree thaténse availability” means a determination that
a user can be issued a licensthtoselected application programbocket No. 155 at 12. Plaintiffs
contend that this is not a claim constructiesue but instead is a dispute over future jury
instructions. Id. Plaintiffs argue that this issue istiee addressed at a charge conference rather
than aMarkmanhearingd.

For the following reasons, the Court finds that the tizense availability” should be
construed to meahdetermination that a user can be isued a license to the selected
application program.”

b) Analysis

The term “license avkbility” appears in claims 9, 10, 225, 37 and 38 of the 466 Patent
and claims 1, 7 and 13 of the '766&&. The Court findthat the term is usetbnsistently in the
claims and is intended to have the same genezahing in each claim. Plaintiffs fail to address
the substantive arguments made by Defendantsdiegathis term. The&ourt generally agrees
with Defendants that the intrinsic evidence indic#ites determining whether a user is authorized

to access a selected application program istmetsame as determmg whether a license is
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available to use a selected hpgtion program. However, the Court does not adopt Defendants’
construction because it could imply that arthauzation step is required, even when an
authorization step is not recited in the clainihis would be contrary to the intrinsic evidence
because the specification discloses embodimengsendd| users are authorized and embodiments
where non-authorized users are allowed acc&se, e.g.’578 Patent at 8:26—29 (“[A]ll users
may be considered authorized users for any particular application or a subset of the user known to
server 22 may be designated as authorizeds usera particular applation program.”); ‘466
Patent at 15:49-54 (“In other wactlient management sen&&4 may be configured, based upon
the properties provided by a softwadesigner for a particular magea application, to initiate
execution of an instance of an application by a non-authorized user while otherwise denying access
to the application management capabilities . ).. Accordingly, to avoid confusion, the Court
does not adopt Defendantiditional proposal.

However, to the extent a party argues that determining whether a user is authorized to
access a selected application program is the saaetesnining whether a license is available to
use a selected application program, the Couwgttgjthat argument. The intrinsic evidence draws
a distinction between authorizat and license management. mémally speaking, the intrinsic
evidence indicates that authoripat is related to controlling access to an application program,
whereas license management is relébegsage of anpgplication program.See, e.g. 466 Patent
at 10:57-58 (“User authorization 212 providestcol over which applications may be accessed
by a particular user or group,”11:35-38 (“The license management component 216 thereby
provides a convenient toolrftracking the usage of spéed applications.”).

For example, in describing Figures 6 andhg specification states that “[a]t block 264,

the server system 22 checks therisseredentials to see if the ugsrauthorizedo bring up the
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user desktop interface applicatioarid that “[i]f the user is authiaed, server system 22 processes
a license request to determine if a license #slable for the desktop application (block 268Id:
at 13:50-60. In other words, a user could béaiged to use an appéitton, but the available
license may already be allocated. The pateragsgsed this distinctioduring the prosecution of
the 466 Patent. Specifically,dlpatentee argued the following:

With respect to Claims 9-11, Applicantssaigcan find no discussion of the ‘license

availability’ recitations of these Claims the cited portions of Oh or in Bladow.

While Bladow does discuss determining \wketa user is authorized to access a

resource, this is distinct from the reditans of these claims related to verifying

license availability. For example, a user could @éethorized to use an application

but five instances of the application malyeady be executing and the server may

only have a five concurrent@slicense. Thus, an autlwed user could be denied

an instance of a requested applicati@eause no license is availabl&eg, e.g.

Specification, p. 18, lines 1-9; p. 21, liB& to p. 22, line 9). Accordingly, these

claims are also patentable for at least these additional reasons.
Docket No. 150-5 at 13 (emphasis added). Adiogly, to the extent a party argues that
determining whether a user is authorized to s€@eselected application program is the same as
determining whether a license is available toaiselected application program, the Court rejects

that argument.
c) Court’s Construction
The Court construes the teflicense availability” to mear’ determination that a user
can be issued a licese to the selectedpplication program.”
8. “aninstance” / “an instance ofthe application program” / “an

instance of the selected one of th@urality of application programs”
and “provid[e]/[ing]”
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Disputed Term Plaintiffs’ Proposal Defendants’ Proposal

“an instance” / “an A program is a sequence of Kaspersky Lab:

instance of the instructions that indicates which “instance” means “a copy of an
application program” / | operations the computer should executable version of the

“an instance of the perform on a set of data. program that has been written o
selected one of the the computer’'s memory.”
plurality of application | An instance of a program is a

programs” copy of a program that is All other Defendants:

understandable by a computer’s“program” - plain meaning;
central processing unit and that “instance” means “a copy” / “a

Is ready to run as soon it is copy of the application program”
copied from storage into / “a selected copy of the
memory application program”

“provid[e]/[ing]” “provide” — plain and ordinary | Kaspersky, Ubisoft and Square
meaning Enix:

“provid[e]/[ing]” - plain and
ordinary meaning

All other Defendants:
“provid[e]/[ing]” means
“download[ing]”

a) The Parties’ Positions

The parties dispute whether &dnstance” is a copy of thapplication program, as most
Defendants propose, or whether iaisopy of an executée version of the mgram written to the
computer’s memory, as Plaifi§ and Defendant Kaspersky Lab generally propose. The parties
also dispute whether the terms “program” andtjting” require construen. Plaintiffs argue
that lay jurors will not understand the terrmsiance of a program.” Docket No. 140 at 11.
Plaintiffs contend that a document from the Limformation Project forms the basis of its more
specific proposals.ld. Plaintiffs further suggest thdefendants wouldyo along with “an
executable copy of an installed progrand’

Defendants respond that they agree an instance is a “copy” of an application program, but
disagree on the remaining constructions. Dobket150 at 28. Defendardsgue that the claims
of the 466, '578 and '766 Paterdh use the term “instance” in agdance with its plain meaning.

Id. Defendants contend that the claims of #&6, '578 and '766 Patenexpressly require that
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(1) an application program is first installed a gerver used to manage application programs; (2)
following that installation, a separate copy, arstance,” of the application program is provided
to a client in response to a user request; anth{8)nstance of the apgation program is then
executed.Id. (citing ‘466 Patent at 21:20, 21:30-22,:33-35; '578 Patent at 16:60-62, 17:25—
27, 17:3-8, 17:19-22).

Defendants further contend that the '466, '578 and 766 Patent specifications are consistent
with this usage of the terfinstance.” Docket No. 150 at 28-29 (citing '466 Patent at 17:60—62,
9:52-55, 4:34-38, 16:18-25; '578 Patent a62—-65, 10:54-11:8, 11:60-12:1, 5:32-37).
Defendants further argue that thent¢instance” clarifies that eadopy of an pplication program
stored on an individuallient is separate from the other copstsred on other clients, such that
each copy can by executed by its respective cligraraeely. Docket No. 150 at 29 (citing '466
Patent at 15:66-16:5). Accordibhg Defendants, each client has its own separate and complete
instance, or copy, of the applicatiprogram that was previouslystalled at the seer. Docket
No. 150 at 30.

Defendants argue that Plaifgi proposed “is understandabley a computer’'s central
processing unit” introduces uecessary complexity into the construction of “instancéd:.
Defendants further contend that the remdar of Plaintiffs’ proposed constructione(, that an
instance “is ready to run as soon it is coplienn storage into memory”) is not based on the
intrinsic record of the '466, '578 or '766 Patentd. Defendants also contend that these patents
set no temporal limit on when an instance of arieg{ton is or must be executed on the client.
Id. Defendants argue that theségpés only note that, once the @ste of the application program
is downloaded from a server to a client, ahe@oint it can be executed at the clielat. (citing

'466 Patent at 4:34-38; '578 Patent at 11:60-12:Defendants also gue that Plaintiffs’
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proposed language regarding copying “from steriagp memory” may obfuscate how the claimed
“instance” must be installed on a servee.g( an on-demand server) before it is
provided/downloaded to the clieior execution. Dokt No.150 at 30.

Defendants further argue that Plaintiffs failidentify a single citation from the intrinsic
record in support of its appanteconstruction of “instance” osupplemental construction of
“program.” Id. at 31. Defendants contend thataiRtiffs rely exclusively on a non-
contemporaneous piece of extrinsic eviderican the “Linux Information Project.” Id.
Defendants argue that the Court shaittke or disregard this evidenckl.

Defendants also contend that they offered construing “instance” as “an executable copy of
an installed program” as a compromise constouacbecause it is consistent with the plain and
ordinary meaning of “instance” inew of the intrinsic recordld. at 32. According to Defendants,
the claimed “instance” is a copy @ application program that waeviously insted on a server
and which is provided to and executed on a clidat. Defendants also argue that the term
“program” does not appear in the claims outdideuse in the term “application program” or
“application launcher program.ld. Defendants contendahPlaintiffs’ proposais an attempt to
introduce an untimely, new constructiom the term “application program.id.

Regarding the term “providing,” the majority Defendants ask the Court to further clarify
that “providing” an instance an application program meansttihe copy is downloaded from
the claimed server to the cliedtl. Defendants argue that the pléanguage of the claims supports
their construction.ld. (citing ‘466 Patent a21:33-35; '578 Paterdt 16:51-52, 16:59, 17:3-4,
22:15-17). According to Defendants, the plain lagguaf the claims comgently requires that
the server provide the instance of #pplication program to the clientd. at 33.

Defendants argue that the '466 and '578 PategttiBpations are also consistent with their
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proposed constructiond. (citing '466 Patent at 4:34—-38, 165; '578 Patent at 5:58-60, 10:9—
12, 11:41-47, 12:1-6, 11:43-47). Defendants conteat ttke specification clarifies that
“providing” means “downloading.” Docket N 150 at 33 (citing '466 Patent at 3:55-4:1).
Defendants argue that the “Summary of the Itiearii section of the 466 Patent states that,
according to the “present invention,” “[t{jhesktop accesses and downloads selected application
programs from the server responsigea request from theser, such as the selection of an icon
associated with the application program whichdisplayed on the user desktop screen at the
client.” Docket No. 150 at 34i{og '466 Patent at 3:55—4:1).

Defendants further argue thaetbpecifications consistentigfer to provision of programs
from the server to the client as “downloadingDocket No. 150 at 34 (citing ‘466 Patent at
Abstract, 14:20-23, 12:42-52; '578 Rd#tat 12:1-6). Finally, Defelants argue that the patentees
repeatedly reaffirmed during prosecution tbk '466 Patent that ¢hclaimed providing of
applications takes place betweer #erver and client. DockBib. 150 at 34 (citing Docket No.
150-5 at 8, 25, 41, 49).

Plaintiffs reply that the pads seem to agree what an “instance of a program” means to
those in the art. Docket No. 155 at 12. RIf#sargue that Defendants (other than Defendant
Kaspersky Lab) want the Court to give natpimore than the unhelpgfistatement that an
“instance” is a “copy.” Id. Plaintiffs state that they egp with Defendant Kaspersky Lab’s
arguments.ld. at 12-13.

For the following reasons, the Court finds that the ténstance” should be construed to
mean“an executable copy of th application program.” The Court further finds that the
terms“program” and“provid[e]/[ing]” should be given theplain and ordinary meaning.

b) Analysis
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The terms “instance” and “program” appéarclaims 1, 14, 1516, 19, 28 and 41 of the
'466 Patent; claims 3, 9 and 15 of the "M&tent; and claims 15-17, 31-32 and 46 of the '578
Patent. The Court finds that thernes are used consistently in ttlaims and are intended to have
their respective meanings in each claim. The t@movid[e]/[ing]” appear in claims 1, 15 and 16
of the 466 Patent; claims 9,and 15 of the '766 Rent; and claims 15, 18,7, 32 and 46 of the
'578 Patent. The Court finds thidte term is used coissently in the claimsand is intended to
have the same general meaning in each claim.

The Court further finds thdinstance” should be constrdéo mean “an executable copy
of the application program.” Generally spewukithe intrinsic evidencendicates that (1) an
application program is first installed at the server used to manage application programs; (2) an
executable copy, or “instance,” of the applicatioogpam is then provided in response to a user
request; and (3) the instance of the applicaporgram is then executed. For example, the
specification states that “[t|hgplication program software is themstributed by Tivoli™ server
20 to specified on-demand servers 22, @&Mlock 116.” '466 Patent at 17:60—6&e alsd578
Patent at 7:63—65 (“[T]he application programy be provided to on-demand server 22 from a
central location such as Tivoli™erver 20.”). A user may theselect one of the application
programs by clicking on an icon displayby an application launcher prograrSee, e.qg.'466
Patent at 9:52-55 (“Upon selectiofhthe icon displayed by theglication launcherthe selected
application is ‘launched’ by requesting the URLtlo¢ application from the on-demand server.”);
'578 Patent at 10:58-63 (“The display icondisplayed through the browser’'s graphic user
interface representing the users’ desktop and alloamrguthorized user gxecute an application
program by selecting the displayed icon of thgliaption launcher progm, typically through use

of a mouse.”).
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The on-demand server then receives the request from the client, and provides an instance
of the application to the requesting client for executiBee, e.g. 466 Patent at 4:34—38 (“The
server receives a selection of one of the pityralf application programs from the user desktop
interface angbrovides an instance of the selected ohthe plurality ofapplication programso
the client for execution responsive to the setect) (emphasis added); 78 Patent at 11:60-12:1
(“The application launcher applet then detects selection by the user application program’s
associated icon from the user deskitgprface at client@4, 24’, 26, 26’ andequests an instance
of the selected one of theumlity of application programsissociated with the icon from server
system 22. The application launcher pergrthen populates clients 24, 24, 26, 26th the
instance of the selected digation program for executiaf) (emphasis added); '466 Patent at
16:23-25 (“The application launcher pragr then populatedient station 202vith the instance
of the selected application program for executipfemphasis added); '578 Patent at 5:31-37
(“The server is also requiesl to provide an instanad the application programand a stored user
set and an administrator set of the plurality of configurable preferences for use in executing the
application program responsive aorequest from the one of theulity of authorized users.”)
(emphasis added).

The specification further explains that anstance” of the applit@n is provided because
the application program may be executed by mleltysers concurrently. '466 Patent at 15:66—
16:5 (“As the application prograsupported by server system 22ynhee executable via a variety
of users concurrently, server syist 22 provides an instance of geected one of the plurality of
application programs to populatke application launcher to client station 202 for execution
responsive to a selection of the application progitam the user.”). Accordingly, the intrinsic

evidence indicates that “instance” meanséaacutable copy of the application program.”
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The Court does not adopt Plaintiffs’ andf@edant Kaspersky Lab’construction because
it adds unnecessary complexityth® construction of “instance.See, e.g., Invensys Sys., Inc. v.
Emerson Elec. Cp63 F. Supp. 3d 663, 676 (E.D. Tex. 20{#)jecting a “proposal [that] is
unnecessarily complex and complicates an easitlerstood phrase”). For example, the claims
recite the necessary servand client without introducing ‘@omputer’s memory,” or types of
memory into the claims. Moreover, ttemainder of Plaintiffs’ construction€., that an instance
“Iis ready to run as soon it is copied from storiag@ memory”) is not based on the intrinsic record
of the 466, '578 or '766 Patents. The intrinsied®nce sets no temporal limit on when an instance
of an application is or must lexecuted on the client. Rather, #pecification states that once the
instance of the application program is downloadethfae server to a client, it may be executed at
the client.See, e.g.466 Patent at 4:34—-38 (“The server reesia selection of one of the plurality
of application programs from the user desktdpriiace and provides an instance of the selected
one of the plurality of application programs to the client for execution responsive to the
selection.”); '578 Patent at l85-12:1 (“The application launchprogram then populates clients
24, 24, 26, 26’ with the instanad the selected applicatigprogram for execution.”).

Regarding the extrinsic evidence cited bgiRtiffs and Defendant Kaspersky Lab, the
Court finds that it is genergliconsistent with the Court’s netruction. The Linux Information
Project Document statesdtti’[a]n instance of a program iapy of an executable version of the
program that has been written to the computeesory.” Docket No. 140-8 at 2. The document
further states that “[a]n instance of a prograrntyscally created by a user clicking on an icon
(i.e., small image) on a GUI (graphical usderface) or by entering@mmand at the command
line and then pressing the ENTER keyd. As discussed above, tepecification explains that

an “instance,” or executable copy of the appiaatis provided because the application program
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may be executed by multiple users at the same tid&6 Patent at 15:66—-16:5. Accordingly, the
Court construes “instance” to mean “areextable copy of the application program.”

Regarding the term “program,” the Court firtdat it should be given its plain and ordinary
meaning. The term “program” does not appear in the claims outside of its use in the term
“application program” or “applidgon launcher program.” Theddrt has construed these terms
separately. Moreover, Plaintifisas not provided a persuasive reason to construe the term
“program” as it proposes.

Regarding the term “provid[e]/[ing],” the Codds that the term should be given its plain
and ordinary meaning. Defendaatgue that the clairanguage and specifitan is consistent
with their proposed construction. Dockeb.NL50 at 32—34. Although it may be consistent, the
Court is not persuadedatithe term “providing” should bedrafted as “downloading.” The claim
language does not recite “downdiiiag,” and there is nothing coniag with the phrase “providing
.. . to the client.” The speattition repeatedly uses the tefpmoviding” and does not indicate
that it should be replaced with “downloadingi’ the claims. For example, the 466 Patent
describes that the “server . . . p®$ an instance of the selected ohihe plurality of application
programs to the client for execution . . . ."66Patent at 4:34-38. rSilarly, the '578 Patent
describes the “server associated with the clienthvprovides an instance of the selected one of
the application programs to the clidot execution.” '578 Patent at 5:58—@&@e alsad. at 10:9—

12, 11:41-47, 12:1-6. The specifications further statdltaterver “provides an instance of the
selected one of the plurality of application piengs to populate the application launcher.” 466
Patent at 16:1-5; '578 Patentldt43—-47. As indicated, therensthing confusing or ambiguous
with the term “providing.”

Defendants further argue that the applicaafeatedly reaffirmeduring prosecution of
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the '466 Patent that the claimed providing of agations takes place between the server and client.
Specifically, the patentee argueaittht|he application program ighen provided from the server
and executed at the client.” Docket No. 150-5 ats#® also idat 49 (“An ‘instance of the
selected’ application program teen provided from the server for execution at the client.”).
Consistent with the other intrinsic evidence, the patentees used the term *“provided,” not
“downloading.” Accordingly, the Court will not deaft the claim language as Defendants propose.
Finally, in reaching its conclusion, the Courslensidered the extrinsic evidence submitted by
the parties, and given it its proper gjei in light of the intrinsic evidence.
c) Court’'s Construction

The Court construes the terfinstance” to mean“an executable copy of the
application program.” The terms'program” and“provid[e]/[ing]” will be given theirplain
and ordinary meaning.

VI.  CONCLUSION

The Court adopts the constructi@imve for the disputed andragd terms of the Asserted
Patents. Furthermore, the parties should enthat all testimony thatelates to the terms
addressed in this Order is constrained by tbers reasoning. Howeven the presence of the
jury the parties should not expregsst implicitly refer to each bier’s claim construction positions
and should not expressly refer to any portion of@rder that is not an actual construction adopted
by the Court. The references to the claim casiton process should be limited to informing the
jury of the constructionadopted by the Court.

Itis SO ORDERED.
SIGNED this 16th day of August, 2017.

/204&.,/— L0 (2lirerloe  LaP.
ROBERT W. SCHROEDER II1

UNITED STATES DISTRICT JUDGE
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