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CLAIM CONSTRUCTION
MEMORANDUM AND ORDER

OnMay 3, 2017, the Court held an oral hearing to determine the proper construction of the
disputed claim terms in U.S. Paté&s. 8,249,02%the “022 Patent”)and8,451,787the “787
Patent”) (collectively the‘Asserted Patents”)The Court has considered the parties’ claim
construction briefing (Dkt. No$€7, 7Q and71) and arguments. Based on the intrinsic and extrinsic
evidence, the Court construes the dispugrths in this Memorandum Opinion and Ordsee
Phillips v. AWH Corp.415 F.3d 1303 (Fed. Cir. 2009)eva Pharm. USA, Inc. v. Sandoz, Inc.

135 S. Ct. 831 (2015).

BACKGROUND

Plaintiffs Nokia Solutions and Networks US LLC and Nokia Solutions and Networks OY
(collectively “Nokia’) assert the Asserted Patents against Defenddumisvei Technologies Co.

LTD. and Huawei Device USA, Inccdllectively “Huawei”).
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The’022 Patent relates toommunications in a cellular network. The Abstract of 022
Patentrecites:

A user equipment (UE) receives a first dynamic resource allocation on a first

channel (PDCCH), then sends data according to the first resource allocatio. Duri

a time at which an ACK/NACK for the sent data is scheduled to occur on a second

channel (PHICH, the UE is engaging in an activity that takes priority over the

ACK/NACK. The UE then receives a second dynamic resource allocation on the

first channel and determines the ACK/NACK for the sent data from the second

dynamic resource allocation. The determining can be direct, as in recaixarg

valued resource allocation; or it may be indirect as in mapping the second dynamic

resource allocation to the second channel and receiving the acknowledgement on

the second channel after that mapping. Also detate similar mirror actions from

the Node B's perspective, as well as apparatus, methods, and embodied computer

programs.
'022 Patent AbstractMore particularly, lhe ‘022 Patent describethe use of hybrid automatic
repeat requests (ARQ) acknowledgments (ACK) and negative acknowledgements (NACK)
Id. at 1:552. A problem with the use of -ARQ ACK/NACK signaling is that the HARQ
ACK/NACK signals may occur in a time period when a UE is engaged in activitistadigher
priority than the HARQ sigrals.Id. at 25-45. The '022 Patent provides a technique in which a
UE receivedirst dynamic resource allocatian a physical downlink control chann®@DCCH)
and sendslata according to the first resource allocatidnat 2:6467, Figure 3 Blocks 302 and
304. During a time at which a-ARQ acknowledgement or negative acknowledgement is
scheduled to occur onphysical HARQ indicator channel (PHICH), théE engages a priority
activity that takes priority over thd-ARQ acknowledgement or negative acknowledgement
at 2:673:4, Figure 3 Block306.The UE receives second dynamic resource allocation on the
PDCCH and determingee H-ARQ acknowledgement or negative acknowledgement for the sent

data from the second/damic resource allocatiofd. at 3:4-8, Figure 3 Blocks 310 and 314.

The’787 Patent relates toommunications in a cellular network. The Abstract of T8&



Patentrecites:

A set of specific sequences including a set of root sequences and cyclic shifts

thereof is searched, wherein it is started from a root sequence index indeating

root sequence of ordered root sequences, available cyclic shifts of the root sequence

are induded, and it is continued with a next root sequence if necessary for filling

the set, interpreting the ordered root sequences in a cyclic manner.
'787 Patent AbstractMore particularly, he '787 Patent describethe allocation of preamble
sequences thare used to identify a UE. The '787 Patent describes a standard in which 64
preamble sequences are utilized in each cell. The preamble sequences maybé bptasing
838 root sequences. A root sequence may be used to generate multiple preqneesdy
using cyclic shift techniques to generate multiple sequences by shiftindgddatial:1447. A UE
generates the 64 sequences from a known sequence ordering stbeheRoot sequences are
ordered and cyclic shifts for the root sequences avijpled.ld. “In order to minimize system
information, only a root sequence index u0 and a cyclic shift increment Ncs and a mobility
parameter are broadcasted for UEs of a"clell.at 1:2629. “The UEs form a complete set of 64

sequences by determining available cyclic shifts of the sequence u0 amtuiognfrom the

consecutive root sequences until the 64 sequences are coll&ttet 1:29-32.

LEGAL PRINCIPLES

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent definenthention to
which the patentee is entitled the right to excludetifllips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)). To determireerbeaning of the claims, courts start by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d

858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad Commc’ns Group, 262 F.3d
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1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the
specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861. The general rulesubject to certain specific exceptions discuse&d—is thateach claim
term is construed according to its ordinary and accustomed meaning as understoodby one
ordinary skill in the art at the time of the invention in the context of the p#&teitiips, 415 F.3d
at 131213; Alloc, Inc. v. Int'l Trade Comm’n342 F.3d 1361, 1368 (Fed. Cir. 2003 zure
Networks, LLC v. CSR PL.C71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityedettaat time.”)
(vacated on other grods).

“The claim construction inquiry. . . begins and ends in all cases with the acius of
the claim.”Renishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[Nn all aspects of claim construction, ‘the name of the game is the claipple Inc. v. Motorola,
Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.
Cir. 1998)). Aterm’s context in the asserted claim can be instrudgtélips, 415 F.3d at 1314.
Other asserted or unasserted claims can also aid in determining the claim’gymesranse claim
terms are typically used consistently throughout the pdtemifferences among the claim terms
can also assist in understanding a term’s meardngor example, when a dendent claim adds
a limitation to an independent claim, it is presumed that the independent claim does$udet inc
the limitation.ld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are a p&it.(quoting
Markman v.Westview Instruments, In&G2 F.3d 967, 979 (Fed. Cir. 1995) (en banc)). “[T]he
specification ‘is always highly relevant to the claim construction analysiglly, it is dispositive;

it is the single best guide to the meaning of a disputed tetch.(quoting Vitronics Corp. v.
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Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.
299 F.3d 1313, 1325 (Fed. Cir. 2002). But, “[a]lthough the specification may aid the court in
interpreting the meaning of disputethim language, particular embodiments and examples
appearing in the specification will not generally be read into the claif@esriiark Commc'ns, Inc.

v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@agnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 198&ge also Phillips415 F.3d at 1323. “[l]t is
improper to read limitations from a preferred embodiment described in thécgtiec—even if

it is the only embodimertinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to be so limitéiebelFlarsheim Co. v. Medrad, Inc358 F.3d

898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim construction
because, like & specification, the prosecution history provides evidence of how the U.S. Patent
and Trademark Office (“PTQO”) and the inventor understood the p&teitiips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiverrbthe PTO
and the applicant, rather than the final product of that negotiation, it often lackaribheaflthe
specification and thus is less useful for claim construction purpddeat’1318;see also Athletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resource”).

Although extrinsic evidence can also be useful, it is “less significant thamtifiresic
record in determining the legally operative mieg of claim language.”Phillips, 415 F.3d at
1317 (quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a

court understand the underlying technology and the manner in which one skilled in thghart mi

use claim termsbut technical dictionaries and treatises may provide definitions thatcabedad

5



or may not be indicative of how the term is used in the paleénat 1318. Similarly, expert
testimony may aid a court in understanding the underlying technology &esanagleng the
particular meaning of a term in the pertinent field, but an expert's conclusory, ungapport
assertions as to a term’s definition are entirely unhelpful to a daurGenerally, extrinsic
evidence is “less reliable than the patent andridssgrution history in determining how to read
claim terms.”ld. The Supreme Court recently explained the role of extrinsic evidence in claim
construction:

In some cases, however, the district court will need to look beyond the patent’s

intrinsic evidenceand to consult extrinsic evidence in order to understand, for

example, the background science or the meaning of a term in the relevarningrt dur

the relevant time perio&ee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)

(a patent may be “so interspersed with technical terms and terms of artethat th

testimony of scientific witnesses is indispensable to a correct understahimg o

meaning”). In cases where those subsidiary facts are in dispute, courtseditbne

make subsidiary factual findingsbout that extrinsic evidence. These are the

“evidentiary underpinnings” of claim construction that we discussédiairkman
and this subsidiary fact finding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841 (2015).
A. Departing from the Ordinary Meaning of a Claim Term
There are “only two exceptions to [the] general rule” that claim terms are construed
according to their plain and ordinary meaning: “1) when a patentee sets out @&dedind acts
as his avn lexicographer, or 2) when the patentee disavows the full scope of theetairaither
in the specification or during prosecutiohGolden Bridge Tech., Inc. v. Apple Ing58 F.3d
1362, 1365 (Fed. Cir. 2014) (quotigorner v. Sony Computer EntmAm. LLG 669 F.3d 1362,

1365 (Fed. Cir. 2012)¥ee also GE Lighting Solutions, LLC v. AgiLight, Jii&0 F.3d 1304, 1309

! Some cases have characterized other principles of claim construction as “exceptibagjeneral rule,
such as the statutory requirement that a mearssfunction term is construed to cover the corresponding
structure disclosed in the specificati@ee, e.g.,CCS Fitness, Inc. v. Brunswick Cqr@88 F.3d 1359,
1367 (Fed. Cir. 2002).
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(Fed. Cir. 2014)“[T]he specification and prosecution history only compel departure from the
plain meaning in two instances: lexicaghy and disavowal.”). The standards for finding
lexicography or disavowal are “exactingsE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee must “clearly set fodfinéion of the
disputed claim term,” and “clegrexpress an intent to define the tertad.”(quotingThorner, 669
F.3d at 1365)see alsoRenishaw 158 F.3d at 1249. The patentee’s lexicography must appear
“with reasonable clarity, deliberateness, and precisi@ariishaw158 F.3d at 1249

To disavowor disclaim the full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amount to a “clear and unmistakable” surtsordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 20089g also Thorne669 F.3d at
1366 (“The patentee may demonstrate intent to deviate from the ordinary andraeclsteaning
of a claim term by including in the specification expressions of manifest exclusrestriction,
representing a clear disavowal of claim scopéWhere an applicant’s statements are amenable
to multiple reasonable interpretations, they cannot be deemed clear and kadrtest8M
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

B. Functional Claiming and 35 U.S.C. § 112, 1 6 (pr&dA) / § 112(f) (AIA) 2

A patent claim may be expressed using functional languseg35 U.S.C. § 112, | 6;
Williamson v. Citrix Online, LLC792 F.3d 1339, 13449 & n.3 (Fed. Cir. 2015) (en banc in
relevant portion). Section 112, Paragraph 6, provides that a structure may be claafiecass
... for performing a specified function” and that an act may be claimed as a “stegfdanpeg

a specified function.Masco Corp. v. United State303 F.3d 1316, 1326 (Fed. Cir. 2002).

2 Because the applications resulting in the Asserted Patents were filed befaml®epi6, 2012, the
effective date of the AIA, the Court refers to the-pté version of § 112.
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But § 112, § 6 does not apply to all functional claim language. There is a rebuttable
presumption that § 112, 1 6 applies when the claim language includes “rae&isp for” terms,
and that it does not apply in the absence of those tdvtasco Corp, 303 F.3d at 1326;
Williamson 792 F.3d at 1348. The presumption stands or falls according to whether one of
ordinary skill in the art would understand the claim with the functional language, in thgtcinte
the entire specification, to denote sufficiently definite structure of@cperforming the function.
See Media Rights Techs., Inc. v. Capital One Fin. C8G0 F.3d 1366, 1372 (Fed. Cir. 2015) (8
112, ¥ 6 does not apply when “the claim language, read in light of the specificatiors recite
sufficiently definite structure” (quotation marks omitted) (citMijliamson 792 F.3d at 1349;
Robert Bosch, LLC v. SnaPn Inc., 769 F.3d 1094, 1099 (Fed. Cir. 2014Yjlliamson 792
F.3d at 1349 (8§ 112, 1 6 does not apply when “the words of the claim are understood by persons
of ordinary skill in the art to have sufficiently definite meaning as the nanstrficture”);Masco
Corp, 303 F.3d at 1326 (8 112, 1 6 doesapply when the claim includes an “act” corresponding
to “how the function is performed”Personalized Media Communications, L.L.C. v. International
Trade Commissigrii6l F.3d 696, 704 (Fed. Cir. 1998) (8 112, 1 6 does not apply when the claim
includes'sufficient structure, material, or acts within the claim itself to perform entirelseitieed
function . . . even if the claim uses the term ‘means.” (quotation marks and citatitbedd)m

When it applies, § 112, 1 6 limits the scope of the funciitamen “to only the structure,
materials, or acts described in the specification as corresponding taaittmeclfunction and
equivalents thereof Williamson 792 F.3d at 1347. Construing a meghssfunction limitation
involves multiple steps. “The first step . . . is a determination of the function of dnesplas-
function limitation.”Medtronic, Inc. v. Advanced Cardiovascular Sys.,, 1848 F.3d 1303, 1311

(Fed. Cir. 2001). “[T]he next step is to determine the corresponding structulesedsm he
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specification and equivalents thereofild. A “structure disclosed in the specification is
‘corresponding’ structure only if the specification or prosecution history clixakl/orassociates
that structure to the function recited in the claild.”The focus of the “corresponding structure”
inquiry is not merely whether a structure is capable of performing titeadunction, but rather
whether the corresponding structure is “clearly linked or associated wifredited] function.”

Id. The correspnding structure “must include all structure that actually performs the recited
function.” Default Proof Credit Card Sys. v. Home Depot U.S.A., #2 F.3d 1291, 1298 (Fed.

Cir. 2005). However, § 112 does not permit “incorporation of structure fromritten description

beyond that necessary to perform the claimed functMicfo Chem., Inc. v. Great Plains Chem.

Co, 194 F.3d 1250, 1258 (Fed. Cir. 1999).

For § 112, 1 6 limitations implemented by a programmed general purpose computer or
microprocessor, the corresponding structure described in the patent specificstionalude an
algorithm for performing the functio®WWMS Gaming Inc. v. Int'l| Game Tech84 F.3d 1339,

1349 (Fed. Cir. 1999). The corresponding structure is not a general purpose computer but rather
the special purpose computer programmed to perform the disclosed algéuitbhocrat Techs.

Austl. Pty Ltd. v. Int'l Game Tegr21 F.3d 1328, 1333 (Fed. Cir. 2008).

C. Definiteness Under 35 U.S.C. § 112, 1 2 (pAdA) / 8 112(b) (AIA)?3

Patent claims must particularly point out and distinctly claim the subject mattededgar
as the invention. 35 U.S.C. § 112, § 2. A claim, when viewed in ligtiteointrinsic evidence,
must “inform those skilled in the art about the scope of the invention with reasoaehiatyg.”

Nautilus Inc. v. Biosig Instruments, Ind.34 S. Ct. 2120, 2129 (2014). If it does not, the claim

3 Because the application resulting in the patent was filed before Septetn@€i.2, the effective date of
the AIA, the Court refers to the pre-AlA version of § 112.
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fails 8 112, 1 2 and is therefarevalid as indefiniteld. at2124. Whether a claim is indefinite is
determined from the perspective of one of ordinary skill in the art as oftbete application for
the patent was filedd. at 2130. As it is a challenge to the validity of a patt failure of any
claim in suit to comply with § 112 must be shown by clear and convincing eviddnae2130
n.10. “[ljndefiniteness is a question of law and in effect part of claim cotisinucePlus, Inc. v.
Lawson Software, Inc700 F.3d 509, 517 (Fed. Cir. 2012).

When a term of degree is used in a claim, “the court must determine whether the patent
provides some standard for measuring that degBesig Instruments, Inc. v. Nautilus, In¢83
F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omitted). Likewise, when a subjective term is
used in a claim, “the court must determine whether the patent’s specificatioresiggpne
standard for measuring the scope of the [teridhtamize, LLCv. Plumtree Software, Inc417
F.3d 1342, 1351 (Fed. Cir. 200®)cordInterval Licensing LLC v. AOL, Inc766 F.3d 1364,
1371 (Fed. Cir. 2014) (citinDatamize 417 F.3d at 1351).

In the context of a claim governed by 35 U.S.C. 8§ 112, 1 6, the danwvailid as indefinite
if the claim fails to disclose adequate corresponding structure to perforchabtmed functions.
Williamson 792 F.3d at 135%52. The disclosure is inadequate when one of ordinary skill in the
art “would be unable to recognize te&ucture in the specification and associate it with the

corresponding function in the claimd. at 1352.

AGREED TERMS

The parties agreed to the following terms prior to the oral hearing:

Term Agreed Construction
“transmit means configured to sendie | Function:
network node data according to the first | sending to the network node data according
resource allocation” to the first resource allocation

10



(022 PatenClaim 20) Structure

transmitter, transceiver, or other
equivalents thereof

“receiver means configured to receive a | Function receiving a first dynamic
first dynamic resource allocation on a firstresource allocation on a first channel fron
channel from a network node” a network node

“receiver means further configured to AND
receive a second dynamic resource
allocation on the first channel” receiving a second dynamic resource
allocation on the first channel

(022 Patent Claim 20)
Structure receiver, transceiver, or other
equivalents thereof

“mapping the received second dynamic | Plain and ordinary meaning

resource allocation to the second channg
using a received offset of the second index
sequence” / “mapping the received second
dynamic resource allocation to the second
channel using an offset of the second index
sequence”

(022 Patent Claims 6, 17)
“interpreting the ordered root sequences| Plain and ordinary meaning
a cyclic manner”

(787 Patent Claim 1)
“[search/searching] a set of specific Plainand ordinary meaning
sequences”

(787 Patent Claim 1)

(Dkt. No. 72-1at1-2, 12-15.)

DISPUTED TERMS

1. “computer readable memory” (022 PatentClaims 9, 10, 11)

Nokia’s Proposed Construction Huawei’'s Proposed Construction

“non-transitory computer readable memory| Plain meaning

11



The parties dispute&hether or noinclusion of‘non-transitory” is necessary. At the oral
hearing, the Court proposed that the term be construed to have its plain and ordinary.fbaning
Court also proposed that the Cotmject that the plain meanirguld be a device other than a
physical devicé?* Both parties agreed to the Court’s proposal. (Dkt. No. 824} Bhus, the
parties have agreed to an ordinary meaning in which the device is a physical devic

The Court construes*”computer readable memoy” to have its plain and ordinary

meaning.

2. “[determining/determine] the acknowledgement or negative acknowledgemerdrfthe
sent data from the received second dynamic resource allocatiori0R2 Claims 1, 9, 12,
20)

Nokia’'s Proposed Construction Huawei's Proposed Construction
Plain and ordinary meaning [determining/determine] from the second
dynamic resource allocation the
acknowledgement or negative
acknowledgement for the sent data that the
network node would have sent in the absence
of the prior actiity

Alternative Construction:
[determining/determine] from the second
dynamic resource allocation the
acknowledgement or negative
acknowledgement for the sent data that was
scheduled to occur on a second channel
(Dkt. No. 70 at 3-4.)

The parties disputevhether the term should be clarified to indicate thdte™
acknowledgement and negative acknowledge ares#me acknowledgement and negative

acknowledgement previolysrecited in the claimAt the oral hearing, the Court proposed the

4 Huawei's arguments had implied that the memory could be some fotmardditory, norphysical
structure. (Dkt. No. 70 at 1-2.)
12



construction which the Court adopts below. Both parties agreed to the Court’s prpkisé@No.
82 at4.)

The Court construes “[determining/determine] the acknowledgement or negative
acknowledgement for the sent data from the received second dynamic resource edition”
to mean “[determining/determine], from the receivedsecond dynamic resource allocatian
the acknowledgement or negative acknowledgement for the sent data thatscheduled to

occur on a second channél.

3. “zero-valued [radio] resource” (022 Claims 4, 15)

Nokia’s Proposed Construction Huawei’'s Proposed Construction
Plain and ordinary meaning a special indication that no new [radio]
resources are to be granted

Huawei alternatively proposes using “are
granted” in place of “are to be granted”

Huawei altenatively proposes the term to bg
construed should Ballocation of a zere
valued [radio] resource.”

(Dkt. No. 70 at 7-8.)

A\1%J

The parties dispute whether the term requires “an indication that no newcess’care to
be granted. Noki@ontends that the term has a plain and ordinary meaning, but asserts in the
briefing that “zerevalued” relates to the size of an allocation being zero. (Dkt. No. 714t #4he¢
oral hearingthe Court proposed “a resource that has a size of zero.”[Boties agreed to the
Court’s proposed construction. (Dkt. No. 82 at 4-5.)

The Court construes“zero-valued resource” to mean “a resource that has a size of

Zero.”
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“processing means configured to control

at least the receiver means, during mé at

which an acknowledgement or negative acknowledgement for the sent data is sled

to be received on a second channel, to e

ngage in a priority activity that takes prikgr

over receiving the acknowledgement or negative acknowledgemegnt

and

“processing means further configured to determine the acknowledgement or negasi

acknowledgement for the sent data from
allocation” ('022 Claim 20)

the received second dynamic resource

Nokia’s Proposed Construction

Huawei’'s Proposed Construction

Function: (Agreed

“controlling at least the receiver means,
during a time at which an acknowledgemer
or negative acknowledgement for the sent
data is scheduled to be received on a seco
channel, to engage in a priority activity that
takes priority over receiving the
acknowledgement or negative
acknowledgement”

AND

“determining theacknowledgement or
negative acknowledgement for the sent dat
from the received second dynamic resourct
allocation”

Structure: processor, memory, and/or
associated software configuredperform the
algorithm disclosed in block 306 and block
314 of Fig. 3 and corresponding tesiy,

Function: (Agreed

“controlling at least the receiver means,
tduring a time at which an acknowledgemen
or negative acknowledgement for the sent
ndata is scheduled to be received on a seco
channel, to engage in a priority activity that
takes priority over receiving the
acknowledgement or negative

acknowledgement”

AND

“determining theacknowledgement or
anegative aknowledgement for the sent data
2from the received second dynamic resourcg
allocation”

Structure: The specification fails to set forth
any algorithm for the functions claimed in tf
software limitation. Claim is indefinite.

—

s

7:61-8:38, and equivalents thereof

The parties dispute whether an algori

Positions of the Parties

thm for the functions is disclosed.

Nokia notes thathe specificatiorstatesthat in a particular embodiment the “processing
mears is a digital data processoi022 Patent3:60-61.Nokia further notes that Figure 3 of the
'022 Patentis a “flowchart showing process steps according to embodiments of the amvieatn

both the UE and the Node B perspectivd. at 4:5052. Nokia contends that the flowchart shows
14



the UE engging in apriority activity at Bock 306 and determining the acknowledgement or
negative acknowledgement for the sent data from the received second dysamice allocain

atBlock 314:

302~ NODE B SEND/UE RECENVE A FIRST DYNAMIC RESOURCE |
| ALLOCATION ON A FIRST CHANNEL (PDCCH)

304 NODE B RECEIVE/UE SEND DATA ACCORDING TO THE
FIRST RESOURCE ALLOCATION

DETERMINE THAT UE IS ENGAGED, AT THE TIME IT WOULD
306 RECENE A CONVENTIONAL H-ARQ ACK/NACK ON A SECOND

CHANNEL (PHICH), IN AN ACTMITY THAT IS PRIORITY OVER
ACK/NACK

1

308~/ FOREGO CONVENTIONAL H-ARQ ACK/NACK FOR THE DATA

310\[NODE B SEND/UE RECEIVE A SECOND DYNAMIC RESOURCE
ALLOCATION OM THE FIRST CHANNEL (POCCH)

312 T 314+

0DE B INCLUDE Id-'ORM-’\'I'IUN IN THE | [UE DETERMINE FROM THE INFD.RH.A'I'ION
|SECOND RESQOURCE ALLOCAT) IN TH‘E SECONIJ RESOURCE ALLOCATION
WHICH THE UE CAN lJEIIRMNE THE THE H- ACK/NACK FOR THE DATA
H-ARQ ACK/NACK FOR THE DATA |
[

316 | ZERO-VALUED ALLOCATION,
NEW MAPPING TO THE SECOND CHANNEL
(WITH OR WITHOUT OFFSET)

FIG.3

Id. at Figure 3

Nokia contends that, for the first functigdhe specificatiordiscloses embodimenighere
the UE engages in “measurement gaps” to “do cell identification” andrperadditional
“measurements of the channel (i.e., some measure of channel quality such agsiggth) stith
neighboring eNBs to be prepared for handover from one eNB to another” '022 Patg@t 2.5
Nokia contends thahe specification is also explicit that these measurement gaps are a higher
priority activity over receiving the acknowledgement or negative acleuneimentid. at 2:23
45. Nokia contends thahese examples are reiterated when describingrteegs flow diagram
of Figure 3: “the UE is engaged in some other activity that takes priority eceiving a

conventional HARQ ACK/NACK such as for example measuring or report@nghannel or

15



measuring aneighbor cell.”ld. at 8:17. Nokia, thus, asserts thttere is disclosure of how the
processing means controls the receiver to engage in a priority act@ityaltes priority over
receiving the acknowledgement or negative agkedgementin these examples, the processing
means causes the receiver to engage in measurement activities, such as measalrgtigeagth,

which takes priority over receiving an ACK/NACK. (Dkt. No. 71 at 6 (citing Dkt. No-Z (Miller

Decl.) at 1 9).) Nokia contends that measuring signal quality, such as signal strength, was known
to persons of ordinary skill in the art at time of the invention, as evidenced badkgréund of

the invention Id. (citing Dkt. No. 71-1(Miller Decl.) at 119and’022 Patenat 2:531).)

As to the second function, Nokia contends thatdpecificatioflow chart of Figure &lso
provides detail as to how a UE may determine the acknowledgement or negative
acknowledgemen{Dkt. No. 67 at 18.) Nokia points to the page:

At block 312, it is seen that in the second dynamic resource allocation the Node B

included information by whiclthe UE will be able to determine the H-ARQ

ACK/NACK. At block 314 the UE determines from that information the H-ARQ

ACK/NACK for the data it sent at block 304. Block 316 lists two different types

of such information.

An example of the case where thE determinesthe H-ARQ ACK/NACK directly

from the second resource allocation is that the second resource allocation includes

a zerevaluedradio resource. The UE recognizes that as an ACKAn.example

of the case where the UE determines the H-ARQ ACK/NACK indirectly from the

second resource allocation is that the UE maps the index sequence of the second

allocation to the allocated resees, and one of the resources allocated to the UE

by that mapping is the PHICH (in the case of an ACK), in which case thendk tu

to it and receives the ACK. The UE recognizes that since it was engaged in a

priority activity at block 306 when the conventional ACK should have been sent

(but may not have been at block 308, the UE has no way of knowing) then this

ACK must relate to the data sent at block 204. . . . These examples are sasgdmari
at block 316.

(Id. at 8:938 (emphasis addedINokia contendghat the specificatioprovides a clear explanation

of an algorithm:
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The HARQ information in embodiments of this invention is to be conveyed by the

dynamic allocations on the PDCCkihere a negative acknowledgement is

indicated by a redundancy version (of the original NACK that the UE could not

receive) telling the UE that a retransmission is expected, while the positive

acknowledgement is indicated by allocating/granting resources for a redyndanc

version indicating a new transmission (of an ACK on the PHICH mapped by the

new PDCCH allocation).
'022 Patent5:8-17 (emphasis added). Nokia contends thgteeson of ordinary skill would
understand this to provide sufficient disclosure of how to determine a NACK. (Dkt. Na.771
(citing Dkt. No. 71-1(Miller Decl.) at § 20).

Huawei contends that both functions lack algorithms. Huawei contends that Fidoes
not disclose a stepy-step procedure to perfortie first function (“controlling at least the receiver
means . . . to engage in a priority actiuitat takes priority over receiving the acknowledgement
or negative acknowledgement’Bfluawei contends thdBlock 306 (which Nokia identifies as
performing the first functionjloes not even disclose a procedure for the UE to do anything at all:
at most, itdiscloses another entity “determin[ing] that a UE is engaged . . . inigityatttat is
priority over ACK/NACK.” (Dkt. No. 70 at 10 (quoting Block 306).) Huawei contends that this
disclosiredoesnot even fully restate the functidduawei contends thatven ifFigure3 indirectly
discloses the partial function of a “receiver means . . . engage[ingjriaraypactivity that takes
priority over receiver the acknowledgement or negative acknowledgemenih&mieigure3 nor
anywhere else in the patenscdoses an algorithm for how the processor means controls the
receiver means to accomplish that function, which is what is req(idedt 11.)Huawei contends
that the knowledge of one of ordinary skill in the art cannot be used to fill the gaps ahere

specification fails to disclose any corresponding structure, as is the cagédhécaing Function

MediaL.L.C., 708 F.3d 1310, 1319 (Fed. Cir. 2013)).)
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Huawei also contends that the specificafails to disclose an algorithm to accomplibke
second functionof the processing means (“determining the acknowledgement or negative
acknowledgement for the sent data from the received second dynamic resowatoafo
Huawei contends that Figure 3 albBk 314 merely shows thahe secondunction acurs, and
does not provide a stdprstep procedure as toWwdhat function is accomplishedd() As to the
languageat 89-38quoted above, Huawei contends the passage nmargdioys further functional
language and jtat most disclosesdetermining the acknowledgement and does not disclose
determining the negative acknowledgement. Specifically, Huawei points passage and notes
that passagkacks a referenceo negatve acknowledgement (or “NACK”) 4. at 12 (citing 022
Patent 8:938).)

Huawei did not provide argument on this term at the oral hearing. (Dkt. No. 82 at 6.)
Analysis

As to the first function, Block 306 of Figure 3 merely repeats the functiangubge of
the claim with the exception that ARQ communications arexplicitly called out Such
disclosurealone may not be sufficient to satisfy the requirement of providing an algorithm.
However, the specification provides more. Specifically, the specification psothideat the time
a HARQ ACK/NACK would be providedthe UE iscontrolledto engagen a priority activity
which is theUE measuring a channel or measuring a neighbordel. UE is controlled to do
nothing with regard taa H-ARQ ACK/NACK. '022 Patent 7:6:B:6. This conforms to the
background discussion pbtential conflicts between measurements related to handover-and H
ARQ communicationdd. at 2:5-36.

As to the second function, Block 3d4 Figure 3 merely repeats the functional language

of the claim, with the exception thatARQ communications arexplicitly called out. Such
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disclosure alone may not be sufficient to satisfy the requirement of providingyaurithach.
However, the specification provides more. Specificalig, specification indicatebat there may
be multiple ways determinations areade.A first approach for making determinations involves
the use of zerwalued resources for a direct determination: “[a]Jn example of the case where the
UE determines the ARQ ACK/NACK directly from the second resource allocation is that the
second resaue allocation includes a zewalued radio resource.” '022 Patent 81%. This
passage explicitly indicates ACK/NACK may be determined directly in thisnarariThe
specification then goes on to explain an example where therakred resource is useditalicate
an ACK. However, the passage begins with a clear referencddbdiaACK/NACK may be
determined in this mannefA second approach for making determinations involves an indirect
determination through the use of mapping: ri[ekample of the casehere the UE determines
the HARQ ACK/NACK indirectly from the second resource allocation is that.tBemaps the
index sequence of the second allocation to the allocated resourcesd. at 8:2427. The
specification continues with a more detailed digsion of the ACK determination, however, it is
clear that both ACK/NACK may be determined through an indirect deterarnattimappinghe
index sequence of the second allocation to the allocated resdeudd®rmore, this is reiterated
elsewhere in the specification:
The determining can be direct, as in receiving a-zatoed resource allocation; or
it may be indirect as in mapping the second dynamic resource allocation to the
second channel and receiving the acknowledgement on the second channel afte
that mapping.
'022 Patent 3:8-12.

At the oral hearing, the Court proposed citation to the passage 2 B8d®shown in the

construction adopted by the Court. Nokia agreed to the Court’s proposal below except sought the
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further addition of the passage’022 Patent 5:87 for the second function. Huawei maintained
its indefinite position, but if construed, did not object to inclusion of the passagelat. §Bkt.
No. 82 at 56.) The passage at 51F describeshow H-ARQ ACK/NACK information is
conveyed:

The HARQ information in embodiments of this invention is tacbeveyed by the

dynamic allocations on the PDCCH, where a negative acknowledgement is

indicated by a redundancy version (of the original NACK that the UE could not
receive) telling the UBhat a retransmission is expected, while the positive

acknowledgement is indicated by allocating/granting resources for a redyndanc
version indicating a new transmission (of an ACK on the PHICH mapped by the

new PDCCHallocation).

'022 Patent 5:8.7. This passage provides further guidance as to how the UE may perform the
claimed determining function by describing whiie UE detects tandicate a negative
acknowledgement or positive acknowledgement.

The Court construes“processing means configured tacontrol at least the receiver
means, during a time at which an acknowledgement or negative acknowledgemeat the
sent data is scheduled to be received on a second channel, to engage in a pyiagtivity that
takes priority over receiving the acknowledjemen or negative acknowledgement,” and
“processing means further configured to determine the acknowledgement or natye
acknowledgement for the sent data from the received sewb dynamic resource allocation”
to mean:

Function:
“controlling at least the receiver means, during a time at which an acknowledgement or
negative acknowledgement for the sent data is scheduled to be received on a secbadnel,

to engage in a priority activity that takes priority over receiving the acknowledgment or

negative aknowledgement”
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AND

“determining the acknowledgement or negative acknowledgement for the sent datrom
the received second dynamic resource allocation”

Structure: processor, memory, and/or associated software configured to perform

(1) the controlling function according to an algorithm in Figure 3 Block 306and the text at
7:67-8:6 to control user equipmentduring a time an H-ARQ acknowledgement or negative
acknowledgement is scheduled to be received, to measure a channel or measure
neighboring cell while the user equipment does nothing with regard to the ARQ
acknowledgement or negative acknowledgemenrand

(2) the detemining function according to an algorithm (a) in Figure 3 Block 314 andhe text
at 8:16-27 providing for directly determining the H-ARQ acknowledgement or negative
acknowledgementfrom the seconddynamic resource allocationby determining that the
seconddynamic resource allocation includes a zerwalued radio resource, (b) in Figure 3
Block 314 and the text at 8:16-27 providing for indirectly determining the H-ARQ
acknowledgement or negative acknowledgement from the second dynamicsoerce
allocation by mapping an index sequence of the secomdiynamic resourceallocation to the
allocated resources, or (c) in Figure 3 Bck 314 andthe text at 5:8-17 where a negative
acknowledgement is indicated by a redundancy version (of the original NACkhat the UE
could not receive) telling the UE that a retransmission is expected, while the pee
acknowledgement is indicated by allocating/granting resources for a redunday version
indicating a new transmission(of an ACK on the PHICH mapped by the new PDCCH

allocation); and equivalents thereof
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5. “[search/searching] a set of specific sequences . . . [continue/contindimgth a next root
sequence if necessary for filling the set”{87 Claims 1, 5)

Nokia’'s Proposed Construction Huawei’'s Proposed Construction
Plain and ordinary meaning Indefinite

Huawei contends that performing two operations on a set of sequences (“searching” and
“filling”) renders the term incomprehensible.

Positions of the Parties

Nokia points to the claim as a whole and states thatispeited language is clear:

1. A device comprising:
a searching unit configured search a set of specific sequences, comprising a

set of root sequences and cyclic shifts thereof, wherein the searching
unit is configured to start from a root sequence index indicating a root
sequence of ordered root sequences, include available cyclic shifts of
the root sequence, andntinue with a next root sequence if necessary
for filling the set, interpreting the ordered root sequences in a cyclic
manner.

787 Patent Claim 1 (emphasis addebpkia states that the specificatimalsoclear as to how
a UE would “seech a set of specific sequences:”

In EFUTRAN FDD (Frequency Division Duplex) system, 64 preamble sequences
are allocated for each cell. order to minimize system information, only a root
sequence index u0 and a cyclic shift increment Ncs and a mobility parameter are
broadcasted for UEs of a cell. The UEs form a complete set of 64 sequences by
determining available cyclic shifts of the seqoe uO and continuing from the
consecutive root sequences until the 64 sequences are collected.

787 Patent 1:282. Nokia states thahé specification also describes exdiments of the

“searching unit:”

Each of the devices 10, 20, 30 comprises a searching unit 12, 22, 32 which searches
specific sequences based on a root sequence index u0 indicating a root sequence of
ordered sequences, a cyclic shift increment of the root sequence Ncs andtg mobil
parameter “Mobility” from the ordered sequences.

The specific sequences searched by the searching unit 12, 22, 32 may comprise a
set of root sequences and cyclic shifts thereof. The searching unit 12, 22, 32 starts
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the search of suitable root sequences from a sequence indicated by the root

sequencendex u0, including consecutive root sequences if needed, interpreting the

order of the root sequences, i.e. the root sequence order, cyclic.
Id. at 5:1722, 5:5157.Nokia contends that this makes it cleaw a UE searches “a set of specific
sequences ... [continue/continuing] with a next root sequence if necessary for filling the set.”
(Dkt. No. 67 at 21.)

Huawei notes thathe language at issue involves two actions performed on a set of
sequences-“searching a [] set,” and “filling the set.” Huaweintends that the recitation of both
searching a set and filling the same set renders the claim incomprehensible smogetshus
unclear Huawei states that searching a set and filling aaitplainly mean different things, and
those plain meanings are supported by the surrounding claim language (Dkt. Nd370 at

Huawei contends that the only embodiment identifiedNokia’s brief would require
rewriting the claims to include multiple sets, but the claim as written recites thedrtteset is
both searched and filled, suggesting that there is some kind of ambiguous relati@tsieien
searching and filling.ld.). Huawei contends that (ff)e claims might require searching a set that
contains some root sequences and some cyclic shifts of those root sequences, dinpthies f
set with further available cyclic shifts of those rootusattes or (2bhe claims can be interpreted
differently, due to the ambiguity in searching aas® filling the same seid.

In reply, Nokia contends thatiuawei reads claims in a manrivorcedfrom the context
of the invention as described in the specification. Nokia contend$itlatei focusesnly on
certainpotrtions of the claims and ignordéise renainder of the intrinsic record. Nokia contends
that he passagat 1:2532, quoted above, makes clear as to how a UE could search a set of specific

sequences.
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As to Huawei's “alternative” interpretation of the asserted clairff®ne possible
explanation is that the claims require searching a set of root sequencesythatmag not contain
all cyclic shifts for those sequences, and then filling that set with ‘availajtét shifts the
searching unit did notrid already present in the '§etNokia contends that this is nakescribed
in the specificationnor is it a viable “alternative,” because it contradicts both the plain language
of the asserted claims and the description of the inventidkt. No. 71 at 8.) Nokia contends that
the notion that a set of root sequerfteay or may not contain all cydlishifts for those sequences”
makes no sensbecause root sequences are simply-thabt sequences from which cyclic shifts
are derivedNokia states that cyclic shifts of root sequences are the results of cydiuéting a
root sequence by some ingrent.(Id. at 89 (citing Dkt. No. 711 (Miller Decl.) at §{ 223 and
'787 Patentl:25-57)) Nokia states thathe root sequence itself does not “contain” the cyclic
shifts; rather, the cyclic shifts are created from the root seq&hcat 9(citing Dkt. No. 711
(Miller Decl.) at 11 223).) Nokia states that this is clear in the clainesniprising a set of root
sequences and cyclic shifts thereof ..” Nokia contends that because root sequences do not
“contain” cyclic shifts, a POSITA would nofind Dr. Laneman’s proposed “alternative”
reasonableNokia states thaa POSITA would understand from the claims and specification, that
the UE “forms a complete set of 64 sequences” by determining the available cytdiofshiroot
sequence using adic shift increment and a mobility parameter (Dkt. M@.at 9(citing '787
Patent 1:25-57 and Dkt. No. 71ddiller Decl.) at 1 2124).)
Analysis

The specification describes a process in which a set of preamble sequences (fibe exam
64 sequencésre allocated for each cell. '787 Patent 1284 A setof sequences is formed based

on using one or more root sequences and shift increroktitatroot sequence. '787 Patent 1:14-
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32,5:1722, 5:5157. A searching unit searches for the specific sequdrased on using an initial
root sequence and applying shifts. If additional sequences are needeke thexiadditional root
sequence and shifts are utilized, and saiotil the set is completely formeldl. Thus, a searching
unit searches for the ggences to be used and forms the set (for example the set of 64 sequences).
Seeid.

Huawei in essence argues that the use of “search a set” and “filling 'thie get claim,
may create some ambiguity if read in the abstract without referenaegpeffication. However,
claims must be read in context of the specificatind the claim itselPhillips, 415 F.3d at 1312
13. In context of the specificatiggassagesoted above, it is clear that the search unit searches for
a set of sequences and fills the set based on the search results. The claimprwrithes how the
searching unit does this: “start from a root sequence index indicating semqpance of orded
root sequences, include available cyclic shifts of the root sequence, and contimaen@sit root
sequence if necessary for filling the set, interpreting the ordered roa¢rs®s in a cyclic
manner. Having the benefit of the specification, thiscigar.

Huawei contends that the literal claim language requires searching angeséttand also
filling that same set. Alternatively, Huawei contends that the claim requiceslifferent sets.
However, the specification should be considered in asoentgihe meaning of the claim. At the
oral hearing, Huawei acknowledged that there is no description in the specificatsmafching
an existing set. (Dkt. No82 at 8-9.) Huawei also acknowledged that the claim language
substantially conforms to the usage in the passages of column 5 cited Seeaic.4t 1417.) To
the extent Huawei argues there is ambiguity in the literal language of the claispettification
removes such ambiguitit the oral hearing, the Court proposed the construction adbpted

and Nokia agreed to that constructidd. at8.)
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The Court construes “[search/searching] a set of specific sequences
[continue/continuing] with a next root sequence if necessary for fillinghte set” to mean
“searching for a set of specifisequences . . . [continue/continuing] with a next root sequence

if necessary for filling the set.”

6. “the ordered root sequences are obtained by ordering”{87 Claim 2)

Nokia’'s Proposed Construction Huawei’'s Proposed Construction
Plain and ordinary meary Indefinite

In the event not found indefinite:

the device obtains the ordered root sequences
by ordering ’c

“the ordered root sequences are obtained by dividing the sequences . . . and
ordering” ('787 PatentClaim 3)

Nokia’s Proposed Construction Huawei’'s Proposed Construction
Plain and ordinary meaning Indefinite

In the event not found indefinite:

the device obtains the ordered root sequences
by dividing the sequences . . . and orderingr

The parties disputehetherthe claims includenixed method and apparatus limitations,
rendeing the claims invalid unddPXL Holdings, L.L.C. v. Amazon.com, Ind30 F.3d 1377
(Fed. Cir. 2005).

Positions of the Parties

Nokia contends that the relevant inquiry unid®fL is “whether the claim leaves the reader
unclear whether infringement [ Joccurs when one creates a system that thkouwser to [practice

the claimed method step], or whether infringement occurs when the user actualiggpréne
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method step].(Dkt. No. 67 at 2324 (quotingCryptoPeak Sols., LLC v. Lowe’s Home Ctrs. |LLC
2016 WL 5430830, at *2 (quotin@XL Holdings 430 F.3d at 1384) (E.D. Tex. Sept. 29, 20)6)

Nokia contends that both limitations are directed to the manner in which the “ordered root
sequences” are configured in the searching unit of the device of cl8ipedifically, Nokia states
thatthese limitations are directed to the capability of the searching unit forraydsrquences
(i.e., the configuration of the searching unit), not a method performed by the searchi(igkini
No. 67 at 24.) Nokia contends that tleclear from claim 1, which requires a searching unit that
is configured to search a set of specific sequences by starting “from aerpanse index
indicating a root sequence of ordered root sequences” and including “availaldeshiftsi of the
root sequence” until the set is fille@87 Paten7:51-59.Nokia contends thatams 2and 3 add
an addtional limitation directed to how the ordered root semges of claim 1 are configured.
Nokia contends thahere is no confusion as to whether infringement occurs when one creates the
device according to claims 2 or 3, or whether infringement occurs whser actually uses the
device becausthe additional limitations of claims 2 and 3 are directed to capabilities as to how
the ordered root sequences are configured in the device.

Nokia contends thategcribing the “capabilities of [a] system” does nefate “uncertainty
about when infringement would ocewit plainly occurs when a system is created that can perform
the claimed functions.” (Dkt. No. 67 at 25 (quotiB§A Sys., LLC v.-&00+lowers.com, Ing.

940 F. Supp. 2d 433, 455 (E.D. Tex. 2013)).)

Nokia contends that because these limitations define the configuration of the dedice, a
do not require that the device perform a method or be used to perform a method, Huawei's
alternative constructions improperly add a limitation not found in the claims oificaan.

Specifically,Nokia contends that Huawei’s alternative constructions simply reword the @atns
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insert a limitation requiring “the device” to perform the orderiid.) Nokia contends that this
changes the claim from covering a device that is configured in a certain manner toeat ity
configures itself in a certain mann&tokia contends this is without any support in ifiginsic
record (Id.)

Huawei states that Nokieontests Huawei’'s secondary contentigthat “ordering” and
“dividing” are tied to the recitedevice. Huawei states thaiNokia is correct, thethat confirms
Huawei’s primary contentierthat the claims are mixed method and apparatus and are therefore
indefiniteunderlPXL. (Dkt. No. 70 at 5.) Huawei contends thatclaim cover®oth an apparatus
and a method to use that apparatus when it recites activities that can be perjoarpedsion(id.
at 1516citing IPXL andin re Katz Interactive CalProcessing Patent Litig639 F.3d 1303, 1318
(Fed. Cir. 2011) Huawei contends thahé problem with claims 2 and 3 is that the functionality
dividing and obtaining ordered root sequereesnot tied to the device recited in in@gplent
claim 1. Huawei contends that this means thatclaims may be read to improperkyver the
dividing or obtaining of the ordered root sequences performed by a person, since motheng i
claim expressly ties either the dividing or obtaining to the de(lideat 16) Huawei asserts that
theambiguity in who or what performs the functionality of dividing or obtaining is apparems in t
context of other functionalities that are recited in the claims, which aresstprtied to the
device—"the searching unit is configured to start from a root sequence index . . . includblavail
cyclic shifts . . . continue with a next root sequence . . . interpreting the ordered root sequences. . .
. (Id. (citing 787 Patent Claim 1).)

Huawei contends that if the claimeerely recite the capabilities of the device to divide and
order the sequences, Huawei's alternative constructions are corredirityotieand should be

adoptedHuawei contends that its alternative positions are sensible: Either the claensitEps
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performed by some person or system other than the claimed device, in which caseethey ar
indefinite, or they do not, in which case that should be clarified for the jury’s bdlkjitiuawei

states thata lay jury, unfamiliar with th&P XL line of casesmnay improperly understand the scope

of the claims to include method steps performed by some person or other system.dduntaneis

that itsalternative construction provides needed clarity by expressly attribténgdividing and
obtaining of ordered ai sequences to the claimed device.

In reply, Nokia contends thatuawei’'s alternative constructions are equally unavailing
because they improperly insert a limitation requiring “the device” to perfoenotdering. This
addition drastically changes the claim from covering a device that is configua@grtain manner
to a device that configures itself in a certain manNekia contends thauawei’s response fails
to explain why such a narrowing and circular construction is warranted. (Bk7.IN\at 10.)

Analysis

The holding inPXL was based on the concern that notice should be given to the public as
to whether infringement occurs when one creates a system or when the usky asés the
systemlIPXL, 430 F.3d at 1384. Claims in which mixed claiming has been found to be improper
create such confusionPXL, 430 F.3d at 1379, 1384 (the claim language included “and the user
uses the input means to either change.lrie Katz Interactive Call Processing Patent Litig.
639F.3d 1303, 1318 (Fed. Cir. 2011) (the claim language included “said certain of said individual
callers digitally enter data”}4-W Tech., L.C. v. Overstock.com, |n¢58 F.3d 1329, 1336 (Fed.

Cir. 2014) (the claim language included “wherein said user ey and “where said user
selects”).

The claim language at issue here does not create such confusion. As draftedmthe clai

provideclarity as to whennfringement occurs. Clain requires a searching unit configured to
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searcha set of specific sequerszecomprising a set of root sequences. Claims 2 and 3 describe
what type of root sequences the searching unit is configured to search fardomErsequences
obtained by ordering sequences in a particular manner (claim 2) or ordareelquences ohiteed
by dividing sequences in a particular manner (claim 3). It is clear that the cleentsrected
toward the device and its searching unit configured to search for speciienseg. The claims
do not recite or require a particular entity to perfolne ordering or dividing. Rather, the system
must just be configured to search for a set of sequences that haveanisdarly claimed
characteristics

The Court construesthe terms*“the ordered root sequences are obtained by ordering”
and “the ordered root sequences are obtained by dividing the sequences . . . and ordering”
to have their plain and ordinary meaning.

CONCLUSION

The Court adopts the constructions set forth in this opinion for the digputesl of the
patentsin-suit. The parties are ordered to not refer to each other’s claim construction positions i
the presence of the jury.ikewise, in the presence of the jury, the parties are edderrefrain
from mentioning any portion of this opinion, other than the actual definitions adopted by the
Court. The Court’s reasoning in this order binds the testimony of any witnessasyand
reference to the claim construction proceedings is lintdedforming the jury of theefinitions

adopted by the Court.

SIGNED this 24th day of May, 2017.

%SQM_L_

ROY S. PAWYNE
UNITED STATES MAGISTRATE JUDGE
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