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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

PLASTRONICS SOCKET PARTNERS,
LTD., PLASTRONICS H-PIN, LTD.,

Plaintiffs,
V. CIVIL ACTION NO. 2: 18CV-00014JRG

DONG WEON HWANG, HICON CO.,
LTD., HICON COMPANY,

Defendants.

w W W W W N W W W W

MEMORANDUM OPINION & ORDER

Before the Courare(1) DefendanDong Weon Hwang RenewedMotion for Judgment
as a Matter of Law (Dkt. No. 349)2) Plantiffs Plastronics Socket Partnetdd. (“Plastronics
Socket) and Plasbnics HPin Ltd’s (“Plastronics HPin") (collectively,”Plastronic¥) Renewed
Motion for JIMOL on Defendants’ Royalty Counterclaim or Alternatively, Motion for Neal T
(Subject to Remittitur) (Dkt. No. 353); an8)Plastronics’ Verified Motion to Amend Judgement
or for NewTrial (Dkt. No. 351) Forthereasons set forth herein, the Court is of the opinion that
each of these motions should be and hereDENIED .

Also before the Cousrre(1) Plagronics’ Motion for Attorneys’ Fees (Dkt. No. 358nd
(2) DefendantHiCon Ca Ltd. (‘HiCon Ltd") andHiCon Company’gthe “DBA”) Motion for
Attorneys’ Fees Under 35 U.S.C. § 285 (Dkt. No. 350) thereasons set forth herein, the Court
is of the opinion that both of these motions should be and herEBisN$ED .

Also beforethe Court are (1PDefendantdvir. Hwang, HiCon Ltd, and the DB# Motion

for Bill of Costs (Dkt. No. 354)and(2) Plastronics’ Motion for Bill of Cets (Dkt. No. 356)For
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the reasons set forth herein, the Court is of the opinion that Defendaoiten shoull be and
hereby iSGRANTED while Plastronicsmotion should be and herebyDENIED .

Finally, beforethe Court is Plastronics’ Motion to Compel Payment of Unpaid Expenses
in Connection with Defendants’ Deposition of Plaintiff's Expert Witness Wonhd. ©kt. No.
352). For the reasons set forth herein, the Court is of the opinion that this motion shand be
hereby iISGRANTED-IN-PART and DENIED-IN-PART insofar as Plastronids entitled to
some but not all of its requested expenses.

l. Factual Background

In the Fall of 2005, Mr. Hwang entered into two agreements with the successor entity of
Plastronics(PX16 (the“Assignment Agreement); PX30 (th&oyalty Agreement) Generally
speakingthe Assignment Agreemerassigne®0% of Mr. Hwangs interest in hisnvention for
H-pin contacts to Plastronics. (PX16.) The Royalty AgreenodligatedPlastronicsto pay a
royalty toMr. Hwangfor H-pins and corresponding sockets sold using the inventi®30.) It
also obligated Mr. Hwang to pay a royalty to Plastreifidr. Hwang was'paid [royalties on the
invention] by a third party or “work[ed directly for another entitythat practiced the invention
(Id.) Both the Royalty and Assignment Agreements required both parties to obtain theiparmiss
of the other baire licensing the inventiofPX16; PX30. The parties disputidhe exacicontours
of these obligations, particularly whether thRoyalty or Assignment Agreement covered Mr.
Hwangs Korean patent on the invention and whether the agreements required dicensin
permission and the payment of royalties if the invention prasticedby an entity controlledby

Mr. Hwang, such as HiCon Ltd.

1 The Court previously granted summary judgment that Mr. HigaRBA is indistinguishable
from him and enjoys the same rightdrgely practie the invention as Mr. Hwands€eDkt. No.
287 at 3.)



Althougheach plaintiff and each defendant did not joint in every claim or motion urged by
their respective side, because ithmterests do not diverge, the Court refdo them as
“Plastronicsand “Defendantsrespectively.

Plastronicsbrought suit against Defendardfieging patent ifiringement, breach of the
Royalty and Assignment Agreement$ortious inteference, and v#aus derivative claims
stemming from HiCon Ltds practice of the invention covered by the Royalty and Assignment
Agreements.$eeDkt. No.65.) Defendantounteclaimed deging thatPlastronics hadreached
the Royalty and Assignment Agreents? (Dkt. No. 84.)

This case was tried to a jury, which returned a verdict finding that each side prevede
single claim breach of the Royalty Agreement. These poat-motions followed.

Il. Defendants’Renewed Motion for Judgnent as a Matter of Law(Dkt. No. 349)

Defendantgargue that there was not sufficient evidence from which the jury could conclude
that Mr. Hwang breached tiRoyalty Agreement by licensing his Korean patent to HiCon T&d.
the contrary, the Court finds substantial eviceefrom which thgury could have concluded that
the Royalty Agreementl) coveredthe Korean patent an@) coveredicenses granted tthird
partieslike HiCon Ltd.

A. Legal Standard

“Judgment as a matter of law is proper when ‘a reasonable jury would not have a legally
sufficient evidentary basigo find for the party on that issueAbraham v. Alpha Chi Omeg@08
F.3d 614, 620 (5th Cir. 2013) (quoting Fed. R. Civ. P. 50(a)). Thenmawuing party must identify
“substantial evidence” to support its positiom&IP, Inc. v. AT&T Corp.527 F. Supp2d 561,

569 (E.D. Tex. 2007). “Substantial evidence is more than a mere scintilla. It meandesianfit re

2 Defendants also broughtiaims for pateninfringement, whichwere dismissed before trigBee
Dkt. Nos. 140, 183.)



evidence as a reasonable mind might accept as adequate to support a conElutitin.& Co.
v. Aradigm Corp.376 F.3d 1352, 1363 (Fed. Cir. 200

“The Fifth Circuit views all evidence in a light most favorable to the verdict alid w
reverse a jury’s verdict only if the evidence points so overwhelmingly in favor of one Ipairty t
reasonable jurors could not arrive at any contrary osiamh.” Core Wireless Licensing S.A.R.L.
v. LG Elecs., In¢.880 F.3d 1356, 1361 (Fed. Cir. 2018) (citBagby Elevator Co. v. Schindler
Elevator Corp, 609 F.3d 768, 773 (5th Cir. 2010)). A court must “resolve all conflicting evidence
in favor of [the vedict] and refrain from weighing the evidence or making credibility
determinations.Gomez v. St. Jude Med. Daig Div. 42 F.3d 919, 937-38 (5th Cir. 2006).

B. The Jury’s Charge ard Verdict

In interpreting théRoyalty Agreement, the Coudund severalmbiguities. SeeDkt. No.
295 at 1313.) “When a contraccontains an ambiguity. . the interpretation of the instrument
becomes a fact issueCorker v.Corker, 650 S.W.2d 391, 394 (Tex. 1983herefore the Court
tasked the jury witkdetermining, as &actual matter(1) “whethertheterm‘H-Pin Projectincludes
any rights and interests in the Korean pdteantd (2)'whether the term'shird party and ‘another
entity mean any entity that it a party to the Royalty Agreement oratler they werentended
to exclude entities controlled by the partieshi® agreement, such as HiCon Limitedkt. No.
345 at 54:2-3, 11-15.)

The parties do not dispute that the jgryerdictindicates that the jury foundr. Hwang
breachedhe Royalty Agreement bylicensing the Korean patent to HiCordL{Dkt. No. 349 at
2-5; Dkt. No. 367 at 2.)Thus, the verdict indicates that the jury found the t&#Pin Project
did include the Korean patent and the tefthéd party and “anotheentity’ did include HiCon
Ltd. The Coutt determineghat theseconclsionsare supported by substantial evideraed that

breach of th&koyalty Agreement in this manner is not barred by the statute of limitations.
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C. There was sufficient evidence for the jury to concludehat the Royalty
Agreement required Plastronics permission to license the invention to
HiCon Ltd.

Defendants first argue that there is no substantial evidence from which the jury could
conclude that “the terms ‘third party’ and ‘another party’ as used in the RoyaltgAgnt were
intended to exclude entities controlled by the parties to the agreement such as HiC@DKttd.”
No. 349 at 8.) The Court disagrees.

As Plastronics notes, Section 5 of the Royalty Agreement states that neitliicpart
granta license for th patents covering the -Rin Project’ withouepproval from the other party.”
(PX30.2; Dkt. No. 367 at 3.) David Pfaff, CEO of Plastronics, who negotiated the agredthent
Mr. Hwang, testified that his understanding of the contract was that it barred Mr. Hwamg f
licensing to HiCon Ltd. without Bktronicspermission. (Dkt. No. 340 at 168:6-13.)

Defendants argue that Mr. Pfaff’s testimony should be discounted becausd-$&\aah.

This is not an argument that the Court will etgtie on a Rule 50(b) motion. Plastronics correctly
notes that[i] n deciding a Rule 50(b) motion, the Court must be carefidreawv all reasonable
inferences in the light most favorable to the verdamd to not substitute its own inferences for
thosemade by the jury (Dkt. No. 367 at 3 (citinde.E.O.C. v. Boh Bs. Const. Cq.731 F.3d

444, 451 (5th Cir. 2013)).) The question before this Court is not whether the jury should have
believed contrary evidence, but whether there is substantial evideswgepiart the jury’s verdict.

Mr. Pfaff's testimony forms partfahe body of evidence that the jury was free to credit if they so
chose.

The jury also heard testimony that Mr. Hwang repeatedly asked for Plastramssit to
license the invention to HiCon Ltd., which he did not receive. (Dkt. No. 340 at HI®]1146:13—
147:6.) This testimony was supported by emails between Mr. Hwang and Mr. Pfaff wherein M

Hwang expressed a belief that he needed Plastronics’ consent to sell products iteth&ides
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through HiCon Ltd(E.g, DX198; Dkt. No. 340 at 147:3148:24.)Mr. Hwang himself testified
that he asked for consent to license the U.S. patent because he was “not allowed to dmssé othe
under the agreement. (Dkt. No. 341 at 64:12—-65:21; PX75.)

The jury thus hd substantial evidence, in the form of testimémom both parties to the
contract, that each side understood the contract to require Mr. Hwang to get permasion fr
Plastronics to license the invention to HiCon Ltd. The jury was freesttit¢his testnony and
evidence, even in the face of evidetzé¢he contrary.

D. There was sufficient evidence for the jury to conclude that the Royalty

Agreement required Plastronics’ permission to license the inventiom
South Korea.

Defendants also argue that ther@swot substantial evidence for the jury to conclude that
“the term ‘H-Pin Project’ as used in the Royalty Agreement includes any rights and interest in t
Korean Patent.” (Dkt. No. 349 at 8.) The Court disagrees on this point as well.

As Plastronics notes, the language of they&tty Agreement itself provides support for
interpreting the contract to include the Korean patent as part GfitRen Project’ (Dkt. No. 367
at3.) Indeed, heRoyalty Agreemendefines théH- Pin Project as“an invention in South Koréa
that was'patented . . . on October 6th, 20042 X30.1) It is not until the nexsentenceha any
exclusions to the invention in Korea are spelled out. In that provision, the teRm‘fPtoject is
not used, and thexelusion is to the assignment of the invention, not any licensing or royalty
provisions. [d.) Thus, the plain language of the contract evinces an intent to include the Korean
patent in the “H-Pin Project.

Such an interpretation is not unreasonable, as thet @opiicitly found in determining
that the ternfH- Pin Project was ambiguous.SeeDkt. No. 295 at 13.pefendants make much
of the magistrate judge criticisms of Plastronics proposed interpretation in the Report and

Recommendation adopted by the Co(kt. No. 349 at 1213.)However, regardless of whether
6



“[t]he Court finds it unlikely that the parties intended to grant Plastronics’ rights iKRi-{hia
project that were greater than its rights to the patents themselhesdeterminatiomvas resered
for the jury, not the Court. (Dkt. No. 295 at 11.) Excluding the Korean patent froast#ignment
of the inventiorwhile still including it in the licensand royalty provisions is not withouebefit
to Mr. Hwang. Foexamplesuch an arrangemeeanirely foreclosedlastronicsability to practice
the invention irbouthKorea, even if itequiredMr. Hwang to pay royalties to Plastronics in certain
circumstance$or use of the invention in SouKorea It wasnot unreasonable, under this record,
for the juryto conclude that this asthe balance the parties intended to strike in their agreemen

The jurys conclusion is further supported by the testimony of Mr. Pfaff, who explained
thatunder the Royalty and Assignment Agreements, Mr. Hwang retained full ownership of the
“patent inKored but does not have the authority to licerthat patent withouPlastronics
permission pursuant to the Royalty Agreement. (Dkt. No. 340 at 1&89%.) Defendants
criticize Mr. Pfaffs testimony as selfserving,” but againsuch credibility determinatits were
for thejury to decide, not the CouseeGomez 442 F.3dat 937-38 ¢ommanding trial courts to
“resolve all conflicting evidence in favor of [the verdict] aredrain from weighing the evidence
or making credibility determinatioh)s

The Court properly instructed the jury that theyayproperly determine that the testimony
of a single witness isufficient to prove any fact, evéina greater number afitnesses may have
testified to the contrary, if afteronsidering all of the testimony and evidence you belibat
single witness.(Dkt. No. 345 at 31:183.)The authorities offered by Defendants to the contrary
are inapposite.SeeDkt. No. 349 at 9 n.27Yinewood Capital.LC v. Dar AFMaal Allslami
TrustandVais Arms, Inc. wWais both elateto whether‘a partys uncorrobrated sekserving

testimony was sufficient td prevent summaryudgment.”Vinewood 541 F. Aop’x 443, 447 %th



Cir. 2013);see alsovais Arms 383 F.3d 287, 294 (5th Cir. 2004either case considere¢de
appropriateevidentiary stadard to overturn a jutg verdict. Conmaco/Rector L.P. v. L & A
Contracting Co.considered whethérselfserving, uncorroborated testimdnyas sufficient to
imply a term missing from a contrdcs a matter dfLouisiana law, not whethérwas sufficiem
to interpretan express term as a matter of Texas Idw. CIV.A. 12-2337, 2014 WL 1796651, at
*13 & n.6 (E.D. La. May 6, 2014).

Moreover, even if these cases were on point, Mr. Bftgstimony is nduncorroborated.”
As the Courhasalready notedMr. Pfaff s testimony is supported by a reasonable interpretation
of the plain language @n admitted exhibithe Royalty Agreement. (PX30.) Thesgetherare
substantial evidendbat supporthe jury’s verdict.

E. The statute of limitations does not bar Plasonics’ claim for breach of
the Royalty Agreement.

Defendants also argue that Plastronics claim for breach of the Royalty Agresasent
barred by thestatuteof limitations. (Dkt. No. 349 at-8.) To the contrary, the Court properly
instructed the jury tht it could awad “damages for failure to make periodic royalty payments”
under the royalty Agreement “where such periodic payment was called for andedulaatiary
the 19th, 2014.” (Dkt. No. 345 at 59:1%.) The Court finds that the jury’s verdict ¢ormed
with thisinstruction and was supported by substantial evidence.

As part oftheir argument, Defendants state that “[tlhe Court granted summary judgment
on Plastronics’ unpaidoyalties thery because Plastronics failed to present evidence that Mr.
Hwang received gnroyalties, much less that he owed any such royalties to Plastronics.” (Dkt.
No. 349 at 6 (citing Dkt. No. 287 at 2).) The Court did grant summary judgment astteeanyy

of breach of the Royalty Agreement as to Section 4, requiring Mr. Hwang to split any royalties



paid to him with Plastronics, becauBkastronics hadnot shown that any payment constituting a
royalty was ever paid to Hwang.” (Dkt. No. 28717.)

However, the Cout did not grant summary judgment étastronicstheory hat Mr.
Hwang breached the Royalty Agreementraproperly“licensing the invention . to HiCon Ltd.
without obtaining the consent of Plastrofiigs violation of Section 5 of the Royalty Agreement.
(Dkt. No. 65 11 85, 93.) Nor did the Court decmdeether sucla breachof Section 5vould itself
give rise to a duty to pay royalties. The jury, considering these questions, clearyethtivem
in the affirmative.

The Court instructed the jury that it could award “damages for failure to make periodi
roydty payments” underhe royalty Agreement “where such periodic payment was called for and
due after January the 19th, 2014.” (Dkt. No. a459:13-16.) This instruction was consistent with
Texas law: “if the terms of an agreement call for periodic paysnduating the course of the
contract, a cause of action for such payments may arise at the end of each p@a.V. Samson
Lone Star, LP457 S.W.3d 52, 68 (Tex. 2015) (quotimgermedics, Inc. v. Gragy83 S.W. 2d
842, 845 (Tex. App.—Houston [1st$di] 1984, writ ref'd n.r.e.)).

Section 5 of the Royalty Agreement requires Mr. Hwang to obtain Plastronics consent
before licensing the invention. (PX30.2.) Section 4 explains the appropriate royaltybatpaid
in the event such a license is gran{@&XK30.1.) It follows thaPlastonics would at least be entitled
to the amount of royalties that would be due under Section 4 had Mr. Hwang complied with his
obligations under Section 5 by receiving Plastréniosmisent. “Accordingly, if [Mr. Hwangglid
indeed breachthen[Plastronics]is entitledto damages for royalties owed within four years of

filing suit. This accords with the nature of damages: provitugf compensation for the loss or



damage actually sustain&dHooks 457 S.W.3d at 68 (quotirigfiewart vBasey245 S.W.2d 484,
486 (Tex. 1952)).

Defendants argue correctly that Plastrosicaght lost profits damages and not damages
calculated based upon unpaid royalties. Howeefendantselicited evidence of what
appropriate royalty payme&nwoudd be have been under the Royaltgréementthrough the
testimony of Dr.JamesWoods. (Dkt. No. 344 at 55:58:6.) Moreover, the Court properly
instructed the jury that could award damages for unpaid royalties that were due and payable
during the limitations period. The Court has no reasoretie\ye that the jury disregded this
instruction and returned a verdict of anything other than the amount of periodic payments it found
were due during the limitations period.

For the reasons set forth herein, the Court concludes that Defendié@ts'aj No Breach
of Contract should be denied.

II. Plastronics’ Renewed Motion for JMOL on Defendants’ Royalty
Counterclaim (Dkt. No. 353)

In its Rule 50(b) motion, Plastronics argues that “the jury’s award of $1,361,860 on
Hwang’scounterclaim founpaid royalty against PlastronicsRh was unsupported by any record
evidenceand was instead impermissibly based primarily upon sales of sockets made by the
separate corporate entity, Plastronics Sockets, despite the allocatiorh diability solely to
Plastronic§H-Pin] in the divisive merger plan(Dkt. No. 353 at 5.Yhis argument is a repeatt
the argument Plastronics made in its Motion for Summary Judgment Regarding Statute of
Limitations and Damages, which the Caappropriatelydenied (Dkt. No. 201 at 1415; Dkt. No.

281 at 1213; Dkt. No. 316.) For the reas® set forth in the magistie’s Report and
Recommendation, adopted by the Court, the Court rejectsatimeargument again. (Dkt. No. 281

at 12-13.)
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V. Plastronics’ Motion to Amend Judgment(Dkt. No. 351)

In its Motion to Amend Judgment, Plastronics asks the court to withdraw its previous grant
of “no-evidence summary judgment in favor of Defendants with regard to unpaid royalties,” which
the Court allegedly granted on the basis that Plaisschad “not provided any evidence that
Hwang has been paid a royalty by HiCon Co., Ltd. or any other party.” (Dkt. No. 354 at 3
(quoting Dkt. No. 287 at 1d.7).) Plastronics asserts that new evidence was adduced at trial
through the testimony of Mr. Hwang “that HiCon Ltd. had in fact been paying him a royalty in
exchange for the utilizain of the Korean Patent.” (Dkt. No. 351 atsée alsdDkt. No. 342 at
72:1-73:9.) AccordinglyPlastronics asks the Courtwoethdraw its grant of summary judgment
andallow Plastronics to proceed trial onits “claim against Mr. Hwang for bread the Royalty
Agreement.” Dkt. No. 351 at 12.)

“[T]o succeed on a motion for relief from judgment based on newly discovered evidence,
[Fifth Circuit] law provides that a movant must demonstrétethat it exercised due diligence in
obtaining the information; and (2) that the evideiscmaterial and controlling and clearly would
have produced a different result if present before the original judgnitegling v. CSX Transp.

396 F.3d 632, 639 (5th Cir. 2005). The Court finds that Plastronics’ motion fails on both points.

Plastromcs complairs about its inability to proceed taal on a claim for violation of
Section 4 of the Royalty Agreement for failure to split royalties paid by HiCon Ltd. with
Plastronics. HoweveRlastronics proaaled to triabn a “claim agest Mr. Hwang for breach of
the Royalty Agreement” (Dkt. No. 351 at 1@} licensing the invention to HiCon Ltd. in the first
instance in violation of Section 5.88troncs obtained a $622,606.00 verdict on that claim (Dkt.
No. 337 at 10, 12). Plastronics does not explain how Mr. Hwang’s testimony (which thegrdy he
would have yiaeled a differenor larger verdict if adduced prior to the filing of summary judgment

motions. Thus, Plastronics has not explained how obtaining Mr. Hwang'’s testimony prior to trial
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“clearly would have produced a different result if present before the original grddrdesling
396 F.3d at 639.

Even if such evidence would have yielded a different tefibastronics has not
demonstrated “that it exercised due diligence in obtaining the informaltbiWhile Plastronics
makes much of the fact that Defendants did not identify the Kdreamsein responsdo its
interrogatory requests until the very end of fact discovenjidbesewas already in the production
given to Plastronics. Moreover, nothing prevented Plastronics from asking Mr. Hwargy at hi
deposition the samguestions it asked i at trial orfrom seeking to relepose Mr. Hwang if it
truly believed it did not have all relevant documents at the time of his depokitiGuch request
appears to have been made.

For these reasons, the Court concludes that the Motion to Amend Judgment should be
denied.

V. Plastronics’ Motion for Attorneys’ Fees(Dkt. No. 355)

Plastronics asserts that it is entitled to mandatory attorneys’ fees underrG&pftahe
Texas Civil Practice and Remedies Code because it succeeded on its claim for breaithadf con
as to the Roglty Agreement(Dkt. No. 355 at 1 (citing Tex. Cirac. & Rem. Cae § 38001(8).)
Defendants rgmnd that attorneys’ fees under Chapter 38 are only mandatory if Plastronics proves
that it presented it claim to Defendants, and Plastronics has notal@b&ts No. 360 at qciting
Tex. Civ. Prac. & Rem. Code § 38.002).) The Court agrees with Defendants.

A. Defendantswaived their right to attorneys’ fees by not attempting to
prove presentment at trial.

“The claimant bears the burden of pleading and proving that he made presentment of the
claim to the oppsing party. Tex. Black Iron, Inc. v. Arawak Energy Int'l Lt&66 S.W.3d 801,

824 (Tex. App—Houston [14th Dist.] 2018, pet. denied) (citiktlis v. Wddrop, 656 S.W.2d
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902, 905 (Tex. 1983)Gibson v. Cuellar440 S.W.3d 150, 157 (Tex. App.—Houston [14th Dist.]
2013, no pet)) “Generally, presentment is an issue of fadek. Black566 S.W.3d at 824. The
trier-of-fact in this case was the juryhe Texas Supreme Court has explained that such factual
guestions can be taken away from the jury onlynmited circumstances:
[E]ven though the evidendef attorneys’ feesmight be uncontradicted, if it is
unreasonable, incredible, or its belief is questionable, then such evidence would
only raise a facissue to be determined by the trier of fact. Ineoifdr the court to
award an amount of attorneykees as a matter of law, the evidence from an
interested witness must not be contradicted by any other witness or attendant

circumstances and the same mhst clear, direct and positive, and free from
contradiction, inaccuracies and circumstances tending tasaapicion thereon.

Ragsdale v. Progressive Voters Leadg®@l S.W.2d 880, 882 (Tex. 1990).

The Court does not find such circumstances have beenmibis instance. The parties
hotly dispute whethepresentment was made to Mr. Hwang, and the evidence proffered by
Plastronics is far from the “clear, direct and positive” proof that would alhewCrurt to act in
place of the jury. Moreover, this cabas already been triednd the evidencPlastronics now
seeks to proffer was never presented to the figgRagsdale801 S.W.2d at 881 (noting that the
“[ulncontroverted evidence” of attorneys’ fees “was preseatedal” (emphasis added)).

Plastronicsfailed because idid not attempt to meet its bueth of demonstrating
presentment, as a faet issueat trialand has not presented the type of clear and unimpeachable
evidence to the Court that might allow the Court to excuse this oversight. For Hus edane
Defendants’ motion should be denied.

B. Alternatively, Defendants waived their right to attorneys’ fees by
failing to argue presentment in theirinitial motion.

Moreover, even if the Court could, consistent with Texas law, decide this issuewaéts
not presented to the jury, Defendants alsaved the issudy makingno attempt to establish or

prove presentment in their initial motion for attorneys’ fees. Rather, Defendmad eaidence
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and argument regardingesentmentor the first time in their reply brief. The law ofdhFifth

Circuit is clear: Arguments raised for the first time in a reply brief are waivBikon v. Toyota

Motor Credit Corp, 794 F.3d 507, 508 (2015ee also Dugger v. Stephen F. Austaté&SUniv,

232 F. Supp. 3d 938, 957 (E.D. Tex. 2017) (Bryson, J.) (collecting cases demonstrating that “courts
disregard new evidence or argument offered for the first time in the reply)bHaking failed to

offer any evidence of presentment untilrigply brief the Court finds that Defendants’ argument

is waived.

C. Defendants evidence proffered for the first ti me in their reply brief,
does not establish presentment.

Finally, even if Defendants had not waived their argument by failing to offer evidence at
trial before the jury and even iliey had not waived their argument by failing to offer evidence
along with their initial motion, the evidence that Defendants did finally offer in teply brief is
not sufficient to establish presentment.

“The term pres@tment, as applied in section 38.002, is not defined in the Code; however,
[the Texas Suprem€ourt] has construed the word to mean simply a demand or request for
payment or performance, whether written or 6r&libson v. Cuellar440 S.W.3d 150, 157 (Tex.
App.—Houston [14th Dist.] 2013, no pet.) (citiripnes v. Kelley614 S.W.2d 95, 100 (Tex.
1981)). “No particular form of presentment is requirdd.”(citing Jones 614 S.W.2d at 100).
“However, merely filing suit for a breach of contract, by itself, does not aatespitesentmerit.
Genender v. USAt&e Fixtures, LLC 451 S.W.3d 916, 924 (Tex. AppHouston [14th Dist.]
2014, no pet.) (citingduff v. Fid. Union Life Ins. Cp312 S.W.2d 493, 500 (Tex. 1958)).

The Royalty Agreement has two primary obligations that have been made the subject of
this sut. Section 5 of the agreement prohibits either party from licensing thé&itHProject’

without approval from the other party.” (PX30.2.) Section 4 of the agreement requirdsviirg
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to “split. . . 506/50%" with Plastronicany patent royiies “paidby a third party” or to pay 1.5%

of “gross sales of patented products” sold by “another entity” for which Mr. “Hwang works
directly.” (PX30.1.) Thus, any presentment made by Defendants would have toed&et of a
demand for payment or performance regarding Mr. Hwang’s (1) promise not tcelicei()
promise to pay royaltiesSeeDkt. Nos. 3772-6.) Defendants offer five pieces of evidence
Exhibits A-E of their reply brief, whiclthey claim demonsate presentment of theitaims. None
meet these requiremeritsesablish presentment.

Exhibit A is, by its own terms, a Cease and Desist Letter pertaining to, among atgsy thi
the Royalty Agreement. (Dkt. No. 3-Z7at 1). As its name suggests, the Cease and Desist Letter
is not a demand letter. The letter does not demamtbrpgance or payment related to either
promise in the contract. Rather, it demands that Mr. Hwang and his affiliates “CEARE A
DESIST” manufacturing, using, or selling “any products or items containing all or any portion of
the Technology” made the subject of the Royalty and Assignment Agreefieras2.) The letter
also demands that Mr. Hwang turn over certain information that would help Plastroeitaiasc
the extent of any breach of the Royalty and Assignment Agreemkhtat 8.) None of these
demands are a demand to perform Mr. Hwampgtsnises not to license and to pay royalties or
demands for payment in lieu thereof.

Exhibit B is a followon letter to Exhibit A. (Dkt. No. 373 at 1.) In thé letter, Plastronics
requests that Defendants “please send the documentation requested in” Exhibittiat‘s
[Defendants] may ascertain the correct amount owed to Plastronics by Mr. Hwdngt"2.) A
request to send information so that Defendantsasaartain the correct amount to demand under
the ontract is not a demand for performance or payment under the contract. Extuobg Bequest

performance of “the accounting provision[] of the Assignment Agreeméi,Plastronics
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prevailed only on & claim for breach of the Royalty Agreemérftd.) Moreover, as the Texas
14th Court of Appeals recently noted, the Court is unaware of “any authority supporting that
evidence showing presentment of only a portion of a party’s contract claim conclvgly
establishes the presentment prerequisitatimrney’s fees on the party’s whole contract claim
Tex. Black566 S.W.3d at 824.

Exhibit B also offers a “propos|al]’ to “amend[] the Assignment Agreement and the
Roydty Agreement to clarify and acrately reflect some terms.” (Dkt. No. 387at 2.)An offer
to amend a contract is not a demand of payment or performance under that contract.

Similarly, Exhibit C is a proposed settlement agreement that includes as its Sisinsivie
provision that [tjhe Parties agree to fully rescind in full eaditlee Royalty Agreement and the
Assignment Agreement.” (Dkt. No. 3479 2.1, at 2.) Again, an offer to rescind the contract is not
a demand for payment or performance under the contract.

Finally, Exhibits D and Eand the attorney declaration attachethtreply brief all make
references to settlement or mediation discussibart do not offer any concrete proposalterms
(Dkt. No. 3771 11 9, 1312; Dkt. Nos. 377%-5—-6) Even if these exhibits contahea concrete
settlement offe~andthey do not—an offerto settle a claim for breach of contract is not, in the
abstract, a demand for payment or performance under the contract. To theyciinsran offer
to compromise such a demand.

In sum, even if the Qurt were to reach the merits of this issue, Dedaisl have not

established that they made a demand for payment or performance under the cofitiact sof

3 Exhibit B purports to demand performance under “the accounting provision[] . €. Rbifalty
Agreement” as well. (Dkt. No. 337-3 at 2.) However, no such provision exéstaP?X30.)
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demonstrate presentment. Thus, Defendants havaetdhe regirements of Chapter 38 and are
not entitled to an award of attorneys’ fees thereund

VI. Defendants Motion for Attorneys’ Fees Under 35 U.S.C. § 285 (Dkt. No. 350)

Defendants seek attorneys’ fees from Plastronics arguing that this case wa®mxicept
under section 285 of the Patent A@kt. No. 350.) However, the Court does not agree that this
case was exceptional.

As an initial matter, PlastronicegnopposedViotion for Leave to Exceelthe Page Limits
(Dkt. No. 365) which requests leave to exceed the page Imiisiresponse to Defdants Motion
for Attorney Feedunder 35 U.S.C. § 285, i&SRANTED. The Courtthereforeconsidershis
briefing in full in reading its decision.

“The court in exceptional cases may award reasonable attorney fees to the prevailing
party.” 35 U.S.C. § 285%An “exceptional’ case is simply one that stanout from others with
respect to the substantive strength of a party’s litigating position (considering both thargpver
law and the facts of the case) or the unreasonable manner in which the casgated.Octane
Fitness, LLC v. Icon Health & Fitness, In&72 U.S. 545, 554 (2014). “District courts may
determine whether a casge ‘exceptional’ in the casby-case exercise of their discretion,
considering the totality of the circumstancdd.”at 551.

Defendants primarily argue that Plastronics litigated taggdn an unreasonable manner
by proceeding to trial on unsupporteldims and failing to present evidence of certain claims at
trial. (Dkt. No. 350 at 310.) The Courtfinds that this casevas exceptionain its complexity
compared to a typical patent trizhough not necessarily in the wtys complicated case \8a
tried. The many patent and nopatent issues presented to this jngcessitateé 2kquestion
verdict form whereas thi€ourt typicallyutilizes much less extensiverdict forns inthe majority

of patent casegSeeDkt. No. 337.)With this in mind, the Court does not find that the manner in
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which this case was litigated “exceptional” under section 285. The @opasesdefinedtime

limits on parties for the very purpose of streamlining the issues presented to th&bgent a
showing of intentional gamesmansloipinequitable conduct, will not fault a party for electing
to forgo presentingvidence on certain issuss as to focus on the igsuit finds most important.

Moreover, Defendants aret without fault in allowing certain meritless claims asserted
by Plastronics to proceeshchallenged ujp the eve of trial and beyond. For example, Defendants
fault Plastronics for “pursu[ml fictional claims” such as conspiracy to commit pate
infringement This was doneéespite the fact that Defendants “repeatedly objected ttréHas’
pursuit of this claim, citing binding legal authority, including in the Proposed Joint Jury
Instructions submittedsapart of the Proposed Pretr@aider and in a trial brief requested by the
Court.” (Dkt. No. 350 at 9.) What Defendants did noigifile a Rule 12 motion challenging this
claim. Thatwould have been the appropriate mechanism to raise to both Plastrmhtbe Court’s
attention, well in advance of triahat Plastronics had failed to state a claim. Fed. R. Civ. P.
12(b)(6). It isdifficult for the Court to fault Defendants for proceeding with claims thaewet
challenged at the Rule 12 or Rule 5&8g«.

Parties who believe a claim itally flawed, legally or factually should seekan
appropriate judgemeifitom the Court under theederalRule of Civil Procedurel2 or 56 They
may not, in lieu of this, lay behind the Idigroughout the triabnd therexpect attorneys’ fees
under section 285 for having to defeaghinstsuch unchallenged claims.

Defendants also accuse Plastronics of unreasonable conduct by rpakitigggation
demandsdr royalty paymentshat Defendants believe are estopped by this litiga{iokt. No.

350 at 1+12.)Reasonale or not, a party’s positigation condwt is notoverly probative of the

substantive strength of a party’s litigating position ot the unreasonable manner in which the

18



case was litigated Octane 572 U.Sat 554.Moreover, even ift were appropate for the Court
to consider suchonduct, “@idence of the frivolity of the [party’s] claims must be reasonably clear
without requiring a ‘minitrial’ on the merits for attorneys’ fees purposeSFA Sys LLC v.
Newegg InG.793 F.3d 1344, 1348 (citation omittedhe Court cannot determine thaolity of
Plastronics new demandsn the face ofDefendants’assertion ofclaim prelusion without
conducting such atiini-trial.” If Defendants are forced to seek a declaration of their rights under
the patet or are forced to defend agaia duplicative claim for patent infringement, such a case
couldwell be exceptionandconsequently suppaain award of attorneys’ fees, but this is not that
case.

In sum, with a particular view to the many state, federal, contract, and tod rasexl by
this case and the Defendantsvn decision to forgo opportunitieis advance of trialto narrow
the issues it now claims were meritlefee Court does not find that this case rises to the level of
being exceptional, as required tomhan award of attorney$ées under section 285.

VIl.  The Parties’ Motionsfor Bill of Costs (Dkt. Nos. 354, 356)

Both Plastronics and Defendants have moved for costs as the prevailing party under Rule
54(d). (Dkt. Nos. 354, 356.) The parties do not dispute each other’s incurred costs but only which
of them should be entitled to their costs as the prevailing party. (Dkt. No. 354 at 1; Dkt. No. 356
atl.)

Plastronics Socket did not prevail on any of its claims asserted at trial (Dkt. No. BB7 at
23.) Conversely, HiCon Ltd. prevailed on each of the claisserted against itd( at 3, 17.) As
to Mr. Hwang and Plastronics-Piin, each prevailed on a singt@aim: breach of the Royalty
Agreement.I@. at 8, 10.) However, Mr. Hwang was awarded $1,361,860,aad?lastronics was

awarded only $622,606, a difference of $738,254 in Mr. Hwang’s f@brat 9, 12.)Thus, the
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Court finds that Defendantsere theprevailing party and should be awarded their costs under
Rule 54(d).

VIIl.  Plastronics Motion to Compel Payment of Unpaid ExpensegDkt. No. 352)

Plastronics asks the Court to compel the payment of expenses and costs related to
Defendants’ deposition of Won H. Cho, Plastronics’ expert witness, pursuant to Rule 2Bjb)(4)
(Dkt. No. 352.)

“‘Rule 26(b)(4)(E) maks clear that the party who deposes an expert must pay a reasonable
fee for the exper time spent in the depositiorStript Security Solutions, LLC v. Amazon.com,
Inc., No. 2:15¢v-1030\WCB, 2016 WL 6649721at*2 (E.D. Tex. Nov. 10, 2016) (Bryson, J.).
“Because the rationale underlying Rule 26(b)(4)(E) is to requirdgpesing party to pay for the
experts time when the expésttime is being expended for the benefit of that partyakes sense
to require the deposing party to pay not only for thgeet’s deposition time, but also for time
necessary to thexperts appearance, such as travel time and time necessary to make thes expert
deposition proceed more smoothly, such as deposition preparationltme.”

Defendants argue that Rule 26(b)(4){&quires payment “unless manifest injustice would
result.” (Dkt. No. 362 at 42 (quoting Fed. R. Civ. P. 26(b)(4)(E)).) Defendants contend that
manifest injustice would result if theare required to pay for Mr. Cho’s deposition because Mr.
Cho’s rebuttalreport failed to actually rebut Defendants’ expert ChristiKkim’s report
“Submitting a rebuttal report that did not actually rebut the main position of Ms. Kepdstrwas
unnecesary and improper.”Ifl. at 3.) “Instead of rebutting Ms. Kim,” which opined that Mr.
Hwang and his DBA are indistinguishable under Korean Law, “Mr. Cho put forth anaditer
veil-piercing theory that should have been presented in an affirmative expert refmbjt.” (

Additionally, Defendants argue that “even if Mr. Cho’s rebuttal report could be considepsd,pr
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Mr. Cho clearly laked the qualifications needed to opine on the issue of corporate veil
piercing.”(d.)

“Trial courts have a great deal of distion in defining what constitutes ‘manifest
injustice.” Isler v. N.M Activities Ass'nNo.CV 10-0009 MV/WPL, 2012 WL 1307678@t *1
(D.N.M. Apr. 24, 2012) (citingNilssen v. Osram Sylvania, In&28 F.3d 1352, 13661 (Fed.

Cir. 2008)). “Courts have interpreted this language to support awarding fees to indigjest pa
who would not otherwise be able to conduct discovery, #sas@awarding fees when a party has
‘engaged in litigation misconduct and inequitable condutd. (quoting Nilssen 528 F.3d at
1361).

In Isler, the trial court declined to compel payment of fees for an expert who had “never
served as an expert, té&td, or consulted in ‘anything at all”’; “based his opinion on a ‘Google’
search”; and “did not write his own expert rego012 WL 13076780, at *2. INilssen the
Federal Circuit found the trial court did not abuse its discretion in declining tal é&es where
the party seeking fees filed a complaint asserting tweintpatents before withdrawing fifteen of
those patents and committing inequitable conduct before the Patent and Tradentaxk5QHi
F.3d at 1360. These types of litigation abusesdag cry from the criticisms Defendants raise as
to Mr. Cho’s rebuttal report.

The Court does not find that the expertise of Mr. Cho, who is a licensed attorney in South
Korea, waso clearly lackig or that Mr. Cho’s decision to address a corporatepieiting theory
wasso patently unreasonable that “manifest injustice” would result from neguefendants to
pay for his time spent complying with their request for a deposition.

Defendants alsargue that, even if they are compelled to pay, they should not have to pay

all of the costs and fees Plastronics seeks because they are not reasonable. @B2.aW46.)
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First, Defendants argue that they should not have to pay for Mr. Cho’s fuél eapenset and
from the UnitedStatesbecause it was unreasonable for Plastronics to retain a Korean law expert
who actually lives in South Koredd( at 5-6.) The Court disagrees.

Defendants also argue th\t. Cho’s invoice does not make it clear that the time for which
he invoiceddoes not include “time spent consulting with Plastronics’ counsel,” which is
unrecoverable.ld. at 5 (citingScript 2016 WL 6649721, at *7).) Plastronics’ responds to this
argument by providing a declaration of Mr. Cho in which he declares that his prepadsiailed
in his invoice on March 246, 2019 occurred outside the presence of Plastronics’ counsel. (Dkt.
No. 3732 11 79.) The Cout is satisfied with this representation and finds that this time is
recoverable.

However, Mr. Cho’s declaration is conspicuously silent on his time entry for March 18,
2019, which is described in his invoice as “Draft depo questions for depo preparation.”¢Dkt. N
3521 at 4;see alsoDkt. No. 3732.) Indeed, Plastronics does nothing to rebut Defendants
argument that thislarch 18 entry “appears to be a description of time Mr. Cho spent drafting
guestions for Ms. Kim’s depositierheld the same dayas oppsed to preparing for his own
deposition.” (Dkt. No. 362.) In light of the vagueness of this entry and Plastronicee failclarify
it in any way, the Court finds that Plastronics has failed to meet its burden as the to®renw
that this time is remverable. This time is therefore excluded.

Deferdants also criticize Plastronics attempt to recover “$3,114.42 speatcertified
transcript, video, and check interpreter,” arguing tfi¢tiére is no basis for recovery of such costs
under Rule 26.” (Dkt. No. 362 at 6ge alsdDkt. No. 3521 at 5.) The Court agrees. Rule 26
requires a party seeking discovery paytheexperta reasonable fee for time spent in responding

to discovery.” Fed. R. Civ. P. 26(b)(4)(E)(i) (emphasis added). It does not @fovithe recovery
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of other costs associated witiking a deposition of the expeBee Script2016 WL 6649721at
*2 (“[T]he party who deposes an expert must pay a reasonable fee éapénts timespent in
the deposition.(emphasis added)). Thesier costs should likewise be excluded.

Finally, Defendants argue th#tthey are ordered to pay Mr. Cho’s fees thaymant
should be offset by $7,488 in fees for time spent by their own expert, Ms. Kim, in preparation for
her deposition, which have nio¢en paid. (Dkt. No. 362 at $ee als@62-1.)The Court finds that
these fees are reasonable and compensable undeR®urhese fees should therefore be offset
against Plastronics’ award of fees.

Defendants are therefo@RDERED to pay Plastronics the amount of the fees invoiced
by Mr. Cho less the time entry for March 18, 2019 and less the amount of Ms. Kim’s fees.

IX. Conclusion

For the reasons set forth herein, Defendants’ Renewed motion for Judgment as a Matter of

Law (Dkt. No. 349) iDENIED. Plastonics’ Renewed Motion for IMOL on Defendants’ Rty
Counterclaim or Alternatively, Motion for New Trial (Subject to Remittitidit No. 353) is also
DENIED. Plastronics’ Verified Motion to Amend Judgement or for New Trial (Dkt. No. 351) is
DENIED. Plagronics’ Motion for Attorneys’ Fees (Dkt. No. 3p% DENIED. Defendants’

Motion for Attorneys’ Fees Under 35 U.S.C. § 285 (Dkt. No. 350) isRENIED . Defendants’

Motion for Bill of Costs (Dkt. No. 354) i&§RANTED, and Plastronics’ Motion for Bill of Cais

(Dkt. No. 356) iDENIED. Finally, Plastronics’ Motion to Compel Payment of Unpaid Expenses

in Connection with Defendants’ Deposition of Plaintiff’'s Expert Witness Wonh. ©kt. No.

352) isGRANTED-IN-PART andDENIED-IN-PART as spedied above.
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So ORDERED and SIGNED this 20th day of March, 2020.

RODNEY GIL
UNITED STAT

RAP
S DISTRICT JUDGE
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