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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

SEMCON IP INC,
Plaintiff,

Case N02:18<v-00193JRG
V. (Lead Case)

ASUSTEK COMPUTER, ING.ET AL.,
Defendants.

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction brierhcon IP Inc(“Plaintiff”) ( Dkt.
No. 58 filed on May 8, 201p! the response of Capri Holdings Ltd., Michael Kors (USA), Inc.,
Michael Kors Retail, Inc., and ASUSTeK Computer ljpolledively “Defendants”) Dkt. No. 61,
filed on May 21, 2019), and Plaintgfreply (Dkt. No. 63 filed on May 29, 2019). The Court held
a hearing orelaim constructioron June 20, 2019. Having considered the argumentgaddnce

presented by the parties at the hearing and in their briefing, the Courttlisu@seder.

1 Citations to the parties’ filings are to the filing’s number in thekdb(Dkt. No.) and pin cites are to the page numbers
assigned through ECF.
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l. BACKGROUND
Plaintiff alleges infringement of four U.S. Patents: No. 7,100,061 (the “061 Patent”), No.
7,596,708 (the 708 Patent”), No. 8,566,627 (the “627 Patent”), and No. 8,806,247 (the 247
Patent”) (collectively, the “Asserted Patents”). These patents edethrough a series of
continuation applications and all ultimately claim priority to the application that issuthe ‘061
Patent, which was filed on January 18, 2000. The '061 Patent was subject to an inter partes
reexamination requested on June 13, 2007 and from which a certificate issued on August 4, 2009.
The Court previously construed terms of the Asserted Pate®snmcon IP Inc. v. Huawei
Device USA Incet al, No. 2:16¢cv-00437JRGRSP, 2017 U.S. Dist. LEXIS 108040 (E.D. Tex.
July 12, 2017)“Huawefl) and inSemcon IP Inc. v. Amazon.com, Jido. 2:18cv-00192JRG,
2019 U.S. Dist. LEXIS 79846 (E.D. Tex. May 13, 2019 mazon.coff). All the terms now
before the Court were construedHoaweior Amazon.com
The Asserted Patents are gengrdltected to technology for managiaggcomputer system'’s
power consumption by dynamically adjusting the processor’s operating frecarethepltage.
The abstracts of the Asserted Patents are identical and provide as follows:
A method for controlling the gwer used by a computer including the steps of
measuring the operating characteristics of a central processor of the egmput
determining when the operating characteristics of the central processor are
significantly different than required by the operations being conducted, and

changing the operating characteristics of the central processor to a level
commensurate with the operations being conducted.

Claims 1 and 17 of the '247 Patent, exemplary method and system claims vedpecti
provide:

1. A method, comprising:

determining a level of permitted power consumption by a processing device
from a set of operating conditions of the processing device, with the
determining the level of permitted power consumption not based upon
instructions to be executed by the procassiavice;



determining a highest allowable frequency of operation of the processing
device that would result in power consumption not exceeding the level of
permitted power consumption;

determining a lowest allowable level of voltage to apply to the pebug
device that would allow execution of the instructions by the processing
device at the highest allowable frequency; and

changing power consumption of the processing device during execution of the
instructions by reducing a magnitude of a difference between an operating
frequency of the processing device and the highest allowable frequency of
operation of the processing device and reducing a magnitude of a difference
between a voltage applied to the processing device and the lowest allowable
level of wltage.

17.An apparatus, comprising:

a frequency generator configured to generate a first clock signal at a first
frequency; and

a processing device configured to receive the first clock signal and a first
voltage provided by a voltage source, the processing device operable to
monitor operating parameters of the processing device, the processing device
operable to determine a second frequency of the first clock signal and a
second voltage for operation of the processing device at lower power than
operaton at the first frequency and the first voltage, with the processing
device operable to determine the second frequency and the second voltage
not based on instructions to be executed by the processing device, the
processing device operable to control tlegiency generator to change from
generating the first clock signal at the first frequency to generating ste fir
clock signal at a second frequency, and the processing device operable to
control the voltage source to change from providing the first voltage to
providing the second voltage during execution of the instructions by the
processing device.

Il. LEGAL PRINCIPLES
A. Claim Construction
“It is a‘bedrock principle of patent law thatthe claims of a patent define the invention to
which the patentee entitled the right to excludé.Phillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)h determine the meaning of the claims, testart by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d

858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad Cormsdsroup, InG.262 F.3d



1258, 1267 (Fed. Cir. 2001). The intrinsic ende includes the claims themselves, the
specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861.The general rule-subject to certain specific exceptions discusaéd—is that each claim
term is construe@ccording to itsordinary and accustomed meaning as understood by one of
ordinary skill in the art at the time of the invention in toatext of the patenkhillips, 415 F.3d
at 1312-13; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. CiOB) Azure
Networks, LLC v. CSR PL.C71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityeletant time.y
(vacated on other grounds).

“The claim constructin inquiry ... beginsand ends in all cases with thetual words of the
claim” Renishaw PLC v. Marposs Socigber Azionj 158 F.3d 1243, 1248 (Fed. Cir. 199@].n
all aspects of claim constructiorthé name of the game is the claimA&pple Inc. v. Mworola,
Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.
Cir. 1999). First, a terms context in the asserted claim can be instrucB¥dlips, 415 F.3d at
1314. Other asserted or unasserted claims caaidlgsodetermininghe claims meaning, because
claim terms are typically used consistently throughout the pademifferences among the claim
terms can also assist in understanding a’®meaningld. For example, when a dependent claim
adds a limiation to an independent claim, it is presumed that the independent claim does not
include the limitationld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are a"phtt.(quoting
Markman v. Westview Instruments, |82 F.3d 967, 979 (Fed. Cir. 1995) (en bant]))]he
specificatiortis always highly relevant to the claim construction analysis. Usually, ifgeslis/e;

it is the single best guide to the meaning of a disputed 'tetch. (quotingVitronics Corp. v.



Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.
299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the court in
interpreting the meaning of disputed claim language, partie@ria@rodiments and examples
appearing in the specification will not generally be read into the clai@smark Commias, Inc.
v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@agnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 198&gg also Phillips415 F.3d at 1323]lI]t is
improper to read limitatioss from a preferredmbodiment described in the specificatieeven if
it is the only embodimestinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to belisoted.” LiebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim coostructi
becausglike the specificationthe prosecution history provides evidence of howlilte. Patent
and Trademark Office PTO’) and the inventor understood the patéillips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiatiombiaeved O
and the applicant, rather than the final product of that negotiation, it often lacksrihedflthe
specification and thus is less useful for claim construction purpddeat 1318;see alsdthletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resorce

Although extrinsic evidence catsobe useful, it is* less significant than the intrinsic record
in determining the legally operative meaning of claimglaage. Phillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a court
understand the underlying technology and the manner in which one skilled in the art might use

claim terms, but technicdalictionaries and treatises may provide definitions that are too broad or



may not be indicative of how the term is used in the pdtkrat 1318. Similarly, expert testimony
may aid a court in understanding the underlying technology and determining rtivellaa
meaning of a term in the pertinent field, but an expanclusory, unsupported assertions as to a
term's definition arenot helpful to a courtld. Extrinsic evidence iSless reliable than the patent
and its prosecution history in determiningw to read claim ternisld. The Supreme Couhas
explained the role of extrinsic evidence in claim construction

In some cases, however, the district court will need to look beyond the’ patent

intrinsic evidence and to consult extrinsic evidence in order to understand, for

example, the background science or the meaning of a term in the relevarningrt dur

the relevant time perio&ee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)

(a patet may be"so interspersed with technical terms and terms of art that the

testimony of scientific witnesses is indispensable to a coarederstanding of its

meaning”). In cases where those subsidiary facts are in dispute, courtseditbne

make subsidiry factual findings about that extrinsic evidence. These are the

“evidentiary underpinningsof claim construction that we discussedMarkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandaox;.] 135 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] general rule” that claim terms arewethsitcording
to their plain and ordinary meaningt)‘when a patentee sets out a defomtand acts as his own
lexicographer, or 2) when the patentee disavows the full scope of the claim tenmrette
specification or during prosecutioAGolden Bridge Tech., Inc. v. Apple In£58 F.3d 1362, 1365
(Fed. Cir. 2014) (quotin@horner v. Sony Computer Entm. LLC 669 F.3d 1362, 1365 (Fed.
Cir. 2012));see also GE Lighting Solutions, LLC v. AgiLight, I7&0 F.3d 1304, 1309 (Fed. Cir.

2014)(“[T] he specification and prosecution history only compel departure from the plannge

2 Some cases have characterized other principles of claim construction as “edptthe general ruleysh as the
statutory requirement that a megplgs-function term is construed to cover the corresponding structur@skstin
the specificationSee, e.gCCS Fitness, Inc. v. Brunswick Cqr@88 F.3d 1359, 1367 (Fed. Cir. 2002).
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in two instances: lexicography and disavoWalThe standards for finding lexicography or
disavowal are “exacting GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee nulsafly set forth a definition of the
disputed clan term,” and ‘tlearly expres an intent to define the termd. (quotingThorner, 669
F.3d at 1365)see alsoRenishaw 158 F.3dat 1249 The patentee’s lexicography must appear
“with reasonable claritydeliberateness, and precisioR€nishaw158 F.3d at 1249

To disavow or disclaim the full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amount toleal and unmistakable” surrend€ordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. )0see also Thornei669 F.3dat
1366(“ The patentee may demonstrate intent to deviate from the ordinary and acdusieaméng
of a claim term by including in the specification expressions of manifest exclusrestriction,
representing a clear disaval of claim scopé). “Where an applican$ statements are amenable
to multiple reasonable interpretations, they cannot be deemed clear and kadrtest8M
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

C.  Definiteness Under35 U.S.C. § 112, 2 (pre-AlA) / § 112(b) (AIA)3

Patent claims must particularly point out and distinctly claim the subject mattereegerd
the invention. 35 U.S.& 112 2. A claim, when viewed in light of the intrinsic evidence, must
“inform thoseskilled in the art about the scope of the invention with reasonable certdatytifus
Inc. v. Biosig Instruments, In&G72 U.S. 898, 910 (2014j it does not, the claim fails 12, 2
and is therefore invalid as indefinite. at 901 Whether alaim is indefinite is determined from
the perspective of one of ordinary skill in the art atheftime theapplication for thgpatent was

filed. 1d. at911.As it is a challenge to the validity of a patent, the failure of any claim in suit to

3 The Court refers tthe preAlA version of § 112 but understands that there is no substantiatetiffe between
definiteness under the pAdA version and under the AlA version of the statute.
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comply with 8112 must be shown by clear and convincing evideB&SF Corp. v. Johnson

Matthey Inc.875 F.3d 1360, 1365 (Fed. Cir. 2017)]ndefiniteness is a question of law and in
effect part of claim constructionePlus, Inc. v. Lawson Software, In¢00 F.3d 509, 517 (Fed.

Cir. 2012).

When a term of degree is used in a claim, “the court must determine whethgatehée
provides some standard for measuring that degBesig Instruments, Inc. v. Nautilus, In¢83
F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omitted). Likewise, when a subjective term is
used in a claim, “the court must determine whether the patent’s specificatioreSiggne
standard for measuring the scope of the [teridhtamize, LLC v. Plumtree Software, |ng17
F.3d 1342, 135 (Fed. Cir. 200k The standard “must provide objective boundaries for those of
skill in the art.”Interval Licensing LLC v. AOL, Inc766 F.3d 1364, 1371 (Fed. Cir. 2014).

[I. AGREED CONSTRUCTIONS
The parties have agreed to the following constructions set forth in lbait Claim

Construction Chart¥kt. No. 64).

Term* Agreed Construction
“idle timée’ time spent in an idle state

e ’'061 Patent Clain23

“halt staté state in which the core clock has been
stopped but the processor responds to
e '061 Patent Claims 32, 33, 45, 47, 50, 52 most interrupts

“a power supply furnishing selectable output a power supply providing one of a
voltages” plurality of distinct voltage levels
correspnding to an input

e ’'061 Patent Claim 56

4 For all term charts in this order, the claims in which the term is foundsied lvith the term but: (1) only the
highestlevel claim in each dependency chain is listed, and (2) only asserted clainiediémtthe parties’ Joint
Claim Construction Chart (Dkt. No. 64) are listed.



Term* Agreed Construction
“power supply ... configured to furnish a selectal a power supply configured to provide
voltage” one of a plurality of distinct voltage
levels specified by an input

e '627 Patent Claim 5

“idle state(s)” / “idle states of said computer state in which various components of
processor” / “plurality of idle states of said the system are quiescent
computer processor”

e '061 Patent Claims 28, 30, 44

“a selectable voltage one of a plurality of distinct voltage
levels speiied by an input

e '627 Patent Claims 5, 25

“voltage source includes a programmable voltag voltage source includes a power supp

supply” configured to provide one of a plurality
of distinct voltage levels specified by an

e 247 Patent Claim46, 23 input

“sleep state plain and ordinary meaning

e '061 Patent Claims 31, 46, 51

“determining an allowable reduced power plain and ordinary meaning
consumption level” / “determining a level of
permitted power consumption”

e '061 Patent Claim 39
e '247 Patent Claim 1

“causing a change ijits/the] voltage / change[s] [¢ plain and ordinary meaning
voltage supplied to the processing device from] the

first [operating] voltage to [the/a] second
[operating] voltage / causing the voltage at whicl
said computer processor is operated to change
control the voltage source to change from providing
the first voltage to providing the second voltage
[changing/change/changes] [a/the/the operating/a
level of] voltage”

—

e '061 Patent Claims 1, 15, 23, 30, 39
e '708 Patent Claims 7, 36, 51, 55, 60
e 247 Patent Claims 1, 10, 17

5> The parties also identify Claim 5 of the '247 Patent. Dkt. Nel @4 4 (term 7). Claim 5 does not recite “voltage
source includes a programmable voltage supply” though it does recitedlingta programmable voltage supply.”

10



Having reviewed the intrinsic and extrinsic evidence of record, the Court hereby taopt
parties’ agreed constructions.

V. CONSTRUCTION OF DISPUTED TERMS

A. “computer processor,” “processor,” “processing unit,” “processing device”
Disputed Term Plaintiff's Proposed Defendants’Proposed
Construction Construction
“computer processor” CPU CPU, which does not includg
the operating system
e 061 Patent Claim 1, 15, 23,
30, 39
“processadr CPU CPU, which does not include
the operating system
e ’061 Patent Claims, 10, 11,
56°
e 708 PatenClaims1, 7, 20,
23, 26, 33,36, 39, 51, 55, 59
“processing unit” computing portion of CPY computing portion of CPU,
which does not include the
e 061 Patent Claims 8, 11, 56 operating system
e 708 Patent Claim&0, 23,
26, 33, 36, 39, 55, 59
e 627 Patent Claimg, 10, 16,
23
e 247 Patent Claimg, 10, 17
“processing device” computing portion of CPU computing portion of CPU,
which does not include the
e 247 Patent Claimg, 10, 17 operating system

Because thearties’ arguments and proposed constructions with respect to these terms are

related, the Court addresses the terms together.

8 Independent Claims 8, 10, 11, and 56 of the '061 Patent includenhéctamtral processor.” Though all these claims
were listed in the parties P.R54d) chart, no claim language was provided with the disputed terms in bo)dgype
required by P.R.-%(d). The Court understands that the parties’ arguments and propostedatioms of “processor”
and “computer processor” apply to “central processor.”

11



The Parties’ Positions

Plaintiff submits The Court should construe these terms as they were constridedwrei’

As held in Hawei, any disclaimer of an operating system was rescinded during proseduhe
'061 Patent. Specifically, and as heldHoawej the patentee acquiesced to the paggaiminer’s
position that the pending claims did not distinguish a processor with an operaterg §gsh one
without an operating system by abandoning the argued distinction and instead amendangshe cl
to include “executing instructions while changing voltage.” This acquiesceaseeiterated in
reexamination of the ‘061 Patent. Dkt. No.&8®-12.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins
evidence to support its positiomtrinsic evidence '061 Patent File Wrapper July, 2003
Amendment and Responselat(Plaintiff's Ex. I, Dkt. No. 5810 at21), September 9, 2003 Office
Action at2 (Plaintiff's Ex. L, Dkt. No. 58-1a&t 4), February 13, 2004 Amendment and Response
at 15 (Plaintiff's Ex. J, Dkt. No. 5811 at16), April 27, 2004 Office Action a2 (Plaintiff's Ex. H,

Dkt. No. 589 at4), July 16, 2004 Examiner Interview Summary (Plaintiff's Ex. M, Dkt. No.
58-14), AugusBB0, 2007 Reply in Inter Partes Reexamination at 49 n.6 (Plaintiff’'s Ex. N, Dkt. No.
58-15 at 50); U.S. Patent No. 5,812,860Hbrder), at [57] Abstract, fig.1, col.3 1.912
(Plaintiffs Ex. K, Dkt. No. 5812). Extrinsic evidence Nazarian Decf { 32 (Plaintiff's Ex. G,

Dkt. No. 58-8).

Defendarg respondAs held inHuawej the patentee disclaimed “operating system” from the
claimed processor functionality during prosecution of the ‘061 Patbkrs disclaimer was never

rescinded during prosecution and thus the claims must be interpreted to giveteftbet

"Huaweij 2017 U.S. Dist. LEXIS 108040, at *176.
8 Declaration of Shahin Nazarian, Ph.D., In SuppbBRefendants’ Responsive Claim Construction Bi&fmcon IP
Inc. v. Huawei Devices USA Inc. et al

12



disclaimer.The Court erred itHuaweiin holdingthe patentee rescinded the disclaitigough
acquiescencespecifically, the patentee did not expressly or otherwise affirmativelyiesige to

the examiner’s positiolAnd even though the examiner did not rely on the patentee’s operating
system disclaimer, the disal@er is part of the public record and there is not a clear rescission of
that disclaimer in that record. Accordingly, the public is entitled to rely oditidaimer and the
patentee should be bound by the disclaimer. Dkt. Nat 6317.

In addition to he claims themselves, Defendanite the following intrinsic and extrinsic
evidence to suppotheir position: Intrinsic evidence '061 Patent col.1 |.6% col.2 1.1; '061
Patent File Wrapper July 7, 2003 Amendment and Response-2 (Defendants’ Ex. C, Dkt.
No. 613 at20-21), February 13, 2004 Amendment and Response at-4,6133 (Defendants’

Ex. B, Dkt. No. 612 at3, 16-17, 24), August 30, 2007 Reply in Inter Partes Reexamination at 48
(Defendants’ Ex. E, Dkt. No. 63 at49); Hordenat col.5 I1.22—-42.Extrinsic evidence Nazarian
Decl. 11 3635 (Defendants’ Ex. D, Dkt. No. 61-4).

Plaintiff replies To effect rescission of a disclaimef claim scope, acquiescence to an
examiner’s position does not require a written expression of agreement evdkaiminerHere,
in response to the Examiner’s position that the pending processor claim language ditldet exc
an operating system the patentee amended the claims to add an entinegtdiffetationrather
than toexpresslyexclude an operating fgsn—signaling ts acquiescence to the examiner’'s
position. Dkt. No. 6&t4-7.

Analysis

The issue in dispute distills to whether the patentee rescinded its proséustbon

disclaimer of an operating systeindid.

13



This is substantially the same issue before the Coulduiamwei 2017 U.S. Dist. LEXIS
108040, at *1726. The Court reiterates tiuaweiruling and reasoningnd rejects Defendants’
proposed construction. It is meaningful that the examiner stated thatdtim language does not
require the processor determining to be performed without regards to the opgseng se. via
processor hardware oriland the patentegid notamend the claisito address the examiner’'s
statemenbut rather added an entiyadifferent limitation '061 Patent File Wrapper April 27, 2004
Office Action at 2, Dkt. No. 5® at 4 '061 Patent File Wrapper July 16, 2004 Interview Summary,
Dkt. No.58-14at 3;Huawej 2017 U.S. Dist. LEXIS 108040, at *286.As there was nothing for
the examiner to revisithe patentee’s acquiescence was necessarily “sufficiently clear to inform
theexaminer that the previous disclaimer, and the prior art that it was madedpraagineed to
be revisited” Hakim v. Cannon Avent Grpd79 F.3d 1313, 1318 (Fed. Cir. 2007).

Acquiescencdo an examiner’s positiodoes notrequirea formal and express statement, as
Defendants conten&prings Window Fashions LP v. Novo Indus., HiBtinguishes a patentee’s
retraction of statementismade from acquiescence to an examiner’s poditianis contrary to the
patentee’s positiar823 F.3d 989, 995 (Fed. Cir. 20Q8hding no rescission of disclaimer when
the patenteerfever retracted any of his statements distinguisifing prior art]nor did he
acquiesce in the examirisrcomments regarding the overlapping scopdthad prior art]”).

Consistent with the ordinary meanings of “retr@ciihd “acquiescel® the Federal Circuit’s

® As relevant here, Merriatwebster online defines “retract” as “to recant or disavow something,”
https://www.merriarmwebster.com/dictionary/retra@ee alspBlack’s Law Dictionaryl 342 (8th ed. 2004) (defining
“retraction” as “[t]he act of taking or drawing back” and “[t]he act of recagntinstatement of recantation”).

0 As relevant here, Merriatwebster online defines “acquiesce” as “to accept, compBylamit tacitly or passively,”
https://www.merriarwebster.com/dictionary/acquiesSee alsWebster's New International DictionaB3 (2d ed.
1944) (defining “acquiesce” as “accepiomply tacitly of passively, without implying assent or agreemgBtack’s
Law Dictionary24-25 (defining “acquiesce” as “[tjo accept tacitly or passively; to give gdptionsent to (an act)”
and “acquiescence” as “[a] person’s tacit or passive acceptance; implied consexutth die tacit or passive nature
of acquiescence has repeatedly been recognized in courts throughout the coantayiéty of contextsSee, e.g.
Piagentini v. Ford Motor C0.901 N.E.2d 986, 9987 (lll. App. Ct. 2009) (“Acording to Black’s Law Dictionary,
to acquiesce is ‘[tjo accept tacitly or passively; to give implied conegaintact).’ Black's Law Dictionary (8th ed.
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distinction suggest®traction of a position would requitiee expressiosuggested by Defendants
whereas acquiescence to a contrary position may be signaled by acceptiamgeprotest The
patentee irsprings Windowlid not comply with the examiner’s position without protest, but rather
expresslyprotested, stating in addition to other patentability groubtsiaintains the arguments
set forth in the prior Amendment concerning distinguishindtioé prior art]from the claims
previously presented, on the metfittd. at 994.That is, theSprings Windowpatentee did not
acquiescg instead, it protestedThe patentee here reacted to the examiner's position in a
significantly different fashion. Instead of protesting the examinesgipa, it amended the claims

to distinguish them from thélorden reference on other groundSee, e.g.’061 Patent File
Wrapper July 16, 2004 Interview Summary, Dkt. B§8-14at 3;Huawei 2017 U.S. Dist. LEXIS
108040, at *25-26.

Defendantsalsocite Desper Products, Inc. v. QSound Labs, ,1d&7 F.3d 1325 (Fed. Cir.
1998) as explicitly rejecting the efficacy of a tacit or passive rE@sci®f a prosecutichistory
disclaimer, buDesperdoes not stand for the rule Defendants propRs¢her,Desperaddressed
a claimscope argument that was explicitly accepted by the exandnet.1333-34. Specifically,
in response to a rejection over a British pattrDesperpatenteeamended the claimsygued
the amendedlaims included alimitation that the channel signals beaintained separate @n
apart” andcontendedhat “[i]n view of the amendments to the claims hereby, as well as the above
arguments’theclaims aré'neither shown nor suggested in any of the cited references, alone or in

combination’ Id. at 1334. The examiner agreed in an immediately subsequent examiner interview,

2004)."); State v. Kelly204 S.W.3d 808, 821 (Tex. Crim. App. 2006) (“We further note that thig shetionary
defines ‘acquiesce’ as, among other things, ‘[tJo consent or compiyputiprotest. Webster's || New Collegiate
Dictionary 10 (1999).");Maung Ng We v. Merrill Lynch & Cp99 Civ. 9687 (CSH), 2000 U.S. Dist. LEXIS 11660,
at *23 (S.D.N.Y. Aug. 14, 2000) (**Acquiesce’ means to ‘give anliegbconsent to a transaction, to the accrual of a
right, or to any act, by one's mere silence, or without express assekinowledgmeti [Black’s Law Dictionary 24
(6th ed. 1990)].")
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indicating “that the amended clairmappear to distinguish over art of record in prior case (FR
1,512,059 & B 942,459j. Id. The examiner also rejected thmendecclaims based on a new
prior-art referenceld. In achild application and ‘after the parent application had been rejected in
view of the British pateritthe Despermpatentee amended the claims to include lingtation that

the channel signals be maintained separate and apart.” The related applieatioenejected

on a reference other than the British patéht.“Thus, in the file history of both patents, the
limitation that the channel signals be maintained separate and apart wascaddetome the
prior art rejectio based on the British referenaad in both cases it succeeded.” 1d. (emphasis
added). That is, the examiner never took a position contrary detbgerpatentee’s position that
the claims included a separatedapart limitation. Rather, the examinedicated agreement with
the patentee’s position. That the examiner “shifted to a different focus does nahblimpact

of those remarks made to overcome the prior reje¢tldnat 1336.

Desperis distinguishable from the present circumstance inttiatexaminer hererather
than agreeing withpatentee’sprosecution clairscope argumentsegarding the operating
systerr—explicitly rejected those claiscope arguments. IDesper there was no contrary
position to which théesperpatentee could acquiesddere,the patentee was presented with a
direct and explicit rejection of its operatisgstem argument and chose to give up on that
argument—it acquiesced to the examiner’s contrary position.

Ultimately, given the examiner’s statement that “th&m language does not require the
processor determining to be performed without regards to the operating system, processor
hardware only the patentee’s failure to amend the claims to exclude the operating system, t
patentee’s amendment of claitesadd a different limitation, and the patentee’s failure to protest

the examiner’s position on the scope of the claim language, it is sufficierahtluée the patentee
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acquiesced to the examiner’s positiéhmember of the public reading the prosecution history
would see that the last statement on the operaiyatem argument was an explicit rejection of
that argument by the agency tasked with examining the patent applicationtiEhjpisblienotice
function is served by giving effect to the patergestquiescence to the examiner’s position that
the claims do not exclude an operating system performing the processor mieggfamctions.

Accordingly, the Court construes these terms as it ditbeweiandAmazon.conas follows:

“computer process’ means ‘CPU’;

e ‘“processor’ meanCPU’

e “processing unit” means “computing portion@PU’; and
e “processing device” means “computing portiorGRU.”

B. “reducing a magnitude of a difference” and “reducing the magnitude othe
difference”

Disputed Term Plaintiff's Proposed Defendants’Proposed
Construction Construction
“reducing a magnitude of a | reducing the absolute value | indefinite

difference” the difference

e 247 Patent Claim 1

“reducing the magnitude of
the difference®!

e '247 Patent Claims 7, 8

Because the parties’ arguments and proposed constructions with respect torniseaeste

related, the Court addresses the terms together.

1n their P.R. 45(d) chart, the parties presented “reducing the magnitude of a diffefeno@hstruction. Dkt. No.
64-1 at 2. The Court does not find that term in the identified claims (1, Th8)Court understands that the parties’
arguments and proposed constructions of “reducing the magnitude of ardieapply to “reducing the magnitude
of the difference” in Claims 7 and 8.
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The Parties’ Positions

Plaintiff submits:As held in Huawej reducing a magnitude of a difference between an
operating voltage and an allowable voltage or between an operating frequeray afwvable
frequency means moving the operating voltage or frequency closer to theb&loxgtiage or
frequency, regardless of whether that means increasing or decréwsirajtage or frequency.

Dkt. No. 58at8-9.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins
evidence to support its positiomtrinsic evidence '061 Patent fig.2, col.5 1.15 col.7 1.38
Extrinsic evidence Carbonell Dect3 ] 7276 (Plaintiffs Ex. E, Dkt. No. 58-6).

Defendants respondfhe meanings of “reducing a magnitude of a difference” is not
reasonably certain as it is not clear “what quantitative measure should be appghedterm

‘magnitude’” na is it clear what is means for a difference to be “reduced by a ‘magriftud
Specifically,“reducing a magnitudef a difference” is a term of degread the intrinsic record
does not provide the requisite objective standard for measuring the delgme&f's proposed
construction similarly failsDkt. No. 61at17-20.

In addition to the claims themselves, Defendants cite the following intrinsic andsgxtr
evidence to support their positiomtrinsic evidence 247 Patent col.8 |1.224. Extrinsic
evidence Nazarian Decl. 1 50 (Defendants’ Ex. D, Dkt. No. 61-4).

Plaintiff replies:In the context of the patent;magnitude of a difference” between two values

objectively requires determining the difference between the two values gahutiftg a magjtude

of a difference” means making the absolute value of that difference sridteNo. 63at 7-8.

12Huaweij 2017 U.S. Dist. LEXIS 108040, at *526.
13 Declaration of Jaime G. Carbonell, Ph.D. Regarding Proposed Constsuefid Definiteness of the Asserted
Claims of U.S. Patent Nos. 7,100,061, 7,596,708, 8,566,627, and 8,806,247.
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Analysis

The issue in dispute is whether the meanings of these terms are reasonaiplyTtey are.

This is substantially the same dispute that tefere the Court itHuawei 2017 U.S. Dist.
LEXIS 108040, at *5256. The Court reiterates thduaweiruling and reasonin@nd rejects
Defendants’ arguments thi@educing a magnitude of a difference” renders any claim indefinite.
In the context of the clais, the terms mean that operating frequency is brought closer to the
highest allowable frequency and that the voltage applied to the procesarwiddrought closer
to the lowest allowable voltage levdlhat is, the reducing the “magnitude” of thefeliénce
requires raising the frequency or voltage when lower than the allowable frequeroitage
(which suggests a negative difference becomes less negative, even though anakgative
number less negative is increasing the value of the numbergquiles lowering the frequency
or voltage when lower than the allowable frequency or voltage (which suggests igeposit
difference becomes less positive).

Accordingly, Defendants have not proven theeducing a magnitude of a difference” or
“reducing themagnitude ofthe differencé terms render any claim indefinite and constrines
termsas follows.

e ‘“reducing a magnitude of a differericeeans feducing the absolute value of the
differencé; and
e “reducingthemagnitude othedifferencé means “reducig the absolute value of

the difference
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C. “a counter”

Disputed Term

Plaintiff's Proposed
Construction

Defendants’Proposed
Construction

“a counter”

plain and ordinary meaning

hardware or software that

counts
e '627 Patent Claim 1, 10,
16

The Parties’ Positions

Plaintiff submits: ‘Semcon IP Inc. has agreed to adopt and rest on the arguments made in the
briefing and at théMarkmanhearing inSemcon IP Inc. v. Amazon.com,.l@ase No. 2:18v-
00192JRG” Dkt. No. 64-1 at 5.

Defendants submit:.Defendantdhiave agreed to adopt and rest on the arguments made in the
briefing and at théMarkmanhearing inSemcon IP Inc. v. Amazon.com,.l@ase No. 2:18v-
00192JRG. Defendants also adopt the Court’s constructions of this term in that case, which the
Court construed to mean ‘hardware or software that counts.” Dkt. Nb a6&-

Analysis

As the parties have expressly adopted and rested on the arguments made in the claim
construction proceeding in the Amazon.com case, the Court aduptsiterates themazon.com
ruling and reasoningAmazon.con2019 U.S. Dist. LEXIS 79846, at *47-52.

Accordingly, the Court construes “counter” as follows:

e “countef means “hardware or software that couhts
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D. The Changingthe-Voltage-While-Executing-Instructions Terms

Disputed Term

Plaintiff's Proposed
Construction

Defendants’Proposed
Construction

Dkt. No. 644 at 5-6

plain and ordinary meaning

“executing ... instructions”
means “executing ...
instructions using the core
clock”

“execution of ... instructions’
means “execution of ...
instructions using the core
clock”

“execute instructions” mean$
“execute instructions using
the core clock”

“executes ... instructions”
means “executes ...
instructions using the core
clock”

Because the parties’ arguments and proposed constructiongsgpttt to these terms are

related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits:*Semcon IP Inc. has agreed to adopt and rest on the arguments made in the

briefing and at théMarkmanhearing inSemcoriP Inc. v. Amazon.com, In€ase No. 2:1&v-

00192JRG” Dkt. No. 641 at 5-6.

Defendantsubmit “Defendants have agreed to adopt and rest on the arguments made in the

briefing and at théMarkmanhearing inSemcon IP Inc. v. Amazon.com, I8ase No. 2:8-cv-

00192JRG. Defendants also adopt the Court’s constructions of these terms in thatQidse.’

No. 64-1 at 5-6.
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Analysis
As the parties have expressly adopted and rested on the arguments made in the claim
construction proceeding in theanazon.consase the Court adopts and reiterates Ameazon.com
ruling and reasoningAmazon.con2019 U.S. Dist. LEXIS 79846, at *21-52
Accordingly, the Court construes these voltagange terms by construirigexecuting
instructions” and variants in those terms in¢l@ms at issue as follows
e ‘“executing ... instructions” means “executing ... instructions using the core
clock™;
e ‘“execution of ... instructions” means “execution of ... instructions using the core
clock™;
e ‘“execute instructions” means “execute instructions using the core clock”; and
e ‘“executes ... instructions” means “executes ... instructions using the core clock.”
V. CONCLUSION
The Court adopts the constructions above for the disputed and agreed termAssietted
PatentsFurthermore, the parties should ensuredhaestimony that relates to the terms addressed
in this Order is constrained by the Court’s reasoning. However, in the presetheejafy the
parties should not expressly or implicitly refer to each other’s claimtremtisn positions and
should not expressly refer to any portion of this Order that is not an actual comstadzipted
by the Court. The references to the claim construction process should be limitiatrtong the
jury of the constructions adopted by the Court.

SIGNED this 10th day of July, 2019.

%SQMJL_

ROY S. PAYNE

2o UNITED STATES MAGISTRATE JUDGE
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