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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

UNITED STATES AUTOMOBILE
ASSOCIATION,

Plaintiff,

Case N02:18-cv-00245JRG
V.

WELLS FARGO BANK, N.A,
Defendant.

w W W W W W W W L

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction briefUofted States Automobile
Association(“Plaintiff”) ( Dkt. No. 81, filed on April 11, 2019 the response of Wells Fargo Bank,
N.A. (“Defendant”) Dkt. No. 84 filed onApril 25, 2019), and Plainti%¥ Reply(Dkt. No. 85 filed
on May 2, 2019). The Court held a hearing@aim constructioron May 23, 2019 after first
providing the parties with a list of preliminary constructionstbé disputed terms. Having
considered the arguments and evidence presented by the parties at the hearitigeariatiefing,

the Court issues this Order.

1 Citations to the parties’ filings are to the filing’s number in thekdb(Dkt. No.) and pin cites are to the page numbers
assigned through ECF.
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l. BACKGROUND
Plaintiff alleges infringement dbur U.S. PatentsNo. 8,699,77qthe 779 Patent), No.
8,977,571 (the 571 Patent”), No. 9,366,517 (the “’517 Patent”), and No. 9,818,090 (the “090
Patent”) (collectively, the “Asserted Patents”Jhe '779 and '517 Patents (the 779 Patent
Family”) are related through continuation applications and share a substantially identical
specification (outside the claim sets). The '571 and '090 Patents (the 571 Patelyt)Fare
related through continuation applications and thus share a substantially idepécHication
(outside the claim sets). The '779 Patent Familg st effective filing date of August 28, 2009.
The '571 Patent Family lists an effective filing date of August 21, 2009.
In general, the Asserted Patents are directed to technology for captusipesiof checks or
other instruments or documents in a form suitablservethe purposef the documenin place
of the document. The disclosures of the patents are directed primarily to mobkedepesit and
thus are directed to systems and methods for capturing check imagesshaahte for the cheek
deposit process. The primary difference between the '571 Patent Famdilthe '779 Patent
Family is in the qualitycontrol aspect of the image capture: the '571 Patent Family focuses on
monitoring criteria to ensure quality imagesile the '779 Patent Family focuses on an alignment
guide to ensure quality images.
The abstracts of tH&71 Patent Familyareidenticaland provide:
An image of a check that is in the field of view of a camera is monitored prior to
the image of the check being captured. The camera is associated with a mobile
device. When the image of the check in the field of view passes monitoring criteria,
an image may be taken by the camera and provided from the mobile device to a
financial institution. The image paure may be performed automatically as soon as
the image of the check is determined to pass the monitoring criteria. The check ma
be deposited in a user's bank account based on the image. Any technique for sending

the image to the financial institutionay be used. Feedback may be provided to
the user of the camera regarding the image of the check in the field of view.

The abstracts of the '779 Patent Family are identical and provide:
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An alignment guide may be provided in the field of view of a cameiaciased

with a mobile device used to capture an image of a check. When the image of the
check is within the alignment guide in the field of view, an image may be taken by
the camera and provided from the mobile device to a financial institution. The
alignment guide may be adjustable at the mobile device. The image capture may be
performed automatically by the camera or the mobile device as soon as the image
of the check is determined to be within the alignment guide. The check may be
deposited in a user's bank account based on the image. Any technique for sending
the image to the financial institution may be used.

Claim 1 of the 571 Patent andClaim 9 of the '779 Patentexemplarymonitoring<riterion
andalignmentguide d¢aims respectively, recite as folls:

'571 Patent 1 A nontransitory computereadable medium comprising
computerreadable instructions for depositing a check that, when executed by a
processor, cause the processor to:

monitor an image of the check in a field of view of a camera of alendévice

with respect to a monitoring criterion using an image monitoring and capture
module of the mobile device;

capture the image of the check with the camera when the image of the check

passes the monitoring criterion; and

provide the image of theheck from the camera to a depository via a

communication pathway between the mobile device and the depository.

779 Patent 10 A norttransitory computereadable medium comprising
instructions for depositing a check, said instructions being executed by a
processor of a mobile device to:

projectanalignmentguidein a display of thenobile devicethe displayof the

mobiledevicedisplayinga field of view of acamera of the mobile device;
monitor an image of the check that is within the field of viewhefcamera,
determine whether the image of the check aligns with the alignment guide;
automaticallycapturetheimageof thecheckwhenthe image of the check is
determined to align with the alignment guide; and
transmit the image of the check from the m@device to a deposit system.

Il. LEGAL PRINCIPLES
A. Claim Construction
“It is a‘bedrock principle of patent law thatthe claims of a patent define the invention to
which the patentee is entitled the right to excltidehillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.

381 F.3d 1111, 1115 (Fed. Cir. 2004)h determine the meaning of the claims, courts start by
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considering the intrinsic evidendel. at 1313;C.R. Bad, Inc. v. U.S. Surgical Corp388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad Corimsdaroup, InG.262 F.3d
1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the
specification, and the prosecution histdphillips, 415 F.3d at 1314Z.R. Bard, InG.388 F.3d at
861.The general rule-subject to certain specific exceptions discusaéd—is that each claim
term is construed according to sdinary and accustomed meaning as understood byfone
ordinary skill in the art at the time of the invention in toatext of the patenkhillips, 415 F.3d
at 131213; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. Cir. 2008yure
Networks, LLC v. CSR PLZ71 F.3d 1336, 1347 (Fed. Ci014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityelettant time.y
(vacated on other grounds).

“The claim construction inquiry . beginsand ends in all cases with thetual words of the
claim” Renishaw PLC v. Marposs Socigber Azionj 158 F.3d 1243, 1248 (Fed. Cir. 199@].n
all aspects of claim constructiorthé name of the game is the claimA&pple Inc. v. Motorola,
Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.
Cir. 1999). First, a terms context in the asserted claim can be instrucB¥dlips, 415 F.3d at
1314. Other asserted or unasserted claims can also aid in detetiméniteggms meaning, because
claim terms are typally used consistently throughout the pathtDifferences among the claim
terms can also assist in understanding a’®meaningld. For example, when a dependent claim
adds a limitation to an independent claim, it is presumed that the independent clainotdoes
include the limitationld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are a"phtt.(quoting

Markman v. Westview Instruments, |82 F.3d 967, 979 (Fed. Cir. 1995) (en bant))j]he



specificatiortis always highly relevant to the claim construction analysis. Usually, ifgeslis/e;

it is the single best guide to the meaning of a disputed 'tetch. (quotingVitronics Corp. v.
Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex,Inc. v. Ficosa N. Am. Corp.
299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the court in
interpreting the meaning of disputed claim language, particular embodimeahtexamples
appearing in the specification will not gerally be read into the clainfisComark Commias, Inc.

v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@agnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 1988gg also Phillips415 F.3d at 1323]l]t is
improper b read limitatims from a preferredmbodiment described in the specificatieeven if

it is the only embodimestinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to belisoted.” LiebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim coostructi
becausglike the specificationthe prosecution history provides evidence of howlilte Patent
and Trademarffice (“PTQO’) and the inventor understood the patéillips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiatiombiaeved O
and the applicant, rather than the final product of that negotiation, it aftes the clarity of the
specification and thus is less useful for claim construction purpddeat 1318;see alsdthletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an @mpretive resourée

Although extrinsic evidence catsobe useful, it is* less significant than the intrinsic record
in determining the legally operative meaning of claim languagdgehillips, 415 F.3d at 1317

(quotingC.R. Bard, Inc.388 F.3d at 862)Technical dictionaries and treatises may help a court



understand the underlying technology and the manner in which one skilled in the art might use
claim terms, but technical dictionaries and treatises may provide definitions thab &r@ad or
may nd be indicative of how the term is used in the patenat 1318. Similarly, expert testimony
may aid a court in understanding the underlying technology and determining rtivellaa
meaning of a term in the pertinent field, but an expanclusory, unsupported assertions as to a
term's definition arenot helpful to a courtld. Extrinsic evidence iSless reliable than the patent
and its prosecution history in determining how to read claim térlds.The Supreme Court
recentlyexplained the role aéxtrinsic evidence in claim construction:

In some cases, however, the district court will need to look beyond the’ patent

intrinsic evidence and to consult extrinsic evidence in order to understand, for

example, the background science or the meaningesfrain the relevant art during

the relevant time perio&ee, e.g., Seymour v. Osbqgrh# Wall. 516, 546 (1871)

(a patent may béso interspersed with technical terms and terms of art that the

testimony of scientific witnesses is indispensable to a&ecounderstanding of its

meaning”). In cases where those subsidiary facts are in dispute, courtseditbne

make subsidiary factual findings about that extrinsic evidence. Thesdere t

“evidentiary underpinningsof claim construction that we discussadVlarkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] geneudét that claim terms are construed according
to their plain and ordinary meaning: “1) when a patentee sets out a definition arsllastswan
lexicographer, or 2) when the patentee disavows the full scope of the claim tenmreithe
specification oduring prosecution®Golden Bridge Tech., Inc. v. Apple Int58 F.3d 1362, 1365
(Fed. Cir. 2014) (quotinghorner v. Sony Computer Entm. LLC 669 F.3d 1362, 1365 (Fed.

Cir. 2012));see also GE Lighting Solutions, LLC v. AgiLight, I7&0 F.3d 1304, 1309 (Fed. Cir.

2 Some cases have characterized other principles of claim construction as “@sidptthe general rule, such as the
statutory requirement that a megplas-function term is construed to cover the corresponding structur@skstin
the specificationSee, e.gCCS Fitness, Inc. v. Brunswick Cqr@88 F.8l 1359, 1367 (Fed. Cir. 2002).
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2014)(“[T] he specification and prosecution history only compel departure from the plannge
in two instances: lexicography and disavowal.”). The standards for findingotgaphy or
disavowal are “exacting GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee nulsafly set forth a definition of the
disputed claimdrm,” and ‘tlearly expres an intent to define the termd. (quotingThorner, 669
F.3d at 1365)see alsoRenishaw 158 F.3dat 1249 The patentee’s lexicography must appear
“with reasonable claritydeliberateness, and precisioRénishaw158 F.3d at 1249

To disavow or disclaim the full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amount toleal and unmistakable” surrend€ordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2008ge also Thorne669 F.3dat
1366("“ The patentee may demonstrate intent to deviate from the ordinary and acdus&anang
of a claim term by including in the specification expressions of manifest exclusrestriction,
representing a clear disavowal of claim scp&Where an applican$ statements are amenable
to multiple reasonable interpretations, they carm®tdeemed clear and unmistakablaM

Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).



A.

CONSTRUCTION OF DISPUTED TERMS

The Deposit Terms

Disputed Term?

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

“A non-transitory computer
readable medium comprising
[computerreadablg
instructions for depositing a
check

779 Patent Claim 10
'571 Patent Claim 1, 9

)

The preamble is limiting.

The preamble is not limiting.

“A system for depositing a
check

779 Patent Claim 1

The preamblés limiting.

The preamble is not limiting.

“depositing a check”

779 Patent Claims 1, 10
'571 Patent Claims 1, 9

No additional construction
necessary

Alternatively.

provide a check image to
a depository for
presentment and clearing
in order for money to be
credited to an account

No construction necessary.

Alternatively.

provide a check image
and/or check information
to a depository (such as
bank) for money to be
credited to an account

oD

“deposit system”

779 Patent Claim 10
'571 Patent Claim 9

No additional construction
necessary

Alternatively.

a system that allows for
providing a check image
for presentment and
clearing in order for
money to becredited to
an account

No construction necessary.

Alternatively.

a system for pviding a
check image and/or cheg
information to a
depository (such as a
bank) for money to be
credited to an account

3 For all term charts in this order, the claims in which the term is fountisted with the term but: (1) only the
highestlevel claim in each dependency chain is listed, and (2) only asserted clainfieidéntihne Paies’ P.R. 4
5(d) Joint Claim Construction Chart (Dkt. No. 88) are listed.
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Disputed Term?3

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

“depository”

e '779 Patent Claim 1
e '571 Patent Claim 1

No additional construction
necessary

Alternatively.

e a bank or other entity that e

provides check image
deposit functionality to a
plurality of users. Check

No construction necessary.

Alternatively:
the entity (such as a bank)
to whom a user provides|a
check image and/or chegk
information for money to

image deposit is the act of be credited to an account
providing a check image
to a depository for

presentment and clearing
in order for money to be

credited to an account

Because the parties’ arguments and proposed constructions with respect torniseaecste
related, the Court addresshe terms together.

The Parties’ Positions

Plaintiff submits The preambles of Claims 1 and 9 of the '571 Patent, Claim 20 of the 090
Patent, and Claims 1, 10, and 19 of the '779 Patent are limiting because they providéeahtece
basis for terms in theddlies of the claims and because they recite key features of the inventions
of the patents The deposit terms, namely, “depositing a check,” “deposit system,” and
“depository,” refer to a check deposit that inherently includes presentmenteamohglof tle
check. It is only after the check is procesgredpresentment and clearirapd the funds credited
to the appropriate accouyiat thecheck isdeposied For checkimage deposits, this image must
meet certain standards in order to be processed thtbagkepositof funds Thus, depositing a
check image is a “relatively involved technical process” that is “not amenable tora sh
construction, but instead best explained to the jury via expert testinidkity No. 81lat6—-13 24~

27.
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In addition to the laims themselves, Plaintiff cites the following intrinsic and extrinsic
evidence to support its positiomtrinsic evidence '779 Patent figs.8, 9, col.2 11.229, col.3
11.3842, col.3 11.5558, col.3 1.65-col.4 I.2, col.4 11.5352, col.5 11.5558, col.8 .61-col.9 1.4,
col.10 11.16-17, col.11 11.44-51, col.13 11.44-48, col.14 11.3-10; '571 Patent figs. 8, 9, col.2 11.23—
28, col.311.9-12, col.3 11.37-42¢0l.3 11.47-54, col.3 1.59-61,col.4 11.17-22 col.7 11.52-57, col.12
[1.19-25, col.15 11.43-49, col.16 11.51-54,col.18 11.2-6; '571 Patent File Wrapper November 8,
2018 Petition for Covered Business Method Review at 13, CBMR0094 (Plaintiff's Ex. 8,

Dkt. No. 818 at25); ‘090 Patent File Wrapper November 8, 2018 Petition for Covered Business
Method Review at 13, CBM201@0002 (Plaintiffs Ex. 9, Dkt. No. 89 at 25). Extrinsic
evidence Calman Decf ] 55-6799(Plaintiff's Ex. 5, Dkt. No. 8315); Usapkar Dep.at 40:16-

24 (Plaintiff's Ex. 6, Dkt. No. 8B); Saffici Decl® at 19 (Plaintiffs Ex. 7, Dkt. No. 8T); Saffici

Dep.” at 18:16-21, 19:14- 21:3, 21:521, 28:942, 39:2—40:13, 43:25- 44:10, 46:16- 47:9
(Plaintiffs Ex. 10, Dkt. No. 8110); Knight Dep?® at 34:16-20, 34:25- 37:10 (Plaintiff's Ex. 11,

Dkt. No. 81-11)Alexander Dep’. at 38:17-21Rlaintiff's Ex. 14, Dkt. No. 81-14).

Defendant resporsd The preambles of Claims 1 and 9 of the '571 Paterd Claims land
10 of the "779 Patent are not limiting because the claim bodies are structurallietomiphout
reference to thpreambles(Defendant notes that Claims-20 of the '571 Patent, Claim 20 of
the 090 Patent, Claims 423 of the '779 Patent, and Claims42 11, 15, and 16 of the '517 Patent
have been statutorily disclaimed and need not be construed.) Even if the preprobids

antecedent basis for some terms, the rest of the preambles are not theratyy. [Bpiicifically,

4 February 28, 2019 Declaration of Matthew A. Calman. (Plaintiff'gdiion expert.)

5 November 20, 2018 Deposition of Nishant Usapkar. (Defendant’s employee.)

6 March 5, 2019 Ddaration of William L. Saffici Regarding Claim Construction. (Deferttalitigation expert.)
”March 29, 2019 Deposition of William L. Saffici.

8 February 8, 2019 Deposition of Katie Night. (Defendant’'s employee.)

9 January 23, 2019 Deposition of Peter Alexander, Ph.D. (Defendant’s-péteatexpert.)
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even if “check” in the preambles is limiting, the “deposit” aspect of the preansnotAs used

in the Asserted Patents, “deposit” is disti from presentment and clearing. “Deposit” is
something that can be done by a user of mobile device. “Presentment” and “cleagng”
performed by a financial institutioithe check “deposit” is simply “a person submitting the check
to their bank and is distinct frondeposit of funds that may result from a check depbsgit. No.

84 at9-15.

In addition to the claims themselves, Defendant cites the following intrinsic ansgx
evidence to support its positioimtrinsic evidence 779 Patentol.3 11.9-13, col.5 11.46, col.8
[.61 —col.9 1.4; '571 Patent figs.8, 9, col.3 k82, col.3 11.3742, col.4 11.1822, col.5 I.2#29,
col.12 11.19-25, col.15 11.4349, col.16 11.5356, col.18 I.2-6. Extrinsic evidence Saffici Decl.
at 17 1719 (Defendant’s Ex. C, Dkt. No. 8); Calman Depglat 62:16-18, 63:25 — 64:11, 66:10—
23 (Defendant’s Ex. E, Dkt. No. &); Liang Dep'! at 38:1045, 48:20- 49:8 (Defendant’s Ex.
F, Dkt. No. 846); Calman Decl. { 58 (Plaintiff's Ex. 5, Dkt. No.-8); Saffici De. at 18:1621
(Plaintiff's Ex. 10, Dkt. No. 81-10); U.S. Patent No. 8,708,227.

Plaintiff replies Depositing a check is key to the invention and references to “depositing a
check” in the preambles shoultkereforebe given limiting effectFurther, “depsiting a check” is
specifically described in the patents as distinct from simply submitting a chexlbamk.It
requires the deposit of funds into an account. Dkt. Nat&512.

Plaintiff cites further intrinsic and extrinsic evidence to support itsitipo: Intrinsic
evidence '779 Patent, at [57] Abstract, col.2 Il-881, col.6 [1.32-35, col.12 11.2628, col.13 1.28
—col.14 1.10, col.14 11.36833, col.14 11.3637, col.15 11.24-40;°517 Patent col.13 11433, col.13

.56 —col.14 1.30; '571 File Wrapper November 8, 2018 Petition for Covered Business Method

10 March 29, 2019 Deposition of Matt Calman.
1 March 27, 2019 Deposition Minya Liang. (Named inventor.)
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Review at 1213, CBM201900004 (Plaintiff's Reply Ex. 3, Dkt. No. 85 at 25-26). Extrinsic
evidence U.S. Patent No. 6,356,836, at [57] Abstract, col.3 H&%5(Plaintiff’'s Reply Ex. 4, Dkt.
No. 854); Calman Dep. at 63:11-14 (Plaintiff's Reply Ex. 5, Dkt. No535Saffici Dep. at 39:2
—40:13 (Plaintiff's Reply Ex. 6, Dkt. No. 86); Liang Dep. at 49:1213 (Plaintiff’'s Reply Ex. 7,
Dkt. No. 86).

At the hearing, the parties argued the effect airfiff's statutorydisclaimer of certain claims
of the patentsDefendant argued that Plaintiff's proposed construction of the Deposit Terms
threatens to improperly recaptuheclaim scope disclaimed by the Plaintiff, citivgctra Fitness,

Inc. v. TNWKCorp, 162 F.3d 1379 (Fed. Cir. 1998). Plaintiff argued that the disclaimed claims
canhave no effecbn claim construction and that its construction is a narrowing construation
retainedclaims and therefore is not an attertgptecapture disclaimed subject matter.

Analysis

The dispute distills to two issues. First, whether the preambles of Claim 9’67 ihPatent
and Claims 1 and 10 of the '779 Patent are limiting. They are. Second, whether “depositing
check” necessarily includes or follows preseent and clearing. It does not, though it is not simply
submitting a check image or information to a depository.

On the record before the Court, the Court declines to determine whether Pdaawatvbcated
claim construction, or the Court’s adopted construction, improperly recapturashijleet matter
disclaimed by the Plaintiff. Doing so would require construction of the disclaimedsclvithout
the benefit of argument or evidence on the issues specific to those claims., Rhetezderal
Circuit has suggested that a recapture analysist properly part aflaim constructionSeeMBO
Labs., Inc. v. Becton, Dickinson & Cal74 F.3d 1323, 133-32(Fed. Cir. 2007)MBO Labs

found error in a district court’s application of the recapture rule laig€«onstruction proceeding.
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Id. Specifically, the district court narrowly construed claims that were bneadéhrough
reissuance of the pateatissue in lightof disclaimers maden prosecutng the original
application.ld. The Federal Circuit held ifnapproach to be error, stating that “[w]hether those
broadened claims are invalidated by the recapture rule is an issue separate ftamticonsid.

The Federal Circuit’s predecessor court, the Court of Claims, also prguidiesice on this issue.

In Soundscriber Corp. v. United Stat#ise court instructed: “The construction of a patent, after a
disclaimer has been properly entered, must be the same that it would have beeratfdheam
disclaimed had never been clainie860 F.2d 954, 96{Ct. A. 1966) Thus,“structures defined

by a claim which has been disclaimed may be covered by other claims not dis¢ldoned
Soundscriberis precedemal through the Federal Circuit's adoption of the “body of law
represented by the holdings of the Cour€Ctdims and the Court of Customs and Patent Appeals
announced before the close of business on September 30; $9&rp. v. United State690
F.2d 1368, 1370 (Fed. Cir. 1982h bang. With this guidance from the Federal Circuit, the Court
construes the claim terms at issue here without regard to whether the pnogtenation of the
claims somehow violates the recapture rule.

It is not necessarily improper to consult the disclaimed claims in construineesit
Terms. InVectrg the Federal Cirgt held that in a broadeningeissue context, statutorily
disclaimed claims are treated as if they “never existed.” 162 F.3d at888this does not mean,
however, that the disclaimed claims are erased entirely from the intesidr Indeedyectra
instructs that “[the public is entitled to rely upon the public record of a patent in determining the
scope of the patertclaims’ Id. at 1383. This “public recordi’e.,the intrinsic evidence, includes
the disclaimed claimgd. at 1383-84. As previously held byhis Court,“the prosecution history

presentingdisclaimed]claims is still available, despite the disclaimer, as evidence that can be

14



consulted by the Court during claim construcfiohllergan Sales, LLC v. Sandoz, |ndo. 2:12
CV-00207JRG, 2013 U.S. Dist. LEXIS 126418, at *22 (E.D. Tex. Sep. 4, 2013). Thus, the Court
considers the disclaimed claims as part of the intrinsic record that ntayselted in construing

the claims.

The preambles of Claim 9 of the '571 Patent and Claims 1 and 10 of the '779 Patent are
limiting. Each of thespreambless “necessary to give life, meaning, and vitality to the cfaim
SeeNTP, Inc. v. Research In Motion, Ltd18 F.3d 1282, 1305 (Fed. Cir. 2005). For example, the
“non-transitory computereadablenedium” claims are all directed to instructions for configuring
a processor to perform certain functions. Without reference foréanble it is not clear whether
the claim covers the medium holding the instructitorsthe processoor performance of th
functions irrespective of a processor. It is only in the context of the preambléehatim is
properly understood to covéhe structure dictated by processor performance. Similarly, the
preambles provide antecedent basis for “cheakd “mobile deice” limitations found in the
bodies of the claimsAnd the Court agrees witRlaintiff that the “depositing a check” aspect of
the preamble also provides important context for understanding thes clim “check” of the
preamble is subject to a seriegqoflity-control functionghat must be met to submit the check to
a “depository.” These are properly understood in the context of deposithgck.Thus, the
preambles provide life, meaning, and vitality to the claims and are trestiafiting.*?

“Depositing a check’is used in the Asserted Patents to describe the process of providing a
check to a depositorin a form suitable tallow fundsto be depositednto an accountFor

example, the patents explain:

2 The Patent Trial and Appeal Boaff?TAB”) recently determined that the preamble of Claim 1 of the '571 Patent
is limiting. DecisionWells Fargo Bank, N.A. v. United Services Automobile Associ@Bi201300004, paper 22
at 16-14 (PTAB May 15, 2019), Dkt. No. 8D at 1+15.

15



Once the check has been signed, it is usually deemed negatiablang the check

may be validly transferretb the payee upon delivery. By signing and transferring

the check to the payee, the payor authorizes funds to be withdrawn from the payor's

accounton behalf of the payee.

While a check may pwide a payor with a convenient and secure form of payment,

receiving a check may put certain burdens on the payee, such as the time and effort

required to deposit the check. For example, depositing a check typically involves

going to a local bank branch and physically presenting the check to a bank teller.

To reduce such burdens for the payee, systems and methods have been developed

to enable the remote deposit of checks. For example, the payee may cagjitaé a di

image of a check using a mobile devi€ke financial institution may then receive

from the payee the digital image of the check. The financial institution may then

use the digital image to credit funds to the payéewever, such a technique

requires the efficient and accurate detection andaetdn of the information

pertaining to a check in the digital image.
'571 Patent col.1 IL3-33; '779 Patent col.1 13-33. This suggests that depositing a check is
more than just providing to the institution, it involves providing ih a form to eableactual
crediting of funds to the deposit accoufhe patents elsewhere refer to the deposit process as
depositing the check into an account: “The user 102 may deposit a check 108 or other negotiable
instrument in the account 160 either electronically or physically.” '571 Pate8tlc8-10; '779
Patent col.311.911. “The user 102 may deposit the check 108 into account 160 by making a digital
image of the check 108 and sending the image file containing the digital imagenacaiina
institution 130.” '571 Patent col.3 11.445; '779 Patent col.3 I.4316. Again, this suggests that
while presenting check to an institution is part of “depositing a check” it is not all tfetcheck
must be in a suitable form. “[T]he digital image nisy/processednd funds associated with the
check or negotiable instrument in the digital image may be deposited in aha@c'account.”
'571 Patent col.3 .3942; 779 Patent col.3 I1.413.This is depicted in Figures 8 and 9 of the
patents (which differ slightly between the '571 Patearnily and the '779 Pateamily). These

figures depict implementations of cheg&posit methods, each culminating in “deposit funds into

account.” '571 Patent fig.8 (item 870), fig.9 (item 980), col.15 #1110 col.17 1.1315; '779
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Patent fig.8 (item 870), fig.9 (item 980), col.12 Ik28, col.14 11.36-38. This suggests that
depositing a check can include the deposit of the associated funds. IG@é®d]9 of the 779
Patent, directed to processexecutablanstuctions for “depositing a check,” includes a distinct
step of “deposit funds of the check into an account.” '779 Patent col.20 Il.26/&27. 10 of that
patent, also directed fwrocessoexecutable instructions for “depositing a check,” doesTius
suggests that while check deposit may include deposit of funds, it does not necesqaiiky
deposit of funds. Ultimately, depositing a check requires provision of the cheférim auitable
to allow the funds associated witie checko bedepositednto the deposit account, whether or
not the funds are actually deposited.

Depositing a check does not necessarily require or foflmsentment andlearing. The
patents are clear that presentment and clearinglmiaglo not necessarilgrecede the transfer of
funds to the deposit account. For example, the patents provide:

The depository 204, in an implementation, after receiving the image(s) of ttie che
108 from the user 102, may use a clearinghouse 210 to perform the check clearing
operations. As described with respect to the system 100 of FIG. 1, check clearing
operations are used by banks to do the final settlement of the check 108, such as
removing funds from the account of the payor and transferring those funds to the
user’s bankThe user’s bankmay choose to make the funds available to the user
102 immediatelyand take on the risk that the check 108 does not clear. However,

for various reasonshe bank may only make those funds available to the user 102
after the check 108 finally clears

'571 Patent cob 11.29-41; '779 Patent col.5 I1.5567 (emphasis added)hat is, the funds
associated with the cheakay be available in the deposit accowithout clearing or they may be
available only after clearing. With respect to “presentmeng’'Courtunderstands that the parties
are using the term to refer to the demand madedspository institution (e.g., the chezksher’'s
bank) to a paying institution (e.g., the chewalter's bank)to demand the fundSeeDkt. No. 81

at 11-12; Dkt. No. 84 at 4. With this understanding, and in light of the patenisclosure that
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the “user’s bank may choose to make the funds available to the user 102 immgdiatakyck
may be deposited withotjppresentment.”

Other than the meaning of “depositing a check,” thergt anactual dispute regarding the
meaning of “depository.Accordingly,the Court determines that, subject to the construction of
the other Deposit Terms, “depository” does not need to be consingecbnstrues thether
Deposit erms as follows:

e The preambles of Claisnl and9 of the '571 Patent and Claims 1 and 10 of the
"779 Patent are limiting;

e “depositing a che¢kneans providing a check to a depositarya form sufficient
to allow money tde credited to an accoungind

e “deposit systeinrmeans “a system fquroviding a check to a depositarya form

sufficient to allow money to be credited to an account.”

B. “mobile device” and “mobile computing device”
Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“mobile device” a user’s mobile phone, adevice capable of being

personal digital assistant, or| moved
e 779 Patent Claims 1, 10| handheld computing device,
e 571 PatenClaims 1,9 | in all cases controlled by a
e ’'517 Patent Claims 1, 10| mobile opeating system

“mobile computing device”

e '090 PatenClaim 11

Because the parties’ arguments and proposed constructions with respect tarirseaecte
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits:The“mobile device’ “mobile computing device” of the Asserted Patents is

the same mobile device understood in the industry. It includes mobile devices with mobile
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operating systemsBut a “mobile device” “mobile computingdevice” doesnot encompass
desktop computsroperating dedicated cheskanning devices, regardless that such equipment is
capable of being move®kt. No. 8lat13-15, 27-28.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins

evidence to support its positiamtrinsic evidence: '571 Patent col.3 11.48-53, col.6 11.3-5, col.6
[.13-17, col.11 1.1620, col.12 1.3%33; '779 Patent col.3 11.4%54,col.4 11.40-48,col.5 1.30-
32, col.7 1.65-col.8 |.2 Extrinsic evidence Calman Decl. 11 691 (Plaintiff's Ex. 5, Dkt. No.
81-5); Usapkar Dep. at 51:2352:14 (Plaintiff's Ex. 6, Dkt. No. 88); Saffici Dep. at 31:23
32:1 (Plaintiff's Ex. 10, Dkt. No. 810); Knight Dep. at 6:1320, 8:1724 (Plaintiff's Ex. 11, Dkt.
No. 81-11).

Defendant respond$he “mobile device/*mobile computing device” of the Asserted Patents
is not necessarily limited to a device running a mobile operating syRegimer, the patents teach
thata variety of devices, such as PCs, servers, and laptops, with the appropriatg hmaedyware
may implement the inventienAnd at the priority date of the Asserted Patents (~2009) “mobile
device” was used in the industry to broadly denote devices that did not necessarily rien mobi
operating systemsuch as laptops. Dkt. No. &415-19.

In addition to the claims themselves, Defendant cites the following intrinsic anasgx
evidence to support its positiomtrinsic evidence '571 Patent col.3 11.483, col.5 11.45-61,
col.6 1.13-17,col.11 1.6 col.18 11.21-35; '090 Patent col.4 1145, col.5 1.66— col.6 1.15,col.18
[.65 —col.19 1.8; '779 Patent col.3 11.4%4, col.15 11.55-64 '517 Patent col.3 I.6655 col.16 .1~
10. Extrinsic evidence Usapkar Dep. at 51:2352:14 (Plaintiff’'s Ex. 6, Dkt. No. 86); Saffici

Dep. at 31:23- 32:1 (Plaintiff's Ex. 10, Dkt. No. 810); Knight Dep. ab:23 — 6:6, 8:124

(Plaintiff's Ex. 11, Dkt. No. 8411); Usapkar Dep. at 52:1553:3 (Defendant’s Ex. M, Dkt. No.
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84-13); U.S. Patent No. 8,295,898 at coll’b1-56 (Defendant’'s Ex. G, Dkt. No. 84); U.S.
Patent Application Publication No. 2012/0232966 ] 50 (Defendant’s Ex. H, Dkt. No. 84-8).

Plaintiff replies: The use of a “mobile operating system” is critical to implementatitire of
inventions on a molel device The other devices, such a PCs, servers, and lapt@pdioned in
the patents are described in the contexa dinancial institution’s computing environment for
processing check images, not of a mobile de\bde. No. 85at 10-12.

Plaintiff cites further intrinsic and extrinsic evidence to support its posifioininsic
evidence '571 Patent col.10 1.48 col.11 [.21, col.18 11.412, col.18 11.2%22, col.19 1.6466;
'571 File Wrapper November 8, 2018 Petition for Covered Business MethoeévwReav 5,
CBM201900004 (Plaintiff's Reply Ex. 3, Dkt. No. 8% at 18) Extrinsic evidence Saffici Dep.
at 9:14 (Plaintiff’'s Reply Ex. 6, Dkt. No. 86); Saffici Decl. at § 12 (Plaintiff's Ex. 7, Dkt. No.
81-7); Calman Dep. at 74:22 — 76:12 (Plaintiff's Reply Ex. 5, Dkt. Nd&)85-

Analysis

There are three issues in dispute. First, whether a mobile device is necessanibpile
phone, personal digital assistant, or handheld computing device.” It is not. Secondrveheth
mobile device is simply “@evie capable of being moved.” It is not. Thimdhether a “mobile
device”is necessarilyontrolled bya “mobile operating systeit is.

The Court declines to limit “mobile device” to ‘fmobile phone, personal digital assistant, or
handheld computing dewa¢ While these are exemplary mobile devices, the Asserted Patents do
not define these as the entire universe of mobile devices. Indeed, the paterite desor as
exemplary The mobile device 106 may be a mobile phone (also known as a wireless phaone or

cellular phone), a personal digital assistant (PDA), or any handheld computirog,devi
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example” '571 Patent col.3 11.48&1; 779 Patent col.3 I.5%2 (emphasis addedyhe terms
“mobile device” and “mobile computing device” are not as narrow aistif contends.

While the “mobile device” of the patents is necessarily mobile (it is capable of &asily
moved, like a mobile phone, PDA, or handheld), the patents clarify that it is distincotinem
potentially movable systems, likeamcorders,personal computersand laptop computers.
Defendant relies on seveadssages frorthe patentsn its argument tequate “mobile device”
with any movable device. Dkt. No. 84 at 16 (citing, inter alia, '571 Patent col.5804%0l.18
[1.26—35). The Court is not persuaded. For example, in one passage, the '571 Patent explains that
a mobile device may include a video camera to obtain a video of the W¥cRatent col.5 I1.45
61. But the patents do not suggest thgtddeo source is a mobile device. Indeed, the patents
explain that a camera may be “contained within the mobile device” or “detachably caufiled t
mobile device.” 571 Patent col.13 HK@; '779 Patent col.9 Il.4&1. A camera, video or
otherwise, may be used as part of the mobile device but is not necessafiby tsdile device.

In another passage, tpatents explain that a variety of computing environments may be used to
implement the invention, such as “personal computers (PCs), server computers chanldpéebp
devices, multiprocessor systems, microprocedmmed systems, network PCs, minicomputers,
mainframe computers, embedded systems, distributed computing environments tldat amgl

of the above systems or devices, and the like.” '571 Patent col.883b62But the Court does not
interpret this passage to mean that some or all of the items in this list qualify akile ‘thewice.”
Indeed, these are expressly described as “other” computing system enwvitgrsuggesting that
these are other than mobile deasdd. at col.18 11.2326. And it stretches the meaning of “mobile”

to interpret some of these items, such as “mainframe comgwsrasobile devicesThe terms

“mobile device” and “mobile computing device” are not as broad as Defendant contends.
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One distinction between the mobile devafethe patentaindthe other potentially movable
systems is the operating systé®w mobile operating system, also known as a mobile platform or
a handheld operating system, is the operating system that controls aaeslueOther mobiles
OSs include Symbian OS, iPhone OS, Palm OS, BlackBerry OS, and Android.” '5ifldeatel
[1.L17-21, '779 Patent col.7 1.65- col.8 |12. In the context of the surrounding disclosut@st
statement suggests that a mobile devicerettyy is controlled by an operating system and that
the operating system is a “mobile operating systé&nil Patent col.10 I.3#42; '779 Patent col.7
[.22-27. For example, the statement is made in the context of describing an exemplary
embodiment withan “example of the mobile device.” But instead of referring to the operating
system that controlshe mobile device Which would refer to the exemplary mobile device
specifically), the patents refer to the operating system that coatnoddbile device \{hich refers
to mobile devicegenerically). Similarlythe statement does not referatwoperating systerthat
may control a mobile device (which would refer to a generic and optional operating system) but
rather refers tohe operating systerthat controlsa mobile device (which refers to a specific and
necessary operating system). In the patents, a “mobile device” is cahbyple'mobile operating
system.”

Accordingly,the Court construes “mobile device” and “mobile computing device” as fallows

e “mobile devicé means tomputing device capable of being easily moved and that
is controlled by a mobile operating systerand
e “mobile computing device” means “computing device capable of being easily

moved and that is controlled by a mobile operasiysiem”

22



C. “monitoring criterion ”

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“monitoring criterion one or more of light contrast| No construction necessary.

n

on the image, light brightnes _
e ’'571Patent Claira1,9 | of the image, positioning of | Alternatively:

e 090 Patent Claims 1, 11| the image, dimensions, e one or more standards,
tolerances, character spacing, including things
skewing,warping, corner perceptible to théduman
detection, and MICR eye, such as for
(magnetic ink character identifying edges (“edge
recognition) line detection detection”) or corners

(“corner detection”)

The Parties’ Positions

Plaintiff submits:The '571 and '090 Patents define monitoring criterion by providing a list of
criteria at, e.g., '571 Patent col.4 11.3-8: “The monitoring criteria may be based on oweeoof
light contrast on the image, light brightness of the image, positioning of the imag&schns,
tolerances, character spacing, skewing, warping, corner detection, and MEZRefmink
character recognition) line detection, as described further hefdiase were the cheglaging
criteria recognized in the industry at the time of the invention. And as theseare monitored
by a processor, they are not necessarily petdept the human eye. Dkt. No. 8115-17.

In addition to the claims themselves, Plaintiff cites the following intrinsic and axtrins
evidence to support its positidnirinsic evidence '571 Patent col.4 1138, col.7 11.4151, col.14
[1.11-17.Extrinsic evidence Calman Decl. Y 7273 (Plaintiff's Ex. 5, Dkt. No. 8b); Saffici
Dep. at 38:1320 (Plaintiff’'s Ex. 10, Dkt. No. 810); Federal Reserve Financial Servidesage
Cash Letter Customer Documentatiainl9 (Version 1.8, Oct. 1, 2008) (Plaintiff's Ex. 12, Dkt.
No. 8112 at19); Alexander Dep. at 9:20 10:3 (Plaintiff's Ex. 14, Dkt. No. 814); Financial
Service Technology Consortiunmage Quality and Usability Assurance: Phase | PropcP

(Version 1.0.0, July 23, 2004) (Plaintiff's Ex. 18, Dkt. No. 81-18 at 3).
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Defendant respond$he list d criteria provided inthepatents is not limiting. Rather, it states
that the monitoring criteridmay be based on” the various listed attribut®gher monitoring
criteria are described in the tpats, such as dimensions, positioning, edge detection, and
detectability or readability of a MICR line. That is, the listed criteria aranplay, not
definitional. And such criteria may be perceptible to the human eye, even though they rieed not
percetible to the human eye. They are not necessarily imperceptible to the human eyn.Dkt
84at19-21.

In addition to the claims themselves, Defendant cites the following intrinsic anasgx
evidence to support its positiomtrinsic evidence: '571 Patent col.3 .58 — col.4 1.8, col.7 11.30—
33, col.7 11.4857, col.8 11.4641; '090 Patent col.4 II.227, col7 1.52-57, col.8 11.4-14, col.8
[1.66—67 Extrinsic evidence Calman Dep. at 69:20-23 (Defendant’s Ex. E, Dkt. No. 84-5).

Plaintiff replies:Thelist of monitoring criteria is both definitional and not exhaustive. The list
defines the categories f#atureghat may be monitoring criteria, but does not define, or mention,
everytechnical featuref the defined categorie$hat is, every monitoringriterion fits withinthe
listed categaesbut not every criterion is listed. And that a criterfonay bé of thelist indicates
that monitoring may be based on one or more of the categories, but not necessé#rgy all
categoriesDkt. No. 85at12—-13.

Plaintiff cites further intrinsic and extrinsic evidence to support its positimnnsic
evidence '571 Patent col.3 1.58 col.4 1.8, col.7 11.3833, col.7 11.4857, col.8 11.4641; '090
Patent col.4 11.1827.Extrinsic evidence Saffici Dep. at 38:1320 (Plaintiff's Reply Ex. 6, Dkt.

No. 85-6); Liang Dep. at 51:16 — 52:11 (Plaintiff's Reply Ex. 7, Dkt. No. 86).
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Analysis

There are two issues in dispute. First, whether “monitoring criterion” isetefn the patents
as Plaintiff contends. It is notSecond, whether a “monitoring criterion$ necessarily
imperceptible to the human eye. It is not.

The monitoring criteria of th&71 and '090Patents are not limited as Plaintiff contends. The
list of criteria is expressly exemplary. For example, @80 of Figure 8 of the '571 Patent
provides: “Monitor image in field of view of camera with respect to monitoringrieri(e.g, light
contrast, light brightness, positioning, dimensions, tolerances, charactengspskewing,
warping, corner detectioMICR line detectiongetc)” (emphasis added). This is both exemplary
(“e.g.”) and norexhaustive (“etc.”). This expresslyxamplary language cuts against Plaintiff's
proposed interpretation of the passage at '571 Patent cok&: It'Bhe monitoring critaa may be
based on one or more of light contrast on the image, light brightness of the imagmipgof
the image,dimensionstolerancescharacter spacing, skewingarping, cornerdetection,and
MICR (magneticink characterecognition)line deteabn.” Given the express exemplary nature
of the substantially identical language in Figure 8, the “may be based on” da@nguthe
descriptionis best understood to denote that the entire list is exemplary rather than thiatiéapa
criterion is basedn at least one of the iteyin the list but nbnecessarilyonall items in the list
or that not every item in the list must be used to manitor

The “monitoring criteria” of the patents are featuresroin@age that are used as part of the
guality-control process. “To increase the likelihood of capturing a digital image of the check 108
that may be readable and processed such that the check 108 can be cleared, thenomgigead
for compliance with one or more monitoring criteria, prior to the image of the check 18 bei

captured.” '571 Patent col.3 I1.588.Various monitoring criteria are disclosed, but the common
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characteristic is that each criterion is related to the suitability of the imaghiltatfe purpose of

the imaged check571 Patent) or target document ('090 Pate®ée, e.g. 571 Patent col.3 11.61

64 (“An application may monitor whether the check 108 is sufficiently within #madrof the
camera and has a high enough quality for subsequent processing.”); cokZ2ll(1By ensuring
that the image of the check passes monitoring criteria duringnaige capture monitoring, the
number of nonconforming images of checks is reduced during presentment of the images to a
financial institution for processing and clearing£pl.7 1.52-57 (“In an implementation, corner
detection itself may be a monitoring criterion, such that if corner detectibie oheck 108 in the
image 230 is achieved, then it may be concluded that the image 230 may be prapedgqut
and clearedya depository (i.e., the image 230 passes the monitoring criteria).)3dl.38—40
(“Compliance with the monitoring criteria is intended to ensure that the image ohdic& is
suitable for one or more processing tasks.”); col.161B5“The user ray initiate the capture of
the image ... or the image may be captured automatically ... as soon as theniregkeld of
view is determined to have passed the monitoring criteria. In this manner, the moewfe
nonconforming images downstream ... is restljcand there is a high confidence that the image
will be properly processed downstream.”).

The monitoring criterion neither requiresrrnexcludes a feature that is perceptible to the
human eyeThe monitoring of the monitoring criteria is repeatedly dbsd and claimed as
performed by a device rather than a hungee, e.g.571 Patent col.1 11.4813 (“The monitoring
may be performed by the camera, the mobile device, and/or a financialtimstihat is in
communication with the mobile device.”); ®lll.4045 (“In an implementation, a monitoring
criterion may be whether the MICR line can be detected and/or read. Any known IMECR

detection technique( s) may be used by the camera 207, the mobile device 106, andéordiaé f
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institution ( e.g., using an image processor, for example) to detect the Mkanlthe check 108
in the image 230.”")There is nothing in the patents that suggests that a human may perform the
monitoringand the Court does not here hold that human monitoring is encompgsagylclaim.
But there isalso nothing in the patents to suggest that a monitoring criterion is necessarily
imperceptible to the human eye. Indeed, many of the criteria appear to encorapaes fiat
could be perceptible to a human, such as light contrast, light brightness, positioning, and
dimensionsSee idat col.4 11.3-8.
Accordingly,and giving effect to the different contexhe claims of the '571 Patent (which
are directed to “check” imagingjand those of the *090 Patent (which are diretde‘document”
imaging”) the Court construes “monitoring criterion” as follows:
e 571 Patent: fmonitoring criteriofi means ‘bne or more features oftheckimage
that provide information about the suitability of the imégeepresent the chetk
and
e 090 Patent: “monitoring criterion” means “one or more features of a document
image that provide information about the suitability of the image to represent the

document.”

B ThePTAB recently determined that “monitoring criterion” of Claim 1 of the 'P&tent “can include ‘one or more’
features of an image of a check that can affect whether check data can be electabiaiakiyl from the check, such
as [a list of example monitogncriteria].” Decision,Wells Fargo Bank, N.A. v. United Services Automobile
Association CBM201900004, paper 22 at £Z1 (PTAB May 15, 2019), Dkt. No. 8P at 1822. The Court
understands the PTAB language to reflect that the criteria includerfiafmn about the suitability of the image to
represent the check.”
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D. The Capture Terms

Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

“automatically capture the image of the
check when the image of the check is
determined to aligh

779 Patent Claims 1, 10

the processor controlg

capture of an image of check automatically

the check
automatically when
the processor
determines that the
checkaligns with the
alignment guide

capture an image of the

(without human
intervention) at the time
when the check aligns
with the alignment guide|

“automatically capture information of th
instrument when the at least one featut
aligns wth the alignment guide”

'517 Patent Claim 1

the processor controlg
ecapture of information
of the instrument
automatically when
the processor
determines that the at
least one feature align
with the alignment
guide

capture information from
the instrument
automatically (without
human intervention) at
the time when the check
aligns with the alignmen
guide

[

“automatically capture the information
the instrument when the at least one
feature is determined to align with the
alignment guide”

'517 Patent Claini0™

the processor controlg
capture of information
of the instrument
automatically when
the processor
determines that the at
least one feature aligr
with the alignment
guide

capture information from
the instrument
automatically (without
human interventionat
the time when the check
aligns with the alignmen
guide

[

“capture the image of the check
[with/using] the camera when the imag
of the check [in the field of view] passe
the monitoring criterioh

'571 Patent Claims 1, 9

All variations: the
Eprocessor controls the

Scapture of an image of

the [target
document/check]

automatically when

capture an image of the
[target document/check]
automatically (without
human intervention) at
the time when the

1n the Parties’ P.R.-8(d) Joint Claim Construction Chart, the parties mistakenlyessmt the capture language of

Claim 10 of the '517 Patent as identical to the capture language of Clafithd '517 Patent. Dkt. No. 8B at 20
(term no. 18). The correct language is listed here.
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Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

“capturing the image of the check is
performed automatically without user
intervention when the image of the checl
passes the monitoring criterion”

e ’'571 Patent Claim 6

“when themonitoring criterion is
determined to be satisfied, con{nog]
the image capture device to capture an
image depicting the target document in
the field of view of the image capture
device

e ’'090 Patent Claims 1, 11

“configured to control the image capu

device to capture the image automatically

upon determining the monitoring criterion
Is satisfied”

e ’'090 Patent Claim 7

“controlling theimage capture device to
capture the image depicting ttegget
document comprises automatically
capturing themagedepicting the target
document upon determining the
monitoring criterion is satisfied”

e ’'090 Patent Claim 1%

the processor
determines that the
monitoring criteria are|
satisfied

monitored criterion is
satisfied

Because the parties’ arguments and proposed constructions with respect toniseaeste

related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits:The capture process is controlled by the processdrtheprocess is not

necessarily “withouhumanintervention.” As described in the Asserted Patemtsser may, for

5 1n the Parties’ P.R.-8(d) Joint Claim Construction Chart, the parties mistakenlyessmt the capture language of
Claim 17 of the '090 Patent as identicathie capture language of Claim 7 of the '090 Patent. Dkt. Nd. &8 (term

no. 7). The correct language is listed here.
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example, reposition the check as pafrthe capture process. And some claims expressly recite
“without user intervention” while others do not. The capture process is not mdgesgahe
time” the imageas determined t@atisfy themonitoring criterioialignment That is, the capture
does nonecessarily occur simultaneously with determining the monitoring criteligmmentis
satisfied, the capture may occur afiéith respect to the '517 Patent, the information captured is
“of” the instrument, not merely “from” the instrument. This encompasses iaf@mabout the
instrument, such as corner identification, and is not limited to information on themesir.Dkt.

No. 8lat17-21, 30-31.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins
evidence to support its positiomtrinsic evidence '571 Patent col.1 11.53565, col.4 11.24-26,
col.10 11.23-33, col.13 11.3444;, '779 Patent col.6 1.2431; '517Patent col.13 11.4246.Extrinsic
evidence Calman Decl. Y A9, 82-83 (Plaintiff’'s Ex. 5, Dkt. No. 815); Saffici Dep. at 24:20
— 25:22, 26:12-21 (Plaintiff's Ex. 10, Dkt. No. 81-10).

Defendant respondsthe capture process proceeds automatically,nmgait proceeds
“without human interventiof This is the plain meaning of “automatically” and it is how the term
is used in the patentsnd during prosecutiomnd there is no suggestion in the patents that the
user will reposition the check after the monitoring criterion/alignment requireraentaet. The
capture process proceeds when (or upon) the monitoring criterion/aligniapginémgents are met,
meaning that as soon as the requirements are met, the capture occurs. This inultdreisy
requirenent but rather allows fdhe physical limitations of the monitoring/capturing components.
Finally, the capture does not necessarily require a processor. Some relaite a processahile

others, such as Claim 11 of the '090 Patent, do not. Dkt. Nat BY4-28.
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In addition to the claims themselves, Defendant cites the following intrinsic ansgx
evidence to support its positioimtrinsic evidence: '571 Patent, at [57] Abstract, col.1 1481,
col.4 11.27-30,col. 13 11.34-44,col.16 1.5-10, cd.17 I1.53-56, '090 Patent, at [57] Abstract, col.1
[1.62—65, col.4 11.47-50, col.16 11.383; '779 Patentat [57] Abstract, col.1 [1.536, col.4 11.3-6,
col.15 11.16-20; '517 Patent, at [57] Abstract, col.1 &%, col.4 1.14-17,col.15 11.21-33; '571
Patent File Wrapper November 6, 2012 Appeal Brief at 8 (Defendant’s Ex. K, Dkt. N4. &4
9), January 17, 2013 Notice of Allowance (Defendant’s Ex. L, Dkt. NA.234779 Patent File
Wrapper August 28, 2012 Amendment at 9 (Defendant’s Ex. |,N2kt849 at10), November 8,
2012 Notice of Allowance (Defendant’s Ex. J, Dkt. No-1®). Extrinsic evidence Calman Dep.
at 49:21-50:5 (Defendant’s Ex. E, Dkt. No. &); Calman Decl. { 83 (Plaintiff's Ex. 5, Dkt. No.
81-5).

Plaintiff replies: The paents expressly allow for steps between satisfaction of the
monitoring/alignment requirements and the image/information capture. For exatgpm 10 of
the '571 Patent provides feedback to the user when the monitoring criterion iscatisfigorior
to capturing the image.” As described in the patents, the capture occurs “after” the
monitoring/alignment requirements are met, but not necessarily “as sothewnsire met. And as
described, the user may perform steps after the requirements are mebbaithmetapture. For
example, the user may crop the image after the requirements are metdvattbefcapture.
Similarly, the user may flip a check after one side is captured in order to ctmuther side.
Dkt. No. 85at4-7.

Plaintiff cites furtherintrinsic and extrinsic evidence to support its positibmtrinsic
evidence '571 Patent col.18 11.569; '090 Patent col.8 11.4814, col.11 11.54-58, col.13 [.64-

col.14 1.1, col.16 11.1626, col.17 1.64- col.18 |.2, col.18 11.1831; '779 Patentol.7 11.14-16,
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col.15 11.13-20;'517 Patent col.7 11.2430, col.8 11.17+20, col.8 1.23-31, col.10 11.69, col.13
[1.49-54, col.15 Il.#18;’571 Patent File Wrapper February 10, 2014 Amendment and Response
at 3, 8 (Plaintiff’'s Reply Ex. 1, Dkt No. 8bat 10,15); '779 Patent File Wrapper August 28, 2012
Amendment at 9 (Plaintiff’'s Reply Ex. 2, Dkt. No. 85-2 at E{trinsic evidence Calman Dep.
at 50:15-19 (Plaintiff's Reply Ex. 5, Dkt. No. 85); Saffici Dep. at 9:911 (Plaintiff's Reply EX.
6, Dkt. No. 85-6).
Analysis
There are three issues in dispute. First, whether capturing an ioraggormation
“automatically” necessarily means without human interventiotioes, in the sense that the user
does nointervene to control the capture (it is not a mamaglture) Second, whether capturing
an imageor information“when” certain criteria are met means capturing it as soon as the criteria
are met. It does not. Third, whether the imagermationcapture is necessarigontrolledby a
processor. It is not. As set forth below, the Court also declines to interpret @hpiere Terms
to require automatic capture.
The Asserted Patent describe two modes of capturing an image: automatie aagtmanual
capture. For example, the '571 Patent provides:
In an mplementation, the image capture may be perforaugdmaticallyby the
camera, the mobile device 106, and/or the financial institution as soon as the image
of the check 108 is determined to pass the monitoring criteria. Alternatively, the
user 102 maynanually instruct the camera to perform the image capture (e.g., by

pressing a button the camera or the mobile device 106) after the user 102 receives
an indication or other feedback that the image passes the monitoring criteria.

'571 Patent col.4 11.27-34 (emphasis added). The 779 Patent similarly provides:

When the check image 247 is within the alignment guide 235 (e.g., the edges 245
of the check image 247 are aligned with respect to the alignment guide 235, such
as parallel to the associated portiorthe alignment guide 235), the check image
247 and the background image 250 (if any) that are within the alignment guide may
be captured eitheautomatically (e.g.,by the camera or the mobile device under
direction of an applicatiorrunning on the camera 207 or the mobile device 106 or
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the financial institution) omanually (e.g., by the user 102 pressing a button or
making a selection on the camera 207 or the mobile device 106).

779 Patent col.6 11.21-31 (emphasis added).

The automatiesrs-manual distinton appears in the claims. For example, Claim 1 of the '571
Patent recites “capture the image of the check with the camera when the integeheick passes
the monitoring criterion” while Claim 6, which depends from Claim 1, recite®f®@ih capturing
the image of the check is performed automatically without user intervention whanate of
the check passes the monitoring criterion.” Claim 9 recites “capture the image oétkausing
the camera when the image of the check in the field of view p#ssenonitoring criterion” while
Claim 11, which depends from Claim 9 through Claim 10 recigserein the feedback comprises
instructions to the user to capture the image of the check.” Here the “feetbdekhed in Claim
10: “instructions that provide feedback, via the mobile device to the user, when the infage of t
check in the field of view passes the monitoring criterion, prior to capturagribge of the
check.” The contrast here between capturing automatically (Claim @nandallyby theuser
(Claim 11) suggests that the capturing of the patents is neither inhengiothyatic nor inherently
manual. This comports with the description of the inventions, as set forth above.hEhGsutt
does not accept thmarties contentiongshat the claim language at issue is necessarily directed to
automatic capturé&see Exxon Chem. Patents, Inc. v. Lubrizol Gé@4F.3d 1553, 1555 (Fed. Cir.
1995) The Court “has an independent obligation to determine the meaning of the claims,
notwithstanding theiews asserted by the adversary parties.”).

The automatic capture is distinct from the manual capture in that the manual capiiresre
the useto controlthe capture by, e.g., “pressing a button or making a selection on the camera ...
on the mobile devie.” '779 Patent col.6 .28B1. The automatic capture proceeds without this

user interventionld. at col.6 11.21-31.
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The timing of the capture is not necessarily “as soon as” or, as Defendansptyragehe
time when,” the monitoring or alignmentiteria are met. The patents describe both capturing “as
soon as” the criteria are met and “after” the criteria are met. For example, tieaterit describes
that “the front of the check 108 has been captured after passing the monitoring "ctiétia
Patent col.11 [.2#29;see also, idat col.13 11.34-38 (“The check processing module 454 may be
configured, in one example, to cause the image monitoring and capture module 456 to monitor an
image of at least one side of a check provided in a field of view of the camera 207 angtilmen ca
the image after it passes monitoring criteria.”). The patent also describeththimage capture
may be performed automatically by the camera, the mobile device, damglforancial institution
as soon as the imagéthe check is determined to pass the monitoring critddadt col.1 11.48—

51. And, as set forth abovelaiins 9 through 11 of the '571 Patent recite steps taken between the
satisfaction of the monitoring criterion and capture of the image. That isaptere may proceed
at or after the moment the criterion is met.

Finally, the capture is not necessarily controlled by a processor, asfP@ntends.The
patents describe that automatic capture may proceed “by the camera or the mobilerdierice u
direction of an application running on the camera 207 or the mobile device 106 or the financial
institution.” ’571Patent col.10 11.2331; '779 Patent col.6 .2B1. The Court understands such a
capture to be controlled by the processor. But the patents also allow thagrtheayscontrol the
capture by, e.g., “the user 102 pressing a button or making a selectio®m ceimera 207 or the
mobile device 106.” '571 Patent col.10 II-Z1;'779 Patent col.6 11.2431. The Court understands
that this capture is controlled by the user, not the proceSser.alsoc571 Patent Claim 11
(“wherein the feedback [that the monitag criterion has been satisfied] comprises instructions to

the userto capture the image of the chetkemphasis added)).
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Accordingly, the Court construes the Capture Terms (with surrounding claim language in
some instances) as follows:

e ‘“automatically apture the image of the check when the image of the check is
determined to aligrwith the alignment guidemeans tapture an image of the
check automaticallywithout the user instructing the device to perform the image
captureat or after thenoment thecheckis determined to aligwith the alignment
guide”;

e “automatically capture information of the instrument when the at least one feature
aligns with the alignment guitlaneans ‘tapture information of the instrument
automaticallywithout the user instraing the device to perform the image capture,
at or after the moment the at least one feature aligns with the alignmerit guide

e ‘“automatically capture the information of the instrument when the at least one
feature is determined to align with the alignmegiidé means tapture
information of the instrument automaticalyithout the user instructing the device
to perform the image capturat or after the moment the at least one feature is
determined to align with the alignment guide

e “capture the imagefdhe check [with/using] the camera when the image of the
check [in the field of view] passes the monitoring critétioreans “capture the
image of the check [with/using] the camera at or after the moment the image of the
check [in the field of view] passéhe monitoring criteridi

e “capturing the image of the check is performed automatically without user
intervention when the image of the check passes the monitoring cfitereans

“capturing the image of the check is performed automatically without user
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intervention at or after the moment tineage of the check passes the monitoring
criterior;

“when the monitoring criterion is determined to be satisfied, control[ing] the image
capture device to capture an image depicting the target document in thef field
view of the image capture device” meas 6r after the moment the monitoring
criterion is determined to be satisfied, control[ing] the image capture device to
capture an image depicting the target document in the field of view of the image
capture device”,

“configured to control the image capture device to capture the image automaticall
upon determining the monitoring criterion is satisfiedeans tonfigured to
control the image capture device to capture the image automatigahput the
userinstructing the device to perform the image captatrey after the moment the
monitoring criterion is determined to be satisfiezhd

“controlling the image capture device to capture the image depicting the target
document comprises automatically captg the image depicting the target
document upon determining the monitoring criterion is satisfiateans
“controlling the image capture device to capture the image depicting the target
document comprises automatically capturing the imag#hout the use
instructing the device to perform the image captdepicting the target document

at or after the moment the monitoring criterion is determined to be satisfied
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E. “feedback” and “feedback information”

Disputed Term Plaintiff's Proposed Deferdant’s Proposed
Construction Construction
“feedback” instructions to the user No construction necessary

, , regarding actions to take in | velv:
e '571 Patent Claims 2, 10 order to satisfy one or more Alternatively:

e information or an

“feedback information” monitoring criteria based on : ' :
analysis of the monitoring instruction relating to an
e 090 Patent Claims 1, 11| criteria by the system attempt to capture an

image of the check

Because the parties’ arguments and proposed constructions with respect torniseaecte
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits: The claims link feedback to instructions for satisfying the monitoring
criteria This is how feedback is described in the patents, information to assist the uset tioeme
monitoring criteria. This is more specific than just any information related to theregmocess,
as proposed by Defendant. Dkt. No.&821-24.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins

evidence to suppoits position:Intrinsic evidence '571 Patent fig.8, col.6 II.122, col.8 I.16-
20, col.911.3943, col.17 11.46-46.EXxtrinsic evidence Calman Decl. 11 8®0, 93 (Plaintiff's Ex.
5, Dkt. No. 815); Usapkar Dep. at 88:1989:3 (Plaintiff's Ex. 6, Dkt. No. 86); Saffici Dep. at
33:24 345, 35:1322 (Plaintiff’'s Ex. 10, Dkt. No. 81.0); Alexander Dep. at 23:31 (Plaintiff's
Ex. 14, Dkt. No. 81-14).

Defendant respond3he term “feedback” is used in the Asserted Patents according to its
common meaning and therefore does not need to be constinddr this meaning, and as
described in the patents, “feedback” may include, but is not limited to, instreidt a user to

satisfy a monitoring criterion. For example, the '571 Patent provides thedbdekmay also
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advise the user ... when the image ... passes the one or more monitoring criizkioMNd. 84
at 28-30 The term is used precisely this way in the claims. For example, Claim 10 '6¥7the
Patent recites providing feedback “when the image ... pdssesonitoring criterion.”

In addition to the claims themselves, Defendant cites the following intrinsic ansgx
evidence to support its positioimtrinsic evidence '571 Patent col.7 11.1-28; '090 Patent col.7
[1.36-51.Extrinsic evidence CalmanDecl. { 85 (Plaintiff's Ex. 5, Dkt. No. 81-5).

Plaintiff replies:In Claim 10 of the '571 Patent, the feedback is an instruction to take no
further action Dkt. No. 85at 13.

Plaintiff cites furthelintrinsic evidenceto support its positiori571 Patent col.7 11.33-37.

Analysis

The issue in dispute distills to whether “feedback” and “feedback informatrenécessarily
limited to instructions regarding actions to takerderto satisfy the monitoring criterioifhey
are not.

The feedback of the Asserted Patent relates to the #osgare process, but is not necessarily
limited to instructions regarding how to satisfy the monitoring criteria. Famele, the '571
Patent provides: “In an implementation, feedback may be provided to the user of #@ cam
regarding the image of the check in the field of view. The user may repositioheitie and/or
the camera, for example, responsive to the feedback. Alternatively, theayseapture an image
of the check responsive to the feedback.” '571 Patent col.1 [.5%eB@lso, idat col.4 11.2226
(“In an implementation, feedback may be provided to the user 102 regarding the image of the
check in the field of view. Based on the feedback, the user 102 may reposition the check 108 and/or
the camera, for exgote, or may capture an image of the check 108.”), col.7-2G“The

feedback may also advise the user 102 when the image 230 passes the one or more monitoring
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criteria and to capture the image of the check 108¢ feedback to capture the imagéen the
monitoring criterion is meis claimed in Claim 11'wherein the feedback [that the monitoring
criterion has been satisfied] comprises instructiorteg¢aiser to capture the image of the clieck
That is, the patents expressly contempladed claim—feedback that is other thannstructions
to the user regarding actions to take in order to satisfy one or more monitorenig drised on
analysis of the monitoring criteria by the systém

The feedback of the claims is defined in the claims. For exad@faam 2 of the '571 Patent
states “instructions that provide feedback ... regarding the image of the check p#itt testhe
monitoring criterion prior to capturing the image of the check.” Claim 10 recitesrifotions that
provide feedback ... when the image of the check in the field of view passes the mgnitori
criterion, prior to capturing the image of the check.” And Claims 1 and 11 of the '090 Patent
provide: “present feedback information describing an instruction for satisfiygngnbnitoring
criterion.” In the context of the surrounding claim language, the meaning of “fe€édbadk
“feedback informatiohis clear without construction.

Accordingly, the Court rejects Plaintiff's proposed construction and determines that
“feedback” and “fedback information” each have their plain and ordinary meaning without the

need for further construction

F. “identification information pertaining to the instrument”
Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“identification infamation information pertaining to the| No construction necessary.

pertaining to the instrument”| identification of corners of
the instrument
e 517 Patent Clainb
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The Parties’ Positions

Plaintiff submits: “Identification information” is used in the '51Patent to refer to
identification of the corners of the instruments. Dkt. Noa828.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins
evidence to support its positioimtrinsic evidence '779 Patent col.13 H9-56. Extrinsic
evidence Calman Decl. 115 (Plaintiff's Ex. 5, Dkt. No. 81 5).

Defendant responds: The '517 Patent explains that “identification informationinclade
information other than corner identification, such as characteristics of MiC&liag. Dkt. No.

84 at30.

In addition to the claims themselves, Defendant cites the followmimigpsic evidence to
support its position: '517 Patent col.8 11.32—-42.

Analysis

The issus in dispute distill to whether “identification information” is synonymous with
“corner identification data.” It is not.

The 779 Patent (and thus the '517 Patent) describe usfognation for a variety of
identification purposes. For example, “the nine digit routing number located on the bdttom le
hand comer of the checkiay be used to identify the paying bank. '779 Patent col.4-&31.5
[.2. This information may be extracted by “optically recogniz[ing] the charaain the MICR
line.” Id. at col.8 I.2£31. In another example, “the corners and/or edges of the chexk’be
identified.ld. at col.8 1.12-20.This can be used, for example, to crop the chieckmportantly,
certainidentification information is specifically denoted as “corner identificatrdormation”
while otheridentification informationis not. For example, the patents provide:

In an implementation, coordinate data of the alignment guide may be provided to
the depository. Such coordinate data may correspond to the coordinates of the
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alignment guide in the field of view of the camera or in the ergenerated by the
camera. Alternatively or additionally, the user can identify on the display of the
captured image where each of the corners of the check is and the coordinate data
(e.q., pertaining to the identified corners) andfner identificationinformation
may be provided to the depository along with the image of the chiduk.
depository may use the coordinate data and/or corner identification infonmati
during subsequent processing such as cropping, edge detection, etc.
Id. at col.13 11.3643 (emphasis added). This suggests that “identification information” is not
inherently “corner identification informationSee Phillips v. AWH Corp415 F.3d 1303, 1314
(Fed. Cir. 2005) (en banc) (noting that the use of the term “steel bafflewigstimplies that the
term ‘baffles’ does not inherently mean objects made of steel”).
Accordingly, the Court rejects Plaintiff's proposed construction and deteamihat
“identification information pertaining to the instrument” has its plain and ordinaggmg

without the need for further construction.

G. “indicia”
Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“indicia’ routing or account number | No construction necessary.

e '517 Patent Claim 9, 18

The Parties’ Positions

Plaintiff submits:The term is not defined in the '517 Patent and it does not have an accepted
definition in the artandtherefore i should be given theeaning‘magnetic indicia” carries i
prior-art reference @wift) cited on the facef the patentDkt. No. 81at28-29.

In addition to the claims themselves, Plaintiff cites the following intrinsic and axtrins
evidence to support its positiomtrinsic evidence U.S. Patent Application Publication No.

2007/021766%t 1 [0027](Plaintiff's Ex. 13,Dkt. No. 8%13) (“Swift’). Extrinsic evidence
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Calman Decl. § 117-12QPlaintiff's Ex. 5, Dkt. No. 8315); Saffici Dep. at 7947 (Plaintiff's Ex.
10, Dkt. No. 81-10).

Defendant responds: The '517 Patent explains that an instrjofi¢iné “instrument inkuides
indicia” language at issu@y not necessarily a document that would have a routing or account
number and thus it would be improper to limit “indicia” to a routing or account nuivioeeover,
the indicia described in tHewiftreference is a specific indicia,MICR indicia,” and it includes
more than just account and routing numbers. Dkt. Nat84—-32.

In addition to the claims themselves, Defendant cites the following intrinsic dnsgx
evidence to support its positiomtrinsic evidence U.S. Patent Application Publication No.
2007/021766%t § [0005](Plaintiff's Ex. 13, Dkt. No. 8413). Extrinsic evidence Saffici Decl.
at 11 2529 (Defendant’s Ex. C, Dkt. No. 84-3); Liang Dep. at 33:21 — 34:1, 38:1-5 (Defendant’s
Ex. F, Dkt. No. 846); Calman Decl. I 120 (Plaintiff's Ex. 5, Dkt. No.-8); Calman Dep. at 54:17
—55:15, 61:8-20 (Defendant’s Ex. E, Dkt. No. 84-5).

Analysis

The issue in dispute essentiallywhether “indicia” should be narrowly interpreted as “MICR
indicia” as that terms used in one of well over 1,000 references cited on the face of the '517
Patent It should not.

The 779 Patent (and thus the '517 Patent) does not describe any particular marks or
indications on an instrument as “indicia.” The patent does, howeves,that the user may
“indicatean account number on the check 108 for depositing the funds.” 779 Patent cok3 11.27
29. This suggests th#te scope ofindicia” should at leasencompassuch an indicator. The
patent further discloses that an instrument may be processed to detectiitiorthat indicates

relevant information on an instrument. “The detection operations may include any of the

42



following, for example: optically read the MICR line, courtesy amount recogniCAR), legal
amount recognition (LAR), signature block, and payé&.at col.13 1.1619. This suggests that
all theseinstrumentmarkingsindicate somethingfanterest and should be included within the
scope of “indcia.” Simply, “indicia” is a broad term and it is entitled to its broad meaiingtner

v. Sony Comput. Entm’'t Am. LL669 F.3d 1362, 1367 (Fed. Cir. 2012)he patentee is free to
choose a broad term and expect to obtain the full scope of its plaordindry meaning unless
the patentee explicitly redefines the term or disavows its full sdope.

The Court does nashare Plaintiffsunderstandof the holding inV-Formation, Inc. v.
Benetton Grp. SpAt01 F.3d 1307 (Fed. Cir. 2005)-Formationstateghat it is proper to look to
all the intrinsic evidence to understapatentclaim terms, including prieart references cited on
the face of a patentd. at 1311.The V-Formationissue was whether the scope of “releasably
attached” encompassedrts attabed withrivets.Id. at 1310. A priosart reference cited on the
face of the patent explained that parts attached with rivets are “permaneacthedtiid. at 1311+
12. This was properly “evidence that rivets are considered by persons of grdkithrto be
permanent fastenerdd. That is, it was evidence of tlspecificmeaning of a term in the art.

V-Formationdoes not, however, stand for the proposition that {anibreferences must be
consulted to interpret a term having an ordinary meaningtitéha does not also have a specific
meaning in the art. Plaintifsuggests tha¥/-Formation mandates examining cited prart
references fosome kind of implicitpatentee lexicography d¢dy termsas other than their lay
meaning Such an interpretation &-Formationconflicts with weltestablished precedent stating
that the standard for patentee lexicographeiacting. See, e.g., GE Lighting Solutions, LLC v.
AgiLight, Inc, 750 F.3d 1304, 1309 (Fed. Cir. 2014). It alsgproperly limits the base

comprehension of the person of ordinary skill in theaarif the lexicon of such a person is limited
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to technical terms and the person is left grasping when terms with ordinangéayngs are used
in a patent. The Court rejectsaiitiff’'s suggestion thathe person of skill in the aiit so limited
and presumes that such a person has a working knowledge of the English language.

Even when consultinthe Swift reference one cannot conclude that “indicia” is limited as
Plaintiff proposes. Rather, “indicia” is used in its ordinary semsiks modified by “magnetic” or
“MICR” to refer to specific indiciaSee, e.g.Swiftat § [0003] (“The present invention relates to
processing magnetic indicig] [0005] (“In addition, the MICR idicia can include the drawee
bank’s transit or routing number, and the check sequence numbéissuggests that “indicia”
is not inherently “magnetic indicia” or “MICR indiciaSee Phillips v. AWH Corp415 F.3d 1303,
1314 (Fed. Cir. 2005) (en bang)oting that the use of the term “steel baffles” “strongly implies
that the term ‘baffles’ does not inherently mean objects made of steel®ed,Swiftexplicitly
states that MICR indicia is not necessarily limited to the “transit or routing nunhaift at
[0005]. So even ifSwiftmandated thatindicia’ in the '517 Patent means “MICR indicia*and it
does not—MICR indicia” is not limited as Plaintiff contends.

Accordingly,the Court rejects Plaintiff's proposed construction and determines thatiah

has its plain and ordinary meaning without the need for further construction.

H. “instrument”
Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“instrument” No additional construction | a document that defines
necessary rights, duties, entitlements, or
e ’'517 Patent Claim 1, 10 liabilities, such as a

negotiable instrument, a
credit instrument, a debit
instrument, a financial
document, a vehicle accident
document, or an insurance
document
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The Parties’ Positions

Plaintiff submits:The term “instrument” is used in the '517 Patent accordingstordinary
sense to refer to documents of various sortsismgt limited to financial documentBkt. No. 81
at29-30.

In addition to the claims themselves, Plaintiff cites thievahg extrinsic evidenceto support
its position:Saffici Dep. at 29:23 — 30:4 (Plaintiff's Ex. 10, Dkt. No. 81-10).

Defendant respond$he “instrument” of the patent refers to docunsefia certain character;
namely, documents that define rights, dstientittements, or liabilitiet is a narrower term than
“document” or “legal documentDkt. No. 84at 32—-33.

In addition to the claims themselves, Defendant cites the followmimigpsic evidence to
support its position: '517 Patent col.2 1.686+3 1.15, col.3 1.41-47.

Analysis

The issue in dispute appears to be whether an “instrunsejuist anysort ofdocumentlt is
not.

The term “instrument” is used in the '779 Patent (and thus the '517 Patent) in the coatext of
“negotiable instrument.See, e.q.’779 Patent col.2 .54 col.3 |.4. This “negotiable instrument”
is distinguished from just “any form or document whose image may be captuhea gdamera.”
Id. at col.3 11.36-37. From this, it appears that “instrument” is used in its customary sense to denote
a document of some legal impd8ee, e.gMorgan v. Huntington Ingalls879 F.3d 602, 609 n.19
(5th Cir. 2018)“A n instrument is[ a] written documenta formal or legal document in writing,
such as a contract, deed, will, bond or leaseA document or writing which gives formal
expression to a legal act or agreement for the purpose of creating, securingjnmoaif

terminating a righ}” (quotingBlack’s Law Dictionary941 (4th ed. 195)); Murphy v. Verizon
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Communs., In¢.587 F. Appx 140, 144 (5th Cir. 2014{"[T] he plain meaning of the term
‘instrument, [is a] ‘written legal document that defines rights, duties, entitlements, or liabilities,
sudh as a statute, contract, will, promissory note, or share certificate.” igudkack’s Law
Dictionary 918 (10th ed. 2014))).
Accordingly, the Court construes “instrument” as follows:
e ‘“instrument means Hocument that defines rights, duties, entitleteeror
liabilities.”

l. “alignment guidée’

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“alignment guidé No additional construction | any shape or indicator
necessary relating to alignment of a
e '779 Patent Claim 1, 10 check [instrument]
e ’'517 Patent Claims 1, 10

The Parties’ Positions

Plaintiff submits: The “alignment guide” of the claims is used to align the “check” or
“instrument.” It is a guide for alignmeriDkt. No. 81lat 31-33.

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins
evidence to support its positiomtrinsic evidence '779 Patent col.13 1143, col.13 11.3%+34,
col.14 11.55-67.Extrinsic evidence Calman Decl. § 130 (Plainti§f Ex. 5, Dkt. No. 815); Saffici
Dep. at 84:1 — 85:1 (Plaintiff's Ex. 10, Dkt. No. 81-10).

Defendant responds: The '779 and '517 Patents explain that “any shape(s) or inglicetpr(s
be used” ashe alignment guideDkt. No. 84at 34.

In addition to theclaims themselves, Defendant cites the followimiginsic evidence to

support its position: '779 Patent col.6 11.5-10; '517 Patent col.6 [.14-21.
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Plaintiff replies:Defendant’s proposed construction excludes “sedp tool,” an exemplary
alignment guile disclosed in the patents. Dkt. No.a&83.3.

Plaintiff cites furtherintrinsic evidenceto support its position: '779 Patent col.5 K43,
col.6 1.1-10.

Analysis

The issue in dispute appears to be whether the “alignment guide” may be “anyoshape
indicator.” It may.

There appears to be no actual dispater whether‘alignment guide” refers to something
used to guide alignment of the instrument. Indeed, there could natdsuwaldispute sincehe
aligning use is expressed in the claingee, e.q9.’779 Patent Claim 1 (“determine whether the
image of the check aligns with the alignment guidg89,the dispute appears to be over what may
act as the alignment guide. The patents answer that: “The alignmen286ideprovided in FIG.

3 as a threeided bounding box (e.g., a rectangle in which one of the line segments or sides is
removed),but any shape(s) or indicator(s) may be usedch as vertical bars, parallel lines, a
circle, a square, a bounding rectangle, or agelb tool, for example.”779 Patent col.6 11.510.

Thus, any shape or indicator may serve as an alignment guide. This exprdadisitice “sel

crop tool” within “any shape(s) or indicator(sYhus, Defendant’s proposed construction does
not exclude “sekcrop tool” from thescope of “alignment guide.”

Accordingly, the Court construes “alignment guide” as follows:

e “alignment guidémeans “any shags) or indicato(s) for guiding alignment.”
V. CONCLUSION
The Court adopts the constructions above for the disputed and agresatemmAsserted

PatentsFurthermore, the parties should ensure that all testimony that relates to theddressed
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in this Order is constrained by the Court’s reasoning. However, in the presetheejafy the
parties should not expressly or implicitly refer to each other’s claimtremtion positions and
should not expressly refer to any portion of this Order that is not an actual comstadzipted
by the Court. The references to the claim construction process should be limitiatrtong the

jury of the constructions adopted by the Court.

SIGNED this 13th day of June, 2019.

%SQM_L_

ROY S. PAWYNE
UNITED STATES MAGISTRATE JUDGE
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