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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

REVOLAZE LLC,
Plaintiff,

V. Case N02:19cv-00043JRG

J.C. PENNEY COMPANY, INC. ET AL
Defendants.

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction bri&®@foLaze LLOQ"“Plaintiff”) ( Dkt.
No. 91, filed on January 7, 20Rbthe response of J.C. Penney Corporation, Inc. and J.C. Penney
Purchasing Corporatigeollectively, “Defendants”) Dkt. No. 94, filed on January 21, 2020and
Plaintiff's reply Dkt. No. 99, filed on January 28, 2020). The Court held a hearing on the issues
of claim construction and claim definitenesa February 5, 2020Having considered the
arguments and evidence presented by the parties at the hearing and in theg, bthefCourt
issues this Ordeirurther, Plaintiff's Motion to Strike Expert Testimony of Dr. Christine Cole

(Dkt. No. 97 isdeniedas set forth herein

! Citations to the parties’ filings are to the filing’s number in the dodRkt.(No.) andpin cites
are to the page numbers assigned through ECF.
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l. BACKGROUND

Plaintiff alleges infringement dive U.S. PatentsNo. 5,90,444 (the “444 Patehy, No.
6,140,602(the “602 Patent), No. 6,252,196 (the 196 Patent’No. 6,664,505 (the “’505
Patent”), and No. 6,819,972 (the 972 Pateiitollectivdy, the “Asserted Patents”Jhe patents
are subjectatter related in that all are directed to laser technologgréating visual markings
ontextiles and other materials.

A. The 444 and '196 Patents

The '444 Patent is entitledaserMethod andSystem ofScribing Gaphicsand the '196 is
entitledLaserMethod ofScribing Gaphics The '444 Patent and the '196 Patent are related in that
the '196 Patent issued from a divisional of the '444 Patent’scgtign. The application forthe
'444 Patent was filed on October 11, 1996 and states an earliest priority date of G0{d895
through a continuatiem-part application. The '196 Patent states an earpesrity date of
October 11, 1996n generalthe '444 and '196 Patents are directed to technology to control the
laser energyransferred tdhe material in order tgenerate the desired marking on the material.
The patents define a lasemergydeposition parameter EDPUT: the Energy Density Pet Uni
Time.

The 444 Patent’s abstract provides:

A laser method scribes graphics on materials. The method relates to the
identification and understanding of a new energy measurement called energy
density per unit time, and the identification and simultaneous control of the laser
operating parameters which influence this energy measurement. Once a range of
energy density per unit time is determined for scribing a desired graphigiven
material, the energy density per unit time can be controlled to staiywiat range

to achieve desired results in a repeatable fashion. In a preferred embothement,
material is one of a group of fabric, leather and vinyl materials. In thisagimbot,

the energy density per unit time can be controlled to substantiaily evmplete
carbonization, melting and/or burnthrough of the material.



The’196 Patent’s abstract provides:

A laser method scribes graphics on materials. The method relates to the
identification and understanding of a new energy measurement called energy
density per unit time, and the identification and simultaneous control of the laser
operating parameters whignfluence this energy measurement. Once a range of
energy density per unit time is determined for scribing a desired graphigiven
material, the energy density per unit time can be controlled to stay withinrigat ra

to achieve desired results iregpeatable fashion. In a preferred embodiment, the
invention relates to a method of scribing graphics on fabric, leather and vinyl
materials. In this embodiment, the energy density per unit time can be catwolle
substantially avoid complete carbonization, melting and/or burnthrough of the
material.

Claim 46 of the '444 Patent and Claim 11 of the '196 Patent are illustdtihe asserted
claimsfrom these patent®Vith the claim language in dispute emphagjizbese claims provide

as follows:

'444 Paent Cl. 46. A method of scribing a desired pattern on a material,
comprising:

obtaining an indication of the desired pattern;

using a controllable movable laser, having command elements which
command movement of an output of said laser to different locations on said
working surface;

controlling said laser to produce outputs indicative of the desired pattern to be
formed based on said indication, said outputs controlling said controllable
laser to control a position of marking thereof, said controlletrothimg an
energy density per unit time that is output from said laser to stay within a
controlled range of energy per unit time and per unit area for said material,
which does not cause undesired carbonization, melting or vaporization for
said material, and said material is one of a fabric material, a leather material
or a vinyl material, and wherein said energy density per unit time can be
different for different materials.

196 Patent Cl. 11. A method of scribing a desired pattern on a material
without damaging the material, comprising:

obtaining an indication of a desired pattern to be placed on the material;

determining a position representing a beginning portion of a portion of the
desired pattern, where the laser will begin to form the desired pattern on said
material,

controlling a controllable movable laser to begin moving relative to the
material, and, while moving, to begin outputting its laser beam, said laser
beam not being output until after said laser is moving relative to said material,
to avoid overetching of the material at startup.



B. The '602 Patent
The '602 Patent is entitleMarking of Fabrics andOther MaterialsUsing alLaser The
application for this patent was filed on April 29, 198Y general, the '602 Patent is directed to
technobgy for controllingthe laser energy transferred to the material in order to generate the
desired marking on the material by matching the speed of the laseabezss the materi&h the
materialbased on properties of theaterial.
The 602 Patent’s abstract provides:

A unique method imparts laser induced patterns and other designs on thin fabrics
and leathers. The method uses a laser beam to slightly penetrate the sutface of
product at a controlled specific speed. The laser beam idatirat the product
either directly or through mirrors, shutters or lenses. The speed of th&déaser
relative to the surface of the product is controlled within a predetermined range.
Specific identification and control of this relative speed for a@aer product are

the keys to overcoming technical barriers which have prevented such use of lasers
in the past. Preferably a computer is used to provide a signal to a drive mechanism
to control the relative speed. The drive mechanism can control movement of the
laser, the product, a mirror or a lens.

Claim 120 of the '602 Patent is illustratieé the asserted claims from this patent. With the
claim language in dispute emphasized, this claim provides as follows:

120.A method of selectively altering portions of a materidicon a desired
pattern on the material, comprising:

determining a pattern to be formed on the material,

determining specific characteristics of the material on which the pattern is to
be formed,

determiningspecial operational parameters for the material with its specific
characteristics, said special operational parameters which allow a focused
beam of ragtion to form a pattern in the material which changes the material
without undesirably damaging the material; and

forming a pattern on said material using the special operational parameters.

C. The '505 Patent
The '505 Patent is entitledaserProcessing ofMaterialsUsing MathematicalTools The
application for this patent was filed on December 5, 2000 and the patent states drpaarligs

date of December 6, 1999 through a provisional applicdtiageneral, the '505 Patent is directed



to technologyfor controlling the pattern the laser marks on the material using a mathematical
operation, such as polynomial, trigopnometric, fractal, and celwlsomata functions.
The '505 Patent’s abstract provides:

A system of forming an image using mathematicalsolhe images formed using

any of the set of mathematical tools, which can be modular level sets, fractals, or
cellular automata, or any other modular level set tool. Whenever tool is used, but
parameters associated with the values in that tool cart.behseallows producing

a number of different functions. The output of the tool is an image, which each
pixel of the image having a color and each color representing some change that is
to be carried out to the material being processed. The materialdresessed can

be a textile material or denim for example. The processing device can be a laser
which produces an output whose value is dependent on the different colors, with
each color representing a power output or energy density per unit time sgecific
that color.

Claim 1 of the 505 Patent is illustratieéthe asserted claims from this patent. With the claim
language in dispute emphasized, this claim provides as foflows:

1. A method, comprising:

allowing a user to enter and/or change each of a plurality of different
parameters;

carrying out amathematical operation based on said parameters to form
values which are individualized for each of a plurality of areas; and

using said values to control a laser to change a look of a textile material
accading to said values.

D. The '972 Patent

The '972 Patent is entitleMaterial Surface Processingith a Laser That Has Scan
Modulated Effective Powdo Achieve Multiple Worn Looks. The application for this patent was
filed on September 1, 2000 and the patent states an earliest priority date of 6ctd98 through

a provisional application. In general, the '972 Patent is directed to technologynfaoliing the

2 The parties originally disputed whether “mathematical operation” rendeedth<Cl and 49 of
the '505 Patent indefinite. Defendants withdrew their indefiniteness chalteripese claims at
the heang.



laser energy transferred to the material in order to selectively change the eatoattrial and
thereby generate a marking pattern.
The '972 Patent’s abstract provides:

Techniques which enable changing certain amount of energy being applied from a
laser to a materiauring scan lines of the laser. Energy can be applied to a material
to change its look. Different energies can be applied within a single scam tiree t
material. A display can represent the pattern, by showing different areasgécha

to the materiahs different colors/looks on the display. For example, the color of
the display can represent the amount of energy being applied to a specific position
represented by that color. Since the amount of energy that is applied can change
within a single scan line, and in fact may change multiple times within that scan
line, this enables freely setting the characteristics.

Claim 92 of the '972 Patent is illustrative of the asserted claims from this patentthé/ith
claim language in dispute emphasized, this claiavides as follows:
92. A method comprising:
authoring aspecial image intended for use in changing the color of textile
fabric, which has differently colored areas representing different levels of
change of color to said textile fabric; and

usingsaid image to form a file that controls a laser to carry out said changing
of color of said textile fabric.

. LEGAL PRINCIPLES
A. Claim Construction

“It is a‘bedrock principle of patent law thatthe claims of a patent define the invention to
which the paterte is entitled the right to excludePhillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)h determine the meaning of the claincourts start by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad CorimsdGroup, InG.262 F.3d
1258, 1267 (Fed. Cir. 2001). The intrinsevidence includes the claims themselves, the

specification, and the prosecution histdillips, 415 F.3d at 1314;.R. Bard, Inc.388 F.3d at



861.The general rule-subject to certain specific exceptions discusaéd—is that each claim
term is congued according to iterdinary and accustomed meaning as understood by one of
ordinary skill in the art at the time of the invention in toatext of the patenkhillips, 415 F.3d

at 131213; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. Cir. 2008yure
Networks, LLC v. CSR PL.€71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityeletant time.y
(vacated on other grounds).

“The claimconstruction inquiry ..beginsand ends in all cases with thetual words of the
claim” Renishaw PLC v. Marposs Socigber Azionj 158 F.3d 1243, 1248 (Fed. Cir. 199@].n
all aspects of claim constructiorthé name of the game is the claimApple Inc. v. Motorola,
Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.
Cir. 1999). First, a terms context in the asserted claim can be instrucB¥dlips, 415 F.3d at
1314. Other asserted or unassertemdaan also aid in determinitige claims meaning, because
claim terms are typically used consistently throughout the pademifferences among the claim
terms can also assist in understanding a’®meaningld. For example, when a dependent claim
adds a limitation to an independent claim, it is presumed that the independent clainotdoes
include the limitationld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are d"phtt.(quoting
Markman v.Westview Instruments, InG2 F.3d 967, 979 (Fed. Cir. 1995) (en bant]))]he
specificatiortis always highly relevant to the claim construction analysis. Usually, ifgeslis/e;
it is the single best guide to the meaning of a disputed 'tetch. (Qquoting Vitronics Corp. v.
Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.

299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the court in



interpreting the meaning of disputethim language, particular embodiments and examples
appearing in the specification will not generally be read into the clai@smark Commnias, Inc.
v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@agnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 198&ge also Phillips415 F.3d at 1323]l]t is
improper to read limitatios from a preferredmbodiment described in the specificatieeven if
it is the only embodimestinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to belisoted.” LiebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim coostructi
becausglike the specificationthe prosecution history provides evidence of howlilte Patent
and Trademark Office PTO’) and the inventor understood the patéillips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiverrbthe PTO
and the applicant, rather than the final product of that negotiation, it often lackariheaflthe
specification and thus is less useful for claim construction purpddeat 1318;see alsdthletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resorce

Although extrinsic evidence catsobe useful, it is* less significant than the intrinsic record
in determining the legallpperative meaning of claim languagePhillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a court
understand the underlying technology and the manner in which one skilled in the art might us
claim terms, but technical dictionaries and treatises may provide definitions thab &r@ad or
may not be indicative of how the term is used in the pdtkrdat 1318. Similarly, expert testimony

may aid a court in understanding the underlying technology and determining rtivellaa



meaning of a term in the pertinent field, but an expanclusory, unsupported assertions as to a
term's definition arenot helpful to a courtld. Extrinsic evidence iSless reliable than the patent
and its prosadion history in determining how to read claim terimd. The Supreme Couhas
explained the role of extrinsic evidence in claim construction
In some cases, however, the district court will need to look beyond the’ patent
intrinsic evidence and to consult extrinsic evidence in order to understand, for
example, the background science or the meaning of a term in the relevarningrt dur
the relevant time perio&ee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)
(a patent may béso interspersed wittechnical terms and terms of art that the
testimony of scientific witnesses is indispensable to a coarederstanding of its
meaning”). In cases where those subsidiary facts are in dispute, courtseditbne
make subsidiary factual findings about tleadtrinsic evidence. These are the

“evidentiary underpinningsof claim construction that we discussedMarkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] general rule” that claim terms arewethsitcording
to their plain and ordinary meaning: “1) when a patentee sets out a definition arsl fastewan
lexicographer, or 2) when the patentee disavows the full scope of the claim term either in the
specification or during prosecutiodGolden Bridge Tech., Inc. v. Apple Int58 F.3d 1362, 1365
(Fed. Cir. 2014) (quotinghorner v. Sony Computer Entm. LLC 669 FE3d 1362, 1365 (Fed.
Cir. 2012));see also GE Lighting Solutions, LLC v. AgiLight, I7&0 F.3d 1304, 1309 (Fed. Cir.
2014)(“[T] he specification and prosecution history only compel departure from the plamnge
in two instances: lexicography ardisavowal’)). The standards for finding lexicography or

disavowal are “exactingGE Lighting Solutions750 F.3d at 1309.

3 Somecases have characterized other principles of claim constructibexesptions to the
general rule, such as the statutory requirement that a fpkeamfinctionterm is construed to
cover the corresponding structure disclosed in the spatiiiic See, e.g CCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1367 (Fed. Cir. 2002).
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To act as his own lexicographer, the patentee nulstfly set forth a definition of the
disputed claimdérm,” and ‘tlearly expresan intent to define the termd. (quotingThorner, 669
F.3d at 1365)see alsoRenishaw 158 F.3dat 1249 The patentee’s lexicography must appear
“with reasonable claritydeliberateness, and precisioRénishaw158 F.3d at 1249

To disavow or discian the full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amount toleal and unmistakable” surrend€ordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2008ge also Thorne669 F.8 at
1366("“ The patentee may demonstrate intent to deviate from the ordinary and acdusieaméng
of a claim term by including in the specification expressions of manifest exclusrestriction,
representing a clear disavowal of claim scpéWhere an applicans’ statements are amenable
to multiple reasonable interpretations, they cannot be deemed clear and kadrtest8M
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

C. Definiteness Under 35 U.S.C. 812, 1 2 pre-AlA) / 8 112(b) (AIA)

Patent claims must particularly point out and distinctly claim the subject mattereegesd
the invention. 35 U.S.& 112 2. A claim, when viewed in light of the intrinsic evidence, must
“inform those skilled in the art about the scope of the invention with reasonable ceridanityltis
Inc. v. Biosig Instruments, InG72 U.S. 898, 910 (2014j it does not, the claim fails 12, 2
and is therefore invalid as indefinite. at 901 Whether a claim is indefinite is determined from
the perspective of one of ordinary skill in the art atheftime theapplication for thgatent was
filed. I1d. at911.As it is a challenge to the validity of a patent, the failure of any claim in suit to
comply with 8112 must be shown bglear and convincing evidencBASF Corp. v. Johnson
Matthey Inc.875 F.3d 1360, 1365 (Fed. Cir. 2017)]ndefiniteness is a question of law and in
effect part of claim constructiohePlus, Inc. v. Lawson Software, In€00 F.3d 509, 517 (Fed.

Cir. 2012).

11



When a term of degree is used in a claim, “the court must determine whethgatehée
provides some standard for measuring that degBesig Instruments, Inc. v. Nautilus, In¢83
F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omitted). Likewise, when a subjective term is
used in a claim, “the court must determine whether the patent’s specificatioresiggpne
standard for measuring the scope of the [teridhtamize, LLC v. Plumtree Software, [ng17
F.3d 1342, 1351Fed. Cir. 200k The standard “must provide objective boundaries for those of
skill in the art.”Interval Licensing LLC v. AOL, Inc766 F.3d 1364, 1371 (Fed. Cir. 2014).

II. PERSONHAVING ORDINARY SKILL IN THE ART AND PLAINTIFF'S
MOTION TO STRIKE EXPERT TESTIMONY OF DR. CHRISTINE COLE

A. The Person of Ordinary Skill in the Art
The parties dispute the appropriate definition ofgeeson havingrdinary skill in the art
(“POSA”) from whose perspective the Asserted Patents are to be interpreted.fRieoptises
the following:

One of ordinary skill in the art of the five patemssuit is a person with several
years of work experience operating lasers for surface treatment of nsatedébr
developing software for controlling lasers for that purpose, where that work was a
major focus amounting to hundreds of hours.

(Dkt. No. 91 at 8.) Defendants respond by contendin@ @8Ahas

a. several years of experience in the field of laser marking, ablation, ooalyhs
surfaces; []

b. experience with the researdevelopment, or application of surface treatment
technologies ... [and]

c. an undergraduate degree in physics, chemistry, materials science, or aachani
or electrical engineering, or equivalent.

(Dkt. No. 94 at 1).Plaintiff contends that Defendants’ proposal is incorrect because it improperly

provides that: (1) experience with laser “ablation” is relevarihe qualifications of the POSA

12



(2) experience with surface treatment of materials other than with lasersevantdb the
gualifications of the BSA, and (3)specificeducation is required qualify as a POSA

For purposes of construction of the disputed terms before the Court, there is not a mleaningf
difference between the parties’ proposals and the Court therefore declindsessatislispute
at this stage in the litigation.

B. Plaintiff's Motion to Strike Expert Testimony of Dr. Christine Cole

Plaintiff seeks to strike the testimony of Defendants’ expert witioe$®/o reasons. Plaintiff
first submits that Dr. Cole’s analysis to identife qualifications of the person having ordinary
skill in the art is flawed. Plaintiff next submits that Dr. Cole does not quaigy person having
ordinary skill in the art under the proper understanding of that person.

As stated abovehé Court determines that the differences between Plaintiff's proposed
definition of thePOSAand Defendants’ proposed definition for that person are not relevant to
resolving the clairconstruction disputes presented to the Cand thus Dr. Cole’s analysis
regarding he qualifications of that person is irrelevant at this staghe litigaton Further, he
Court is not persuaded that Dr. Cole’s testimony on the issues before thesGouwrreliable as
to justify striking the testimonyAccordingly, the Court denieBlaintiff's motion to strike Dr.

Cole’s testimony.

13



V.

A.

CONSTRUCTION OF DISPUTED TERMS

The “Desired’ and “ Undesired’ Claim Terms

Disputed Term*

Plaintiff's Proposed

Defendants’Proposed

Construction Construction
“in a way to prevent no construction necessary | indefinite
undesired carbonization, _
melting or burnthrough alternatively,
e 444 Patent Claim 1 e ‘“undesired carbonization
H melting or burn through”
n da vx_/a);t atbpre_v ert\_ts means tarbonization,
e o v Meling r bun throvar
materi?al" 9 that the user or operator
wished or hoped to avoid”
e 444 Patent Claim 21
“which avoids undesired
carbonization, melting or burn-
throughf
e 444 Patent Claim 33
“which does not cause no construction necessary | indefinite

undesired carbonization,
melting or vaporization for
said materidl

'444 Patent Claim 46

alternatively,

“undesired carbonization
melting or vaporization
for said material” means

“carbonization, melting or

vaporization for said

material that the user or
operator wished or hopec
to avoid”

=

4 For all term charts in this order, the claims in which the term is found are listed withrthe te
but: (1) only the highedevel claim in each dependency chigilisted, and (2) only asserted claims
identified in the parties’ Joint Claim Construction Chart Pursuant to Patent 8@ ¢Dkt. No.
103) are listed.

14



Disputed Term* Plaintiff's Proposed Defendants’Proposed
Construction Construction
“without undesirable burning no construction necessary | indefinite
melting-through or
carbonizing the material” | alternatively,

e 444 Patent Claim 69 e ‘“undesirable burning,
melting-through or

carbonizing the material”
means “burning, melting
through or carbonizing
the material that the user
or operator wished or
hoped to avoid®

“without undesirable burning
melting-through or
carbonizing the material

e 444 Patent Claim 72

“obtaining an indication of | no construction necessary | indefinite
the desired pattern”
alternatively,

e ’'444 Patent Claim 46

“obtaining an indication of a
desired pattern”

e ‘“desired pattern” means
“the pattern the user or
operator wished for or
hoped for”

e '196 Patent Claims 11,
13, 16

“defining a desired pattern”

e ’'972 Patent Claim 56
“indicating a desired pattern’

e '602 Patent Claim 99

“indicating the desired
pattern”

e ’'602 Patent Claim 99

“form a desired pattern”

e ’'602 Patent Claims 120,
141

5 Plaintiff does not specifically list a construction for the “undesirable burniatjing-through or
carbonizing the materiain the parties P.R.-%(d) chart, but the Court infers this construction
based on the arguments and proposed construction for similar terms.

15



Disputed Term* Plaintiff's Proposed Defendants’Proposed

Construction Construction
“without undesired damage { not construction necessary | indefinite
the material”
alternatively,

e ’'602 Patent Claim 99
¢ ‘“undesired damage”

means “damage that the
user or operator wished or
hoped to avoid”

“without undesirably not construction necessary | indefinite
damaging the material”
alternatively,
e 602 Patent Claims 120,

141 e ‘“undesirably damaging th
material” means “causing
damage to the material that
the user or operator wished
or hoped to avoid”

11}

Because the parties’ arguments and proposed cotistrsiavith respect to these terms are
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits In context, the “desired” and “undesired” claim terms “merely refer to the
result the operator is seeking to achieve or avdrious courts have found “desiredhen used
in claims as it is used here, is readily understandable and sufficienihjtedleSpecifically,
“desired” and “undesired” are not indefinite when they denote the user’'s foreklyawvte
specification of a rguested or sougfafter result.In fact, during prosecution of the ‘444 Patent,
the patent examiner allowed claims only once the claims were modified to spetitiid laser
marking excluded “undesired” results. Further, and as evinced bygrtipatets, the term
“desired” is commonly used in the art to denote a specific réBkit. No. 91at 15-20.)

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins

evidence to support its positioimtrinsic evidence '444 Patent col.1 11.4&4, co.2 11.6-8, col.2

16



[1.40-43, col.6 11.11-13, col.11 11.9-12, col.13 11.5253, col.33 I.®-62, col.34 Il.~10, col.34
[1.31-34, col.34 11.56853, col.35 Il.#10, col.36 11.811; '602 Patent col.1 11.3B9; '196 Patent
col.1 1.48-54, col.2 II.79, col.2 11.4643, col.6 1.1+13, col.11 11.812, col.14 11.1#18, col.35
[1.13-16, col.35 11.2730, col.35 11.5354, col.36 11.36, col.36 11.2730, col.37 11.2%30; 972
Patent col.9 IL3-15; '444 Patent File Wrappéanuary 27, 1999 Examinkrterview (Summary)
(Plaintiff's Ex. 18, Dkt. No. 9118); U.S. Patent No. 4,629,858 (Plaintiff's Ex. 10, Dkt. Ne19};
U.S. Patent No. 5,567,207 (Plaintiff's Ex. 19, Dkt. No:1®). Extrinsic evidence Merriam-
Webster’'s Collegiate Dictionargl3 (10th ed. 1999) “desire” (Plaintiff's Ex. 12, Dkt. No-®4
at 4) U.S. Patent No. 3,626,143 (Plaintiff's Ex. 8, Dkt. No:1%); U.S. Patent No. 4,024,545
(Plaintiff’'s Ex. 9, Dkt. No. 91-9); U.S. Patent No. 4,861,620 (Plaintiff's Ex. 20, Dkt. No. 91-20).
Defendarg respondThe “desired” and “undesired” claim terms “are subjective terms of
degree, not objective boundarieés such, the terms render the claims indefinite. For example,
certain claims exclude “undesired carbonization” but whethertaicdevel of carbonization is
undesired is purely subjective. Similarly, certain claims requiidesired pattern” but whether a
particular pattern is desired is subjectiVdie Asserted Patents fail to provide any objective
boundaries on these termgdan fact exacerbate the lack of objective guidance as to claim.scope
For instance, the 444 and '196 Patents describe the same level of carbonization asireoth des
and undesired (citing, inter alia, ‘444 Patent col.1 #&2, col.27 11.5255). As descibed in the
patentswhether a feature of the marking created with the laser is desired or undelsasedn
aesthetics and is therefore purely subjective. That “desired” or “undesiegdbe used in other
patents to provide sufficiently objectivelralaries is irrelevant as to whether these terms are used
in the Asserted Patents to provide such bounda8msilarly, cases applying a piautilus

indefiniteness analysis to other patents is also irrelevant to whetheeieett! and “undesired”
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terms of the Asserted Patents provide sufficient clarity as to claim scope urdsadiilus
standard. (Dkt. No. 94t11-21.)

In addition to the claims themselves, Defendanitie the following intrinsic and extrinsic
evidence to suppottheir position:Intr insic evidence’'444 figs.32-33, Patent col.1 11.2&30, col.1
1.48-62, col.2 Il.1+14, col.2 11.26-23, col.11 11.26, col.13 11.6267, col.1511.1417, col.15 .23
25, col.18 1.1417, col.19 11.4651, col.19 11.5357, col.21 1.26, col.21 1.24-25, col.26 1.60-
col.27 1.7, col.27 11.40843, col.27 11.5255, col.31 11.2831, col.31 11.4554, col.31 |.66- col.32
[.3; 196 Patent col.1 11.1731, col.1 11.4854, col.15 11.5353, col.19 Il.34, col.22 11.1#18, col.28
[1.59-62; '602 Patent col.1 1.5, col.1 11.2:22, col.1 1.66-col.2 I.2, col.3 .3741, col.4 Il.1-

27, col.6 I.~19 '444 Patent File Wrapper January 27, 1999 Examiner Interview (Summary)
(Plaintiff's Ex. 18, Dkt. No. 9418). Extrinsic evidence Cole Decl® 11 83, 85, 87, 890, 92, 94,
96-101, 103, 105-10, 121-26, 135-39, 145-46, 148, 164—-69 (Defendants’ Ex. 1, Dkt1No. 94-
Cole Dep’ 71:17-22, 75:5-19, 83:1 — 84:12, 84:16 — 85(Befendants’ Ex. 3, Dkt. No. 93);

U.S. Patent No. 3,626,143 (Plaintiffs Ex. 8, Dkt. No.-1®); U.S. Patent No. 4,861,620
(Plaintiff’'s Ex. 20, Dkt. No. 91-20).

Plaintiff replies The “desired” and “undesired” terms are used to describe “the result the user
is seeking to achieve or avoid” rather than as the subjective terms of Defeeeants’ present.
Whether the result of the laser operation is that which is intended by the lasgioogdesired)
or not (undesired) is objectively determinable. Thus, the claims are not itel¢brkit. No. 99at

6-9.)

® Expert Declaration of Dr. Christine Cole Regarding Claim Constructiomnaiediniteness
" Video Deposition of Christine Cole, Ph.D.
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Analysis

The issue in dispute is whether the scopes of the “desired” and “undesired” alerms
reasonably certain. They ar€hey refer to the visual composition intended to be created by
operation of the claims. A “desired” comjitam is that specified to or in the claim. An “undesired”
feature is a feature that is contrary to that specification.

The Asserted Patents, and the claims, are directed to using a laser to redetiermined

surface markings according usifined paametersin other words, thedesired marking is the
intended, specified, desigeffect marking featuresthat areoutside of thisdesigneffect are
“undesired.” For example, the 444 Patent lists numerous deffiggtsthat might bespecified to
be marled on a surface: (1) graphic images on denim, ‘444 Patent colA%4ll.(2) sandblasted
denim,id. at col.15 1.45- col.17 |.16, (3) stonewashed deniith, at col.17 1.1#51, (4) frayed
denim,id. at col.17 1.52-col.18 1.17, (5) logos and identification on denich,at col.18 11.1842,
(6) stitched loolon denim,id. at col.18 11.4348, (7) plaid look on deninigl. at col.18 1.59- col.19
1.2, (7) polka dot on denimql. at col.19 11.3-14, (8) moire look on deninigl. at col.19 11.1529,
and (9) crazyine look on denimid. at col.19 I11.3641.Numerous other examef desigreffects
and materials are also described.

The '444 Patent describes the particular design that is to be laser marked @idhal ms
the “desired” desigreffect Forexample, the patent describes thathifg]invention then teaches
the importance of identifyingnd simultaneously controlling several laser operating parameters
together so as to achieve an EDPWHich produces the desired results each and every tiche.
at col.2 11.40-43. In describing an embodiment in which the laser beam is positioned motis mi

to mark the surface, the patent explains: [tjhe movements and timing of toesmii8, 17 are
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controlled by the numerical control computer 15 to scribespieeific desired graphic 23ld. at
col.6 11.11-13. For this same embodiment, the patent further explains:
A second computer such as a work station computer (not shown) can be used in the
method to facilitate the formation of the desired graphic. For example, a graphic
can be scanned into the work station computer, converted into the proper format,
and then introduced into the numerical control computer via floppy disk. The

numerical control computer then controls the galvanometers and mirrors to form
thegraphic on the surface of the material at the appropriate EDPUT

Id. at col.6 11.14-22. In describing the marking of denim with specific graphics, the patent psovide
Selection of the laser operating paramed@d settings which produced the desired
graphicimages after washing was then used to specify the prefeD&T. The

combination and ranges of operatipgrameters, and the resulting EDPUT range
that produced wariety of preferred graphic images on denim, are givdiabie 7.

Id. at col.15 I.8-44. Table 7 lists numerous different “Design Effect[s],” each corresponding to
a “desiredpatternld. at col.14 I.167. In other words, the desired graphic is defined by an input,
such as an imagetanned into the work station compygerd] convertd into the proper format

for controlling the lasesystemto mark the materiabnd not by whether theompleteddesign is
somehow aesthetically pleasing in the abstract.

While an unexpressed desire, such as a desire for a laser system to create a speaniic mark
design, may be subjectivance it is expressed, such as in providing instructions to the laser system
to create the marking, it is no longer subjective. The patents are directed ttettsedatario not
the former. They are addressedarkingdesireddesignsi.e., requested or input designs, not to
marking designs that may or may not be desired, depending on the subjective prefefdnee
observer of the created design. Defendants’ cited cases deal with subjedtvenpesandare
thus inapposite.

This use of “desired” iplainly stated in the claims. For example, Clainofiéhe 444 Patent
expressly claims obtainingn indication ofthe desired pattern as an affirmative step and then

marking thematerial with the pattern acabng to this indication:
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46. A method of scribing a desired pattern on a material, comprising:

obtaining an indication of the desired pattern;

using a controllable movable laser, having command elements which
command movement of an output of said laser to different locations on said
working surface;

controlling said laser to produce outputs indicative of the desired pattern to
beformed based on said indication, said outputs controlling said controllable
laser to control a position of marking thereof, said controller controlling an
energy density per unit time that is output from said laser to stay within a
controlled range of energy per unit time and per unit area for said material,
which does not cause undesired carbonization, melting or vaporization for
said material, and said material is one of a fabric material, a leather material
or a vinyl material, and wherein said energy density per unit time can be
different for different materials.

'444 Patent col.40 11.2836 (emphasis addedPlainly, the “desired pattern” is the one the laser is
instructed to mark on the material.

In the Asserted Patents, the “undesired” features are set forth in cootthst “desired”
pattern and are thus plainly features that atgoad of the desired patterhhis is eypressed, for
example, in Claim 46 of the '444 Patent as set forth alibedevel of carbonization, melting, or
vaporization that is caused by the laser marking must be according to thd gatieen else it is
undesiredindeed, the '444 Patent expsbsteacheshat different patterns have different features

It was also learned that some level of carbonization, burnthrough and/or melting
can be acceptable and sometimes desireld as with the frayed or thread barren

look described above. The level of carbonization, burnthrough and/or melting can
be controlled by proper selection of BBPUT.

Id. at col.27 11.5257 (emphasis addegee alsoid. at col.17 11.3738 (“The EDPUT of the laser
is carefully controlled to prevent burnthrough [for the stonewashed look].”), col.181V 1(4A
frayed look can also be produced by the use of closely spaced lines, intgrseesior duplicate
lines such that partial or complete carbonization and partial or complete burntlsoughded.”).
Ultimately, whether a particular design or feature is “desired” or “unellsis a function of
the specified design, not the vagaries of any person’s opinion. Thisaslyhenderstanding that

reasonablyomports with the claim langua@nd the description of the inventi&@ee Phillips v.
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AWH Corp, 415 F.3d 13031316 (Fed. Cir. 2005) (en banc) (“The construction that stays true to
the claim language and masiturally aligns with the patent’s description of the invention will be,
in the end, the correconstruction.” (Quotation marks omitted)).

Accordingly, the Court holds thaDefendants have not proven any claim is indefinite for
including any of the'desired” or “undesired” termand that those terms have their plain and
ordinary meanings without the need for further construction.

B. “to avoid overetching the material”

Disputed Term

Plaintiff's Proposed
Construction

Defendants’ Proposed
Construction

“to avoid overetching the

no construction necessary

indefinite

material”
alternatively,
e 196 Patent Claimgl,
13, 16 e “overetching” means
“creating a hole in the

material”

The Parties’ Positions

Plaintiff submits:The term “to avoid overetchindpe material” does not render any claim
indefinite for two reasons. First, it is not limiting but rather states the intendétiaiethe claimed
method stepsSecond, even if limiting, the meaning of this term is reasonably ceriiaiafers to
avoidane of creating a hole in the material on startup of the |d3&t. No. 91at21-23.)

In addition to the claims themselves, Plaintiff cites the followmtignsic evidenceto support
its position:’196 Patent figs.36—40, col.7 11.15-18, col.28 11.32—-43, col.34 11.34-56.

Defendants respondfhe term “overetching” is a subjective term of degvathout an
objective boundaryAs with the “desired” and “undesired” terms, the '196 Patent teaches that a
certain level of etching (complete butmrough) represents both the intended etching and

overetching (citingl96 Patent col.19 I.1-4, col.28 11.32—44). Thus, the technical disclosure does
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not provide the requisite objective boundaries for “overetching.” Finally, “to avadetohing
the material” is limitingn the claims. Specifically, it is not preceded by a “thereby” or “whereby”
or equivalent transitional phrase that indicates almoiting statement of intenderesult of a
method step. (Dkt. No. St 22—-25.)

In addition to the claims themselvd3efendats citethe following intrinsic and extrinsic
evidence to support their positiomtrinsic evidence '196 Patent col.19 [1-44, col.28:3244.
Extrinsic evidence Cole Decl. 1 113, 1337 (Defendants’ Ex. 1, Dkt. No. 94); Cole Dep.
130:25 — 135:23 (Defendants’ Ex. 3, Dkt. No. 94-3).

Plaintiff replies: Whether “to avoid overetching the material” is limiting in the claims does
not hinge on the presence of a particular transitional phrase in the claim., Rallepends on
whether the term states an inded result of the method stép the claims at issue, the overetching
term is not limiting becauséstatesthe intended purpose/result of the claimed method geks.

No. 99at10-11.)

Analysis

There are two issues in dispufihe first issue isvhether “to avoid overetching the material”
is a limitation as used in the claims. It Given the 'B6 Patent’s teachings that the amount of
etching performed by a laser depends on the speed of the laser beam across the theaterial
overetchingerm informs the meaning of the laser's “moving relative to the material” recited in
the claims.The second issue in disputewether the meaning of “overetching” is reasonably
certain as used ithe claims It is. It refers to etching beyond the parameterthefpattern to be

placed on the materiéthe “desired pattern’)

23



The “overetching” term is used in Clasrhil, 13, and 16 of the '196 Patent in the context of
claiming specific behavior of the laserarking system at the startup of the laser beam. For
exanple, Claim 11 provides as follows:

11. A method of scribing a desired pattern on a material without damaging the
material, comprising:

obtaining an indication of a desired pattern to be placed on the material;

determining a position representing a beginning portion of a portion of the
desired pattern, where the laser will begin to form the desired pattern on said
material,

controlling a controllable movable laser to begin moving relative to the
material, and, while moving, to begin outputting its laseam, said laser
beam not being output until after said laser is moving relative to said material,
to avoid overetching of the material at startup.

196 Patent col.38 11.585 (emphasis addedhs explained in the '196 Patent, a laser may
experience a pos surge at startupgd. at col.28 11.3235 (“Adjustments to the galvanometer
setting times can also help to prevent the initial creation of a hole thbeéaser beam is first

turned on and theinitial surge of energy contacts the material.” (emphasis adetl)). In this same

passage, the patent teaches that by initiating movement of the laser relative to tiaé heétdee
starting the laser beam it is possible to prevent an unwanted hole in the niatgrieduld
otherwise be formed due to the power sulgeat col.28 11.3243. While this teaching is found in
the description of an embodiment in which the laser beam is moved relative to thalrgter
changing the position of mirrors, the fundamental teaching is agasstidiow the laser beam is
moved relative to the material.

It is inconceivable to the Court that one of ordinary skill in the art would ignorabtinee
citedpassage when interpreting Claims 11, 13, and 16, as Defendants’ contend and as Defendants’
expertdid. (SeeDkt. No. 94 at 2% (Cole Decl. {1 116, Dkt. No. 94 at 35-36). Indeed Dr. Cole
hadto ignore other clear teachings in the patent to find this passage “nogeunsl to theclaim

recitation of‘controlling a controllable movable laser to begioving relative to the materfatio
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prevent overetching. (Cole Decl. § 116, Dkt. No. 94Fbr) example, the '196 Patent teactiest
the purpose of moving the mirrors is to move the laser beam across the materak the
material with the desired pattx

The laser 11 generates a laser beam 12 in the direction of a computer numerically
controlled mirror systemlhe mirror system includes araxis mirror 13. The x

axis mirror 13 is mounted on araxis galvanometer 14. Theaxis galvanometer

14 is adapted to rotate to cause rotation of th&ig mirror 13 Rotation of the x-

axis mirror 13 causes movement of the laser beam 12 along the x-axis. A
numerical control computer 15 controls the output of a power source 16 to control
rotation of the xaxis galvanometer. The laser beam 12 is deflected by-#xésx
mirror 13 and directed toward aaxis mirror 17. The yaxis mirror 17 is mounted

on an yaxis galvanometer 18. Theaxis galvanometer 18 is adapted to rotate to
cause rotation of the-gxis mirror I7. Rotation of the y-axis mirror 17 causes
movement of the laser beam 12 along the y-axis. The numerical control computer

15 controls the output of the power source 16 to control rotation of-thésy
galvanometer 18. ...

The lens 19, mirrors 13, 17 and galvanometers 14, 18 can be housed in a
galvanometer block (not shown).

The laser beam 12 is directed by the mirrors 13, 17 against the surface 22 of the
material 21.... The movements and timing of the mirrors 13, 17 are controlled by
the numericatontrol computer 15 to scribe the specific desired graphic 23

'444 Patent col.5 .46 col.6 .4 (emphasis added). The patent also teaches that movement of the
laser beam across the material may be controlled by moving the laser. Fpleexaepatent
teaches:

The “speed” is thepeed of the laser beam relative to the surface of the material.

The speed can be varied by controlling the movements oféxesmirror 13 and

y-axis mirror 17 illustrated in FIG. 1. In other embodiments of the invention, the

speed can be varied by controlling the movements of the laser, the movements of

the material, the movements of a lens, by combinations of these methods, or by
other means.

196 Patent col.7 11.3239.Indeed, the patent describes several “embodisngfithe laser method
of forming graphics on materials according to the invention” as alternatities mirrored system
described abovéd. at col.34 11.1415. The first and tenth of these enumerated alternatives include

moving the laser to move theskr beam across the materldl. at figs.34 & 43, col.34 11.1644,
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col.37 11.14-32. The very core of the invention centers on moving a laser beam relative to the
material to mark the materjand the patent provides various ways in which to move the beam.

The '196 Patent also teaches that a “key” to the invention is controlling thgyelesrsity per
unit time (EDPUT) applied by the laser to the material as it syawss the material to mark the
desired patterrSee, e.g.’196 Patent col.1.1.66 col.2 1.16.By controlling operating parameters
of the laser, such as the speed of the laser beam across the material, one is ableetthmanag
EDPUT to avoid unwanted etching of the maters®e, e.g.id. at col.2 1.1#28, col.14 .31~
col.151.28 (Tabl&).Dr. Cole’s opinion that one of ordinary skill in the art would ignore an express
teaching of a marking benefit of moving the laser beam across the material atcftanel laser
simply because that teaching was in the context of an embodimentavestmirrors rather than
lasers is simply not credible.

While the’196 Patent clearly teachdkat moving the laser relative to the material before
turning the laser beam on prevents the creation of a hole, “overetahithg’claims is not simply
the cration of hole, as Plaintiff suggests. Rather, “overetching” must be understoodertatie
“desired pattefnof the claims.m other words, “overetching” is informed not solely by the patent’s
teaching othe neholebenefit of relative movement of kxssand materigbrior to starting the laser
beam, but is also informed by the patent’s teaching regarding desired and uncdeginesk f
(described above) and the claims’ recitation of the “desired patféins, he overetching that is
avoided accordingo the claims is etching that goes beyond what is specified for the desired
pattern.

Finally, the Court is not persuaded that “to avoid overetobinige material” is a nonlimiting
statement of the intended result of the relative movement of the laser and matésis. ridt

because the lack of a particular transiéilgpghrase, as Defendants contend. Rather, a main teaching
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of the '136 Patent ishait the EDPUT is a function of speed of the laser beam across the material
and that the EDPUT is what is controlled to control the “level of carbonization, burnthrough and
or melting.” '136 Patent col.2 11.328, col.14 .31 col.15 1.28 (Table 7), col.2B59-64. Stated
another waygcore to the patent is that thevel of etching depends on the speed of the laser beam
across the material. Thus, “to avoid overetching of the material” informs thaimgeof the
“controlling a controllable movable laser to begin moving relative to the raktand, while
moving, to begin outputting its laser beam” in Claims 11 and 16 amutradling the marking
device to output the focused beam of radiation toward said material, by commsaidingjative
movement, and #n, while there is said relative movement between said marking device and said
material, to begin outputting said focused beam of radiaitio@laim 13.

Accordingly, the Court holds that Defendants have not proven any claim is indefinite for
including “to avoid overetching the material” and construes the term as follows

e “to avoid overetching the material” means “to avoid etching the material beyond

that specified for the desired pattérn

C. The “Special” Claim Terms
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“special operational no construction necessary | indefinite
parameters
alternatively,
e 602 Patent Clairs 120,
141 e “special” means “having a
specific or particular
function”
“special image” no construction necessary | indefinite

e ’'972 Patent Claim 92 alternatively,

e ‘“specialimag€ means
“image for use in
scribing”
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Because the parties’ arguments and proposed constructions with respect to treseeterm
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits: The meanings of these terms are clear in the context of the intrinsic
evidence. For example, the “special operational parameters” are defined in the clawseas t
associated with a “material with ... specific characteristics.” In this cqnteet “special
opeaational parameters” are “those for use with that specific material.” Thipaads with the
customary, lay, meaning of “special”; namely, “having a specific or partidulaction.”
Exemplary operational parameters are provided in the '602 Patent, sihehspeed, power, and
wavelength of the laser beam and the distance of the laser from the material. J¢ith t@she
“special image,” the claims state and the '972 Patent describes that it is an imagse“ior
changing the color of the textile fabsi (Dkt. No. 91at26—-32.)

In addition to the claims themselves, Plaintiff cites the following intrinsic and €gtrins
evidence to support its positidnirinsic evidence '602 Patent col.3 11.5358 col.4 11.1-39, col.4
.52 —col.5 1.18; '972 Patent, at [57] Abstract, col.2 |48, col.3 11.4765, col.4 1.849, col.9
[1.27-40, col.9 11.6568, col.10 I.1- col.11 I.18, col.11 11.3631, col.11 1l.4649, col.11 |.51-
col.12 1.13; '602 Patent File Wrapper October 30, 1998 Applicant Amendment and Remarks
(Plaintiff's Ex. 22, Dkt. No. 9422). Extrinsic evidence Random House Webster's College
Dictionary 754 (2d ed. 1997), “level” (Plaintiff’'s Ex. 11, Dkt. No. 91-11 at 4).

Defendants respont@he term “special” is inherently a subjective term of degreeias 602

and '972 Patents do not provide the requisite objective boundaries for “special operational

8 This characterization of the document is Plaintiff's. The submitted portion of thenéot does
not itself convey this character.
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parameters” or “special image.” With respect to “special operational parameters6t clear if
this refers to “beam diameter, wavelength, frequeeogrgy, duration” or any of a multitude of
other parameter3he outcome of using these special operational parameters does not provide any
further clarity. In fact, the '602 Patent suggests that these paramaistsbe determined by
experimentation (ting col.3 11.59-60, col.4 11.33-35). The meaning of a term, however, is not
reasonably certain if one of ordinary skill in the art must perform tests¢otais the meaning.
The exemplary operational parameters listed in the patent do not cure this stdliuncertain
what parameters outside the exemplary listing would qualify as “specidh’réépect to “special
image,”the claim and the teaching of the '97atent do not clarify how the image is “special” or
how it is “intended” for use in changing the color of a fabric, improperly lgathis “to the
preferences of an individual.” While Claim 92 of the '972 Patent provides that the image ha
“differently colored areas” and states that it is used to “form a file that ¢®atfaser to carry du
said changing of colorfhis does not cure the subjective nature of what makes the image “special”
or how it is “intended” to be used. (Dkt. No. 8#25-30.)

In addition to the claims themselvd3efendants citehe following intrinsic and extrinsic
evidence to support their positiomtrinsic evidence '602 Patent col.2 11.1:214, col.3 11.59-60,
col.4 11.33-35 '972 Patent col.11 11.460.Extrinsic evidence Cole Decl. 11 129, 1382, 186
189-91(Defendants’ Ex. 1, Dkt. No. 9%); Cole Depl165:12 -166:13, 173:19- 174:1 217:23—
218:10, 219:21 — 220:20 (Defendants’ Ex. 3, Dkt. No. 94-3).

Plaintiff replies:The '602 Patent provides guidance regarding the operating parameters and
how they effect the claifmecited function and thus the meaning opésial operaonal
parameters” is reasonably certain in the context of the claims and tngptles of the invention.

With respect to “special image” in the 972 Patent, Defendants’ entire argumemprigperly
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premised on unsupported expert opinion afaatured for litigation. This extrinsic evidence
cannot be used to generate ambiguity that does not exist in the intrinsic (@&brtllo. 99at 11—
13.)

Analysis

There are two issues in dispute. First, whether the meaning of “specktioparparameters”
is reasonably certain in the context of the claims and the teaching of the '602 IPsteBecond,
whether the meaning of “special image” is reasonablyirein the context of the claims and the
teaching of the '972 Paterit.is.

C-1. “special operational parameters”

The meaning of “special operat@rparameters” is reasonably certain in the context of the
claims, as informed by the '602 Patent’s technicalldire: these are the opeoatl parameters
that areparticularto the materiabased on the specific characteristics of the matandlarefor
altering the material to formdesiredpattern with a laser. Claim 120 provides:

120. A method of selectivg altering portions of a material to form a desired
pattern on the material, comprising:
determining a pattern to be formed on the material,
determining specific characteristics of the material on which the pattern is to
be formed,
determining special operational parametersfor the material with its specific
characteristics, said special operational parameters which allow a focused
beam of radiation to form a pattern in the material which changes the material

without undesirably damaging the matereid
forming a pattern on said material using the special operational parameters.

'602 Patent col.26 11.32—45 (emphasis added). Claim 141 provides:

141 A method of selectively altering portions of a material to form a desired
pattern on the material, coniging:

determining a pattern to be formed on the material,

determining specific characteristics of the material on which the pattern is to
be formed,

determining special operational parametersfor the material with its specific
characteristics, said special operational parameters which allow a focused
beam of radiation to cause a chemical change in a surface of the material that
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causes a pattern which can be seen to be formed in the matéhiailitwi
undesirably damaging the material; and
forming a pattern on said material using the special operational parameters.

Id. at col.29 11.1226 (emphasis added). The claims themselves define the parameters, and how
they are “specidlin that they are specific to the material.

The '602 Patent explairtbat the key to invention is determining the appropriate relative speed
of the laser beam across the material for the specific material and contitwdlisygeed accordingly
to mark the material with the beafror example, in the Summary of the Inventithre patent
provides:

This invention relates to a unique method to impart laser induced patterns and other
designs on thin fabrics and leathers. The method uses a laser beam tp slightl
penetrate the surface of the product at a controlled specific sgezthser beam

is directed at the product either directly or through mirrors, shutters osléiifse

speed of the laser beam relative to the surface of the product is controlled within a
predetermined rang&pecific identification and control of thisrelative speed for

a particular product are the keys to overcoming technical barriers which have
prevented such use of lasersin the past. Preferably a computer is used to provide

a signal to a drive mechanism to control the relative speed. The drive mechanism
can control movement of the laser, the product, a mirror or a lens.

Id. at col.1 1.5265 (emphasis added). The patent further explains: “It has now been discovered
that specific identification and control of this speed are the keys to preventbwnization,
complete melting and/or butthrough of the fabri€.Id. at col.3 11.3740. The beam speed must
be above a certain level (the “Threshold Level”) to pretlemiaser bearfrom fully penetraing
the fabric and resuitg in carbonization, complete melting and/or btlmough The beam speed
must also be below a certain level (the “Maximum Speed”), else the laser vidhmaie desired
pattern on the materiald. at col.3 1.4550. The range between the Threshold Leaetl the
Maximum Speed is the “Process Operating Sgeed
The range of speeds between the Threshold Speed and the Maximum Speed will be
referred to herein as the Process Operating Speed. The Process Oppesthg S

a function of the type of fabric ordéher material, the thickness of the material, the
construction of the material, the power and wavelength of the laser beam, the
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distance between the laser and the material, and the type of design formed on the
surface of the material.

Id. at col.3 11.5358. The patent also describes a “Critical Operating Speetiova which the
propensity to not form a design on the fabric increases, and below which the propecsiige
burnthrough, complete melting and/or carbonization increases. at col.4 11.29-35. This
parameter ‘$ a function of numerous material and process varidhtesat col.4 11.3537. These
variousparameters are determined using “[s]tatiscally designed experiments,” itdbitigidels,”
and “statistical quantitative modelsd. at col3 11.59-63, col.4 11.35-39.

The '602 Patent describes a number of different systems that may be operatack a
pattern on a material, each with potentially different operating paramelgesd tdhe appropriate
speed of the beam relative to the enatl. For example, in one embodiment the laser rmove
(rotationally and/or translationally) while the material is stationaryat col.2 1.66-col.3 .31. In
another example, the laser is stationary and the material mdves.col.7 1.28- col.8 1.3.In
another example, both the laser and the material nidvat col.8 11.446. In another example,
both the laser and the material are stationary, and the beam is moved across thk byater
positioning mirrorsid. at col.8 1.47- col.9 1.15. In anotheexample, the laser is stationary, the
material moves, and mirroesxd material move in concert noove the bearmacross the material
Id. at col.9 1.16-63. Various iterations of moving lasers, moving material, and fpEsitioning
optical devices are deisbed.ld. at col.9 1.64 — col.13 |.31.

When read in the context of the technical discloamathe surrounding claim languagas
reasonably certain that the clamecited “special operational parameters” for forming the pattern
“without undesirably damaging the matetiate thosemateriatspecific parametenlated to the
appropriate relative speed betwebalaser beam and the material. Accordingly, the Court holds

that Defendants have not proven any claim is indefinite for inclutipgcial operational
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parametersand hold that the term has its plain and ordinary meaning without the need for further
construction.
C-2. “special image”
The meaning of “special image” is reasonably certain in the context of the cdaim&rmed
by the '972 Patent’s technical disclosure: this is the inthge providesnformation related to the
colorspecificenergy density per unit time (EDPUT) aiiaction of area. Claim 92 provides:
92. A method comprising:
authoring aspecial image intended for use in changing the color of textile
fabric, which has differently colored areas representing different levels of
change of color to said textile fabric; and

using said image to form a file that controls a laser to carry out said changing
of color of said tetile fabric.

'972 Patent col.21 lI-A3 (emphasis added)he claim itself defines the image, and how it is
“special” in that it hasdifferently colored areas representing different levels of change of color to
said textile fabri¢

The '972 Patenprovides that the energy density per unit time of the laser causes the garment
to change color to varying degrees from indigo blue or black to white af dgewt col.3 Il.24.
Geometric regions in a pattern (areas) having different colors are tlucsa&sswith different
EDPUTSs. For example, the patent teaches scanning a pattern, then associatifjJanviih
each area on the pattern basedtlmacolor of the areaSee, e.g., idat col.5 1.59-67. As an
alternative to scanning, the user can “manualtgretine [color] changes in EDPUT ... along the
pattern geometry.See, e.g., idat col.6 11.8-13. This information is then used to formulate
instructions to drive the system to create the desired pa8em.e.g., idat col.6 Il.2-7. For
example, the power of the laser, the duty cycle of the laser, the speedaskthiedam across the

material, tle spot size of the laser, and the number of beam passes over a given region may all be
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varied toeffect a change in color of the material according to the patiprasented in the EDPUT
image See, e.g., idat col.4 1.24 — col.51.13.

The EDPUT imagefahe pattern may be generated in various ways. For example, a user may
draw on a computer screen and associate different regions in the drawingDOWILT EEolor
values:

The user draws on the computer screen, with the mouse, the desired shape of the
patten. Then the user can select different colors for different areas. This can use a
point-andshoot technique or selection from a menu or by right clicking on an area
and selecting from a context menu. This click associates different sectitres of
patternwith different EDPUT/power/dutgycle levels. The actual power level or

duty cycle associated with a given color may be set by a user, and may bednodifie
for different materials.

'972 Patent col.9 1.3240. The drawing may be input or modified through a variety of tools, such
as: (1) a blending tool, which colors regions based on surrounding regioaiscol.10 11.24-34,
(2) a whisker tool, which generates whiskers in the drawdngt col.10 11.3538, (3) a grain tool,
which generates a grainy loo#, at col.10 11.3948, (4) a blaster tool, which provides incremental
color intensity,id. at col.10 11.4965, and othersThe patent describes a new file format “which
communicates precisely those parameters required for converting the dewsged intolaser
control commands.ld. at col.11 1.19-22. When ibitmap(pixel) form:

[e]ach valudin the file] represents power level/duty cycle/ EDPT each pixel

in the image as well as other control valugssfile format thereforeincludes an

edput value, or at least a value indicative of the amount of effective energy to be

applied to a pixel associated with each pixel or group of pixelsthat is handled as
a unit.

Id. at col.11 1.2329 (emphasis addedVltimately, any pattern “can be obtained in amyhe
ways described hereine., by authoring a special image intended for usein changing the color
of textilefabric, or byscanning a real garment and using the results of the scan to form inbormati

to use in changing the coloid. at col.11 11.43-50 (emphasis added).
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When read in the context of th@72 Patent’stechnical disclosurand surrounding claim
languageit is reasonably certain that the claigtited “special image” with “differently colored
areas representing different levels of change of color to said textile fabriotes an image having
values related to the EDPUT levels to change the color of the magartalrdingly, the Court
holds that Defendants have not proven any claim is indefinite for including “speeigéiand
that the term has its plain and ordinary meaning without the need for further camstruct

D. The Terms Withdrawn By Defendants

Defendants seek to withdraw from the clasonstruction process several terms that were
originally presented for construction. Specifically, the meanings of “cdieraéibns,” “different
levels of change,” a number of vants of “control’ and “mathematical operatiomw/ere originally
disputed. $ee, e.gP.R. 43 Exhibit A: Joint Claim Construction Chart at4, 10-11, 1315, Dkt.

No. 80) In theirresponsive brief, Defendants purporteaithdraw“color alterations,” “dfferent
levels of change,andthe “control” termsfrom the claimconstruction procesgDkt. No. 94 at

34.) At oral argument, Defendants further expressed a désirevithdraw “mathematical
operation” from the claiartonstruction proces$laintiff briefed “color alterations,” “different
levels of change,” and the “control” terms in its opening brief and the partigsbfugfed
“mathematical operationBased on the original submission of these disputes to the Court, Plaintiff
requests that the Court now address the disputes to prevenirdme returningin the litigation

(Dkt. No. 99 at 5.)

The Court understands that there isctaam-scope dispute over tldaim terms nmberedl,

2, 3, and parties’ Joint Claim Constructid@hart Pursuant to Patent Rul&@l) (Dkt. No. 103)
and thathere isthereforeno need to construe therms The Court notes that Plaintiff's position
on thesdermshas consistently been that no construction is neceasdrthat “color alterations,”

“different levels of chage” and “mathematical operation” are not indefinite. The Court also notes
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that Defendants had originally submitted ttetior alterations,” “different levels of change” and
“mathematical operationall are indefinite and that the “control” terms should dccorded a
specific constructiod.Finally, the Court notes thainder theRules of Practice for Patent Cases
before the Eastern District of Texataimscope disputes, including indefiniteness, are to be raised
and addressed at a particular point mlttigation.See, e.gP.R. 41 (“Not later than 10 days after
service of the'Invalidity Contentions pursuant to P. R.-3, each party shall simultaneously
exchange a list of claim terms, phrases, or clauses which that party contends sicounktroel
or found indefinite by the Court.”); P.R-3}(“Not later than 60 days after service of theralidity
Contentions,’the parties shall complete and file a Joint Claim Construction and Prehearing
Statement, which shall contain [e]ach party’s proposed claim construction or indefiniteness
position for each disputed claim term, phrase, or clause.”); PR(sétting forth the briefing
schedule for clairscope issues, including indefiniteness). Thus, the Court interprets Defendants’
withdrawal of terms asabandoning the claimscope positionson these termsincluding
indefiniteness.

Accordingly, the Court holds that thesathdrawn terms have their plain and ordinary

meanings without the need for construction.

® Defendants fully briefed and submitted expert testimony on the miefess of “mathematical
operation.” Defendants’ indefiniteness position, and that of its expert, was thidtefnaical
operation” is indefinite for unlimited scope because “any mathematical furetibether
described in the specification or refwould fall] within the scope of this term(SeeDkt. No. 94

at 32; (Dkt. No. 941 at 11 152, 194 The Court has considered the argument and evidence and,
absent Defendants’ withdrawal of the dispute over this term, would rejeatd2eits’ position

and hold that the term is not indefinite, relying@ASF Corp. v. Johnson Matthey In875 F.3d
1360, 13671Fed. Cir. 2017), which provides that “the inference of indefiniteness simply[&rom
broad] scope finding is legally incorrect: ‘breadth is not indefiniteness.”
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V. CONCLUSION

The Court determines that Defentiahave failed to prove any claim is indefirated adopts
the constructions set forth above, as summarized in the following. tabée parties are
ORDERED that they may not refer, directly or indirectly, to each other’s etamstruction
positions in the presence of the jury. Likewise, the partiesCRBERED to refrain from
mentioning any portion of this opinion in the presence of the jury. Any refetenckim
construction proceedings is limited to informing the jury of the definitions adoptdteliyourt.

Within thirty (30) days of the issuance of this Memorandum Opinion and Order, thesparti
are herebyYDRDERED, in good faith, to mediate this case with the designated mediator in this
case. As a part of such mediation, each party shall appear by counseté@@itint local counsel
present and participating) and by at least one corporate officer possag§icignt authority and
control to unilaterally make binding decisions for the corporation adequate to addregsdn
faith offer or counteroffer of settlement that might arise during such mediaadare~to do so
shall be deemed by the Court as a failure to mediate in good faith andibpagtthat party to

such sanctions as the Court deems appropriate.

Section Term Construction
“in a way to prevent undesired plain and ordinary meaning
carbonization, melting or burn-
through”

e '444 Patent Claim 1

“in a way that prevents undesired plain and ordinary meaning
carbonization, melting or burn through
of the material”

e 444 Patent Claim 21

“which avoids undesired carbonizatiol plain and ordinary meaning
melting or burn-through

e '444 Patent Claim 33
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Section

Term

Construction

“which does not cause undesired
carbonization, melting or vaporizatio
for said materidl

e ’'444 Patent Claim 46

n

plain and ordinary meaning

“without undesirable burning,
melting-through or carbonizing the
material”

e ’'444 Patent Claim 69

plain and ordinary meaning

“without undesirable burning,
melting-through or carbonizing the
materiaf

e 444 Patent Claim 72

plain and ordinary meaning

“obtaining an indication of the desire
pattern”

e '444 Patent Claim 46

plain and ordinary meaning

“obtaining anindication of a desired
pattern”

e '196 Patent Claims 11, 13, 16

plain and ordinary meaning

“defining a desired pattern”

e '972 Patent Claim 56

plain and ordinary meaning

“indicating a desired pattern”

e '602 Patent Claim 99

plain and ordinary meaning

“indicating the desired pattern”

e ’'602 Patent Claim 99

plain and ordinary meaning

“form a desired pattern”

e '602 Patent Claims 120, 141

plain and ordinary meaning

“without undesired damage to the
material”

e '602 Patent Claim 99

plain and ordinary meaning
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Section

Term

Construction

“without undesirably damaging the
material”

e '602 Patent Claims 120, 141

plain and ordinary meaning

“to avoid overetching the material”

B specified for the desired pattern
e 196 Patent Claims 11, 13, 16
“special operational parameters” plain and ordinary meaning
C1
e ’'602 Patent Claims 120, 141
“special image” plain and ordinary meaning
Cc2
e 972 Patent Claim 92
“color alteration’s plain and ordinary meaning
e 972 Patent Claim&
“different levels of change” plain and ordinary meaning
e ’'972 Patent Claim 92
“controlled” / “controllable” / plain and ordinary meaning
“controlling” / “controller” / “control”
D / “controls”

'602 Patent Claim 99

'505 Patent Claims 1, 49
'972 Patent Claim 92

'444 Patent Claims 1, 21, 46, 72,

'196 Patent Claims 11, 13, 14, 16

“mathematical operatién

e '505 Patent Claims 1, 49

plain and ordinary meaning

So ORDERED and SIGNED this 11th day of February, 2020.

39

to avoid etching the material beyond thg
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