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United States District Court

EASTERN DISTRICT OF TEXAS
SHERMAN DIVISION

ORTHOSIESYSTEMS LLC

Civil Action No. 4:16<CV-00995

V. JudgeMazzant

SYNOVIA SOLUTIONS, LLC

w W W W W W

MEMORANDUM OPINION AND ORDER

Pendingbeforethe Courtis DefendantSynovia Solutions, LLC’s (“Synovia”) Amended
Motion for Leave to File Motion to Dismiss or Transfer Venue (Dkt. #2%) Motion for Leave
to Amend Its Pending Motion to Dismiss Second Amended Complaint for Patengénfient
(Dkt. #28). The Court, havingconsideredhe relevantpleadings finds that Synovia’smotions
should be denied.

BACKGROUND

On December 31 2016, OrthosieSystems,LLC (“Orthosie”) sued Synovia for
infringement of U.SPatent N0 7,430,471 (“the471 Paterif) (Dkt. #1). Orthosie then filed an
Amended Complaint (Dkt. #4) and a Second Amended Complaint (Dktl#Egsponse, Synovia
filed its Motion to DismissSecond Amended Complaint for Patent Infringen@mMarch 17,
2017(Dkt. #10. Thebasisfor Synovia’smotionto dismissvasfailureto stateaclaimupon which
relief can be grantednder Rulel2(b)(6). Synoviamadeno assertiorthatvenuewasimproperin
that motion. After Synovia made this appearance, the Court issued an Order Governing
Proceedings, setting the parties farlaitial Rule 16 Management Conference and establishing
that “any motion to transfer shall be filed no later than twemnky days beforeheé Case

Management ConferenceOn May 15, 2017, the parties entered into a Joint Report of Ru)e 26(
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Conference, which stated, “[tlhe Parties do not anticipate filing any motitmnsfer. The
Defendant may reevaluate its position on a transfer motion, depending on the adtiaipeag by
the Supreme Court in the case captioned TC Heartland, LLC v. Kraft Foods Group Bitadds, L
Docket No 16341 (oral argument held on March 27, 2017)tfe Court held its Case Management
Conference on June 9, 2017.

On May 23, 2017, after the Supreme Court issued its opinib@ iHeartland LLC v. Kraft
Food BrandsGroup LLG Synoviafiled the present motion for leaaguing thathe Supreme
Court’s new holding made venue improperthe Eastern District of Texg®kt. #24). After
briefing was filed on Synovia’s motion for leave, Synovia additionally filednbtion to amend
its motion to dismiss (Dkt. #28).

APPLICABLE LAW

If venue is not proper in the district or division where the case is filed, thenezasbe
dismissed under Federal Rule of Civil Procedure 12(b)(3). Alternatietier 81406(a), “[t]he
district court of a district in which is filed a case laying venue in the wrong divigidrstrict shall
dismiss, or if it be in the interest of justice, transfer such case to any disttigisoon in which it
could have been brought.” 28 U.S.C. § 14)6(

However,FederalRule of Civil Procedurel2(h)(1) “advises a litigant to exercise great
diligence in challenging personal jurisdiction, venue, or service of protfelss.wishes to raise
any of these defenses he must do so at the time he makest bisfensive move.Golden v. Cox
Furniture Mfg. Co. Inc.683 F.2d 115, 118 (5th Cir. 1982)nderFederaRuleof Civil Procedure
12(h)(1),"[a] party waives any defense listed in rule 12(bY&) by . . . omitting it from a motion
in the circumstances described in Rule 12(g)(BS. R. Civ. P. 12(h)(1)(A). FederalRule of

Civil Procedurel2(g) provides that “a party that makes a motiader this rule must not make



another motion under this rule raising a defense or objection that was availdi#eptrty but
omitted from its earlier motion.’Fep. R. Civ. P.12(g)(2). Accordingly, a party must assert any
Rule 12(b)(3) motiorthat isavailable at the time it files any Rule 12 motioBlbit Sys. Land &
C41 Ltd. v. Hughes Network Sys, LIND. 2:15cv-37, 2017 WL 2651618, at *20 (E.D. Tex. June
20, 2017)citing e.g, Peacock v. Ins. & Bonds Agency of Tex., PLING. 3:12CV-1710D, 2012
WL 3702920, at *1 (N.D. Tex. Aug. 28, 2012)).
ANALYSIS

Synoviafiled its first Rule 12motion onMarch 17, 2017by filing a 12(b)(6) motion to
dismiss for failure to state a claim upon which relief can be grawtethat time,Synoviadid not
attempt to file a motiomo dismissunder Federal Rule of Civil Procedure 12(b){®) improper
venueor makeany argument that venue was impropdius, Synoviawaived its defense to
improper venue by failing to timely move or plead such a defense, iagstirat such a defense
was available at the tinfynovia filed its 12(b)(6) motionFeDp. R.Civ. P.12(g)(2);FeD. R.Civ.
P.12(h)(1)(A).

Moreover,courts have held that a defendant’s conduct can constitute waiaeico, Inc.
v. Garmin Intl, Inc, No. 2:16¢cv-190, Dkt. #163 (E.D. Tex. July 11, 2017) (citihfogation
Corp. v. HTC Corp.No. 16CV-01902-HJLB, 2017 WL 2869717, at *1 (S.D. Cal. July 5, 2017);
Restoration Hardware, Inc. v. Haynes Furniture (do. 16 C 10665, 2017 WL 2152438, at *2
(N.D. lll. May 17, 2017) (“Defendants gave every indication to Plaintiffs andbist that they
were defending the case on the merits here . . . [and therefore] waived and/cedfdifeit
argument that venue is improper . . . .”)). In this litigat®ynovia’s conduct suggested that it

was defending this case on the merits, rather than chizgengnue.Id.



Synovia filed a motion to dismiss basedfaiture to state a claim pursuant to Federal Rule
of Civil Procedure 12(b)(6), which is a motion based on the merits of Orthosi@m.
Additionally, the Order Governing Proceedings states that “any motion to traesige shall be
filed no later than twentgne days before the Case Management Conference.” The Court held the
Case Management Conémce on June 9, 2017, making motions to transfer venue due by May 19,
2017. Synovia filed its motion for leave to faenotion todismiss ottransfer venue on May 23,
2017, after the deadline to file motions to transfer. As such, not only was Synovi#s late
under Rule 12(h)(1) and Rule 12(g)(2), but it vedsonot filed timelyaccording tathe Order
Governing Proceedings. Finally, prior to the deadline to file motions to tramefgraitties jointly
represented that they did “not anticipate filing any matitwrtransfer” (Dkt. #22 at 5)n essence,
this is an admission that Synovia considered venue proper and convenient in the Hsistern D
of Texas at the time it made this representatidrne Court notes that Synowated in the Re
26(f) Report that it may reevaluate its position on a motion to tramsfending on the resolution
of TC Heartland Nevertheless,llmwing a party toadmit proper venue while reservitige right
to contest venue later would run contrary to the purposes of Federal Rule of Ciediret2(h)
to promote efficiency and finalityElbit Sys, 2017 WL 2651618, at *20 (citingiernan v. Dunp
295 F. Supp. 1253, 1256 (D.R.l. 1969)). It also runs contrary ttntleéine establishedh the
Order Governing Proceedings. Therefore, Synovia’s conduct throughout the course of this
litigation also constitutes waiver of the venue defense.

Synoviaarguesthat the Supreme Court issued a “watershed opinion on patent dispute
venue” and the “precedent now set forthTli@ Heartland LLCwas not ‘available’ to Synovia”
prior to May 22, 2017, whehC Heartlandwas issuedDkt. #27 at 2). Synovia contends that the

Supreme Coud recent holding i C Heartlandchanged the law because it “overturned decades



old precedent” established the Federal Circuit’s decision WE Holding Corporation v. Johnson
Gas Appliance Compan@l17 F.2d 1574, 1584 (Fed. Cir. 1990kt. #24 at +2). As such,
Synoviamaintains that it did not waive its imgrer venue defense because the defense could not
have been asserted earlier.

Nonethelessthe Supreme Court’s decisionT® Heartlanddoes not constitute a change
in the law. SeeElbit Sys, 2017 WL 2651618, at *20 (citingobalt Boats, LLC v. Sea Ray Boats,
Inc., No. 2:15cv-21, 2017 WL 2556679, at *3 (E.D. Va. June 7, 20®nying a motion to
transfer venue under 28 U.S.C. § 1¥0Blavico, Inc, No. 2:16¢cv-190,Dkt. #163 (citingCobalt
Boats 2017 WL 2556679, at *EIbit Sys, 2017 WL 2651618, &20; Chamberlin Gp., Inc. v.
Techtronic IndusCo, No 1:16¢v-6097,Dkt. #407(N.D. lll. June 28, 2017)Life Teds. Inc. v.
Nintendo of America, IncNo. 3:13cv-4987, 2017 WL 2778006, at *7 (N.D. Tex. June 27, 2017);
Amayx, Inc. v. ACCO Brands Coyplo. 16CV-10695NMG, 2017 WL2818986, at *3 (D. Mass.
June 29, 2017)nfrogation Corp. v. HTC Corp16-CV-01902-HJLB, 2017 WL 2869717, at *4
(S.D. CalJuly 5, 2017)denying a motion to transfer venue under 28 U.S.C. § 14ADi@&m LLC
v. BigCommercdnc., 6:17cv-186, Dkt. #21 (E.D. Tex. July 6, 201&dopted by6:17cv-186,
Dkt. #24 (E.D.Tex. July 26, 2017¢ee also Koninklijke Philips v. ASUSTeK Computer, IKo.
1:15¢cv-1125GMS, Dkt. #215 (D. Del. July 19, 2017¢ontra Westech Aersol Corp.3M Co,
3:13cv-5067, 2017 WL 2671297, at *2 (E.D. Wash. June 21, 218and Held Prods. Inc. v.
Code Corp,. 2:17cv-167, Dkt. # 63(D.S.C. Jly 18, 2017).The Supreme Court ifRC Heartland
reaffirmed its earlier holding found in Fourco Glass Company vIransmirra Products
Corporationthat 28 U.S.C. 8400(b) is the “sole and exclusive provision controlling venue in
patent infringement actions.” 353 U.S. 222, 229 {)9AccordElbit Sys, 2017 WL 2651618, at

*20 (citing Cobalt Boats2017 WL 2556679, at *3\lavicq No. 2:16¢cv-190, Dkt. #163,at *5.



Further, the Supreme CourtTi€ Heartlandexplainedhat in “Fourcqg, this Court definitively and
unambiguoushheld that the word ‘reside[nce]” #1400(b) has a particular meaningagplied
to domestic corporations: It refers only to the State of incorporatib@ Heartland LLC v. Kraft
Food Group Brands LLC137 S.Ct. 1514, 1520 (201@jteration in original)

While VE Holding allowed parties to use 28 U.S.€.139Xc) to estabsh venue, this
holding did not overruld-ourco “because the Federal Circuit cannot overturn Supreme Court
precedent.”Elbit Sys, 2017 WL 2651618, at *20 (citinghurston Motor Lines, Inc. v. Jordan K.
Rand, Ltd. 460 U.S. 533, 535 (1983)Accord Navico, InG. No. 2:16¢cv-190, Dkt. #163.
Accordingly, the defense of improper venubéased on8 1400(b)’'s definition of residence
established ifFourco, was availabldo Synovia and has been availakie all defendantssince
1957. 1d.

Additionally, Synovia attempts to make a distinction between a motion to dismiss for
improper venue under 12(b)(3) and a motion to transfer because of improper venue under 28
U.S.C. 8§ 1406, arguing that under § 1406 a party must only timely object to. vElowever,
courts are finding waiver of the defense of improper venue in cases where the dieserda to
transfer under 28 U.S.C. § 1406e¢ e.g, Elbit Sys, 2017 WL 2651618, at *2(beginning with
a Rule 12 analysis to find waiver of the argumeritrgfroper vaue under 8 1406Navico, Inc,
No. 2:16¢v-190, Dkt. #163jLife Techs. InG.2017 WL 2778006, at *fusing a Rule 12 analysis
when determining defendant waived its venue argunnasiér Rule 12(b)(3) and, alternatively, 28
U.S.C. 8§ 1408 see alscAmax,Inc., 2017 WL2818986, at *Hinding that defendant abandoned
the argument of improper venue under both 12(b)(3) and 28 U.S.C. § 1406).

Even f there is any distinction between the two, it does not matter in this &ysavia

waivedits defense of improper venuader Federal Rule of Civil Procedure 12 and 28 U.S.C. 8



1406 Aside from the fact tha®ynovia didnot raise the issue of improper venue in its initial
motion to dismissas required by Rule 12, Synovia also indicated that venue was jaroger
convenientin the Eastern District of Texas, afalled to file a timely venue motion undtre
OrderGoverning Proceeding€ven thougtthe delay was due to the facynoviarelied on the
Federal Circuit’s holding iVE Holdingto determine whether vae was proper, it did so at its
own risk of waiving the defense established urteirco, which has now been reaffirmed B¢
Heartland

Finally, Synovia’s waivercannot be remedied by amenditggmotion to dismiss.Rule
15(a)(2) allows a party to amend its pleading with the opposing party’s writteantarswith
leave of courtFeED. R.Civ. P.15(a)(2). Courts “should freely gileave when justice so requires,”
althoughleave to amend under Rule 15 is “by no means automatigLlittle v. LiquidAir Corp.,

952 F.2d 841, 846 (b Cir. 1992). Courts may deny leave if there is any “apparent or declared
reason” to do so, such as “undue delay, bad faith or dilatory motive on the part of the movant,
repeated failure to cure deficiencies by amendmenetgqusly allowed, undue prejudice to the
opposing party by virtue of allowance of the amendment, [or] futility of amendmEatman v.

Davis, 371 U.S. 178, 182 (1963chiller v. Physicians Res. Grp. In842 F.3d 563, 566 {5 Cir.

2003) (citation ontted).

As previously noted, Synovia waived its venue defdmgdailing to timely raise the
argumentand its motion to amend is an attempt to circumvent this wdeesause the defense is
waived, an amendment would only remedy the waiver if it relade#t to the initial motion under
Rule 15(c). Synovia contends that the amendment is proper because the argument wablanavalil
at the time it filed its initial motion to dismiss. However, as established above, timestgvas

available at the time Synovia filed its motion to dismiSynovia presents no other argument to



explain why the amendment would relate back to the time the initial motion wasBfdeduse
Synovia has not established that it would relate back, an amendment would not cura@’§ynovi
waiver of the venue argumemitccordingly,it would be futile anahot in the interest of justice to
amend the motion.
CONCLUSION

It is thereforeORDERED that Synovia’s AmendedMotion for Leave to File Motion to
Dismiss or Transfer Venu@®kt. #24) is herebyDENIED. Additionally, Synovia’sMotion for
Leave to Amend Its Pending Motion to Dismiss Second Amended Complaint for Patent

Infringement (Dkt. #28) is herelyENIED.
SIGNED this 31st day of July, 2017.

AMOS L. MAZZANT
UNITED STATES DISTRICT JUDGE




