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United States District Court

EASTERN DISTRICT OF TEXAS
SHERMAN DIVISION

BUTTERMILK SKY OF TN LLC and
BUTTERMILK SKY FRANCHISING,
INC.,

Plaintiffs,

Civil Action No. 4:20€V-00327
Judge Mazzant

V.

BAKE MOORE, LLC, ONE MOORE TIME,
LLC, CLARK BAKERY FRISCO LLC,
AGAPE PIES LLC, CRAIG MOORE,
DONNIE ROBERTSON, LEAH CLARK,
and RACHEL DYMOND,

Defendants.
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MEMORANDUM OPINION AND ORDER

Pending before the Cours Plaintiffs BUTTERMILK SKY OF TN LLC and
BUTTERMILK SKY FRANCHISING, INC's (collectively, “Plaintiffs”) Motion for Preliminary
Injunction (Dkt. #4). Having considered the motiothe relevant pleadingsindthe evidence
presented at the July 29 hearing, the Court findsRlzantiffs motion should belenied

BACKGROUND
Factual Background

In October of 2013, Scott and Meredith Layton formed Buttermilk Sky of TN LLC

(“BSTN”) andopened the first Buttermilk Sky Pie Shi@pkt. #4). In opening the first Buttermilk

Sky Pie Shop, BSTN created the mark BUTTERMILK SKY PIE SHOP EST. 2013 (& design)®:
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(Dkt #4). BSTN owns all right, title, and interest in and to the mark, including but not limited to
U.S. Registration No. 4,894,658 for usdnternational Class 35 for “Online retail bakery shops;
Retail bakery shopgDkt. #4). BSTN also created and owns all the right, title, and interest in and
to several unregistered marks:

1. BUTTERMILK SKY PIE SHOP™
2. BUTTERMILK SKY PIE SHOP (& design)™:
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3. BUTTERMILK SKY™
4. 1-40™
5. SHARE PIE. SHARE LOVE.™

(Dkt. #4). Together,BSTN's registered and unregistered trademarks are"Bhwtermilk
Trademarks The Buttermilk Sky Pie Shops have also devel@ieatle dres§'Buttermilk Trade
Dress”) that is used in Buttermilk Sky Pie Sh@pkt. #4).

Within a yearof opening the first Buttermilk Sky Pie Shdpe Laytongormed Buttermilk
Sky Franchising, Inc. (“BSFI”) to manage the franchising of Buttermilk Sky Ro@&§Dkt. #4).
BSTN has authorized BSFI to license the Butitke Trademarks and Buttermilk Tradgress
(Dkt. #4). WhenBSFI authorizes the opening of a new shop, the shop owners become privy to
confidential information, copyrights, trade secrets, recipes, and proprietary ititoriiizkt. #4).

In 2016 Craig Moore (“Moore”yeached out to Plaintiffs in hopes of opening Buttermilk
Sky Pie Shops in Frisco and All@exas (Dkt. #4; Dkt.#35) Eventually, discussions of opening
two new shopshiftedto discussions of Moore joining BS&kxecutive tean(Dkt. #4; Dkt. #35).
In 2017, after beginning preparations for opening his two Buttermilk Sky Pie Sihbpste
officially joined BSFI asCEO, a member of the Board, and a preferred sharehdqkt. #4;

Dkt. #35).



In order to open his two new shops in Texdsore formed Bake More operator of the
Allen location,and One Moore Time, operator of the Frisco locatiokt. #4; Dkt.#35). Neither
Moore nor the business entities formed by him signed a franchise or licenseaagi(@n #4;

Dkt. #35). Instead, there was a spokasgreement between the parti€daintiffs claim in lieu of
signinganyagreement, Moore was required to follow the rules that BSFI requiredradhfsaes

to follow as part of an oral agreemgiikt. #4; Dkt.#35). Moore contends that there was no
signal franchise or license agreement because Moore’s shops were to operataats™atbres,
similar to the way the original Buttermilk Sky Pie Shop operédd. #4; Dkt.#35).

In the fall of 2017, Moore hired Donnie Robertson (“Robertson”) as Chakéling
Officer (“CMQ”) for BSFI (Dkt. #4; Dkt.#35). In July of 2018, Moore sold all interest in Bake
Moore to Robertso(Dkt. #4; Dkt.#35). Neither Robertson nor the business entity owned by him
signed a franchise or license agreement to operateide® location of Buttermilk Sky Pie Shop
(Dkt. #4; Dkt. #35).

In 2019, the relationship between Plaintiffs and Moore and Robertson @kted4;

Dkt. #35). Moore and Robertson allege their relationship with Plaintiffs soured because the
Laytons misused company mongykt. #35) Plaintiffs allege the relationship soured because
Moore and Robertson violated franchise rules and employment agredDient#4). Plaintiffs
subsequently ended Moore and Robertson’s employment with Buttermi(lo8ky#4; Dkt. #35).

After Plaintiffs endedMoore and Robertson’s employment with Buttermilk Sky, BSFI sent
severalletters toMoore’s attorneyrequesting (1) a special meetingand (2) that Moore and
Robertson cease and desist their usthefButtermilk Trademarks an@uttermilk Trade Dress
(Dkt. #4; Dkt.#35). After several more months of Moore and Robertson both declining to sign a

franchising agreement, Plaintiffs revoked the license granted to Bake Moore and OrelMuor



(Dkt. #4; Dkt.#35). Still, Moore and Robertson continued to operate as a Buttermilk Sky Pie
Shop—at least for a timgDkt. #35). Plaintiffs filed this lawsuit after havingllegedlyrevoked
Moore and Robertsélicenses (Dkt. #4).

Defendants contend that sinBéintiffs filed suit,Defendants soldéhe storeso Rachel
Dymondand Leah Clark. Further, Defendants allbgthstoreshaverebranded and now operate
as different bakeriesAgape Pies and Batch BakerandsoDefendants are no longer infringing
on anyButtermilk Trademarks or Buttermilk Trade DréBxt. #35).

Procedural Background

Plaintiffs filed this suit on April 17, 2020 (Dk#1). The same day, Plaintfiled their
Motion for Preliminary Injunction (Dkt#4). On June 16, 2020, Defendants filed their response
(Dkt. #35). Plaintiffs filed a reply on June 22, 2020 (Dkt. #39).

In Defendants’ response, Defendants requested a hearing on the mattéB%RkiThe
Cout granted the request for a hearing on July 702&2dthe Court heard the parties’ arguments
regarding Plaintiffs’ Motion for Preliminary Injunction on July 29, 2020.

LEGAL STANDARD

A party seeking a preliminary injunction must establish filwing elements: (1) a
substantial likelihood of success on the merits; (2) a substantial threat thaffghill suffer
irreparable harm if the injunction is not granted; (3) that the threatened injungighs any
damage that the injunction migtause the defendant; and (4) that the injunction will not disserve
the public interestNichols v. Alcatel USA, Inc532 F.3d 364, 372 (5th Cir. 20087 preliminary
injunction is an extraordinary remedy and should only be granted if the plaintiéschearly
carried the burden of persuasion on all four requirements.”Nevertheless, a movant “is not

required to prove its case in full at a preliminary injunction hearifrg@d. Sav. & Loan Ins. Corp.



v. Dixon 835 F.2d 554, 558 (5th Cir. 1985ugding Univ. of Tex. v. Comenisch51 U.S. 390,
395 (1981)). The decision whether to grant a preliminary injunction lies within the sound
discretion of the district courtWeinberger v. RomesBarcelg 456 U.S. 305, 320 (1982).
ANALYSIS
I.  Plaintiff s Are Not Entitled to a Preliminary Injunction

Plaintiffs argue that Defendaftsave infringed on Buttermilkrademarks anButtermilk
TradeDress in violation of the Lanham Act and that Defendants have misappropriatedf&la
trade secrets violation of the Defend Trade Secrets Acd the Texas Uniform Trade Secrets
Act. As such, Plaintiffs avow they are entitled to injunctive relief. The Court is sungubzd.

Plaintiffs failed to present evidenedoth in their motion and during the July 29 hearing
that would allow the Court to find thBfaintiffs haveclearly carried their burden on any of the
four preliminaryinjunction elementsPlaintiffs arethusnot eriitled to the extraordinary remedy
of apreliminaryinjunction.

A. Likelihood of Success

Plaintiffs claim that they are likely to succeed on the merits of their trademark
infringement, trade dress infringement, and trade secret misappropriatios. didimbe the Court
agrees hat Plaintiffs are likely to show that they own legally protectable trademarks ahd tha
Buttermilk Trade Dress is protectdélaintiffs have not presented evidemtehis stagshowing
that they are likely to succeed in establishing that Defendamsfuct has resulted in a likelihood
of confusion. Nor have Plaintiffs provided evidence showing that they are likely tceduace
their trade secret misappropriation clainAccordingly, Plaintiffs have not shown that this factor

weighs in favor of mliminary-injunctive relief.

! Plaintiffsask for the Court to eojn “ Defendants (Dkt. #4)—yet, Plaintiffs focus their arguments and evideoiy
on Batch Bakery



I. Plaintiffs’ Trademark and Trade Dress InfringementClaims

Plaintiffs have not shown that they are likely to succeed on the moéthsir trademark
and trade dressfringementclaims “The Lanham Acestablishediability against'[a]ny person
who. .. uses in commerce any word, term, name, symbol, or devicehich. .. is likely to
cause confusion, or to cause mistakeas to the origin, sponsorship, or approval of his or her
goods, services, or conartial activities by another person. .”” Scrum All., Inc. v. Scrum, Inc.

No. 4:26CV-00227, 2020 WL 4016110, at *9 (E.D. Tex. July 16, 20@@)oting15 U.S.C. §
1125(a)(1)(A). Specifically, for trademarkandtrade dress infringementaims the Lanham Act
requires a plaintiffto show: (1) that it owns a legally protectable trademark; and (2) that a
defendant use of their mark creates a likelihood of confusion as to source, affiliation, or
sponsorship.See Fletchés Original State Fair Corny Dogs, LLC v. Fletchéfarner Holdings

LLC, 434 F. Supp. 3d 473, 488.D. Tex. 2020)Blue Bell BieMed. v. CinBad, Inc, 864 F.2d
1253, 1256 (5th Cir. 1989).

Plaintiffs contend theywill readily satisfy both elements” of their infringement claims
andsucceed on the merit8ut Plaintiffs did not put evidence before the Court that would allow
the Court to be so convinced. Plaintififlsveprovided evidence to establish the first element; but
Plaintiffs fall woefully short in establishg the second.

As to the frst element, Plaintiffs argubattheyarethe owner®f Buttermilk Trademarks
andButtermilk TradeDressand that those marks are legally protectedfendantsio not dispute
that But as to the second element, Plaintiffs failed to carry their buatdins stageproviding
little to no evidence thatould allow the Court to conclude that Plaintiffs are likelgtaceedn

showing that there is a likelihood of confusion.



1. Plaintiffs Will Likely Succeed in Showing That Buttermilk
Trademarks Are Protectable

“A plaintiff must establish both that the mark*@igible for protectioh and that the
plaintiff is the ‘senior usérof the mark to have legally protectable interest in the mdrk.
Fletchers, 434 F. Supp. 3d at 48®lairtiffs will likely succeed in making thathowingat trial

In determining the protectability of a marourts mustdeterminewhether the mark is
registered-registered marks awEforded the presumption of validity. 15 U.S.C1BL5(*Any
registration. . .of amark. .. shall beprima facie evidence of the of the validity of the registered
mark and of the registration of the mark, of the registsamvnership of the mark, and of the
registrants exclusive right to use the registered mark.”). Unregistered mark$iowever are
not afforded this presumptiorkletchers, 434 F. Supp. 3d at 483.

The key in determining whether an unregistered mark is eligible for protectiwhésher
the mark is capable of distinguishing the applicangoods from those of othéfs.Id. (internal
citations omitted). Aunregisterednark carbe distinct in one of two ways: (it)can benherently
distincive; or (2)even if not inherently distinctive, it caarcquiredistinctivenessy developing
secondary meaningviacom Intl v. IJR Cajptal Investments, L.L.C891 F.3d 178, 190 (5th Cir.
2018).

A mark is considered “inherently distinctive if its intrinsic nature serves tdifgem
particular source."Wal-Mart Stores, Inc. v. Samara Brp529 U.S. 205, 210 (2000). Courts use
afive-categoryspectrum to assess the distinctiveness of a wantk—a word mark can be1)
generic; (2) descriptive; (3) suggestive; ébitrary;or (5) fanciful. Nola Spice Designs, L.L.C.
v. Haydel Entes., Inc, 783 F.3d 527, 537 (5th Cir. 2015¥While suggestive, arbitrary, and
fanciful marks are inherently distinctive, generic marks cannot be distinctidedescriptive

marks are distinctive only if they have acquired ‘secondary meahiiudy.’



Plaintiffs arguethat each ofthe Buttermilk Trademarksare legally protected.Of the
Buttermilk tradenarks, only the BUTTERMILK SKY PIESHOP EST. 2013 (design)® is
registered—affording the mark the presumption of validity. 15 U.S.@185(a)? Plaintiffs other
marks thoughare unregistered andnustsatisfy one of the two categorie$ distinctiveness
Plaintiffs contendeach ofthe unregistered marks are inherently distinctive:

(1) BUTTERMILK SKY™  BUTTERMILK SKY PIE SHOP™ and

BUTTERMILK SKY PIE SHOP (&design) are arbitrary: “butterilk sky” is a

colloquialism that refers to a cloudy sky resembling the mottled or clabbered

appearance of buttermitknot something that describes or even suggests pie; (2)

[-40™ is arbitrary: it refers to an interstate highway, not to a()e&SHARE PIE
SHARE LOVE.™ is suggestive: it suggests a connection between love and pie.

(Dkt. #4). The Courfinds that Plaintiffs will likely be able to prowhattheir unregistered marks
areeither arbitrary or suggestive and therefore afforded proteasioimerently distinctivemarks

“Arbitrary” word marls are markghat neither describe nor suggest something about the
goods or servicethey represent J. THOMAS MCCARTHY, 2 MCCARTHY ON TRADEMARKS AND
UNFAIR COMPETITION § 11:11 (5th ed.). For example, the mark APPLE for computers and other
electronic goods is arbitrary. The wdfabple” is commonplacend it neither describes nor
suggestanything about computers or electronic gootts. Here, the term “buttermilk sky” is
arbitrary. “Buttermilk sky is a commonplace description of the sky when it is clousiyt the
words“buttermilk sky” neitherdescribe nor suggest anything to do with pies. Following the same
logic, “I-40” is also arbitrary 1-40 is the name of a highway but, likattermilk sky, itneither
describesior suggests anything to do wipiies. For these reasons, the Court agréiisPlaintiffs
that theywill likely be able to provehatthe“Buttermilk Sky” and “F40” trademarksre arbitrary

A “suggesive’ word mak is a mark that is borderline between the arbitrary and descriptive

categories.McCARTHY 8 11:63 (5th ed.).“A suggestive marksuggests, but does not describe,

2 Defendants do not offer evidence to rebut this presumption.
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an attribute of the good; it requires the consumer to exercise his imaginappijtohe trademark
to the good” Springboardsd Educ., Inc. v. Houston Indep. Sch. Distl2 F.3d 805, 816bth
Cir. 2019). Here, 'SHARE PIE. SHARE LOVE™” is suggesting that sharing a pie is the same
thing as sharing love with someonEhis mark reguiresa consumer to exercise lisagination to
equate a pie with loveSeed. at 815. The Court agretrsat Plaintiffs will likely be able to show
that this trademark is suggesting an attribute, rather than describing it.

As stated abovea registeed mark is presumed valid, but an unregistered mark must be
either inherently distinct or have acquired distinctiveness. And any unregisteredhataik t
determined to berhitrary or suggestives inherentlydistincive. Plaintiffs have shown that they
will likely be able to succeed in showitigateach of the unregister&uttermilk Trademarks are
arbitrary or suggestive. TherefoRdaintiffs have shown that they will likely succeed in showing
thatall Buttermilk Trademarks-registered and unregistere@reeligible for protection

Having shown thaButtermilk Trademarkarelikely eligible for protection, the Court will
now determine if Plaintiffs arékely to succeed in showing that they are the senior user of
Buttermilk Trademarks “The first one to use a mark is generally held to be shriot user.”
Fletchers, 434 F. Supp. 3dt 486 (internal citations omittedplaintiffs have used the Buttermilk
Trademarksince firstcreatingButtermilk Sky PieShop in2013. Plaintiffs have established, and
Defendants do not dispute, that Plaintiffs own all rights, title, and interest in #melBottermilk
Trademarks. As such, Plaintiffs are likely to succeed in shothimigthey areéhe senior user of
the Buttermilk Trademrks.

Plaintiffs will likely successfullyestablish that Plaintiffs have an interest in legally
protectable marks and that Plaintiffs are the senior users of those marksdidgigoPlaintiffs

are likely to succeed at triah thefirst elementf ther trademark infringement claim.



2. Plaintiffs Will Likely Succeed in Showing ThatButtermilk Trade
Dress Is Protectable

As to their trade dreslaim, Plaintiffs arelikely to succeed in provinghat Buttermilk
TradeDress is protectedlradedress “refers to the total image and overall appearance of a product
and may include features such as the size, shape, color, color combinations, textures, graphi
even sales techniques that characterize a particular prodlest’ Masters Educ. Servs., Inc. v.
State Farm Lloyds791 F.3d 561 (5th Cir. 201%yuotingAmazing Spaces, Inc. v. Metro Mini
Storage 608F.3d 225, 251 (5th Cik010). Trade dress has been expanded to also include the
overall “motif” of a restaunat. Sparrow Barns & Events, LLC v. Ruth Farm |[nido. 4:19CV-
00067, 2019 WL 1560442, at {&.D. Tex. Apr. 10, 2019)To gain protection radedressmust
be (1) distinctiveor have acquired a secondary meaning;(@htde nonfunctional.ld. Plaintiffs
are likely to succeed ishowing bothelements.

As with trademarkstrade dress is inherently distinctive if its intrinsic nature serves to
identify its particular sourceld. But “[t]he law relating to whether a trademark is inherently
distinctive is more developed for word marks than for trade Brelgmving courtswithout a
settled test fowhen tradedressachieves inherently distinct statuaMID, Inc. v. Medic Alert
Found. US, Inc,, 241 F. Supp. 3d 788, 8@3.D. Tex. 2017) (Roserdh C.J.)(citation omitted)
Nonetheless, caselaw is instructive.

Sparrow Barnsand Two Pesogprovide guidance on how courts should handle sefie
inherent distinction for trade dress. Sparrow Barnsthis Court followedl'wo Pesos lead and
looked towards the actual description of the pdrtrasle dressSparrow Baradescribd its trade
dressfor the*White Sparrow assuch

The Grand Hall features a large, open floor plan with exposed, decorative, wrapped

and framed, vaulted wooden beapiaced laterally across the wooden cathedral

ceiling; exposed, decorative, wrapped and framed wooden columns placed
vertically along the wooden side walls; tiered exposed bulb candelabra chandelier

10



rustic whitewashing of the wooden interior features;astylistic, stacked window
display along the back wall.

Sparrow Barns2019 WL 1560442, at *4. Anoh Two PesosTaco Cabana descrithés trade
dress as:

[A] festive eating atmosphere having interior dining and patio areas decorated with
artifacts, brght colors, paintings and muralsThe patio includes interior and
exterior areas with the interior patio capable of being sealed off fromutisele

patio by overhead garage doorBhe stepped exterior of the building is a festive
and vivid color schemasing top border paint and neon strip&right awnings

and umbrellas continue the theme.

Sparrow Barns2019 WL 1560442, at *4 (quotingaco Cabana Intern., Inc. v. Two Pesos,,Inc.
932 F.2d 1113, 1120 (5th Cir. 199aff'd sub nomTwo Pesos, Inc. v. Taco Cabana, |5
U.S. 763, 73 (1992). ThisCourt inSparrow Barngoundthat, like Taco Cabana, Sparrow Barn
could “likely show the trade dress of the Grand Hall [was] inherently distinctivaube its
intrinsic nature serves to identify geurce as the White Sparrowd.

Buttermilk Trade Dress is similarly descriptive Plaintiffs describe the trade dress of
Buttermilk Sky PieShoys as:

The BUTTERMILK SKY PIESHOPM™ bakeries employ a distinctive trade dress
that allows customers to experience the nostalgic taste of pie made fresh in a
traditional Southern kitchen.Each element invokes the experience of rustic
Southern charm, including shelving space for a wide variety of gift products and
signs . .. The BUTTERMILK SKY PIESHOPM™ bakerie’ distinctive trade dress
includes the following elements: a. A sliding barn door with a glass panel to
separate the sales counter from the kitchen; b. A full wall of white subway tile
behind the sales counter; c. A bleached or whitewashed wood (orlaaqd
tongueandgroove ceiling with contrasting darker wood (or wood-look) beams; d.
Turned wood “supports” under the countertops; e. Distinctive pie stands that have
turned wood bases and galvanized and/or riveted metal trim around the plate; and
f. A repeating star motif in exterior signage.

11



(Dkt. #4). Like the tradedressdescriptions inSparrow Barnsand Two Pesos Plaintiffs
description ofButtermilk TradeDress could show that the trade dress is inherently distinctive
because its intrinsic nature serves to identify its source as a Buttermilk Skiydpiz

Having found Buttermilk Trade Dress to be inherently distinct, the Gumwtaddresss
whether Buttermilk Trade Dress is nonfunctional. The Court findsRtzntiffs are likely to
succeed in showing that it is nonfunctional.

Courts use “two tests to determine whether a product feature is functitreairaditional
and competitive necessity testsSparrow Barns2019 WL 1560442, at *6. The traditional test
of functionality is whether the product featti® essential to the use or purpose of the article or if
it affects the cost or quality of an article AMID, 241 F. Supp. 3dt819. Fafeature serves any
significant function other than to distinguish a fisngoods or identify their source, then it is
considered to be “essential” to the use or purpose of a prottlictSimply put,if the product
feature “is the reason the device wortgn the feature is functional.ld. (internal citations
omitted).

“Under the competitive necessity test, a feature is functidnile exclusive use of the
feature would put competitors at a significant -meputationrelated disadvantagé. Sparrow
Barns 2019 WL 1560442, at *gquotingEppendorfNethelerHinz GMBH v. Ritter GMBH289
F.3d 351, 3565th Cir. 2002). “Even if individual constituent parts of a prodigctrade dress are
functional, a particular arbitrary combination of functional features, the combination of which is

not itself functional, properly enjoys protectidn.ld. (quotingRitter, 289 F.3d at 356). So, the

3 Plaintiffs have failed to provide evidence that Buttermilk Trade Dress hasetgeicondary meaning. But this is
not fatal to their assertion that Buttermilk Trade Dress is protecdedTwo Pesos505 U.S.at 776 (“[P}oof of
secondaryneanings notrequired to prevail on a claim . where the trade dress at issusfserentlydistinctive”).
Accordingly, Plaintiffs satisfying the requirement that they are likely to sBottermilk Trade Dress is inherently
distinct is sufficient for this element.

12



guestion is not whether some piece of the trade dress is functional, but whether theetsds dr

a whde is functional.ld. (citing Two Peso0s92 F.2d at 1119).
Plaintiffs have showithatthey ardikely to succeed irstablishingButtermilk Trade Dress

asnonfunctional. AgainPlaintiffs describe the trade dress of Buttermilk SkyShes as:
The BUTTERMILK SKY PIE SHOPM™ bakeries employ a distinctive trade dress
that allows customers to experience the nostalgic taste of pie made fresh in a
traditional Southern kitchen.Each element invokes the experience of rustic
Southern charm, including shelving space for a wide variety of gift products and
signs . .. The BUTTERMILK SKY PIESHOP™ bakeriesdistinctive trade dress
includes the following elements: a. A sliding barn door with a glass panel to
separate the sales counter from the kitchen; b. A full efavhite subway tile
behind the sales counter; c. A bleached or whitewashed wood (orlaaqd
tongueandgroove ceiling with contrasting darker wood (or wood-look) beams; d.
Turned wood “supports” under the countertops; e. Distinctive pie standsatret

turned wood bases and galvanized and/or riveted metal trim around the plate; and
f. A repeating star motif in exterior signage.

(Dkt. #4). A bakery could operate with different tiles on the wall, no barn door, different pie
standsgdifferent coloredvood, or nowoodat all. Indeed a bakery could operate withcany of
the features denoted by Plaintiffs as pathefButtermilkTradeDress. And even if the argument
could be made thatertain features of the trade dress are functidthalyade dessas a wholas
not. At its coreButtermilk TradeDress is meant to identify a distinct veruButtermilk Sky Pie
Shors. Thus, Plaintiffs will likely show Buttermilk Trade Dress is nonfunctional.

Given that Plaintiffs will likely establish Buttermilk Trade Dresqig inherently distingt
and (2) nonfunctionalas awhole Plaintiffs can likely establish Buttermilk Tda Dress is
protectable—the first element of their trade dress infringement claim

3. Plaintiffs Have Not Provided Evidenceon Likelihood of Confusion

The second element Bfaintiffs’ trademark and trade dress infringement claiesglires
analysis of whether a defend& actions have caused a likelihood of confusion about the

plaintiff’'s mark TheFifth Circuit has identifiech non-exhaustivédigits of confusion” toguide

13



courtsin determining whether use of a mark leasateda likelihood of confusion.Springboard
912 F.3d at 812. These digits include:
(1) strength of the mark; (2) mark similarity; (3) product or service similarityp gt

and purchaser identity; (5) advertising media identity; (6) deferslartent; (7) actual
confusion; and (8) care exercised by potential purchasers.

Id. “These digits are flexible,” serving only as guides for how the Court should evaluate whether
there is a likelihood of confusiond. Accordingly, courts should “keep in mind two important
principles while applyinghese digits: (1)[they] must consider the application of each digit in
light of the specific circumstances of the casad (2)‘[they] must consider the marks in the
context that a customer perceives them in the marketplalek (internal citation®©mitted.

Here, Plaintiffs contend that Defendants are mixing Buttermilk Trademarks with
Defendantsown products. The combination of these two acts, Plaintiffs continue, is causing
confusion. Butthe evidenceof any confusions lackingright now. In fact Plantiffs’ entire
analysisof confusionis captured in a single paragraph:

In this case, the BUTTERMILK SKY Marks and BUTTERMILK SKY Trade

Dress are strong because they are inherently distincida&fendants are using

identical marks and trade dress for identical services offered in identiadl ret

outlets to identical consumers and using identical advertising médexe can be

no reasonable dispute that Defendaimi®nt is to imitate and suggest an affiliation

between themselves addly licensed users of the BUTTERMILK SKY Marks and

BUTTERMILK SKY Trade Dress. The degree of care exercised by potential

purchasers is low because the items sold are relatively inexpensive (fe$8@ha
The digits of confusion weigh heavily in favor of a finding of infringement

(Dkt. #4). While the Court believes that Plaintiffs mayentuallybe able to present evidence to
establish someonfusioncaused by Defendantgast use oButtermilk Trademarksr Buttermilk

Trade Dressright now, Plaintiffs justmake conclusorgllegationswith no case law or evidence

14



to substantiate their claimisNor did Plaintiffs provide evidence of a likelihood of confusion when
given the chance to do so at the July 29 he&ring.

Accordingly, Plaintiffs have failed to carry their burdesf showing that there is a
likelihood of confusion. Since Plaintiffs have not established any likelihood of confusiie
second element of their trademark and trade dress infringement-elRiaistiffs havenot shown
a likelihood of success on the merits on either clatirthis stage So, injunctive relief on tier
claimis unavailablé.

ii. Plaintiffs’ Trade Secret Misappropriation Claims

Plaintiffs alsobring claims for Defendants’ alleged violation of the Defend Trade Secrets
Act ("DTSA”) and the Texas Uniform Trade Secrets Act (“TUTHAOkt. #1 at pp. 1617). In
Plaintiffs’ lessthanonepage analysis of botthe DTSA and TUTSAPIaintiffs argue that they

will likely prevail on their trade secret misappropriation claims, warranting ctigen relief

4In their reply brief, Plaintiffs purport to provide evidence of confusion. The eséderovided by Plaintiffs’ is: (13
sign, which was removed over two months prior to their briefing; and (2) the pie recipels,are part of the trade
secret misappropriation claim and not the trademark analysis. As su€lguhedoes not view thiss evidence that
there is a likelihood of confusion for the purposes of this injunction. The burden is on Plwntifésride evidence
to the Court that they are likely to succeed in showing there is a likelihood of corftRlimintiffs failed to provie
such evidence'lt is not the obligation of the Court to make argumentsRiaiftiffs’] behalf, and find legal precedent
to support those arguments, especially in light of the fact Biainfiffs] had ample time to brief the Court3ee
Mendoza v. A&A Landscape & lIrrigation, LRo. 4:12CV-562, 2013 WL 12403556, at *2 (E.D. Tex. Nov. 26,
2013.

5 As an exemplar, Plaintiffs attempted to provide testimony ahéaging from Mr. Layton to show that potential
customers expressed actual confusion via email. Defendant objected to hearsthe &udirt sustained the
objection—Plaintiffs did not try to admit the emails, and so no evidence of actual confusi@verasimitted.

5 Defendantslsoargue thaDefendanthavea license to usButtermilk Trademarksn perpetuity Whether there
wasa license is not disputed; rather, the parties disagree as to what type of licegsentexs Plaintiffs argue they
had the right to terminate the license at any time. Defendantster the license granted to them could not be
terminated at will. The Courteed not address these arguments, however

If Defendants are correct, and their license could not be terminatelhinyiff3, then Plaintiffs could not show a
likelihood of success on the merits. And if Plaintiffs are correct, andtffilmhad theright to terminate the license
at any time, the Plaintiffs areexactlywhere they are nowunable to show a likelihood of success on the merits
that Defendants’ infringement of Plaintiffs’ trademarks and trade dresadigaa likelihood of confusionNot to
mention, Plaintiff§ correctnesson this point would not affect the Court’s analysis with regard to the thihee
preliminaryinjunction factors—all which counsel against issuing an injuncti®ee supr&ectiond.B—.D.
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(Dkt. #4). Unfortunately, Plaintiffs have not presented evidence that would allow the Court to
come to that conclusion.

Plaintiffs asserthat the recipes used in making the Buttermilk Sky pies were trade secrets
under both the DTSA and the TUTSA, that Defendants obtained those recipes whiedite
use them, and that Defendantstinueto usethose recipes despite losing their lice(i3kt. #4).
But even assuming Plaintiffs correctly identify their recipes as trade sdelatgjffs havefailed
to provideany evidenceof trade secret misappropriatierall PlaintiffsS evidenceshowsis that
Defendants’ piesook similarto Plaintiffs’ pies

Plaintiffs established that the pies at Batch Bakery are decorated in a sianliaer to the
pies aButtermilk Sky PieShop—but Plaintiffs do not argue that their pie design is a trade secret.
Theonly other evidence Plaintiffs presented is that Batch Bakery’s pies contain stmeesaime
ingredients as the Buttermilk Sky piesPlaintiffs failed toestablish that the Batch Bakery Pies
used—or evenhad in their possessierthe same recipes as Buttermilk Sky Bigop. In fact,
Plaintiffs crossexaminationof Rachel Dymoné-the new owner of Batch Bakery, which was
formerly the Allenlocation ofButtermilk Sky Pie Shop-proved the opposite. Dymond testified
that Batch Bakeryg apple pieisesa different brand gbre-cookedapples, a techniguabsent from
Buttermilk Skys recipes Dymondalso testified that Batch Bakery uses a different type of flour
in its pie crustthan Buttermilk Sky did. Dymond further said thatBatch Bakeryshredded
Buttermilk Skys recipes and created their own from scratBhaintiffs provide no explanation as
to how they are likely to succeed on their trade secret misappropciioswith this evidentiary

record.

" This alone is unremarkable. Indeed, an apple pie ior@anny Smith apples; most pies use flour in their crust;
many pies (and baked goods in general) use Mexican vanilla extract. Yet Defendatitsied use of these
ingredients was Plaintiffs’ only evidence of trade secret misappropriation.
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Accordingly, the Court finds that Plaintiffs have not shothare is a likelihood Plaintiffs
will succeed on their trade secret misappropriation cfaim.

B. Plaintiffs Have Not Shown Theywill Suffer Irreparable Harm

Next, Plaintiffs have not shown that they will suffer irreparable harm if the preliginar
injunction were denied. A harm is irreparable where there is no adequate retagdyPatulsson
Geophysical Servs., Inc. v. Sigma29 F.3d 303 (5th Cir. 2008). Generally, this occurs vilhen
harm cannot bandonethrough monetary damagekd. “Grounds for irreparable injury include
loss of control of reputation, loss of trade, and loss of goodwHl€tchers, 434 F. Supp. 3dt
496 (internal citations removed).

Plaintiffs argue thathey arecurrently suffeing irreparable harnbecause Defendants are
actively. (1) infringing on their trademarkandtrade dressand(2) misappropriating theirade
secrets The Court is not sconvinced. At best Plaintiffs’ evidenceestablisheghat any infringing
activity stopped around thgpring of 2020 Indeed, Defendant®videnceestablisheshat any
infringement likely ceased around the middi&aly. And as the Court discussed abmazsupra
l.A.ii, any evidence of ongoing trade secret misappropriation was completely absent.

Plaintiffs have nopresented evidence showitigt they have experienced a loss of control
of reputation, a loss of goodwill, or a loss of tradend Plairtiffs have pointed to nothing that
would indicate theygurrentlyare suffeing anirreparablanjury or would continue to suffer from
irreparable harmnwithout injunctive relief The Court will not issue preliminaryinjunction when

the onlyevidence presenteshowsthatany harmdone to Plaintiffhaslikely ended—past injury

8 The Court need not digle today whether “use” is a required element of a trade secret misappoopdiaiim
brought—not under the common lawbut under the DTSA or the TUTSASeeStoneCoat of Tex., LLC v. ProCal
Stone Design, LLC426 F. Supp. 3d 311,3%-45 (E.D. Tex. 2019)examining the competing approachesd
assuming without deciding thatse” wasan essential element thfe plaintiffs’trade secret misappropriation clajms
Not only do Plaintiffs actuallyargue use (“[Defendantshre now using the BUTTERMILK SKY Systemithout
authorizatiofi), but Plaintiffs did not advance the argument that “use” isaotquired elementnder the DTSA or
the TUTSA(Dkt. #4). The Court will not make Plaintiffs’ argument for them
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is usuallycompensable through monetary damaded. Miller v. Harrison County 1:07CV541
LG-JMR, 2008 WL 11435639, at *8 (S.D. Miss. Nov. 20, 20@#jing DresserRand Co. v.
Virtual Automation Ing.361 F.3d 831, 8448 (5th Cir. 2004) (“The Court finds that his past
injuries and loss, if proven, are capable of being remedied by dafagBsus, the Court finds
that Plaintiffs have not shown threat ofcontinuing irreparable harm if Defendants are not
enjoined.

Indeedthe Court finds that Defendargsesented evidence that thegbranding processes
likely remediedany harm Defendants presented photos of the shops before and after the
rebranding:

Buttermilk Sky BatchBakery

RN S SR
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(DefenseExhibits 1, 2,9). The Court agrees that these photos indicate Defendants are no longer
using Buttermilk Trademarks or Buttermilk Trade DreksomingPlaintiffs’ claim that they will
sufferirreparableharmwithout an injunction.

C. Balance of Hardships

The Court finds that the balance of equities is neutral. The Court already found that
Plaintiffs are not currently suffering irreparable hai@ee supr&ection 1.B. As for the hardship
on Defendants were the Court inclined to issue an injundtienevidence shows tHaefendants
alreadyrebrancedtheir storesso, Defendants already incurred the cost of compliaAsesuch,
there is little to no harm that would be felt by either padye Thus, this factor is neutral, and
Plaintiffs have not carried their burden on this element.
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D. An Injunction Will Not Servethe Public Interest

Finally, Plaintiffs must showhiat granting this injunction would not disserve the public
interest.While “[t] he public interest is always served by requiring compliance with Congressional
statutes such as the Lanham Act and by enjoining the use of infringing, M#&lntiffs have
not shown that any ongoing infringemeamtmisappropriations likely. Soat best, this factor is
neutral, meaning that Plaintiffs have not carried their buodethis element

CONCLUSION

Plaintiffs have not shown that any of the four prelimir@ajynction factors weigh in favor

of injunctive relief. It is thereforecORDERED that Plaintif6’ Motion for Preliminary Injunction

(Dkt. #4) is herebyDENIED.

SIGNED this 12th day of August, 2020.

AMOS L. MAZZANT
UNITED STATES DISTRICT JUDGE

9 Scrum 2020 WL 4016110 at *17 (quotiriirtMobile US, Inc. v. AIO Witeless LL.@91 F. Supp. 2d 88, 928 (S.D.
Tex. 2014) (Rosenthal, J.) (internal citations removed))
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