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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TEXARKANA DIVISION

ROY ARTERBURY, DELWIN COBB,
CAVINS CORPORATION,

Plaintiffs,
V. Case N05:16CV-00183RWSRSP

ODESSA SEPARATORINC.,,

Defendant.
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MEMORANDUM OPINION AND ORDER ON CLAIM CONSTRUCTION

On August 7 2018, the Court held a hearing to determine the proper construction of the
disputed claim terms in United States Patent %810,081 (“the '081Patent”) The Court has
considered the arguments made by the parties at the hearing and in thetoalstimctiorbriefs.

Dkt. Nos. 32, 34& 35.1 The Court has also considered the intrinsic evidence and made subsidiary
factual findings about the extrinsic eviden&ee Phillips v. AWH Corp415 F.3d 1303, 1314
(Fed. Cir. 2005)Teva Pharm. USA, Inc. v. Sandoz, Ii&5 S. Ct. 831, 841 (2015). The Court

issues thisMemorandum and Order on Claim Construction in light of these considerations.

! Citations to the parties’ filingseferto the fiing’s number in the docket (Dkt. No.) and pin
cites referto the page numbers assigned through ECF.
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l. BACKGROUND

The '081Patent iditled “Wear Structure for Bore Hole Separation Devidée '081 Patent
was filed on February 24, 19%hdissuedon September 22, 1998he ‘081 Patent generally
relatesto a separation device or desander that is positioned in a bore hole for separation of solid
particles from well fluid. ‘081 Patent at Abstrathe disclosed separation device includes outer
and inner concentric membeélgt forman annulus regiobetween théwo membersld. A spiral
guide is positioned irthe annulugegion Id. The specification adds that the spiral guide is
positioned below a fluid inlet passage in the wall of the outer tubular member, whetvesec
fluids with entrained solid particle®.g, sand. Id. at 2:13-16. The fluid withthe entrained solid
particlesis guided by the spiral guide in a downwarsityral pathwhich provides a helical motion
to the solid particledd. at 2:1719.The helical motion results mseparation dhe solid particles
from the fluid Id. at 4:4147. The solid particlesettle below thénner tubular member, aritle
separated fla flows upwardly through the inner tubular member to a separate loddtion.

The specification further states that the disclosed device includes a weturstia the
outer surface of the outer tubular member at a location below the fluid inlet @aisshg outer
tubular memberld. at 2:26-24. The wear structure extends below the lower endhefirtner
tubular membernd. The specification adds that the wear structof¢he oute tubular member is
a reduced wall thickneswhich forms a weakened wall portiomthe outer tubular memhdd.
at 2:24-26. The specification states thaetswirling action of the sand with relatively abrasive
sand particles for prolonged periods of time wélse thevealkened wall portion to wear through
to form a secondary fluid inlet through the wall to the annutusat 2:26-31. The specification
furtherindicates that this type of wear will happen without falaf the outer tubular member,
butwill impact theperformance enough to indicate tha tool stringshouldbe extracted before

total failure occursld. at 1:66—2:4.



Claim 1 of the '081Paent is an exemplary claim and recites the following elements
(disputed term in italics)

1. In a tool string having a tubular body for removing fluids from
a well; a separation device connected to said tubular body
adjacent the lower end thereof Baparating solid particles
from said fluids, said separation device comprising:

an outer tubular member and a concentric inner tubular member
defining an annulus between said inner and outer members;

a fluid inlet passage in said outer tubular member extending to
said annulus and restricting large solid particles from
entering said annulus through said fluid inlet passage;

means blocking fluid flow upwardly from said annykusd

spiral guide meani said annulus between said tubular members
and below said fluid inlet passader directing solid
particles received from said fluid inlet passage downwardly
in a helical motiorfor settling of said solid particles below
said inner tubular member with the separated fluid flowing
upwardly through said inneulbular member to a separate
location;

said outer tubular member having a wall and a portion of said
wall has a reduced wall thickness which forms a weakened
wall portion, said outer tubular member when exposed to
relatively abrasive swirling solid partes for a prolonged
period of time causing erosion of said weakened wall
portion to reduce the thickness of said wall thereat.

I. APPLICABLE LAW
A. Claim Construction

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent define thationeo
which the patentee is entitled the right to excludetifllips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)). To determine thenimg of the claims, courts start by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad Commc’ns Group, 262 F.3d

1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the



specification, and the prosecution histdphillips, 415 F.3d at 1314Z.R. Bard, InG.388 F.3d at

861. The general rulesubject to certain specific exceptions discusaéd—is that eaclclaim

term is construed according to its ordinary and accustomed meaning as understoodby one
ordinary skill in the art at the time of the invention in the context of the p#&teitiips, 415 F.3d

at 131213; Alloc, Inc. v. Int'l Trade Comm’n342 F.3d 1361, 1368 (Fed. Cir. 2008%ure
Networks, LLC v. CSR PLC71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityedettaat time.”)
(vacated on other grounds).

“The claim construction inquiry. . . begins and ends in all cases with the acius of
the claim.”Renishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[Nn all aspects of claim construction, ‘the name of the game is the claipple Inc. v. Motorola,

Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.

Cir. 1998)). First, a term’s context in the asserted claim can be instruehiigps, 415 F.3d at

1314. Other sserted or unasserted claims can also aid in determining the claim’s meaning becaus
claim terms are typically used consistently throughout the pademifferences among the claim
terms can also assist in understanding a term’s meddirigpr examp@, when a dependent claim
adds a limitation to an independent claim, it is presumed that the independent clainotdoes
include the limitationld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are a p#&it.(quoting
Markman v. Westview Instruments, |82 F.3d 967, 979 (Fed. Cir. 1995) (en banc)). “[T]he
specification ‘is always highly relevant to the claim construction analysiglly, it is dispositive;
it is the single best guide to the meaning of a disputed.’teld. (quotingVitronics Corp. v.

Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.



299 F.3d 1313, 1325 (Fed. Cir. 2002). But, “[a]lthough the specification may aid the court in
interpreting the meaningf aisputed claim language, particular embodiments and examples
appearing in the specification will not generally be read into the claif@esriiark Commc'ns, Inc.

v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@agnstant v. Advanced Micro
Devices, Inc. 848 F.2d 1560, 1571 (Fed. Cir. 198&pp also Phillips415 F.3d at 1323. “[l]t is
improper to read limitations from a preferred embodiment described in thécgtiee—even if

it is the only embodimertinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to be so limitédebelFlarsheim Co. v. Medrad, Inc358 F.3d

898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim construction
becase, like the specification, the prosecution history provides evidence of how the t¢/8. Pa
and Trademark Office (“PTQO”) and the inventor understood the p&teitiips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiatiombiaeved O
and the applicant, rather than the final product of that negotiation, it often lackaribheaflthe
specification and thus is less useful for claim construction purpddeat’1318;see also Athletic
Alternatives, Inc. v. Pnce Mfg, 73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resource”).

Although extrinsic evidence can also be useful, it is “less significant thamtifiresic
record in determining the legally operative meaning of claim languaBhillips, 415 F.3d at
1317 (quotingC.R. Bard, InG.388 F.3d at 862). Technical dictioregiand treatises may help a
court understand the underlying technology and the manner in which one skilled in thghart mi

use claim terms, but technical dictionaries and treatises may provide definiibasetioo broad

or may not be indicative of howhe term is used in the pateid. at 1318. Similarly, expert



testimony may aid a court in understanding the underlying technology amhidétg the
particular meaning of a term in the pertinent field, but an expert's conclusory, ungapport
assertionsas to a term’s definition are entirely unhelpful to a coldt. Generally, extrinsic
evidence is “less reliable than the patent and its prosecution history in detgriminv to read
claim terms.”ld. The Supreme Court recently explained the role of extrinsic evidence in claim
construction:

In some cases, however, the district court will need to look beyond the patent’s

intrinsic evidence and to consult extrinsic evidence in order to understand, for

example, the background science or the meaning of a term in the relevarningrt dur

the relevant time perio&ee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)

(a patent may be “so interspersed with technical terms and terms of artethat th

testimony of scientific witnesses is indispensable to a canre#rstanding of its

meaning”). In cases where those subsidiary facts are in dispute, courtseditbne

make subsidiary factual findings about that extrinsic evidence. Thesdere t

“evidentiary underpinnings” of claim construction that we discussédiairkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841 (2015).

B.  35U.S.C.§ 112(6fpre-AlA) 2/ § 112(f)(AIA) 3

Construing apatent claim that usesfunctional languageinvoking 8 112(6) involves
additionalsteps.However,§ 112(6)does not applto all functionalclaim languagelnsteadthere
is arebuttablepresumptiorthat 8 112(6)applieswhen the claim languageincludes“means” or
“step for” terms.Williamsonv. Citrix Online,LLC, 792 F.3d 13391348.If suchlanguagedoes
not appearn the claim languagethenthereis a rebuttablepresumptiorthat § 112(6) does not
apply. Id. The presumptiorrises or falls accordingto whetherone of ordinaryskill in the art

wouldunderstandhe relevantlaim,in the context of thentirespecificationfo denotesufficiently

2TheAmericalnventsAct (“AlA”) .
3 Becausethe applicationresultirg in the ’081Patentwas filed before Septembet6, 2012, the
effectivedateof theAlA , the Courtefersto the pre-AlA version of § 112.



definite structure or acts for performing the functitth. See also Media Rights Techs., Inc. v.
Capital One Fin. Corp.800 F.3d 1366, 1372 (Fed. Cir. 2015).

When 8112(6) applies, it limits the scope of the functional term “to only the strycture
materials, or acts described in the specification as corresponding taaittmecclfunction and
equivalents thereof Williamson 792 F.3d at 1347. “The first step in construing such a limitation
is a determination of the function of the meghssfunction limitation.” Medtronic, Inc. v.
Advanced Cardiovascular Sys., In248 F.3d 1303, 1311 (Fed. Cir. 2001). “[T]he next step is to
determine the correspondisgructure disclosed in the specification and equivalents thetdof.”

A “structure disclosed in the specification is ‘corresponding’ structureibtilg specification or
prosecution history clearly links or associates that structure to theéofumetied in the claim.”

Id. The focus of the “corresponding structure” inquiry is not merely whether a struicttapable

of performing the recited function, but rather whether the corresponding strigcitlearly linked

or associated with the [recited]rfction.” Id. The corresponding structure “must include all
structure that actually performs the recited functiddefault Proof Credit Card Sys. v. Home
Depot U.S.A., In¢.412 F.3d 1291, 1298 (Fed. Cir. 2005). However, 8 112 does not permit
“incorporatin of structure from the written description beyond that necessary to perform the
claimed function."Micro Chem., Inc. v. Great Plains Chem. C04 F.3d 1250, 1258 (Fed. Cir.
1999).

For 8 112(6) limitations implemented by a programmed general purpose computer or
microprocessor, the corresponding structure described in the patent specificstionalide an
algorithm for performing the functio®WWMS Gaming Inc. v. Int'l Game Tecli84 F.3d 1339,

1349 (Fed. Cir. 1999). The corresponding structure is not a general purpose computer but rather



the specialpurposecomputerprogrammedo performthe disclosedalgorithm. Aristocrat Techs.
Austl. PtyLtd. v.Int'l Game Tech521F.3d1328, 1333Fed.Cir. 2008).
[l. CONSTRUCTION OF AGREED TERMS
The parties agreed thaxcept for theawo disputed phraseaddressed in this r@er, all
claim terms should be given their plain and ordinary meaning. Dk3Nat 1
IV.  CONSTRUCTION OF DISPUTED TERMS
The parties' disputefocuses on theneaning and scope of twghrasesn the '081Patent

A. “means blocking fluid flow upwardly from said annulus

Disputed Term Plaintiff's Proposal Defendant Proposal
“means blocking fluid Function: Blocking fluid flow Indefinite
flow upwardly from said | upwardly from the annulus
annulus”

Structure: Shoulder 26 and outer
wall of inner tubular member 22
and equivalents.

1. The Parties’ Positions

The parties agree that the phrase “means blocking fluid flow upwardly from saidsinnul
is subjectto 8 112, 1 6. Defendant contends that the phrase is indefinite becausmtugfieimsnt
structure disclosed in the specification of the '081 Patdainti#f contends that the structure
clearly linked to the function is the “annular shoulder” and the tubing connected to thakeshoul
(Dkt. No.32 at 8) (citing081 Patentat 2:12-18). Plaintiff further contends that mapping the flow
through the disclosed separation device supports its construdicn.No. 32 at 910) (citing
'081 Patentat 8 3:3-25). Plaintiffargues that the patentee linked the structure by using the same
base word (“annular”) in describing the structure that provides the function of bldktkahfiow
upwardly from the annulus. (Dkt. No. 32 at 10). FinaMaintiff arguesthat U.S. Patent No.

5,314,018 (the '018 Pateri}, which Plaintiff contends is incorporated by reference, confirms the



linkage between the proposed structure and the claimed blocking fundti@iting ‘018 Patent
at 2:5-8, 4:28-30).

Defendant responds that a “shoulder” denotes a chanijgnieter butnakes no reference
to a shoulder acting as a plug or fluid block. (Dkt. No. 34 dtciting Common Mehanical
Engineering TermsCollege of Engineering, University of Wisconditadison}. Regarding the
'018 Patent, Defendant argues that it cannot be read into the specification of the &8l dPat
Defendant also argues that the enhanced drapriogded by Plaintiff is not available to one
skilled in the art, and without it, it would lbfficult to determine the structure that performs the
recited functionld. at 8. According to Defendant, the perceived need for the enhanced drawing
emphasizeshe point that the '081 Patent does not provide sufficient structure to support the
meansplus{function limitation.ld.

Plaintiff replies thathe Court should disgard Defendant’sshoulder” definition. Dkt.
No. 35 at 5). Plaintifargues that the absence of an express reference to “blocking” in Defendant’s
“shoulder” definition does not mean that the shoulder cannot Hihckccording to Plaintiff, the
specification indicates that the annulaoslder blocks upward flowld. (citing ‘081 at 3:7-8).
Plaintiff also argues that a person of oatinskill in the art wouldunderstand how fluid moves
through the structure shown in Figure 1 without Plaintifigdifications. (Dkt. No. 35 at 6giting
'081 Patent at 2:63:1, 3:16-13, 3:23-25). Plaintiff contends that Defendant has provided no
evidence that a skilled artisan would view the flow differently through the steushown in
Figurel. (Dkt. No. 35 at 7). Finally, Plaintiff argues that the '018 Patent is further eviderice tha

the '081 Patent’s analogous annular shoulder (and outer wall of the inner tubular meadhsr) bl

4 Defendant did not submit an exhibélated tole retrenced definitiomor provide a web address
relatedto the referenced definition. In its reply brief, Plaintiff provided the followwed address:
http://homepages.cae.wisc.edu/~me231/info/Engineering Glossary.pdf.

10



flow upwardly.ld.

For the following reasa) the Court finds that the phrasmeans blocking fluid flow
upwardly from said annulus’ is governed by 35 U.S.C. § 112, { 6, and isindéfinite.

2. Analysis

The phrase “means blocking fluid flow upwardly from said annulus” appears in asserted
claim 1 of the '081 Patent. The disputed phrase uses the words “means” and specifigsra func
thus the Courpresumes that the patentees intehtteinvoke the statutory mandates for means
plusfunction clausesYork Prods. v. Central Tractor Farm & Family Gt@9 F.3d 1568, 1574
(Fed. Cir. 1996) (“In determining whether to apply the statutory procedurestmfisg12, 6,
the use of the word ‘means’ triggers a presumption that the inventor used this temdlgdois
invoke the statutory mandates for meahssfunction clauses.”). Furthermore, the parties agree
that the term is subject to 8 1HR6.Accordingly, the Court finds that the phrase is governed by
35U.S.C. §112, 1 6.

“The first step in construing [a meapkisfunction] limitation is a determination of the
function of the meanplus{function limitation.”Medtronig 248 F.3d at 131T.heCourt finds that
the function in claim 1 is'blocking fluid from flowing upwardly from the annulusThe parties
agreed with the Court’s findings during the claim construction hearing.

Having determined the limitation’s function, “the next step is to determine the
corresponding structure disclosed in the specification and equivalents thétedfronic 248
F.3d at 1311. The specification indicates that the corresponding structure thathpdn®recited
function of “blocking fluid from flowing upwardly from the annulus” includes shouldeig2én
outline) of the inner tubular member 22, outer wall (orange outline) of inner tubular member 22,

and inner wall (red outline) of outer tubular member 20, shown below:

11
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'081 Patent at Figure 1 (annotated). As shalove,and disclosed ithe specificabn, annulus
30is created by the space betwdba conentricinnertube 22 and outer tube 2081 Patent at
2:12-16 (“The separation device includes inner and outer concentric tubular membedsgrovi
an annulus in which a spiral guide is positioneldwe fluid inlet passage in the wall of the outer
tubular member which receives fluids with entrained solid particles such ashsaauh tfor
separation.”). The specificati@udsthatthis space iseferral to as “annular chamber (30)d. at
3:3-5 (“Openings 28 act as a screen or filter to prevent large solid particlegritenmg annular
chamber 30 formed between outer tubular member 20 and inner tubular merfjber 22.

The specification furthediscloses that, at its upper end, the inner tubular member has an

“annular shoulder 26" extending over the annular chamber (30) and contacting the outer tubula

12



member (20) athinner tubular member (23y. at 3:5-9 (“The upper end of inner tubular membe
22 includes an annular shoulder 26 and a plurality of openings 28 are provided in outer tubular
member 20 below shoulder 26.As illustrated abovighe specification indicates that shoulder 26
(greenoutling) of the inner tubular member, outer w@rangeoutling of inner tubular member
22, and inner wal(red outline of outer tubular member 20 is the corresponding structure that
performs the recited function diocking fluid from flowing upwardly(blue arrow) from the
annulus.”

Plaintiff provided amodified figurethatshowsthe flow through the discloseskparation

device and illustrates how the corresponding structure performs the claimgdrfdnc

® Defendant does not dispute that a person of ordinary skill in the art would undéhstithe
disclosed device operates in this manner. (Dkt. No. 343at 7-

13
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Dkt. No. 32 at 9Referring to the figurefluid enters the annular chamber through openings (28
that extend through the walls of the outer tubular men®@@t.at 3:16-13. A spiral guide (32) is
positioned in the annular chamber between the outer tubular member and the concentric inne

tubular memberld. at 1:4245. The specification states that “[tjhe spiral guide in the annular

14



chamber is effective to guide the well fluids containing entrained solid partiolenwardly in a

spiral path to impart a helical motion to the solid particles so that the solid particles settle
downwardly and the separated well fluid is pumped upwardly through the inner tubular miember
Id. at 1:46-51;see alsad. at 3:23-25 (“The solid particlesettle downwardlyn a vortex or swirl
chamber 36 showhelow the lower end 37 of the inrtebular member 22) (emphasis added).

As shown in themodified figure, shoulder 2@®f inner tubular member 22, outer wall of inner
tubular member 22, and inner wall of outer tubular member 20 perform the recitedrfuwicti
“blocking fluid from flowing upwardly from the annulus.”

Finally, the specification incorporates byerdnce the '018 Patendl. at 3:1923 (“As an
example of a suitable spiral guide, reference is made to U.S. Pat. No. 5,314,018lanat24,
1994, the entire disclosure of whichigorporated by this reference.”). The '018 Patent explains
that the closure at the top of the annular region blocks 8. Patentat 2:5-8 (“The separation
device includes an inner tubular member mounted concentrically within an outer to@whber
to define an annular space or annuhdsich is blocked or closed at its upper éhdemphasis
added). Consistent with tH881 Patent, thé018 Patent identifies shoulder 86 inner tubular
member 22outer wall of inner tubular member 22, and inner wall of outer tubular member 20 as
the corresponding structure that performs the function of “blocking fluid flowirfg upwardly
from the annulus.”

Defendanoriginally arguedthat a person of ordinary skill in the art would not see annular
shoulder 26 as the structure for blockirftpid flow upwardly. During the claim construction
hearing, Defendant informed the Court that it was droppingtigismentDefendanpresented a
new argument that therm is not indefinite, and that tlverrespondingtructureshould intude

two additionalcomponentsDefendanfirst arguedthat the Court’s construction should indicate

15



that shoulder 26 part of the inner tubular member 22. The Court agrees. The specification states
that “[tjhe upper end of inner tubular member 22 includes an annular shoulder 26 and a plurality
of openings 28 are provided in outer tubular member 20 below shouldé@@6Patent at 3:6

9.

Plaintiff arguel during the hearing that a person of ordinary skill in the art could flip the
shoulder and include it in the outer tubular men#eAlthough this may be aequivalent means,
it is not thestructure disclosed in the specificati@nl. Corp. v. Tekmar Cp115 F.3d 1576, 1583
(Fed. Cir. 1997) (“The price that must be paid for use of [a mglaisgunction claim] is limitation
of the claim to the means specified in the written description and equivalerdgsfihe As
discussedit is shoulder 26 of inner tubular membertRatis clearly linked to théunction.

Defendant next argued at theahning that the corresponding structure should include outer
flange 58, identified in Figure 2 of the '018 Patent. It is important to note thatahgefisonly
discusse@nd identifiedn the specification of the018 Patenf Specifically, the specification of
the’018 Patent states “[ijnner tubular member 46 in concentric relation to outer tubulaemem
has an upper large diameter end portion 56 with an outer flange 58 thereon fitting inisgppor
relation on annular shoulder 52018 Patent at 4:3434. The Court does not find that this outer
flange is clearly linked tperforming the function recited in the claims of the ‘081 Patadeed,
if Defendant’sargument is taken tits logical canclusion, thereverything discleed in the figures

of the’018 Patentvould be requiregdimply because it isncluded or connected to the disclosed

® The language proposed Bgfendant is only found in thepecification of thé018 PatentThe
Court takes notice that Defendant is asking the Court to do exactly what idl angteebrief was
impermissible i(e., using the description in the '018 Patent to construe a dispbtadepin the
'081 Patent). To support its original position that the phrase was indefinite, Defanglaed that
“one cannot read into the at in Suits specification the specification of prior patents to provide
structure, material or acts that are pagsent irthe Patent in Suit.{lDkt. No. 34 at 7).

16



separation device. This would be improper because § 118p§%not permit “incorporation of
structure from the written description beyatfét necessary to perform the claimed function.”
Micro Chem., Inc. v. Great Plains Chem. CI94 F.3d 1250, 1258 (Fed. Cir. 1999). Accordingly,
the Court rejects this argumeminally, in reaching its conclusion, the Court has considered the
extrinsic eidence submitted by the partiasd given it its proper weight in light of the intrinsic
evidence.
3. Court’s Construction

In light of the intrinsic evidence, the Codirds that the phrase is governed by 35 U.S.C.
8112, 1 6, and construes the phraseans blocking fluid flow upwardly from said annulus
as follows:

Function: Blocking fluid from flowing upwardly from the annulus .

Corresponding Structure: Shoulder 26 of inner tubular member 22, outer wall of

inner tubular member 22, and inner wall of outer tubular member 20, and equivalents

thereof.

17



B. “spiral guide means . . . for directing solid particles received from said
fluid inlet passage downwardly in a helical motion”

Disputed Term

Plaintiff's Proposal

Defendant’s Proposal

“spiral guide mean;
... for directing
solid particles
received from said
fluid inlet passage
downwardly in a
helical motiori

Function: Directing solid
particles received from the
fluid inlet passage
downwardly in a helical
motion.

Structure: spiral guide 32,
and equivalents

Alternatively: Spiral guide
32; spiral guide 62 of the
'018 Patent, and equivalen

Defendant maintains that structure can
be incorporated by reference from anot
patent. If, however, the Court pern
structure to be incorporated by referen
then Structure for this element is found
U.S. Patent 5,314,018 (“the ‘018 paten
that is incorporated by reference into 1
Specification of U.S. Patent, 5,810,081.

The structure is shown as #62 in Figure 3
the ‘018 patent. The spiral means is to
tanack of “resilient material” (Col. 7, line 24
and is positioned about the inner tubu
member in the annular space between
inner and outer tubular members below
perforations in the outer tubular member

direct and impact a centrifugal motion te th

solid particles entering the annular sp
from the perforations in the outer tubu

member.” (Col. 2, lines 121.) The upper

surface of the spiral guide means define
downward path of at least 360° around in
tubular member. (Col. 2, lines 22.) The
lower surface of the spiral guide meg
forms a helical surface. (Col. 2, lines28.)
A discharge opening is formed by the up
and lower helical surfaces at the lower ¢

her

in

3 of

N

the
to

S a
ner

ber
>nd

of the spiral guide. (Col. 2, lines 28-30.)

1.

The parties agree that the phrase “spiral guide means . .

The Parties’ Positions

received from said fluid inlet passage downwardly in a helical motion” is subjéctl12 | 6.

Defendant contends that the phrase is indefinite because there is insuffioEntstdisclosed in

the specification of the '081 Patent. Defendant further contends that the striatac be

. for directing saidepar

incorporated by reference from another patent. In the alternative, Defendadepra\structure

that Plaintiff argues includes unnecessary limitations.
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Plaintiff contends thathe appropriate structure is the spiral guide described in the
specification as “spiral guide 32.Dkt. No. 32 at 11). Plaintiffargues thaspiral guide (32)
includes helical surfaces to force the fluid moving over those surfaces to flowlinah imetion.

Id. at 12 (citing '081 Patent at 3:1418, Figures 1 and 2). Plaintiff further argues that the
specification does not strictly limit the spiral guide to one specific arrangebuimstead leaves
the exacshape and dimension opended. (Dkt. No32 at 12) €iting ‘081 Patentat 18:20).

Plaintiff alsocontends that th#081 Patent incorporates the 'OP&tent, which Plaintiff
arguesmore narrowly desdres “spral guide (62)” relative téspiral guide 32'in the’081 Patent.
(Dkt. No. 32 at 13). Plaintiff argues that the '018 Patent’s spiral guide should nobhaoiated
as limiting,because it is only “an example of a suitable spiral guide,” and not as yh&udable
spiral guideld. (citing '081 Ratent aB3:20-23) Plaintiff furtherargues that Defendant’s proposed
structureimports unnecessary limitations into the structure of the “spiral guide meBRs. NO.

32 at 13)(citing '018 Patent at 7:23-27

Defendant responds that “[rleading any stowe from the specification of the '018 patent
into the Patent in Suit to provide structure forgpeal guild[sic] means is impermissible.Dkt.
No. 34 at 8). Defendant argues that a person having ordinary skill in the art wouldtiyoto
the contents of the 081 Specification to determine the structure for the spiral guades. 1d.
Defendant contersithat the specification may describe some characteristics of a structure for a
spiral guide meandut thatit “does [not] equate to furnishing adequate description of the
structure itself. Id. Defendant further contends that the figures add nothing to an understanding
of the spiral guide meankl. at 9

In the alternative, Defendant argues that 013 Patent teaches the struetof the spil

guidein its proposed constructiond. (citing ‘018 Patent at 2:1518, 2:2134). Defendant also
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contendghat the figures of the '018 Patent provide much greater understanding of the stwéictur
the spiral means in the '018 Patent. (Dkt. No. 34 at 9) (citing '018 PatEiguae 25). Finally,
Defendant arguethatalthough the '018 Patent provides sufficient structure, the inclusion of this
structure by reference is not permitted. (Dkt. No. 34 at 10).

Plaintiff repliesthatit has identifiedsufficient structure for the “spiral guide means” in the
'081 Patent. (Dkt. No. 35 at 8)ifing ‘081 Patent at 3:1418, Figure 1). Plaintiff argues that one
reason that the “spiral guide” is not described in excruciating detail is leatausot thenventive
concept captured by the '081 Patent. (Dkt. No. 35 ati@pg '081 Patent at 2:2). Plaintiff
contends that this is contrasted to the ‘018 Patent where the spiral guide is the iroceTteps.
(Dkt. No. 35 at 8)¢iting '018Patent at 1:#11).According to Plaintiffthe’081 Patent discloses
a spiral guide and even provides some of its details. (Dkt. No. 35lattBg alternative, Plaintiff
argues that the ‘018 Patent’s spiral guide could provide supporting structure unddd§(titihxg
Otto Bock HealthCare LP v. Ossur HB57 F. App’x 950, 95%6 (Fed. Cir. 2014) Specifically,
Plaintiff's altemative proposed constructiamcludes“spiral guide 62" of the 018 PatenDkt.

No. 35 at 10).

For the following reasons, the Court finds that the phtap@al guide means . . . for
directing solid particles received from said fluid inlet passage downwalg in a helical
motion” is governed by 35 U.S.C. § 112, { 6, and is not indefinite.

2. Analysis

The phrase spiral guide means . . . for directing solid particles received from said fluid
inlet passage downwardly in a helical motion” appears in asserted claim 1 @8ihedtentThe
disputed phrase uses the words “means” and specifies a function, thus the Court prestinees tha

patentees intended to invoke the statutory mandates for means-plus-functios ¥laksErods.
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v. Central Tractor Farm & Family Cty.99 F.3d 1568, 1574 (Fed. Cir. 1996) (“In determining
whether to apply the statutory procedures of section 112, 6, the use of the word tngggns

a presumption that the inventor used this term advisedly to invoke the statutory mandates for
meansplusfunction clauses.”). Furthermore, the parties agree that the term istdob§el12

6. Accordingly, the Court finds that the phrase is governed by 35 U.S.C. § 112, { 6.

“The first step in construing [a meapkisfunction] limitation is a determination of the
function of the meanplus{function limitation.”"Medtronic 248 F.3d at 1311. The Court finds that
the function in claim 1 is “directing solid particles received from the fluid inlet passage
downwardly in a helical motm” The parties agreed with the Court’s findings during the claim
construction hearing.

Having determined the limitation’s function, “the next step is to determine the
corresponding structure disclosed in the specification and equivalents thétedfronic 248
F.3d at 1311. The specification indicates that the correspondingguseuhat performs the
function of“directing solid particles received from the fluid inlet passage downwiardliyelical
motion’” includes spiral guide 32 having an upper helical surface and a lower helitadesu
defining a spiral path extending in generally downwardly directionSpeifically, the
specification states that “[m]ounted in annular chamber 30 between inner tubolben?2 and
outer tubular member 20 is a spiral guide generally indicated at 32 and havingugpewer
helical surfaces thereon to provide a helical motio the fluid and entrained solid particles
therein.”’081 Patent at 3:1418. Figure 1 of thé081 Patent illustrates eéhstructure of the spiral

guide:
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'081 Patent at Figure 1 (annotated). As shown in Figure 1, the disclosedyspleaB2 (orange)
has an upper helical surface (green) and a lower helical surface (yellow) definpglapath
extending in a generally downwardly direction.

The specification further states thfa]s an examplef a suitable spiral guide, reference
is made to U.S. Pat. No. 5,314,018 dated May 24, 1994, the entire disclosure of which is
incorporated by this reference081 Patent at 3:1923 (emphasis added)l.ike the specification
of the 081 Patentthe specificatiorof the '018 Patenstates that “[a] spiral guide igitioned
about the inner tubular member in the annular space between the inner and outer tubulas member
below the perforations in the outer tubular member to direct andtimpantrifugal motion to the
solid particles entering the annular space froengirforations in the outer tubular memb& 18

Patentat 2:1523. The' 018 specification further states that “[t|he upper surface of the spick gui
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defines a spiral path which extends downwardly” and “the lower surface of thegpde also
forms ahelical surfaceg '018 Patent at 2:2328 Thus, thespecificationof the '018indicates that
the corresponding structure that is clearly linked with the recited functipiras guide 32 having
an upper helical surface and a lower helical surface defining a spiral pextidieg in a generally
downwardly direction.

Turning to Defendant’s proposals, Defendant first contends that “[r]leadingractuse
from the specification of the 018 patent into the Patent in Suit to provide structuhe fepiral
guide means is impermissibléDkt. No. 34 at 8).The Courtdisagrees. To support its argument,
Defendant relies oAtmel Corp. v. Info. Storage Device®98 F.3d 1374 (Fed. Cir. 1999) and
Pressure Prods. Med. Supplies, Inc. v. Greatbatch, 15389 F.3d 1308 (Fed. Cir. 2010).
Defendant’s reliance oRressure Prodsis misplaced. In that case, the trial court incorrectly
included supporting structure from a “laundry list” of prior Rressure Prods599 F.3d at 1317.
Therefore Pressure Prodsstands for the proposition that simply listing prast does not open
the door foridentifying supporting structuren the listed prior artSee id.(“Trial courts cannot
look to the prior artidentified by nothing more than its title and citation ipatent to provide
corresponding structure for a megplusfunction limitation . ... Simply mentioning prior art
referencesn a patent does not suffice as a specification description to give the patenigat outri
claim to all of the structures disclabm those references.”) (emphasis added). As discussed above,
the '081 Patentspecifically referenceshe structure disclosed in thgatentincorporated by
reference

RegardingAtmel| the Federal Circuit i©Dtto Bockstated that Atmelonly foreclosed ta
use of the content of a ngratent publication incorporated by reference to add structure to a-means

plusfunction claim. Atmel did not purport to include U.S. patent application®fto Bock
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Healthcare LP v. Ossur HF & Ossur Ams., Ir&57 Fed. Appx. 950, 955ed. Cir. 2014) (internal
citations omitted). Indeed, Defendant’s position is contrary to 37 CFR § 1.57(d), whichsgxpres
permits “essential material” for a patent specification to be incorporated drgmeé—such as

“the structure, materialpr acts that correspond to a claimed means or step for performing a
specified function as required by 35 U.S.C. 112(f).” 37 CFR 8§ 1.57(d¢8)also Otto Bo¢k57

Fed. Appx. at 95856 (“37 C.F.R. 1.57(d) specifically envisions using a U.S. patentcapiph
incorporated by reference to define structure for the purpose of 35 U.S.C. § 112, { 6.”). Thus
consistent with 37 C.F.R. 8§ 1.57(d), a patent publication incorporated by reference cda provi
supporting structure for means-pliusiction claiming.

In the alternative, Defendant proposes a structure that includes essagcand
unwarrantedimitations in theproposed structurévedtronic, Inc. v. Advanced Cardiovascular
Sys., InG. 248 F.3d 1303, 1311 (Fed. Cir. 2001) (stating that the focus of theeSponding
structure” inquiry is not merely whether a structure is capable afnpeirig the recited function,
but rather whether the corresponding structure is “clearly linked or assbevith the [recited]
function.”). For, example, the specificatiofh the ‘081 Patentloes not indicate that the “spiral
guide” must be made of “resilient material.” In fact, the specificatioiie '081 Patenis silent
about the material type.

Likewise, the specification of the '018 Patent does not restrict the I'gpirde” to
“resilient material,” but instead contemplates that the spiral guide may be eitbiierité or
“rigid.” 018 Patent at 7:227 (“It may be desirableunder certain conditions, to have the spiral
guide formed of a resilient materialtead ¢ a rigid materialto permit the orifice to change its
shae in the event of plugging . . . .”) (emphasis added). Thus, the “spiral guide means” should not

be limited to one specific material type because either material can perform teeé feadtion.
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Tl Grp. Auto. Sys. (North Am.), Inc. v. VDO N. AmL.C., 375 F.3d 1126, 1137 (Fed. Cir. 2004)
(“[W]hen multiple embodiments in the specification correspond to the claimeddongtioper
application of § 112, [paragraph 6] reads the claim element toraembeach of those
embodiments.”) (citation omitted).

Nor must the uppesurface of théspiral guide means” be requireddefine a downward
path of at least 360 degresmsd include a “discharge openjhgs Defendant contends. During the
claim constructin hearing, Defendant also argued that the construction shouldHespiral
guide to one fin, and that there must be a decrease in cross sectional area between #mel upp
lower ends’. The Court rejects Defendamtirguments becausiee specification of the ‘081 Patent
states that the spiral guide “may be of various shapes and dimensions to prowderanspical
motion” to the fluids moving through the tool string. ‘081 Patent at 18/20e importantly, he
specificationof the 081 Patenonly requires the spiral guide to have an upper helical surface and
a lower helical surface defining a spiral path extending in a generallyvaangly directionThere
is no discussion of a single fin or the other limitations included in Defendant’s caiostri® be
clear, the '081 Patent provides sufficient structure, and the 018 Patent providesaonme that
is consistent with the disclosure of the ‘081 Patent.

Finally, as Plaintiff correctly points out, spiral gui® is not the stated improvemaeoit
the ‘081 Patent. Instead, the stated impnoset isthe integration of the weakened wall portion of
the tube string.081 Patent aR:7-9 (“The present invention is particularly directieda wear
structurefor a separation device positioned on the lower end of a downhole tubing string . . . .”)

(emphasis added). In contrast, t&8 Patent indicates th#te stated improvemens the spiral

” To support its position for these new arguments, Defendant cited to the 018 PAt&60+56,
2:43-45.
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guide inthe tubingstring. '018Patentat 1:7-11 (“This invention relates to an apparatus method
for separating solid particles from liquids . . . in whilsl separator imparts a helical motion to

the fluid containing the solid particles and liquids . . . .”) (emphasis addéd), aperson of
ordinary skill in the art would understanthat thecorresponding structure clearly linked to
performing the recited function in the '081 Patent does not require all of thetilbmstaisclosed

in the 018 Patentinstead, the corresponding structure identified above in the '081 Patent is the
correspondingstructure necessary to perform the recited functicro Chem., Inc. v. Great
Plains Chem. C9.194 F.3d 1250, 1258 (Fed. Cir. 1999) (holding that 8 112, { 6 does not permit
“incorporation of structure from the written description beyond that necessargrform the

claimed function.”). Accordingly, the Court rejects Defendant’s alternatwstruction.

3. Court’s Construction
In light of the intrinsic evidence, the Cofirids that the phrase is governed by 35 U.S.C.
8 112, T 6, and construes the phraspiral guide means . . . for directing solid particles
received from said fluid inlet passage downwardly in a helical motionas follows:
Function: Directing solid particles received from the fluid inlet passage downwardly
in a helical motion.

Corresponding Structure: Spiral guide 32 having an upper helical surface and a lower

helical surface defining a spiral path extending in aenerally downwardly direction, and
equivalents thereof
V. CONCLUSION
The Court adopts the constructions above for the disputed arediagras of the Asserted
Patent Furthermore, the parties shoeldsure that all testimomglatingto the terms addressed in
this Order is constrained by the Court’s reasoning. However, in the presenceuof the parties

should not expressly or implicitly refer to each other’s claim constructiongusdnd should not
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expressly refer to any portion of this Order that is not an actual constructioe@olpte Court.
The references to the claim construction process should be limited to informipugytiod the

constructions adopted by the Court.

SIGNED this 23rd day of August, 2018.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE

27



	MEMORANDUM OPINION AND ORDER ON CLAIM CONSTRUCTION
	I. BACKGROUND
	II. APPLICABLE LAW
	A. Claim Construction
	B. 35 U.S.C. § 112(6) (pre-AIA)1F  / § 112(f) (AIA)2F

	III. CONSTRUCTION OF AGREED TERMS
	IV. CONSTRUCTION OF DISPUTED TERMS
	A. “means blocking fluid flow upwardly from said annulus”
	1. The Parties’ Positions
	2. Analysis
	3. Court’s Construction

	B. “spiral guide means . . . for directing solid particles received from said fluid inlet passage downwardly in a helical motion”
	1. The Parties’ Positions
	2. Analysis
	3. Court’s Construction


	V. CONCLUSION

