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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

TYLER DIVISION

Bedrock Computer Technologies LLC,

Plaintiff,

v.

Softlayer Technologies, Inc.,
CitiWare Technology Solutions, LLC,
Google Inc.,
Yahoo! Inc.,
MySpace Inc.,
Amazon.com Inc.,
PayPal Inc.,
Match.com LLC,
AOL LLC, and
CME Group Inc.,

Defendants.

Case No. 6:09-CV-269-LED

JURY TRIAL DEMANDED

DEFENDANTS’ JOINT INVALIDITY CONTENTIONS AND PRODUCTION OF
DOCUMENTS PURSUANT TO PATENT RULES 3-3 AND 3-4(b)

Pursuant to the Rules of Practice for Patent Cases for the Eastern District of Texas

(“Patent Rules” or “P.R.”), Defendants Softlayer Technologies, Inc., Google Inc., Yahoo! Inc.,

MySpace Inc., Amazon.com Inc., PayPal Inc., Match.com LLC, AOL LLC, and CME Group

Inc., (collectively, “Defendants”) hereby disclose their Invalidity Contentions. One or more

Defendants contend that each of the claims asserted by Plaintiffs Bedrock Computer

Technologies LLC (“Bedrock”) is invalid under at least 35 U.S.C. §§ 102, 103, and/or 112.
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I. GENERAL STATEMENTS AND OBJECTIONS

A. Asserted Claims

Bedrock has served each Defendant with Infringement Contentions alleging infringement

of U.S. Patent No. 5,893,120 (“the '120 patent”). Specifically, Bedrock has alleged that at least

one Defendant infringes claims 1 – 8 of the '120 patent (collectively, the “Asserted Claims”).

Because the Patent Rules require that a Defendant accused of infringement set forth invalidity

contentions with regard to the claims asserted against it, see P.R. 3-3(a), each Defendant joins in

these contentions for each Asserted Claim only to the extent that the particular claim is asserted

against that Defendant.

B. Invalidity Contentions

The Patent Rules contemplate that Invalidity Contentions will be prepared and served in

response to Infringement Contentions that comply with Rule 3-1 of the Patent Rules. Bedrock

has not complied with 3-1 in multiple respects. Bedrock’s Infringement Contentions lacked

proper and complete disclosure as to each party in violation of Patent Rule 3-1, and thus did not

provide adequate information for Defendants to use in preparing this disclosure. These

deficiencies were detailed in the Motion to Compel Plaintiff to Comply with Patent Rule 3-1 and

to Extend the Time to Serve Invalidity Contentions filed on December 9, 2009 (D.I. 133). Due

to Bedrock’s failure to provide proper and complete disclosure of Bedrock’s infringement

contentions, Defendants reserve all rights to modify, amend, and/or supplement their Invalidity

Contentions in accordance with P.R. 3-6 and 3-7 following the Court’s claim construction ruling

or upon Bedrock’s alteration/clarification of its asserted claim construction to the extent

permitted by this Court.
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C. Claim Construction

The Court has not yet construed the Asserted Claims. Defendants reserve the right to

identify other art or to supplement their disclosures or contentions because the Defendants’

position on the invalidity of particular claims will depend on how those claims are construed by

the Court. Defendants’ Invalidity Contentions are based, at least in part, on their present

understanding of the Asserted Claims and/or their present understanding of the claim

constructions Bedrock appears to be asserting—based on Bedrock’s Infringement Contentions—

whether or not Defendants agree with such claim constructions.

To the extent that these Invalidity Contentions reflect constructions of claim terms that

may be consistent with or implicit in Bedrock’s Infringement Contentions, no inference is

intended or should be drawn that Defendants agree with such claim constructions. Defendants

take no position on any matter of claim construction in these invalidity contentions. Any

statement herein describing or tending to describe any claim element is provided solely for the

purpose of understanding the relevant prior art. Defendants expressly reserve the right to

propose any claim construction they consider appropriate and/or to contest any claim

construction they consider inappropriate.

In part because of the uncertainty of claim construction, Defendants’ Invalidity

Contentions are sometimes made in the alternative and are not necessarily intended to be

consistent with each other, and should be viewed accordingly. Further, by including in this

disclosure prior art that would be anticipatory or render a claim obvious based on a particular

scope or construction of the claims, including that apparently applied by Bedrock in its

Infringement Contentions, Defendants’ Invalidity Contentions herein are not, and should in no

way be seen as adoptions or admissions as to the accuracy of such scope or construction.
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Defendants reserve all rights to further supplement or modify the positions and information in

these Invalidity Contentions, including without limitation, the prior art and grounds of invalidity

set forth herein, after the Court has construed the asserted claims in accordance with the Patent

Rules and/or the Court’s Orders.

D. Ongoing Discovery and Disclosures

Discovery in this case is in its early stages and Defendants’ investigation, including

Defendants’ search for prior art, is ongoing. Defendants therefore reserve the right to further

supplement or alter the positions taken and information disclosed in these Invalidity Contentions

including, without limitation, the prior art and grounds of invalidity set forth herein, to take into

account information or defenses that may come to light as a result of these continuing efforts.

Defendants hereby incorporate by reference the testimony of any fact witnesses that are deposed,

that provide declarations, or that otherwise testify in this lawsuit. Defendants also hereby

incorporate by reference the reports and testimony of Defendants’ expert witnesses regarding

invalidity of the patent.

Defendants understand and are relying upon the fact that the date to which Bedrock may

be entitled to as the earliest priority date are is earliest filing date of the '120 patent. Defendants

intend to diligently seek discovery to establish conception and reduction to practice dates, as

appropriate, to demonstrate earlier invention by other parties under 35 U.S.C. § 102(g).

Defendants further intend to take discovery on the issues of improper inventorship and/or

derivation under 35 U.S.C. § 102(f), public use and/or the on-sale bar under 35 U.S.C. § 102(b),

and/or applicants’ failure to comply with 35 U.S.C. § 112. Defendants therefore reserve all

rights to further supplement or amend these invalidity contentions if and when further

information becomes available.
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E. Prior Art Identification and Citation

Pursuant to Patent Rule 3-3(a), Defendants identify specific portions of prior art

references that disclose the elements of the Asserted Claims. Although Defendants have

identified at least one citation per element for each reference, each and every disclosure of the

same element in said reference is not necessarily identified. In an effort to focus the issues,

Defendants identify only limited portions of the cited references. It should be recognized that a

person of ordinary skill in the art would generally read a prior art reference as a whole and in the

context of other publications, literature, and general knowledge in the field. To understand and

interpret any specific statement or disclosure in a prior art reference, a person of ordinary skill in

the art would rely upon other information including other publications and general scientific or

engineering knowledge. Defendants therefore reserve the right to rely upon other unidentified

portions of the prior art references and on other publications and expert testimony to provide

context and to aid understanding and interpretation of the identified portions. Defendants also

reserve the right to rely upon other portions of the prior art references, other publications, and the

testimony of experts to establish that the alleged inventions would have been obvious to a person

of ordinary skill in the art, including on the basis of modifying or combining certain cited

references. Defendants also reserve the right to rely upon any admissions relating to prior art in

the Asserted Patent or their respective prosecution histories.

Where Defendants identify a particular figure in a prior art reference, the identification

should be understood to encompass the caption and description of the figure as well as any text

relating to the figure in addition to the figure itself. Similarly, where an identified portion of text

refers to a figure or other material, the identification should be understood to include the

referenced figure or other material as well.
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F. Reservation of Rights

Defendants reserve all rights to further supplement or modify these Invalidity

Contentions, including the prior art disclosed and stated grounds of invalidity, pursuant to the

District’s Patent Rules. In addition, Defendants reserve the right to prove the invalidity of the

asserted claims on bases other than those required to be disclosed in these disclosures and

contentions pursuant to P.R. 3-3. For example, Defendants further contend that each of the

claims of the '120 patent is drawn to subject matter that is not patentable under 35 U.S.C. § 101.

Specifically, none of the Asserted Claims meet the “machine or transformation” test elucidated

by the Federal Circuit in In re Bilski (Fed. Cir. 2008).

II. INVALIDITY CONTENTIONS PURSUANT TO P.R. 3-3

A. Contentions Under P.R. 3-3(a)-(c)

Each of the Asserted Claims is anticipated and/or rendered obvious by prior art. Pursuant

to P.R. 3-3(a) Defendants identify the prior art that anticipates or renders an Asserted Claim

obvious in Exhibits A, B, C, and D which are hereby incorporated by reference as if fully set

forth herein. On information and belief, each listed document or item became prior art at least as

early as the dates given. Each of the foregoing prior art references identified in Exhibit A

includes a chart in Exhibit B, C, and/or D specifically identifying where each element of each

asserted claim is found in the prior art pursuant to P.R. 3-3(c) including, for claims governed by

35 U.S.C. §112(6), the identity of structure(s), act(s), or materials(s) in each item of prior art that

performs the claimed function.

To the extent any limitation of any of the Asserted Claims is construed to have a similar

meaning, or to encompass similar feature(s) and/or function(s), with any other claim limitation of

any of the Asserted Claims, as apparently contended by Bedrock in its Infringement Contentions,
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or later determined by the Court, and to the extent at least one claim chart in Exhibits B, C,

and/or D identifies any prior art reference, or a portion thereof, as disclosing or teaching such

similarly construed claim limitation, such identified prior art reference, or the portion thereof,

and Defendants’ contentions with respect to such claim limitation and such prior art reference as

found in such claim chart, are incorporated by reference, and are part of, the Defendants’

invalidity contention with respect to each of the Asserted Claims that includes such similarly

construed claim limitation.

To the extent that they are prior art, Defendants reserve the right to rely upon foreign

counterparts of the U.S. Patents identified in Defendants’ Invalidity Contentions; U.S.

counterparts of foreign patents and foreign patent applications identified in Defendants’

Invalidity Contentions; U.S. and foreign patents and patent applications corresponding to articles

and publications identified in Defendants’ Invalidity Contentions; and any systems, products, or

prior inventions that relate to any references identified in Defendants' Invalidity Contentions.

The claim charts in Exhibits B, C, and/or D provide example sections within the prior art

references that teach or suggest each and every element of the asserted claims. Each reference or

combination of references suggested by each chart indicates whether the prior art renders the

claim obvious or anticipated pursuant to P.R. 3-3(b). In Exhibit B, C, and/or D for each Asserted

Claim, Defendants set such obviousness combination, and the motivation to combine such items.

The U.S. Supreme Court decision in KSR International Co. v. Teleflex Inc., et al., 127

S.Ct. 1727 at 1739 (2007) (“KSR”) held that a claimed invention can be obvious even if there is

no teaching, suggestion, or motivation for combining the prior art to produce that invention. In

summary, KSR holds that patents that are based on new combinations of elements or components

already known in a technical field may be found to be obvious. See, generally, KSR, 127 S.Ct.
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1727. Specifically, the Court in KSR rejected a rigid application of the “teaching, suggestion, or

motivation [to combine]” test. Id. at 1741. “In determining whether the subject matter of a

patent claim is obvious, neither the particular motivation nor the avowed purpose of the patentee

controls. What matters is the objective reach of the claim.” Id. at 1741-1742. “Under the

correct analysis, any need or problem known in the field of endeavor at the time of invention and

addressed by the patent can provide a reason for combining the elements in the manner claimed.”

Id. at 1742. In particular, in KSR, the Supreme Court emphasized the principle that “[t]he

combination of familiar elements according to known methods is likely to be obvious when it

does no more than yield predictable results.” Id. at 1739. A key inquiry is whether the

“improvement is more than the predictable use of prior art elements according to their

established functions.” Id. at 1740.

The rationale to combine or modify prior art references is significantly stronger when the

references seek to solve the same problem, come from the same field, and correspond well. In re

Inland Steel Co., 265 F.3d 1354, 1362 (Fed. Cir. 2001). The Federal Circuit allowed two

references to be combined as invalidating art under similar circumstances, namely “[the prior art]

focus[es] on the same problem that the … patent addresses: enhancing [the flexibility of stents].

Moreover, both [prior art references] come from the same field . . . . Finally, the solutions to the

identified problems found in the two references correspond well.” Id. at 1364 (concerning

patents and prior art relating to improving the magnetic and electrical properties of steel).

In view of the Supreme Court’s KSR decision, the PTO issued a set of new Examination

Guidelines. See Examination Guidelines for Determining Obviousness Under 35 U.S.C. §103 in

view of the Supreme Court Decision in KSR International Co. v. Teleflex, Inc., 72 Fed. Reg.

57526 (October 10, 2007). Those Guidelines summarized the KSR decision, and identified
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various rationales for finding a claim obvious, including those based on other precedents. Those

rationales include:

(A) Combining prior art elements according to known methods to yield
predictable results;

(B) Simple substitution of one known element for another to obtain predictable
results;

(C) Use of known technique to improve similar devices (methods, or products) in
the same way;

(D) Applying a known technique to a known device (method, or product) ready
for improvement to yield predictable results;

(E) “Obvious to try” – choosing from a finite number of identified, predictable
solutions, with a reasonable expectation of success;

(F) Known work in one field of endeavor may prompt variations of it for use in
either the same field or a different one based on design incentives or other market
forces if the variations would have been predictable to one of ordinary skill in the
art;

(G) Some teaching, suggestion, or motivation in the prior art that would have led
one of ordinary skill to modify the prior art reference or to combine prior art
reference teachings to arrive at the claimed invention.

Id. at 57529. Defendants contend that one or more of these rationales apply in considering the

obviousness of the claims of the '120 patent.

A person of ordinary skill at the time of the invention had reason to combine or modify

one or more of the references listed and charted in Exhibits A - E in light of the knowledge of a

person of ordinary skill in the art at the time of the invention and information in the prior art

cited herein. Additional contentions regarding the combination and/or modification of and/or

motivation to combine references for specific Asserted Claims are set forth in the claim charts of

Exhibits B, C, and/or D.
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B. Contentions Under P.R. 3-3(d)

Pursuant to Patent Local Rule 3-3(d), Defendants contend that certain claims of the

Asserted Patent are invalid under 35 U.S.C. § 112 because: (1) the claims are indefinite; (2) the

claims are not enabled; (3) the claims lack adequate written description; and/or (4) the

specification fails to set forth the best mode contemplated by the inventor for practicing the

invention. Defendants’ contentions that the following claims are invalid under 35 U.S.C. § 112

are made in the alternative, and do not constitute, and should not be interpreted as, admissions

regarding the construction or scope of the claims of the '120 patent, or that any of the claims of

the '120 patent are not anticipated or rendered obvious by any prior art.

The asserted claims identified below are invalid under 35 U.S.C § 112 paragraph 2,

which requires that the specification “conclude with one or more claims particularly pointing out

and distinctly claiming the subject matter which the applicant regards as his invention.”

Claims 1 and 5 require “a record search means utilizing a search key to access the linked

list” and “a means for identifying and removing at least some of the expired ones of the records

from the linked list when the linked list is accessed.” Claim 1 further requires “a means,

utilizing the record search means, for accessing the linked list and, at the same time, removing at

least some of the expired ones of the records in the linked list.” Claim 5 further requires “a

means, utilizing the record search means, for inserting, retrieving, and deleting records from the

system and, at the same time, removing at least some expired ones of the records in the accessed

linked list of records.” These limitations can be construed to cover only the corresponding

specific algorithmic structure disclosed in the specification under 35 U.S.C. 112, paragraph 6.

See WMS Gaming, Inc. v. Int'l Game Tech., 184 F.3d 1339, 1349 (Fed. Cir. 1999). Because no
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specific algorithm is disclosed in the specification for these limitations, Claims 1 and 5 are

invalid as indefinite under 35 U.S.C. §112, paragraph 2.

Claim 2 requires “means for dynamically determining maximum number for the record

search means to remove in the accessed linked list of records.” Claim 6 requires “means for

dynamically determining maximum number for the record search means to remove in the

accessed linked list of records.” These limitations can be construed to cover only the

corresponding specific algorithmic structure disclosed in the specification under 35 U.S.C. 112,

paragraph 6. See WMS Gaming, Inc. v. Int'l Game Tech., 184 F.3d 1339, 1349 (Fed. Cir. 1999).

Because no specific algorithm is disclosed in the specification for “means for dynamically

determining maximum number” Claims 2 and 6 are invalid as indefinite under 35 U.S.C. §112,

paragraph 2.

The asserted claims identified below are invalid under 35 U.S.C. § 112 paragraph 1,

which requires that the specification “contain a written description of the invention, and of the

manner and process of making and using it, in such full, clear, concise, and exact terms as to

enable any person skilled in the art to which it pertains, or with which it is most nearly

connected, to make and use the same, and shall set forth the best mode contemplated by the

inventor of carrying out his invention.”

Claims 2, 4, 6, and 8 each require “dynamically determining maximum number.” Neither

the '120 patent nor its application describe “dynamically determining maximum number.” Thus,

Claims 2, 4, 6, and 8 are invalid for lack of written description and/or enablement under 35

U.S.C. §112, paragraph 1.
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III. ADDITIONAL PRIOR ART

In addition to the prior art references charted, Defendants lists in Exhibit E, which is

incorporated herein in its entirety, additional prior art references that are pertinent to the

invalidity of the '120 patent. At this time, Defendants are not providing claim charts for each of

these additional references either because these references:

(1) have similar disclosure to the prior art references for which invalidity charts have

been provided;

(2) were discovered recently and Defendants have not had a fair opportunity to

analyze them;

(3) may be used to show state of the art; and/or

(4) may be used as supporting references in an obviousness combination depending

on how the claims are ultimately construed by the Court.

Defendants also incorporate, in full, all prior art references cited in the '120 patent and all

prior art references cited in the prosecution histories of the '120 patent and any foreign

counterparts.

Defendants reserve the right to revise these Contentions to rely on any of these references

to prove the invalidity of the asserted claims of the '120 patent in a manner consistent with the

Federal Rules of Civil Procedure, the Court’s Local Rules, and the Local Patent Rules.

IV. ACCOMPANYING DOCUMENT PRODUCTION

Pursuant to Patent Rule 3-4(a), Defendants will produce, make available for inspection,

or identify publicly available information sufficient to show the operation of any specifically

identified aspects or elements of an Accused Instrumentality identified by Bedrock in its P. R. 3-

1(c) chart to the extent such information is in Defendants' possession, custody or control. If such
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information comprises source code, Defendants will make such source code available for

inspection after the entry of a suitable protective order in this action.

Pursuant to Patent Rule 3-4 (b), Defendants are producing or making available for

inspection copies of each item of prior art identified pursuant to Patent Rule 3-3(a) which does

not appear in the file history of the Asserted Patent. To the extent that such item is not in

English, an English translation is produced where available. Translation of documents is

ongoing and Defendants reserve the right to provide additional translations as they become

available. Defendants reserve the right to identify and produce additional documents pursuant to

the Patent Rules and the orders of the Court.

Table of Exhibits

Exhibit Description

A. List of prior art references that have been charted

B. Invalidity charts for prior art patent references listed in Exhibit A

C. Invalidity charts for prior art literature references listed in Exhibit A

D. Invalidity charts for prior art systems listed in Exhibit A

E. Additional prior art
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Dated: January 8, 2010

Respectfully submitted,

By: /s/ Alan L. Whitehurst___________ By: /s/ Michael E. Jones (with permission)
Frank G. Smith
frank.smith@alston.com
ALSTON & BIRD LLP
One Atlantic Center
1201 West Peachtree Street
Atlanta, GA 30309
Telephone: (404) 881-7240
Facsimile: (404) 256-8184

Alan L. Whitehurst
alan.whitehurst@alston.com
Marissa R. Ducca
marissa.ducca@alston.com
ALSTON & BIRD LLP
The Atlantic Building
950 F Street, N.W.
Washington, DC 20004
Telephone: (202) 756-3300
Facsimile: (202) 756-3333

Michael J. Newton (SBN 24003844)
mike.newton@alston.com
ALSTON & BIRD LLP
Chase Tower
2200 Ross Avenue, Suite 3601
Dallas, TX 75201
Telephone: (214) 922-3423
Facsimile: (214) 922-3839

Louis A. Karasik (pro hac vice)
lou.karasik@alston.com
ALSTON & BIRD LLP
333 South Hope Street
16th Floor
Los Angeles, CA 90071
Telephone: (213) 576-1148
Facsimile: (213) 576-1100

Attorneys for Defendants MySpace Inc.,

Michael E. Jones
State Bar No. 10929400
mikejones@potterminton.com
POTTER MINTON
110 N. College
Tyler, Texas 75702
Telephone: (903) 597-8311
Facsimile: (903) 593-0846

Claude M. Stern
claudestern@quinnemanuel.com
Todd M. Briggs
toddbriggs@quinnemanuel.com
QUINN EMANUEL URQUHART OLIVER &
HEDGES, LLP
555 Twin Dolphin Dr., Suite 560
Redwood Shores, CA 94065
Telephone: 650-801-5000
Facsimile: 650-801-5100

Attorneys for Defendants Google Inc. and
Match.com, LLC

By: /s/ Yar R. Chaikovsky (with permission)
Yar R. Chaikovsky
ychaikovsky@mwe.com
MCDERMOTT WILL & EMERY
275 Middlefield Rd., Suite 100
Menlo Park, CA 94025
Telephone: (650) 815-7447
Facsimile: (650) 815-7401

Attorney for Defendant Yahoo! Inc.

By: /s/ Paul V. Storm (with permission)
Paul V. Storm
State Bar No. 19325350
paulstorm@stormllp.com
Anthony P. Miller
State Bar No. 24041484
amiller@stormllp.com
S. Scott Pershern
State Bar No. 24060412
spershern@stormllp.com
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Amazon.com Inc., AOL LLC,
CME Group Inc, and PayPal Inc.

Michael E. Jones
State Bar No. 10929400
Allen Gardner
State Bar No. 24043679
POTTER MINTON
A PROFESSIONAL CORPORATION
110 N. College, 500 Plaza Tower
P.O. Box 359
Tyler, Texas 75710
Tel: (903) 597-8311
Fax: (903) 593-0846
mikejones@potterminton.com
allengardner@potterminton.com

Attorneys for Defendant PayPal, Inc.

STORM LLP
901 Main Street
Suite 7100
Dallas, Texas 75202
214-347-4700 (Telephone)
214-347-4799 (Facsimile)

Attorneys for Defendant Softlayer
Technologies, Inc.

Steven Gardner (NC Bar #20984)
E. Danielle T. Williams (NC Bar #23283)
KILPATRICK STOCKTON LLP
1001 West 4th Street
Winston-Salem, NC 27104
Telephone: (336) 607-7300
Fax: (336) 607-7500

Attorneys for Defendants Softlayer
Technologies, Inc. and Amazon.com, Inc.




